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A  list  oftJie  abbremations  of  the  names  of  Reports  cited  tvill  be  found  on  p.  14. 
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Ainsworth  V.  WalmBley         ...    L.  R.  1  Eq.  518  ... 

330 

Aktiebolaget  Separator  »>.  Dairy  I  ^5  r  p  c  327 
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196 

Automatic    Weighing    Co.    v.  ) 
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Avery's  Patent  {toWo^eA)     ...    4  R,  P.  C  152    ... 
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^^^*  i  See  Same  v.  Basle  Ohemical  Works. 
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Consolidated    Pneumatic    Go,^ ) 

Ld.  V.  Churchill  A  Co.,  Ld.  \  22  R.  P.  C.  209 478 
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Cornish  v.  Keene         1  Webs.  501       490 

Cowie  Bros.  &  Co.  v.  Herbert...  14  R.  P.  C.  436  ;  24  R.  353     22,  202 

Crane  v.  Price 1  Webs.  P.  C.  393  ;  12  L.  J.  C.  P.  81...  445 

Crist'sCase        20  R.  P.  C.  475 573 

Croft  V.  Day     7  Beav.  84          346,  539 

Curtis  Y.PlaU L.  R.  3  Ch.  D.  135n     196 
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21  R.  P.  C.  274 
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Dredge  v.  Parnell        
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Eno  V.Dunn    7  R.  P.  C.  311 ;  L.  R.  15  App.  Cas.  252 
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Ennan,  Re  (followed)... 


L.  R  (1903)  2  Ch.  156 . 


'''^ncec;.   !^r     ^?!(L.R.10Ch.276 


Evans  v.  Tannton 


21  R.  P.  C.  675  ... 


PA6B 
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&  Co.  V.  Bowker       

Farbenfdbrikenvormals  Bayer 
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Faalder  v.  Rashton     

Fawsitt,  Re       

Feh    T.   Hedley    <t    Co.,    Ld. 
(followed)     

Fielding  v.  Hawley     

Ford  T.  Foster  (considered  and  \t    t>  ^  Ch  611 
followed)       ...        ...        ...)■' 


11  R.  P.  C.  84 ;  ) 

L.  R.  (1894)  1  Ch.  645  1 

20  R.  P.  C.  477 

L.  R.  30  Ch.  D.  231      ... 
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48  L.  T.  N.  S.  639 


91 
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4  De  0.  J.  &  S.  298     
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20  R.  P.  C.  544  ;  21  R.  P.  C.  322 
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24  R.  556  
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Coal  Co J 


22  R.  R.  C.  431 ... 
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Globe  Light  Ld. 
Goddard  v.  Lyon 

0  Wynne  v.   Dry»dale  A   <?«.  ( 3  r.  p.  c.  65 ;  13  K.  684 
(followed,  p.  o90)     ,J 


490 
...  197.458 
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444 
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Hadley  v.  Baxendale 

Haldent;.  Hall 

Hall  v.  BarrowB  

Hall  V.  Conder  ...         

Halsey  v.  Brotherhood 

Hancock  v.  Somervell 

Hardmuth  v.  Baker  &  Son     ... 

Hargreaves  v.  Freeman 

Harrild  and  Parkin's  Applica- 
tion      

Harrison  v.  Anderston  Foun- 
dry  (7o.- (followed,  p.  198)  ... 

Harwood   v.   Oreat  Northern 
Railway  Go.  (f  ollowed,p.  158) 

Haskell  Golf  Ball  Co.  v.  Hut- 
chison 

Haslam  t;.  Hall 

Hattersleyv.  Hodgson(to\\o^Q6., 
p.  291)  

Hay  ward  v,  Hamilton 

Heath  v.  Unwin  

Hetiderson  v.  Clippens  Oil  Go,^ 
Ld.      

Hendriks    v.    Montagu    (fol- 
lowed)   

Herrbnrger  v.  Squire 

Hill  V.  Evans 

Hills  V.  London  Oas  Go. 
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Hutchison,    Main     &    Co.    v, 
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9  Ex.  341  

21  R.  P.  C.  609 

4D.  J.  &S.  150  

2C.  B.  N.  S.  22  

L.  R.  15  C.  D.  514;  19  C.  D.  386      ... 
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21R.  P.  C.  504 •      .. 

8  R.  P.  C.  237  ;  L.  R.  (1891)  3  Ch.  39.. 

ll7R.P.  C.  617  ... 
L.  R.  1  App.  Cas.  574 


)L.  R 
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[22R.P.  C.205... 
5  R.  P.  0. 1       ... 

|21R.  P.  C.517... 
Griffin's  P.  C.  115 
5  H.  L.  Cas.  505 

}  10  R.  (H.  L.)  38 

}  L.  R.  17  C.  D.  638 

5R.  P.  C.  581  ... 
31  L.  J.  Ch.  457  ;  4D 
5H.  &N.  312  ... 
L.  R.  4  Ch.  D.  615 
20R.  P.  C.  525  ... 

L.  R.  10  Q.  B.  D.  459 
1 15  R.  644 


lOR.  P.  0.46   .. 


2  Bell's  Appls.  I,  pp.  1»  &  24 ;  I 
5D.95  I 


F.  &  J 
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Imperial  Tobacco  Co.  v.  Pnmell    21  R.  P.  C.  598    ... 

Incandescent  Gas  Light  Co.  v-  1  j^o  jj  p  q  262 
Cantelo  ...        ...        ...  )  •    •    • 
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347 
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Jack  V.  Begg  &  Co 

Jamieson  &  Co.  v.  Jamieson  ... 

Johnson  V.  Edge  

Johnston  v.  Orr  Ewing 


3R.  35      

15R.  P.C.  169 

9  R.  P.  C.  142  ;  L.  R.  (1892)  2  Ch.  1 
L.  R.  7  App.  Cas.  219     


Jong  (De)  V.  United  Motor  Co.    20  R.  P.  C.  472 
Jupe  V.  Pratt  (followed,  p.  492)    1  Webs.  146 


379 
403 
550 
...255,605 


616 
...272,492 


KayY.Mar8h(ai(diBtingniHhed)  2  Webs.  34 

Kermick  v.  Watson    9  M.  984  ... 

Kerr  v.  Clark 7  M.  51     ... 

Kynoch  v.  Webb  17  R.  P.  C.  100 


296 

...  84,372 
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Glass  Insurance  Co.,  Ld. 

Lamb  t;.  Evans 
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Knightshridge  Electric  Light- 
ing Go.  (followed,  p.  155)  ...  ' 

lioafs  Trade  Mark       

Leather  Cloth  Go's.  Case 

Leather  Cloth  Co.y  Ld.  v.  Ameri- 
can Leather  Cloth  Co.yLd. ... 


Ml7R.544  

.    L.  R.  (1893)  1  Ch.  218... 


9  R.  P.  C.  413  ;  ) 

L.  R.  (1892)  3  Ch.  424  J 

4  R.  P.  C.  31  ;  L.  R.  34  C.  D.  623 
4  D.J.  AS.  137 


}  11  H. 


L.  C.  523 
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Mexhorough  v.  Whitwood  Ur-  ) 

ban  District    Council    (fol-  [  L.  R.  (1897)  2  Q.  B.  Ill         ...        .,.  358 

lowed)  ) 

Middleton  v.  Bradley 12  R.  P.  C.  392  ;  L.  R.  (1895)  2  Ch.  716  616 

Miller  v.  Hunter  3  M.  740 379 

Millington  v.  Fox        3  My.  &  Cr.  328  224 

Mogul  Steatmhip  Go.  v.  Mc-  J  L.  R.  15  Q.  B.  476 ;     )  oo^  oo.> 

Gregor  Gow <k  Co |  L.  R.  (1892)  A.  C.25  J i>ou,ooo 

Moir  V.  Hunter 11  S.  32 381 
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DIGEST  OF  PATENT  CASES. 


AMENDMENT  OF   SPECIFICATION. 

1.  Terms  on  which  leave  granted  to  ap})ly  for.     IN   THE    Matter   of 

Elabbr's  Patents,  at  p.  8. 

2.  Leave  to  disclaim  refased  by  the  Court  of  Appeal  on  the  ground  of  the 

width  of  the  claims  and  on  the  ground  that  it  was  not  shown  that  a 
valid  claim  could  be  made.  In  the  Matter  op  Klabbr's  Patent, 
p.  405. 

3.  PatentaeB  making  too  wide  claims. -''The  practice  has  become  far 

*'  too  common  of  Patentees  unduly  widening  the  scope  of  their 
''  alleged  inventions  and  their  claims  with  the  result,  even  though  it 
"  may  not  be  with  the  intention,  that  the  public  are  thereby  prevented 
''  from  properly  gathering  what  the  true  limited  invention  (if  any)  is, 
"  and  may  be  terrorised  into  yielding  to  unjust  claims  on  the  part  of 
*'  the  Patentees.  But  few  members  of  the  public  have  the  pecuniary 
<<=  means  or  resources  enabling  them  to  embark  upon  the  very  expen- 
"  sive  litigation  generally  necessary  in  order  to  show  tliat  a  Patent  is 
''  invalid.  The  present  case  is,  in  my  opinion,  an  example  of  that 
*'  class  of  Patents  where  it  is  difficult  to  gather  from  th«  Specification 
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AMENDMENT  OF  SPECIFICATION— con/mti«f. 

"  what  the  true  invention  is,  and  where  the  claims  of  the  Patentee  are 
'^  made  to  appear  as  wide  beyond  any  justification.  Nor  is  this  a  case 
"  where  you  find  a  proper  claim  made  for  some  clearly  good  subject- 
**  matter  of  a  Patent,  and  there  is  some  fair  excuse  for  the  Patentee 
''  making  claims  beyond  what  is  found  to  be  legally  justifiable."  Per 
ROMBR  LJ.  in  Klaber's  Patent,  at  p.  416. 

4.  Patent  revoked  unless  within  14  days  the  Respondent  should  apply  for 

leave  to  amend  or  give  notice  of  appeal.  No  appeal.  Motion  by 
Respondent  for  liberty  to  apply  for  leave  to  amend  dismissed  as 
unnecessary.    In  the  Matter  op  Bowden's  Patent,  p.  57. 

5.  Certificate  under  section  20  of  Patents,  &c.  Act,  1883,  refused.     Jandus 

Arc  Lamp  and  Electric  Co.  Ld.  v.  Arc  Lamp  Co.,  p.  277.  See 
Practice,  No.  8. 

ANTICIPATION.    See  Novelty  (Want  of). 

APPEAL. 

Where  there  is  an  appeal  to  the  Court  of  Appeal  from  the  decision  of  a 
tribunal  composed  of  a  judge  and  an  assessor,  and  the  assessor  has 
given  his  opinion  in  writing,  the  Court  of  Appeal  is  entitled  to  see,  and 
will  see,  his  opinion. — Hattbrsley  and  Sons  Ld.  v.  Hodgson, 
p.  241. 

ASSESSOR.    See  Appeal,  and  Infringement,  No.  5. 

ASSIGNMENT.    See  also  Patent  Office  (Practice  of). 

1.  Claim  843  assignee  of  the  interests  of  Patentees  not  established. 

— Patents  granted  to  H.  in  conjunction  with  5.,  M.  and  K.^ Application 
by  H,  to  be  registered  in  respect  of  the  interests  of  i5.,  M.  and  K. 
refused.—'PatentSy  Ac,  Act,  1883^  section  90.  H.,  while  in  the  employ- 
ment of  a  firm  which  was  afterwards  transformed  into  a  Company, 
made  certain  inventions  in  conjunction  with  three  designers  employed 
by  him  under  certain  arrangements  with  his  employers.  Five  Patents 
were  afterwards  granted  to  H.,  one  of  the  designers  being  associated 
with  him  as  co-Patentee  in  each  case.  H.  claimed  to  be  entitled  to  the 
interests  of  his  co-Patentees  under  certain  documents, and  the  Company 
claimed  to  be  entitled  to  the  same  under  certain  other  documents. 
The  Comptroller-General  having  refused  the  application  of  both  H.  and 
the  Company  to  registration  on  the  ground  that  neither  party  had 
proved  his  title,  H.  moved  under  section  90  of  the  Patents,  &c.  Act, 
1883,  that  the  Register  might  be  rectified  by  inserting  his  name  as 
entitled  to  an  interest  in  the  Patents. — Held^  that  under  the  circum- 
stances set  forth  in  the  Judgment  the  Motion  must  be  refused,  but 
without  costs.    In  the  Matter  of  the  Application  of  Cabl 

HOLMSTOM    TO    BE    REGISTERED    AS    ENTITLED    TO    INTERESTS    IK 

Five  Patents,  p.  213. 

2.  Applicants  ordered  to  be  registered  as  proprietors  of  the  interests  of 

Patentees.  In  the  Matter  of  the  Application  of  William 
Beardmore  &  Co.  Ld.  to  be  Registered  as  entitled  to 
Interests  in  Five  Patents,  p.  217. 
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CERTIFICATE  AS  TO  PARTICULARS  OP  BREACHES. 

Certificate  granted  on  motion  for  judgment  in  default  of  defence 
in  Action  for  infringement. — Patents^  Ac.  Acty  1883^  section  29. 
Saccharin  Corporation  Ld.  v.  Hay,  p.  212. 

CERTIFICATE  AS  TO  PARTICULARS  OP  OBJECTIONS. 

1.  Certificate  granted  as  to  some  of  the  Particulars  of  Objections,  although 

no  decision  given  as  to  the  validity  of  the  Patant.  NEW  INVERTED 
Incandescent  Gas  Lamp  Co.  Ld.  v.  Globe  Light  Ld..  p.  439.. 

2.  Certificate  granted  on  motion  to  dismiss  action  for  want  of 

prosecution,  evidence  being  given  by  affidavit  of  invalidity  of 
Patent. — Action  for  infringement. — Costs  of  Particulars  of  Objections. 
— Patents^  Ac.  Acty  1888,  s.  29  (6).  The  Plaintiff  in  a  Patent  Action  having 
failed  to  give  notice  of  trial,  the  Defendants  applied  by  Motion  that  the 
Action  might  stand  dismissed  for  want  of  prosecution  with  costs  to  be 
paid  by  the  Plaintiff  and  that  the  Particulars  of  Objections  delivered 
by  the  Defendants  with  their  Defence  might  be  certified  to  have  been 
reasonable  and  proper.  The  Court  dismissed  the  Action  with  costs 
unless  the  Plaintiff  should  give  Notice  of  Trial  within  10  days,  and, 
being  satisfied  by  affidavits  which  were  filed  in  support  of  the  Motion 
that  the  Particulars  of  Objections  were  reasonable  and  proper,  granted 
a  Certificate  to  that  effect.  Bates  v.  Horsfalij  and  Sladinq, 
p.  519. 

3.  Certificate  not  sriven  where  the  only  materials  before  the  Court 

were  discontinuance  and  a  Certificate  in  a  prior  action.— ^^^ton 
for  infringement. — Discontinuance. — Certificate  that  the  Particulars 
of  Objections  were  reasonable  and  proper  refused. — Patents,  Ac.  Act, 
1883,  section  29  (6). — The  owners  of  a  Patent  commenced  an  action  for 
infringement  of  it,  but  discontinued  after  Defence.  The  Defendants 
applied  for  a  Certificate  that  their  Particulars  of  Objections  were 
reasonable  and  proper.  A  previous  action  for  infringement  of  the 
same  Patent  against  other  Defendants  had  been  dismissed  on  the 
ground  of  non-infringement,  but  a  Certificate  had  been  granted  in  that 
action  ap  to  some  of  the  Particulars  of  Objections.  The  Defendants 
in  this  action  asked  at  the  hearing  of  this  application  for  a  Certificate 
only  as  to  such  Particulars  of  Objections  as  were  similar  to  those 
certified  in  the  previous  action. — Held,  that  a  Certificate  that  the 
Particulars  of  Objections  were  reasonable  and  proper  could  not  be 
granted.  The  application  was  dismissed  with  costs.  New  Inverted 
Incandescent  Gas  Lamp  Co.  Ld.  v.  General  Incandescent 
Co.  Ld.,  p.  614. 


CERTIFICATE  AS  TO   VALIDITY  OF   PATENT  HAVING  COME  INTO 
QUESTION. 

1.  Judgment  of  Court  below  not  reversed  as  to  certificate  where  the 
Defendants'  appeal  succeeded  on  the  ground  of  non-infringement  only. 
Hardmuth  v.  Baker  &  Son,  p.  66. 
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CERTIFICATE  AS  TO  VALIDITY  OP  PATENTS— con/mwed. 

2.  Certificate  granted  at  trial  where  inraliditj  wae  raised  by  the 
Defence,  bnt  the  Defendants  took  no  part  in  proceedings  at 
trial. — Defence  denying  infringement  and  validity. — Particulars  of 
Objections  delivered. — Defendants  appearing  at  the  trial  by  Counsel^ 
but  taking  no  part  in  the  proceedings. — Judgment  for  the  Plaintiffs. — 
Certificate  of  validity  granted.  Consolidated  Pneumatic  Tool 
Co.  Ld.  V.  Charles  Churchill  &  Co.  Ld.,  p.  367. 

'A.  Certificate  given  where  Defendants  at  the  trial  submitted  on 
one  Patent  before  any  evidence  was  given  and  upon  the  other 
at  the  close  of  the  evidence.~A  Patent  was  granted  to  C.  in  1894 
for  "  Improvements  in  apparatus  for  transmitting  orders,  notifications, 
"  and  the  like  from  oae  part  or  station  of  a  navigable  vessel  to  another, 
'*  and  analogous  purposes/'  A  second  Patent  was  g^uted  to  C.  and  R. 
in  1898  for  '•  Improvements  in  or  connected  with  ships'  and  analogous 
'*  telegraphic  apparatus."  At  the  trial  of  an  action  brought  for  infringe- 
ment of  both  Patents,  the  Defendants,  before  any  evidence  had  been 
given,  submitted  to  an  injunction  on  the  second  Patent.  Evidence  as 
to  the  validity  of  the  second  Patent  was  then  given,  the  Defendants 
taking  no  part  therein.  After  all  the  evidence  as  to  the  first  Patent 
had  been  heard,  the  Defendants  submitted  to  an  injunction,  with  costs 
and  agreed  damages,  with  regard  to  that  Patent,  the  Plaintiffs  agreeing 
to  grant  them  a  licence.  A  Certificate  of  validity  in  respect  of  each  of 
the  Patents  was  given.  Chadbhrn's  (Ship)  Telegraph  Co.  Ld. 
V.  Robinson,  p.  468. 

4.  Where  a  Defendant  in  an  action  for  infringement  at  the  opening  of  the 
trial  agreed  to  submit  to  an  injunction,  the  Plaintifl^s  were  allowed  to 
adduce  evidence  as  to  the  validity  of  the  Patent  for  the  purpose  of 
obtaining  a  certificate  of  validity.  Chadbuun's  (Ship)  Tblbgraph 
Co.  Ld.  v.  Robinson,  at  p.  471.    See  ^'o.  3. 


CERTIFICATE  UNDER   SECTION    20    OF    PATENTS,    &C.    ACT,    1883. 
See  Practiok,  No.  8. 


COMBINATION. 

1.  "If  a  Patentee  claims  a  Patent  for  a  combination,  and,  as  here,  you 

'^  cannot  gather,  beyond  this  one  part  which  is  specially  mentioned, 
"  what  are  the  essential  parts,  or  what  in  fact  he  considers  essentials  of 
"  his  combination,  you  must  construe  the  claim  strictly.  You  must  say 
*'  that  a  person,  to  infringe,  must  take  the  whole  combination  sub- 
"  stantially  as  claimed."  Per  ROMER  LJ.  in  Hardmuth  v.  Bakbr  & 
Son,  p.  75. 

2.  The  objection  that  a  Specification  does  not  suflBciently  distinguish  what 

is  new  in  the  invention  does  not  apply  where  the  novelty  is  the 
combination.  Harrison  v.  Anderston  Foundry  Co.  (L.  R.  1  App.  Cas. 
574)  followed.  British  United  Shoe  Machinery  Co.  Ld,  v. 
Thompson,  p.  177. 
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3.  Where  a  sabordinate  integer  is  specified  and  claimed  and  a  larger  com- 
bination, of  which  this  integer  is  part,  is  also  claimed,  the  Pettentee 
must  justify  this  combination  as  subject-matter  for  a  Patent,  and  does 
not  discharge  this  burden  where  there  is  no  novelty  in  the  combina- 
tion, but  the  combination  is  obvious,  if  the  subordinate  integer  is  to 
be  used  at  all.  Per  Swinpen-Eady  J.  in  Sirdar  Rcbbbr  Co.  Ld. 
V.  Wallington,  Wbstox  &  Co.,  at  p.  267. 

CONSTRUCTION.    See  Spkcifioation  (Construction  op). 

COSTS.     See  also  Cbrtipicatb  as  to  Particulars  op  Objbctions,  and 
Practice,  Nos.  5  &  12. 

1.  In  an  action  for  infringement  in  which  the  Plaintiffs  succeeded  on  two 

of  the  Patents  sued  on,  but  failed  on  a  third,  the  costs  of  the  action  so 
far  as  increased  by  the  inclusion  of  the  third  Patent  were  given  to  the 
Defendant  and  ordered  to  be  set  off  against  the  other  costs  of  the 
action  which  were  given  to  the  Plaintiffs.  Badischb  Anilin  UND 
Soda  Fabrik  v.  Hickson,  p.  63. 

2.  Costs    of    three    counsel    allow^ed.      Hattbrsley    A    Sons    Ld.    v, 

Hodgson  Ld.,  p.  246. 

3.  Where  the  Plaintiffs  in  an  action  for  infringement  failed  and  the  Patent 

was  held  invalid,  they  were,  notwithstanding,  given  the  costs  of  the 
issue  of  first  and  true  inventor  on  which  they  succeeded.  SiRDAR 
RuBBBB  Co.  Ld.  v.  Wallikgton,  Weston  &  Co.,  p.  257. 

4.  Cost«  on  higher  scale  and  for  three  counsel  allowed.    Haskell  Oolf 

Ball  Co.  v.  Hutchison  (No.  2),  at  p.  497. 

5.  Motion   to  vary  judgment,   before    Order    drawn    up,  so  as    to    give 

unsuccessful  Plaintiffs  the  costs  of  issues  on  which  they  had  succeeded, 
dismissed.  Haskbll  Golf  Ball  Co.  v.  Hutchison  (No.  2),  at 
p.  498. 

6.  Costs    on  the  higher    scale    allowed.      Faubbnfabrikbn    vormals 

Fribdrich  Baybr  &  Co.  V.  Chbmischb  Fabrik  von  Hbydbn, 
at  p.  518. 

DAMAGES.    See  also  Scotland,  No.  6. 

Loss  of  market  for  machines  fitted  with  the  patented  invention  is  an 
element  to  be  taken  into  consideration  in  assessing  damiges  for 
infringement  of  the  Patent.  Brown  v.  John  Hastib  &  Co.  Ld., 
p.  85. 

DI8C0NF0RM1TY. 

The  Patents,  &c.  Act,  1888,  section  4,  does  not  introduce  any  new  kind  of 
disoonformity,  but  the  Law  Officer  must  considtir  carefully  whether 
the  Patent  should  be  stopped,  because  his  decision,  if  he  lets  a  Patent 
go,  will  affect  the  qaestion  of  disoonformity  if  subsequently  raised  in 
the  Superior  Courts.  In  thb  Mattbr  of  an  Appltoatiok  for  a 
P^tbnt  by  Hudson,  p.  218. 
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DISCONTINUANCE.    See  Praoticb  Nob.  4,  5,  and  12,  and  Cbrtifioatb  as 
TO  Particulars  of  Objections,  No.  3. 

EVIDENCE. 

Application  by  Plaintiffs  for  leave  to  adduce  farther  evidence  on  appeal  as 
to  prior  nser  refused.  Oammons  v.  Singbr  Manufacturing  Co., 
p.  452.    See  Novelty  (Want  of),  No.  2. 

EXPERIMENTAL  USE.    See  Infringement  No.  6 ;  Novelty  (Want  of). 
No.  6. 


FIRST  AND  TRUE  INVENTOR. 

1.  Servant  held  on  the  facts  not  to  be  first  and  true  inventor.    IN  THE 

Matter  of  Smith's  Patent,  p.  57.    See  Master  and  Servant, 
No.  2. 

2.  Patentee  held  to  be  first  and  true  inventor.    Sirdar  Rubber  Co.  Ld. 

i;.  Wallington,  Weston  &  Co.,  p  257. 

3.  Patentee  held  to  be  first  and  true  inventor,  it  being  held  that  there  was 

no  evidence  of  an  alleged  communication  by  one  S.     POULTON  v. 
Adjustable  Cover  and  Boiler  Block  Co.,  p.  593. 

FRAUD. 

Fraud  in  Section  26  of  the  Patents,  &c.  Act,  1883,  is  fraud  which  involves 
dishonesty  or  grave  moral  culpability  on  the  part  of  the  person 
obtaining  the  Patenf.  Avery's  Patent,  4  R.P.G.  152,  followed.  In  THE 
Matter  of  Jackson's  Patent,  p.  384. 

GRANT  OF  PATENT  (OPPOSITION  TO). 

1.  The  Patents,  &c.  Act,  1888,  Section  4,  does  not  introduce  any 
new  kind  of  disconformity,  but  the  Law  Officer  must  consider 
carefully  whether  the  Patent  should  be  stopped,  because  his 
decision,  if  he  lets  a  Patent  go,  will  aflfect  the  question  of 
disconformity  if  subsequently  raised  in  the  Superior  Courts.— 
Opposition  to  the  grant  of  a  Patent  on  the  grounds  (a)  that  the 
Applicant  had  obtained  the  invention  from  one  of  the  Opponents; 
(b)  that  the  invention  had  been  patented  on  an  application  of  prior 
date,  and  (c)  that  the  Complete  Specification  described  or  claimed  an 
invention  other  than  that  described  in  the  Provisional  Specification, 
and  that  such  other  invention  formed  the  subject  of  an  application 
made  by  the  Opponents  in  the  interval  between  the  leaving  of  the 
Provisional  Specification  and  the  leaving  of  the  Complete  Specification. 
The  Opposition  on  the  ground  (a)  was  deemed  to  be  abandoned  under 
Rule  33.  The  Chief  Examiner  decided  to  seal  a  Patent. — Held  by  the 
Law  Officer,  on  appeal,  after  adjournment  for  further  evidence,  that  a 
Patent  be  sealed  subject  to  an  amendment  of  the  Specification  by 
striking  out  one  passage.  In  the  Matter  ok  an  Application 
FOR  A  Patent  bt  Arthur  Hudson,  p.  218. 
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2.  Chemical  process.    Opponents'  Patent  alleged  to  be  a  Master 

Patent.  Reference  to  that  Patent  not  ordered.— Opposition  to 
the  grant  of  Letters  Patent  for  a  process  for  producing  sulphur  dye 
stuffs  on  the  ground  of  prior  patenting  of  the  invention.  The  Chief 
Examiner  (acting  for  the  Comptroller-General)  decided  to  seal  a  Patent. 
He  held  that  the  Applicants'  process  had  not  been  patented  by  the 
Patent  on  which  the  Opponents  relied,  and  that,  under  the  circum- 
stances of  the  case,  he  would  not  be  justified  in  requiring  a  reference 
to  the  Opponents'  Patent.  The  Opponents  appealed.— £feW,  on  appeal, 
by  the  Law  Officer,  that  the  decision  of  the  Chief  Examiner  should 
be  affirmed,  with  five  guineas  costs.  In  THE  Matter  of  an 
Application  for  a  Patent  by  Mbybnbbrg  and  the  Clayton 
Aniline  Co.,  p.  353. 

3.  The  mere  withdrawal  of  an  Opposition  does  not  entitle  an 

Appellant  to  the  grant  of  a  Patent.— Ojc^ostYion  to  grant  on  the 
ground  that  the  invention  had  been  patented  on  applications  of  prior 
date. — Patent  refused  by  Comptroller, — Appeal  by  Applicants. — Oppo^ 
sition  ivithdrawn  by  agreement  subsequent  to  the  Oomptrol/er^s  decision. 
— Held,  on  appealy  by  the  Law  Officer^  that  the  Comptroller's  decision 
he  affirmed.  In  the  Matter  of  Kbmpton  and  Mallan's 
Application  for  a  Patent,  p.  573. 

INFRINGEMENT. 

!•  Infringement  of  two  Patents,  bnt  not  of  a  third.  Form  of  sub- 
mission to  Judgment  in  a  Defence. — Action  for  infringement  of 
three  Patents. —  Validity  not  contested.—No  infringement  proved  of 
one  Patent. — Admission  by  Defendants  of  infnngement  of  the  other 
Patents. — Costs.  The  owners  of  three  Patents  having  broaght  an 
Action  for  infringement  of  the  same,  one  of  the  Defendants  denied 
infringement  of  one  of  the  Patents,  and  at  the  trial  infringement  of 
this  Patent  was  not  established.  As  to  the  other  Patents  the  same 
Defendant,  in  his  Defence,  admitted  certain  bnt  not  all  of  the  infringe- 
ments specified  in  the  Particulars  of  Breaches,  and  stated  that  he  was 
willing  to  consent  to  judgment  for  an  injunction  in  respect  of  those 
•  Patents,  to  an  inquiry  as  to  damages  as  to  the  admitted  infringements, 
and  to  pay  the  costs  of  the  action  up  to  and  including  the  costs  of 
motion  for  judgment,  and  to  such  further  order  as  upon  the  above 
admission  the  Plaintiffs  might  be  entitled,  and  save  as  therein  admitted 
he  denied  infringement.  At  the  trial,  judgment  was  given  for  the 
Plaintiffs  as  to  the  two  Patents  with  costs ;  the  costs  of  the  action  so 
far  as  increased  by  the  inclusion  of  the  one  Patent  were  given  to  the 
Defendant  and  ordered  to  be  set  off  against  the  costs  given  to  the 
Plaintiffs.  Badisohb  Anilin  und  Soda  Fabrik  v.  Hickson,  p.  63. 
(See  also  the  Appeal  in  this  case^  Infringement,  No.  12). 

2-  Plaintifb'  combination  not  infringed.  Special  feature  not 
taken. — Differences  betweeff  patented  article  and  infringing  article, — 
Anticipation. — Sufficiency  of  Specification,^ Jvcfgment  for  Plaintiffs 
at  trial. — Appeal  allowed.  The  owners  of  a  Patent  for  a  cigar  piercer 
brought  an  action  for  infringement.  The  alleged  infringing  cigar 
piercer  differed  in  some  details  from  the  patented  article  ;  in  particular 
it  had  not  a  ^nbnlar  scoop-like  cutter.    The  Defendants  at  the  trial 
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relied  mainly  on  anticipation,  insufficiency  of  description  in  the 
Specification,  and  non-infringement.  At  the  trial  it  was  held,  that 
the  Patent  was  for  the  particular  cigar  piercer  described  in  the 
Specification  and  delineated  in  the  Drawings ;  that  the  Patent  had 
not  been  anticipated  and  that  the  Specification  was  sufficient ;  and 
that,  although  the  Patent  was  confined  to  the  machine  described,  the 
Defendants  had  in&inged,  as  they  had  taken  the  patented  machine 
with  immaterial  differences.  Judgment  was  given  for  the  Plaintiffs 
for  the  relief  claimed,  and  a  Certificate  that  the  validity  of  the  Patent 
came  in  question  was  granted  (21  R.P.C,  504).  The  Defendants 
appealed. — Heldy  that  the  Patent  was  for  a  combination  to  obtain  a 
known  result  and  was  valid,  but  that  the  Defendants  had  not  taken 
the  Plaintiffs'  combination  and  had  not  infringed.  The  Appeal  was 
allowed  with  costs,  but  that  part  of  the  Order  on  the  trial  which  gave 
the  Plaintiffs  a  Certificate  that  the  validity  of  the  Patent  came  in 
question  was  not  discharged.    Hardmuth  v,  Bakbb  &  SON,  p.  66. 


Patent  for  a  new  and  useful  purpose  held  to  be  a  Pioneer  or  Master 
Patent  and  to  have  been  infringed.— Comfttna/ton  of  knoivn 
mechanical  appliances, — Essence  and  substance  of  invention, — Con- 
struction of  Specification. — Claim. — Infringement.  Steam  is  admitted 
to  steering  engines  by  a  controlling  valve,  which  is  shut  when  the 
engine  is  at  rest.  Means  had  long  been  sought  to  prevent  leakage 
through  the  controlling  valve  when  shut.  In  1897  a  Patent  was 
granted  to  B.,  the  object  of  which  he  described  as  follows: — "To 
*'  prevent  or  considerably  diminish  the  leakage  of  steam  hereinbefore 
*'  referred  to.  For  this  purpose  I  fit  in  a  passage  or  casing  through 
"  which  the  steam  enters  the  controlling  valve  casing  a  double  b^t 
'*  valve  which  has  formed  or  fixed  on  it  oppositely  inclined  surfaces 
"  which  are  acted  upon  by  counterpait  inclines  fitted  in  connection 
"  with  the  controlling  valve,  so  that  on  the  movement  of  the  controlling 
"  valve  it  acts  through  the  inclined  surfaces  to  open  the  double-beat 
"  valve  and  admits  steam."  The  Patentee  added  :— "  Instead  of  the 
•'  equilibrium  valve  A  "  (the  double-beat  valve)  "any  equivalent  device 
"  may  be  used.  For  example,  the  inclines  may  be  on  the  stem  of  a 
"  small  valve  which  opening  first  admits  the  steam  under  a  larger 
"  valve  opened  by  the  further  motion  of  the  small  valve."  He 
claimed  :— "  In  connection  witli  the  valves  of  steering  and  like  engines, 
"  fitting  in  a  passage  or  casing,  through  which  the  steam  enters  the 
"  controlling  valve  casing,  a  double-beat  or  equivalent  valve  having 
"  opposite  inclines  acted  on  by  counterpart  inclines  moving  with  the 
"  controlling  valve,  the  parts  being  arranged  and  operating  substantially 
*•  as  and  for  the  purpose  hereinbefore  described."  The  double-beat 
valve  used  as  a  stop  valve  was  a  well-known  mechanical  device.  It 
had  been  applied  in  continuous  engines  to  work  automatically  with  the 
distributing  valve  so  as  to  cut  off  the  steam  from  the  distributing  valve 
casing  during  a  part  of  each  stroke.  It  has  never  been  applied  to 
the  controlling  valves  of  steering  engines,  nor  had  the  leakiness 
of  these  valves  been  successfully  remedied  in  any  other  way.— 
fl^Zd  (affirming  the  judgment  of  Kyllachy  L.O.),  that  in  construing  the 
Specification  it  must  be  considered  what,  having  regard  to  the  state  of 
prior  knowledge,  was  the  field  open  to  the  inventor;  that  in  the 
circumstances  the  Patent  was  a  pioneer  or  master  Patent ;  that  it  was 
not  to  be  construed  as  claiming  only  the  double-beat  valve  actuated  by 
inclined  planes  sliding  on  counterpart  inclines,  but  as  claimin^f  the 
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application  to  steering  and  the  like  engines,  for  the  purpose  of  pre- 
venting leakage  of  steam  while  the  engine  is  not  working,  of  a  separate 
stop  valve  working?  in  unison  with  the  controlling  valve.  H.  &  Co. 
patented  a  stop  valve  in  which,  instead  of  the  direct  mechanical  action 
of  the  controlling  valve,  they  used  a  steam  relay.  They  claimed  their 
invention  had  advantages  over  that  of  B.,  but  did  not  patent  it  as  being 
an  improvement  on  his  invention.  They  claimed  : — "  A  controllinpr 
"  valve  for  steering  engines  to  which  the  steam  supply  is  through  a 
'*  cut-off  valve  which  is  operated  by  exhaust  of  the  steam  which 
«<  normally  closes  it,  and  wherein  the  said  exhaust  is  controlled  as 
"  described  by  a  slide  or  equivalent  valve  operated  from  or  by  the 
"  spindle  or  lever  which  actuates  the  controlling  valve." — Held^  that 
this  was  an  infringement  of  B.'s  pioneer  Patent.  BROWN  v.  Hastib  & 
Co.  Ld.,  p.  85. 

4*  Claim  for  a  method  achieving  a  new  result  held  to  be  infringed 
by  the  use  of  the  same  method  though  by  different  mechanical 
means. — Construction  of  Specification, — Claim  for  a  metJwd^  and  for 
machine  carrying  out  a  method, —  Validity. — AUeged  anticipation. — 
Invention^  whether  sufficiently  defined. — Combination. — Patent  held  to 
be  valid  and  to  have  been  infringed.  In  the  Specification  of  a  Patent 
for  **  An  improved  method  of,  and  apparatus  for,  producing  fasteners 
"  from  metal  or  wire,  and  inserting  them  in  leather  goods  and  the 
"  like "  the  first  claim  was  for  the  method  of  making  and  setting  a 
fastener  composed  of  a  single  strand  of  wire,  consisting  of  seven 
operations,  described  in  such  claim  substantially  as  described.  The 
second  claim  was  for  a  machine  for  making  and  setting  such  a  fastener, 
characterised  by  three  operations,  in  such  claim  described,  substantially 
as  described.  The  owners  of  the  Patent  commenced  an  action  for 
infringement,  and  the  Defendant  denied  infringement,  and  alleged 
the  invalidity  of  the  Patent  on  the  ground  of  anticipation,  and  by 
reason  of  the  Patentee  not  having  defined  the  extent  of  the  monopoly 
claimed.  At  the  trial  it  was  contended  for  the  Defendant  that  the 
order  of  the  operations  was  an  essential  feature  of  the  first  claim, 
that  the  Defendant's  machine  had  not  been  used  to  operate  so  as  to 
infringe  that  claim,  and,  in  particular,  that  as  used  it  cut  the  wire 
before  bending  it,  whereas  the  patented  method  was  to  bend  before 
cutting,  and  that  Ihe  Defendant's  machine,  being  substantially  different 
from  the  machine  described  in  the  Specification,  was  not  an  infringe- 
ment of  the  second  claim;  that  if  it  were  within  the  second 
claim,  that  claim  was  a  claim  by  function,  covering  all  machines 
obtaining  the  result,  and  was  invalid ;  that  the  Patentee  had  not 
sufficiently  indicated  what  was  novel  in  his  invention.  —  Held^ 
that,  whether  or  not  the  particular  form  of  fastener  was  new,  the 
method  was  new;  that  the  essential  parts  of  the  method  were 
shaping  one  end  of  a  piece  of  wire  into  a  hook  form,  called  a  depen- 
dent head,  driving  in  the  severed  fastener  without  an  awl,  guiding 
it  during  the  driving  and  clinching  the  penetrating  point ;  that  this 
sequence  was  essential ;  but  that  otherwise  the  exact  order  mentioned 
in  the  first  claim  was  not  essential.  That  the  second  claim  was  for  a 
machine  characterised  by  the  operations  detailed,  the  essential  matter 
being  the  formation  of  a  dependent  head  ;  that  a  new  result,  namely, 
introducing  such  a  fastener  into  the  sole  of  a  boot  was  obtained,  and 
that  the  case  fell  within  the  principle  of  Proctor  v.  Bennis  (4  R.P.C. 
!(33) ;  that  the  invention  had  not  been  anticipated ;  that  (following 
Barrison  v.  Anderston  Foundry  Company  (L.R.  1  App.  Cas.  574)^ 
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where  the  combination  is  the  noTelty,  the  Patentee  need  not  state 
what  elements  are  new ;  that,  although  as  regards  mechanical  operation, 
the  Defendant's  process  was  different,  he  achieved  the  new  result  by 
the  method  of  the  first  claim,  notwithstanding  that  the  catting  preceded 
the  bending ;  and  that  he  had  infringed.  Jadgment  was  given  for  the 
Plaintiffs,  with  costs,  and,  one  machine  only  being  in  question,  a  stay, 
except  as  to  taxation  of  costs,  was  granted  in  the  event  of  an  appeal. 
British  United  Shoe  Machinery  Co.  Ld.  v.  Thompson,  p*  177. 

5.  Patent  for  a  particular  combination  held  to  be  infringed  by  a 

combination  substantially  the  same. — Injunction  granted.— 
Motion  for  Sequestration  for  breach  by  Defendants  of  injunction. — 
Hearing  of  Motion  by  Judge  with  Assessor, — Order  for  Sequestraiion 
rfiade. — Appeal  dismissed, — Opinion  of  Assessor  how  brought  before  the 
Court  of  Appeal.  H.  &,  Sons  Ld.  brought  an  action  against  H.  Ld.  for 
iofringeinent  of  a  Patent.  The  Patent  was  upheld  by  the  Court  of 
Appeal,  and  an  injuTiction  was  awarded  against  infringement.  The 
Defendantd  then  made  an  alteration  in  their  apparatus,  which  they 
contended  differentiated  it  from  the  Plaintiffs'  invention  as  defined  by 
the  Court  of  Appeal.  The  Plaintiffs  then  issued  a  Summons  for 
Sequestration  and  committal  against  the  Defendants  and  their 
managing  director  for  breach  of  the  injunction. — Held^  on  the  hearing 
of  the  Summons,  that  the  Defendants'  altered  apparatus  was  an 
infringement  of  the  Plaintiffs'  Patent,  and  an  Order  for  Sequestration 
was  made  with  costs.  The  Defendants  appealed,  but  the  Court  of 
Appeal  dismissed  the  appeal  with  costs.  At  the  commencement  of  the 
hearing  of  the  Summons  the  learned  Judge  intimated  that  he  required 
the  assistance  of  an  expert  Assessor,  and  B.  was  appointed  such 
Assessor  by  consent  of  the  parties.  B.  furnished  a  written  Statement 
of  his  opinion  to  the  Judge,  and  the  Judge  intimated  that  this 
Statement  ought  to  come  before  the  Court  of  Appeal,  and  a  copy  of  it 
was  by  arrangement  supplied  to  each  party.  On  the  hearing  of  the 
appeal,  the  Court  of  Appeal  said  that  in  such  a  case  they  could  not  do 
justice  unless  they  were  able  to  look  at  what  was  said  by  the  Assessor 
to  the  Judge,  and  therefore  the  written  Statement  of  B.  could  be  read, 
and  it  was  read  accordingly.  Hatterslby  &  SONS  Ld.  v.  Hodqson 
Ld.,  p.  229. 

6.  Action  for  infringement  of  several  Patents.   Alleged  importation 

for  use  in  Defendants'  business Validity  not  contested.— Gom'^ 

plainers  the  owners  of  several  Patents  covering  all  known  ways  of 
making  ptire  saccharin. — Action  of  interdict  for  infringement  held 
relevant—Importation  for  use. — Experimental  use.  The  Saccharin 
Corporation  Ld.  brought  an  action  of  interdict  for  infringement  of 
seven  Patents,  or  of  any  of  them,  all  relating  to  the  manufacture  of 
saccharin.  Respondents  replied  that  it  was  not  specified  which  of  the 
seven  Patents  was  infringed,  and  that  the  substance  complained  of 
could  not  be  an  infringement  of  all  the  Patents,  they  being  for 
alternative  proces^^es.  It  was  stated  at  the  Bar  that  the  seven  Patents 
covered  all  known  ways  of  making  pure  saccharin.  The  following 
was  the  averment  of  infringement  made  t — ^"  There  was  imported  by 
"  the  Respondents  on  the  12th  of  May  1904  one  pound  of  sweetening 
"  compound  made  in  infringement  of  the  said  Letters  Patent.  The 
"  said  compound  was  received  in  this  country  by  Messrs  Sheldon  &  Co.^ 
"  forwarding  .agents    ....    and  was  by  them  forwarded  to  tl^e 
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**  Respondents  for  use  in  their  business  or  for  sale  by  them,  and  has 
"  it  is  believed  been,  in  whole  or  in  part,  so  used  or  sold  by  them." 
Respondents  explained  that  they  had  received  one  pound  of  ^he 
substance  "  for  the  purpose  of  analysing  and  testing  the  same,'*  and 
that  they  had  acted  in  good  faith  and  in  ignorance  that  they  were 
infringing  any  rights  of  Complainers.  On  the  hearing  in  the  Pro- 
cedure Roll  the  Complainers  were  allowed  to  amend  the  averment  of 
infringement  by  adding  "  and  averred  "  after  "  believed."— flieW,  that 
the  action  was  relevant  and  that  there  was  a  relevant  averment  of 
infringement.  Saoohabin  Corporation  Ld.  v.  Ross  Bros.  A  Co., 
p.  247. 

7.  Patent  held  not  to  be  infringed.  Combination  Patent.  One 
element  not  taken. — Specification  already  construed  and  Patent  held 
valid  by  House  of  Lords. — Infringement — Anticipation, — Subject- 
matter.— Judgment  for  Defendants  on  the  grounds  of  non-infringement 
and  invalidity. — Appeal  dismissed  on  the  ground  of  non-infringement. 
The  owners  of  a  Patent  for  an  improvement  in  galvanic  batteries 
having  commenced  an  action  for  infringement,  the  Defendants  denied 
infringement  and  alleged  that  the  Patent  was  invalid  by  reason  of 
being  anticipated,  of  want  of  subject-matter,  and  of  inutility.  The 
Specification,  after  stating  that  the  invention  related  to  galvanic 
batteries  constructed  and  arranged  as  was  thereinafter  described, 
described  a  particular  battery  having  two  layers,  the  outer  of  which 
consisted  preferably  of  sal-ammoniac,  chloride  of  zinc,  plaster  of  Paris, 
and  flour.  The  Specification  contained  the  following  passage  :— "  The 
**  materials  mentioned  as  electrodes  and  as  exciting  and  depolarising 
"  agents  and  their  proportions  may  be  varied,  as  the  important  feature 
"  of  the  invention  is  the  interposition  between  the  positive  and  nes^tive 
"  electrodes  of  two  layers  of  exciting  composition,  in  a  semi-solid  or 
**  plastic  state,  the  one  in  contact  with  the  negative  electrode  having 
'^  intermixed  with  it  depolarising  agents  and  the  one  in  contact  with 
*'  the  positive  electrode  having  no  such  depolarising  agents  in  its  com- 
**  position  ; "  and  the  Patentee  claimed  :  **  A  galvanic  battery  having 
**  the  space  between  its  positive  and  negative  electrodes  filled  with  a 
"  semi-solid  or  plastic  exciting  agent  in  two  layers,  the  one  layer  in 
**  contact  with  the  negative  electrode  having  depolarising  agents  inter- 
"  mixed  therewith,  and  the  other  layer  in  contact  with  the  positive 
^  electrode  having  no  such  depolarising  agents,  sab^tantially  as  set 
"  forth."  The  Defendants  substituted  in  the  outer  layer  of  their  cell 
folds  of  blotting  paper  for  the  plaster  of  Paris  and  flour,  and  there  were 
other  difEerences  as  to  proportions.  The  Specification  had  been  con- 
strued by  the  House  of  Lords  in  an  action  by  the  same  Plaintiffs  against 
Siemens  Bros.  (21  R.P.C.  641),  in  which  it  was  held  that  there  was 
novelty  and  subject-matter,  and  the  meaning  of  the  words  **  semi-solid 
"  or  plastic  "  in  the  Specification  were  considered.  The  Defendants  in 
the  present  action  again  contested  the  validity  of  the  Patent,  setting  up 
further  anticipations  and  adducing  fresh  evidence  on  the  issue  of 
novelty;  they  also  denied  infringement,  alleging  that  the  layers  in 
their  battery  were  not  semi-solid  or  plastic  within  the  meaning  of  the 
Specification.  It  was  held  at  the  trial,  which  took  place  before  the 
delivery  of  the  judgments  of  the  House  of  Lords,  that  the  alleged 
invention  had  been  anticipated;  and  that,  even  if  the  Patent  were 
valid,  the  Defendants  had  not  infringed.  The  action  was  dismissed 
with  costs.  The  Plaintiffs  appealed,  and  on  the  hearing  of  the  appeal 
the  Defendants  relied  solely  on  non-infringement.— fifoW,  that  the 
outer  layer  of  the  Defendants*  cell  was  not  semi-fiolid  or  plastic  within 
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the  meaning  of  the  Specification,  and  that  the  Defendants  had  not 
infringed.  The  appeal  was  dismissed  with  costs.  Patent  Exploita- 
tion Ld.  v.  Ambbioan  Elbctrioal  Novelty  and  Manufactubino 
Co.  Ld.,  p.  316. 

S-  The  Scotch  Courts  held  to  have  jurisdiction  to  try  an  action 
for  infringement,  where  the  infringement  was  alleged  to  have 
been  in  Scotland,  although  both  parties  were  English  Com- 
panies.— Both  Parties  English  Companies. — Alleged  infringement 
offered  for  sale  at  Exhibition  in  Edinburgh.  —  Quasi -Delict. — 
Jurisdiction  of  Scotch  Courts.  Fornra  Conveniens.  The  T.  Company 
were  the  owners  of  a  Patent  for  improvements  in  pneumatic  tyres. 
The  P.  Company  manufactured  tyres  which  the  T.  Company  averred 
to  be  infringements.  These  tyres  were  exhibited  at  a  Show  in  Waverley 
Market,  Edinburgh.  The  T.  Company  brought  an  action  against  the 
P.  Company  in  the  Court  of  Session  in  Scotland  for  interdict  against 
infringement  of  their  Patent  in  Scotland.  Both  T.  and  P.  were 
English  Companies,  and  there  was  no  effectual  service  within  the 
territory.  The  T.  Company  averred  and  the  P.  Company  denied  that 
the  latter  had  a  place  of  business  in  Scotland. — Held  (affirming  Judg- 
ment of  Lord  Storm^onth  Darling)  that  the  Court  had  jurisdiction  to 
interdict  a  foreigner  from  repetition  of  a  quasi-delict  within  the 
territory. — Held  further  that  in  the  above  circumstances  the  Court  was 
a  convenient  forum  for  such  an  action  of  interdict.  The  interlocutor 
of  the  Lord  Ordinary  allowing  a  Proof  was  adhered  to.  TONI  Tyres 
Ld.  v.  Palmer  Tyrb  Ld.,  pp.  81  and  369. 

9-  Defendants  held  not  to  have  taken  at  all  events  one  element 
of  the  patented  combination.—Jt^m'm^/or  tJie  Defendants.  Letters 
Patent  were  granted  to  B.  &  C.  for  "  Improvements  in  or  relating  to 
*'  gas  burners."  The  first  Claim  was  for  "  a  Bunsen  burner  for  incan- 
*'  descent  gas  lighting  in  which  the  mantle  is  suspended  head  down- 
**  wards  provided  with  an  isolator  as  b  preferably  made  of  bad  heating 
'*  conducting  material,  with  a  deflecting  cone  on  said  isolator,  the  latter 
"  terminating  in  a  burner  head  provided,  if  required,  with  a  sleeve  with 
'*  perforated  sides,  projecting  into  the  interior  of  the  incandescent  mantle 
"  for  the  purpose  of  obtaining  a  downwardly  directed  flame  approxi- 
'^  mately  of  the  shape  of  the  mantle  and  without  the  necessity  of 
''  employing  special  mechanical  means  for  producing  a  high  gas 
"  pressure,  substantially  as  described."  In  an  action  for  infringe- 
ment of  the  Patent,  the  Defendants  relied  ultimately  on  infringement 
only,  contending  that  the  Claims  ought  to  be  construed  as  being 
for  the  particular  combination.  The  burner  complained  of  had 
a  tube  of  thin  metal  which,  the  Plaintiffs  alleged  to  act  by  reason 
of  its  length  and  thinness  as  an  isolator,  and  an  umbrella-shaped 
plate  round  the  tube  with  the  apex  upwards,  which  the  Plaintiffs 
alleged  to  act  as  a  deflector,  and  they  contended  that  the  Defen- 
dants had  taken  the  two  essential  features  of  the  invention.  The 
Defendants  on  the  other  hand  contended  that  the  plate  acted  as  a 
concentrator  and  that  they  had  neither  of  the  two  features. — Held^ 
that  the  Defendants  had  taken  neither  the  isolator  nor,  though  this 
was  more  doubtful,  the  deflector,  and  had  not  infringed  the  combina- 
tion. The  action  was  dismissed  with  costs,  and  a  Certificate  as  to 
certain  of  the  Particulars  of  Objections  was  given,  although  the  Defen- 
dants had,  at  a  late  stage  in  the  case,  ceased  to  contend  that  the  Patent 
was  invalid.  ^  New  IlfVBRTBD  INOANDESCBNT  QAS  LaMP  CO.  JuD. 
V.  GLOBB  LlGBiaLXD.^p..  431. 
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10.  Claim  to  a  particular  form  of  apparatus  not  infringed.— jVon- 

in/ringement  foufid. — Action  dismissed,  A  Patent  was  granted  to  the 
Plaintiffs  and  another  in  1897  for  "  Improved  Apparatus  for  nse  in  the 
"production  of  Acetylene."  The  apparatus  was  so  constructed  as  to 
pause  the  acetylene,  in  its  passage  from  the  generator  to  the  gas-holder, 
to  be  washed  by  passing  through  water  in  a  vessel  arranged  on  the 
outside  of  the  gas-holder  and  supplied  with  water  from  a  second 
vessel  at  a  higher  level.  By  means  of  valves  controlled  by  the  motion 
of  the  gas-holder  the  vessels  and  generator  could  be  put  in  communication 
so  that  the  washing  water  could  be  caused  to  pass  gradually  into  the 
generator  and  be  used  for  the  hydration  of  calcium  carbide,  a  saving 
of  the  acetylene  dissolved  in  the  water  being  alleged  to  be  thereby 
effected.  In  the  Defendants'  apparatus  the  water  that  had  been  used 
for  washing  the  acetylene  passed  from  the  part  of  the  vessel  in  which 
the  washing  took  place  under  and  over  partitions  to  another  part  of 
the  vessel  and  thence  to  a  lower  vessel  and  into  the  generator,  its 
passage  being  controllable  by  the  motion  of  the  gas-holder. — Helrl^  that 
only  a  particular  form  of  apparatus  was  claimed  and  that  the 
Defendants  had  not  infringed.    Bailby  v.  Aibey  &  Co.,  p.  461. 

11.  Plaintifb  successftil  on  one  of  two  Patents  sued  on. — Action /or 
infringement  of  two  Patents^  Plaintiffs  offering  no  evidence  as  to  one 
Patent.— Adjournment  of  trial  with  leave  for  Plaintiffs  to  amend  as  to 
parties  and  otherwise. — Amendment  made. — Action  restored. — Judg- 
ment  for  Plaintiffs  on  the  Patent  as  to  which  the  trial  proceeded  and 
for  the  Defendants  on  the  other.  E.  M.  Bowdbn's  Patents  Syndicate 
Ld.  v.  Hbbbert  Smith  &  Co.,  p.  498. 

13.  A  contract  for  sale  made  in  this  country  for  delivery  abroad  of 
a  patented  article  made  abroad  and  delivery  accordingly  does 
not  constitute  infidngement. — Action  for  infringement  of  three 
Patents.— As  to  one  Patent  judgment  for  the  Defendant  on  the  ground 
of  non-infringement.^ Appeal  by  Plaintiffs  against  this  part  of  the 
judgment. — Contract  for  sale  made  in  this  country  for  delivery  abroad 
of  patented  article  made  abroad  and  delivery  accordingly.  —  Apjieal 
dismissed.  The  owners  of  three  Patents  having  brought  an  action 
for  infringement  of  the  same,  one  of  the  Defendants  denied  Infringe- 
ment of  one  of  the  Patents,  and  at  the  trial  the  Plaintiffs  failed  on  this 
Patent  on  the  ground  that  the  case  was  covered  by  Saccharin 
Corporation  Ld.  v.  Reitmsyer  &  Co.  (17  R.P.C.  606),  in  which  it  was 
held  that  a  contract  for  sale  made  in  this  country  for  delivery  abroad 
of  a  patented  article  made  abroad  and  delivery  accordingly  did  not 
constitute  infringement.  The  Plaintiffs  appealed  from  the  judgment, 
so  far  as  it  dismissed  the  action  on  this  Patent,  and  contended  that  the 
decision  above  referred  to  was  wrong. — Held^  that  the  case  was  covered 
by  Saccharin  Corporation  Ld.  v.  Beitmeyer  &  Co.y  and  that  that  case 
was  rightly  decided.  The  appeal  was  dismissed  with  costs.  Saccharin 
Corporation  Ld.  v.  Reitmeyer  A  Co.  (17  R.P.O.  606 ;  L.R.  [1900], 
2  Ch.  659)  approved.  Elmslie  A  Co.  v.  Boursier  (L.R.  9  Eq.  217) 
considered.  Badisohb  Anilin  und  Soda  Fabrik  v.  Hiokson, 
p,575. 

13.  Principal  held  liable  for  acts  of  ajfents-    Day  v.  Davms,  p.  34. 
^       •  See  Subject-matter,  No.  4. 
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14.  Bepairs* — Defendants  held  not  to  have  infringed  on  the  ground  that 
what  they  had  done  was  fair  repairs  and  not  reconstruction.  SiBDAB 
RUBBBB  Co.  Ld.  v.  Wallington  Wbston  &  Co.,  p.  257. 

15.  Judgment  for  Plaintiffs  by  consent.    Anilin  tJND  SODA  FaBBIK  v. 

Spivby,  p.  65. 

16.  New  combination  of  old  parts  producing  improvements  in  a 

result  previously  well-known,  held  not  to  be  infringed  by  a 
combination  not  possessing  a  material  and  characteristic 
feature  of  the  patented  comhinB,tion.—AUeged  Master  Patent.— 
Combination  Patent. — Anticipation  of  itidividtuil  elements  ofcombinO' 
tion^  but  not  of  combination. — Improvement  in  results  of  combination. — 
Interdict  refined. — Invalidity  of  claim  by  recuon  of  impracticability 
considered.  In  1899  W.  patented  a  Manure  Distributor  consisting  of  a 
conical  hopper  having  a  reTolving  conical  bottom  with  a  star  wheel 
attached  thereto.  The  discharge  was  by  two  apertures  provided  with 
scrapers  placed  at  the  bottom  of  the  side  of  the  hopper.  At  the  date 
of  his  application,  hopper,  revolving  platform,  star-wheel  and  scrapers 
were  known  and  used,  but  his  combination  of  them  was  new  and 
useful.  In  1902  J.  manufactured  a  manure  distributor  consisting  of  a 
conical  hopper  having  a  conical  revolving  bottom  but  no  star  wheel, 
the  function  of  the  star  wheel  in  preventing  caking  of  sticky  material 
being,  however,  performed  by  a  series  of  radial  rods  projecting  from 
the  upper  part  of  the  revolving  cone,  and  the  discharge  being  by  two 
force-feed  wheels  provided  with  scraps  rs,  and  acting  through  apertures 
placed  at  the  bottom  of  the  side  of  the  hopper.  After  proceedings 
before  the  Comptroller  in  1903,  J.  discontinued  the  radial  rods,  but 
substituted  three  small  triangular  metal  ribs  attached  at  intervals  on 
the  bottom  of  the  revolving  cone,  and  projecting  above  its  base,  but 
not  beyond  its  periphery,  which  ribs  were  said  by  W.  to  produce  and 
to  have  been  designed  to  produce  the  effect  of  the  star  wheel,  and 
by  J.  merely  to  act  as  stirrers  of  the  manure  before  discharge.  On 
proof  in  an  action  of  suspension  and  interdict  by  W.  against  J.— j9«M, 
by  the  Lord  Ordinary  (1)  that  W.'s  Patent  was  for  a  combination  of 
parts,  all  old,  to  produce  improvements  in  a  result  previously  well- 
known,  tn>.,  distribution  of  manure,  and  that  it  was  not  a  Master 
Patent ;  but  that  there  had  been  no  anticipation  of  the  combination  ; 
(2)  that  the  ribs  in  J.'s  machine  were  not  a  colourable  variation  on  the 
star  wheel,  and  that  in  fact  they  did  not  perform  the  same  function ; 
and  (3)  that  W.*s  patent  being  for  a  combination  only,  and  J.'s  machine 
being  without  one  material  feature  in  that  combination,  t;t>.,  the  star 
wheel,  there  had  been  no  infringement.  Wallacb  v.  Albxandbb 
Jack  &  Sons  Ld.,  p.  581. 


INSUFFICIENCY  OF  SPECIFICATION. 

1.  Specification  held  not  to  particularly  describe  and  ascertain  the 
nature  of  the  invention  and  the  manner  in  which  it  was  to 
be  performed- — Action  for  infringement. — Construction  of  Specificc^ 
Hon. — Want  of  subject-matter^^ Want  of  Novelty.— Bepair  of  artide. 
—Patent  held  invalid. — Infringement    not  found^-^udgment  for 
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Defendants  with  coats  except  on  the  issue  of  true  and  first  inventor. — 
Costs  of  that  issue  given  to  Plaintiffs,  In  1900  a  Patent  was  granted 
to  M.  for  "  Improvements  relating  to  Rims  and  Tyres  for  Vehicle 
"  Wheels."  M.  and  a  Company  for  whom  he  was  trustee  of  the  Patent 
brought  an  action  for  infringement  against  W.  W.  &  Co.  The  alleged 
invention  consisted  substantially  of  a  new  rim  with  a  rubber  tyre  made 
to  fit  it.  The  Defendants  denied  infringement  and  put  in  issue  the 
validity  of  the  Patent,  alleging  (among  other  things)  that  M.  was  not 
the  true  and  first  inventor,  and  that  the  alleged  invention  and  manner 
of  performing  the  same  were  not  sufficiently  described  in  the  Specifi- 
cation. The  alleged  infringement  consisted  in  the  Defendants 
applying  a  rubber  tyre  to  a  wheel  sent  to  them  to  repair  by  the 
Plaintifi'Sy  which  wheel  had  the  rim  described  in  the  Specification. — 
Held  (1)  that  the  Specification  did  not  particularly  describe  and 
ascertain  the  nature  of  the  invention  and  the  manner  in  which  it  was 
to  be  performed  ;  (2)  that  there  was  no  subject-matter  ;  (3)  that  there 
was  want  of  novelty  ;  (4)  that,  even  if  valid,  the  Patent  had  not  been 
infringed,  as  what  the  Defendants  had  done  was  a  fair  repair  and  not  a 
reconstruction ;  (5)  that  M.  was  the  true  and  first  inventor.  The 
action  was  dismissed  with  costs  except  that  the  Plaintiffs  were  given 
the  costs  of  the  issue  of  true  and  first  investor.  SiRDAU  RnBBBH 
Co.  Ld.  v.  Wallington,  Weston  &  Co.,  p,  257. 


2.  Sufficiency  of  working  directions.    What  knowledge  of  the  art 

is  to  be  assumed. — ^^A  Patentee  is  not  bound  to  introduce  into  his 
'*  Specification  knowledge  which  Is  elementary  to,  or  is  already  known 
"  by,  those  who  are  conversant  with  the  subject-matter  with  which  he 
"  is  dealing.  He  must  disclose  everything  which  it  is  necessary  to  add 
"  to  the  previously-existing  knowledge  of  the  world  to  enable  the 
'*  public  to  carry  his  invention  into  effect,  but  in  this  sense  the  existing 
^^  knowledge  of  the  world  does  not  mean  the  knowledge  of  those  who 
"  have  never  studied  the  subject,  but  the  knowledge  of  those  who  have 
"  done  so  and  are  conversant  with  the  existing  knowledfire  with 
"  reference  to  that  subject-matter."  Per  BUCKLEY  J.  in  Haskbll 
Golf  Ball  Co.  v.  Hutchison,  at  p.  493. 


Invalidity  of  claim  by  reason  of  impracticability  considered.— 

A  Patentee  of  a  manure  distributing  machine,  of  which  scrapers  to 
prevent  "  arching  "  formed  a  material  part,  claimed  (1)  **  In  machines 
"  for  distributing  manure  and  other  granular  material,  the  combination, 
**  with  a  hopper  and  revolving  platform,  of  a  toothed  ring  or  star  wheel 
"  substantially  as  herein  described  in  reference  to  and  shewn  in  the 
**  accompanying  drawings.*^  A  second  claim  in  almost  identical  terms 
included  scrapers. — Opinion  by  the  Lord  Ordinary ^  that  if  had  been 
necessary  to  decide  the  point  he  should  (on  the  authority  of  Murch- 
land  V.  Nicholson  10  R.P.C.  417  ;  20  R.  1006,  and  Simpson  v.  Holliday 
L.R.  1,  E.  and  I.  App.  315)  have  found  great  diflftculty  in  rejecting  the 
argument  of  invalidity,  on  the  ground  that  the  first  Claim  disclosed  no 
invention  from  which  any  practical  result  could  be  obtained.  Interdict 
was  refused.    Wallace  v,  Alexandbb  Jack  &  Son  Ld.,  p.  581. 


INVENTION.    See  Subjbct-Mattbb. 
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JURISDICTION. 

The  Scotch  Courts  have  jurisdiction  to  interdict  in  an  action  of 
infringement,  although  the  Defendant  has  no  place  of  business 
in  Scotland. — Infringement— Both  Parties  English  Companies. — 
PUice  of  business  of  alleged  Infringer  in  Scotland. — Alleged  infringe- 
ment offered  for  sale  at  Exhibition  in  Edinburgh. — Quasi-delict. — 
Jurisdiction  of  Scottish  Courts.  The  T.  Company  were  the  owners  of 
a  Patent  for  improvements  in  pneumatic  tyres.  The  P.  Company 
manufactured  tyres  which  the  T.  Company  averred  to  be  infringements. 
These  tyres  were  exhibited  at  a  show  in  Waverley  Market,  Edinburgh. 
The  T.  Company  brought  an  action  against  the  P.  Company  in  the 
Scotch  Court  for  interdict  against  infringement  of  their  Patent  in 
Scotland.  Both  T.  and  P.  were  English  companies  and  there  was  no 
effectual  service  within  the  territory.  The  T.  Company  averred  that 
the  P.  Company  had  a  place  of  business  in  Scotland. — Held,  thAt  the 
Court  had  jurisdiction  to  interdict  from  repetition  of  the  delict  as  the 
remedy  asked  was  purely  preventive,  and  this  although  there  was  no 
personal  service.  A  Proof  was  allowed.  On  appeal  the  interlocutor 
was  adhered  to.  ToNi  TYRES  Ld.  v.  Palmer  Tyre  Ld.,  pp,  81 
and  369. 

MASTER  AND  SERVANT. 

1-  Patents  taken  out  by  servant.    Defendant  held  to  be  trustee  of 
Patent,  if  valid,  for  the  VlaintittB.— Action  for  a  dedaraiion  that 
Defendant  was  trustee  of  certain  foreign  and  colonial  Patents  for 
Plaintiffs  and  for  consequential  relief. — Opposition  to  Defendant's 
British  Patent  for  same  invention  as  bein^  obtained  from  Plaintiffs. — - 
Amendment  of  pleadings  to  include  British  Patent. — Evidence  as  to 
true  inventor  conflicting. — Joinder  of  another  firm  as  co-Plaintiffs. 
— Declaration  m>ade  that  Defendant  was  trustee  of  the  foreign  and 
British   Patents  for  Plaintiffs  jointly. — Defendant's   counterclaim 
dismissed,  Defendant  to  pay  all  costs.    J.  R.  &  Co.  Ld.  were  manufac- 
turers   of    certain  machinery   to  the  order  ot  R.   W.  &  Co.      The 
Defendant   was  employed  by  J.  R.  &  Co.  Ld.  as  draughtsman  and 
designer.    Various  discussions  and  interviews  took  place  between  the 
various  parties  as  to  overcoming  certain  difi&culties,  and  a  certain 
machine  was  designed  and    made.      The  Defendant  applied  for  a 
Patent  for  it  in  his  own  name,  and  some  time  afterwards  informed  his 
employers  of  his  application.    Arrangements  were  then  made  as  to 
taking  out  foreign  and  co]pnial  Patents  and  completing  the  British 
grant,  J.  R.  &  Co.  Ld.  paying  the  fees.    Defendant  left  the  Plaintiffs^ 
employment,  and  then  claimed  to  be  the  inventor  of  the  new  machine. 
The  Plaintiffs  brought  an  action  for  a  declaration  as  to  the  foreign  and 
colonial  Patents,  and  opposed  the  sealing  of  the  British  Patent.    The 
Law  Officer  when  hearing  the  opposition  suggested  that  the  issue  as  to 
the  British  Patent  should  be  included  in  the  action  and  the  Pleadings 
were  amended   by    consent    accordingly.      At   the    trial  there    was 
conflicting  evidence  as  to  who  the  original  inventor  was.    An  applica- 
tion was  made  during  the  trial  to  add  R.  W.  &  Co.  as  co-Plaintiffs, 
which  application  was  granted. — Held,  that  under  the  circumstances 
no   injustice  would  be  done  by  adding  R.  W.  &  Co.  as    Plaintiffs, 
and  the  Pleadings  were  amended  accordingly.    A  declaration  was 
made  that  Defendant  was  trustee  of!  all  the  Patents  for  the  invention 
for  J.  R.  &  Co.  Ld.  and  W.  R.  &  Co.    All  the  costs  were  given  to  the 
PlaintiflEs.    Richmond  &  Co.,  Ld.  v.  Wbightsow,  p.  25. 
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MASTER  AND   SERVANT— <;on/inii«?. 

3-  Whether  the  benefit  of  suggestions  made  by  a  person  employed 
to  carry  out  an  invention  belong  to  him  or  bis  employer  is  a 
question  depending  on  the  merits  of  each  case,  but  where  the 
main  principle  and  object  are  complete  without  the  sugges- 
tions, which  are  merely  of  matters  calculated  more  easily  to 
carry  into  effect  the  conceptions  of  the  inventory  they  are  to 
be  considered  as  merely  accessory. — Petition  for  revocation.— 
Employer  and  person  employed  to  work  out  the  employer's  idea^. — 
Patentee  held  not  to  be  the  first  and  true  viventor, — Patent  revoked. 
In  1903  Letters  Patent  were  granted  to  S.  for  "  Improvements  in  cotton 
"gins  and  wool  burrers."  Y.  presented  a  Petition  for  Revooation, 
alleging  that  S.  was  not  the  first  and  true  inventor,  and  that  the  Patent 
was  obtained  in  fraud  of  Y.'s  rights.  S.  had  been,  before  the  applica- 
tion for  the  Patent,  receiving  moneys  from  Y.,  and  one  of  the  questions 
betv/een  the  parties  was  whether  he  had  been  employed  by  Y.  to  carry 
out  Y.'s  invention,  or  had  received  gratuitous  payments  from  Y.  whilst 
engaged  in  inventing. — Heldy  that  Y.  had  employed  S.  to  carry  out 
Y.'s  ideas,  and  that  the  payments  were  for  so  doing,  and  that  S.  had,  by 
the  Patent,  obtained  the  benefit  of  that  to  which  Y.  was  entitled.  The 
Patent  was  revoked,  and  the  Patentee  was  ordered  to  pay  the  costs. 
AUen  V.  Rawson  (1  C.B.  551)  followed.  In  the  Matter  of 
Smith's  Patent,  p.  57. 

METHOD.    See  Infringement,  No.  4. 

NEGLIGENCE  (ACTION  AGAINST  PATENT  AGENTS  FOR). 

Patent  Agents  through  whose  default  Patents  had  lapsed  not 
allowed  in  an  action  for  damages  brought  against  them  to 
raise  as  a  defence  the  invalidity  of  the  Patents. — T.  &  Co. 

were  engineers.  C.  &  P.  were  Patent  Agents,  and  acted  as  agents  for 
T.  &  Co.  in  regard  to  Patents  which  the  latter  held.  T.  &  Co.  averred 
that  it  was  part  of  the  duty  of  C.  &  P.  to  give  them  notice  when 
renewal  fees  were  dne,  so  that  the  Patents  might  not  be  allowed  to 
lapse.  In  the  case  of  two  Patents  it  was  averred  that  C.  &  F.  failed  to 
do  this.  The  Patents  lapsed.  T.  <&  0.  sued  C.  &  F.  for  damages.  In 
defence  C.  &  F.  pleaded  inter  alia  that  the  Patents  were  invalid  for 
want  of  novelty.  They  did  not  allege  that  the  Patents  had  been 
obtained  or  used  fraudulently, — Heldy  by  Lord  Low  in  the  Outer 
House,  that  this  defence  was  irrelevant  and  that  no  Proof  as  to  the 
validity  of  the  Patents  could  be  allowed.  On  appeal  to  the  First 
Division  of  the  Inner  House,  the  Court  adhered  to  Lord  Low's 
judgment.  Alexander  Turnbull  &  Co.  Ld.  v.  Cruikshank 
AND  Fairwbathbr,  pp.  363  and  521. 

NOVELTY  (WANT  OF).  See  also  Infringement,  Nos.  2  and  4 ;  Insuf- 
FiciBNOY  OF  Specification,  No.  1 ;  Subject-matter;  and  Revocation 
(Petition  for),  Nos.  1  and  2. 

1.  Patent  held  not  to  have  been  anticipated.— S'a^^  of  Patent—Action 
for  damages  and  the  return  ofpurchdse  money  on  the  ground  of  alleged 
•non-disclosure  of  material  facets  amountitig  to  fraud. — Alleged 
invalidity  of  the  Patent, — Action  dismissed,    S.  was  the  grantee  of 


44  PATENT  CASES. 

NOVELTY  (WANT  OF)^-€ontinued. 

Letters  Patent  for  an  invention  oonsiBting  of  *'An  improvement 
^'connected  with  self-igniting  gas  appliances."  He  assigned  this 
Patent  for  100^.  to  H.  and  S.  H.  and  S.  brought  an  action  for  damages 
and  the  return  of  the  purchase  money.  They  alleged  fraudulent 
misrepresentation  consisting  in  knowledge  on  the  part  of  the 
Defendant  of  the  Patent  having  been  anticipated,  non-disclosure  of 
that  fact  and  representations  that  the  Patent  was  valid. — Held^  that  the 
Plaintiffs  had  not  established  a  case  of  fraud  or  that  the  alleged 
representations  had  been  made  ;  and  that,  upon  the  evidence  adduced, 
there  was  no  reason  to  suppose  that  the  Patf^nt  had  been  anticipated. 
The  Action  was  dismissed  with  costs.  Hbinb,  Solly  <&  Co.  v.  SPONG, 
p.  110. 


Patent  held  to  be  invalid  on  the  ground  of  prior  user.  Applioa* 
tion  to  adduce  further  evidence  on  appeal  refused.  Appeal 
dismissed. — Action  for  infringemenL — Novelty. — Anticipation,^^ 
Prior  user, — Patent  invalid, — Appeal  dismissed.  The  Patentees  of  an 
invention  of  "  Improvements  in  attaching  bindings  to  brims  of  hats/' 
who  had  been  successful  in  an  action  against  the  users  of  a  machine 
which  they  alleged  to  be  an  infringement  of  the  Patent,  brought  an 
action  against  the  makers  of  the  machine.  Evidence  was  produced  by 
the  Defendants  that  the  method  of  binding  hats  which  was  carried  out 
by  the  Plaintiffs'  invention  had  for  many  years  been  practised  in 
England  by  the  use  of  other  machines,  which  they  alleged  to  be 
an  anticipation  of  the  Plaintiffs'  invention. — Held  at  the  trial  that 
the  invention  was  anticipated,  and  that  the  Plaintiffs'  Patent  was 
invalid.  The  Plaintiffs'  appealed,  and  applied  to  the  Court  of  Appeal 
to  be  allowed  to  adduce  farther  evidence  as  to  the  prior  users.  This 
application  was  ordered  to  stand  over  to  the  hearing  of  the  appeal, 
when  it  was  renewed  as  to  one  alleged  prior  user  only.  The  Appeal 
was  dismissed  with  costs,  as  well  as  the  application  to  adduce  further 
evidence,  the  Court  holding  that,  apart  from  the  prior  user  which  was 
the  subject  of  the  application,  the  Patent  was  invalid.  QammoNB  t;. 
Singer  Manufacturing  Co.,  pp.  129  and  452. 


Revolving  heel-pads  beings  known,  an  invention  of  improvements 
in  the  same  held  to  be  anticipated  by  publication  of  a  Specification 
relating^  to  fixed  heel-pads.— ^Ic^/on/or  infringement,— Construction 
of  Specification. — Anticipation  found.— Judgment  for  Defendant. 
The  owner  of  a  Patent  for  "  Improvements  in  revolvable  heel-pads  for 
** boots  and  shoes''  having  brought  an  action  for  infringement,  the 
Defendant  denied  infi'ingement,  and  contended  that  the  PlaintiflPs 
Patent  was  completely  anticipated  by  several  prior  Specifications  for 
the  construction  of  rubber  heel-pads.  The  Claim  was  in  effect  for 
a  heel-pad,  made  of  rubber  composition,  comprising  a  thin  base  piece, 
a  surface  piece,  and  between  them  a  perforated  metal  plate  extending 
nearly  to  the  edge  of  the  pad.  The  holes  in  the  metal  plate  permitted 
the  front  and  back  surfaces  to  have  attachment  to  each  other.  The 
Defendant  relied  upon  (among  others)  the  Specification  of  a  prior 
Patent  for  fixed  heel-pads,  in  which  a  perforated  metal  plate  was 
inserted  between  two  layers  of  rubbei*,  although  not  intended  to  form 
a  revolving  heel.— fiieW,  that  anticipation  had  been  proved,  and  that 
the  Plaintiff's  Patent  was  therefore  invalid.  Judgment  was  given  for 
the  Defendant    HiCKSON  v.  Bedfsrk,  p.  307. 
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NOVELTY  (WANT  OF)— continued. 

4.  Patent  held  to  be  anticipated  by  prior  Specification.— ilt^ion 

i  for   infringement  —  Anticipation,  —  Utility,  —  Subject-matter.  —  /n- 

I  fringement. — Judgment  of  Lord  Ordinary  upliolding  the  Patent  reversed 

!  on  Appeal,    Letters  Patent  were  granted  to  A.  for  an  improvement  in 

driving  aprons,  consisting  in  forming  at  the  lower  part  of  the  apron  hori- 
zontally projecting  pockets  or  footholds  into  which  the  wearers'  feet 
were  inserted  so  as  to  be  protected  from  the  weather  and  which  at  the 
same  time  assisted  in  keeping  the  apron  in  position.  In  an  action  for 
infringement  brought  by  A.,  it  was  held  by  the  Lord  Ordinary  that 
there  was  sufficient  subject-matter  for  a  Patent ;  that  the  invention 
was  useful  and  showed  some  ingenuity  ;  also  that  it  had  not  been 
anticipated  and  that  the  Defenders  had  infringed.  The  Defenders 
reclaimed. — Heldy  by  the  First  Division  of  the  Inner  House,  that  the 
Patent  had  been  anticipated  by  P.'s  Specification  "  of  a  covering  for  the 
"  lower  part  of  the  body  and  knees,  which  is  continued  down  to  the 
**  feet  where  it  is  adapted  to  receive  and  enclose  them,  opening  thence 
'*  above  the  heels  on  the  under  side  upwards."  The  Defenders  were 
assoilzied.  Arnot  v.  Dunlop  Pneumatic  Tyre  Co.  Ld.,  pp.  105 
and  472. 

5.  Novelty  not  established.    Generality  of  claim  limited  by  the 

description  in  the  Specification. — GonstrucHon  of  Claim.—Novelty. 
— Judgment  for  Defendants.  C.  was  the  Patentee  of  an  Invention  of 
Improvements  in  Mounting  Ordnance.  The  improvement  was  a 
recoiling  shield  and  the  method  of  mounting  was  described  in  the 
Specification.  In  an  action  for  infringement  the  fifth  Claim  only  was 
alleged  to  be  infringed.  This  Claim  was  for  "  the  use  for  protecting  a 
**  gun  mounting  of  a  shield  adapted  to  recoil  when  struck  by  a  pro- 
"jectile."  Recoiling  shields  were  admitted  by  the  Plaintiff  to  be 
common. — Held^  that  there  was  no  novelty  and  that  the  generality  of 
Claim  5  mudt  be  limited  by  the  particularity  of  the  description  in  the 
Specification,  and  that  the  Plaintiff *s  case  failed.  Judgment  was  given 
for  the  Defendants  with  costs.  CoRRiGALL  v.  Armstrong,  Whit- 
worth  &  Co.  Ld.,  p.  268. 

6*  Patent  held  to  be  invalid  by  reason  of  prior  user  of  the 
invention. — Action  for  infringement. — Construction. — Sufficiency  of 
Specification. — Prior  user. — Patent  held  invalid — Costs  on  higher 
scale  and  of  three  Counsel. — Costs  of  jjarticular  issues.  In  1858  a 
Patent  was  granted  for  "  Improvements  in  balls  for  use  in  golf  and 
other  games.*'  The  improvements  consisted  in  forming  the  balls  with 
a  core  of  rubber  thread,  wound  under  high  tension  into  spherical  form, 
or  of  analogous  material,  with  or  without  a  central  core-section  or 
kernel  of  relatively  non-elastic  material,  and  with  a  closely-fitting 
cover  or  shell  of  gutta-percha  or  other  material  hard  and  inelastic 
relatively  to  the  core.  In  an  action  for  infringement  brought  by  the 
owners  of  the  Patent  it  was  proved  that  the  balls  so  made  were  a  great 
commercial  success.  The  Defendants  manufactured  and  sold  golf  balls 
having  a  kernel,  a  core  of  wound  rubber  thread,  and  a  cover  made  of  a 
niaterial  called  '*Springvale  material."  The  Defendants  alleged  that 
the  Plaintiffs'  Specification  was  insufficient ;  that  the  use  of  a  cover  of 
**  Spring  vale  material "  was  not  within  the  Patent,  and  that  accordingly 
the  Defendants  had  not  infringed.  Evidence  was  given  to  show  that 
F.,  in  1893,  had  made  and  sold  (though  not  on  a  large  scale)  golf  balls 
with  a  kernel  of  cork,  covered  with  strips  of  rubber  wound  under 
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NOVELTY  (WANT  OFy-^continued, 

tension  and  tied  with  thread,  the  whole  being  covered  with  gutta- 
percha ;  also  that  S.,  from  abont  1871  to  1879,  had  made  golf  balls  of 
wound  rubber  thread  with  a  cover  of  gutta-percha,  and  had  disclosed, 
to  a  limited  extent,  the  method  of  construction. — ETeld^  that  the  Patent 
was  for  a  principal  of  construction  and  a  mode  of  carrying  it  into 
effect,  and  that  the  Specification  was  not  insufficient  as  alleged  ;  that 
if  the  Patent  were  valid  the  balls  made  by  the  Defendants  would  be 
infringements ;  that  the  commercial  success  of  the  balls  made  under 
the  Patent  went  far  to  show  subject-matter,  utility,  and  novelty  ;  but 
that  the  balls  made  by  P.  and  S.  were  constructed  in  accordance  with 
the  patented  invention  ;  that  the  commercial  failure  of  the  balls  made 
by  F.  arose  merely  from  imperfection  of  manufacture  :  that  the  acts 
of  S.  had  proceeded  beyond  mere  incomplete  experimental  user ;  and 
that  on  these  grounds  the  Patent  was  invalid.  The  action  was 
dismissed,  with  costs  on  the  higher  scale,  and  the  costs  of  three 
Counsel  were  allowed.  A  Certificate  in  respect  of  the  Particulars  of 
Objections  relating  to  the  users  of  F.  and  S.  was  granted.  A 
subsequent  Motion  by  the  Plaintiffs,  asking  that  they  might  be  given 
the  costs  of  the  issue  upon  which  they  alleged  they  had  succeeded, 
was  dismissed  with  costs.  Jupe  v.  Pratt  (1  Webst.,  146)  followed. 
Haskell  Golf  Ball  Co.  v.  Hutchison  (No.  2),  p.  478. 

7.  Claim  held  to  be  for  a  new  product  and  to  ha?e  been  antici- 
pated.— Action  for  infringement. — Construction  of  Specification. — 
Claim  for  product. — Prior  puhlicatio7i. — Judgment  for  Defendants. — 
Costs  on  higher  scale  allowed.  A  Patent  was  granted  to  N.  in  1898  for 
"  The  manufacture  or  production  of  acetyl  salicylic  acid."  The  Claims 
in  the  Specification  were  for  two  processes  of  manufacture  of  the  acid 
for  the  alleged  new  body,  and  for  its  use  for  therapeutic  purposes.  The 
Plaintiff  alleged  that,  by  the  method  of  recrystallisation  from  dry 
chloroform  adopted  by  them,  the  acid  (which  was  sold  under  the  name 
of  '*  aspirin  "  and  used  in  medicine)  had  been  for  the  first  time  pre- 
pared in  a  state  of  purity.  The  Defendants  alleged  that  K.  in  1869  had 
published  a  description  of  the  preparation  of  the  acid  by  one  of  the 
said  processes,  that  as  so  prepared  the  acid  contained  a  small  proportion 
of  impurity,  but  that  this  impurity  did  not  produce  any  difference  of 
therapeutic  effect,  and  that  it  could  be  removed  by  recrystallisation 
from  boiling  water  as  described  by  K. — Held^  that  the  Patent  was  for 
acetyl  salicylic  acid  as  a  new  body  and  not  for  the  process  of  purifica- 
tion, and  that  the  Patent  had  been  anticipated  and  was  invalid.  The 
action  was  dismissed  with  costs  on  the  higher  scale.  Semhle. — The 
Patent  would  have  been  invalid  even  if  it  had  been  confined  to  the 
process  of  purification  adopted.  Farbbnfabriken  vormals  Pribd- 
RiOH  Bayer  &  Co.  v.  Chkmische  Fabrik  Von  Hbyden,  p.  501. 

8.  Patent  held  not  to  have  been  anticipated  and  to  be  valid. — 

Action  for  infringement. — Trtie  and  first  inventor. — Communication 
to  third  party. — Novelty. — Subject  matter. — Patent  held  valid. — Judg- 
ment for  Plaintiff.-  P.  was  the  grantee  and  owner  of  a  Patent  for  a 
method  of  setting  boiler  blocks  with  a  cavity  behind.  An  action 
having  been  brought  for  infringement  of  this  Patent,  the  Defendants 
alleged  that  one  S.  was  the  true  and  first  inventor  and  had  communicated 
the  invention  to  the  Plaintiff.  They  also  alleged  anticipation  by  prior 
user  and  otherwise. — Held^  that  there  was  no  evidence  of  communica- 
tion of   the  invention  to  the  Plaintiff,  and  there  was  a  substantial 


PATENT   CASES.  47 

NOVELTY  (WANT  OF)-^cantimied. 

difference  between  the  Plaintiff^s  invention  and  the  alleged  anticipa- 
tions. Judgment  was  given  for  the  Plaintiff.  POULTON  v.  AdjosTABLB 
Cover  and  Boiler  Block  Co.,  p.  593. 

9.  Prior  user  proved. — Suhfect-maUer. — Patent  held  invalid  an  the 
ground  of  prior  user. — Judgment  for  the  Defendants.  The  owners  of 
two  Patents  for  "Improvements  in  Water  Heating  Apparatus" 
commenced  an  action  for  infringement,  but  only  alleged  at  the  trial 
infringement  of  one  of  them.  The  main  defence  relied  on  at  the 
trial  as  to  that  Patent  were  prior  user  of  the  invention  and  want  of 
subject-matter. — Held^  that  prior  user  was  established  on  the  evidence, 
and  that  the  Patent  was  invalid.  The  action  was  dismissed  with  costs. 
Stubbs  v.  Charles  P.  Kinnbll  &  Co.  Ld.,  p.  C09. 

OPPOSITION.    See  Grant  of  Patent  (Opposition  to). 

PARTICULARS  OF  BREACHES.     See  Cbrtipioatr  as  to  Particulars 
OP  Breaches  ;  also  Scotland,  No.  5. 

PARTICULARS  OF  OBJECTIONS.    5^(9e  Certificate  AS  TO  Particulars 
op  Objections. 

PATENT  AGENT.    See  NEGLIGENCE. 
PATENT  OFFICE  (PRACTICE  OF). 

Practice  of  the  Patent  Office  as  to  requests  for  notice  of  applica- 
tions to  register  assignments  or  other  similar  documents. — 

Partnership  action. — Defendant  alleged  to  be  trustee  of  Patent  for  a 
partnership. — Motion  to  restrain  Defendant  from  disposing  of  Patent 
until  trial.— ViOhJi  v.  Sharp,  p.  23. 

PATENTS,  DESIGNS,   AND   TRADE   MARKS   ACT,   1883. 

Section  18 — 

Jandus  Arc  Lamp  and  Electric  Co.  Ld.  v.  Arc  Lamp  Co., 
p.  277* 

Section  19 — 

In  the  Matter  of  Klaber's  Patents,  pp.  1  and  405. 
In  the  Matter  op  Bowden's  Patent,  p.  57. 

Section  20— 

Jandus  Arc  Lamp  and  Electric  Co.  Ld.  v.  Arc  Lamp  Co., 
p.  277. 

Section  26— 

In  t^e  Matter  op  Jackson's  Patent,  p.  384. 


48  PATENT  CASES. 

PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  ISSa^^oontinusd. 
Section  29— 

Saccharin  Corporation  v.  Hay,  p.  212. 

New  Inverted  Incandescent  Oas  Lamp  Ld.  v.  Globe  Light 
Ld.,  p.  439. 

Mica  Insulator  Co.  Ld.  v.  Bruce,  Peebles  a  Co.  Ld.,  pp. 
389  and  527. 

Bates  v.  Horsfall  and  Sladino,  p.  519. 

Section  32— 

Crowther  v.  United  Flexible  Metallic  Tubing  Co.,  p.  549. 

Section  90— 

In  the  Matter  of  the  Application  of  Carl  Holmstrom, 
p.  213. 

In  the  Matter  of  the  Application  of  William  Beard* 
HORE  &  Co.  Ld.,  p.  217. 

PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1888. 

Section  4 — 

Hudson's  Application,  p.  218. 

PETITION.    See  Revocation  (Petition  for). 
PRACTICE.    See  also  Patent  Office  (Practice  of). 

!•  Admission  in  Defence. — In  an  action  for  infringement,  the  Defendant 
admitted  infringement  of  certain  Patents  and  expressed  his  willingness 
to  consent  to  judgment  for  an  injnnction,  an  inquiry  as  to  damages 
as  to  the  admitted  infringements,  and  to  pay  the  costs  of  the  action  up 
to  and  including  the  costs  of  motion  for  judgment,  and  to  such  further 
Order  as  upon  the  above  admission  the  PlamtifBs  might  be  entitled. — 
Heldf  at  the  trial,  that  the  Plaintiffs  were  entitled  to  the  costs  of  the 
action.    Badische  Anilin  und  Soda  Fabrik  v.  Hicrson,  p.  62. 

2.  Shorthand  Notes. — Observations  Y y  Buckley  J.  on  the  relation  between 

the  Judge's  notes  and  shorthand  notes.  Gammons  v.  Singer  Manu- 
facturing Co.,  p.  143. 

3.  Action  for  infHngement  of  five  Patents,— Application  by  Defendants  to 

limit  the  number  of  Patents  sued  on,— Defendants  at  hearing  of 
Application  asking  for  an  Order  as  to  Particulars  of  Objections 
similar  to  that  made  in  Saccharin  Corporation  Ld.  v.  White  &  Sons  Ld. 
(20  R.P.C.  ^bi)— Application  refused,— Appeal.— Order  by  consent  on 
appeal  for  discovery  by  Defendants  and  inspection  before  Defence^  and^ 
as  to  the  Patents  on  which  after  such  discovery  the  Plaintiffs  should  elect 
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toproceedj/or  an  Order  as  to  Particulars  of  Objections  similar  to  that 
in  White's  case,— Order  XVIIL,  RtUes  8  and  9.  Sacoharin  Cor- 
poration Ld.  v.  Alliance  Chemical  Co.  Ld.,  p.  175. 

4.  Motion  by  Defendant  in  action  for  infring^ement  to  stay  pro- 

ceedings so  far  as  the  articles  alleged  to  be  infringements 
were  of  the  same  construction  as  those  alleged  to  be  infringe- 
ments in  a  former  action  between  the  same  parties  discontinued 
under  leave  of  the  Court  dismissed.  Motion  to  vary  Order 
giving  leave  to  discontinue  dismissed. — Action  for  infringement 
discontinued  under  Order. — Second  Action  for  infringement  cmnmenced 
immediately  after  such  discontinu^ance  against  same  Defendants. — 
Motion  by  Defendants  to  stay  proceedings  in  second  Action, — Motion 
by  Defendants  to  vary  Order  of  discontinuance  in  first  Action.  The 
H.  G.  B.  Company  in  April  1904  brought  an  Action  against  H.  and  M. 
for  infringement  of  a  Patent.  On  the  12th  December  1904,  the  Action 
being  then  set  down  for  trial,  an  Order  was  made  (inter  alia)  giving 
the  Plaintiffs  14  days  within  which  to  elect  to  discontinue  the  Action, 
and,  if  they  bo  elected,  the  Order  provided  for  the  payment  of  certain 
costs  to  the  Defendants.  The  Plaintiffs  discontinued  this  Action,  and 
on  the  same  date  commenced  a  second  Action  against  the  same 
Defendants  for  infringement  of  the  same  Patent.  The  Defendants 
moved  to  stay  proceedings  in  the  second  Action  so  &r  as  they  related 
to  articles  of  the  same  construction  as  those  in  respect  of  which  the 
first  Action  was  commenced,  and  they  also  moved  to  vary  the  Order  of 
the  12th  of  December  in  certain  respects.  Held^  that  the  Motion  to 
stay  proceedings  foiled  and  must  be  refused  with  costs,  and  that  the 
Motion  to  vary  the  Order  of  the  12th  of  December  must  be  refused 
with  costs.  Haskell  Golf  Ball  Company  Ld.  v,  Hutchison, 
p.  205. 

5.  Form  of  Order  as  to  costs  usually  made  on  application  by 

Defendant  in  infringement  action  for  leave  to  amend  particulars 
of  objections  considered. — Action  for  infringement, — Application 
by  Defendants  for  leave  to  amend  Particulars  of  Objections, — 
Application  granted  on  the  terms  that^  if  the  Plaintiffs  elected  to 
discontinue^  the  Defendants^  costs  should  be  taxed  to  the  first  dehvery  of 
Particulars  of  Objections^  and  tJiat  the  Plaintiffs'  costs  should  be  tctxed 
from  that  date  to  the  date  of  the  Order^  with  a  set-off — Election  by 
Plaintiffs  to  discontinue, — Second  Action  by  Plaintiffs  against  tJts 
same  Defendants  for  infringement  of  the  same  Patent, — Application 
by  Defendants  to  stay  proceedings  under  the  Order  in  the  first  Action 
so  far  as  related  to  the  taxation  and  jmyment  of  costs  until  after  tlie 
trial  of  the  second  Action, — Application  granted.  Consolidated 
Pneumatic  Tool  Co.  Ld.  v,  Churchill  &  Co.,  p.  209. 

6.  Assessor. — A  written  statement  by  an  assessor  of  his  opinion  to  the  Judge 

can  be  referred  to  on  appeal.  HattbrsLBY  &  SONS  Ld.  v.  HODGSON 
Ld.,  p.  229.    See  Inpringbmbnt,  No.  4. 

7.  Stay  of  injunction  refused  at  the  trial,  but  granted   by  the  Court  of 

Appeal  on  terms.  JANDUS  ARC  LAMP  AND  ELECTRIC  Co.  Ld.  v.  Arc 
Lamp  Co.,  p.  27. 
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8.  Certificate  that  original  Claim  in  amended  Specification  vrss  framed  in 

good  faith  and  with  reasonable  skill  and  knowledge  refused,  that 
question  not  having  been  gone  into  or  reserved  before  judgment. 
Jandus  Arc  Lamp  and  Electric  Co.  Ld.  v.  Arc  Lamp  Co., 
p.  277. 

9.  Question  whether  an  action  can  be  brought  for  a  declaration 

of  the  invalidity  of  an  expired  Patent  discussed. — Action  for 
infringement  of  a  Patent  already  expired. — Amended  Defence  setting 
up  invalidity  of  Patent  and  a  Counterclaim  for  a  declara4.ion  thcU  tlie 
Patent  was  invalid. -- Order  giving  Plaintiffs  leave  to  discontinue. — 
Action  discontinued. ^Motion  by  Plaintiffs  to  strike  out  Counter- 
claim.— Undertaking  not  to  bring  afresh  action  against  the  Defendants 
or  their  customers  given  by  Plaintiffs  on  the  hearing  of  the  Motion. — 
Proceedifigs  on  Counterchiim  stayed.- -No  Order  made  as  to  costs. 
Lbeds  FoRdE  Co.  Ld.  i\  Clayton  <fe  Sons  Ld.,  p.  325. 

10.  Scotland :    While  a  separate  statement   of  Particulars  of 

Breaches  is  not  required  in  Scotland,  Particulars  of  Breaches 
such  as  are  required  by  Section  89  of  the  Patents,  &c.  Act, 
1883,  must  be  set  forth  on  record.  Whete  a  Specification 
has  been  amended,  the  amounts  claimed  for  breaches  before 
and  after  amendment  respectively  must  be  clearly  specified.— 
Infringement.-'Action  far  damages.— Pa)  ticulars  of  Breaches. — 
Relevancy. ^ApjiliccUion  of  Section  29  Patents^  Ac.  Act^  18SS,  to  Scotch 
practice. — Scotch  and  English  practice  as  regards  Particulars.  The 
M.  I.  Co.  as  the  owners  of  two  Patents  dated  1892  and  1895,  and  both 
amended  in  August  190:^,  raised  an  action  against  B.  P.  &  Co.  for 
interdict  against,  and  damages  for,  infringement  of  these  Patents. 
They  averred  that  the  Defenders  had  been  manufacturing  and 
continued  to  manufacture  "extra  flexible  micanite  cloth,"  using  the 
patented  inventions  in  this  manufacture.  Further,  they  averred  that 
the  Defenders  had  since  the  beginning  of  1902  infringed  the  Patents 
by  purchasing  from  other  persons  than  the  Pursuers  micanite  and 
extra  flexible  micanite  cloth  made  in  contravention  thereof,  and  in 
particular  that  at  various  dates  they  had  bought  from  one  B.  in 
Hamburg  and  used  in  their  machines  in  Scotland  micanite  made  in 
contravention  of  the  Patents,  and  that  they  had  bought  from  the 
B.  E.  Qesellschaft  in  Berlin  machines  insulated  in  infringement  of  the 
Patents  and  sold  them  to  persons  in  Scotland.  The  Defenders  pleaded 
that  the  averments  of  infringement  were  irrelevant  for  want  of 
speciflcation  and  ought  not  to  be  remitted  to  probation. — Heild^  by 
Lord  Stormonth  Darling  in  the  Outer  House,  that  the  action  was 
relevant,  and  Proof  was  idlowed.  The  Defenders  reclaimed. — Heid^  in 
the  Inner  House,  that  the  action  was  irrelevant — (1)  because  it  was 
not  clearly  specified  what  amount  was  claimed  for  breaches  before 
amendment  and  what  for  breaches  aft^r  amendment,  and  (2)  because 
there  were  no  sufiicient  averments  to  show  what  was  the  nature  of  the 
breach  complained  of.  Observed,  per  the  Lo7*d  President,  that,  while  a 
separate  statement  of  Particulars  of  Breaches  is  not  required  in 
Scotland,  Particulars  of  Breaches  must  be  set  forth  on  Record  such  as 
are  required  by  Section  29  of  the  Patents  &c.  Act,  1883.  The  Pursuers 
were  given  an  opportunity  to  amend  and  did  amend  their  Record,  and 
the  cause  was  remitted  to  the  Outer  House.  MiCA  iNSUtATOB  Co,  Ld, 
r.  Bruck  Peebles  &  Co,  Lp.,  pp.  359  and  527. 
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FRACTIOE— continued. 

11.  Application  for  leave  to  adduce  farther  evidence  on  Appeal. — 

Leave  to  adduce  further  evidence  on  appeal  from  a  judgment  holding 
a  Patent  to  be  invalid  refused,  where  the  Court  of  Appeal  came  to  the 
conclusion  that  the  Patent  was  invalid,  apart  from  the  particular  prior 
user  in  reference  to  which  it  was  proposed  to  call  further  evidence. 
Gammons  t\  Singer  Manufacturing  Co.  p.  452. 

12.  Action  for  infiringement  discontinued  under  Order.  Second 
action  for  infringement  commenced  immediately  after  such 
discontinuance  against  the  same  Defendants.  Application  in 
the  first  action  to  stay  taxation  of  costs  until  after  the  trial 
of  the  second  action.  Application  refused Gonaolidatei  Pneu- 
matic Tool  Oo.  Ld.  V.  Ghurchill  d-  Go.  Ld.  (22  R.P.C.  209),  considered. 
Haskell  Golp  Ball  Co.  Ld.  v.  Hutchison,  p.  447. 

PRIOR  PUBLICATION.    See  Novblty  (Want  of). 

PRIOR  USER.    See  NovBLTY  (Want  op). 

RECTIFICATION  OF  THE  REGISTER.    See  ASSIGNMENT. 

REPAIRS. 

Right  to  repair  patented  article <'Tho  purcha3<:r  of  a  patent  article 

'*  has  a  right  to  prolong  its  life  by  fair  repair,  but  he  has  not  any  right 
^'  to  obtain,  without  license  from  the  patentee,  a  substantially  new 
'*  article  made  in  accordance  with  the  invention,  retaining  only  some 
"  subordinate  part  of  the  old  article,  so  that  it  may  be  said  that  the 
•*  combination  is  not  entirely  new.  Such  a  retention  of  an  old  part 
"  would  be  colourable  only,  and  would  not  prevent  the  article  from 
"  being  substantially  a  new  article,  insiead  of  being  substantially  a 
"  repair  of  the  old  one."  Per  SwiNFBN  Eady  J.  in  SiRDAR  RCJOBBR 
Co.  Ld.  v.  Wallinoton,  Weston  &  Co.  at  p.  266. 

REVOCATION  (^PETITION  FOR).    See  (Oho  Master  and  Servant,  No.  2. 

1'  Patents  revoked  on  the  ground  as  to  one  of  anticipation  and 
want  of  subject-matter  and  utility  and  as  to  the  other  of  want 
of  subject-matter.— 7^<f?/'m8  imposed  on  amendment  by  disclaimer 
under  section  10  of  the  Patents^  ijcc,  Arty  188S.  In  1901  Letters  Patent 
(Nos.  15,016  and  21,471)  were  granted  to  K.  for  *'  Improvements  in  or 
*"  relating  to  stencil  sheets  for  duplicating  purposes,"  and  "  Improve- 
^'  ments  in  or  relating  to  stencil  sheets  and  the  method  of  attaching 
**  them  to  duplicating  machines."  Petitions  were  presented  in 
November  1902  for  the  revocation  of  both  Patents,  and  it  was  alleged 
in  the  Particulars  of  Objections  that  the  inventions  were  not  new,  nor 
useful,  and  that  they  were  not  subject-matter.  In  May  1903  applica- 
tion was  made  by  the  Respondent  K.  for  leave  to  apply  at  the  Patent 
Office  for  leave  to  amend  both  Specifications  by  way  of  disclaimer. 
On  the  28th  of  October  leave  was  granted  on  certain  conditions,  and 
the  Specifications  were  amended  in  due  course.  The  Petitions  were 
pubsequently  proceeded  witb.^i?i»W,  at  the  trial,  that  in  the  c:ise  of  the 

pa 


52  PATENT   CASES, 

REVOCATION  (PETITION  FORy^continued. 

first  Patent  there  was  no  subject-mattery  and  in  the  case  of  the  second 
Patent  there  was  no  subject-matter,  and,  even  if  there  were,  old  things 
were  claimed,  and  in  addition  Claims  2  and  3  were  bad  for  want  of 
utility.  Both  Patents  were  revoked.  The  Respondent  appealed  as  to 
Patent,  No.  21y7il.  —  Heldy  by  the  Court  of  Appeal,  aflfirming 
Buckley  J.,  that  the  claims  were  too  general  and  wide  to  be  valid,  and 
that  nothing  was  claimed  that  was  subject-matter  for  a  Patent.  The 
Appeal  was  dismissed,  a  stay  of  revocation  being  granted  on  terms. 
In  thb  Matter  of  Klabbr's  Patents,  pp.  1  and  405. 

3.  Patent  held  to  be  invalid  on  the  ground  that  the  Claims  covered 
some  things  that  were  old. — Constnwtion  of  Spedjication.'-Prior 
publication  of  application  of  a  pt^inciple  of  mechanics. — Ambiguity  of 
language  of  the  Specification, — Claims  held  to  be  too  wide.— -Patent 
ordered  to  he  revoked  unless  notice  of  appeal  given  or  application  to 
amend  made  within  21  days.  In  18%  Letters  Patent  were  granted 
to  B.  for  a  '^  New  and  improved  mechanism  for  transmission  of  power/' 
The  claims  were: — "(1)  The  new  and  improved  mechanism  for 
"  transmitting  motion  or  power  as  herein  specified."  "  (2)  An  improved 
'^  mechanism  for  imparting  motion  or  power  consisting  essentially  of 
*'  two  flexible  members  so  arranged  that  a  relative  longitudinal  move- 
"  ment  one  with  respect  to  the  other  can  be  set  up  between  them, 
'*  one  of  the  said  members  being  incompressible  and  the  other 
''  inextensible,  or  each  both  incompressible  and  inextensible,  as  set 
*'  forth."  A  Petition  was  presented  for  revocation  of  this  Patent  on 
the  ground  of  its  invalidity.  The  Particulars  of  Objections  alleged 
want  of  novelty  by  reason  of  prior  publication  and  want  of  subject- 
matter.  Among  the  prior  publications  set  forth  in  the  Particulars  of 
Objections  were  "  illustrations  and  descriptions  "  of  laryngeal  forceps 
and  sesophagel  probangs  contained  in  catalogues,  and  the  continuous 
sale  of  such  instruments  and  their  common  general  use  by  members  of 
the  medical  profession. — Heldy  that  the  invention  served  a  useful 
purpose,  but  that  the  Claims  in  the  Specification  were  too  wide  ;  and 
that  the  probangs  and  laryngeal  forceps,  which  were  old,  were  in  fact 
described  accurately  and  well  by  the  Specification  ;  and  that  the  Patent 
was  invalid.  An  Order  for  revocation  was  made  unless  the  Respondents 
appealed  or  applied  for  leave  to  amend  the  Specification  within  14  days. 
A  Motion  for  liberty  to  apply  for  leave  to  amend  the  Specification  in  a 
particular  way  was  made.  At  the  hearing  it  was  stated  that  the 
Respondents  would  not  appeal,  and  no  Order  was  made  on  the  Motion 
except  that  the  Respondents  should  pay  the  costs.  IN  THE  Matter 
OF  BowDBN's  Patent,  p,  49. 

3.  Patentee  held  to  be  the  first  and  true  inventor — Patent  alleged 
to  have  been  fraudulently  obtained  by  Patentee. — Charge  of  fraud 
disproved, — Petition  dismissed. — Patents^  Ac.^  Act,  1883^  section  26 ^ 
subsection  4  (c)  and  (d).  A  Patent  having  in  1903  been  granted  to  J.  for 
"  Improvements  in  Sacks  or  Material  for  Wrapping  or  Packing  Pur- 
"  poses,  applicable  also  for  other  Purposes,"  B.  presented  a  Petition  for 
revocation  of  the  Patent,  alleging  that  he  was  the  first  and  true 
inventor  of  the  patented  invention,  that  he  had  communicated  the 
said  invention  to  J.  in  confidence,  and  that  the  invention  had  been 
patented  by  J.  in  fraud  of  him. — Held^  that  J.  was  the  first  and  true 
inventor,  and,  further,  that  no  fraud  had  been  proved.  The  Petition 
was  dismissed  with  costs.  1N  THE  MATTER  OF  JACKSON'S  Patent, 
p.  384. 
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SCOTLAND. 

1.  Infringement. "  Jurisdiction.    See  Infringement,  No.  8. 

2.  Practice. — Record. — Note  of  particulars, — Amendment. — Res  noviter. 

After  proof  had  been  led  in  a  Patent  action  a  Motion  was  made  to 
amend  the  record  by  reference  to  a  Specification  of  a  prior  Patent  dis- 
covered since  the  proof,  and  proposed  to  be  founded  on  to  show  want 
of  novelty. — Held^  that  this  was  not  res  noviter^  but  an  attempt  to  lead 
additional  proof.  The  amendment  was  refused.  Brown  v.  Hastib  & 
Co.  Ld.,  p.  85. 

3.  Action  for  infringement  of  seveml  Patents  held  relevant.     SACCHARIN 

Corporation  Ld.  v.  Ross  Bros.  &  Co.,  p.  217.  See  Infringement, 
No.  6. 

4.  Relevant  averment  of  infringement.    SACCHARIN  CORPORATION  Ld.  v. 

Ross  Bros.  &  Co.,  p.  247.    See  Infringement,  No.  6. 

.*>.  Particulars  of  Breaches  must  be  set  forth  on  Record,  such  as  are  required 
by  section  29  of  the  Patents,  &c.  Act,  1883.  MiCA  INSULATOR  Co.  Ld. 
i\  Bruce,  Pebbles  &  Co.  Ld.,  pp.  389  and  527. 

G.  Damages. — Where  a  Specification  has  been  amended,  the  amounts 
claimed  for  breaches  before  and  after  amendment  respectively  must  be 
clearly  specified.  MiCA  INSULATOR  Co.  Ld.  v.  BrucB,  PEBBLES  <fc 
Co.  Ld.,  pp.  389  and  527. 

SEQUESTRATION.    See  Infringement,  No.  5. 

SPECIFICATION  (CONSTRUCTION  OF). 

1.  For  the  construction  of  a  Specification  which  has  been  amended,  it  is 
not  permissible  to  refer  to  the  parts  of  the  Specification  deleted  by 
amendment.  Jandus  Arc  Lamp  and  Electric  Co.  Ld.  v.  Arc 
Lamp  Co.,  p.  277. 
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Patent  held  to  be  for  a  principle  coupled  with  a  mode  of  carrying  the 
principle  into   effect.    Haskell  Golf  Ball  Co.  v.  Hutchison, 

p.  478. 

"I  must  add  that,  while  in  order  to  clear  an  ambiguity,  the  Specifi- 
"  cation  is  to  be  read  as  a  whole,  it  is  a  different  case  where  the 
"  Patentee  (as  here)  first  describes  the  invention  in  language  wliich 
*'  according  to  its  plain  construction,  means  one  thing,  and  then  by 
*'  remote  inferences  from  incidental  passages  about  details  of  working, 
**  seeks  to  assign  a  non-natural  meaning  to  the  Specification."  Per 
Lord  Robertson  in  Acetylene  Illuminating  Co.  Ld.  v.  United 
Alkali  Co.  Ld.,  at  p.  157. 


STAY  OP  INJUNCTION.    See  PRACTICE,  No.  7. 
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SUBJECT-MATTER.    See  aho  Insufficiency,  No.  1  and  Rbvocation,  No.  1. 

1.  '^  You  cannot  have  a  Patent  for  a  new  use  of  an  old  machine  or  process 

"  unless  there  be  some  novelty  or  invention  in  the  adaptation  of  the 
"  old  process  to  the  new  use,  or  the  overcoming  of  some  difficulty  which 
lay  in  the  way  of  such  application."  Per  LoM  Davby  in  ACETYLENE 
Illuminating  Co.  Ld.  v.  United  Alkali  Co.  Ld.,  p.  155. 

2.  New  article. — "  l  need  scarcely  say  that  if  the  Patentee  had  discovered 

'^  a  new  material  of  the  character  which  he  mentions,  a  material  havinp^ 
"  the  very  valuable  commercial  properties  which  he  ascribes  to  it,  that 
"  would  have  been  a  good  subject-matter  for  a  Patent,  and  there  could 
*'  have  been  no  question,  supposing  he  had  done  so,  that  his  Patent 
"  was  a  good  one.  He  would  be  bound,  of  course,  to  state  the  means 
"  by  which  he  produced  that  material ;  but  the  novelty  of  the  means 
"  or  the  process  by  which  the  material  was  produced  would  have  been 
"  immaterial,  because  the  merit  and  the  novelty  of  the  invention  would 
"  consist  in  the  substance  produced  itself."  Per  Lord  Davby  in 
Acetylene  Illuminating  Co.  Ld.  v.  United  Alkaline  Co.  Ld., 
at  p.  153. 

3.  Patent   held   to  be  invalid   for  want   of  invention   and   by 

reason  of  prior  user. — Action  dismissed.  Letters  Patent  having 
been  granted  in  1898  to  B.  for  "  Improvements  in  and  relating  to  stone 
"  breaking  and  ore  crushing  machines "  the  owners  of  this  Patent 
commenced  in  1903  an  action  for  infringement  of  the  same.  The 
Defendant  denied  infringement,  and  alleged  the  invalidity  of  the 
Patent  on  the  grounds  (inter  alia)  of  want  of  subject-matter  and  of 
anticipation  by  prior  user.  It  appeared  that  in  1885  B.  had  obtained  a 
Patent  for  a  stone  breaking  double  screen  machine  driven  from  the 
bottom ;  that  the  1898  Patent  sued  on  was  for  applying  top  driving 
instead  of  bottom  driving  in  B.'s  old  machine  ;  that  top  driving  as 
applied  to  single  screen  machines  was  very  common  and  had  been 
used  by  the  Defendant  himself  long  before  1898  ;  and  tliat  top  driving 
and'  bottom  driving  were  two  interchangeable  alternatives  perfectly 
familiar  to  engineers.  Evidence  was  also  given  that  a  machine  had 
been  erected  and  used  by  one  S.  many  years  prior  to  1898  at  Leyburn 
Quarry  which  in  all  material  respects  resembled  the  patented  machine. 
— Held^  that  the  action  must  be  dismissed  on  the  ground  of  want  of 
invention,  and  that  prior  user  by  S.  had  been  established.  Judgment 
was  given  for  the  Defendant  with  costs,  and  a  Certificate  that  such  of 
the  Particulars  of  Objections  as  had  been  referred  to  during  the  trial 
were  reasonable  and  proper.    Baxter  v,  Marsdbn,  p.  18. 

L  Patent  held  to  have  subject-matter  and  not  to  be  anticipated. — 

Acfion  for  hifrnigement,^  Invention, — Novelty, — Responsibitity  of  one 
Defenjdant  for  ads  (wnplalned  of  disputed, — Judgment  for  Plaintiff, 
A  Patent  having  been  giunted  to  J.  D.  for  improvements  in  oil  engines, 
he  brought  an  action  for  infringement  thereof  agtiinst  G.  D.  and  A.  D., 
tradincr  as  G.  D.  &  Co.  The  Defendants  denied  infringement  and 
alleged  the  invalidity  of  the  Patent,  and  G.  D.  alleged  that  he  did  not 
at  any  material  time  carry  on  business  as  G.  D.  &  Co. — HeJd^  that  the 
Patent  was  valid  as  there  was  subject-matter,  and  the  invention  had 
not  been  anticipated  ;  and  that  the  Plaintiff  was  entitled  to  relief  against 
both  Defendants,  as  what  A,  D.  had  done  was  done  with  G.  D.'s 
authority.    Day  v,  Davibs,  p.  34. 
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5.  Patent  for  the  application  of  a  known  process  to  an  analogous 

purpose  held  to  be  invalid  for  want  of  subject-matter  and 
also  to  have  been  anticipated. — Action  for  infringement.— 
Alleged  anticipation. — Gonstnution  of  Specificutian.Subject'inatter. — 
Infringement. — Patent  held  invalid. — Action  dismiBsed. — Appeals  to 
Court  of  Ajypeal  and  House  of  Lords  dismissed.  The  owners  of  Letters 
Psitent  for  an  invention  of  '*  Improved  metallic  carbides  applicable  for 
^  use  in  the  production  of  acetylene,  and  means  for  producing  the 
^  same/*  having  commenced  an  action  for  infringement,  Uie  Defendants 
denied]  infringement  and  alleged  want  of  invention  and  novelty, 
relying  on  {inter  alia)  a  United  States  Patent  of  W.  of  1892  and  five 
papers  by  M.  The  first  claim  in  the  Specification  was  for  "  the 
^'  mann&ctnre  of  crystalline  calcium  carbide  by  subjecting  lime  and 
^*  carbonaceous  matter  in  suitable  proportions  to  the  continued  action 
**  of  electrically  generated  heat,  substantially  as  hereinbefore  described.'* 
In  the  body  of  the  Specification  the  Patentee  said  that  he  employed 
"  a  suitable  electric  furnace,  such  as  a  Siemens  arc  furnace."  The 
Plaintiff's  case  was  that  the  Patentee  was  the  first  person  to  show  how 
to  manufacture  calcium  carbide  on  a  commercial  scale ;  that  the  Patent 
was  confined  to  using  an  electric  furnace  so  that  the  current  passed 
through  the  material,  but  not  to  an  arc  furnace  as  distinguished 
from  an  incandescent  furnace ;  that  there  were  no  sufficient 
directions  in  W.'s  U.S.  Patent  for  the  manufacture  of  calcium 
carbide  ;  that  M.  only  produced  calcium  carbide  in  minute  quantities, 
and  avoided  electrolytic  action,  whicli  the  Patentee  discovered 
was  harmless.  Buddey^  J.,  after  deciding  a  preliminary  point 
as  to  the  date  of  the  Patent,  dismissed  the  action,  holding  that,  accord- 
ing to  the  true  construction  of  the  Specification,  the  Patentee  intended 
to  use  an  arc,  as  opposed  to  an  incandescent,  furnace,  and  that  it  was 
known  before  the  Patent  that  electrolytic  action  was  harmless,  and 
that  there  was  no  invention  in  using  a  process  to  make  calcium  carbide 
on  a  commercial  scale  which  already  was  known  to  produce  it ;  that 
the  Patent  was  invalid  for  want  of  novelty  ;  and  that,  even  if  it  had 
been  novel,  it  had  not  been  infringed,  as  the  Defendants  used  an  incan- 
descent furnace.  The  Plaintiffs  appealed.  It  was  lield^  on  appeal 
(20  R.P.C.  161 ),  that  the  date  of  the  Patent  was  conclusive,  and  that  the 
Patent  was  invalid  for  want  of  subject-matter  and  on  account  of  anticipa- 
tion, and  the  appeal  was  dismissed  with  costs.  The  Plaintiffs  appealed  to 
the  House  of  Lords,  but  did  not  at  the  hearing  of  the  appeal  argue  the 
point  as  to  the  date  of  tlie  Patent. — Heldy  that  the  Patent  was  antici- 
pated, and  moreover  that  there  was  no  subject-matter,  the  alleged 
invention  being,  at  the  most,  the  application  of  a  known  process  to  a 
purpose  analogous  to  that  for  which  it  had  been  used.  The  Appeal 
was  dismissed  with  costs.  Acbtylene  Tlluminatino  Co.  Ld.  v. 
United  Alkali  Co.  Ld.  p.  Ii5. 

6.  A  new  combination  of  well-known  devices  for  a  new  purpose, 

one  of  such  devices  beinff  used  for  a  new  special  purjpose  in 
the  combination,  held  to  have  required  invention,  and  to  be 
good  subject-matter. — Action  for  infringefnent. — Suhject-mutter. — 
l^rior  use7\ — Novelty. ^Patent  held  valid. — Judgment  for  Plaintiffs. — 
Appeal  by  Defendant  dismissed.  In  1894  a  Patent  was  granted  for 
improvements  in  and  relating  to  the  suspension  of  incandescent  gas 
lamps.  The  object  of  the  Patent  was  to  avoid  vibration  and  thus  pre- 
vent the  incandescent  mantle  from  being  destroyed.    The  Patentee 
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claimed  "  a  gas  burner  fitting  combined  with  a  flexible  connecting  tube 
"  and  suspended  by  one  or  more  elastic  cords  or  springs  connected 
*^  thereto,  all  arranged  substantially  in  the  manner  as  shown  and 
"  described  and  for  the  purpose  as  hereinbefore  set  forth."  In  1904 
the  Plaintiffs,  in  whom  the  Patent  had  become  vested,  commenced  an 
action  for  infringement  of  the  same.  The  Defendant  pleaded  that  the 
alleged  invention  contained  no  improvement  on  or  addition  to  the  then 
state  of  public  knowledge,  but  was  merely  the  application  of  incandes- 
cent gas'  fittings  of  a  device  which  was  a  matter  of  common  knowledge 
in  the  case  of  every  instrument  which  required  to  be  suspended  free 
from  vibration,  and  he  also  alleged  anticipation  by  certain  prior  users. 
There  was  evidence  that  the  patented  contrivance  was  more  effectual 
for  the  purpose  than  any  other  in  use. — Held^  by  WcUton  J.  that  the 
invention  was  a  new  combination  of  well-known  devices  and  was  an 
application  thereof  to  a  new  and  useful  purpose,  and  that  it  was  a  com- 
bination requiring  such  invention  to  produce  it  as  to  be  good  subject- 
matter  for  a  Patent.  Judgment  was  given  for  the  Plaintiffs  for  an 
injunction,  an  inquiry  as  to  damages,  and  costs.  The  Defendants 
appealed,  and  contended  that  the  Patent  was  bad  for  want  of  subject- 
matter. — Eddy  by  Collins  M.R.  and  Matthew  L.J.  {Gozens-Hardy  L.J. 
dissenting),  that  there  was  good  subject-matter.  The  appeal  was 
dismissed  with  costs.  ANTI-VlBBATION  INOaNDBSCBNT  LIGHTING 
Co.  Ld.  V,  Crosslby,  pp.  157  and  441. 

7.  The  use  of  one  form  of  a  chemical  substance  instead  of  another 

form  not  diflferin^f  substantially  in  physical  properties  held 
not  to  be  subject-matter  for  a  Patent. — Action  for  Infringmient. 
— Invention. — Prior  User, — Patent  held  invalid, — In  1901,  a  Patent 
was  granted  to  M,  for  '^  Improvements  in  heat  non-conducting 
"  materials."  The  Claim  was :  "  The  use  of  the  waste  residue 
"  (obtained  in  the  manufacture  of  tartaric  acid)  in  combination  with 
'*  other  non-conducting  materials,  especially  with  those  of  a  fibrous 
*'  nature — and  with  agglutinating  substances  so  as  to  form  a  com- 
"  position  easily  applied  to  steam-pipe  boilers  and  other  vessels — to 
"  prevent  the  radiation  of  heat."  In  1903,  M.  commenced  an  action 
for  infringement  against  «7.  B,  L,  Js  Go.  Ld,y  who  denied  infringement 
and  alleged  that  the  Patent  was  invalid  for  want  of  subject«matter, 
and  by  reason  of  prior  user,  prior  publication,  and  prior  grant. — 
Heldy  that  the  Patent  was  invalid  for  want  of  subject-matter,  and 
by  reason  of  prior  user  of  the  invention.  The  action  was  dismissed 
with  costs.    McLay  v.  Lawbs  &  Co.  Ld.,  p.  199, 

8.  Size  an  essential  part  of  the  patented  invention.    Patent  held  to 

be  valid. — Action  for  infringement, — Amended  Specification. — Con- 
stnictiim. — Refeirmce  to  delet^  parts  of  Specification  not  aUmvahle,^ 
AnticipcUion,  —  Subject-matter,  —  Infringement.  —  Certificate  tinier 
section  20  of  Patents^  dr.  Actj  1883. — Stay  of  injufiction  refused  at  trials 
bxU  grantedon  certain  terms  on  appeal. — PatetUSj  <kc,  Act^  ISSSySection  IS, 
subsection  P,  and  section  20.  The  owners  of  a  Patent  for  "  Improve- 
"  ments  in  arc  lamps  "  brought  an  action  for  infringement  of  the  same, 
and  whilst  the  action  was  pending  obtained  leave  to  amend  the  Specifi- 
cation by  deleting  certain  portions,  including  some  of  the  Claims.  The 
object  of  the  invention  consisted  mainly  in  increasing  the  life  of  the 
carbons.  In  the  Specification,  as  amended,  there  was  described  a  lamp 
having  an  envelope  tightly  closed  but  with  means  of  egress  for  the 
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heated  gases,  and  the  Patentee  also  stated  that  he  was  enabled  to  make 
the  envelope  three  inches  or  less  in  diameter,  and,  in  describing  the 
envelope,  he  stated  it  was  "  not  to  exceed  three  inches,  and  preferably 
**  less,  in  horizontal  diameter."  The  Claims  had  no  express  reference 
to  the  size  of  the  envelope.  The  Plaintiffs  alleged  that  the  lamp  having 
these  features  described  achieved  a  practical  success.  The  Defendants 
denied  infringement,  and  alleged  that  the  Patent  was  invalid  on  the 
grounds  of  want  of  novelty,  utility,  and  subject-matter.  On  the 
construction  of  the  Specification  they  contended  that  size  did  not  enter 
into  the  Claims,  and  that,  if  it  did,  the  Plaintiffs  were  limited  by  the 
statement  that  the  envelope  was  not  to  exceed  three  inches  in  horizontal 
diameter.  They  sought  to  refer  to  the  Specification  as  it  originally  stood, 
— Held^  that  section  18,  subsection  9,  of  the  Patents,  &c.  Act,  1883, 
precluded  a  reference  to  the  original  Specification  on  a  question  of 
the  construction  of  the  amended  Specification ;  that  on  the  construc- 
tion of  the  amended  Specification  smallness  of  the  envelope  as  well  as 
tightness  was  an  essential  feature  of  the  invention  ;  that  it  was 
sufficiently  defined,  the  limits  being  given  for  the  maximum  result, 
and  that  the  Defendants'  lamp,  having  the  essential  features  of  the 
invention,  infringed  it,  although  somewhat  larger  than  three  inches  in 
diameter  ;  that  utility  was  established,  and  that  the  invention  had  not 
been  anticipated.  Judgment  was  given  for  the  Plaintiffs  for  an 
injunction,  delivery  up,  and  an  inquiry  as  to  damages.  Certificates 
that  the  validity  of  the  Patent  came  in  question  and  that  the 
Particulars  of  Breaches  were  reasonable  and  proper  were  granted,  but 
a  Certificate  that  the  original  claim  was  framed  in  good  faith  and  with 
reasonable  skill  and  knowledge  was  refused,  that  question  not  having 
been  gone  into  or  reserved  before  judgment.  An  application  for  a 
stay  of  delivery  up  was  granted,  but  a  stay  of  the  injunction  was 
refused.  On  an  appeal  by  the  Defendants  against  the  refusal  of  the 
stay  of  injunction,  an  Order  was  made  staying  the  same  on  certain 
terms,  including  the  grant  of  a  licence  to  the  Defendants  without 
prejudice  to  their  appeal  in  the  action.  Hattersley  v.  Hodgson  (21 
R.P.C.  519)  followed  ;  Moser  v.  Marsden  (13  R.P.C.  24) ;  and  Reason 
^  Manufactu7nng  Co.  v.  Moy  (20  R.P.C.  205)  discussed;  Kay  v. 
Marshall  (2  Webster  P.C.  34)  distinguished.  Jandus  Arc  Lamp 
AND  Elbotric  Co.  Ld.  V,  Arc  Lamp  Co.,  p.  277. 

9.  A  mere    convenient     alteration    of    a    machine    held    not 
to    be    subject-matter    as   not  involving   invention.— ^Ic/ion 

for  infringement. — Siibject-matter, — Prior  vser.—Patent  held  to  he 
invalid, — Judgment  for  Defendant.  The  owner  of  a  Patent  for 
improvements  in  machinery  for  scouring  and  washing  wool  com- 
menced an  action  for  infringement,  in  which  the  Defendant  alleged 
the  invalidity  of  the  Patent  on  the  grounds  of  want  of  subject-matter 
and  prior  user.  The  Plaintiff  alleged  that  his  patented  combination 
\va8  a  washing  tank,  that  such  tanks  formerly  had  an  upper  trough 
with  a  false  bottom  of  perforated  plates  through  which  the  dirt  fell 
to  the  bottom  of  the  tank,  and  that  the  plates  had  to  be  removed  for 
the  purpose  of  cleaning  out  the  tank,  and  that  the  novel  features  of 
his  combination  were  a  clear  space  at  the  side  of  the  tank  through 
which  brushes  could  be  inserted  without  removing  the  plates,  and  that 
the  bottom  of  the  tank  sloped  laterally  or  was  curved  for  the  purpose 
of  allowing  the  dirt  to  accumulate  at  one  part  of  the  bottom  of  the 
tank  where  it  could  be  most  easily  reached.  In  one  of  the  alleged 
prior  users  the  washing  trough  was,  for  a  purpose  other  than  cleaning, 
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made  to  taper  and  thus  a  tapering  space  was  formed  at  one  side,  and 
the  Defendant  alleged  that  the  tank  was  cleaned  out  by  putting 
brooms  down  through  this  clear  space.  The  PlaintiflE  contended  that 
it  was  not  possible  so  to  clean  out  the  tank  in  question.  The  tank 
had  a  curved  bottom. — Hdd^  that  there  was  no  patentable  invention, 
and  therefore  no  subject-matter,  and  further  that,  even  if  there  were 
subject-matter,  the  invention  had  been  anticipated  by  the  prior  user 
above  referred  to.  The  action  was  dismissed  with  costs.  MoNaught 
V.  Dawson,  p.  389. 

10.  Patent  held  to  be  invalid  on  the  ground  of  want  of  subject- 
matter  and  anticipation. — Action  for  infringement. — Invention. — 
Anticipation. — Action  dismissed.  The  owner  and  the  exclusive 
licensee  of  a  Patent  for  improvements  in  Pneumatic  Arrows,  brought 
an  action  for  infringement.  The  alleged  infringing  arrows  were  sub- 
stantially the  same  as  those  patented,  differing  only  in  the  flexibility 
of  an  angular  attachment  of  the  rubber  tips  or  cap.  The  Defendants 
relied  mainly  on  want  of  invention,  on  anticipation,  and  on  non- 
infringement.— fleW,  that  the  Defendants  succeeded  onall  the  above  three 
grounds,  and  the  action  was  dismissed  with  costs.  Kratz-Boussac 
AND  Wild  v.  Bbchmann  &  Ullmann,  p.  448. 

THREATS  (ACTION  TO  RESTRAIN). 

Interlocutory  Injunction  refused  on  the  ground  that  alleged 
threat  was  only  a  general  warning. — Patents^  &c.  Act,  isss, 
section  82.  A  Company,  the  owners  of  several  Patents,  issued  a 
Circular  which  in  its  terms  was  only  a  general  warning  against 
infringement  of  their  Patents.  G.  alleged  that,  having  regsurd  to  the 
circumstances  under  which  the  Circular  was  issued,  it  constituted  a 
threat  directed  against  him  in  regard  ito  a  particular  article,  admittedly 
not  protected  by  any  of  the  Patents,  which  he  was  selling ;  and  he 
commenced  an  action  against  the  Company.to  restrain  any  such  threats, 
and  moved  for  an  interlocutory  injunction. — Held,  that  the  Circular 
prima  fade  contained  nothing  but  a  general  warning  to  the  public  and 
that  on  the  facts  it  was  not  shown  that  the  Circular,  properly  interpreted, 
could  be  taken  to  be  a  threat  against  people  using  the  particular  article 
in  which  the  Plaintiff  was  dealing.  The  Motion  was  refused. 
Crowthbr  v.  United  Flexible  Metallic  Tubing  Co.  Ld.,  p.  549. 

TRUSTEE.    See   Master   and   Servant,   No.   1,    and    Patent   Office 
(Practice  of). 

UTILITY.    See  SuBJBCT-MATTER,   No.   8 ;    Insufficiency,   No.  H  ;    and 
Revocation,  No.  1. 
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DiaEST  or  besictI^  cases. 


INFRINGEMENT.    See  also  NovBLTY  (Want  of). 

Defendants'  article  held  to  be  different  from  the  PlaintifTfi  in 
shape  and  configuration.— (?^n«mZ  appearance.— Details  differetit.— 
Judgment  of  tJie  eye, — Infringement  not  found.  This  was  an  Action 
for  infringement  of  a  registered  Design  for  tomb»tone8.  The  PlaintifTs 
Design  showed  a  stone  2  feet  5  inches  in  height  and  2  feet  9f  inches  in 
width,  having  on  either  side  an  octagonal  pinnacle  supported  by  a 
black  porcelain  pillar,  with  moulded  bases  and  caps  and  three  black 
studs  or  buttons.  The  Defendants'  stone,  which  was  plain,  was  of  the 
same  width  as  the  Plaintiff's,  but  was  1  foot  6|  inches  higher.  There 
was  a  pinnacle  on  each  side  of  the  headpiece  supported  by  a  black 
porcelain  pillar,  but  the  pinnacles  were  oblong  two-sided  instead  of 
being  octagonal. — Held^  at  the  trial,  that  there  was  no  infringement, 
and  that,  though  the  Defendants  might  have  imitated  the  Plaintiff's 
general  idea,  they  had  not  taken  his  registered  Design.  HOLDBN  v. 
HoDGKiNsoN  Brothers,  p.  102. 


INTERROGATORIES.    See  Practice. 


MARKING  OF  ARTICLES. 

Copyright  held  to  have  ceased  on  the  ground  of  the  marking  of 
the  articles  having  been  only  on  a  part  to  which  the  registered 
design  did  not  relate. — Action  for  infringement. — Registration 
marks. — Insufficient  marking. — Patents^  Ac.  Act,  1883,  sections  SI 
and  68.  In  1902  the  Plaintiffs  registered  a  Design  in  Class  1  for  a 
lamp  head  to  be  attached  to  arc  gas  lamps,  the  Design  being  for  shape 
and  configuration.  The  Defendants  having  in  1904  manufactured  a 
lamp  head  of  a  similar  shape,  this  action  was  commenced  by  the 
Plaintiffs  to  recover  penalties  under  section  58  of  the  Patents,  Ac.  Act, 
1883.  The  Plaintiffs  did  not  affix  the  registration  mark  to  the  lamp 
head,  but  to  a  metal  ring  at  the  base  of  the  glass  globe  some  little 
distance  from  the  lamp  head.  The  Defendants  alleged — (1)  that  the 
Plaintiffs'  Design  was  not  novel ;  (2)  that  there  was  no  infringement ; 
and  (3)  that  the  mark  as  applied  by  the  Plaintiffs  was  insufficient, 
having  regard  to  the  provisions  of  section  51  of  the  Patents,  Ac.  Act, 
1883. — Heldj  that  the  mark  prescribed  by  section  51  of  the  l^atents,  &c. 
Act,  1883,  was  intended  to  show  what  part  of  the  article  it  was  that 
was  protected,  and  that  the  marking  applied  by  the  Plaintiffs  failed 
therefore  to  comply  with  the  requirements  of  the  section.  Lba  AND 
Pbrrins  v.  Price  &  Son,  p.  122. 
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NOVELTY   (WANT  OF). 

Design  held  not  to  be  novel  and  not  to  have  been  infringed. — 

Action  far  infringement — Anticipation  of  Plaintiff *s  registered 
Design.— SimilaHty  between  Plaintiff'*  s  registered  Design  and 
Defmdanfs  alleged  infringement. — Judgment  of  the  eye.  The  Plaintiff 
as  owner  of  a  registered  Design  for  gas  jets  for  bakers'  ovens  brought 
an  action  for  infringement.  The  Defendant  denied  infringement,  and 
alleged  that  the  Plaintiff's  registered  Design  was  not  new  or  original 
and  was  anticipated  by  the  various  prior  publications  set  forth  in  the 
Particulars  of  Objections,  and  that  there  was  no  similarity  between  the 
Plaintiff's  and  the  Defendant's  Designs. — flieW,  that  the  Plaintiff's 
registered  Design  was  not  new  and  original,  and  also  that,  even  if  it 
was,  there  was  not  sufficient  similarity  between  the  two  Designs  to 
enable  the  Plaintiff  to  succeed,  and  that  there  was  therefore  no 
infringement.  The  action  was  dismissed  with  costs.  61LLARD  v. 
WORRALL,  p.  76. 

PRACTICE. 

Interrogatories  refused  in  an  action  for  penalties,  although  an 
injunction  was  also  claimed — Aaion  for  Infring&tnent.— Claim  for 
penalties. — Application  by  Plaintiffs  for  leave  to  administer  interro- 
gatories refueed.  The  registered  proprietors  of  a  Design  commenced 
an  action  for  infringement,  claiming  an  injunction,  damages  or  alterna- 
tively penalties,  and  delivery  up.  The  Plaintiffs,  however,  under  an 
Order  elected  to  claim  penalties  and  not  damages,  and  amended  their 
claim  accordingly.  The  Defendant  denied  infringement  and  alleged 
the  invalidity  of  the  Design.  The  Plaintiffs  then  applied  for  leave  to 
deliver  interrogatories.  Some  of  the  proposed  interrogatories  related 
to  the  acts  complained  of  and  others  to  the  issue  of  novelty.  The 
application  was  adjourned  into  Court  — HM^  that  the  action  was  sub- 
stantially an  action  to  recover  penalties  and  leave  to  deliver  interroga- 
tories was  refused.  Samxders  v.  Wiel  (9  R.P.C.  459 ;  L.R.  (1892) 
2  Q.B.  321)  and  Mexborough  v.  Whitwoid  Urban  District  Council 
(L.R.  (1897)  2  Q.B.  Ill)  followed.  TiTus  ASTLE  Ld.  v.  Mansfield, 
p.  356. 
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DIGEST  OF  TRADE  MARK,  TRADE  NAME  AND 

OTHER  CASES. 


ALTERATION  OP  MARK. 

Proposed  alteration  of  Trade  Mark  by  addition  of  word  '*  Limited "  to 
signature. — Addition  of  name  of  Company  in  ordinary  printing 
allowed.— Patents^  Ac.  Acty  1888^  section  92.  In  the  matter  op  the 
Registered  Trade  Mark  op  Hammond  and  Stow  Ld.,  p,  299. 

APPLICATION  FOR  REGISTRATION.    See  Reoistration. 

CONDUCT.    See  also  Passing-opp,  No.  6. 

Conduct  of  Plaintiffs  in  allowing  goods  to  be  sold  with  their  name  on  it 
conducing  to  the  Defendants  in  a  passing  off  action  being  misled. 
BuRGOYNE  &  Co.  Ld.  v.  Godpree  &  Co.,  p.  168.  See  Passing  Opp, 
No.  2. 


COSTS. 


Fee  for  instructions  for  brief  on  motion  to  rectify  ailowecL 
Costs  of  three  Counsel  allowed. — Motion  to  expunge  Trade  Marks 
from  the  Register, — Motion  dismissed. — Appeal  dismissed.-- Taxation  of 
costs. — Costs  of  three  Counsel. —Allowance  for  instructions  for  Brief  on 
Motion. — Rules  of  the  Supreme  Courts  Order  XL  F.,  Rules  8  and  21  {29) 
{80)y  Appendix  N.  An  Action  for  infringement  of  Trade  Mark  and 
passing  off  was  brought  by  B.  W.  &  Co.  against  T.  &  Co.  The 
Defendants  denied  in&ingement  and  passing  off,  and  moved  to  have 
the  Plaintiff's  Trade  Marks  removed  from  the  Register.  Judgment 
was  given  for  B.  W.  &  Co.  both  in  the  Action  and  on  the  Motion, 
which  were  heard  together.  The  Defendants  appealed  from  the 
Judgment  so  far  as  it  dismissed  their  Motion.  The  appeal  was 
dismissed.  On  taxation,  the  Master  allowed  150  guineas  *'  Instructions 
for  Brief  "  in  the  Action  and  50  guineas  *'  Instructions  for  Brief  "  on 
the  Motion,  and  allowed  three  Counsel  in  the  Action  and  on  the 
Motion  in  the  Court  of  First  Instance  and  Appeal.  Objection  was 
taken  by  the  Defendants  to  the  allowances  for  three  Counsel  and 
*'  Instructions  for  Brief  "  on  the  Motion,  and  they  took  out  a  Sunmxons 
to  review  the  taxation. — Held^  that  it  was  a  proper  case  for  three 
Counsel,  and  that  the  Master  was  not  confined  to  the  scale  in 
Appendix  N  of  the  Rules  of  the  Supreme  Court,  but  could  allow  the 
items  for  instructions  under  Rule  27  (29),  although  it  did  not  fall 
within  any  of  the  headings  specitied  in  such  Appendix.  In  the 
Matter  op  Burroughs,  Wellcome  &  Co.'s  Trade  Marks, 
p.  164. 
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GOSTS'-continued. 

2.  Where  the  judge  at  the   trial  of  a  passing  off  action   had  deprived 

Bucceesful  Defendants  of  costs  on  the  ground  that  they  had  made 
untrue  statements  on  their  packets,  it  was  held  on  appeal  that,  even  if 
the  statements  were  untrue,  which  the  Court  held  not  to  be  the  fact, 
this  was  not  a  ground  on  which  the  Defendants  could  be  depri  ved  of 
costs.    King  &  Co.  Ld.  v.  Gillard  A  Co.  Ld.,  p.  327. 

3.  Motion  to  rectify, — Respondents  not  appearing  to  resist  Op\ier. — Costs 

not  asked  for  by  notice  of  Motian. — Earlier  letter  tvarnifig  Respon- 
dents thai  tliey  might  he  songM  to  he  cluirged  with  costs. — Patents^  Jkc. 
Act,  1888,  section  00,  In  THE  Matter  op  the  Trade  Marks  of 
THE  North  Shore  Mill  Co.  Ld.,  p.  599. 

COUNTY  COURT. 

A  County  Court  has  no  jurifldiction  to  try  an  action  for  infringe- 
ment of  Trade  Mark.  Appeal  allowed.-^County  Comets  Act^  1S88, 
section  56.  Tlie  registered  proprietor  of  a  Trade  Mark  having  brought 
an  action  for  infringement  in  a  County  Court,  the  Defendant  gave 
notice  that  he  disputed  the  validity  of  the  Trade  Mark,  and  intended 
to  apply  to  the  High  Court  to  have  the  Trade  Mark  expunged  from 
the  Register.  The  Judge  held  that  the  Trade  Mark  was  not  a  franchise 
within  the  exception  in  section  56  of  the  County  Courts  Act,  1888,  so 
as  to  exclude  the  jurisdiction  of  the  County  Court,  but,  having  regard 
to  there  being  no  jurisdiction  in  the  County  Court  to  try  the  issue  of 
validity,  made  no  Order.  The  Plaintiff  appealed.  The  Divisional 
Court  held  that  the  County  Court  had  jurisdiction  to  try  the  action, 
but  were  of  opinion  that  if  the  defence  raising  the  issue  of  validity 
were  persisted  in  the  action  ought  to  be  transferred  to  the  High  Court. 
The  Defendant  appealed  to  the  Court  of  Appeal. — Held  that,  although 
a  registered  Trade  Mark  was  not  a  franchise  within  section  56  of  the 
County  Courts  Act,  1888,  the  County  Court  had  no  jurisdiction,  either 
under  that  Act  or  under  the  Judicature  Act,  1873,  to  entertain  an 
action  for  infringement  of  a  Trade  Mark.     Bow  v.  Hart,  p.  222. 

DAMAGES. 

1.  Where  an  unsuccessful  Defendant  in  an  action  for  infringement  of  Trade 

Mark  and  passing-off  had  paid  a  guinea  into  Court  in  satisfaction  of 
damages,  held^  under  the  circumstances  of  the  case,  that  that  was 
enough,  and  the  guinea  was  awarded  to  the  Plaintiff.  MUNDAY  v. 
Cabby,  p.  273. 

2.  Section  90  of  the  Patents,  &c.  Act,  1883,  does  not  confer  any  right  to 

damages  which  could  not  be  recovered  at  common  law.  Rbid  v. 
Thomson  &  Co.,  p.  377. 

3.  A  successful  Plaintiff  in  a  passing-off  action  is  entitled  to  elect  to  take 

an  account  of  profits  or  an  inquiry  as  to  damages.  Wbingabten 
Bros.  v.  Charles  Bayer  &  Co.,  p.  341. 

PESCRIPTIOX   OF  GOODS,    See  Inpbingbmbnt,  No,  3, 
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BSTOPPBlu    See  Passing-off,  No.  2. 

FRAUD. 

Plaintiffs  disentitled  to  sue  by  reason  of  fraudulent  trade.      BiLE  BEAN 
Manufacturing  Co.  v.  Davids  3n,  p.  553.    See  Passing-off,  No.  6. 

INFRINGEMENT.    See  also  County  Court. 

1.  Defendant's  label  held  to  be  not  so  similar  to  Plaintiff's  label  as 

to  be  calculated  to  deceive.  Plaintifb'  and  Defendants'  names 
on  their  respective  labels.— iSmaari^y  of  Structure  of  Label.— 
"  Dawson's  Perfection  old  Scotch  Whisky:'—''  D.  and  J.  McOaUum's 
Extra  Special  Scotch  Whisky  .''-^Action  to  restrain  vse  of  Label  said 
to  be  a  colourable  imitation  of  a  registered  labels  or  at  all  events  to  be 
calculated  to  mislead  the  public. — Distinctive  feature  of  labels. — 
Interdict  refttsed.— Jurisdiction.— Pa^nfs^  Designs^  and  Trade  Marks 
Act,  1888  (46  A  47  V,,  c.  57),  sections  90  d-  lll.—D.,  a  whisky  exporter, 
devised  and  registered  a  square  label  for  whisky,  the  colouring  of 
which  in  use  was  a  cream  ground  with  black  lettering  in  the  body, 
with  a  strip  of  blue  at  the  foot,  the  whole  surrounded  by  a  gold 
border,  and  the  distinctive  feature  being  a  diagonal  band  from  foot  to 
top  containing  the  signature  '^  P.  Dawson,*^  and  dividing  the  square 
into  two  triangular  spaces, on  one  of  which  was  "Dawson's  Perfection" 
and  on  the  other  "  Old  Scotch  Whisky."  He  averred  that  "  Perfection  " 
indicated  his  whisky,  but  as  in  registering  this  label  he  had  only 
claimed  the  signature  as  the  essential  particular  of  the  mark,  and  as 
it  appeared  in  the  course  of  the  proceedings  that  **  Perfection  "  was 
not  an  unusual  name  for  other  traders'  whisky,  D.'s  counsel  gave  up 
this  claim  to  "  Perfection."  M'C.  devised  and  used  a  label  oblong  in 
shape,  the  colouring  of  which  was  a  white  ground  with  black  lettering, 
there  being  a  diagonal  band  from  foot  to  top  containing  the  name 
"  D.  &  J.  McCallum,"  dividing  the  oblong  into  two  triangular  spaces, 
the  upper  containing  "D.  &  J.  McCallum's  Extra  Special  Scotch 
"  Whisky "  and  the  lower  **  Edinburgh,  Birmingham  and  London," 
and  all  within  a  border  printed  so  as  to  appear  grey.  It  was  proved 
that  neither  M'C.  nor  his  lithographer  knew  of  D.'s  label  when  M'C.'s 
was  designed  ;  and  no  attempt  was  made  to  prove  actual  deception. 
— Held,  by  the  Lord  Ordinary,  that  there  was  no  such  resemblance 
between  the  two  labels  as  could  deceive  or  mislead  anyone,  and 
Interdict  was  refused.  The  Lord  Ordinary,  following  Dewar  A  Sons 
Ld.  V.  Dewar  (17  R.P.C.  341),  repelled  a  plea  against  the  jurisdiction 
of  the  Scotch  Court.    Dawson  v.  Stewart,  p.  250. 

2.  An  ace  of  spades  with  the  word  ''  Hub  '*  on  it  held  to  be  an 

infringement  of  a  mark  consisting  of  an  ace  of  clubs  with  the 
word  "  Club  "  on  it. — Action  for  infringement  and  passing  off. — 
"  Gfet'Up.'^ — Injunction  granted. — M.  was  the  registered  proprietor  of  a 
Trade  Mark  consistinj?  of  an  ace  of  **  clubs  "  with  the  word  "  Club  " 
upon  it,  and  used  the  same  on  labels  pasted  on  stone  bottles  in  which 
he  sold  ''  Club  Black  Enamel "  with  descriptive  letterpress.  C. 
commenced  to  sell  *^  Hub  Black  Enamel "  in  similar  bottles  carrying 
similar  labels  with  the  device  of  an  **ace  of  spades  "  with  very  similar 
letterpress.  An  action  was  brought  by  M.  against  C.  claiming  an 
injunctien,  damages,  and  costs. — ffeld^  that  it  was  a  rank  case  of 
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INFRINGEMENT— (JonMnMi. 

dishonesty,  and  an  injunction  was  awarded  to  restrain  infringement  of 
Trade  Mark  and  passing  off,  with  one  guinea  damages  and  costs. 
MuNDAY  v.  Cabby,  p.  273. 

3.  Infringement  of  Trade  Maxks,  consistins:  respectively  of  the  word 
<<  Shamrock  "  and  of  a  sprig  or  trefoil  of  shamrock,  by  apply- 
ing the  word  ^*  Shamrock,"  and  a  single  leaf,  or  arrangement 
of  leaves,  of  shamrock,  to  the  same  description  of  goods 

Injunction  granted.  The  Plaintiff  was  the  registered  proprietor  of  two 
Trade  Marks,  one  consisting  of  the  word  '*  Shamrock,*'  and  the  other 
being  a  device  of  a  shamrock,  arranged  in  a  sprig  or  trefoil,  both 
registered  in  Class  47,  and  used  by  him  on  packets  of  powders  sold  for 
washing  purposes.  The  Defendant,  the  manager  of  a  Company  styled 
the  ^^  Shamrock  Company ^^^  sold  packets  of  a  powder,  also  used  for 
laundry  purposes,  with  labels  bearing  the  word  "  Shamrock,"  and 
devices  representing  a  single  leaf,  or  a  number  of  single  leaves,  of 
shamrock. — Heldy  that  both  the  powders  being  detergents,  employed 
for  laundry  purposes,  and  used  by  the  same  class  of  purchasers,  the 
goods  were  of  the  same  description,  and  that  the  Defendant  had 
infringed.  An  injunction  was  granted,  with  costs.  FiNLAT  t;.  SHAM- 
ROCK Co.  p.  301. 

INJUNCTION  (FORM  OF). 

Form  of  injunction  in  trade  name  case  discussed.  INTBRNATIONAL 
Plasmon  Ld.  t;.  Plasmonadb  Ld.,  p.  548. 

INTERLOCUTORY  INJUNCTION. 

Injunction  granted.  INTBRNATIONAL  Plasmon  Ld.  v.  Plasmonadb  Ld., 
p.  543.    See  Trade  Namb,  No.  4. 

INVENTED  WORD. 

**  Vezet "  held  to  be  an  invented  word.  VbrsoHURB  and  Zoon'S  APPLI- 
CATION, p.  568.    See  Registration. 

JURISDICTION.    See  County  Court  and  Scotland. 

PARSING-OFF.    See  also  Inprinobmbnt,  No.  2,  and  Trade  Name. 

1.  Alleged  secondary  meaning  of  word  not  established.— -Proprw^or-s 
oum  name  on  his  goods. — Action  dismissed. — Appeal  dismissed.  In 
1890  Hommel,  the  Plaintiff  in  the  Action,  firet  sold  in  Germany  a  pro- 
prietary medicine  which  he  called  "  HommeVs  Hssmatogen "  (later 
"HaBinatogen  prepared  by  Dr.  Rommel''),  the  name  " Haematogen *' 
having  been  suggested  to  him  by  a  friend  in  the  previous  year.  The 
word  appeared  to  have  been  applied  in  1883  to  a  similar  but  non- 
commercial product  by  a  physiological  chemist,  but  this  fact  was  not 
known  to  the  Plaintiff,  although  he  admitted  that  prior  to  1890  he  had 
beard  of  the  word  used  (in  German)  as  an  adjective  but  not  as  a 
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FAaSlSQ^OFF— continued. 

substantive.  In  1893  he  introduced  his  product  on  the  English  market, 
since  when  the  sales  had  rapidly  increased  without  a  riyal.  In  1899  he 
ref^istered  the  word  ^*  Hsdmatogen "  as  a  trade  mark.  In  1902  a 
Hamburg  firm  commenced  to  sell  a  similar  product  under  the 
name  '^  Haematogen/'  and  this  was  introduced  on  the  English  market 
by  the  Defendants.  The  Plaintiff  commenced  an  action  for 
infringement  of  his  Trade  Mark  and  for  *'  passing-off/'  his  complaint 
being  confined  to  the  word  *'  Hsdmatogen "  (which  he  alleged 
meant  his  preparation  only)  and  not  extending  to  the  "  get-up  "  of  the 
goods.  The  Defendants^  moved  to  rectify  the  Register  of  Trade  Marks 
by  striking  off  the  word.  The  Trade  Mark  was  removed  from  the 
Register  as  not  being  an  *^  invented  word/'  and  the  action  was  dismissed 
on  the  ground  that  the  word  had  acquired  no  such  secondary  meaning 
as  alleged,  and  Defendants  were  entitled  to  judgment  (21  R.P.0. 576). 
The  Plaintiff  appealed  in  the  Action  only. — Heldj  on  appeal,  that  the 
judgment  of  the  learned  Judge  at  the  trial  should  be  afi&rmed,  and 
the  appeal  was  dismissed  with  costs.  Per  VaUGHAN  WILLIAMS  L.J. — 
In  all  these  cases  if  the  primary  meaning  of  a  word  is  a  simple  and 
easy  primary  meaning,  known  to  everybody,  it  is  extremely  difficult 
to  establish  that  in  any  particular  trade  this  word  has  lost  its  well- 
known  and  original  meaning  and  in  that  trade  acquired  a  secondary 
meaning  to  the  exclusion  of  the  natural  and  original  meaning  of  the 
word.— HoMMBL  V.  Bauer  &  Co.,  p.  44. 

2.  Action  against   Defendants  who    had    been   misled   by   the 

Plaintifb'  conduct  disnuBsed.—  TVode  Mark  name  of  Plaintiff.— 
Sale  of  goods  hearing  such  name. — Estoppel. — Injunction  granted 
at  trial. — Appeal  allowed.  The  Plaintiffs,  who  are  the  registered 
proprietors  of  the  Trade  Mark  "Burgoyne,"  for  wine,  sold  by 
auction  wine  in  casks  bearing  the  inscription  "Burgoyne,  London." 
The  wine  had  been  consigned  to  the  Plaintiffs  on  approval  and  rejected 
by  them,  and  was  sold  on  account  of  the  growers.  The  Defendants 
purchased  the  wine  at  the  auction,  and  re-sold  it  as  '^  Burgoyne^s 
"  Superior  Australian  Burgundy."  On  the  trial  of  an  action,  to  restrain 
the  Defendants  from  infringing  the  Plaintiffs'  Trade  Mark,  and  from 
passing  off  the  wine  in  question  as  being  the  Plaintiffs'  wine,  it  was 
heldy  that  the  wine  was  not  the  Plaintiffs'  wine,  and  that  the  Plaintiffs 
were  not  estopped  by  their  conduct  from  restraining  the  sale  of  the 
wine  as  their  wine.  An  injunction  and  an  account  of  profits  were 
granted  (21  R.P.C.  552).  The  Defendants  appealed.— fleW,  that  the 
Defendants  were  justified  in  coming  to  the  conclusion  that  the  wine 
was  Burgoyne^s  wine,  and  that  they  were  so  justified  by  reason  of  the 
conduct  of  the  Plaintiffs  in  the  matter,  and  that  the  Plaintiffs  were 
not  entitled  to  any  relief.  The  appeal  was  allowed  with  costs. 
BURGOYNB  &  Co.  LD.  V.  GODFRHH  &  CO.,  p.  168, 

3.  Defendants'  goods  not  calculated  to  deceive <<  Oet-up.''—Soup. 

packets  put  up  in  steel  boxes. — Points  of  resemblance  common  to  the 
trade. — Injunction  refused, — Alleged  untrue  statements  as  to  medals 
and  awards.— Costs.  The  Plaintiffs  and  their  predecessors  for  upwards 
of  fifteen  years  had  made  and  sold  three  varieties  of  a  special  prepara- 
tion of  dried  materials  for  soup  in  packets  of  certain  size,  shape,  and 
printing,  and  these  packets  were  put  up  in  steel  boxes  of  a  peculiar 
kind.  They  claimed  that  their  goods  had  become  and  were  known 
and  recognized  and  distin^ishe^  from  c^l  other  prepared  soups  by 


66  TEADB   MABK   CASES. 

PASSING-OFF— <Jon«nw«i. 

means  of  their  mode  of  packing  and  get-up.  In  1903  the  Defendants, 
who  had  been  pickle  manufactureps  for  many  years,  began  to  make 
and  sell  similar  preparations  of  sonp  which  were  put  up  in  a  series  of 
similar  packets  and  boxes,  and  their  name  "  Oillard's  "  appe^ired  where 
^*  Edwards' "  appeared  on  the  Plaintiffs'  goods.  The  Plaintiffs  also 
complained  of  the  wrappers  of  the  Defendants  as  containing  untrue 
statements  as  to  medals  and  awards  in  the  same  position  as  accurate 
statements  on  the  Plaintiffs.  It  was  held  at  the  trial,  by  Kekewich  J., 
21  R.P.C.  589,  that  the  Plaintiffs'  goods  were  not  distinguished  from 
all  other  goods  by  the  packing  or  get-up  ;  that  the  Defendants'  goods 
were  not  calculated  to  deceive  even  an  unwary  purchaser ;  and  that  no 
actual  deception  was  proved.  Judgment  was  given  for  the  Defendants, 
but  without  costs,  on  the  ground  that  they  had  made  untrue  statements 
on  the  packets  containing  their  goods  as  to  Prize  Medals  and  Awards. 
The  Plaintiffs  appealed,  and  the  Defendants  presented  a  cross  appeal  on 
the  question  of  costs. — Heldy  on  the  appeal,  that  the  judgment  of 
Kekewich  J.  must  be  affirmed,  but  on  the  cross  appeal  that  the  learned 
Judge  had  deprived  the  Defendants  of  their  costs  on  a  ground  which 
was  not  open  to  him,  and  the  cross  appeal  must  be  allowed  and  the 
Plaintiffs  must  pay  the  Defendants'  costs  in  the  action  and  also  the 
costs  of  the  appeal  and  cross  appeal.  Civil  Service  Go-operative  Society 
▼.  General  Steam  Navigation  Go,,  L.R.  (1903)  2  K.B.  756,  followed. 
King  &  Co.  Ld.  v,  Gillard  &  Co.  Ld.,  p.  327. 

4.  Trade  name  of  goods.    Descriptive  name  taken  by  Defendants 
and  printed  in  the  special  type  employed  by  PlaintiflFk — 

Injunction  granted  at  trial  hut  dissolved  on  appeal  to  the  Gourt  of 
Appeal.— 'Injunction  restored  with  a  variation  by  the  House  of  Lords. — 
Damages  or  profits.  W.  B.,  an  American  firm,  in  May  1900  put  upon 
the  market  in  the  United  States  a  special  form  of  straight  fronted 
corset  under  the  name  "  Erect  Form,"  such  name  being  printed  in  a 
special  and  distinctive  type.  Early  in  1901  they  received  a  large  order 
for  these  corsets  for  shipment  to  England,  and  subsequently  advertised 
the  corsets  and  sold  the  same  in  considerable  quantities  in  the  United 
Kingdom.  In  or  about  October  1901  C.  B.  k  Co.,  an  English  firm,  put 
upon  the  market  in  England  corsets  under  the  name  *<  Erect  Form." 
At  first  these  words  were  printed  in  similar  type  to  that  used  by  the 
Plaintiffs,  but  after  action  commenced  the  Defendants  ceased  to  use 
this  particular  form  of  type.  W.  B.  commenced  an  action  against 
0.  B.  &  Co.,  for  an  injunction  and  other  relief,  based  upon  the  ground 
that  C.  B.  k  Co.  were  passing  off  their  corsets  as  the  Flaintiffs\  Some  of 
the  Defendants'  corsets  sold  as  *•  Erect  Form  "  were  copies  of  the  Plain- 
tiffs', but  some  were  not.  The  main  defences  were  that "  Erect  Form  "  was 
a  descriptive  term  and  did  not  denote  the  Plaintiffs'  corsets,  and  that  the 
initials  "C.  B."  were  always  used  by  the  Defendants  in  conjunction  with 
**  Erect  Form,"  and  that,  as  these  initials  were  so  well  known  to  the  trade 
and  the  public  as  connecting  corsets  on  which  they  appeared  with  a 
particular  manufacture,  no  deception  could  take  place. — Held,  at  the 
trial  (20  R.P.C.  289),  that  the  Plaintiffs  were  entitled  to  an  injunction 
to  restrain  the  Defendants  from  selling  or  causing  to  be  sold  any  corsets 
not  of  the  Plaintiffs'  manufacture  under  the  name  of  '*  Erect  Form 
^  Corsets "  without  clearly  distinguishing  such  corsets  from  the 
Plaintiffs'.  The  Plaintiffs  were  given  the  costs  and  also  an  account  of 
profits  which  they  asked  tor.— Held  on  appeal  (20  R.P.C,  649),  by 
Vatm?uin  Williams  L.J.,  and  Gozens-Hardy  L.J,,  that  it  was  not 
proved  that  "  Erect  Form'*  had  become  identified  with  the  Plaintiffs' 
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corsets,  and  that  the  PlaintiflEs  were  not  entitled  to  any  relief ;  also 
that  in  any  point  of  view,  damages  and  not  an  account  of  profits,  would 
be  the  proper  remedy  in  the  circumstances  of  the  case.  And  held  by 
Romer  L.J.,  without  deciding  whether  the  PlaintifEs  were  entitled  to 
any  further  relief,  that  they  were  entitled  to  an  injunction  and 
damages  in  respect  of  the  special  printing.  The  appeal  was  allowed, 
and  the  action  dismissed  with  costs.  The  Plaintiffs  appealed  to 
the  House  of  Lords. — Held  (Lord  Robertson  dissenting),  that  the 
Plaintiffs,  having  regard  to  the  use  of  the  special  printing,  were 
entitled  to  an  injunction  limited  to  apply  only  to  the  special  printing, 
and  at  their  option  to  an  inquiry  as  to  damages  or  one  as  to  profits,  and 
that  the  Order  of  Mr.  Justice  Joyce  be  varied  accordingly.  The  appeal 
was  allowed,  with  costs.  Wbingartbn  Bros.  v.  OhariiBS  Bayer  & 
Co.,  p.  341. 

5.  Passing  off  by  means  of  oral  representations  of  Defendants*  manager. 

Mappin  and  Webb  Ld.  v.  Lbapman,  p.  398.  See  Tradb  Name, 
No.l. 

6.  Plaintiffs    disentitled    to    protection    by    reason    of    their 

trade    being    a  fraudulent    one.      Secondary  meaning    not 

established.— TVo^  Name—^^  BtU  Beans^ — Application  for  Inter- 
dict against  Respondent  using  same  trade  name. — Gomplainers*  adver- 
tisements containing  false  and  fraudulent  statements. — Trade  name 
used  in  fratululent  trade. — Secondary  meaning. — **J5ife  Beans*^  found 
not  to  have  acquired  a  secondary  meaning. — Sufficient  di$liiiction 
between  Respondents  goods  and  Uomplainers^  goods. — Interdict  refused. 
In  1899  the  6.  B.  Co.  started  to  sell  in  the  United  Kingdom  liver  pilJs 
which  they  called  *'  Charles  Forde's  Bile  Beans  for  Biliousness."  They 
spent  large  snms  in  advertising  and  at  once  acquired  an  extensive 
business.  The  word  **  Bean  "  had  not  previously  been  used  in  the 
United  Kingdom  for  a  pill  except  by  one  Smith  who,  in  1887,  registered 
the  words  *'Bile  Beans"  as  his  Trade  Mark,  and  whose  rights  the 
B.  B.  Co.  acquired.  In  America  the  word  "  Bean  "  is  occasionally  used 
for  a  pill.  The  advertisements  of  the  B.  B.  Co.  stated  that  the  basis  of 
their  Bile  Beans  was  an  Australian  Herb  discovered  by  Charles  Forde^ 
an  eminent  scientist,  after  a  long  research.  These  statements  were 
false.  They  did  not  appear  on  the  Complainers'  pill  boxes.  In  1904 
D.  began  to  sell  liver  pills  under  the  name  of  "  Davidson's  Bile  Beans." 
The  B.  B.  Co.  raised  an  action  of  Interdict  against  him. — HM  (1)  that 
the  Complainers'  trade  was  a  fraudulent  trade,  and  that  no  action  ought 
to  be  entertained  by  a  Court  of  Equity  to  protect  it  or  the  name  used 
in  connection  with  it ;  (2)  that  the  Complainers  had  not  and  never  had 
any  right  to  the  exclusive  use  of  the  words  '^Bile  Beans,"  and  that  such 
words  did  not  denote  their  manufacture  alone  so  as  to  exclude  the  use 
of  them  by  other  traders  ;  (3)  that  in  any  case  D.  had  by  the  get-up  of 
his  boxes  sufficiently  distinguished  his  Bile  Beans  from  those  of  the 
Complainer.  Interdict  was  refused.  Bilb  Bean  Manufacturing 
Co.  V.  Davidson,  p.  553. 

7.  Alleged  similaxity  of  get-up.     Copying  by  Defendant  held  not 

proved.  Probability  of  deception  not  eBtMished.— Appeals  to 
Court  of  Appeal  and  to  House  of  Lords  dismissed.  S.,  a  limited  Company, 
sold  soda  water  in  bottles  with  a  neck  label  round  them^  the  body  of 
the  label  being  of  chocolate  colour,  with  a  white  border  and  a  red 
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medallion  in  the  centre  of  the  label.  G.  enbeequently  sold  soda  water 
in  bottles  with  a  somewhat  similar  neck  label  roand  them  of  the  same 
colour,  and  with  a  central  red  medallion.  S.^s  labels  had  **  Schweppes' 
"  Soda  Water "  printed  on  them  in  white  characters.  G.'s  had 
"  Oibbens  Soda  Water."  The  medallions  in  the  centre  also  differed. 
An  action  haying  been  brought  by  S.  against  G.,  it  was  held,  at  the 
trial,  that  the  Plaintiffs  had  not  established  that  the  Defendant's  labels 
were  calculated  to  deceive,  and  the  action  was  dismissed  with  costs. 
On  appeal,  it  was  held  by  the  Court  of  Appeal  that  a  fraudulent  inten- 
tion on  the  part  of  the  Defendant  ought  not  to  be  presumed,  and  that 
the  Defendant's  labels  were  not  calculated  to  mislead,  and  the  Appeal 
was  dismissed  with  costs.  The  Plaintiffs  appealed  to  the  House  of 
Lords.  The  appeal  was  dismissed  with  costs.  Schweppbs  Ld.  v. 
GiBBBNS,  pp.  11^  and  601. 

8.  Action  and  appeals  dismissed  on  the  same  ground  as  No.  7.  Sghwbppbs 
Ld.  v.  Biscombb,  pp.  121  and  608. 

PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

Section  64 — 

In  the   Matteb  op  Vbbsohubb   and  Zoon's  Application, 
p.  568. 

Section  90— 

Rbid  v.  Thomson  &  Co.,  p.  377. 

In  thb  Mattbb  of  thb  Tbadb  Mabks  of  thb  Nobth  Shobb 
Mill  Co.  Ld.,  p.  599. 

Section  92— 

In    the    Mattbb    of    the    Registbbed   Tbadb    Mabk    of 
Hammond  and  Stow  Ld.,  p.  299. 

PROFITS.    See  Damages,  No.  3. 

RECTIFICATION  OF  THE  REGISTER.    See  also  Altbbation  OF  Mabk 
and  Costs,  No.  3. 

1.  The  Court  has  no  jurisdiction  under  section  90  of  the  Patents, 
Designs,  and  Trade  Marks  Act,  1888,  to  award  damages  to 
which  the  Respondent  is  not  liable  at  common  lAw.—AcHon 
for  declaration  that  the  entry  of  a  word  as  a  trade  mark  on  the  Register 
was  invalid  and  illegal^  and  ought  to  he  expunged^  and  that  the 
Defenders  had  no  right  to  the  word  as  a  trade  mark  afid  also  for 
damages. — Abandonment  by  the  Defenders  of  their  claim  to  the  trade 
mark. — Pursuer  held  disentitle  to  damages. — Damnum  absque  injuria. 
— Costs.  An  American  flour  had  been  known  and  sold  in  America 
and  in  Glasgow  and  Liverpool  as  **  Diamonddust.'*    It  was  mainly 
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produced  by  one  American  mill,  who  had  had,  for  a  period  of  at  least 
ten  years,  agents  in  Glasgow  for  the  sale  of  it,  and  they  had  sold  it 
during  that  period  under  that  name.  T.  A  Co.  were  the  agents  from 
August  1901  to  June  1903,  but  they  sold  none,  and  the  American 
mill,  to  the  knowledge  of  T.  A  Co.^  then  appointed  R,  in  their 
place  as  agents  for  the  sale  of  (inter  alia)  "  Diamonddust."  Two 
months  aiterwards  T.  A  Co.  registered  '*  Diamonddust  **  as  a 
Trade  Mark  of  their  own,  and  after  verbally  interpelling  I\\ 
from  selling,  prosecuted  him  for  doing  so  under  the  Merchandise 
Marks  Act,  1887.  In  this  prosecution  all  the  facts  about  the 
history  of  the  mark  came  out,  but  T.  A  Co.  still  maintained  their 
exclusive  right  to  it  and  to  prevent  R.  from  selling  flour  under  his 
contract  with  the  American  mill.  R.  then  raised  an  action  of 
declarator  that  the  entry  by  T.  A  Co.  in  the  Register  was  invalid  and 
ought  to  be  expunged,  and  for  damages  for  wrongful  registration  and 
prevention  of  the  sale  of  flour  under  the  mark.  T.  A  Co.^  a  few  days 
before  the  trial  cancelled  the  registration  and  renounced  their  alleged 
right  to  the  mark.  The  case  went  to  proof  on  damages. — Held^  that  as 
T.  A  Co.  had  registered  the  mark  in  pursuance  of  a  right  conferred 
upon  them  by  Statute  the  loss  suffered  by  R.  could  not  be  recovered 
either  at  common  law  or  under  the  Statute,  which  Statute  did  not,  by 
section  90,  enlarge  the  common  law  as  to  damages ;  and  that  the  case 
was  an  example  of  damnum  absque  injuria.  Rbid  v.  Thomson  &  Co., 
p.  377. 

2.  Motion  withdrawn,  the  Applicant  also  giving  an  undertaking  in  an  action 
brought  against  him  by  the  Respondents.  IN  the  Mattbr  OF  the 
Trade  Marks  of  the  Soci^ti^  Anonyme  db  La  Distillbrib  de 
LA  Liqueur  Benedictine  db  l'Abbatb  db  Fj6gamp,  p.  618. 

REGISTRATION. 

Word  equivalent  in  sound  to  letters  of  foreign  language  allowed 
to  be  registered  under  special  circumstances. — AppliccUion  for 
registration  of  word  "  Vezet.^^ — Comptroller's  objection  that  the  word 
was  equivalent  in  sound  to  letters. — Special  circumstances. — Appeal 
from  Comptroller  allowed  subject  to  a  condition.  A  firm  of  Dutch 
cheese  merchants,  carrying  on  business  in  London,  applied  to  register 
the  word  "  Vezet"  as  a  Trade  Mark  for  cheese.  The  letters  "V  Z" 
were  the  initials  of  the  firm- name,  and  in  Dutch  would  be  pronounced 
**  Yee  Zet '' ;  and  the  Comptroller  refused  registration  on  the  ground 
that  the  word  was  only  the  equivalent  of  the  Dutch  letters.  The 
Applicants  were  the  registered  proprietors  of  a  Trade  Mark  consisting  of 
the  letters  "  V  Z,"  registered  as  an  old  mark. — Held  that,  in  view  of  the 
exclusive  rights  conferred  on  the  Applicants  by  their  old  mark,  the 
objections  to  the  mark  ought  not  to  prevail ;  and  that  the  Application 
should  be  proceeded  with,  a  condition  however  being  made  that  the 
Applicants  should  not  claim  by  virtue  of  the  registration  of  the  word 
"  Vezet "  the  right  to  restrain  the  use  of  the  letters  "  V  Z  ".  In  THE 
Mattbb  of  Ybbschurb  and  Zoon*s  Application,  p.  568. 

SCOTLAND  (JURISDICTION). 

The  Scotch  Courts  have  jurisdiction  to  decide  a  question  of  validity  of 
Trade  Mark  in  an  action  for  infringement.  Dewar  A  Sons  Ld.  v. 
Dewar,  17  R.P.C.  341,  followed.    Dawson  v.  Stbwart,  p.  253. 
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SECONDARY  MEANING  OF  WORD.    See  also  Passing  Off. 

1.  The  fact  that  a  word  has  been  rejgrlstered  as  a  Trade  Mark  and  subse- 

quently removed  from  the  Register  does  not  necessarily  prevent  a 
secondary  meaning  being  proved.    HOMMBL  v.  Baubr  &  Co.,  p.  47. 

2.  Difficulty  of  establishing   a  secondary  meaning  where    the 

primary  meaning  is  well  known.^^'ln  all  these  cases  if  the 
"  primary  meaning  of  a  word  is  a  simple  and  easy  primary  meaning, 
"  known  to  everybody,  it  is  extremely  difficult  to  establish  that  in  any 
"  particular  trade  this  word  has  lost  its  well-known  and  original 
'*  meaning,  and  in  that  trade  acquired  a  secondary  meaning  to  the 
"  exclusion  of  the  natural  and  original  meaning  of  the  word.  And,  of 
"  course,  this  difficulty  is  not  nearly  so  strong  or  so  difficult  to  get  over 
"  in  a  case  where  the  word  which  is  applied  is  a  word  of  which  the 
"  meaning  is  not  one  which  would  be  known  to  everyone  who  came 
"  in  contact  with  the  word."  Per  Vaughan  Williams,  i./.,  in 
HoMMBL  V.  Bauer  &  Co.,  at  p.  48. 

TRADE  NAME. 

1.  Injunction  granted  against  passing  off  in  general  terms  only, 

owing  to  an  action  being  pending  against  the  supplier  of  the 
goods  sold  by  the  Defendant.—''  Mappin's  ''—False  representations 
by  shopmen.— Begistration  of  Trade  Marks  in  classes  12  and  14. — 
Evidence  by  Registrar  as  to  practice. — Trade  Mark  Rutes^  1890^ 
Rule  6.  The  Plaintiffs,  Mappin  and  Webb  Ld.^  incorporated  in  1898, 
were  the  successors  in  business  of  two  old-established  firms  of  Mappin 
Brothers  and  Mappin  and  Webb,  The  Defendant  L.,  a  London  retailer, 
sold  goods  similar  to  the  Plaintiffs*,  but  made  by  one  B.,  who 
was  alleged,  without  strict  proof,  to  have  bought?  the  business  in 
Sheffield  of  one  Theophilus  Mappin^  trading  as  Mappin  and  Sons.  The 
goods  sold  by  the  Defendant  were  marked  "  Mappin  and  Sons,*'  and 
bore  price-tickets  with  such  phrases  as  ''  Mappings  Al  Quality.**  The 
Defendant's  salesmen  had  represented  that  the  goods  were  the  same 
as  the  Plaintiffs.  Separate  proceedings  were  pending  against  B. — 
Heldy  that  the  Plaintiffs  were  entitled  to  an  injunction  restraining  the 
Defendant  from  selling  goods  not  of  the  Plaintiffs*  manu&cture  as  and 
for  such  goods.    MAPPIN  AND  Wbbb,  Ld.  v,  Lbapman,  p.  398. 

2.  Retail  trader  trading  as  F.  &  A.  Fownes  restrained  from  selling 

gloves  not  supplied  by  Plaintifb  as  Fownes'  gloves  simply. — 
Passing-off. — Breach  of  covenant.— ^*^  Fownes*  Oloves. — Declaration. — 
Injunction.  The  Plaintiffs  in  the  action,  who  traded  as  Foumes  Bros. 
A  Oo.f  were  an  old  established  firm  ot  manufacturing  glovers,  and 
"  Fownes^  Gloves  '*  meant  gloves  supplied  by  them.  Before  1899  there 
was  a  retail  business,  ^*F.  and  A.  Fownes^'^^  of  hosiers  and  glovers  at 
Liverpool,  with  a  small  factory  at  Worcester,  The  Defendant  J. 
purchased  the  retail  business  of  F.  and  A.  FowfieSy  and  also  bought 
the  wholesale  business  at  Worcester  but  resold  it  to  the  Plaintiffs,  and 
the  Defendant  on  the  resale  entered  into  covenants  with  the  Plaintiffs 
limiting  the  use  by  the  Defendant  of  the  name  Fownes  in  his  retail 
business,  and  the  Defendant  covenanted  not  to  use  the  name  Fownes 
as  a  manufacturer  or  wholesale  dealer  in  gloves.  In  1904  the  Plaintiffs 
commenced  this  action  against  the  Defendant,  alleging  certain  acts 
'  by  the  Defendatit  to  be  breaches  of  this  covenant  and  to  represent 
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the  business  and  gloves  of  the  Defendant  to  be  the  business  and 
gloves  of  the  Pl^ntiffs,  and  claiming  declarations  that  the  Defendant 
was  not  entitled  to  do  certain  specific  things  and  injunctions  against 
his  doing  them,  and  against  the  Defendant  representing  his  busi- 
ness and  gloves  as  those  of  the  Plaintiffs.  As  to  some  of  the  things 
complained  of,  the  Defendant  had  before  the  trial  discontinued 
them,  and  he  offered  an  undertaking  not  to  carry  on  business  as  a 
glover  in  Manchester  in  the  name  of  ^^Fownes^'  without  prefixing 
"  F.  and  ^4."  to  such  name.  The  Defendant,  however,  claimed  the 
right  to  describe  any  gloves  sold  in  his  shop  as  "  Fownes'  Gloves." — 
Held,  that  ''Fownes'  Gloves  "  meant  the  Plaintiffs'  gloves,  and  that  the 
Defendant  was  not  entitled  so  to  describe  gloves  sold  by  him  and  not 
supplied  by  the  Plaintiffs,  and  that  the  acts  of  the  Defendant  had  been 
calculated  to  represent  his  business  and  gloves  as  the  business  and 
gloves  of  the  Plaintiffs,  and  the  Plaintiffs  were  entitled  to  the  relief 
asked  with  some  modifications.  Judgment  was  given  for  the  Plaintiffs 
accordingly  with  costs.  RlGDBN  AND  OTHERS  (trading  as  FOWNBS, 
Bros.  &  Co.)  v,  Jones,  p.  417. 


Secondary  meaning  of  name  established  and  the  Defendant 
Company  restrained  from  the  use  of  it  although  it  was  the  name 
of  their  vendors,  bein^:  also  members  of  the  Defendant  Company. 

— Action  to  restrain  the  use  of  the  name  "  Dunlop." — Name  of  members 
of  Respondent  Company  "  Dunlop." — Right  to  use  oum  name. — 
Passing-off. — Mislecuiing,  deception,  or  confusion  arising  from  the  tise 
of  the  name  "  Dunloip.'' ^Interdict  granted.  From  1888  the  Com- 
plainers,  the  D.  P.  T.  Co.  Ld.  and  their  predecessors  in  title  nsed.  the 
name  "  Dunlop  "  in  connection  with  their  goods — ^tyres  for  cycles,  and 
other  accessories  for  cycles  and  motors,  snch  as  pumps,  inflators,  &c. 
The  name  "  Dunlop  "  had  become  identified  in  the  trade  and  amongst 
the  public  with  the  Complainers'  goods.  From  1898  R.  D.  and  J.  F.  D. 
carried  on  a  retail  business  under  the  style  of  R.  and  F.  J.  Dunlop. 
They  sold  and  repaired  cycles  and  motors,  but  had  no  plant  for  making 
motors.  In  1904  the  Dunlop  Motor  Company  was  incorporated  ;  R.  D. 
and  J.  F.  D.  being  the  directors.  It  was  incorporated  to  purchase  and 
did  purchase  for  a  small  sum  the  motor  branch  of  the  business  of  the 
firm.  The  business  carried  on  by  the  Company  was,  as  found  by  the 
Lord  Ordinary,  scarcely  if  at  all  different  from  that  carried  on  by  the 
firm,  and  the  Company  was  not  in  a  position  to  manufacture  and  had 
not  attempted  to  manufacture  one  motor  car,  but  they  did  deal  in  certain 
classes  of  goods  and  carry  on  certain  lines  of  business  in  common  with  the 
Complainers. — Held  by  the  Lord  Ordinary,  in  an  action  of  suspension 
and  interdict,  that  the  name  "  Dunlop "  having  acquired  a  secondary 
meaning  as  descriptive  of  the  Complainers'  goods  and  the  Respondents' 
business,  such  as  it  was,  being  of  the  same  or  a  similar  nature,  the  resem- 
blance of  the  trade  names  was  too  close  not  to  lead  to  confusion  and 
possible  deception ;  that  while  neither  mala  fides  nor  actual  deception 
was  proved,  yet  the  purchase  of  R.  D.  and  J.  D.'s  business  and  the 
floating  it  as  the  D.  M.  Co.  Ld.  suggested  other  objects  than  those  stated 
in  their  Memorandum  of  Association  ;  and  that  in  any  case  good  faith, 
the  absence  of  proof  of  deception,  and  the  use  by  the  Respondents  of 
their  own  name  formed  no  answer  to  the  Complainers'  case  based  on 
probable  or  possible  confusion,  misleading,  or  deception.  Interdict 
was  granted,  substantially  as  craved,  with  expenses,  DUNLOP  Pnbtj- 
MATic  Ttrb  Co.  Ld.  v.  DuniiOP  Motor  Co.  Ld,,  p.  533, 
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4.  InterloGutory  inj  unction  granted  to  restrain  the  use  by  the 
Defendants  of  a  word  beings  a  variation'^of  a  word  used  in  the 
Plaintiffs'  name  and  indicating  their  goods.  A  Company, 
whose  name  included  the  word  "  Ptoswion,"  and  which  sold  various 
food  preparations  in  the  names  of  which  the  word  "Pto«mon" 
was  used,  brought  an  action  against  a  Company  registered 
under  the  name  of  Plasmonade  Ld.  which  was  selling  goods 
(namely,  tablets  and  powder  for  making  a  beverage)  under  names 
of  which  ^^ Plasmonade*^  formed  part,  to  restrain  the  use  of  those 
words  by  the  Defendants,  and  to  restrain  passing-off,  and  for  other 
relief.  Certain  directors  or  officers  were  joined  as  Defendants.  The 
Defendants  had  applied  to  register  "  Plasmonoid^^  as  a  Trade  Mark  in 
certain  Classes,  including  3  and  44.  The  Plaintiffs  had  opposed  such 
applications  by  the  Defendant  Company  to  register,  and  one  had  been 
refused,  whilst  the  decision  in  the  other  had  been  postponed.  The 
Plaintiffs  moved  for  an  interlocutory  injunction.  The  Defendants 
contended  that  owing  to  the  different  natures  of  the  goods  and  the 
differences  in  get-up,  no  deception  was  probable.— BeZrf,  that  an 
interlocutory  injunction  should  be  granted  substantially  restraining 
the  Defendants  from  carrying  on  business  in  foods  or  preparations  for 
human  consumption  under  the  name  Plasmonade  Ld.  or  any  other 
name  or  title  of  which  '*  Plasmon  "  formed  part,  and  from  any  name 
of  which  " Plasmonade^^''  "  Plasmonoidy*^  or  **  Plasmon  "  with  or  without 
any  suffix  formed  part  for  food  preparations,  and  from  passing  off  their 
goods  as  those  of  the  Plaintiffs.  International  Plasmon  Ld.  u. 
Plasmonade  Ld.,  p.  543. 

WORD  HAVING  NO  REFERENCE  TO  THE  CHARACTER  OR  QUALITY 
OP  THE  GOODS. 

"Vezet*'  held  to  be  such  a  word.  Vbrsohurb  AND  ZOON'S  APPLICA- 
TION, p.  568.    See  Registration. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Be/are  Mr.  Justice  Buckley. 

November  J-st,  2nd,  3rd,  and  4th,  1904. 

In  the  Matter  op  Klabbr's  Patents. 

5  PcUen  Is. — Petitions  for  revocation. — Terms  imposed  on  amendment  by  disclaimer 
under  section  19  of  the  Patents  Ac.  Act  1883. — Want  of  novelty ^  utility ^  and 
subject-matter. — Patents  held  invalid  on  these  grounds. 

In  1901  Letters  Patent  (Nos.  15,016  and  21^741)  were  granted  to  K.  for 
"  Improvements  in  or  relating  to  stencil  sheets  for  duplicating  purposes^^  and 

10  '*  Improvements  in  or  relating  to  stencil  sheets  and  the  method  of  attaching  them 
•'  to  duplicating  machinesJ*^  Petitions  were  presented  in  November  1902  for  the 
revocation  of  both  Patents^  and  it  was  alleged  in  the  Particulars  of  Objections 
that  the  inventions  were  not  new^  nor  %isefuly  and  that  they  were  not  subject- 
matter.    In  May  1903  application  was  made  by  the  Respondent  K.for  leave  to 

Ih  apply  at  ths  Patent  Office  for  leave  to  amend  both  Specifications  by  way  of 
disclaimer.  On  the  28th  of  October  leave  was  granted  an  certain  conditions, 
and  the  Specifications  were  amended  in  due  course.  Tfie  Petitions  were 
subsequently  proceeded  with. 
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In  the  Matter  of  Klaiber^s  Patents. 

Held,  that  in  tJie  case  of  the  first  Patent  there  was  no  subject-mattery  and  in 
the  case  of  the  second  Patent  there  was  no  subject-matter^  and^  even  if  there  wersy 
old  things  were  claimed^  and  in  addition  Claims  2  and  8  were  had  for  want  of 
utility.  Both  Patents  were  revoked^  hut  as  regards  the  second  Parent  a  stay  of 
revocation^  on  terms^  was  granted  on  the  application  of  the  Respondent.  5 

On  the  23rd  of  July  1901  Letters  Patent  (No.  15,016  of  1901)  were  granted  to 
Aicgustus  David  Klaher  for  "  Improvements  in  or  relating  to  stencil  sheets  for 
**  duplicating  purposes." 

The  {Specification  described  a  method  of  enveloping  the  stencil  sheet  so  that 
the  front  and  back  protecting  sheets  and  the  backing  sheets  could  be  handled  10 
practically  as  one  sheet  of  paper.    The  front  and  back  protecting  sheets  were 
made  in  one  piece  and  folded  over  the  stencil  sheet.    The  backing  sheet  was 
provided  at  its  upper  edge  (which  was  commonly  folded  down  over  the  stencil) 
with  adhesive  material  which  always  remained  tacky.    The  bottom  edge  was 
similarly  provided  with  adhesive  material.     In  some  forms  described  the  15 
arrangement  could  be  opened  to  permit  of  corrections  being  made  on  the 
stencil  sheet.    The  Specification  concluded  as  follows : — "  Having  now  parti  • 
^  cularly  described  and  ascertained  the  nature  of  my  said  invention  and  in 
"  what  manner  the  same  is  to  be  performed,  /  am  aware  that  it  has  been 
"  heretofore  proposed  to  enclose  stencil  and  protecting  sheets  by  means  of  a  large  20 
"  sheet  having  all  four  edges  folded  over^  and  I  do  not  claim  any  arrangement 
"  which  involves  folding  of  the  enclosing  sheet  along  intersecting  lines  so  thcU 
"  the  folded  over  parts  overlap;  but  I  declare  that  what  I  claim  is  : — 

■*>  otonoil  shoot  of  an  onvoloping  protooting  ohoot-flubotantially  fto  and  for  the  25 

^'  2i  In  a  ctODoil  ohoot  for- duplicatiftg  purpoooo  tho  oombination  with-fee 
^^  otonoil  shoot  df-front  and-book  protooting  ohootQ  oonnootod  ftt«thoip  bottom 
i^  odgos  for  tho  parpooo  doooribodT 

^*-otonoil  shoot  of  an  onvclopiDg^ppotoctiDgt^bee^  tho  front  portion  of  whioh 
^Uo  lon;;or  than  its  book  portion  or  than-  tho-  steaoil  shoot  for  tho  puapooo 
^^  doooribodi 

^*-4i  In  a  otonoil  ohoot  for  duplicating  purpoooo  tho  omploymont-of  a  booking 
**-ohoot  having>ttdhosivo  matopial>Dubotantially"fto-dooopibodi  35 

^^  7.  ^  In  a  stencil  sheet  for  duplicating  purposes  the  combination  with  an 
"  enveloped  stencil  sheet  of  a  backing  sheet  provided  with  adhesive  material 
'*  as  and  for  the  purpose  described. 

^'  2.  ^  In  a  stencil  sheet  for  duplicating  purposes  the  combination  with  the 
"  stencil  sheet  and  its  back  protecting  sheet  of  a  front  protecting  sheet  and  a  40 
**  backing  sheet  of  greater  length  than  the  stencil  sheet  and  its  back  protecting 
'^  sheet  the  backing  sheet  being  provided  with  adhesive  material  substantially 
"  as  and  for  the  purpose  described." 

On  the  29th  of  October  1901  Letters  Patent  (No.  21,741  of  1901)  were  granted 
to  ii.  D.  Klaber  for  ^^  Improvements  in  or  relating  to  stencil  sheets  and  the  45 
«<  method  of  attaching  them  to  duplicating  machines.'* 

The  Complete  Specification  was  as  follows  : — "  This  invention  relates  to 
^^  stencil  sheets  and  the  method  of  attaching  them  to  duplicating  machines,  and 
^  has  for  its  object  to  simplify  the  arrangement  of  the  stencil  sheet  and  the 
^  backing  and  protecting  sheets  necessary  for  use  when  producing  the  stencil.  50 
**  Further  the  intention  of  the  invention  is  to  ensure  the  accurate  placing  of  the 
*'  stencil  sheet  upon  the  duplicating  machine  and  the  protection  of  this  sheet 
**  from  undue,  wear  when  in  position. 
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In  the  Matter  of  Klaher*8  Patents. 

**  A  Btencil  sheet  intended  to  be  used  for  reproducing  typewritten  matter  has 
**  commonly  to  be  disposed  between  a  protective  sheet  of  thiu  paper  which 
**  prevents  the  wax  of  the  stencil  sheet  adhering  to  the  types  of  a  typewriting 
*'  machine,  and  a  backing  of  some  suitable  paper  or  material  adapted  to  receive 
5  "  the  portions  of  wax  struck  out  of  the  stencil  sheet  when  the  latter  is  typed 
"  upon.  According  to  this  invention  this  backing  is  formed  of  paper  or  other 
"  material  of  such  a  length  as  to  leave  a  portion  which  will  overlap  the  upper 
**  end  of  the  stencil  sheet,  and  another  portion  which  will  overlap  the  lower  end 
"  of  the  stencil  sheet.    The  latter,  together  with  the  covering  sheet,  is  inserted 

10  •»  in  this  backing,  the  upper  ends  of  both  stencil  and  covering  sheets  being 
^^  fastened  together  and  to  the  backing  by  some  suitable  adhesive  substance. 

"  The  improved  arrangement  is  particularly  adapted  for  stencil  sheets  intended 
"  to  be  used  with  rotary  or  similar  duplicating  mnchines,  where  the  stencil  is 
"  mounted  in  such  a  way  as  to  be  brought  in  contact  at  a  given  point  with  the 

15  "  paper  to  be  printed  upon.  At  the  point  where  the  paper  is  picked  up  it  is 
'<  found  that  such  wear  of  the  stencil  sheet  takes  place  as  is  liable  to  cause 
"  damage  and  spoil  the  stencil.  In  order  to  obviate  this  a  perforation  is  made 
"  in  the  backing  sheet  on  a  line  which  will  lie  just  beyond  the  point  of  pic*k-up 
"  when  the  stencil  sheet  is  in  the  machine,  so  as  to  cover  up  and  protect  the 

20  ^^  stencil  sheet  at  the  point  where  the  wear  takes  place.  The  machine  itself  in 
"  place  of  the  usual  clamp  for  holding  the  end  of  the  stencil  sheet  is  provided 
"  with  a  bar  in  which  is  a  slot.  The  portion  of  the  backing  sheet  which 
"  normally  overlaps  the  top  of  the  prepared  stencil  sheet  is  intended  to  be 
*^  passed  through  the  slot  in  this  bar  on  the  machine,  and  when  so  passed 

25  "  through  is  drawn  upon  until  the  stencil  sheet  lies  in  the  proper  place  as 
**  determined  by  registering  lines  or  other  marks,  or  by  a  limiting  projection 
"  on  the  stencil  sheet  or  backing  which  prevents  the  flap  being  drawn  too  far. 
"  This  flap  is  now  folded  back  onto  a  portion  of  the  backing  which  still  adheres 
"  to  the  stencil  sheet  as  hereafter  described,  and  the  edge  of  the  flap  is  stuck 

30  "  down  to  this  jwrtion  of  the  backing,  the  flap  being  provided  with  the  necessary 
"  adhesive  to  effect  this.  The  backing  is  conveniently  provided  with  an  indi- 
**  eating  line  or  equivalent  to  show  where  the  gummed  edge  of  the  flap  is  to  be 
"  fastened  down. 

'<  Before  the  stencil  is  placed  on  the  machine  and  after  it  has  been  prepared 

35  "  by  typing  upon  it  the  backing  is  torn  across  at  the  above  mentioned  perfora- 
**  tion  near  the  upper  end  of  the  backing,  this  procedure  leaving  a  portion  which 
^'  overlaps  the  stencil  sheet  for  a  distance  beyond  that  at  which  occurs  the  pick- 
"  up  of  the  paper  upon  which  the  impression  is  made.  This  remaining  portion 
''  of  the  backing  is  that  to  which  the  attaching  flap  is  fastened  down  when  it 

40  <<  has  been  passed  through  the  slot  in  the  attaching  bar  on  the  machine  and 
"  turned  back. 

"  It  is  found  in  duplicating  machines  of  the  kind  above  referred  to  that  the 
"  portion  of  the  inked  surface  which  lies  near  the  lower  end  of  the  stencil  sheet 
**  requires  to    be  covered   over  in    some  way  in    order  to   prevent  the  ink 

45  "  from  working  round  the  end  of  the  stencil  sheet  and  marking  the  paper 
**  printed  upon  or  otherwise  causing  inconvenience.  The  previously  mentioned 
'*  portion  of  the  lower  end  of  the  backing  sheet  serves  as  an  ink  protector  and 
**  the  backing  is  perforated  at  a  suitable  point  to  enable  this  protecting  piece  to 
"  be  torn  off.    This  ink  protector  can  then  be  placed  in  position  and  secured  on 

50  "  the  duplicating  machine  after  the  stencil  had  been  fixed. 

"  It  will  be  thus  seen  that  the  stencil  sheet  is  made  up  with  its  covering  sheet 
"  and  a  backing  in  such  a  way  as  to  be  ready  for  immediate  use  in  a  typewriting 
^^  machine  and  be  subsequently  provided  with  the  necessary  means  of  attachment 
'*  to  the  machine  and  the  ink  protector.    The  stencil  sheet  can  thus  be  supplied 

55  "  in  a  complete  state  ready  for  use  and  for  fixing  on  the  machine  without 
^  having  to  employ  separate  pieces  of  paper  or  devices  which  are  apt  to  be  lost 
**'  or  midaid. 

▲  2 
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In  the  Matter  of  Klaher^s  Patents. 

"  In  order  to  ensure  positioning  the  matter  to  be  typed  upon  the  stencil  sheet 
'^  either  the  stencil  sheet  or  the  covering  sheet  or  the  backing  may  carry  along 
'*  one  or  both  edges  a  scale  or  a  series  of  numbered  or  lettered  marks  or  merely 
"  a  row  of  numbers,  letters  or  other  indications  which  will  enable  any  particular 
"  point  on  the  stencil  sheet  to  b3  at  once  identified  with  a  corresponding  point  5 
"  on  another  sheet  of  paper,  say  a  sheet  of  note-paper  when  the  latter  is  placed 
'*  opposite  the  scale  or  indicating  marks.  A  convenient  arrangement  for  these 
"  indicating  marks  is  to  form  the  backing  for  the  stencil  sheet  slightly  wider 
^'  than  the  stencil  sheet  itself,  the  indicating  marks  being  located  upon  each 
'^  projecting  edge  of  the  backing  sheet  so  that  they  can  be  seen  beyond  the  edge  10 
**  of  the  stencil  sheet. 

^^  As  a  further  assistance  in  positioning  the  attaching  flap  of  the  backing 
^*  sheet  may  have  indicating  marks  disposed  along  its  edge. 

'^  The  stencil  sheet  or  the  backing  carries  indicating  lines  to  show  the  limits 
"  within  which  the  writing  must  be  confined,  and  also  the  exact  position  in  15 
*'  which  a  sheet  of  paper  must  be  placed  when  calculating  the  position  for 
*'  writing  on  the  stencil  sheet. 

"  In  some  cases  it  is  desirable  to  place  a  thin  sheet  of  tissue  paper  under  the 
^'  central  sheet  in  addition  to  that  which  lies  over  it  and  between  the  stencil 
**  sheet  and  the  backing.  20 

"  Referring  to  the  drawings,  Figure  1  is  a  perspective  view  of  a  stencil  sheet 
"  provided  with  backing  and  covering  sheets  in  accordance  with  this  invention  ; 
''  Figure  2  is  a  sectional  elevation  to  an  enlarged  scale  showing  the  sheet 
^*  attached  to  the  fixing  bar  in  a  duplicating  machine  ;  Figure  3  is  a  rear  view 
"  of  the  backing  sheet  separately  ;  Figure  4  is  a  plan  of  the  fixing  bar  ;  25 
"  Figure  5  is  a  sectional  view  on  the  line  5 — 5  of  Figure  4,  and  Figure  6  is  a 
'*  perspective  view  of  part  of  the  cylinder  of  the  duplicating  machine  showing 
"  the  fixing  bar  attached  thereto. 

"  A  is  the  stencil  sheet,  B  the  backing  sheet  and  C  tlie  covering  or  front 
"  protecting  sheet.  The  covering  sheet  C  is  provided  at  the  upper  edge  of  its  30 
**  under  surface  with  adhesive  substance  by  which  it  is  connected  to  the 
"  stencil  sheet  A,  and  the  stencil  sheet  is  provided  with  a  similar  portion 
"  coated  with  the  adhesive  substance  by  which  it  is  connected  to  the  backing 
<*  she^t  B.  Or  the  adhesive  substance  may  be  placed  upon  the  backing  sheet. 
'^  Instead  of  being  attached  to  each  other  by  adhesive  substance  the  sheets  35 
"  may  be  otherwise  joined  or  they  may  be  simply  superposed  without  being 
"  attached. 

"  The  sheets  A,  B  and  C  can  be  handled  and  readily  inserted  into  a  type- 
"  writing  machine  without  being  liable  to  become  detached  or  displaced. 

"  The  upper  portion  B^  of  the  backing  sheet  is  provided  with  a  triangular  40 
"  part  or  flap  B*  as  shown,  which  is  folded  over  in  front  of  the  covering  sheet  C 
"  and  after  the  stencil  sheet  has  been  written  upon  or  otherwise  impressed  and 
'^  is  to  be  inserted  in  the  duplicating  machine,  this  flap  is  passed  through  a 
"  slot  D^  in  a  bar  D  (see  Figure  2)  which  takes  the  place  of  the  ordinary 
'*  clamping  device  in  the  reproducing  machine,  and  is  guided  to  a  central  45 
**  position  by  means  of  a  line  B'  on  the  flap  which  coincides  with  the  line  or 
*'  mark  D^  on  the  bar.  The  flap  is  pulled  upon  until  the  sheet  is  in  proper 
'*  position  and  it  is  then  folded  round  the  bar  D  and  fastened  down  on  to  the 
•'  sheet  by  means  of  adhesive  substance  W^  placed  along  its  edges  or  otherwise. 
"  To  prevent  the  flap  being  drawn  too  far  through  the  slot  and  to  determine  50 
"  the  exact  place  where  the  edge  of  the  flap  is  to  be  fastened  down,  the  slot  is 
**  made  of  such  a  width  that  it  only  permits  one  thickness  of  the  paper  to  pass 
"  freely  through  it  so  that  the  top  of  the  stencil  sheet  forms  a  limiting  stop  or 
"  some  other  device  such  as  a  line  or  other  indicating  mark  may  be  applied  to 
'*  the  backing  or  stencil  sheet  for  this  purpose.  55 

"  The  body  or  middle  part  B*  of  the  backing  sheet  is  preferably  formed 
"  slightly  wider  thaQ  the  stei^cil  sheet  aud  is  provided  on  one  or  both  edges 
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**  with  indicating  scales  B*  or  other  marks  by  means  of  which  the  position  of 
"  the  matter  to  be  inscribed  on  the  stencil  may  be  regulated. 

*'  Circumscribing  or  confining  lines  B*  or  other  marks  or  indicators  are  placed 
'*  upon  the  backing  sheet  to  indicate  the  space  within  which  the  matter  to  be 
5  "  inscribed  upon  the  stencil  sheet  must  be  confined.  Scales  B^  or  other 
"  indicating  marks  are  preferably  placed  on  the  backing  sheet  as  a  farther 
"  guide  for  the  matter  to  be  inserted.  Or  these  lines  and  scales  may  be  placed 
"  upon  the  stencil  sheet  or  on  the  covering  sheet.  A  line  B^^  or  other  marks  is 
^*  placed  at  the  top  of  the  sheet  to  denote  the  position  in  the  machine,  of  the 

10  "  upper  edge  of  the  sheet  or  paper  to  be  printed  upon,  and  a  short  distance 
"  below  this  line  is  a  row  of  perforations  B'  along  which  the  backing  sheet  is 
"  torn  in  order  to  be  detached  when  the  stencil  sheet  is  to  be  inserted  in  the 
"  duplicating  machine.  The  remaining  part  of  the  backing  sheet  to  which  the 
"  stencil  sheet  is  permanently  attached  thus  projects  between  the  stencil  sheet 

15  **  and  the  sheet  to  be  printed  upon  when  the  latter  is  picked  up  by  the  machine, 
"  by  the  distance  between  the  row  of  perforations  B^  and  the  line  B*^  at  the 
"  top  part  of  the  backing  sheet,  and  by  this  means,  premature  wear  or  damage 
"  to  the  stencil  sheet  along  the  line  where  the  picking  up  of  the  sheet  to  be 
**  impressed  takes  place  is  avoided  and  the  ink  is  prevented  from  passing 

20  *'  through  the  stencil  sheet  at  this  part. 

"  The  flap  B'  at  the  lower  part  of  the  sheet  is  folded  in  front  of  the  covering 
"  sheet  and  a  row  of  perforations  B^  divides  this  portion  from  the  body  part  B* 
"  of  the  backing  sheet,  or  this  flap  may  be  dispensed  with. 
"  After  the  backing  sheet  has  been  detached  from  the  stencil  sheet  along  the 

25  "  row  of  perforations  B^  the  flap  part  B'  is  disconnected  from  the  backing  sheet 
"  along  the  line  B®  and  is  then  fastened  in  the  reproducing  machine  so  as  to 
"  form  an  ink  protector  to  preveiit  the  ink  from  the  ink  pad  working  around 
"  the  end  of  the  stencil  sheet  and  damaging  or  marking  the  paper  being  printed 
"  upon. 

30  "  The  bar  D  may  be  formed  with  a  second  longitudinal  slot  through  which 
^'  the  end  of  the  ink  pad  may  be  passed  to  secure  it  in  proper  position  in  the 
"  machine. 

"  Instead  of  being  attached  to  or  forming  part  of  the  backing  sheet,  the  part 
**'  by  which  the  stencil  sheet  is  connected  to  the  bar  in  the  duplicating  machine 

35  "  and  that  which  protects  the  stencil  along  the  pick-up  line  may  be  formed  as 
'•  part  of  the  covering  sheet  or  may  be  connected  thereto,  the  three  sheets  being 
'*  connected  together  preferably  as  already  described.  Or  the  stencil  sheet 
"  itself  may  be  provided  at  one  of  its  ends  with  an  overlapping  part  or  flap 
'*  which  can  be  passed  through  the  slot  in  the  bar  to  connect  the  stencil  to  the 

40  "  machine,  this  flap  having  connected  to  it  preferably  a  part  which  protects  the 
"  stencil  along  the  pick-up  line. 

"  Instead  of  being  formed  separately  from  the  stencil  sheet  and  connected 
"  thereto  as  above  described,  the  flap  by  which  the  stencil  is  connected  to  the 
*'  duplicating  machine  may  be  formed  as  an  extension  of  one  end  of  the  stencil 

45  '^  sheet  itself.  When  the  flap  forms  part  of  the  stencil  sheet,  an  additional 
"  piece  of  paper  or  other  suitable  material  may  be  permanently  attached  to  the 
"  stencil  sheet  to  protect  it  on  the  pick-up  line  in  the  duplicating  machine,  or 
"  part  of  the  stencil  sheet  may  be  coated  with  some  protective  substance  or 
**  composition. 

50  "  The  flap  at  the  lower  end  of  the  stencil  sheet  which  serves  as  an  ink 
'*  protector  in  a  duplicating  machine  instead  of  forming  part  of  the  backing 
"  sheet  may  be  connected  to  or  form  x>art  of  the  covering  sheet  or  of  the  stencil 
*'  sheet  itself.  The  arrangement  of  the  stencil  sheet  with  its  backing  and 
*'  covering  sheets  as  above  described  is  more  particularly  adapted  for  use  when 

55  "  the  stencil  is  to  be  prepared  in  a  typewriting  machine,  but  in  some  cases, 
**  such  for  example  when  the  stencil  sheet  is  to  be  prepared  or  written  upon  by 
^^  hand,  that  is  to  say  by  employing  a  stylus  or  other  similar  instrument,  the 
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'*  covering  sheet  need  not  be  employed  and  the  backing  sheet  may  also  be 
'^  dispensed  with,  the  flap  by  which  the  stencil  sheet  can  be  fixed  to  the 
^*  machine  being  formed  integral  with  the  stencil  sheet  itself  or  as  a  separate 
^^  piece  connected  thereto  as  above  described.  In  this  case  also  the  part  ^w^hich 
^*  protects  the  stencil  on  the  pick-up  line  may  be  attached  to  the  flap  or  to  the  5 
"  stencil  sheet,  or  the  sheet  may  be  coated  with  protective  substance  in  the 
**  manner  above  referred  to." 

The  claims  were  : — 

^1.  Tho  Qombiaatioa  wifeh  (w  Btonoil  ohoot  fep-dftplioating^  pnrpoooo  of  a 

i^bottom  of  ono-of  tho- ohooto  uabotantially  ai>-ftnd  for  tho  puppeoo  doooribod. 

^^  1.  7^  The  combination    with    a  stencil  sheet  for  diipliting  duplicating 
<<  purposes  of  a  covering  sheet  and  a  backing  sheet,  the  three  sheets  beiiig 


connected  together  and  one  of  them  being  provided  with  overlapping  portions 
at  top  and  bottom  substantially  as  and  for  the  purpose  described.  15 

"  2.  St  The  combination  with  a  stencil  sheet  'for  duplicating  purposes  of  a 
backing  sheet  or  a  covering  sheet  provided  with  a  part  such  as  B^  B^  by  which 
the  stencil  sheet  can  be  fixed  to  the  duplicating  machine  substantially  as 
described. 

"  5.  4t  A  stencil  sheet  for  duplicating  purposes  having  a  flap  such  as  B*  20 
formed  integral  with  or  permanently  connected  to  it  substantially  as  and  for 
the  purpose  described. 
■^^6.  Tho- oombination  with  Cb  stonoil- ohoot  for  duplicating- purpoaoo  of  a 


oovoring  ohoot  and-a  booking-ohoot  ono  of-tho  ohoo^  being  provided  with  an 
ovorlapping-poption  at-ono  or-both  of  its  onds  oubntantially  ao  and  for  tho  25 
puppoDO  doooribod. 
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.  "  4.  ^  The.combiiiatioa  with  a  stencil  sheet  for  duplicating  purposes  of  a 
"  backing  sheet  comprising  two  or  more  separable  portions,  one  portion  being 
*'  adapted  for  securing  the  stencil  in  the  duplicating  machine^  substantially  as 
'*  and  for  the  purpose  described. 
5  ^^  7i  The  method  oubotttntially-as-dosopibod  of  attaohing  a  otonoil-ohoofc  to  a 
^^■dnpliottting  maohinOi 

^^-S.  The   oomhinatioQ  with  -a-  bar   ouoh   ao  D  a^itaohod  to  a-  daplioating 

^^  maohino-of  a  part  onoh  a  B^-by>>whioh  the  ■  etonoil  ohoot  oan  bo  oooupod  to 

^*  tho-baiM)abotantially  ao  doooribod. 

10      **  0;  Tho  combination  with^a-  otonoil  ohoot  for  du^>lioating  piirpooos  of-ft 

^portion  of-its  baoking-oF-fpont  oovoping-ohoot  whieh  io  popmanoDtly  sooiirod 

^*  duplicating-  maohino  oubntantially  ao  dooopibod. 
-•  10.  Tho  combination  with-a- otonoil  ohoot  for  duplicating  pnppoooo  of  tho 
\h  \^  pQ|tt  B^  attached  to  tho  remaining  poprion  of  tho  baching  op  front  oov^^opiDg 
^*  ohoot  which   ppotoofes-  tho  otoDcil   ohoot  -in  tho   mannop  dnooribod  -in  tho 
^^  duplicating  machine. 

*^  J.  44:  The  complete  stencil  backing  and  covering  sheets  substantially  as 

«^  "  described  and  illustrated  in  the  accompanying  drawings." 

In  November  1902  Petitions  were  presented  by  the  Ellam's  Duplicator 
Company  (under  the  authority  of  the  Attorney-Gteneral)  for  the  revocation  of 
these  Patents.  At  that  date  neither  of  the  Patents  had  been  amended  as  shown 
above.  The  Petitioners  alleged  that  the  Patents  were  invalid  for  the  reasons 
set  forth  in  the  respective  Particulars  of  Objections. 

25  The  Particulars  of  Objections  to  Letters  Patent  No.  15,016  of  1901  alleged 
that  A.  D.  Klaber  was  not  the  first  and  true  inventor,  and  that  the  invention 
was  not  new.  A  number  of  alleged  anticipations  in  Specifications  and  instances 
of  prior  user  were  set  forth.  Common  general  manufacture  and  sale  and  use 
for  many  years  were  also  alleged,  and  it  was  denied  that  any  of  the  alleged 

30  inventions  claimed  in  any  of  the  claims  were  subject-matter. 

The  Particulars  of  Objections  to  Letters  Patent  No.  21,741  of  1901  were  as 
follows  : — "1.  The  said  A.  D.  Klaber  was  not  the  true  and  first  inventor  of  the 
"  said  alleged  invention  claimed  in  any  of  the  claims  of  the  Complete  Specifi- 
"  cation  of  the  said  Letters  Patent.    2.  The  said  invention  is  not  new."    The 

35  following  prior  publications  were  relied  on  : — {a)  British  Specifications  : 
Gestetner  (No.  1594  of  1888)  ;  HarUns  (No.  8805  of  1888)  ;  Morland  (No. 
3604  of  1900);  iT/aft^  (No.  15,01 6  of  1901);  and  the  American  Specification 
of  Dick  (No.  559,697) ;  (h)  the  manufacture  and  sale  by  the  Petitioners  at 
12  King  Street,  London,  of  stencil  sheets  combined  with  sheets  and  backing 

40  sheets,  wear  preventing,  ink  mark  preventing,  and  stencil  securing  devices ; 
{c)  by  the  manufacture,  use,  and  sale  by  the  Neoetyle  Manufacturing  Company 
Ld.  of  similar  devices ;  (d)  by  the  publication  and  circulation  of  the  Petitioners' 
pamphlet  entitled  ''  Hints  on  Duplicating  "  ;  {e)  by  the  common  general  manu- 
^cture,  sale,  and  use  of  similar  devices ;  (/)  by  the  continuous  manufacture, 

45  Sale,  and  use  of  paper  having  non-porous  holders  (to  prevent  ink  marking)  by 
the  Petitioners,  D.  Oestetner^  of  Cross  Street,  Islington,  and  other  traders ; 
iff)  ^y  ^^^  manufacture,  sale,  and  use  since*  February  1900  by  W,  Johnson  A 
Co,  Ld,,  of  67  King  William  Street,  London,  of  certain  backing  sheets  stitched 
to  carbon  papers^      3.  [Alleged  anticipation  of    seventh  claim.]      4.  *'None 

50  **  of  the  said  alleged  inventions  claimed  in  any  of  the  claims  of  the  Specification 
**  of  the  said  Letters  Patent  is  subject-matter  for  valid  Letters  Patent.  In 
"  addition  to  alleging  that  no  invention  sufficient  to  support  Letters  Patent  (in 
^  view  of  the  state  of  the  art  as  hereinbefore  disclosed)  is  to  be  found  in  any  of 
^  the  claims,  the  Petitioners  will  allege  that  Claim  7  is  a  claim  for  a  principle, 

55  *^  and  Claim  8  is  not  a  claim  for  a  combination  capable  of  being  protected  by 
^  Letters  Patent,  and  is  no  combination  at  all.    5.  The  said  alleged  inventions 
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**  claimed  in  all  the  claims  are  not  nseful.  6.  The  Specification  of  the  said 
*^  Letters  Patent  is  insafficient,  vague,  and  misleading,  in  that  (a)  no  description 
**  is  given  of  how  the  flap  B^  is  fastened  to  the  reproducing  machine,  nor  what 
**  type  of  reproducing  machine  is  intended  to  be  used ;  (b)  ^^  description  is 
"  given  identifying  by  name  or  drawing  what  reproducing  machine  is  to  be  5 
'^  used  to  enable  the  line  B  or  other  marks  to  be  placed  upon  the  stencil  paper, 
**  backing  sheet,  or  covering  sheet." 

On  the  18th  of  May  1903  application  by  a  Summons  was  made  by  the 
Patentee  for  leave  to  apply  at  the  Patent  Of&ce  for  leave  to  amend  the 
Specifications  of  the  foregoing  Letters  Patent  by  way  of  disclaimer.  The  10 
Summons  was  adjourned  into  Court,  and  on  the  28th  of  October  1903 
the  leave  to  apply  to  the  Patent  Office  was  granted  upon  the  ^  terms  that  the 
"  Applicant  shall  not  threaten  under  the  said  Letters  Patent  until  after  the 
^  1st  of  March  1904,  but  the  caution  printed  on  the  paper  as  now  sold  is  not  to 
"  be  deemed  a  threat,  and  no  action  is  to  be  brought  in  respect  of  paper  made  15 
^^  up  and  sold  in  the  manner  in  which  the  said  Petitioners  made  up  and  sold 
^  their  paper  before'  the  23rd  of  July  1901 ;  and  it  is  ordered,  that  the  said 
*^  Specification  when  so  amended  as  aforesaid  be  used  in  evidence  on  the 
^*  hearing  of  the  said  Petition  ;  and  the  Applicant  and  the  Petitioners  respectively 
**  by  their  Counsel  undertake  to  push  on  with  all  possible  despatch  the  said  20 
<<  amendment  proceedings,  and  also  after  amendment  the  said  Petition,''  with 
liberty  to  apply,  and  Petitioners  to  have  costs  of  the  application  in  any  event. 
The  proposed  amendments  were  set  out  in  the  Orders,  and  were  subsequently 
allowed  in  the  Patent  Office.    They  are  indicated  above  in  the  usual  way. 

The  Petition  came  on  for  hearing  before  Mr.  Justice  BUOKLBY.  25 

T.  Terrell,  K.C.,  and  A.  J.  Walter  (instructed  by  Pritchard,  Englefield 
Jt  Go.)  appeared  for  the  Petitioners ;  Moulton,  K.C.,  Aatbury,  K.C.,  and 
J.  H.  Gray  (instructed  by  Wilsonj  BristowSy  and  Carpmael)  appeared  for  the 
Respondent. 

Aatburyy  K.C.,  for  the  Respondent. — Much  time  was  spent  over  the  first  30 
invention,  but  it  was  at  once  superseded  in  practice  by  the  second.'  The 
tacky  substance  employed  never  dried,  and  the  same  backing  sheet  could  be 
used  many  times  over.     It  was  cheaper  and  more  effective  than  the  older 
processes,  and  is  therefore  subject-matter  for  a  Patent.    As  regards  the  second 
ratent,  the  whole  point  of  the  invention  is  that  accuracy  of  registration  and  35 
rapidity  of  production  are  secured.    There  is  a  tearing  strain  on  the  stencil 
paper  at  the  moment  of  the  impact  of  it  against  the  second  roller  behind  the 
printing  sheet  of  paper.    There  were  many  previous  attempts  made  to  get  over 
this  difficulty.    There  were  also  difficulties  with  regard  to  securing  the  correct 
registration  of  tha  stencil  on  the  duplicating  machine.    The  machine  itself  is  40 
the  subject  of  another  Patent.    In  this  case  the  invention  is  in  the  composite 
sheet.    The  line  of  impact  is  protected.    The  invention  has  been  a  success,  and 
millions  of  these  composite  sheets  lutve  been  sold.    Invention  may  consist  in 
anything  that  is  not  obvious  provided  that  it  produces  greater  cheapness  or 
greater  efficiency  in  the  particular  manu&cture  or  art  in  connection  with  which  45 
it  is  designed.    This  one  is  quite  a  simple  thing  when  it  is  done.    No  single 
anticipation  or  device  existed  in  which  the  arrangement  used  for  the  type- 
writer served  also  for  the  duplicator.     [Counsel  referred  in  detail  to  the 
Specifications  and  some  of  the  alleged  prior  publications.] 

Dugald  Clerks  the  Respondent,  and  other  witnesses  gave  evidence  in  support  50 
of  the  Patent 

MouUony  K.C.,  summed  up  the  evidence  for  the  Respondent.  There  are  no 
real  anticipations ;  none  of  those  alleged  were  effective  for  the  rapid  production 
of  copies.  Utility  is  not  to  be  measured  by  the  worst  form  of  the  invention, 
but  to  be  tested  by  the  man  who  wants  to  make  the  best  of  it.  This  invention  55 
can  be  used  both  in  the  typewriter  and  the  duplicator,  and  is  much  better  than 
anything  which  preceded  it    Five  thousand  copies  from  a  single  stencil  had 
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never  been  previongly  produced  under  ordinary  working  conditions.  Utility 
is  obvious.  The  sheet  can  be  used  quickly  and  put  on  properly  registered 
longitudinally  and  laterally  and  fixed  with  an  absolutely  equal  strain  along  the 
whole  edge.  Cracks  follow  the  line  of  greatest  strain.  The  strength  of  fine 
5  paper  without  unequal  strain  is  enormous.  The  protecting  sheet  is  stout,  and 
the  accurate  register  insures  equality  of  strain.  What  is  alleged  as  common 
knowledge  ?  Pianola  attachments  were  quite  difiEerent.  The  Kodak  film 
passed  through  a  slit  but  was  not  attached  thereto  ;  it  was  kept  in  place 
by  friction  and  there  was  no  longitudinal  registering.    There  was  no  previous 

10  case  in  which  the  fastening  device  was  on  the  paper  and  not  on  the  machine.  The 
registering  device  on  the  sheet,  by  means  of  the  line  B^  on  the  flap  coinciding 
with  D*  on  the  bar  of  the  machine,  is  entirely  new,  and  it  gives  a  broad  base  of 
support  to  the  paper.  The  real  strain  on  the  stencil  is  where  it  takes  the  lower 
roller  which  comes  in  contact  with  our  protecting  strip  and  attains  its  proper 

15  speed  before  it  reaches  the  frail  stencU  itself.  It  may  be  used  with  any 
rotary  machine  which  has  a  proper  method  of  fastening,  but  is  intended 
especially  for  ours.  [BUOKLBY,  J.— What  is  your  invention  ?]  Devising  a 
combination  of  stencil  paper  and  its  accompaniments  which  is  capable  of  being 
passed  through  a  typewriter  as  one  sheet  and  oC  being  fixed  correctly,  safely, 

20  and  rapidly  in  a  duplicator  by  the  prolongation  of  the  sheet  itself.  The  sub- 
ordinate integers  of  that  combination  are  novel  and  useful,  and  being  part  of  a 
useful  combination  are  subject-matter  for  a  Patent.  In  the  first  claim  the  novel 
part  is  described  in  the  last  line — ^the  overlapping  portions  "  substantially  as 
'*  and  for  the  purposes  described."    In  the  second  claim  the  tail  piece  and  one 

25  sheet  are  omitted,  but  the  essentially  useful  thing  is  still  there.  The  third 
claim  implies  a  triangular  part  which  is  fastened  and  folded  over.  The 
Patentee  gives  alternative  methods  of  making  it  when  there  is  no  other  sheet, 
but  he  never  suggested  leaving  the  stencil  sheet  without  protection.  A  stencil 
that  is  strong  enough  to  do  without  protection  would  be  an  infringement.    At 

30  page  3,  line  3  (ante^  page  2,  line  47),  he  mentions  the  object  and  intention 
of  his  invention.  Claim  3  is  for  the  article  "  substantially  as  and  for  the 
"  purpose  described  " — i,e.j  protecting  the  stencil.  He  has  claimed  the  mode 
of  fastening  as  it  is  included  in  his  description.  He  has  claimed  a  stencil  for 
the  purposes  described  of  a  particular  shape,  type,  and  construction — a  new 

35  article  for  the  purpose  of  being  fastened  to  a  machine.  It  is  novel,  useful,  and 
a  subordinate  integer  of  the  main  invention. 

T.  Terrelly  K.C.,  for  the  Petitioners. — The  first  Patent  was  for  a  very  incon- 
venient way  of  doing  a  certain  thing,  and  was  unsuccessful.  After  disclaimer, 
can  there  be  a  Patent  for  simply  leaving  out  the  folding  on  one  side  and  the 

40  other  ?  The  Patentee  has  merely  abandoned  the  folding  of -the  sides,  and  uses 
the  tacky  material.  There  is  no  substantial  invention — there  is  not  a  new 
manufacture  within  the  meaning  of  the  Statute.  The  second  Specification  has 
also  been  amended  by  disclaimer.  The  real  invention  has  been  specifically 
disclaimed.    It  was  for  the  method  of  attachment,  and  was  claimed  in  the 

45  seventh  claim.  The  claims  are  drawn  very  wide  in  every  direction.  The 
Patentee  cannot  mean  that  registration  is  the  essence  of  his  invention,  for  he 
gets  it  anyhow,  and  describes  modes  that  were  the  subject  of  previous  Patents. 
[BUCKLBY,  J. — I  do  not  see  that  is  material  at  all.  I  must  read  the  document ; 
I  cannot  give  it  another  construction  because  of  some  extraneous  fact.]     The 

50  Patentee  does  not  give  any  particular  method  of  registering.  The  "  purpose 
**  described  "  in  Claim  1  is  not  one  which  makes  the  overlapping  portion  the 
means  of  registering,  except  in  one  form.  If  the  sheets  are  superimposed  and 
not  stuck  together,  and  the  prolongation  is  on  the  backing  sheet,  it  cannot 
register.    The  Specification  is  nonsense,  it  shows  no  invention  at  all,  and  is  not 

fifi  bond  fide.    Claim  2  is  for  a  stencil  sheet  and  a  backing  or  covering  sheet 

fastened  or  not  together,  provided  with  a  part  such  as  BS  B*,  by  which  the 

'  stencil  sheet  may  be  fixed  to  a  duplicating  machine.    Claim  3  is  far  too  wide. 
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You  may  register  by  marks  or  lines  on  the  paper,  and  this  claim  is  for  a  sheet 
not  combined  with  any  particnlar  machine.  The  only  characteristic  mentioned 
is  that  the  sheet  will  go  through  a  slot.  It  is  a  claim  for  ever;  sheet  of  paper. 
B^  is  of  no  definite  shape,  and  is  simply  the  sheet  of  paper  itself.  The  term 
*'  prolongation  **  is  inaccurate,  and  merely  means  a  sheet  longer  than  that  what  5 
had  previously  been  used.  The  point  of  our  objection  is,  not  want  of  utility, 
but  want  of  subject-matter.  An  attachment  with  a  slot  is  no  new  thing,  the 
paper  is  passed  through  and  its  return  prevented  ;  a  common  device  in  Kodak 
rollers  and  printing  machines.  The  Respondent  made  a  machine  with  a  slot 
attachment  and  attached  the  sheets  by  an  old  method.  It  was  obvious  and  did  10 
not  require  thought  or  experiment. 

Evidence  was  given  by  Horatio  BoUomUy  in  support  of  the  Petitions. 

Walter  summed  up  for  the  Petitioners. — The  Specification  of  the  second 
Patent  was  amended  on  the  29th  of  April  1904,  after  presentation  of  this 
Petition.  The  first  original  claim  was  a  general  one — the  combination  of  the  l& 
sheets  with  "  overlapping  "  portions.  That  is  now  gone.  [^Aethuryy  K.C. — The 
unamended  Specification  cannot  be  looked  at  now.]  [Buckley,  J. — I  am  not 
construing  what  is  in  the  Specification  by  saying  it  must  mean  so-and-so  because 
something  has  been  taken  out.]  The  original  fifth  claim  was  the  same  as  the  first. 
The  original  seventh  claim  was  for  the  mode  of  attachment.  It  is  suggested  there  20 
remains  in  the  Spocificationaclaim  for  a  method  of  attaching  .the  stencil  sheet  to  the 
duplicating  machine.  That  was  in  terms  abandoned  by  the  disclaimer  of  the  old 
sevehth  claim.  \_A8thury^  K.C.,  objected.]  [Buckley,  J. — You  may  look  at 
what  has  been  struck  out  for  the  purpose  of  seeing  how  the  Patentee  disclaimed 
that  as  being  the  thing  you  were  claiming.]  That  is  all  I  referred  to  it  for.  25 
It  has  the  same  effect  as  before  in  his  claims,  as  if  he  had  said,  "  I  do  not  claim 
**  the  method  substantially."  [Aethuryy  K.C. — You  cannot  do  th^t  according 
to  the  Court  of  Appeal  in  Hattersley  v.  Hodgson  (21  R.P.C.  517).]  I  am 
following  Moser  v.  Maraderi  (13  R.P.C.  31)  in  the  House  of  Lords  at  page  376 
of  Mr.  lioherta*  book,  and  lower  down :  "  It  is  submitted  that,  tsdking  an  30 
*'  amended  Specification  as  the  basis,  one  may  look  at  the  unamended  form  in 
*^  order  to  see  the  limits  of  the  claim,  it  being  presumed  that  the  ofQcials 
*'  complied  with  the  law  and  that  the  claim  in  the  amended  Specification  has 
*'  not  a  wider  ambit  than  the  unamended  one."  [Buckley,  J. — The  Master  of  the 
Rolls  in  Hattersley  v.  Hodgson  referred  to  Inglis  v.  Buttery  (L  R.  3  App.  Cas.  35 
552)  and  not  to  Moser  v.  MarsdenJ]  None  of  the  subsequent  cases  have  altered 
in  the  least  degree  the  rule  Lord  n^atson  laid  down — that  you  are  entitled  to 
refer  to  the  unamended  Specification.  I  do  so  to  show  that  what  was  originally 
claimed  as  a  monopoly  has  been  abandoned.  The  combination  of  the  tab  with 
the  slotted  bar  was  abandoned  with  the  eighth  claim.  The  combination  of  the  40 
stencil  sheet  with  a  portion  of  its  backing  or  front  covering  sheet  has  been 
abandoned  with  the  ninth  claim.  [Buckley,  J. — If  I  do  not  read  anything 
deleted  at  all,  the  claims  are  for  what  they  have  called  **  cartridges."  There 
is  nothing  about  methods  of  attachment.]  Was  the  use  of  the  article,  so  noiade, 
novel  ?  Was  there  subject-matter  in  the  '*  cartridge  "  ?  There  is  evidence  that  45 
the  method  of  attaching  the  sheets  together  was  old.  If  not,  it  is  not  subject- 
matter  being  the  application  for  a  similar  purpose  of  similar  appliances  in  a 
similar  way.  There  was  an  old  similar  method  of  securing  blankets  on  cylinders 
in  printing  machines.  The  envelope  flap  on  the  covering  sheet  is  useless.  The 
combination  claimed  is  useless.  If  the  second  claim  is  only  for  the  stencil  and  50 
covering  sheets  then  there  is  no  protection  on  the  pick  up  line.  The  third 
claim  is  too  wide.  It  is  merely  for  a  piece  of  paper  so  cut  that  it  can  be 
fastened  into  the  slot.  The  fourth  claim  is  for  a  thing  that  is  useless  in  a  type- 
writer as  there  is  no  front  sheet.  The  alleged  invention  is  wanting  in  utility, 
novelty,  and  subject-matter.  55 

Astburyy  K.C,  in  reply. — Claims  raised  by  amendment  cannot  be  read  for 
any  purpose.    Moser  v.  Marsden  {supra)  only  decided  that,  after  an  amendment 
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has  been  allowed,  the  objection  cannot  be  taken  that  the  claim  has  been  enlarged 
by  amendment  (per  Lord  Daveyy  13  R.P.C.  33).  The  decision  went  no  further. 
In  Hattersley  v.  Hodgson  (21  R.P.C.  517)  a  particular  passage  in  the  Specifi- 
cation had  been  struck  out  by  an  oversight,  but  not  the  corresponding  diagrams. 
5  The  Plaintiffs  read  the  diagrams  into  the  remaining  portion,  and  the  Court 
held  they  could  not  be  prevented  from  so  construing  the  Specification  by  any 
reference  to  the  part  struck  out.  The  first  claim  must  be  read  as  if  there  were 
no  other  claim  there.  No  argument  can  be  f  oanded  on  what  has  been  struck 
out.    The  third  claim  is  subject-matter  even  if  protection  be  not  included.    It 

10  is  novel  and  useful.  Comparative  utility  is  not  the  test.  The  authorities  on 
utility  of  parts  of  useful  machines  are  collected  on  page  142  of  Mr.  FrosVs 
book.  A  mere  scintilla  of  invention  will  suffice  to  support  a  Patent  {Frost  27) 
and  d  fortiori  in  the  case  of  claims  to  subordinate  integers. 

BuCKLBY,  J. — I  have  to  adjudicate  upon  two  Petitions  for  revocation  of  two 

15  Patents  (No.  15,016  of  1901  and  No.  21,741  of  1901),  both  granted  to  Augustus 
David  Kldber.  They  are  Patents  which  have  to  do  with  stencil  sheets  which 
are  used  for  the  purpose  of  producing  a  large  number  of  copies  of  any  document 
which  it  is  desired  to  reproduce. 

I  am  going  to  deal  with  the  latter  Patent  first,  because  it  is  the  only  one 

20  which  in  my  judgment  raises  any  real  questions  of  difficulty,  and  it  is  the  one 
which  has  really  been  the  subject  of  the  controversy  before  me.  The  problem 
which  the  inventor  set  about  to  solve  was  of  this  description.  It  was  a  common 
and  known  thing  to  have  what  is  called  a  stencil  sheet,  which  is  a  waxed  sheet 
of  paper  interpolated  between  a  covering  sheet  and  a  backing  sheet,  and  using 

25  that  compound  sheet  for  the  purpose,  first,  of  passing  it  through  a  typewriter. 
In  the  typewriter  the  operation  was  this.  The  keys  of  the  typewriter  were 
operated  in  the  usual  way.  The  type  struck  the  covering  sheet.  The  object  of 
that  sheet  was  to  prevent  the  wax  of  the  stencil  sheet  coming  upon  the  types 
of  the  typewriter  and  fouling  them.     It  then  struck  the  stencil  sheet  which 

30  lay  below  on  the  backing  sheet,  and  thus  drove  the  wax  out  of  the  stencil  sheet 
at  the  places  where  the  type  had  struck.  You  thus  got,  what  I  may  call  holes 
in  the  stencil  sheet,  corresponding  with  the  points  of  impact  of  the  types  of  the 
typewriter.  They  were  not  holes  which  pierced  the  sheet,  but  they  were  places 
where  the  >\rax  was  so  removed  that,  if  you  ran  ink  over  the  wax  of  the  stencil 

85  sheet,  it  passed  through  what  I  have  called  the  holes,  and  thus  imprinted  the 
lettering  on  a  sheet  of  foolscap  below.  When  the  stencil  sheet  had  thus  been 
prepared  in  the  typewriter  it  was  introduced  into  a  duplicator,  and  in  the 
duplicator  the  process  was  that  which  I  have  described.  There  was  an  ink  roller 
and  a  pressure  roller.   Between  those  two  the  stencil  sheet  was  operated  upon  with 

40  reference  to  a  sheet  of  foolscap  which  was  below  it.  The  ink  passed  through 
what  I  have  called  the  holes  in  the  stencil  sheet,  and  you  got  your  copy.  That 
was  the  problem. 

By  this  Patent  (No.  21,741)  the  Patentee  claims,  in  my  opinion,  that  which 
I  am  going  to  describe  in  a  very  few  words.    He  claims  either  a  single  sheet 

45  or  a  combination  of  sheets,  two  or  three  in  number,  which  single  sheet,  or 
one  of  which  combination  of  sheets,  shall  have  at  one  end  a  flap,  which  he  calls 
B^,  capable  of  being  used,  and  intended  to  be  used,  for  passing  through  a  slot 
in  a  duplicator,  and  then  fixed  by  being  turned  back  and  fastened  by  adhesive 
substance  to  itself.    If  that  be  correct  and  exhaustive,  it  will  be  found  that 

50  that  which  he  claims  is  not  a  machine,  or  any  sort  of  machine.  The  only 
reference  to  the  machine  is  that  he  says  :  "  The  thing  that  I  claim  is  a  thing  to 
"  be  used  on  a  machine,  and  on  a  particular  sort  of  machine,'*  but  there  is  no 
Patent  for  the  machine  in  any  sense.  Again,  if  I  am  right,  there  is  no  Patent 
for  the  method  of  attaching  to  the  machine.    Here  I  am  not  founding  myself 

55  upon  the  fact  that  Claim  7  is  struck  out ;  I  am  simply  reading  that  which  is 
left,  and  I  do  not  find  the  Patentee  anywhere  claims  the  method  of  attach- 
ment.   He   claims  the  thing  which  is  to  be  attached,  and  he  indicates  a 
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way  in  which  it  may  be  attached,  but  the  thing  which  he  claims  is   the 
combination. 

Now  with  that  I  am  going  to  take,  first,  the  case  which  is  most  in  favour  of 
the  Patentee,  as  I  conceive,  that  in  which  it  is  a  combination — not  a  singrle 
sheet — and  the  combination  is  one  of  three  sheets.    They  are  a  covered  sheet,    5 
a  stencil  sheet,  and  a  backing  sheet.    As  regards  those  several  parts,  he  describes 
the  backing  sheet  of  what  I  may  call  four  parts.     In  the  first  place,  a  footpiece, 
which  he  calls  B^  on  his  Figures.    I  dismiss  this  at  once  by  saying  that  really 
nothing  turns  upon  it.     He  says  at  page  5,  line  28  {ante^  page  5,  line  23) 
that  you  may  dispense  with  it,  and,  as  I  will  show  when  I  come  to  the  claims   10 
presently,  it  does  not  occur  in  many  of  them.    The  only  function  and  object  of 
this  footpiece  is  this— it  is  found  that,  after  you  have  put  the  stencil  sheet  on 
the  duplicator  and  begun  to  operate  it,  the  ink  after  a  time  is  apt  to  be  forced 
out  at  the  foot  and  you  get  an  overflow,  and  you  stain  your  paper  by  ink  which 
is  not  meant  to  come  there.    In  order  to  prevent  that,  it  was  long  before  IMS  15 
the  practice  to  put  at  the  foot  a  bit  of  thicker  paper  of  some  kind.    That  well- 
known  piece  of  paper  is  found  on  this  backing  sheet  in  a  form  in  which  you 
can  easily  tear  it  off.    The  Patentee  says  that  if  you  used  a  separate  piece  of 
paper  you  were  apt  not  to  have  it  at  hand  at  the  moment,  or  you  lost  it,  or 
something  of  that  kind.    He  says  :  "  Here  it  is  ready  for  you ;  you  have  it  20 
**  here."    That  is  the  beginning  and  the  end  of  what  I  call  the  footpiece.  There  " 
is  nothing  in  it  for  the  purpose  of  the  Patent  at  all.    The  next  portion  is  what 
I  may  call  the  body  of  the  backing  sheet,  the  main  piece  which  lies  behind  the 
stencil  sheet,  whose  function  is  to  receive  the  wax  which  is  driven  off  the 
stencil  sheet  by  the  operation  of  the  typewriter.    That  plays  its  part  in  the   26 
typewriter.    When  it  has  played  its  part  the  Patentee  says  :  "  You  do  not  want 
•*  it  any  more  ;  tear  it  off ;  and  I  will  make  some  perforations  across  the  top  for 
"  you  to  tear  it  off."    There  is  the  end  of  that  piece.    It  is  simply  an  easily 
removable  well-known  backing  sheet.    The  third  piece  is  called  in  the  Figures 
B^.    This  lies  near  what  I  may  call  the  head  of  the  sheet  and  beyond  the  point  30 
at  which  writing  has  been  impressed  by  the  typewriter.     Its  function,  as 
described  by  the  Patentee  in  his  Specification,  is  protection.    When  you  come 
to  operate  on  the  stencil  sheet  in  the  duplicator,  and,  of  course,  bring  pressure 
upon  it  many  times  in  succesbion,  as  often  as  you  take  a  print,  there  is  in  the 
machine  which  the  Patentee  uses  an  impact  of  the  pressure  roller  against  the  35 
ink  pad.    There  is  a  blow,  more  or  less  a  shock,  according  to  whether  you  do 
the  work  very  rapidly  or  more  slowly.    That  blow  upon  this  delicate  stencil 
paper  produces  wear — it  injures  it ;  it  may  make  cracks  through  which  the  ink 
will  flow,  and  again  it  may  drag  it  by  pulling  it  from  under  the  attachment, 
whatever  it  is,  by  which  it  is  fastened  to  the  duplicator,  and  then  you  get  into  40 
difficulties.    The  function  of  that  piece  is  protection.    This  protection  again 
was  a  perfectly  well-known  thing  for  years.    It  was  used  in  the  old  frame 
machines,  and  afterwards  in  the  old  rotary  duplicator.    When  they  found  this 
difficulty,  it  was  a  well-known  thing  to  put  another  piece  of  paper  there  to 
receive  me  blow  and  save  the  stencil  paper  from  the  blow.    What  the  Patentee  45 
has  done  here  is  to  put  this  bit,  B^,  into  the  combination,  which  is  suggested  in 
his  Specification,  in  such  a  place  as  that  it  will  necessarily  be  there — a  good  thing 
to  do,  it  appears  to  me,  as  far  as  it  goes — but  I  will  show  presently  that  the 
provision  of  protection  in  that  way,  so  far  as  I  can  see,  is  no  part  of  the  inven- 
tion which  he  claims.    The  fourth  part  is  the  only  part  of  that  portion  of  the  50 
thing,   I  am  describing,  which  is  found  in  all  his  claims — in  all  the  combi- 
nations or  single  sheets  to  which  he  addresses  himself  in  his  claims.     It  is  called 
in  the  Figures  B^.    It  is  a  flap.    It  is  shown  in  the  Figures  as  a  triangular  thing 
like  the  flap  of  an  envelope.    Nobody  says  that  he  is  bound  to  a  triangular  thing ; 
it  might  have  been  the  segment  of  a  circle,  or  it  might  have  been  half  of  an  55 
octagon,  or  it  might  be  any  shape  that  is  convenient  for  the  purpose.    A. 
triangular  shape  is  very  good  ;  if  you  want  to  thread  something  through  a  slot 


Vol.  XXII.,  No.  L]      AND  TRADE  MARK  CASES.  13 

In  the  Matter  of  Klaber*8  Patents. 

it  is  perfectly  obvionB  to  everybody  that  if  yon  have  it  ending  in  a  point,  or 
something  resembling  a  point,  it  will  go  through  more  easily  than  if  the  thing 
that  yon  pass  throngh  were  the  whole  width  of  the  slot.  That  thing,  B^  is 
found  in  all  these  claims,  and  it  is  the  only  thing  which  is  found  in  all  these 
5  claims. 

I  think  I  have  exhausted  my  description  of  the  backing  sheet.    The  next 

thing  you  come  to  is  the  stencil  sheet  itself,  and  above  that  is  the  covering 

sheet.    I  am  going  to  look  at  the  claims  for  the  purpose  of  seeing  what  it  is 

that  you  find  is  reproduced  and  claimed  by  the  several  claims.    If  you  take 

10  the  fifth  claim  first,  you  will  find,  I  think,  that  that  is  the  largest.    That  is  for 

^'  the  complete  stencil  backing  and  covering  sheets  substantially  as  described 

"  and  illustrated  in  the  accompanying  drawings.*'    Here  I  pause  for  the  purpose 

of  saying  something  which  shows  to  me  the  difference  between  Claim  5  and 

Claim  1.    He  describes  in  his  Specification  that  these  three  sheets  may  be, 

15  not  must  be,  gummed  together  or  caused  to  adhere  somehow  or  other  at  that 

end  of  the  backing  sheet  which  is  B^,  at  the  end  next  the  fiap,  but  they  need 

not  be  attached  at  all.    He  says  at  page  i,  line  42  (antey  page  4,  line  36), 

that  it  may  be  simply  superposed  without  attachment.    So  that  Claim  5  is  a 

claim  for  these  several  sheets  with  all  the  parts  which  I  have  described  ;  they 

20  are  all  in  this  case,  I  imagine,  not  necessarily  attached  at  all,  but  simply  super- 

_posed.    If  you  take  Claim  1,  that  is  a  claim  in  which  you  are  to  have  three 

sheets— «  covering  sheet,  a  stencil  sheet,  and  a  backing  sheet — and  the  Patentee 

says  in  that  claim  that  the  three  sheets  are  to  be  connected  together.    I  am  not 

clear  what  he  means  by  that,  because  he  says  in  his  Specification  that  they  may 

25  be  simply  superposed.    You  might  speak  of  them  as  being  connected  together  if 

they  were  simply  superposed,  and  then,  as  was  common  before,  say  the  top 

edge  and  the  bottom  edge  of  the  backing  sheet  were  folded  over  the  stencil 

sheet  and  the  covering  sheet.    They  would  be  connected  in  a  sense.    He  does 

not  say  that  they  are  to  adhere  ;  but  assume  that  he  means  in  the  first  claim 

30  that  they  are  to  be  physically  connected  somehow  or  other  by  being  so  caused 

to  adhere  that  they  cannot  part  without  violence.    He  has  not  said  that  in 

Claim  5,  but  he  has  said  it  in  Claim  1.    I  will  assume  that  in  Claim  1  he  means 

connected  in  that  way.    Then  Claim  1  is  for  these  three  sheets  thus  adhering 

together,  if  that  is  what  he  means,  "  one  of  them  being  provided  with  over- 

35  "  lapping  portions  at  top  and  bottom  substantially  as  and  for  the  purpose 

"  described."    That  is  to  say,  it  is  to  have  the  bottom  or  f ootpiece  B'^,  and  it  is 

to  have  the  flap  B*.    So  far  so  good.    In  this  I  think  one  must  take  it  that  he 

means  to  have  b6th  6^  and  B'  as  well  as  B^.    He  does  not  mention  them  by 

number,  but  he  refers  to  the  body  of  his  Specification  and  they  are  all  to  be 

40  found  there,  so  I  assume  that. 

In  the  second  claim  there  are  only  two  sheets.  There  is,  of  course,  the  stencil 
sheet,  and  there  is  to  be  used  with  it  either  the  covering  sheet  or  the  backing 
sheet,  but  not  both.  In  this  combination  there  are  B^  and  B'.  I  notice  he  has 
dropped  B^ ;  nothing  turns  on  B'^  I  think.  But  this  must  have  B*  and  B^ — 
45  that  is  to  say,  it  must  have  B*,  the  protection  bit,  and  it  must  have  B*,  the  flap. 
Those  things  may  be  upon  either  one  of  the  two  sheets  which  he  is  here 
describing.  In  Claim  3  he  has  only  one  sheet,  that  is  the  stencil,  of  course ; 
he  cannot  do  without  that.  This  is  the  stencil  sheet  alone,  and  now  I  notice 
that  he  has  no  B^ ;  he  has  only  a  flap  B^ ;  he  has  nothing  left  now  out  of  the 
50  various  things  I  have  been  describing  in  the  backing  sheet  except  the  flap.  The 
flap  he  says  may  be  either  part  of  the  covering  sheet  or  part  of  the  stencil  sheet, 
but  in  that  case  there  is  no  protective  piece ;  there  are  two  sheets  and  a  flap. 
Claim  4  is  again  two  sheets,  but  this  time  the  covering  sheet  is  dropped.  This 
is  the  stencil  sheet  and  the  backing  sheet ;  under  certain  circumstances  "  You 
55  *'do  not  want  it,"  he  says  ;  "  if  you  are  not  using  a  typewriter,  but  are  using  a 
"stylus,  you  can  do  without  it."  This  is  addressed  I  suppose  to  that,  so  that  in 
Claim  4  you  have  one  of  the  two  cases  of  Claim  2,  {or  Claim  2  is  the  stencil,  either 
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with  the  backing  or  the  coyer,  and  Claim  4  is  the  stencil  with  the  backing',  and 
now  he  says  that  in  this  combination  yon  are  to  have  a  backing  sheet  com- 
prising two  or  more  separable  portions— that  is  to  say,  "  Ton  may  have  two  of 
'*  these  four  things  which  I  have  described,  or  three  of  them,  or  four  of  them,  one 
"  portion  being  adapted  for  securing  the  stencil  in  the  duplicating  machine  5 
"  substantially  as  and  for  the  purpose  described."  Here  again  I  find,  as  I  do 
in  Claim  3,  that  there  need  not  be  any  B^  at  all,  no  protective  bit,  but  there 
must  be  one  portion  for  securing — that  is  to  say,  there  must  be  a  B*. 

Having  travelled  through  tlmt,   I  think  I   have  shown  that  the  Patentee 
claims,  as  I  started  by  saying— either  a  single  sheet,  or  either  two  or  three   10 
sheets,  but  not  more  in  number,  and  that  the  essential  thing  is  that  one  must, 
in  every  case,  have  a  B^,  but  one  need  not  have  any  more.    He  claims  all  that. 
That  being  so,  let  me  just  try  to  summarise  what,  as  it  seems  to  me,  he  does  not 
claim.    In  the  first  place,  he  does  not  claim  a  machine  at  all ;  in  the  next  place, 
he  does  not  claim  any  kind  of  sheet  to  be  used  iii  any  kind  of  machine.     His  15 
sheet  is  a  sheet  to  be  used  in  a  slot  machine,  so  that  it  is  narrow,  at  any  rate. 
He  does  not  you  say  use  a  different  method  of  attachment ;  he  describes  a 
sheet    to  be    used  in   a   slot    machine.     Next    his  invention    is   not    of    a 
method  of  attachment;  it  is  an  invention  of  a  thing  to  be  attached  in   a 
particular  way.    Thirdly — this  is  a  new  matter  which   I  am  coming  to—  20 
registration.      By  registration   is  meant    ensuring    that    your    stencil    sheet 
is  so  attached  to  your  duplicator  as  that  the  relative  position  of  the  stencil 
and  the  foolscap  sheet  upon  which  it  is   to  print  shall  be  accurate.     Yon 
want    to    ensure  a  certain  relative   position   of  the  one  to   the  other.     To 
effect  this  registration  there  are  three  means,  I  think,  that  are  pointed  out,  and  25 
which  are  possible.    One  way  is  this  :  He  says  at  a  particular  point,  let  the 
sheet  which  you  are  threading  through  the  slot  become  thicker  so  that  it  will 
not  pass  further  through  the  slot.    Pass  your  flap  B^  through  the  slot  and  draw 
upon  it,  and  draw  until  you  cannot  draw  any  more,  because  the  thing  is  too 
thick  to  come  through.    You  will  thus  get  an  automatiq  government  of  the   30 
position  of   the    stencil    sheet,  and  if   your   thickening  is  so  placed  as  to 
ensure    the    right    result   you  will    obtain  registration.    That  is  quite  true. 
That  is  the  first  method.    The  second  method  is  this :  If  you  provide  your 
sheet  with  a  shoulder — let  me  suppose  it,  in  the  first  instance,  to  be  a  shoulder 
at  right  angles  to  the  length  of  the  sheet — ^at  a  particular  point,  and  let  the  rest  35 
of  your  flap  be  of  a  width  less  than  the  length  of  the  slot,  and  again  you  draw 
it,  of  course  when  you  reach  the  shoulder  you  will  automatically  ensure  a 
particular  position  of  the  sheet.    That  will  do.'  Neither  of  those  two  operations 
requires  any  use  of  the  eye ;  a  blind  man  could  do  it  as  well  as  a  man  who 
could  see.    The  other  two  methods  I  am  going  to  describe  are  not  of  that  40 
character.    The  third  method  may  be  this.    Suppose  your  flap  is,  as  he  shows 
it  to  be,  triangular  in  shape.    You  pass  the  triangle  through  the  slot  and  you 
draw  upon  it,  and  the  triangle  is  of  such  dimensions  as  that  the  length  of  the 
slot  will  arrest  further  pulling  at  a  particular  point.    If  you  can  then  ensure  that 
your  triangle  shall  be  an  isosceles  triangle,  you  will  have  placed  your  sheet,  of  45 
course,  in  a  particular,  defined  position.    The  Patentee  draws  a  line  for  you  on 
the  machine  and  says :  "  Now  put  the  apex  of  your  triangle  on  to  that  line  ; 
"  that  will  produce  you  an  isosceles  triangle  " — I  do  not  say  he  uses  those  words, 
but  this  is  what  he  means — "  and  your  sheet  will  be  in  the  right  position." 
That  is  quite  true.    That,  you  will  notice,  is  not  a  mere  physical  method,  an  50 
automatic  method,  of  placing  the  sheet,  but  requires  the  use  of  the  eye.    You 
must  put  the  apex  of  yonr  triangle  in  a  defined  place  to  arrive  at  the  right 
result.    The  last  is  this — never  mind  whether  your  triangle  is  too  wide  or  not 
too  wide  for  the  length  of  your  slot ;  pass  it  through  the  slot ;  have  a  line  at 
right  angles  to  the  length  of  the  stencil  sheet,  and  make  that  coincide  with  a  55 
similar  line  drawn  on  the  machine,  or  have  a  line  drawn  in  the  direction  of  the 
length  of  the  stencil  sheet  and  tpke  care  that  that  coinoides  with  a  line  drawn 
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on  the  machine  ;  and  equally,  of  course,  you  will  arrive  at  an  accurate  placing 
of  the  stencil  sheet  with  reference  to  the  machine.  In  that  case  it  is  purely  a 
matter  for  the  eye. 
I  want  to  show  from  the  Specification  next  what  are  the  Patentee's  views  as 
5  regards  registration — ^how  you  are  to  do  this  thing  to  ensure  the  position.  That 
will  be  found  in  the  first  place  at  page  3,  line  30.  He  says  :  "  The  portion  of 
"  the  backing  sheet  which  normally  overlaps  the  top  of  the  prepared  stencil 
**  sheet  is  intended  to  be  passed  through  the  slot  in  this  bar  on  the  machine, 
^'  and  when  so    passed  through  is  drawn  upon  until  the  stencil  sheet  lies 

10  "  in  the  proper  place  as  determined  by  registering  lines  or  other  marks 
"  or  by  a  limiting  projection  on  the  stencil  sheet  or  backing  which  prevents 
"  the  flap  being  drawn  too  far."  I  think  that  there  be  meant  the  shoulder 
which  I  described,  but  the  words  are  capable  of  meaning  either  the  shoulder  or 
the  additional  thickness  ;  you  may  call  the  additional  thickness  a  projection  in 

lo  a  sense  ;  but  it  does  not  matter,  because  he  describes  it  later.  For  the  purpose 
of  my  observation  what  is  material  here  is,  that  you  may  place  this  according 
to  the  Patentee's  description,  **  by  registering  lines  or  other  marks  " — that  is  to 
say,  it  is  simply  by  the  use  of  the  eye  with  reference  to  indications  which  are 
placed   upon  the  duplicating  machines.    The  next  passage  is  at  the  top  of 

20  page  5  :  "  The  flap  is  pulled  upon  until  the  sheet  is  in  proper  position,  and  it  is 
"  then  folded  round  the  bar  D  and  fastened  down  on  to  the  sheet  by  means  of 
"  adhesive  substance  B^®  placed  along  its  edges  or  otherwise.  To  prevent  the 
^'  flap  being  drawn  too  far  through  the  slot,  and  to  determine  the  exact  place 
^^  where  the  edge  of  the  flap  is  to  be  fastened  down,  the  slot  is  made  of  such  a 

25  "  width  that  it  only  permits  one  thickness  of  the  paper  to  pass  freely  through 
^^  it,  so  that  the  top  of  the  stencil  sheet  forms  a  limiting  stop,  or  some  other 
"  device  such  as  a  line  or  other  indicating  mark  may  be  applied  to  the  backing 
"  or  stencil  sh,eet  for  this  purpose."  Now  here  he  has  plainly  described  the 
thickening  stop.    Where  the  stencil  sheet  is  gummed  on  to  the  backing  sheet 

30  the  thing  will  be  thicker,  he  says,  and  the  top  of  the  stencil  sheet  forms  a 
limiting  stop.    The  slot  is  no  longer  wide  enough  to  allow  it  to  pass.    But  again 
he  adds,  "  Or  some  other  device  such  as  a  line  or  other  indicating  mark." 
"  Having  pointed  that  out,  it  seems  to  me  that  what  he  says  is  :  "  According  to 
"  my  method  you  may  register  in  any  way  you  please  out  of  these  various  things 

35  *'  that  I  suggest  to  you.  You  may  register  by  the  shoulder,  you  may  register 
'*  by  the  increased  thickness  of  the  sheet,  you  may  register  by  your  triangle 
**  being  of  such  dimensions  as  that  at  a  particular  point  it  will  not  pass  further 
"  and  then  you  are  to  centre  the  apex  of  your  triangle  on  a  line,  or  you  may 
"  register  by  lines  alone."    Now  is  it  in  this  registration  that  his  invention 

40  consists  ?  I  answer,  No ;  and  I  add  this.  If  he  is  claiming  this  regis- 
tration, then  he  is  claiming  a  registration  which  was  perfectly  feiniliar 
before.  Of  course  anybody,  if  he  wants  to  put  one  thing  accurately  down  upon 
another,  may  use,  and  frequently  does  use,  the  device  of  making  a  mark  upon 
the   one   coinciding   accurately    with    a  mark  upon  the  other.    So  it  is  not 

45  registration  that  is  his  point.  Then  is  it  protection  that  is  his  point  ? 
Again,  No.  Why  ?  Because  the  part  of  his  combination  which  is  to 
ensure  protection  is  B^  There  is  no  B^  in  Claim  3 ;  there  is  no  B^  in  Claim  4. 
Therefore  he  is  claiming  the  particular  sheet,  or  two  sheets,  described  in  those 
two  claims  without  the  protective  piece.    It  cannot  be  protection.    I  may  add 

50  that  if  I  came  to  the  other  conclusion  that  it  was  protection,  then,  according  to 
the  evidence,  he  has  indicated  for  the  purposes  of  protection  in  some  of  his 
cases  that  which  it  is  proved  to  me  really  would  not  be  a  protection  at  all.  It 
IB  in  the  cases  at  which  he  uses,  at  pi^e  5,  line  38  (ante^  page  5,  line  33), 
the  covenng  sheet  as  being  a  thing  which  is  to  bear  the  flap  B^     He  says : 

'55  **  Instead  of  being  attached  to  or  forming  part  of  the  backing  sheet,  the  part  by 
**  which  the  stencil  sheet  is  connected  to  the  bar  in  the  duplicating  machine, 
'  and  that  which  protects  the  stencil  along  the  pick  up  line  may  be  formed  as 
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**  part  of  the  covering  sheet,  or  may  be  conneoted  thereto.**    I  do  not  rely  ou 
those  words ;  that  might  be  a  thicker  thing,  but  "  may  be  formed  as  part  of 
"  the  covering  sheet."    There  he  is  proposing  to  protect  by  simply  duplicating 
the  tissue  paper,  which  upon  the  evidence  would  be  insufficient.    The  other 
case  is  contained  between  lines  47  and  56,  where  he  uses  a  duplication  of  the  5 
stencil  sheet.    At  line   51  {antey  page  5,  line  45),  he  says:  '^When  the  flap 
"  forms  part  of  the  stencil  sheet  an  additional  piece  of  paper  or  other  suitable 
^'  material  may  IbQ  permanently  attached  to  the  stencil  sheet  to  protect  it  on  the 
^'  pick  up  line  in  the   duplicating    machine,  or  part    of  the   stencil    sheet 
'^  may    be  coated    with    some    protective    substance    or    composition."      It    10 
seems  to  me  that  his  point  does  not  lie  in  the  protection.    Then,  as  I  have 
shown  already,  it  does  not  lie  in  the  bottom  flap  W.    That  being  so,  what  is  the 
invention  which  he  puts  forward  as  that  which  he  claims  ?    It  seems  to  me  to 
be  anything  consisting  of  one,  two,  or  three  sheets,  such  as  described,  which 
has  a  flap  B^ ;  and  that  whether  there  is  protection  or  not,  for  many  of  the  15 
claims  do  not  contain  B^ ;  whether .  there  is  registration  by  physical  control  or 
not,  for  the  registration  by  alignment  is  excluded ;  and,  lastly,  whether  the 
sheets  are  connected  or  not,  for  they  may  be  simply  superposed  without  being 
connected.    How  can  a  Patent  of  that  width  be  maintained  for  anything  of  that 
description  ?    He  endeavours  to  say  that  the  joining  of  these  all  together  at  the  20 
head  was  useful  because  it  kept  them  in  an  apt  position  for  the  typewriter  and, 
again,  for  the  duplicator.    That  of  course  was  old ;  it  was  used  in  the  carbon 
sheets  which  were  all  bound  together  at  the  head  for  the  purpose  of  being  pat 
in.    What  is  there  new  in  simply  devising  a  triangular  or  other  flap  at  the  end 
of  a  sheet  of  paper,  and  then  using  any  one  of  several  well-known  means  of  25 
insuring  its  taking  a  particular  position  ?    I  confess  I  cannot  find  anything. 
I  may  add  that  as  regards  Claims  2  and  3  I  have  heard  no  evidence  at  all  that 
they  are  either  possible  or  useful.    All  the  evidence  has  been  adduced  to 
Claim  1,  where  you  have  the  three  sheets,  but  as  regards  Claims  2  and  3  I  have 
no  means  of  knowing  that  they  will  work  at  all.    Then  the  Patentee  may  say  :  30 
"  Ah,  but  those  are  only  subordinate  integers  ;  they  are  not  really  of  the  essence 
"  of  the  thing."    I  fail  to  see  it.     It  seems  to  me  that  Claims  2  and  3  are  of 
equal  rank  in  point  of  dignity  with  Claim  1.    It  is  one  just  as  much  as  the 
other. 

The  outcome  of  all  this  is  that,  so  far  as  I  see,  the  whole  thing  was  old  except  35 
the  method  of  attachment.  Now,  as  I  have  said,  it  is  not  the  method  of  attach- 
ment which  the  Patentee  claims  ;  but  it  is  a  combination  which  he  claims. 
I  think,  therefore,  that  the  Patent  fails — first,  because  there  is  no  subject- 
matter.  Assuming  I  am  wrong  upon  that,  I  think  that  it  fails  because  it  claims 
all  sorts  of  things  which  were  old.  It  would  be  au  infringement  of  this  Patent,  40 
if  it  be  a  valid  Patent,  to  do  a  great  number  of  things  which  were  old. 
On  that  ground  it  must  fail,  and  also,  as  regards  Claims  2  and  3,  I  have  no 
evidence  at  all  that  they  are  useful.  I  think,  therefore,  the  Patent  fails  and 
must  be  revoked. 

I  can  deal  in  very  few  words  with  the  other  Patent  (No.  15,016).    There  45 
the  Patentee  has  four  sheets — a  covering  sheet,  a  stencil  sheet,  a  back  pro- 
tecting sheet,  and  a  backing    sheet.     He  says :  '^  I  suggest  that  you  should 
"  make  a  pocket  of  the  first  and  third  of  those  protecting  sheets  by  making 
"  them  in   one  piece  with  a  fold  at  the  bottom,  or  that  you  should  make 
<<  a  pocket  of  the  first  and  third  by  sticking  them  together  with  something  50 
•*  or  other,  so  that  if  you  want  to  open  them  you  can  open  them,  or  that 
"  you  should  make  a  pocket  of  the  first  and  fourth  of  these,  leaving  the 
'^  second  and  third  to  lie  within  tl^em,    and  that  you  should  do    that    by 
*^  a  material  which  can  be  easily  opened  again  to  make  a  correction  which 
"  you  may  want  to  make.    If  you  are  minded,  let  the  first  and  the  third  55 
•*  be  connected  by  a  fold  at  the  top" — which  to  my  mind  has  nothing  to  do 
with  it  at  all ;  why  he  adds  that  J  do  not  know  at  ^U — "  or,"  he  says,  *'  let  the 
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pocket  between  the  first  and  the  third  by  way  of  a  fold,  adhesive  if  you  like, 
be  at  the  side  instead  of  at  the  bottom/'  He  first  disclaims  ''  enclosing  stencil 
"  and  projecting  sheets  by  means  of  a  large  sheet  having  all  four  edges  folded 
"  over  and  any  arrangement  which  involves  folding  of  the  enclosing  sheet 
5  *'  along  intersecting  lines.'"  Then  what  he  claims  is  this  :  '^  The  combination 
**  with  an  enveloped  stencil  sheet  of  a  backing  sheet  provided  with  adhesive 
^'  material  as  and  for  the  purpose  described  " ;  and,  secondly,  *^  In  a  stencil 
'^  sheet  for  duplicating  purposes  the  combination  with  the  stencil  sheet  and  its 
^'  back  protecting  sheet  of  a  front  protecting  sheet  and  a  backing  sheet  of 

10  ^*  greater  length  than  the  stencil  sheet  and  its  protecting  sheet,  the  backing 
^*  sheet  being  provided  with  an  adhesive  material  substantially  as  aud  for  the 
**  purpose  described."  The  function  of  this  thing  ends  with  the  typewriter. 
It  has  nothing  to  do  with  the  duplicator,  and  the  whole  result  of  it  is  that 
the  Patentee  says,  as  it  seems  to  me :  "  You  have  got  some  things,  various 

15  "  pieces  of  paper,  which  you  want  to  observe  the  same  relative  position  ;  well 
"  you  can  do  it  by  sticking  them  together."  He  says  :  *'  Inasmuch  as  you  may 
'*  want  to  get  at  the  inside  afterwards,  use  a  tacky  material  which  you  can 
"  open."  I  fail  to  see  any  invention,  in  saying  if  you  want  to  enclose  a  thing 
in  an  envelope  have  some  guin,  stick  it  up,  and,  if  you  want  to  revise  your  letter 

20  after  you  have  fastened  your  envelope,  let  your  gum  be  of  such  a  description 
that  it  can  easily  be  opened.  I  make  an  Order  to  revoke  that  Patent.  The 
result  is  that  I  accede  to  .the  Petition  in  both  cases. 

^errelly  K.C.,  applied  for  a  Cei*tificate  that  the  Particulars  of  Objections  were 
reasonable  and  proper.    In  the  case  of  the  second  Patent  the  following  were 

35  allowed  :  Prior  publications  :  (2)  (a)  Oestetner^s  and  MorlancTs  Specifications ; 
prior  user  (c),  (tf),  CO  '»  subject  matter  Nos.  4  and  5.  Certain  of  the  Particulars  of 
Objections  to  tho  first  Patent  were  also  certified. 

.   Astburyj  E.C.,  applied  for  a  stay  of  the  Order  of  Revocation  of  the  steond 
Patent  on  the  usual  terms  as  to  costs. 

30  BUCKLBY,  J. — Stay  for  14  days.  If  the  Respondent  gives  notice  of  motion 
by  way  of  appeal  within  the  14  days,  then  a  stay  until  the  appeal  is  heard. 


18  REPORTS  OP  PATENT,  DESIGN,  [Jan.  18, 1905. 

Baxter  v.  Maraden. 


In  thh  High  Court  op  Justicb.— Chanorry  Division. 

Be/are  Mr.  Justice  Farwbll. 

October  26th  and  27th,  1904. 

Baxter  v.  Marsdbn. 


Patent. — Action/or  infringement. — Subject-matter. — Prior  iieer  established. —  5 
Action  dismissed. 

Letters  Patent  having  been  granted  in  1898  to  B.for  "  Improvements  in  and 
**  relating  to  stone  breaking  and  ore  crushing  machines  "  the  oumers  of  this 
Patent  commenced  in  1908  an  auction  for  infringement  of  the  same.  The 
Defendant  denied  infringement^  and  alleged  the  invalidity  of  the  Patent  on  10 
the  grounds  (inter  alia'i  of  want  of  svibject-mjatter  and  of  anticipation  by  prior 
user.  It  appeared  that  in  1885  B,  had  obtained  a  Patent  for  a  stone  breaking 
double  screen  machine  driven  from  the  bottom ;  that  the  1898  Patent  sued  on 
woe  for  applying  top  driving  instecui  of  bottom  driving  in  BJ*s  old  mcu)hine; 
that  top  driving  as  applied  to  single  screen  machines  was  very  common  and  15 
had  been  used  by  the  Defendant  himself  long  Ijefore  1898 ;  and  that  top  driving 
and  bottom  driving  were  two  interchangeable  alternatives  perfectly  familiar  to 
engineers.  Evidence  was  also  given  that  a  machine  had  been  erected  and  used 
by  one  S.  many  years  prior  to  1898  at  Leybum  Quarry  which  in  all  material 
respects  resembled  the  patented  machine.  20 

Held,  that  the  auction  must  be  dismissed  on  the  ground  of  want  of  invention^ 
and  that  prior  user  by  S.  had  been  establisJied,  Judgment  was  given  for  the 
Defendant  with  costs^  and  a  OertificcUe  that  such  of  the  Particulars  of 
Objections  cts  had  been  referred  to  during  the  trial  were  reasonable  and 
proper.  25 

On  the  7th  day  of  September  1898,  Letters  Patent  (No.  19,053  of  1898)  were 
granted  to  William  Henry  Baxter  for  an  invention  of  "  Improvements  in  and 
^*  relating  to  stone  breaking  and  ore  crashing  machines.*' 

The  Complete  Specification  was  as  follows : — "  This  invention  relates  to 
'*  improvements  in  the  means  for  driving  elevators  specially  applicable  for  30 
'*  stone  breaking  and  ore  crushing  machines  and  in  screens  thereof ;  and  its 
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"  object  is  to  arrange  for  the  more  eflBicient  driving  of  the  same,  so  as  to  obviate 
*'  as  far  as  possible  the  danger  of  the  i^orkman  or  attendant  being  canght  or 
'^  entangled  in  the  driving  mechanism. 

"  In  5ie  accompanying  drawings? :— Fig.  1  is  a  sectional  elevation  of  my  stone 
''  crushing,  screening,  and  delivery  apparatus  with  the  means  for  driving  the 
"  same  applied.  Fig.  2  an  end  elevation  of  same.  Similar  letters  refer  to 
'^  similar  parts  throughout  the  views. 


^'     /?' 


'*  A  is  the  stone  breaking  and  ore  crushing  machine  with  vibrating  jaws 
'*  mounted  upon  the  stone  or  other  foundation  B.    C  and  D  are  respectively 

10  '*  the  upper  and  the  lower  screens  with  peripheries  of  varying  perforations, 
"  and  each  cylindrical  cone  of  one,  two,  or  more  different  relative  taper 
"  diameters,  mounted  upon  shafts  E,  F  carried  in  bearings  G,  H  fixed  to  the 
'*  framework  I.  Lib-  the  elevator  consisting  of  an  endless  belt,  the  edges  of 
"  which  are  arranged  to  pass  over  the  peripheries  of  the  pulleys  I  l^  P  l^ 

15  "  mounted  in  pairs  at  suitable  distances  apart  respectively  on  the  shafts  E,  P. 
"  The  elevator  buckets  I*  are  fixed  on  the  inside  of  the  elevator  belt  L  and  they 
"  are  arranged  to  work  or  pass  in  the  space  between  each  pair  of  pulleys  I  /^ 
*'  and  PP.  When  endless  chains  are  used  in  place  of  the  belt  L  then  a  pair  of 
•'  sprocket  wheels  may  be  mounted  on  each  of  the  shafts  E  and  F,  in  place  of 

20  "  the  pulleys  I  P  P  P,  and  the  buckets  P  are  then  fixed  to  such  chains  in  any 
^'  suitable  manner,  as  to  the  belt. 
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**  AU  th«  above  deecribed  parte  are  similarly  confitmcted  to  my  "well  known 
^  stone  breaking  and  elevating  machinery. 

"  To  drive  the  screen  C  and  D  and  elevator  L  from  the  driving  shaft  0  of  the 
"  stone  breaking  machine  without  the  danger  of  injury  to  the  attendant,  I 
"  arrange  the  driving    mechanism  as    follows  : — On    the    framework    I  are  5 
"  provided  two  brackets  P  in  which  is  mounted  a  counter  shaft  Q,  say,  at  or 
"  about  a  right  angle  to  the  screen  shaft  E  to  which  it  is  geared  by  the  bevel 
"  wheel  R  and  pinion  R^    On  the  driving  shaft  0  and  counter  shaft  Q  are 
"  respectively  mounted  and  fixed  the  sprocket  wheels  S  S*  over  which  passes 
"  the  endless  driving  chain  T.     If  desired  in  place  of  the  sprocket  wheels  S  S*  10 
"  and  driving  chain  T  ordinary  pulleys  and  belting  may  be  employed.    By 
"  this  means  motion  may  be  imparted  directly  to  the  driving  shaft  0  from  any 
"  convenient  source  by  a  belt  U  through  pulley  U*  mounted  on  the  shaft  0, 
"  thence  from  shaft  O  through  sprocket  wheels  S  S^  and  driving  chain  T  to  the 
"  counter  shaft  Q,  bevel  gearing  R  R^  and  screen  shaft  E,  and  from  thence  to  15 
"  the  lower  screen  D  and  to  its  shaft  F  by  means  of  the  elevator  belt  L,  or  by 
**  means  of  an  endless  chain  V  working  over  and  around  sprocket  wheels  W  X 
"  mounted  and  fixed  respectively  upon  the  shafts  E  P.    The  material  operated 
^'  after  passing  from  the  feed  platform  J  passes  into  the  stone  breaking  machine 
"  passes  from  thence  down  shoot  K  to  the  lower  screen  D.    After  passing  20 
"  through  the  screen  D  it  escapes  into  the  buckets  l^  of  the  elevator  L  by  'which 
"  it  is  conveyed  to  the  upper  screen  C  from  whence  it  rolls  down  an  incline 
'*  shoot  M  into  a  cart  or  other  receptacle,  or  passes  down  the  incline  shoot  N 
"  to  the  crushing  jaws  of  the  stone  breaking  machine  A  to  be  again  operated 
*«  upon."  25 

The  Patentee  claimed: — "The  means  substantially  as  herein  described  of 
**  driving  the  (cylindrical  cone)  screens  C  and  D  of  one  or  more  different  taper 
"  diameters  and  an  elevator  L  having  buckets  arranged  on  the  inside  of  the 
"  elevator  belt  from  the  driving  shaft  of  the  stone  breaking  machine  by 
"  chains  or  belts  and  pulleys  all  arranged  and  combined  substantially  as  30 
"  and  for  the  purposes  herein  set  forth,  and  as  illustrated  in  the  accompanying 
"  drawings." 

On  the  16th  of  July  1903,  W.  H.  Baxter  Ld.  and  W.  H.  Baxter  commenced 
an  action  against  H.  R.  Marsden  for  infringement  of  the  Patent,  and  claimed 
the  usual  relief.  35 

The  Plaintiffs  by  their  Statement  of  Claim  delivered  on  the  4th  of  August 
1903  alleged— (1)  that  the  Plaintiff  William  Henry  Baxter  was  the  grantee 
and  registered  holder  of  the  Patent ;  (2)  that  the  Patent  was  granted  for  a  new 
invention  of  which  the  said  TT.  H.  Baxter  was  the  true  and  first  inventor, 
and  was  then  valid  and  subsisting,  and  that  the  said  Patent  and  all  his  40 
rights  thereunder  were  held  by  the  said  W.  H.  Baxter  in  trust  for  the 
co-Plaintiffs  W.  H,  Baxter  Lc?.,  who  were  beneficially  entitled  to  all 
the  advantages  therefrom  arising  ;  and  (3)  that  the  Defendant  had  infringed 
the  Patent. 

The  Particulars  of  Breaches  stated  that  the  Defendant  on  the  23rd,  24:th,25tb,  45 
26th,  and  27th  days  of  June  1903  offered  for  sale  and  on  one  of  the  said  days 
sold  to  some  person  to  the  Plaintiffs  unknown  at  Park  Royal,  in  the  County  of 
Middlesex,  a  certain  stone  breaker  of  the  Defendant's  manufacture,  which 
stone  breaker  was  constructed  in  infringement  of  the  Patent.  - 
The  Defendant  by  his  Defence— (1)  did  not  admit  the  Plaintiffs'  title;  §0 

(2)  alleged  that  thfe  Plaintiff  W.  H.  Baxter  was  not  the  first  and  true  inventor  ; 

(3)  denied  infringement ;  and  (4)  alleged  the  invalidity  of  the  Patent  by  reason 
of  the  matters  in  the  Particulars  of  Objections  set  out. 

The  Particulars  of  Objections  were  :— (1)  The  Plaintiff  was  not  the  first  and 
true  inventor.    (2)  The  alleged  invention  was  not  new  but  had  been  published  55^ 
in  the  realm  (a)  by  the  common  general  knowledge  in  every  branch  of  engi-     - 
neering  of  th*^  means  of  driving  machinery  claimed  by  the  Patent ;  (h)  by  prior 


Vol.  XXII.,  No.  1.]      AND  TRADE  MARK  OASES.  21 

Bcurter  v.  Jfarsden. 

ueer  of  the  invontion  ;  (c)  by  prior  publication  of  the  inventioii.  (3)  The 
alleged  inventicn  was  no  invention  at  all,  but  the  mere  obvious  use  of  common 
and  well-known  methods  of  driving  machinery  of  all  kinds,  and  there  was  no 
subject-matter  for  valid  Letters  Patent.     (4)  The  Complete  Specification  was 

5  insufficient,  ambiguous,  and  did  not  distinguish  new  from  old,  in  that  it  was 
impossible  to  ascertain  from  the  Specification  and  claims  what  was  the  alleged 
invention  sought  to  be  claimed.  Under  paragraph  2  (b)  various  prior  users 
were  alleged,  including  the  erection  and  user  by  one  Sttiyn  many  years  prior 
to  1898  at  Leybum  Quarry  of  machinery  in  accordance  with  a  blue  print  drawing 

10  marked  "J.L.W.  1,"  and  under  paragraph  2  (c)  the  following  Specifications 
were  quoted  r—iSton^e  (No.  1122  of  1880);  Herbert  (No.  639  of  1884); 
Baxter  (No.  9372  of  1885  and  No.  15,837  of  1885) ;  Price  (No.  11,419  of  1892) 
and  Baxter  (No.  29,910  of  1897) ;  also  a  number  of  publications  in  books, 
papers,  and  trade  catalogues  and  drawings  which  for  the  purposes  of  this  report 

15  it  is  not  necessary  to  fully  specify. 
This  was  the  trial  of  the  action. 

Moulton,  K.C.,  and  J.  W.  Gordon  (instructed  by  Oscar  Edmotida^  agent  for 
Ford  and  Warren,  of  Leeds)  appeared  for  the  Plaintiffs ;  Bousfeld,  K.C.,  and 
A.  jr.  Walter  (instructed  by  OribUe,  Oddie,  Sinclair,  and  Johnson,  agents  for 

20   W.  J.  Gousins,  of  Leeds)  appeared  for  the  Defendant. 

Moulton,  K.C.,  opened  the  Plaintiffs'  ease. — Stone  breaking  and  ore  crushing 
machines  have  been  made  by  the  Plaintiffs  and  by  the  Defendant  for  very  many 
yeftrs.  These  machines  have  to  do  extremely  rough  work.  Success  in  these 
machines  is  a  practical  question.    They  must  not  be  too  heavy,  but  they  must 

25  be  very  strong  and  simple  in  construction.  The  Patentee  had  made  a  series  of 
inventions  of  which  this  was  the  last.  In  ail  his  many  years  of  manufacture 
he  had  never  before  the  date  of  this  invention  thought  of  it.  Although  simple 
it  was  not  obvious.  [A  photograph  and  a  model  of  the  patented  machine  were 
explained.]    Up  to  the  time  of  this  invention  the  lower  screen  had  always  been 

30  driven  and  the  upper  screen  from  it  through  the  belt  of  the  elevator.  The 
strain  on  the  belt  had  to  be  very  great  and  caused  serious  inconvenience.  This 
was  altered  by  driving  the  top  screen  and  the  bottom  screen  from  it.  If  the 
Defendant  says  the  alteration  is  a  very  small  one,  then  you  must  measure  the 
importance  of  it  by  its  utility  and  success.  We  can  find  no  trace  of  the  invention 

35  having  been  used  before.  None  of  the  prior  Specifications  show  it.  [The 
Plaintiffs'  Specification  was  read.]  The  claim  is  a  very  narrow  one.  It  is  for 
what  we  shall  cjill  the  top  drive.  The  lower  screen  is  driven  through  the  upper 
one.  It  is  quite  clear  that  the  Defendant  has  taken  the  top  drive,  and  that  he 
did  not  take  it  till  after  the  date  of  the  Plaintiffs'  Patent. 

40      The  following  witnesses  were  called  for  the  Plaintiffs,  namely  : — Messrs. 

Baxter,  Aitkin,  Chittenden,  Macdonald,  Armstrong,  Whatmough,  and  Metcalfe. 

Bousfield,  K.C.,  opened  the  Defendant's  case. — The  invention  must  be  taken 

as  it  appears  in  the  Specification.    The  machine  is  old  with  the  exception  that 

it  is  driven  from  the  top  instead  of  from  the  bottom.    This  is  merely  an  attempt 

46  to  prolong  a  monopoly  which  has  been  enjoyed  for  fourteen  years.  The  only 
advantage  stated  in  the  Specification  for  the  top  drive  is  the  decrease  of  danger 
to  the  workmen.  Kven  if  there  were  no  ^ases  of  top  driving  before,  it  is 
submitted  that  it  constituted  no  subject-matter  to  invert  the  direction  of  driving, 
The  Plaintiffs  say  that  if  the  drive  is  through  the  elevator  belt  it  has  to  be 

50  tightened  unduly  if  the  drive  is  from  the  bottom.  It  is  quite  obvious  that  this 
advautage  now  claimed  is  an  afterthought.  The  Specification  must  be  construed 
as  applied  to  both  alternatives.  When  the  drive  is  with  sprocket  wheel  and 
chain  as  illustrated  in  the  Specification  the  further  advantage  claimed  does  not 
exist    If  the  prior  user  at  Leybum  is  proved  then  that  is  an  end  of  the  case, 

55  The  Defendant  has  not  got  the  complete  combination  of  the  Plaintiffs,  but  has 
top  driving.  Is  this  the  case  of  a  new  combination  ?  The  Defendant's  combi- 
nation is  the  same  combination  as  in  Baxter's  earlier  Specification  with  merely 
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a  change  in  the  direction  of  driving.  It  can  only  be  supported  on  the  ground  that 
top  driving  is  novel.  Price  (No.  11,419  of  1892)  describes  a  machine  for 
crushing  a  mixed  feed.  The  top  screen  is  driven  and  the  bottom  screen  is 
driven  from  the  top.  [The  Defendant's  single  screen  machine  as  used  prior 
to  the  date  of  Plaintiffs'  Patent  was  described.]  It  was  the  regulation  thing  to  5 
have  the  screen  above  with  an  upper  countershaft  and  bevel  gear  to  drive  it. 
When  the  Plaintiffs'  earlier  Patent  was  void,  can  it  be  said  that  we  should  be 
prevented  from  driving  at  the  top  as  we  had  done  hitherto  ?  [Earlier  publica- 
tions were  then  i^eferred  to  in  order  to  show  how  very  common  and  obvious  the 
method  of  driving  an  upper  screen  was.]  10 

The  following  witnesses  were  called  for  the  Defence,  namely  : — Messrs. 
Hiscox  and  Thomas  to  prove  the  prior  user,  and  Messrs.  Dugald  Olerky  Masan^ 
and  Melville. 

After  the  witnesses  mentioned  had  been  called,  F^RWBLL,  /.,  said  to  Counsel 
for  the  Defendant : — "  If  you  have  proved  V  (the  Leybum  user)  there  is  lH 
*^  anticipation,  and  that  is  an  end  of  the  case.  That  is  your  first  point.  I 
*'  understand  your  second  point  is  that  really  there  is  no  subject-matter  and  no 
"  invention.  I  need  not  trouble  you  about  the  first  point.  That  is  a  mere 
**  question  as  to  which  of  the  witnesses  I  rely  on,  and  1  rely  on  your  witnesses. 
"  I  see  no  reason  for  doubting  your  first  witness.  He  seemed  a  very  intelligent  20 
'*  and  straightforward  man." 

Oordan  replied. — The  Leybum  prior  user  was  substantially  a  question  of  fact 
with  which  in  view  of  the  intimation  of  the  Court  I  cannot  usefully  deal ;  but 
I  claim  upon  the  true  view  of  subject-matter  to  be  covered  by  the  authorities 
{Crane  v.  Pricey  1  Web.  P.C.  393  ;  12  L.J.C.P.  81).  The  result  produced  was  25 
more  economical  and  beneficial  to  the  public  {Murray  v.  Glaytany  L.R.  7 
Ch.  570).  The  Patentee  got  an  advantageous  result  that  was  never  got  before. 
The  combination  is  a  stone  breaker,  two  screens,  and  an  elevator.  The 
whole  invention  is  to  have  these  in  convenient  form.  [Von  Heyden  v. 
Neustadt  (50  L.J.  Ch.  126)  was  referred  to.]  The  real  subject  of  the  30 
invention  is  set  out  in  the  Specification,  and  the  objects  are  efficient  driving 
and  the  safety  of  the  workmen.  The  Patent  is  for  the  top  driving  of  a 
particular  combination. 

Farwbll,  /. — The  Patentee  here  took  out  a  Patent  in  1885  for  a  machine 
which  I  may  shortly  describe  as  a  double  screen  driven  from  the  bottom.  That  35 
Patent  expired  in  1899.  In  1898  he  took  out  another  Patent.  I  cannot  con- 
gratulate the  draftsman  on  the  wording  of  the  Specification,  but  I  will  assume 
that  Mr.  Oordon  is  right  in  saying  that  the  object  of  it  was  to  take  the  Patentee's 
old  machine  and  apply  to  it  top  driving  instead  of  bottom  driving.  Now  top 
driving  as  applied  to  single  screen  machines  was  very  common,  and  had  been  40 
used  by  the  Defendant  himself  long  before  1898.  Moreover,  as  Mr.  Dugald 
Clerk  told  me,  top  driving  and  bottom  driving  are  two  interchangeable  alterna- 
tives perfectly  femiliar  to  engineers,  and  it  is  to.  my  mind  perfectly  idle  to  use 
that  sacred  word  "  invention,"  of  which  we  hear  so  much  in  patent  actions,  as 
applied  to  such  an  alteration  as  that.  Mr.  Dugald  Gierke  to  my  mind,  in  his  45 
evidence  entirely  disposes  of  any  possibility  of  invention  being  properly 
applica]ble  to  this  Patent  of  the  Pla^ptiffs,  nor  did  I  hear  any  evidence  from  the 
experts  on  the  other  side  to  the  contrary.  In  fact  the  Plaintiffs'  case  has  been 
singularly  empty  of  evidence  on  the  point  of  sut>ject-matter.  Therefore  I 
am  plainly  of  opinion  that  the  Plaintiffs  fail.  50 

But,  further,  the  case  is  really  concluded  by  my  finding  of  the  facts  as  regards 
V  in  the  book,  which  is  admitted  to  be  an  anticipation  if  it  is  proved.  I  have 
already  stated  that  I  accept  the  evidence  of  the  gentleman  who  made  the  sketch 
from  memory.  He  appeared  to  me  to  be  a  very  competent  and  straightforward 
man.  He  hid  no  interest  in  the  matter  ;  he  made  the  sketch  without  being  told  55 
there  was  any  point  as  to  top  or  bottom  driving,  and  without  knowing  there 
was  any  litigation  at  all.    He  had,  moreover,  in  the  course  of  his  duties  to  go 


Vol  XXII.,  No.  1.]      AND  TRADE  MARE  OASES.  23 

Baxter  v.  Marsden. 

and  look  at  the  machine  frequently  for  the  purpose  of  seeing  to  its  repair.    I 
have  no  hesitation  in  accepting  his  recollection  as  against  that  of  the,  no  doabt, 
truthful  blacksmith,  -who,  I  dare  say,  made  it  15  years  ago  with  the  idea 
that  it  was  going  to  be  driven  from  the   bottom,  and  the  next  door  neigh- 
5  hour,  whose  observations  are  a  good  deal  discounted  by  the  fact  that  he  told 
me  that  he  did  not  know  much  about  machinery,  a  proposition  with  which  I 
entirely  agree. 
The  result  is  that  the  action  fails  and  must  be  dismissed  with  costs. 
Bousfieldj  rK.C,  asked  for  a  Certificate  that  those  of  the  Objections  which 
10  had  been  introduced  during  the  trial  were    reasonable  and  proper,    which 
was  given. 


In  the  High  Court  of  Justice.— Chanobry  Division. 

Be/ore  Mr.  Justice  Kbkbwich. 

December  2nd,  8th  and  9th,  1904. 

15  Viola  v.  Sharpb. 

Patent. — Partnership  action. — Defendant  alleged  to  be  trustee  of  Patent  for 
a  partnership. — Motion  to  restrain  Defendant  from  disposing  of  Paient  until 
trial. — Practice  of  the  Patent  Office  as  to  requests  for  notice  of  applications  to 
register  assignments  or  other  similar  documents. 

20  This  was  a  partnership  action  in  which  the  Patentee  sought,  among  other 
things,  for  a  declaration  that  the  Defendant  was  a  trustee  of  a  certain  Patent 
for  a  partnership  alleged  to  exist  between  the  Plaintiff  and  the  Defendant. 
The  writ  was  issued  on  the  23rd  of  November  1904,  and  on  the  same  day 
notice  of  Motion  was  given  on  behalf  of  the  Plaintiff  that  the  Defendant 

25  might  be  restrained  by  injunction  from  infringing,  selling,  disposing,  or 
otherwise  dealing  with  the  Patent  until  judgment  in  the  action  or  further 
Order. 

The  Motion  came  on  for  hearing  before  Mr.  Justice  Kbkbwich  on  the 
2nd  of  December  1904. 

30  P.  O.  Lawrence^  K.C.  (instructed  by  /.  J.  Edwards  &  Go.\  for  the  Plaintiff, 
stated  that  the  evidence  was  not  completed,  and  suggested  that  the  Defendant 
should  give  an  undertaking  not  to  deal  with  the  Patent  for  a  week. 
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Stewart  Smithy  K.C.  (instmcted  by  Alpe  and  Ward)^  for  the  Defendant, 
stated  that  there  was  no  prima  facie  case  of  partnership  as  yet  made  on  the 
affidaTitS)  and  that,  if  the  Defendant  was  tied  ap  in  regard  to  disposing  of  the 
Patent,  he  would  be  in  a  difficnlty. 

Ebkbwigh,  J. — ^Yon  do  not  want  to  part  with  the  Patent  for  a  week  ?     It  5 
may  be  a  reason  for  granting  an  injunction. 

Stewart  Smith,  K.O. — The  Defendant  will  not  during  the  next  week  part 
with  the  Patent. 

P.  O,  Lawrence,  K.C. — I  hope  that  by  next  Friday  the  Defendant  will  be 
able  to  give  an  undertaking  and  to  arrange  for  a  speedy  trial.  iq 

Kbkbwioh,  J. — ^Are  there  no  means  of  entering  a  Caveat  at  the  Patent 
Ofiace? 

P.  O.  Lawrence,  K.C— I  do  not  know  that  there  are. 

Ebkbwich,  /. — It  would  be  a  great  advantage  if  there  was  something  in  the 
nature  of  a  Caveat,  so  that  nothing  would  be  passed  without  a  certain  number  15 
of  days  notice.    As  far  as  I  know,  there  is  no  ;way  of  stopping  registration  of 
an  assignment  at  the  Patent  Office  except  by  an  injunction. 

On  the  ^th  of  December  1904  KbkEwich,  </.,  referring  to  the  case,  mentioned 
that  he  had  received  a  letter  from  the  Comptroller-General  on  the  subject. 

This  letter  was  to  the  effect  that  it  was  a  well-established  practice  in  the  20 
Patent  Office  that  on  payment  of  a  small  fee  any  person  interested  in  a  particular 
Patent  might  leave  a  request  to  be  informed  when  any  attempt  was  made  to 
register  an  assignment  or  other  similar  document  in  connection  with  the  Patent 
in  question.  If  such  a  request  was  left,  and  subsequently  application  was 
made  for.  registration  of  an  assignment  or  other  similar  document,  notice  was  25 
given  to  the  person  who  had  left  the  request,  and  registration  was  suspended 
for  a  few  days,  so  as  to  afford  an  opportunity  to  the  person  interested  to  take 
such  steps  to  prevent  the  registration  as  he  might  consider  advisable. 

Kbkbwich,  t7. — I  am  glad  to  hear  there  is  this  practice  at  the  Patent  Office, 
and  I  am  obliged  to  the  Comptroller  for  informing  me  of  it.    The  application  30 
to  the  Court  in  such  a  case  should  not  be  for  an  ex  parte  injunction,  but  for 
leave  to  serve  notice  of  Motion  for  an  early  date,  which  would  be  granted 
as  a  matter  of  course. 

On  the  9th  of  December  an  Order  was  made  by  consent  which  finally  disposed  35 
of  the  action. 
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In  the  High  Court  op  Justice.— Chancery  Division. 


Before  Mr.  Justice  Buckley. 


November  4th,  7th,  and  8th,  1901. 


Richmond  &  Co.  Ld.  v.  Wrightson. 


5  Action  for  a  declaration  that  Defendant  was  trustee  of  certain  foreign  and 
colonial  Patents  for  Plaintiffs  and  for  consequential  relief — Opposition  to 
Defendants  British  Patent  for  same  invention  as  being  obtained  from 
Plaintiffs. — Amendment  of  pleadings  to  include  British  Patent. — Evidence 
as  to  true  inventor  conflicting. — Joinder  of  another  firm  as  co-Plaintiffs. — 
10  DeclarcUion  made  that  Defendant  was  trustee  of  the  foreign  and  British  Patents 
for  Plaintiffs  jointly. — Defendant's  counterclaim  dismissedy  Defendant  to  pay 
all  costs. 

J.  R.  &  Co.  Ld.  were  manufacturers  of  certain  machinery  to  the  order  of 
R.  W.  &  Co.    Tlie  Defendant  was  employed  by  d.U.  &  Co.  Ld.  as  draughtsman 

15  and  designer.  Various  discussions  ajid  interviews  took  place  between  the 
various  parties  as  to  overcoming  certain  difficulties^  and  a  certain  machine 
was  designed  and  fncuie..  The  Defendant  applied  for  a  Patent  for  it  in  his  own 
namcj  and  some  time  afterwards  informed  his  employers  of  his  application. 
Arrangements  were  then  made  as  to  taking  out  foreign  and  colonial  Patents 

20  and  completing  the  British  grants  J.  R.  <&  Co.  Ld.  paying  the  fees.  Defendant 
left  the  Plaintiffs'  employment^  and  then  claimed  to  be  the  inventor  of  the  new 
tnachine.  The  Plaintiffs  brought  an  action  for  a  declaration  as  to  the 
foreign  and  colonial  Patents^  and  opposed  the  sealing  of  the  British  Patent. 
The  Law  Officer  when  hearing  the   opposition  suggested  that  tJie  issue  as 

m  to  the  British  Patent  shouM  be  included  m  the  action  and  the  Pleadings 
.u/ere  amended  by  consent   accordingly.     At  the  tric^l  there  was  conflicting 

Q 
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■ » 

evidence  as  to  who  the  original  inventor  was.  An  appliccUion  was  made 
during  the  trial  to  add  R.  W.  &  Co.  as  co-Plaintijffky  which  application 
was  granted. 

Held,  thai  under  tJie  circumstances  no  injustice  would  he  done  by  adding 
Jl.  W.  &  Co.  as  Plaintiffs^  and  the  Pleadings  were  amended  accordingly.     A   5 
declaration  was  made  that  Defendant  was  trustee  of  aU  the  Parents  for  the 
invention  for  J.  R.  &  Co.  Ld.  and  W.  R.  &  Co.    All  the  costs  were  given  to  tJie 
Plaintiff^. 

On  the  6th  of  March  1902  Joseph  Richmond  Jh  Go.  Ld.  commenced  an 
action  against  W.  P.  Wrightson  claiming  a  declaration  that  he  was  trastee  10 
for  the  Plaintiffs  of  certain  foreign  and  colonial  Patents  acquired  by  or  for 
him  for  inventions  sabstantially  the  same  as  those  that  were  the  subject  of 
his  British  application  (No.  296^  of  1901),  and  claiming  other  consequential 
relief. 

The  Statement  of  Claim  (amended  under  the  circumstances  appearing  below,   15 
the  additions  being  shewn  enclosed  in  square  brackets)  alleged  : — That  the  Defen- 
dant, who  was  chief  draughtsman  and  designer  to  the  Plaintiffs,  was  employed  by 
them  in  1900  in  designing  and  making  drawings  for  a  certain  machine  under 
the  supervision  of  their  managing  director  J.  Richmond hnd  his  son  A.  Richmond. 
The  Plaintiffs  received  an  order  on  the  7th  of  Februai'y  1901  to  make  three  20 
machines  from  such  drawinsrs.    In  September  1901  the  Defendant  informed 
the  Plaintiffs  that  he  had  made  an  application  (No.  2964  of  1901)  for  a  Patent  for 
the  improved  machine  so  designed.    It  was  then  mutually  agreed  that  the  Defen- 
dant should  proceed  with  his  applications  for  the  British,  colonial,  and  foreign 
Intents  in  trust  for  the  Plaintiffs  on  certain  terms  [the  Complete  British  Specifi-   25 
cation  not  being  then  published].    Certain  monies  were  paid  in  pursuance  of  that 
agreement.  The  Defendant  did  not  perform  the  said  agreement.  [*'  The  Plaintiffs 
"  further  say  that  by  reason  of  the  invention  forming  the  subject-matter  of  the 
''  said  Patents  having  been  communicated  to  the  Defendant  by  their  agent  the 
^'  said  Joseph  Richmond  in  the  manner  aforesaid  on  the  21  st  of  January  1901   30 
"  for  the  purpose  of  enabling  the  Defendant  to  prepare  drawings  in  the  course 
^*  of  his  duty  as  their  servant  the  Patents  belong  to  them,  and  that  the  Defen- 
^'  dant  is  a  trustee  of  the  same  for  them,  or,  in  the  alternative,  that  he  is  estopped 
"  from  setting  up  any  rights  thereunder  as  against  them  or  their  customers, 
**  and  is  bound  to  give  them  free  licence  to  make,  use,  exercise  and  vend  the  35 
"  invention  purported  to  be  so  patented."]     The  Plaintiffs  claimed  : — "  (1)  A 
''  declaration  that  the  Defendant  is  a  trustee  for  them  of  [the  British  Patent 
•'  and  of]   all  foreign  and   coloniad  Patents  acquired   or  to  be  acquired  by 
^^  or  for  him    for    inventions    in    colour    printing    machinery   substantially- 
''  the  same  as  those  for  which  he  sought  protection  by  British  application  40 
"  No.  2964  of  the  year  1901 "  (2)  a  mandatory  injunction  ;   (3)  costs ;  and 
(4)  other  relief. 

By  his  Defence  the  Defendant  denied  all  the  Plaintiffs*  allegations,  and 
contended  that  the  alleged  agreement  was  void  not  being  in  writing  under 
seal ;  that  the  Statute  of  Frauds  was  not  complied  with  ;  that  the  Court  had  no  45 
jurisdiction  to  declare  a  trust  of  foreign  .Patents  or  to  order  the  Defendant  to 
vest  such  Patents  in  the  Plaintiff  Company.  By  his  Counterclaim  he  alleged 
a  different  contract  and  claimed  certain  sums  for  royalties,  an  account,  or,  in 
the  alternative,  damages. 

The  Defendant's  application  (No.  2964  of  1901)  for  Letters  Patent  for  the  50 
invention  in  question  was  made  on  the  12th  of  February  1901,  and  the  Complete 
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Bpemfioatioti  ^mmk  accepted  on  the*  12th  of  March  1902.  The  sealing  of  the 
Fiitent  was  opposed  by  J.  Jitc^mondy  the  Plaintiffs'  managing  director,  on  the 
ground'  ihat  the.  invention  was-  obtained  from  him.  At  the  hearing  before 
the  Comptroller-General  neither  party  would  agree  to  the  grant  being  made  to 
5  them  iointly,  and  Counsel  agreed  that,  having  regard  to  Stuart's  case  (9  R.P.C. 
452)  lie  evidence  did  not  justify  a  refusal  of  the  Patent.  The  Comptroller, 
shaving  i^egard  to  the  fact  that  he  could  not  compel  the  witnesses  to  attend  for 
6ros8-examination,  decided  to  seal  the  PateQt.  On  appeal  to  the  Law  Officer, 
the  Solicitor-General,  on  being  informed  of  the  pending  action  with  regard  to 

10. the  foreign  and  colonial  Patents,  suggested  that  the  parties  should  agree  to 
amend  their  pleadings  so  as  to  include  the  British  Patent.    This  course  was 
agreed  to  and  the  hearing  was  adjourned. 
The  action  came  on  for  trial  before  Mr.  Justice  BUCKLBY. 
Moultouy  K.O.,  Bousfield,  K.C.,  and  Hugh  F.  MouUon  (instructed  by  Danhy^ 

15  Brooks  A  Go.)  appeared  for  the  Plaintiffs ;  T.  Terrell^  K.C.,  and  A.  Cairns 
(instructed  by  J.  HalUSmith)  appeared  for  the  Defendant. 

Bousfieldy  K.C.,  in  opening  the  Plaintiffs'  case,  explained  the  circumstances 
that  gave  rise  to  the  amendment  and  the  inclusion  of  the  British  Patent  in  the 
action.    The  Plaintiffs  were  makers  of  colour  printing  machines  for  Ridley^ 

20  Whitley  Jt  Go,^  and  there  was  an  understanding  between  them  and  the  Plaintiffs 
that  the  latter  should  not  make  machines  of  this  type  for  rival  firms.  The  first 
machines  designed  would  not  suit  owing  to  their  great  weight  on  the  floor. 
[The  learned  Counsel  entered  into  the  details  of  the  Plaintiffs'  version  of  the 
transactions  in  question.] 

25      Joseph  Richmond^   managing   director   to    the  Plaintiff  Company,   George 
Whitley,  and  other  witnesses  gave  evidence  for  the  Plaintiffs. 
T.  Terrell,K.G.y  opened  the  Defendant's  case. 
The  Defendant  and  other  witnesses  then  gave  evidence. 
T.  7%rr^,E.C.,  summed  up  for  the  Defendant.— On  the  evidence,  the  idea  of  the 

30  invention  is  the  Defendant's.  The  invention  in  any  case  was  not  the  Plaintiffs' 
but  Ridley*  s.  Joseph  Richmond  opposed  the  grant  to  the  Defendant  on  the  ground 
that  he  took  the  invention  from  him  (section  11  ef  the  Patents  &c.  Act,  1883). 
[Buckley,  /. — If  Ridley y  Whitley  A  Go.  are  joined  as  Plaintiffs  I  can  declare 
you  are  not  entitled  to  the  Patents  without  saying  which  of  the  Plaintiffs  is.] 

35  The  Court  cannot  declare  that  the  Defendant  is  a  trustee  alternatively.  This 
Court  has  no  jurisdiction  over  the  foreign  Patents — ^they  are  franchises  {Reg.  v. 
Halifax  Gounty  GouH  {Judge  of),  8  R.P.C.  338 ;  L.R.  (1891)  2  Q.B.  263)  or 
like  titles  of  nobility.  No  Order  in  personam  can  prevent  the  Defendant  from 
going  to  Germany  and  dealing  there  with  the  German  Patent.    It  is  for  the 

40  foreign  Btate  to  decide  the  ownership  of  its  own  grant.  There  is  no  precedent 
for  a  declaration  as  to  foreign  Patents.  [Bousfield,  K.C.,  referred  to  Worthington, 
Ac.  Go.  V.  Moore  (20  R.P.C.  41).]  This  point  was  not  taken  nor  discussed  in 
that  case.  As  to  the  foreign  Patents^  I  ask  that  the  action  be  dismissed  for 
want  of    jurisdiction.     As  to    the    British    Patent,   the   Plaintiffs  accepted 

45  the  position  and  paid  the  fees.  There  was  no  evidence  that  the  idea  of 
the  invention  was  Whitley's.  [The  learned  Counsel  reviewed  all  the  evidence 
in  detail.] 

Bousfieidy  E.C.,  asked  for  leave  to  amend  by  adding  Ridley.  Whitley  A  Go.  as 
co-Plaintiffs.       [BuOKLBY,  J. — ^Would  the  Pefendant'a  evidence  have  been 

50  different  if  they  were  originally  co-Plaintiffs  ?]    [T.  Terrelly  K.C.— I  cannot 
say  that  it  would.] 
BooKLBY,  /. — I  allow  the  amendment. 

Botisfiddj  K.C.,  in  reply  pointed  out  that  foreign  Patents  were  included  in  the 
decision  iu  Worthingtony  Ac.  v.  Moore  (ubi  supra).    The  Court  had  jurisdiction 

55  in  such  a  case  to  enforce  a  can  tracts  .  He  relied  on  the  fact  that  the  terms  of 

C  2 
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the  employment  of  the  Defendant  were  snch  that  hiR  actions  amounted  to  a 
breach  of  good  faith.  On  considering  all  the  circumstances  of  the  case  the 
Plaintiffs  were  entitled  to  the  Patents.  Lamh  v.  Evans,  L.R.  (1893)  1  Ch.  218, 
was  referred  to. 

Buckley,  J. — Sitting  here  as  a  Judge  of  fact  I  have  in  discharge  of  my  5 
duties,  acting  as  a  Jury,  to  determine  this  question  of  fact  whether  the  Defen- 
dant's version  of  the  initiation  of  the  idea,  that  1  shall  have  to  describe  as  having 
proceeded  from  him,  is  true  or  not.    Supposing  I  arrive  at  the  conclusion  that 
it  is  not  true,  the  Plaintiffs  by  their  evidence  have  left  me  in  this  difficulty. 
The  Plaintiffs  have  called  witnesses  who  differ  inter  «0  as  to  who  was  the  10 
person,  not  being  the  Defendant,  who  did  initiate  it.    Mr.  Joseph  Richmond 
said  it  was  he  ;  Mr.  Oeorge  Whitley  said  it  was  he.    Of  course  the  Plaintiffs,  who 
have  called  these  witnesses,  necessarily  ask  me  to  believe  both  of  them,  and  they 
have  therefore  left  me  in  a  dilemma.    The  issae  as  between  Joseph  Richmond 
and  George  Whitley  I  could  not  decide  in  these  proceedings,  because  there  is  15 
nothing  in  issue  between  them,  and  to  which  proceedings  Ridley^  Whitley  A  Co. 
were  not  parties.    Under  those  circumstances  I  asked  Mr.  Bousfteld  whether  he 
was  prepared  to  amend  by  joining  Ridley^  Whitley  A  Co.  as  co-Plaintiffs,  and 
after  communicating  with  them  he  says  he  is  able  to  do  so.    I  have  given 
liberty  to  join  them,  and  he  now,  as  1  understand,  appears  for  them  as  well  as  30 
for  the  original  Plaintiffs  in  the  action. 

Having  done  that,  of  course  I  invited  the  Defendant's  Counsel  to  point  out 
whether  an  amendment  thus  made  at  so  lat«  a  stage  put  them  in  any  difficulty 
at  all  as  regards  the  facts  of  the  case  which  they  wished  to  bring  before 
the  Court.  Mr.  Terrell  said  no :  that  the  evidence  which  he  would  give  25 
would  be  identically  the  same.  1  have  therefore  given  leave  to  amend, 
and  I  am  now  going  to  deal  with  this  action  as  having  both  those  Plaintiffs 
before  me. 

The  question  I  have  therefore  to  investigate  is  :  Did  the  Defendant  originate 
the  idea  ;  is  his  story  true  ?  1  have  arrived  at  the  conclusion  that  I  cannot  30 
upon  his  evidence  decide  the  matter  in  his  favour.  There  is  a  vast  body  of 
evidence  against  him,  but  before  going  to  that  1  want  to  deal  in  the  first  place 
with  his  evidence,  to  show  that  upon  his  evidence  as  it  stands  I  cannot  place 
reliance  for  the  purpose  of  saying  that  he  succeeds  in  proving  the  affirmative 
of  that  proposition.  35 

The  material  dates  to  bear  in  mind  are  these — that  from  the  7th  of  December 
1900  to  the  16th  January  1901  the  Defendant  was  engaged  in  preparing  the  first 
set  of  drawings,  which  have  been  marked  J.R.a,  and  that  those  were  sent  in  on 
the  16th  of  January.  On  the  17th  of  January  a  meeting  took  place,  at  which 
Joseph  Richmond^  Oeorge  Whitley,  and  Gray  were  present,  and  the  Defendant  40 
was  not,  at  which,  according  to  the  Plaintiffs'  evidence,  reasons  were  raised  by 
the  firm  of  Ridley,  Whitley  A  Go.  which  showed  that  the  first  drawings  would 
not  answer  their  purpose.  Those  objections  rested  to  a  great  extent  upon  the 
particular  configuration  of  the  buildings  or  intended  buildings  of  Ridley, 
Whitley  A  Co.,  which  were  then  up,  or  proceeding,  or  the  plans  were  out,  and  45 
their  decision  had  been  made.  The  machine  shown  by  J.R.a  was  too  heavy 
for  them  ;  they  could  not  support  it  upon  the  fioor  upon  which  it  was  intended 
to  rest.  The  point  of  the  weight  of  the  machine  was  one  which  arose 
relatively  to  the  building  in  which  the  machine  was  to  be  used.  The  other  point 
was  this — that  the  machine  as  shown  in  J.R.a  showed  what  are  called  the  nips  50 
in  which  the  rollers  for  the  colour  printing  of  the  linoleam  are  placed  as 
extending  to  the  utmost  height  of  the  machine — which  was  23  feet — to  a  vast 
distance  from  the  fioor.  There  were  practical  objections  to  that,  in  that  they 
would  have  to  have  galleries  round  the  machine  to  enable  the  workmen  to  get 
to  the  proper  Jieight,  and  the  ^prl^e^  would  have  to  go  up  with  trays  full  of  55 
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colour  which  might  be  spilt  over  the  work,  and  other  practical  ."^convemenceB 
of  that  kind.  On  the  17th,  according  to  the  PIa»ntiflb'  evidence,  George 
WhiUey  pointed  out  those  objections  to  Joseph  Btchmond,  the  two  points  being 
the  weight  of  the  machine  in  reference  to  the  building,  and  the  position  of  tne 
5  nips  with  regard  to  what  the  workmen  would  have  to  do  in  workmg  a  macl"n« 
such  as  that:  and  on  the  17th  of  January,  upon  those  grounds,  J.B.a  was 
rejected.  On  the  2l8t  of  January,  four  days  later,  the  Defendant  was 
instructed  to  get  out  new  drawings,  and  those  new  drawings  were  to  be  sucn 
as  that  the  weight  of  the  machine  was  to  be  reduced,  the  pomtion  of  the  nips 

10  was  to  be  altered  so  that  they  would  all  Ue  in  the  lower  half  of  t*\e  *'?r^"'^: 
ferenoe  of  the  drum,  and  to  enable  the  nips,  some  of  which  would  be  ^s  at 
the  very  bottom  of  the  machine,  to  be  reached  and  worked,  the  machine  was  to 
be  slung— instead  of  being  supported  by  resting  on  the  floor  it  was  to  oe 
8upport«l  by  being  slung  from  girders  above  its  top.    He  had  instmctaons  on 

15  the  21st  of  January  to  get  out  those  altered  drawings.  They  were  got  out,  and 
they  were  finished  by  the  26th  of  January,  which  was  a  Saturday.  Tlie  Defen- 
dant says  he  thinks  he  finished  them  on  the  Friday  night,  but  »*  does  not 
matter  which  it  was.  On  the  28th  they  were  brought  before  Rtdley,  »^t«^  * 
Co.,  and  were  accepted  by  them.    Now,  bearing  those  dates  m  mind,  1  turn  to 

20  the  Defendant's  story.  •        ,      -l  •.  s-i^  *^^a  <>ii 

His  story  is  that  before  the  2l8t  of  January,  when  he  was  certainly  told  all 

about  this  hj  Richmond,  the  idea  of  reversing  the  °«c^o,  turning  it  upside 

down,  and  suspending  it  instead  of  supporting  it,  and  bringing  «ie  nipsto^a 

lower  level— the  lower  half  of  the  circumference  of  the  drum-had  occurred  to 

25  him.  I  go  to  his  evidence  simply  in  order  to  see  what  he  says  as  re^rds  dates. 
All  the  dates  he  has  given  me  have  been  referential.  He  has  not  spoken  to  any 
one  date  aflarmatively  ;  he  speaks  to  it  always  with  reference  <»  a'^f^/^^^^J' 
and  the  date  from  which  I  have  to  start  in  his  evidence  is  the  28^  of  January, 
when  the  second  lot  of  plans,  J.R.6,  were  accepted  by  ^»f^' .^i*Snf  tS 

30  He  says  that  seven  or  eight  days  before  that  he  told  Joseph  ^X^^J^J^'l 
idea.  That  would  bring  me  to  the  20th  or  21st  of  January,  and  he  ^78  that  he 
then  knew  that  Ridley,  Whitley  S  Co.  had  rejected  the  pans,  which  ^e  know  they 
had  done  on  the  17th  of  January.  So  far  I  have  got  it  that  if  I «""  to  taje  the 
20th  or  21st  of  January  as  being  his  right  date,  he  says  an  ^^f  *  ^jj"«f,^»* 

35  happened  on  the  17th  4a8  known  to  him  on  the  20th  or  21st.  He  aUo  told  me 
thit  aday  or  two  before  he  told  Richmond  he  told^«»"fl'»'f«"'»  *^<*"*  '^a.^^'Z 
a  day  or  two  before  the  20th  or  the  2l8t  woiJd  be  wy  the  18£  or  19th  or 
somewhere  thereabouts,  and  Hargreavea  has  told  me  that  the  Defendimt  telling 
him  of  it  was  on  or  before  the  19th  Jmntirj-HargreayeswM  <»ll«d  ^  the 

40  Defendant^nd  that  at  the  same  time  that  the  Defendant  told  him  of  hjsj^ea 
he  told  him  of  the  rejection  of  the  plans.  I  must  qualify  that  a  "«lo,  because 
Hargreavea  in  cross-examination  said  that  was  not  quite  so  5,^*  J«^?ot  at  me 
same  interview ;  that  he  told  him  of  the  rejection  one  day  and  the  idea  on  tne 
next  day.    Of  course  that  carries  the  knowledge  of  the  rejection  back  a  day 

45  further,  and  is  so  much  the  worse  for  the  Defendant  on  tiie  pr«f«^*  P«\f  •  ^ 
that  he  must  have  told  Hargreaves  not  later  than  the  19th  according  to 
Hargreaves,  and  not  later  than  the  17th  or  18th  according  to  <^e  ^^««^^*' ^ 
an  event  which  had  happened  on  the  17th.  He  also  told  me  that  *o  idea  had 
.originated  in  his  mind  two  or  three  weeks  before  the  date  at  ^l"5j^«  *«^d 

50  Richmond  of  it.  Taking  this  referential  date  again,  «iat  would  Dejwo  or 
three  weeks  before  the  20th  or  21st  of  January ;  that  would  be  Bome  fame 
between  the  1st  and  7th  of  January.  At  that  time  we  know  he  was  eng«^»d  in 
getting  out  the  first  lot  of  plans,  and  nobody  had  said  anything  about  the  weight 
being  too  much,  or  the  nips  being  too  high,  or  anything  about  it.    He  hsw  a^so 

55  told  me  that  he  began  to  work  on  the  new  drawings  J.R.6  directly  he  had  told 
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Joseph  Richmond.  There  is  no  trace  at  all  in  the  evidence  of  his  beginning 
those  until  the  2l8t  of  January,  after  he  had  been  told  by  Richtnond  of  those 
objections  made  on  the  17th.  I  have  only  to  add  to  that  that  he  is  not  able^  to 
tell  me  at  all — ^he  has  given  me  no  saggestion  whatever-*a8  to  how  he  heard  of 
this  fact  which  he  says  was  known  to  him,  that  Ridley^  WhiU&y  &  Go.  had  5 
rejected  the  plans  J.R.a;  he  does  not  tell  me;  he  does  not  know.  He 
is  not  able  to  say  anything  about  it,  unless  he  says  it  came  from.  Joseph 
Ridley  himself.  Now  on  the  face  of  that  story  there  are  to  my  mind 
manifest  improbabilities :  the  dates  will  not  work.  How  was  he  to  know 
before  the  date,  which  he  assigned,  of  what  had  taken  <  place  at  an  inters  10 
view  6t  the  I7th  of  January  at  whioh  he  was  not  presefnt?  He  is  posi- 
tive upon  this  point — ^that  he  knew  of  the  rejection  of  the  plans  when  lie 
spoke  to  Hargreavea  and  when  he  spoke  to  Joseph  Richmond.  How  did  he 
know  it  ?  It  was  necessary  for  his  story  to  say  that  he  knew  it,  as  it  seems  Uh 
ine,  because  he  wanted  to  make  out  that  in  talking  to  Richmond  his  suggested  15 
plan  was  a  thing  that  was  going  to  get  over  the  difficulties.  He  says  he  kneiv 
of  the  diflBculty,  and  showed  Richmond  how  he  was  going  to  get  over  it.  Kovr 
did  he  know  at  the  date  which  he  assigns  what  took  place  on  the  17th  of 
January  ?    I  do  not  believe  he  did  know. 

Then  I  have  to  consider  this  with  regard  to  the  Defendant's  evidence.  Thcr  20 
Defendant  was  a  draughtsman  ;  he  could  get  out  drawings  for  the  making  of  a 
machine.  His  experience  of  colour  printing  machines  was  this^^that  he  had 
been  taken  on  the  7th  of  December  to  see,  and  had  seen,  an  8-colour  machine 
which  his  employers,  RichmondSy  had  made  for  Ridley ^  Whitley  A  Go.  some 
time  before.  He  had  seen  an  8-colour  machine,  and  he  was  getting  out  a  2& 
machine  to  print  S2  colours,  a  much  larger  and  more  difficult  machine  to 
construct.  Why  should  it  have  occurred  to  his  mind  in  the  first  week  of 
January,  when  the  points  of  difficulty  had  not  arisen  at  all,  that  the  weight  of 
the  machine  he  was  asked  to  make  was  a  point  of  importance  ?  Hargreaves^ 
recollection  is  that  in  telling  Hargreaves  of  the  difficulties  it  was  on  weicrht  30 
that  he  insisted — that  that  was  the  point.  He  says  he  will  not  say  that  the 
position  of  the  nips  was  not  mentioned,  but  weight  was  the  point.  Now 
weight  was  an  element  which  might  have  been,  and  under  many  circum- 
stances would  have  been,  immaterial.  If  the  thing  had  lieen  standing  on  the 
ground  it  might  have  been  perfectly  immaterial.  The  relevance  of  the  weight  53 
of  the  machine  was  due  to  the  particular  manner  in  which  it  was  to  be 
supported  in  the  particular  building  which  Ridley^  Whitley  A  Go^  were 
erecting  for  it.  I  see  no  reason  at  all  why  it  should  have  presented  itself  to 
the  Defendant's  mind  that  it  was  desirable  to  bring  64  tons,  which  was  the 
weight  of  the  machine  J.R.a,  down  to  50  tons,  which  was  the  weight  of  the  40 
machine  J.R.&.  I  do  not  see  why  he  should  have  done  it.  It  seetns  to  me 
highly  improbable.  So  far  I  have  a  story  which  leaves  me  in  great  doubt  as 
regards  matter  of  date  and  matter  of  probability,  as  to  the  man  having  turned 
to  the  means  of  escape  from  difficulties  which  so  far  as  I  can  see,  would  not 
have  been  present  to  his  mind,  by  initiating  this  idea*  45 

Then  I  come  to  some  other  matters  in  his  evidence  which  have  given  me  a 
good  deal  of  concern.  Let  me  take  one,  as  regards  a  pencil  writing  upon  the 
draft  Complete  Specification  which  has  been  marked  J.R.&.  .  He  says 
that  a  particular  writing  on  page  1  of  that  draft  is  Arthur  Richmond'^. 
The  object  of  so  saying  was  that  he  wanted  to  make  out  that  he,  Richmoruiy  50 
knew  about  his  Complete  Specification,  and  knew  of  it  at  a  much  earlier  date. 
Ho  said  Arthur  Richmond  wrote  that.  Arthur  Richmond  said  plainly  he  did 
not,  and  that  it  is  not  his  writing  at  all.  Here  I  am  sorry  to  say  that  there  is 
matter  which  was  put  to  Wrightson  in  chief  which  was  not  put  to  Arthtir 
Richmond  in  cross-examination.    In  considering  evidence  of  this  sort. of ^  course  55 
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yoQ  go  to  Bee  whether  the  mind  of  the  witness  who  has  denied  that  it  is  his 
writing  was  called  to  events  which  are  presently  going  to  be  proved,  which  if 
suggested  to  him  might  bring  tiie  matter  to  his  recollection.  Arthur  Richmond 
was  a  witness  for  the  PlaintifEs.  Subsequently  Wrightson  the  Defendant  was 
5  called,  and  he  gave  circumstantial  details  as  to  where  this  pencil  writing  was 
affixed.  He  says  this :  ^*  I  remember  showing  the  draft  Complete  Specification 
"  to  Arthur  Richmond.  There  is  pencil  writing  on  that  draft  Specification  ;  it 
"  has  a  marginal  note  in  my  writing  on  page  3."  Then  he  goes  on  :  "  Arthur 
'*  and  I  were  in  the  entry  office,"  the  office  just  as  you  come  in  from  Kirby 

10  Street.  "Arthur  wrote  it  on  a  desk  in  that  office.  I  asked  him  to  write  it. 
"  I  remember  his  writing.*'  Now  Arthur  Richmond  had  not  been  asked 
anything  about  the  particular  place,  whether  it  was  written  in  that  entry  office 
and  so  on.  That  had  not  been  put  to  him.  As  regards  the  pencil  writing  I 
arrive  at  the  conclusion  that  Arthur  Richmond  is  right  and  that  the  Defendant 

15  is  mistaken.  I  am  not  sure  whether  ^^  mistaken  "  is  quite  the  right  word. 
Having  epoken  to  that  matter  of  detail,  I  am  afraid  I  must  attribute  to  him  that 
he  is  seeking  to  put  upon  Arthur  Richmond  something  which  he  knows  did 
not  take  place. 

There  is  another  matter.    There  is  a  certain  document,  J.R.^,  which  bears  a 

20  date  the  24th  of  October  1901.  The  Defendant's  story  about  it  is  this— that  in 
September  he  had  two  interviews  with  Joseph  Richmond^  and  he  had  detailed 
to  hinl  or  insisted  upon  certain  terms  which  he  wished  to  arrive  at  as  between 
him  and  Richmond  as  regards  this  matter.  He  says  that  in  October  he  wrote 
this  memorandum,  and  that  there  was  an  interview  between  himself  and 

25  Joseph  Richmond,  at  which  Joseph  Richmond  assented  to  it,  and  that  he  the 
Defendant  then  wrote  across  it  these  words  which  it  bears  :  "  Approved  by  " — 
then  he  says  it  is  "  Mr.,"  I  will  take  it  to  be  "  Mr.,"  it  is  badly  written,  I  thought 
it  was  "W."  "Approved  by  Mr.  Richmond  24th  October  '01."  Now  Mr. 
Richmond  says  that  nothing  of  the  kind  took  place  ;  he  had  never  seen  that 

3Q  document  before.  The  Defendant  says  he  had  it  on  the  desk  before  him,  and 
that  he  wrote  the  words  "  Approved  by  Mr.  Richmond  24th  October  '01 "  in  his 
presence.  Now  here  there  is  a  circumstance  which  Mr.  Terrell  has  relied  upon, 
and  I  do  not  say  it  is  not  worthy  of  attention,  that  there  is  a  letter  of  the  11th 
of  October  1901  written  by  the  Defendant  to  his  friend  Hargreaves  in  which 

35  he  says  :  ^*  As  promised  I  send  you  a  few  headings  on  the  points  I  am  thinking 
"  of  putting  before  the  old  man  " — that  is  Joseph  Richmond — "  in  a  few  days 
"  about  the  machine  Patent,  you  to  let  me  know  what  you  think  of  them." 
Then  he  details  something  similar  to  that  which  is  found  on  this  document  of 
the  2:^th  of  October  1901.    That  no  doubt  is  a  circumstance  in  his  favour. 

40  Now  again  what  does  Mr.  Richmond  say  about  that,  and  what  had  been 
put  to  Mr.  Richmond  in  cross-examination  upon  this  ?  When  the  Defendant 
subsequently  came  into  the  box  he  said  that  he  wrote  in  his  presence  those 
words,  "Approved  by  Mr.  Richmond  24th  October  '01."  When  you  come 
to   look  at  the  document  the  ink  is  of  one  colour  in  one  part  of  it,  and 

45  another  colour  in  another.  The  "  24th  October  '01 "  is  in  red,  and  the 
words  "  Approved  by  Mr.  Richmond "  are  in  black.  The  Defendant  suggests 
that  he  used  a  black  ink  pen  dipped  in  red  ink.  I  think  he  must  have 
meant  that  he  used  a  red  ink  pen  dipped  in  black  ink,  because  if  that 
were  so  you  would  naturally  b^in  writing  in  the    colour  ink  in  which 

50  you  dipped,  because  the  words  "Approved  by  Mr.  Richmond'*^  would  come 
out  blacky  and  then  you  would  get  the  lower  stratum  of  ink  for  the 
words  "24th  October  '01,"  which  are  in  red.  I  confess  1  am  not  satisfied 
with  that  explanation.  I  am  unable  to  say  that  I  think  the  Defen(^ait  is 
speaking  the  truth  in  saying  that  that  document  was  so  approved  on  the 
55  21th  of  October  1901 
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There  is  a  good  deal  more  in  the  Defendant's  evidence  which  is  in  conflict 
with  that  given  by  the  Plaintiffs,  bat  I  think  I 'have  said  enough  to  show  the 
reasons  why  I  do  not  accept  his  evidence.  I  pass  to  the  evidence  given  by  the 
Plaintiffs.  If  the  Plaintiffs'  evidence  is  true,  the  Defendant's  is  not  trne.  The 
Plaintiffs'  story  is  this — ^that  on  the  17th  of  January  these  points  of  difficulty  were  5 
pointed  out  then  for  the  first  time  by  Oeorge  Whitley  at  the  meeting  at  which  he, 
Joseph  Richmond^  and  Oray  were  present,  and  I  have  the  evidence  not  of 
Mr.  Richmond  only  but  of  Oray  and  of  Whitley  as  to  what  took  place.  They 
pointed  out  what  the  difficulties  were,  but  now  we  come  to  the  variance,  that 
Richmond^  as  he  says,  or  Oeorge  Whitley ^  as  he  says,  then  suggested  the  notion,  10 
<*  Turn  the  machine  upside  down,  and  sling  it  instead  of  supporting  it,  and  you 
"  will  have  access  to  your  nips  below  and  you  will  get  over  the  difficulty  " — 
that  the  idea  originated  then  and  nobody  ever  thought  of  it  before  that.  What 
took  place  subsequently  was  that  the  Defendant  was  first  informed  on  the 
21st  of  January  that  this  took  place — ^that  in  the  morning  of  that  day,  by  the  15 
5  minutes  to  10  train,  Joseph  Richmond  went  to  Bow,  where  the  works  are,  and 
he  saw  two  men  named  Burnett  and  Thomas  Richmond^  who  have  given 
evidence,  went  into  the  matter  with  them,  and  subsequently,  haying  lunched 
somewhere,  went  in  the  afternoon  to  Eirby  Street,  where  the  Defendant 
was  employed,  saw  Arthur  Richmond^  who  has  also  given  evidence,  talked  20 
to  him  about  it,  took  him  up  to  the  Defendant's  room,  and  then  told  the 
Defendant  about  it ;  thai^  then  the  instructions  were  given  to  prepare  the 
amended  plans,  and  that  they  were  prepared  on  the  21st  of  January,  and 
finished  by  the  25th  or  26th.  Weighing  all  the  evidence,  I  arrive  at  the  con- 
clusion that  this  is  the  true  statement  of  the  facts.  Whether  it  was  Joseph  25 
Richmond  or  whether  it  was  Oeorge  Ridley  who  made  the  su^estion  I  do  not 
feel  myself  in  a  position  to  determine  as  between  those  parties,  who  are  not  at 
issue  in  this  action.  The  only  question  I  decide  is  that  it  was  not  the  Defen- 
dant, but  it  was  an  idea  which  originated  at  the  meeting  of  the  17th  of  January, 
that  it  was  made  either  by  Joseph  Richmond  or  by  Oeorge  Ridley.  30 

The  result  is,  therefore,  that  as  between  the  Plaintiffs  and  the  Defendant, 
the  Plaintiffs,  and  not  the  Defendant,  as  it  seems  to  me,  are  entitled  to  the 
benefit  of  the  idea  of  the  invention. 

Then  this  has  happened.  The  Defendant,  who  as  I  hold  as  a  matter  of  fact 
is  not  the  first  and  true  inventor,  has  taken  out  a  Patent.  What  happened  35 
subsequently  was  that  in  September  he  disclosed  to  Richmonds  that  he  had  done 
this.  He  1:^  done  it  all  himself  up  to  that  date,  and  he  had  employed  no 
patent  agent  at  all  up  to  September.  He  prepared  the  Provisional  Specification 
and  lodged  it,  oil  sent  it  by  post  I  think,  and  then  in  September  Richmonds 
learn  there  are  more  fees  to  be  paid  and  Richmonds  pay  the  fees  that  are  40 
payable  for  the  further  prosecution  of  the  Patent.  Then  a  question  arises  as 
regards  Colonial  Patents.  As  regards  the  Colonial  Patents  there  is  a  letter 
which  is  very  material,  of  the  6th  of  November  1901  written  by  King^  who 
was  the  patent  agent  employed  in  September  by  Wrightson^  and  written  by 
King^  not  to  Wrightson  but  to  Joseph  Richmond  A  Co.  Ld.^  the  Plaintiffs.  45 
He  wrote  :  **  Dear  Sirs.  Patent  Colour  Printing  Machine.  I  have  advised 
"  Mr.  Wrightson  that  his  invention  seems  to  be  sufficiently  meritorious  and 
**  novel  to  warrant  your  protecting  it  abroad,  where  otherwise  the  right  to 
"  patent  hereafter  is  entirely  lost,  and  the  invention  open  to  anyone  to  make 
'*  and  sell,  and  this  would  be  a  pity  after  the  time  and  care  we  have  devoted  to  50 
^  it  and  looking  to  its  evident  value.  There  is  yet  time  in  America,  Canada, 
*<  Germany,  France*  Belgium,  and  other  continental  countries  and  the  colonies 
"  if  you  instruct  me  at  once.  Yours  truly,  Benjamin  T.  King.  P.S. — I  am  in 
**  at  11  in  the  morning  if  Mr.  Wrightson  is  calling."  As  a  result  of  that  letter 
the  Plaintiffs  found  the  money  for  making  application  for  and  obtaining  certain  55 
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foreign  Patents ;  they  paid  a  supi  of  47/.  6«.  on  the  7th  of  November  1901  to 
Mr.  King  in  respect  of  Patents  in  the  United  States,  Qermany,  France,  and 
Belgium. 
The  Plaintiffs  in  this  Action  ask  for  a  declaration  that  the  Defendant  is  a 
5  tnistee  for  thetn  of  the  English  Patent  and  of  the  foreign  Patents.  As  regards  the 
English  Patent,  the  point  of  difficulty  which  arises  is  this  :  If  Wrightson  is  not 
the  first  and  true  inventor  there  is  a  question  whether  the  Patent  is  valid.  Mr. 
Justice  ByrnSf  in  a  case  of  the  Worthington  Pu?nping  Engine  Company  v. 
Moore  (20  R.P.C.  41)  got  over  that  difficulty  by  introducing  into  the  Order 

10  words  to  the  effect  that  he  was  determining  nothing  as  to^the  validity  of  the 
Patent.  His  Lordship  said^:  ''The  declaration  amounts  to^this — that  if  there 
"  is  a  valid  Patent  it  belongs  to  the  Plaintiffs  and  not  to  the  Defendant."  The 
words  he  used  were  :  ^^  This  judgment  is  not  to  be  deemed  to  determine,  imply, 
**  or  import  that  the  said  trustee's  Patents,  or  either  of  them,  are  or  is  valid, 

15  "  either  in  whole  or  as  to  all  or  any  of  the  claims  in  the  Specifications  respec- 
**  tively  contained,  or  that  the  Defendant  is  the  first  and  true  inventor  of  all 
^*  or  any  of  the  alleged  inventions  claimed  by  the  said  trustee's  Patents 
'^  respectively."  I  think  I  am  in  a  position  to  make  a  similar  declaration 
here — that  the  Defendant  is  a  trustee  for  the  Plaintiffs  of  the  British  Letters 

20  Patent,  qualified  by  words  such  as  those. 

The  next  question  is  as  regards  the  foreign  and  colonial  Patents.  Mr.  Terrell 
says  a  foreign  Patent  is  an  exercise  of  the  royal  prerogative  of  the  foreign 
crown,  and  that  I  cannot  do  anything  by  way  of  affecting  that  subject-matter. 
I  think  that  the  answer  to  that  is  this — ^that  the  foreign  and  colonial  Patents 

25  were  obtained  by  arrangement  made  after  the  disclosure  by  the  Defendant,  of 
the  fact  that  he  had  taken  out  the  British  Letters  Patent — by  arrangement  made 
between  him  and  Richmonds  that  he  should  apply  for  them,  and  that  they 
should  pay  the  fees  for  them,  and  that  King^  as  shown  by  his  letter  of  the 
6th  of  November,  was  proceeding  upon  the  footing  that  it  w^a  Joseph  Richmond 

QQ  A  Go,  Ld.  that  were  to  be  protected  by  foreign  Patents  taken  out  in  the  name 
of  Wrightson.  If  that  be  right,  then  as  between  tbe  parties  to  this  action  the 
right  to  these  foreign  Patents  arises  in  contract.  They  have  been  obtained  by 
one  party  at  the  request  and  expense  of  the  other  to  enure  for  the  benefit 
of  the    person   who    is    entitled    to  the  benefit  of  the  invention.     I  do  not 

•ir  think  there  is  anything  to  prevent  my  giving,  inter  personas^  effect  to  the 
contractual  rights  thus  created.  Under  these  circumstances  it  seems  to  me  I 
can  declare  the  Defendant  to  be  a  trustee  for  the  Plaintiffs  of  all  such  right  and 
interest  in  the  foreign  Patents  as  he  had,  and  I  think  I  ought  to  declare  that  the 
Defendant  is  a  trustee  for  the  Plaintiffs  of  the  British  Patent  and  of  the  foreign 

jQ  and  colonial  Patents,  adding  words  such  as  I  have  read  from  the  Worthington 
case,  negativing  the  idea  that  I  am  deciding  at  all  that  there  are  any  valid 
Patents  either  here  or  abroad,  and  with  that  declaration  I  think  the  matter  may 
end.  1  will  dismiss  the  Counterclaim  with  costs,  and  I  will  order  the  Defendant 
to  pay  the  costs  of  the  Action. 


Dayx.  Davin. 


In  the  High  Court  op  Justice.—- King's  Bench  Division. 

Before  Mr,  JUSTICE  RiDLBY, 

November  11th,  14th,  and  15th,  1904. 

Day  v.  Davies. 


Patent.— Action  for    infringement. — Novelty. — Subject-matter. — Bespon-  ft 
stbility  of  one  Defendant  for  acts  complained  of  disputed. — Judgment  for 
Plaintiff. 

A  Patent  having  been  granted  to  J.  D.  for  improvements  in  oil  engines,  he 
brought  an  action  for  infringement  thereof  against  O.  D.  and  A.  2>.,  trading 
asO.  D.A  Go.    The  Defendants  denied  infringement  and  alleged  the  invalidity  10 
of  the  Patent  J  and  Q.  D.  aUeged  thai  he  did  not  at  any  material  time  carry  on 
business  asO.  D.Jt  Go. 

Held,  that  the  Patent  was  valutas  there  was  subject-matter^  andtl^e  invention 
had  not  been  anticipated;  and  that  the  Plaintiff  was  entitled  to  relief  against 
both  Defendants^  as  what  A.  D.  had  done  was  done  with  O.  D.^s  authority:  15 

On  the  17th  of  August  1895  Letters  Patent  (No.  15,514  of  1895)  were  granted 
to  Joseph  Day  for  an  invention  of  "  Improvements  in  Oil  Engines." 

The  Complete  Specification  was  as  follows: — "My  invention  refers  to  oil 
'*  engines  in  which  a  regulated  quantity  of  oil  or  the  like  is  admitted  in  spray 
'^  or  vapour  form  to  the  cylinder  together  with  a  regulated  quantity  of  air  so  as  20 
"  to  form  an  explosive  mixture,  which  mixture  is  then  ignited  and  the  products 
"of  such  combustion  acting  on  the  piston  of  the  engine  cause  it  to  move  and  by 
"  suitable  connections  revolves  the  shaft. 

"  Figure  1  of  the  accompanying  drawings  is  a  longitudinal  elevation  partly 
"  in  section  of  an  engine  constructed  according  to  my  invention.  25 

"  Figure  2  is  a  transverse  sectional  elevation  and 

"  Figure  3  a  similar  view  of  a  modification. 

"  The  engine  described  more  particularly  with  reference  to  Figures  1  and  2  is 
**  preferably  constructed  to  have  an  impulse  at  every  revolution.  The  air  inlet 
<*  port  A  oil  inlet  port  B  and  exhaust  port  C  being  made  in  the  cylinder  and  in  30 
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*^  such  poBitions  that .  the  piBton  D  moving  up  and  down  (in  the  case  of  a  yer- 
^^  tical  engine)  opens  and  closes  them.  The  crank-shaft  E  works  in  an  enclosed 
"  chamber  F  below  the  cylinder  and  the  piston  is  connected  to  the  crank  shaft. 
*^  by  a  connecting  rod  O.  On  the  upstroke  of  the  piston  D,  the  air  in  the 
5  ^  enclosed  chamber  F  is  rarefied  so  that  when  the  piston  is  at  or  near  the  top 
"  of  its  stroke  and  uncovers  the  air  port  A  in  the  cylinder  below  the  piston,  air 
"  rushes  in  from  the  outside.  On  the  descent  of  the  piston,  the  air  in  the  com- 
**  pression  chamber  is  compressed  and  when  the  piston  is  at  or  near  the  bottom 
"  of  its  stroke,  the  port  of  a  passage  H,  communicating  between  the  cylinder 

10  *'  and  the  compression  chamber,  is  opened  by  the  descent  of  the  piston  Dand  the 
"  air  under  compression  in  the  compression  chamber  escapes  into  the  cylinder. 
^*  At  or  near  this  port  into  the  cylinder  is  the  small  pipe  or  inlet  B  which  is 
**  supplied  with  oil  or  the  like  in  a  regular  manner  by  means  of  a  valve  I  and 
'*  some  of  this  oil  enters  the  cylinder  at  about  the  same  time  being  sprayed  by 

15  **  the  incoming  air,  and,  if  the  cylinder  be  warm,  is  vaporised  whereby  an 
^  explosive  mixture  is  formed.  On  the  ascent  of  the  piston  D,  the  air  port  H 
*'  and  oil  inlet  B  are  closed  and  this  mixture  is  compressed  and  ignited  in  any 
*'  convenient  manner  when  the  piston  is  at  or  near  the  top  of  its  stroke.  The 
*^  expansion  of  the  products  of  combustion  gives  an  impulse  to  the  piston  D 

20  **  causing  it  to  descend,  and,  when  it  is  near  the  end  of  its  stroke,  it  uncovers 
*^  the  exhaust  port  0  in  the  side  of  the  cylinder  and  the  products  of  combustion 
**•  escape.  There  is  a  deflector  K  on  the  top  of  the  piston  so  that  the  in-coming 
"  charge  is  deflected  away  from  the  exhaust  port  0. 

"  The  heat  of  the  exhaust  may  be  utilized  to  heat  the  oil,  whereby  it  is  more 

25  "  easily  vaporised  by  leading  the  exhaust  pipe  through  a  close<l  vessel  contain- 
"  ing  the  oil,  but  I  have  discovered  that  generally  the  heating  of  the  oil  may 
"  be  dispensed  with,  and  I  merely  employ  a  closed  vessel  or  reserv(dr  L  for  con- 
"  taining  the  oil  having  a  filler  U  and  suitably  connected  by  a  pipe  M  to  the 
"  compression  chamber  F  in  such  manner  that  air  is  supplied  from  the  com- 

30  ^  pression  chamber  to  the  oil  vessel  formed  in  the  base  of  the  engine  as  shown 
**  or  to  an  oil  drum  at  such  a  pressure  as  to  ensure  a  proper  feed  of  o'.l  by  means 
"  of  another  pipe  N  to  the  oil  inlet  B  as  shown  or  it  might  be  to  an  oil 
**  inlet  in  the  passage  H  itself  connecting  the  cylinder  and  the  compression 
"  chamber  F  of  the  engine.    In  order  to  prevent  alteration  of  the  pressure 

35  **  in  the  oil  reservoir  L   there  is  a  back  pressure  valve  0  in  the  pipe   M 

**  connected  to  the  said  reservoir  to  close  the  pipe  M  from  the  compression 

<*  chamber  F  immediately  the  pressure  therein  is  reduced  on  the  upstroke  of 

"  the  piston  D, 

*•  Or  instead  of  an  oil  reservoir  of  the  kind  described  there  may  be  used  as 

40  **  shewn  in  the  modified  construction  of  engine  Figure  3  a  reservoir  L  from  which 
"  the  oil  may  drop  in  regulated  quantities  by  means  of  a  back  pressure  valve  I 
•'  and  pipe  N  at  the  beginning  of  every  up-stroke  of  the  piston  or  there  may  be 
"  a  valve  operated  by  a  suitable  governor  actuated  by  the  shaft  so  as  to  vary  the 
"  oil  supply  according  to  the  work  to  be  done.    The  oil  may  a)  shown  drop  on 

45  *'  to  a  heated  plate  such  as  is  aflForded  by  a  hollow  cylinder  cover  V  having  holes 
"  or  perforations  in  the  bottom  as  shewn  or  in  the  sides  or  in  both  to  allow  the 
"  mixture  of  vapour  and  air  to  pass  into  the  cylinder,  the  air  passing  through 
"  a  port  D^  in  the  piston  from  the  interior  thereof  and  passage  H.  In  this 
"  instance  the  inlet  for  oil  and  air  is  so  far  away  from  the  exhaust  port  that  a 

50  *•  deflector  on  the  top  of  the  piston  is  not  necessary.  Or  instead  of  the  above 
"  arrangement  there  may  be  a  separate  heated  chamber  wherein  the  regulated 
"  quantity  of  oil  is  vaporized  and  preferably  drawn  into  the  cylinder  by  the 
'*  in-ru3h  of  air  from  the  compression  chamber.  The  piston  in  this  construction 
**  of  engine  has  a  port  D^  which  at  the  bottom  of  the  stroke  registers  with  the 

55  ^'  port  in  the  cylinder  leading  to  the  passage  H  so  that  the  charge  of  a|r  is 
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'^  admitted  from  the  interior  of  the  piston,  instead  of  from  the  crank  chamber, 
^  to  above  the  piston  as  in  the  previous  construction,  when  the  piston  is  at  the 
"  bottom  of  its  stroke, 

'^  In  order  to  start  the  engine  a  small  regulated  amount  of  oil  is  vaporised 
"  independently  in  a  tube  P  by  a  lamp  Q  of  any  suitable  construction  for  5 


FIC.I 
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"  obtaining  great  heat.  The  oil  is  first  poured  into  a  cup  R  having  a  cock  S. 
"  The  plug  T  of  this  cock  is  provided  with  a  passage  of  such  a  capacity  and  such 
'^  a  form  that  a  suitable  charge  of  oil  is  admitted  thereto  when  open  to  the  cup 
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*^  and  on  making  a  turn  or  a  part  of  a  turn  the  oil  in  the  passage  in  the  plug  T 
*'  drops  into  the  heated  tnbe  P  and  is  there  vaporized.    At  the  same  time  the 
^  shaft  E  of  the  engine  is  revolved  nntil  the  piston  is  at  the  top  of  its  stroke 
**  when  the  chaise  of  air  and  vapour  is  mixed  and  ignited. 
5      '*  It  is  also  evident  that  the  engine  may  be  started  with  benzoline  as  is  a 
'*  common  practice  with  oil  engines  and  in  that  case  a  special  tank  therefor  is 
*'*'  connected  precisely  as  described  with  reference  to  the  petroleum  tanks  shown 
"  on  the  drawings." 
The  Patentee  claimed  :— 
JO      ^'1*  An  oil  engine  consisting  of  a  cylinder  mounted  on  an  enclosed  chamber 
*'  F,  a  piston  D  connected  to  a  crank  shaft  E  by  a  connecting  rod  G,  air  inlet 
*'^  port  A  to  the  enclosed  chamber,  air  passage  H  to  the  cylinder,  oil  admission 
^^  port  B  regulated  by  a  valve  and  exhaust  port  C  from  the  cylinder  substantially 
^^  as  described  and  shewn. 
15      ^'  2.  An  oil  engine  consisting  of  a  cylinder  mounted  on  an  enclosed  chamber  F, 
*'  a  piston  D  connected  to  a  crank  shaft  E  by  a  connecting  rod  G,  air  inlet  port  A 
'^  to  the  enclosed  chamber,  air  passage  H  to  the  cylinder,  oil  admission  port  B 
^'  regulated  by  a  valve  I,  oil  supply  pipe  N  from  a  tank  L,  air  pipe  M  to  the 
*^  tank  from  the  enclosed  chamber,  a  back  pressure  valve  0  and  an  exhaust  port  C 
^  <'  from  the  cylinder,  substantially  as  described  and  shewn  with  reference  to 
**  Figures  1  and  2. 

"  3.  An  oil  engine  consisting  of  a  cylinder  having  a  hollow  perforated  cover  V, 
*^  said  cylinder  being  mounted  on  an  enclosed  chamber  F,  a  piston  D  connected 
<-  to  a  crank  shaft  E  by  a  connecting  rod  G,  air  inlet  port  A  to  the  enclosed 
25  **  chamber,  air  passage  H  to  the  cylinder,  oil  admission  port  B  regulated 
"  by  a  valve  I,  oil  supply  pipe  N  from  a  tank  L  and  an  exhaust  port  0 
**  from  the  cylinder  substantially  as  described  and  shown  with  reference  to 
«*  Figure  3. 

*'  4.  In  an  oil  engine  the  application  and  use  of  the  piston  to  compress  the  air 

30  **  in  ihe  oil  reservoir  so  as  to  force  the  oil  therein  into  the  cylinder  or  vaporiser 

*^  and  of  a  back  pressure  valve  to  close  the  opening  from  the  compression 

«<  chamber  immediately  the  pressure  therein  is  reduced  substantially  as  described 

**  and  shewn. 

^*  5.  In  an  oil  engine  the  application  and  use  of  a  starting  apparatus  consisting 
35  ««  of  a  cup  R,  a  cock  S  with  a  plug  T  a  heated  tube  P  and  a  lamp  Q  substan- 
^*  tially  as  described  and  shewn  with  reference  to  Figure  2. 
^'  6.  The  constructions  of  oil  engines  shown  on  the  drawings." 
On  the  15th  of  December  1903,  the  Patentee  commenced  an  action  against 
George  Daviea  and  Arthur  DavieSy  trading  as  George  Davies  A  Co.^  for  infringe- 
40  ment  of  the  Patent,  claiming  the  usual  relief  and  also  relief  in  respect  of  certain 
advertisements,  to  which  it  is  not  necessary  to  further  refer  for  the  purpose 
of  this  report. 

The  Plaintiff,  by  his  Statement  of  Claim,  alleged  that  he,  as  owner  of  a  one- 
half  share  in  the  Patent,  was  one  of  the  registered  legal  owners  of  the  same, 
45  and  that  the  Defendants  had  infringed  the  Patent. 

The  Particulars  of  Breaches  alleged  (1)  that  the  Defendants,  trading  as  George 
Davies  A  Oo.j  had  infringed  the  Patent  by  the  manufacture,  sale,  and  offer  for 
sale  of  oil  engines  similar  to  those  shown  in  the  Drawings,  being  Figures  1,  2, 
and  3,  attached  to  the  Complete  Specification  of  the  Patent ;  that  the  Defendants 
50  sold  and  offered  for  sale,  and  had  for  some  time  past  sold  and  offered  for  sale, 
oil  engines  so  made  under  the  name  of  '^ Paragon"  oil  engines;  that  the 
said  "Paragon"  oil  engines  were  made  in  accordance  with  the  Complete 
Specification  or  only  differed  therefrom  in  immaterial  details;  that 
the  breaches  complained  of  were  infringements  of  the  inventions  described 
55  and   claimed    in    each  of  the  claiming  clauses  in   the    Specification ;    and 
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the  Pstrticnlars  of  BreacheB  also  referred  to  certain  advertisementB  by  the 
Defendants. 

'  The  Defendants,  Qeorge  Davies  and  Arthur  DavieSy  delivered  separate 
Defences,  each  of  which  denied  infringement,  and  alleged  the  invalidity  of 
the  Patent,  and  raised  other  Defences  which  are  not  material  to  this  report.  5 
The  Defendant,  George  Davies,  by  his  Defence,  farther  alleged  that  he 
had  not  at  any  material  time  carried  on,  and  did  not  carry  on,  basiness  as 
«  Davies  &  Cor 

The  Particulars  of  Objections  delivered  by  each  of  the  Defendants  were  as 
follows  : — (1)  That  the  alleged  invention  was  not  new.  (2)  That  before  the  10 
date  of  the  Patent  the  alleged  invention  was  used  in  the  same  form,  and  was 
published  and  anticipated  (a)  by  the  Complete  Specification  of  an  invention  for 
which  Letters  Patent  (No.  23,735  of  1893)  were  granted  to  one  Glarh  SirUz ; 
ip)  by  the  Complete  Specification  of  an  invention  for  which  Letters  Patent  (No. 
17,391  of  1892)  were  granted  to  one  Fairfax  ;  {e)  by  the  Complete  Specification  15 
of  an  invention  for  which  Letters  Patent  (No.  6410  of  1891)  were  granted  to  the 
PlaintiflE ;  (rf)  by  the  Complete  Specification  of  an  invention  for  which  Letters 
Patent  (No.  9247  of  1891)  were  granted  to  the  Plaintiff ;  the  whole  of  each  of 
the  above  Specifications  was  relied  on  against  each  and  every  of  the  six  claiming 
clauses  of  the  Plaintiff's  Specification  (No.  15,514  of  1895).  (3)  That  the  said  20 
Joseph  Day  was  not  the  true  and  first  inventor  of  the  said  invention.  (4)  That 
the  alleged  invention  was  not  the  proper  subject-matter  for  valid  Lettei^  Patent 
having  regard  to  the  art  at  the  date  of  the  Patent ;  all  the  Specifications 
referred  to  in  paragraph  2  were  relied  on  in  support  of  this  Particular ;  and  (5) 
that  the  alleged  invention  was  not  useful.  25 

The    action    came    on    for    trial    before    RiDLBY,    •/.,    on    the    11th    of 
November  1904. 

Bottsfieldy  K.C.,  and  H.  Dobb  (instructed  by  A,  E,  Gurhison)  appeared  for  the 
Plaintiff ;     T.  Terrell,  K.C.,  and  Lewis  Thomas  (instructed  by  G,  0.  Humphreys 
Jk  Son,  agents  for  Gardners  of  Abergavenny)  appeared  for  the  Defendant,  30 
Arthur  Dauies ;  E.  Frost  (instructed  also  by  G.  0.  Humphreys  A  Son)  appeared 
for  the  Defendant,  George  Dames. 

Bousfieldy  K.C.,  opened  the  Plaintiff's  case  :  The  invention  is  the  application 
to  oil  engines  of  the  Plaintiff's  invention  of  1891,  which  was  applied  to  gas 
engines,  and  was  of  great  importance,  and  it  introduced  what  is  known  as  a  valve-  35 
less  engine.  The  piston  itself  opened  and  shut  the  different  ports,  thus 
simplifying  the  mechanism  greatly.  This  engine  was  only  suitable  for  gas  or 
an  extremely  volatile  mineral  oil.  There  are  two  classes  of  mineral  oils,  high 
and  low  flash  ;  petroleum  is  an  example  of  the  former  class,  petrol  of  the  latter. 
The  gas  engine  could  have  been  easily  made  so  as  to  work  with  low-flash  oil ;  40 
but  the  Patent  of  1895  applies  the  engine  of  1891  to  petroleum  and  other  heavy 
oils.  As  to  the  Defences,  novelty  is  attacked,  and  the  Patent  is  said  to  be 
anticipated  by  the  Specification  of  1891 ;  also  it  is  said  that  there  is  no  subject- 
matter,  and  George  Davies  says  he  is  not  "  George  Davies  &  Go^  There  is  no 
question  but  that  there  has  been  infringement ;  the  same  thing  has  been  made.  45 
[A  model  of  the  Plaintiff's  engine  was  then  explained.]  There  is  one  explosion  at 
every  revolution.  The  oil  in  the  oil  engine  is  not  vaporised,  but  atomised  so  that 
it  acts  as  a  gas.  Previous  engines  had  gone  on  the  principle  of  vaporising  the 
oil  by  means  of  a  hot  plate.  No  one  before  the  Patent  made  an  engine  that 
would  work  with  petroleum,  atomising  it,  without  the  use  of  a  hot  plate.  As  to  50 
subject-matter,  I  shall  call  evidence  to  show  utility  ;  the  question  of  invention 
is  for  the  Court.  I  shall  prove  that  the  trade  recognised  that  an  advance  had 
been  made,  and  that  various  people  applied  for  licences  under  the  Patent.  In 
1896  the  MiVbay  Engineering  Company,  Ld.  took  [an  exclusive  licence  at  a 
minimtim' royalt;^  of  1500^. ;  subsequently  it  had  an  ordinary  Iice2i09  at  AOtf.  65 
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Meesreu  Seaton  A  Lochliart  in  September  1897,  took  a  licence  at  a  minimum 
royalty  of  400L  SecUon  A  Lockhart  were  trading  as  George  Davies  A  Oo. 
nnder  the  following  circnmstanoes  : — They  had  boaght  the  baainess  from  the 
Defendant  George  Davies^  and  were  working  it  at  the  date  of  their  licence ;  but 

5  the  business  was  mortgaged  to  George  DavteSy  and  as  they  did  not  succeed  (not 
owing  to  this  engine)  tibey  re-sold  it  to  George  Davies  by  a  deed  of  the  18th 
of  October,  1901.  On  the  22nd  of  February,  1902,  George  Davies  leased  the 
business  to  his  son,  the  Defendant  Arthur  DavieSy  as  from  the  19th  of  October, 
1901 ;  but  George  Davies  acted  as  a  principal  in  the  re-purchase  of  the  business 
10  and  is  at  all  eyents  responsible  up  to  the  date  of  the  lease ;  and  we  submit 
afterwards,  for  the  business  is  still  substantially  that  of  George  Davies,  He 
asked  for  a  fresh  licence  at  a  reduced  royalty.  On  the  re-sale  to  him  there  was 
a  covenant  in  «the  purchase  deed  by  SecUon  A  Lockhart  to  assist  in  obtaining  a 
licence  for  the  ^  Paragon  "  engine,  that  is  the  engine  in  question,  and  not  them- 

15  selves  to  make  it.  [The  correspondence  containing  the  negotiations  for  a  fresh 
licence  was  referred  to.]  [Terrelly  K.C.,  in  reply  to  the  Court,  stated  that  he  would 
rely  on  anticipation  by  Fairfax  and  iSmtsr,  also  on  want  of  subject-matter,  there 
being  no  sufiBcient  differences  between  the  engine  of  1891  and  the  engine  of 
1895 ;  also  George  Davies  contended  that  he  was  not  responsible,  but  there  was 

20  no  other  question  of  infringement.]  The  Defendants  have  used  the  plant, 
patterns  and  plans,  formerly  belonging  to  the  licensees,  for  the  purpose  of 
infringing  the  Patent.  Although  the  Defendants  now  allege  that  there  is  no 
subject-matter,  they  issued  a  circular  saying  that  the  invention  marked  a  new 
departure.    As  to  anticipation,  the  engine  of  1891  had  all  the  arrangements  of 

25  the  valves,  except  that  for  the  oil,  but  that  is  a  very  important  point.  [The 
report  of  the  Valveless  Gas  Engtne  Syndicatey  Ld.  v.  Day^  16  R.P.C.  97,  was 
referred  to.]  Of  course  validity  was  not  there  in  issue.  Two  persons  had  tried 
to  alter  the  gas  engine  of  1891  so  as  to  make  it  applicable  for  oil,  but  they  only 
succeeded  as  to  light  oils.    Fair/ax  will  not  work  with  petroleum ;  his  engine 

30  has  no  separate  oil  port.  It  has  never  been  made  in  this  country.  Sintz  also 
has  no  separate  oil  port  and  will  not  work  with  anything  but  light  oils.  It  is 
necessary  to  have  a  separate  oil  port  in  order  to  work  with  heavy  oils.  It  is  a 
great  advantage  to  be  able  to  do  so.  Day^s  Specification  of  1895  says  that  the 
engine  may  be  started  with  benzoline — that  is  a  light  oil.      It  states  that  the 

35   piston  is  to  open  and  close  the  ports,  including  the  oil  port ;  that  is  the  arrange- 
ment which  the  Defendants  are  here  contending  for  the  right  to  use.     Fig.  3, 
which  shows  an  alternative  method,  has  a  hot  plate.     The  Defendants  have 
taken  what  is  shown  in  Figs.  1  and  2. 
^The  following  witnesses  were  called  on  behalf  of  the  Plaintiff,  namely,  the 

40  Plaintiff'  himself,  and  Lockhart  the  former  licensee. 

For  the  Defendants,  Messrs.  Dugald  Clerk  and    Adams    were  called  as 
witnesses. 

Terrelly  K.C.,  summed  up  the  case  for  the  Defendant,  Arthur   Davies. 
[RiDliBY,  J. — My  mind  is  made  up  as  to  the  proper  meaning  of  the  Specifica- 

45  tion.  The  Patentee  claims  a  separate  oil  port  into  the  cylinder,  opened  and  shut 
by  the  piston.]  I  should  contend  against  that  construction,  but,  assuming  that, 
is  there  evidence  that  changing  the  position  of  the  oil  orifice  from  that  of  Sintz 
to  that  in  the  cylinder  itself  makes  any  difference  ?  There  must  be  substantial 
invention,  and  unless  the  change  does  something  effective,  t.«.,  makes  the 

50  engine  better,  there  is  not  subject-matter.  iS'tn^^;  and  i^air/oo;  dealt  with  altering 

Day^s  gas  engine  to  an  oil  engine.    The  question  is  whether  what  Day  has  done 

is  substantially  what  they  have  done.    Dugald  Clerk  says  that  they  are  the 

same.    There  is  only  Day^s  evidence  against  this.    One  of  the  Defendant's 

.witnesses  says  Fairfax  wo^d  not  work^  bnt  it  wps  changed  from  a  horizontal 

55  toa  Turtical  enginew  .  - 
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Frosty  for  Charge  Davies.^l  adopt  the  arguments  on  behalf  of  Arthur 
Darnea.  I  also  contend  that  George  Daviea  never  gave  orders  for  or  had  control 
of  any  work  resulting  in  the  construction  of  the  oil  engines.  [The  correspon- 
dence was  referred  to.]  As  to  engines  or  parts  of  engines  made  under  the 
licence,  George  Davies  was  entitled  to  deal  in  the  engines  or  parts  so  made.  He  5 
was  not  responsible  for  putting  the  parts  together  after,  he  had  parted  with 
them.  In  Betts  v.  De  Vitre  (L.R.  3  Oh.  429,  at  page  442)  directors  were  held 
personally  liable  on  the  ground  of  authority  and  control,  notwithstanding  direct 
orders  not  to  work  so  as  to  infringe.  So  here  the  Plaintiff  must  show  control 
on  the  part  of  George  Davies  of  the  working  in  the  making  of  these  engines.  10 
There  is  no  analogy  to  cases  where  persons  have  been  held  to  be  estopped  from 
denying  to  creditors  that  they  are  members  of  a  firm.  As  to  invalidity,  I  rely 
on  the  arguments  for  the  other  Defendant,  but  I  refer  to  Patterson  v.  Gas  Light 
and  Coke  Company  (L.R.  3  App.  Cas.  239).  User  is  not  necessary  if  the  inven- 
tion is  known  to  the  public.  It  is  sufficient  that  it  could  be  used.  As  to  15 
Fairfax^  it  is  said  that  there  is  no  evidence  that  it  has  been  used  for  heavy  oils, 
but  there  is  evidence  it  could  be  so  used  in  a  horizontal  form.  [RiDLBY,  J. — 
Day  says  he  tried  it  in  both  forms.] 

Bousfieldy  K.C.,  in  reply. — ^As  to  George  Davies^  he  bought  the  business  in 
October  1901,  and  did  nothing  to  part  with  the  control  of  it  until  February  20 
1902.  We  cannot  accept  his  evidence  altogether.  [RiDLBY,/. — I  think  that  he 
knew  that  his  name  was  being  used.  On  the  evidence  I  think  that  he  is 
liable.]  Then,  as  to  the  subject-matter,  it  is  sufficient  that  the  invention  is 
an  improvement.  Here  Arthur  Davies  was  formerly  manager  to  Seaton  A 
Lockharty  and  yet  he  has  not  been  called  to  give  evidence  that  the  alteration  25 
made  no  difference.  Lockhart  says  that  he  wanted  to  make  Sintz  work  and 
could  not.  Day^s  evidence  is  to  the  same  effect.  The  evidence  is  that  a 
separate  oil  port  makes  a  great  difference,  it  makes  the  difference  between 
success  and  failure.  Fairfax  is  a  paper  anticipation,  Sintz  was  only  made  for 
use  with  light  oils.  30 

Ridley,  «7. — This  action  is  brought  for  the  infringement  of  a  Patent  belonging 
to  the  Plaintiff  (No.  15,514  of  1895)  for  oil  engines.  The  main  defences  set  up 
with  which  I  have  to  deal  are— that  the  Patent  is  bad  because  of  anticipation, 
and  also  that  the  previous  Patents  in  1891  and  1892  had  left  no  subject-matter 
which  was  free  to  be  the  subject  of  a  Patent  such  as  the  one  which  is  now  in  35 
dispute.  There  of  course  has  been  a  difficulty  about  the  construction  of  the 
Specification  of  this  Patent  of  1895,  but  I  have  come  to  a  clear  conclusion  as  to 
the  meaning  of  this  Specification,  and  indeed  I  do  not  think,  when  you  fairly 
look  at  the  subject-matter  of  the  Patent  and  the  way  in  which  it  was  d^lt 
with  by  the  Plaintiff,  that  it  is  open  to  question  at  all.  I  say  that  as  I  saia  it  40 
yesterday,  and  I  am  surprised  to  find  that  a  gentleman  connected  with  Patents 
and  with  engineering,  Mr.  Dugald  Clerks  and  his  partner  have  been  able  to 
come  to  another  conclusion.  My  opinion,  however,  is  very  clear  indeed  on 
that  subject,  and  I  do  not  believe  that  it  is  capable  of  argument  to  the  contrary. 
I  think  the  Specification  of  Mr.  Day  must  be  considered,  not  by  reading  only  45 
one  phrase,  but  by  reading  that  phrase  in  connection  with  the  rest  of  the 
Specification.  It  is  however  suggested  by  those  gentlemen,  to  whom  I  have 
alluded,  that  because  the  phrase  is  used,  ^'an  oil  inlet  in  the  passage  H 
*'  itself,*'  therefore  it  is  possible,  in  accordance  with  this  Specification,  that  the 
port  should  discharge  into  the  air  passage.  It  seems  to  me  that  is  entirely  50 
inconsistent  with  the  whole  of  the  rest  of  the  Specification,  nor  does  it  follow 
from  the  words  themselves.  I  should  have  thought  that  if  the  Patentee 
was  going  to  state  in  the  Specification  anything  so  contrary  to  that  which 
is  in  the  earlier  part  of  it,  this  would  have  been  expressed  by  distinct  words. 
It  is  not  so,     I  qoiQ^  to  the  conclusion  quite  clearly  that  it  is  a  necessary  ^55 
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part  of  Mr.  Day^s  Patent  that  the  oil  port  should  be  separate — a  separate 
entrance  into  the  cylinder,  apart  from  the  air  passage— and  that  it  should 
be  so  connected  straight  into  the  cylinder  that  the  piston,  in  moving  up 
and  down,  opens  and  closes  both  it  and  the  air  port.  If  that  is  so — and 
5  it  is  certainly  so  stated  deliberately  in  the  Specification  and  in  the  claim — 
I  have  now  to  deal  with  the  Patent.  It  is  also  correct  to  say  that  there 
is  a  modification,  which  is  somewhat  different,  because  there  is  no  direct 
communication  between  the  oil  port  and  the  cylinder  in  that.  There  is 
a  plate  at  the  top  of  the  cylinder  with  holes  in  it,  and  that  plate  being  heated. 

10  the  same  result  is  produced  by  what  may  be  called  an  additional  operation.  I 
need  not,  however,  go  into  that  modification  any  further  ;  it  is  not  in  question 
here.  The  question  I  have  got  to  deal  with  is  whether  or  no  the  Patent  which 
I  have  described  is  a  good  Patent,  or  whether  subject-matter  is  wanting,  and 
whether  it  has  been  dealt  with  by  anticipation.    The  evidence  before  me  seems 

15  to  me  to  come  to  this.  Mr.  Day's  Patent  of  1891  produced  a  valveless  gas 
engine.  There  was  an  endeavour  by  Sintz  and  by  Fairfax  in  the  years  1892 
and  1893  to  produce  an  engine  which  would  work  oils  as  well  as  gas  in  a 
similar  fashion — a  valveless  engine  which  would  be  able  to  explode  a  mixture 
of  vapour  from  oil  as  well  aft  from  gas.     It  would  have  been  a  considerable 

20  advantage,  and  would  have  assisted  the  trade,  and  it  would  have  been  a  new 
discovery.  They  endeavoured  to  do  that,  Sintz  by  a  method  which  agrees  with 
that  of  Fairfax  in  so  far  as  the  oil  inlet,  which  is  provided  by  it,  opened  into 
the  air  passage  or  air  chamber,  the  result  of  which  was,  according  to  the 
evidence  before  me,  that  that  engine  would  never  work,  and  never  has  worked, 

25  with  heavy  oils.  It  has,  however,  worked  with  light  oils,  that  is,  those  which 
throw  off  gas  or  vapour  (I  am  not  sure  which  the  right  word  is)  with  facility  when 
the  air  passes  over  them,  and  it  has  been  worked  in  America,  as  I  understand, 
with  some  success,  but  in  England  never ;  at  least  there  is  no  evidence  that  it  has 
been  so  worked.    Fairfax's  has  never  been  worked  at  all.     It  is  stated  by  Mr, 

.30  Dugald  Glerk  that  both  these  engines  will  work  with  heavy  oils.  I  regret  to  find 
that  the  evidence  is  much  in  conflict  with  that  statement.  It  is  difficult  for  me 
to  say  that  he  is  wrong  in  making  so  precise  a  statement  of  his  opinion.  I  have 
a  great  respect  for  that  opinion,  but  I  have  quite  as  much  for  Mr.  Day's  experi- 
ments which  he  made  with  both  the  engines,  and  he  found  that  they  would 

35  not.  I  think  the  experiment  of  a  man  who  tries  the  thing  is  worth  ten  times 
the  opinion  of  a  man  who  does  not,  and  I  have  therefore  come  to  the  conclusion 
that  neither  Sintz'  nor  Fairfax's  engines  will  work  with  heavy  oils.  I  think,  there- 
fore, that  that  space  was  a  blank,  and  remained  a  blank  until  1895,  and  if  it  be 
true  that  Mr.  Day^s  Patent  succeeded  in  getting  rid  of  the  difficulty,  the  ques- 

40  tion  will  arise  whether  that  space  remaining  to  be  filled  up  by  a  discovery,  if 
possible,  is  not  sufficient  to  give  validity  to  the  Patent  which  Mr.  Day  took  out. 
Now  what  is  the  difference  between  these  Patents  ?  It  is  simply  this,  as  it 
seems  to  me,  that  he  combined  the  parts  in  a  different  fashion.  Neither  Sintz 
nor  Fairfax  nor  Mr.  Day  himself  until  the  year  in  question  had  perceived  that 

45  in  order  to  get  the  proper  operation  produced  by  the  effect  of  air  upon  the 
squirt  of  oil  that  had  been  introduced  into  the  cylinder  you  must  keep  them 
separate,  and  you  must  not  introduce  them  into  the  cylinder  together,  or  the 
effect  is  not  produced  which  is  required  ;  nor  that  it  must  be  at  a  different 
angle.     Those  are  very  minute  and  small  things,  but  it  is  possible  that  they 

50  make  the  difference.  Now,  as  I  have  said,  in  the  Sintz  and  Fairfax  Specifications 
you  find  the  air  passage,  you  find  the  oil  passage,  you  find  the  cylinder,  you 
find  the  piston,  you  find  all  those  parts  which  exist  in  Mr.  Day's^  but  in 
Mr.  Day^s  (and  I  think  this  is  a  vital  and  most  important  part  of  it,  as  he  says 
himself)  you  have  got  them  kept  separate,  you  have  got  the  oil  port  separate 

55  from  the  air  passage,  and  that  being  so,  it  has  been  proved,  according  to  the 

n 
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evidence  before  me,  conclusively  that  this  will  work  with  heavy  oils,  whereas 
the  other  ones  would  not.  Perhaps  I  ought  to  allude  more  particularly  to  the 
evidence  of  Mr.  Day  in  this  respect.  He  said  this  : — "  The  point  of  importance 
"  is  the  means  of  admission  of  the  oil  and  its  subsequent  vaporising  by  the 
"  air  ;  the  squirt  of  oil  comes  in,  and  then  the  air  under  pressure  in  the  chamber  5 
"  comes  up  the  other  pipe  ;  I  spent  eighteen  months  in  experimenting  ;  it  looks 
"  easy  now,  but  it  was  very  difficult  to  get."  Then  he  deals  with  the  other 
types  which  have  been  tried — the  hot  chamber,  and  I  think  two  others 
which  were  gone  into  in  the  cross-examination  by  Mr.  Bousfield,  I  need  not 
allude  to  them  any  further,  because  I  think  they  are  clear  of  this  matter.  10 
There  are  other  chambers  and  other  arrangements  which  in  this  Patent  it  has 
been  found  possible  to  do  without.  A  further  passage  in  the  evidence  given 
by  Mr.  Day  is  this  :  — "  The  oil  inlet  must  be  opened  and  closed  by  the  piston, 
"  and  the  air  inlet  also,  and  it  must  be  in  such  a  position  that  it  sprays  and 
"  vaporises  the  oil."  I  am  not  quite  sure  that  that  word  ought  not  to  be  15 
"  atomipoR,"  but  whichever  it  is,  it  has  the  same  effect  on  my  mind,  for  I  do  not 
quite  know  how  to  distinguish  it.  Upon  that  state  of  things,  what  do  we  find 
in  practice  ?  I  think  it  is  the  truth  that  under  the  licence  which  was  granted 
for  the  working  of  this  engine,  the  firm  ol  Seaton  A  Lockhart  succeeded.  It 
is  true  that  it  was  suggested  at  the  c^nd  of  the  career  of  that  firm,  when  they  20 
closed  their  business,  they  were  not  in  a  good  position,  but  the  evidence  of 
Mr.  Lockhay*t  is  not  consistent  with  that  so  far  as  the  use  of  this  engine  is 
concerned.  He  said  it  was  a  success,  that  they  made  122  altogether,  and  that 
the  sales  went  on  increasing  every  year.  I  think,  therefore,  we  have  got  this — 
an  invention  which  enabled  heavy  oils  to  be  used  in  an  engine  of  this  kind  which  ?5 
could  not  be  used  before,  and  an  invention  which  was  so  far  a  success,  and  it  was 
caused  by  a  combination  of  parts  which  existed  before,  but  which  did  not  exist  in 
exactly  the  same  relation  to  each  other.  The  parts  existed,  but  they  wore  not 
so  combined.  The  difference  which  consists  in  making  the  one  inlet  different 
from  the  other  appears  to  my  mind  to  be  an  important  difference.  Now,  it  is  30 
upon  that  state  of  things  that  I  wanted  to  hear  whether  Mr.  Terrell  could 
contend  that  this  was  not  a  good  Patent.  He  said  rightly  enough  that  there 
must  be  a  substantial  invention,  otherwise  there  could  not  be  a  good  Patent.  I 
agree.  But  you  do  not  measure  your  substantial  invention  by  the  size  of  it ; 
you  measure  it  by  the  effect  upon  the  trade,  by  the  success  of  the  thing  which  35 
has  to  be  produced  ;  and  if  there  be  anything  new  in  it,  then,  as  it  seems  to  me, 
however  small  the  discovery,  still,  if  it  produces  the  effect,  and  if  it  is  a  new 
thing,  the  Patent  ought  to  be  held  good  according  to  the  authorities.  1  do  not 
know  that  it  is  necessary  for  me  to  refer  to  them  ;  counsel  have  not  thought  it 
necessary  to  do  so  in  this  case,  and  indeed  the  principle  is  abundantly  established  40 
to  be  that  which  is  stated  both  by  Mr.  BotisfieJd  and  by  Mr.  Terrell.  I  think 
according  to  the  best  consideration  that  I  can  give  to  the  evidence  that  the 
Patent  is  a  good  one.  Mr.  Du^ald  Clerk  was  called  to  say  that  it  was  not, 
and  his  partner,  Mr.  Adams,  said  the  same  thing,  but  they  both  of  them  failed  at 
the  very  beginning,  by  not  construing  as  1  do  the  Specification  on  which  45 
Mr.  Day  claims  his  invention  to  be  good.  Mr.  Dugald  Clerk  said  it  is  no  part 
of  the  Specification  that  the  oil  port  had  to  be  separate  from  the  air  inlet.  I 
come  to  the  conclusion  that  it  is,  and  I  come  to  that  conclusion  without  any 
doubt  whatever ;  and  I  think  the  fact  that  anybody  has  approached  this  Specifi- 
cation in  a  way,  which  has  resulted  in  his  coming  to  an  opposite  conclusion,  50 
can  only  be  accounted  for  by  his  having  read  one  line  separate  from  all  the 
others,  and  tried  to  hang  upon  it  a  conclusion  which  the  Specification  itself 
will  not  support.    I  think,  therefore,  the  Plaintiff  is  entitled  to  succeed. 

Mr.  George  DavieSy  one  of  the  Defendants,  says  he  has  not  been  making  this 
machine,  but  I  come  to  the  conclusion  that  he  has  according  to  law.    It  is  true  J^ 
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that  his  two  sons  have  been  representing  him,  or,  if  not  representing  him,  have 
been  working  in  the  business  by  conducting  the  business  correspondence,  since 
the  time  when  the  transfer  took  place,  but  I  cannot  accept  all  that  he  has  said 
as  to  his  own  position  in  the  matter.  I  think  he  did  authorise  them' to  make. 
5  I  can  hardly  come  to  the  conclusion  that  through  all  those  months  during  which 
these  two  young  men  were  making  these  engines  and  receiving  orders  for  them 
and  money  for  them,  uping  his  name  and  stating  that  he  was  the  principal  of 
the  business,  and  that  he  had  been  so  since  October  20th,  and  so  forth,  for  I  need 
not  repeat  the  numerous  occasions  on  which  this  took  place — I  cannot  believe 
10  that  that  was  done  without  his  authoritj'.  I  think,  therefore,  that  Qeorge 
Daviea  is  liable  together  with  Arthur  DauieSy  and  the  judgment  ought  to  be 
for  the  PlaintiflF.    There  must  be  an  injunction. 

An  inquiry  as  to  damages   was    directed,    and  Certificates  given  that  the 
Particulai*8  of  Breaches  were  proved,  and  that  the  validity  of  the  Patent  came  in 
15  question,  and  an  Order  was  made  for  delivery  up  of  infringing  engines. 


In  the  Court  op  Appeal. 

Before  LoBDS  JUSTICES  Vaughan  Williams,  Romer,  and  Gozbns-Hardy. 

November  24th  and  35th,  1904. 

HoMMBL  V.  Bauer  &  Co. 


20      Action  for  passing-off. — Secondary  meaning  of  word. — Proj)rietor^s  own  name 
on  his  goods. — Action  dismissed, — Ap^jeal  dismissed. 

In  1890  Homniel,  the  Plaintiff  in  tJie  Action^  first  sold  in  Germany  a  pro- 
prietary  medicine  which  he  called  "  Hommel's  Hcematogen  "  {later  "  Hceniatogen 
*'  prejimred  by  Dr.  Hommel "),  t?ie  name  "  Ha*matogen  "  having  heen  suggested 
25  to  him  by  a  friend  in  the  previous  year.  The  word  appeared  to  have  been 
applied  in  1883  to  a  similar  but  non-commercial  product  by  a  physiological 
chemistj  but  this  fact  was  not  known  to  the  Plaintiffs  altfwicgh  fie  admitted  that 
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prior  to  1890  he  had  heard  of  the  word  used  (in  German)  as  an  adjective  but 
not  as  a  substantive.  In  1893  he  introduced  his  prodmt  on  the  English  market^ 
since  when  the  sales  had  rapidly  increased  ivith&ut  a  rivah  In  1899  he 
registered  the  word  ^'  Hcematogen''  as  a  Trade  Mark.  I?i  1902  a  Hamburg 
firm  commenced  to  sell  a  similar  product  under  tJie  name  "  Hcematogeny"  and  5 
this  tvas  introduced  07i  the  English  market  by  the  Defendants.  The  Plaintiff" 
commenced  an  action  for  infringement  of  his  Trade  Mark  and  for  *^  passing-o^ffV' 
his  complaint  being  confined  to  the  ivord  *^H(ematogen''  {which  he  alleged 
meant  his  preparation  only)  and  twt  extending  to  the  ''get-up''  of  the  goods. 
The  Defmidants  moved  to  rectify  the  Register  of  Trade  Marks  by  strikiiig  aff  10 
the  word.  The  Trade  Mark  was  removed  from  the  Register  as  not  being  an 
^'  invented  word,''  and  the  action  was  dismissed  on  the  ground  that  the  word 
had  acquired  no  such  secondary  meaning  as  alleged,  and  the  Defendants  were 
entitled  to  judgment.     TJw  Plaintiff  appealed  m  the  Action  only. 

Held,  on  appeal,  that  thejudginent  of  the  learned  Judge  at  the  trial  should  be  lf> 
affirmsd,  and  the  appeal  was  dismissed  with  costs. 

Per  Vaughan  Williams,  LJ.—In  all  these  ca^es  if  the  primary  meaning  of 
a  word  is  a  simple  and  ea^y  primary  meaning,  known  to  everybody,  it  is 
extremely  difficult  to  establish  that  in  any  particular  trade  this  word  has 
lost  its  well-known  and  original  meaning  and  in  that  trade  acquired  a  20 
secondary  meaning  to  the  exclusion  of  the  natural  and  original  meaning  of 
the  word. 

Dr.  Adolf  Hommel  trading  as  Nicolay  &  Co.^  at  Zurich,  in  Switzerland,  was 
the  manufacturer  and  proprietor  of  a  preparation  of  the  substance  known  as 
"  HsBmoglobin,"  and  which  he  had  for  many  years  sold  under  the  name  25 
"  Hsematogen,"  and,  on  the  4th  of  May  1899,  he  registered  as  a  Trade  Mark,  in 
Class  3  iu  respect  of  medicines  for  human  use,  the  word  "  Hsematogen."  He 
commenced  an  action  against  Oehruder  Bauer  &  Co.,  trading  in  London,  for 
an  injunction  to  restrain  them  from  infringing  his  registered  Trade  Mark, 
and  to  restrain  them  from  "passing-off"  a  preparation  not  manufac-  3U 
tured  by  the  Plaintiff  as  and  for  the  Plaintiff's.  The  Defendants  subse- 
quently gave  notice  of  a  Motion  to  rectify  the  Register  of  Trade  Marks  by 
expunging  therefrom  the  Plaintiff's  Trade  Mark  "  Hajmatogen,"  on  the  ground 
that  it  was  neither  invented  nor  distinctive,  but  was  a  word  describing  the 
goods.  35 

With  regard  to  the  history  of  this  word  it  appeared  that  in  the  year  1883 
a  German  chemist  named  Bunge,  by  certain  experiments,  discovered  that 
the  yolk  of  ^gg  contained  a  certain  organic  form  of  iron  which  he  rightly 
concluded  was  that  which  in  food  tends  to  the  formation  of  the  red  corpuscles 
of  the  blood.  In  the  year  1885  his  discovery,  in  the  shape  of  a  pamphlet,  40 
appeared  in  a  German  publication  called  the  "  Zeitschrift  fur  Physiologische 
"  Ghemie,"  and  in  that,  in  announcing  his  discovery,  he  stated  that  he  proposed 
to  call  the  substance  which  he  had  thus  discovered  "  Haematogen,"  at  the  same 
time  pointing  out  that  he  was  not  quite  accurate  in  so  doing  inasmuch  as  it  did 
not  produce  blood  but  produced  the  red  corpuscles  of  the  blood,  and  it  would  45 
therefore  more  properly  be  described  as  "  Haemoglobin,"  but  he  thought  that 
•'  HaBmoglobin  "  was  so  long  and  cumbersome  a  word  that  he  preferred  to  call  it 
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**  HjBniotogen."  That  book  was  circulated  in  Germany  and  came  over  in  a 
German  form  to  England.  In  the  year  1887  he  published,  in  Germany,  a  book 
which  he  called  "  Text  Book  of  Chemical  Physiology,"  in  whixsh  he  repeated, 
in  a  rather  more  elaborate  form,  the  discovery  which  he  conceived  he  had  made. 
5  and  again  stated  that  he  proposed  to  call  that  substance  which  he  had  discovered 
"  HeBmatogen."  That  book  was  translated  into  English  by  Dr.  WooMridge, 
and  appeared  in  the  English  form  in  the  year  1890.  That  was  the  first  trace  in 
which  the  word  "  Haematogen  "  in  that  physiological  form  is  found  in  England, 
although  it  had  appeared  earlier  in  a  journal  of  the  Chemical  Society  which  was 

10  published  in  the  year  1885.  Subsequently  to  the  date  of  1890  the  word 
frequently  appeared  in  books  devoted  to  physiological  science  ;  for  example,  in 
1891,  in  Dr.  Foster's  *'  Illustrated  Encyclopaedic  Medical  Dictionary,"  and  in 
Dr.  Halliburton's  "  Text  Book  of  Chemical  Physiology  and  Pathology,"  also  in 
1891  ;  and  in  the  year  1893  in  Dr.  Halliburtoii's  "  Student's  Handbook  of 

15  "  Physiology,"  which  had  a  very  large  circulation  ;  it  appeared  also  in  Ktrk's 
"  Manual  of  Physiology,"  edited  by  Dr.  Halliburton,  and  in  1894,  in  an 
American  book  in  the  glossary  at  the  end  containing  a  list  of  uncoiimion 
names ;  and  it  appeared  subsequently  in  several  books  devoted  to  physiology 
and  to  Materia  Medica.    From  its  "first  appearance  in  England  it  appeared  to 

20  have  been  used  by  physiological  lecturers  in  their  lectures,  and,  in  particular, 
in  a  lecture  which  Dr.  Halliburton  gave  in  the  Royal  College  of  Physicians 
in  1891. 

The  PlaintiflPs  goods  in  question,  which  were  first  sold  in  Germany  in  1890, 
were  first  sold  in  England  in  1893,  and  the  sales,  which  were  small  at  first, 

25  increased  year  by  year  as  a  result  of  the  outlay  in  advertisement  and  energy  on 
the  part  of  the  Plaintiff.  His  own  name  appeared  on  the  labels  of  the  bottles, 
and  on  the  cartons  in  which  they  were  sold,  in  conjunction  with  the  word 
**  Haematogen "  until  1902,  when  ''HommeVs  Haematogen"  was  altered  to 
"  Haematogen  prepared  by  Dr.  Hommel.''    With  regard  to  the  adoption  of  the 

30  word,  the  Plaintiff  deposed  that  in  1889,  when  he  had  never  heard  of  Bunge's 
user  of  it,  it  was  suggested  to  him  as  a  title  for  his  goods  by  a  friend  named 
Walter. 

In  1902,  a  German  firm  named  Kohr^  of  Hamburg,  introduced  a  cheaper  form 
of  "Haematogen"  in  the  market,  their  product  containing  five  per  cent,  less 

35  albumen  than  the  Plaintiff's,  but  being  made  and  sold  for  the  same  purpose. 
The  Defendants  Gebrtlder  Bauer  &  Co.  were  London  dealers,  who  took  up  an 
agency  for  the  sale  of  this  product,  and  secured  the  orders  referred  to  in  detail 
in  the  judgment  at  the  trial. 

The  Plaintiff  alleged  and  at  the  trial  called  witnesses  for  the  purpose  of 

40  proving  that  "  Haematogen  "  meant  his  preparation  and  no  other. 

The  Action  was  tried  and  the  Motion  heard  by  Mr.  Justice  Warrington^  who, 
on  the  13th  of  Jun^  1904,  held  that  the  Trade  Mark  was  not  an  "  invented  word  " 
within  the  meaning  of  section  64  of  the  Patents,  &c.  Acts,  1883  to  1888,  and 
must  therefore  be  struck  off  the  Register,  and  he  dismissed  the  action  on  the 

45  ground  that  if  there  had  been  actual  or  attempted  "  passing-off  "  it  consisted  in 
the  use  of  "Haematogen,"  and  that  this  word  had  not  acquired  such  a 
secondary  meaning  as  the  Plaintiff  alleged.* 

The  Plaintiff  appealed  in  the  Action  and  the  appeal  was  heard  on  the  24th  of 
November  1904. 

50  H.  Ten^ell^  K.C.,  and  Sebastian  (instructed  by  J.  aftd  M.  Solomon)  appeared 
for  the  Appellant ;  F.  C.  Norton^  K.C.,  and  F.  Watt  (instructed  by  Arthur 
Wintle)  appeared  for  the  Respondents. 
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Terrelly  K.C.,  for  the  Appellant. — The    evidence    proves    that    the    word 
"  Hgematogen,"  used  alone,  has  acquired  the  secondary  meaning  of  signifying 
Dr.  HommeVs  preparation.     [Vaughan   Williams,  L.J.— It  is  a  question  of 
degree  in  every  case.     Speaking  for  myself,  if  I  was  told  that  a  certain  volume 
well   known  to  the  legal  profession  was  asked  for  sometimes  as  "Annual  5 
"  Practice"  and  sometimes  as  "  Snow  and  Burney's  Annual  Practice,"  I  should 
hesitate  to  say  that  the  words  **  Annual  Practice  "  had  the  secondary  meaning  of 
"  Snow  and  Burney's."]      The  evidence  here  satisfies  the  test  explained   in 
Reddaway  v.  Banham  (13  R.P.C.  ^18  ;  L.R.  (1896)  App.  Cas.  199).    [Vaughan 
Williams,  //../.—The  more  descriptive  the  word  is,  the  more  difficult  it  is  to  10 
prove  a  secondary  meaning.]     True,  but  it  is  a  question  of  degree,  and  the 
Plaintiff  here  is  in  a  very  much  stronger  position  than  in  the  cases  of  "  Camel- 
"  hair  Belting  "  or  "  Cellular  Clothing ;  "  Cellular  Clothing  Company  v.  Maxto7i 
and  Murray  (16  R.P.C.  397  ;  L.R.  (1899)  A.C.  326).    This  word  "  H^matogen  " 
is  only  to  be  found  in  scientific  dictionaries.     [Vaughan  Williams,  L.J. —  15 
But  you  have  to  displace  the  primary  meaning,  for  as  long  as  that  continues  in 
the  particular  area  to  be  affected,  you  cannot  say  that  the  secondary  meaning  is 
established.]     We  submit  that  the  word  was  acquiring  a  reputation  as  early  as 
1899  when  it  was  registered.    The  principle  is  that  you  must  not  use  a  name 
which  you  believe  is  calculated  to  deceive  ;  but  that  does  not  apply  where  you  20 
honestly   believe  the   word   was  good   when   in  fact  it  was  not.     [COZBNS- 
Hardt,  L./.,  referred  to  the  "  Valvoline  "  case  {Re  Leonard  and  Ellis's,  Trade 
Marky  L.R.  26  Ch.  D.  288),  where  Lord  Selborne  (at  i)p.  299, 300)  and  Cotton,  L.J, 
(dt  pp.  303,  304),  refer  to  the  difficulty  of  finding  a  secondary  meaning  when 
the  word  has  once  been  descriptive.]      But  relief  has  been  granted  even  after  a  25 
word  has  been  struck  off  the  Register  in  Thompson  v.  Mo^Ugomery  ("  Stone 
"  Ales  "),  6  R.P.C.  409 ;  L.R.  41  Ch.  D.  35 ;  8  R.P.C.  361 ;  L.R.  (1891),  A.C.  217 ; 
and  Faulder  v.  Rushion  ("  Silver-pan  ")  20  R.P.C.  477. 

Sebastian. — This  case  involves  a  pre-eminently  practical  question  affecting  the 
health  of  His  Majesty's  subjects,  for  the  analysis  of  the  respective  goods  shows  30 
that  the  Defendants  supply  something  which  is  different  in  quality  from  the 
Plaintiff's.     In  the  next  place,  "  HaBmatogen  "  is  not  a  descriptive  word,  and 
ninety-nine  out  of  a  hundred  people  cannot  know  its  descriptive  meaning. 
Further,  even  if  it  is  taken  to  be  a  synonym  for  "  blood -former,"  that  applies 
to  most  kinds  of  food  such  as  milk  ;   there  is  no  necessity  to  use  the  name  35 
"  Haematogen,"  which  is  a  member  of  the  class  called  **  Haemoglobin."     The 
word  was  taken  off  the  Register,  not  because  it  was  descriptive  but  because  the 
Plaintiff  had  not  in  fact  invented  it. 
Counsel  for  the  Respondents  were  not  called  upon. 

Vaughan  Williams,  i.J.— The   ultimate  conclusion  which  Mr.  Justice  40 
WarHngton    arrived  at  appears  in  his   judgment,  when  he  says*  :— "  The 
"  conclusion  I  come  to  on  the  facts  is  that  in  this  case  the  word  *  Haematogen ' 
*•  has  not  obtained  the  secondary  meaning  which  has  been  alleged  ;  that  it  means 
**  a  preparation  for  forming  blood  ;  and  that  I  cannot  regard  the  statements  of  the 
"  doctors  and  the  other  skilled  witnesses,  who  alone  state  that  the  name  means  45 
"  Dr.  HommeVs  production,  as  sufficient  evidence  to  establish  the  secondary 
"  meaning  in  face  of  the  remarks  of  Lord  Davey,  and,  I  may  add  of  the  other 
"  noble  lords  in  the  *  Cellular  Clothing '  case  in  the  House  of  Lords."    I  agree 
with  the  conclusion  of  fact  that  is  arrived  at  by  Mr.  Justice  WarringtoJi.    I  do 
not  doubt  that  in  the  class  of  persons  who  would  principally  have  to  deal  with  50 
this  preparation,  doctors  and  chemists,  this  word  "  Haematogen  "  has  a  meaning 
quite  independently  of  Dr.  HommeVs  preparation.     It  has  a  primary  meaning, 
and   we  only  have  to   consider  whether   it  has  acquired   such  a  secondary 

♦  21  R.P.C.,  page  587. 
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meaning  as  that,  in  the  miuda  of  that  class  of  persons  who  have  to  deal  with 
preparations  of  this  sort,  it  would  be  taken  to  mean  exclusively  Dr.  Hammers 
preparation.  I  do  not  understand  that  either  Mr.  Terrell  or  Mr.  Sebastian  go 
the  length  of  saying  that  immediately  the  Plaintiff  attached  this  name  to  his 
5  preparation  it  would  have  been  possible  to  say  that  the  word  "  Hsematogen  "  there- 
upon acquired  a  secondary  meaning,  because  at  that  moment  there  was  no  other 
preparation  in  the  market  to  which  this  word,  which  has  a  primary  meaning,  had 
been  applied.  It  seems  to  me  it  would  ue  impossible  to  maintain  such  a  pro- 
position.   What  they  do  maintain  is  this  :  that  in  course  of  time,  since  I  think 

10  it  is  said  1893,  or  somewhere  thereabouts,  this  particular  preparation  has  come 
to  be  well  known  and  popular,  and  that  gradually  the  word  '*  Haematogen  "  has 
come  to  be  applied  exclusively  to  the  Plaintiff's  preparation,  and  that  it  would 
be  misleading  those  who  had  to  deal  with  chemical  preparations  of  this  sort  if 
persons  who  make  other  preparations  for  the  same  purpose,  but  with  a  different 

15  analysis,  were  entitled  to  employ  this  name.  1  wish  to  say  about  this,  first, 
that  if  you  look  at  the  oral  evidence  which  was  given  by  the  doctora  it  is  really 
a  true  summary  of  that  evidence  to  say  that  the  doctors  sometimes  call  it 
"  Haematogen,"  sometimes  call  it  "  Dr.  HammeVs  Haematogen.'*  I  do  not  think 
that  that  evidence   is  sufficient  to   establish,  that  which   one   ought  not  to 

20  allow  to  be  very  easily  established  on  slight  evidence,  that  this  word  has 
acquired  such  a  secondary  meaning  that  in  the  trade,  if  I  may  use  such  an 
expression,  it  exclusively  means  Dr.  HommeVs  preparation.  But  I  have  some- 
thing more  than  that  here.  I  have  something  which  is  a  strong  piece  of 
evidence  given  really  by  the  Plaintiff  himself.     I  have  got  the  Plaintiff's  bottle 

25  in  niy  hand.  I  do  not  know  exactly  what  the  evidence  may  be  as  to  when  this 
bottle  was  prepared  to  be  put  on  the  market ;  but  on  the  evidence  I  may  take  it 
this  is  his  latest  product,  and  that  he  does  not  pretend  that  this  bottle  has  gone 
out  of  date  at  all.  When  I  come  to  look  at  this  bottle  I  find  this  note  on  one 
edge  of  it :  "  Please  note  that  in  order  to  meet  the  suggestions  of  members  of 

30  **  the  medical  profession  we  have  altered  and  improved  the  taste  of  Dr.  Hommel's 
"  Haematogen.'*  He  does  not  venture  to  say  "  Haematogen  "  itself  ;  he  says  '*  Dr. 
"  HommeVs  Haematogen."  I  do  not  mean  to  say  that  everyone  taking  the  bottle 
in  his  hand  would  note  this  ;  to  tell  the  honest  truth  I  did  not  notice  it  until 
Lord  Justice  Romer  called  my  attention  to  it ;  but  still  there  it  is,  and  it  seems 

35  to  me  a  most  remarkable  piece  of  evidence  by  the  Plaintiff  himself  going  to 
show  that  "  Haematogen  "  has  not  acquired  this  secondary  meaning  exclusively 
attaching  it  to  Dr.  HommeVs  preparation.  If  it  had  acquired  that  secondary 
meaning  there  would  be  no  need  for  this  note  at  the  side  describing  it  as  "  Dr. 
^''HommeVs  Haematogen,"  especially  on  a  bottle  which  itself  calls  the  pre- 

40  paration  "  Haematogen."  He  thinks  it  right  to  distinguish  his  **  Haematogen  " 
from  other  *'  Haematogen."  And  really  when  one  comes  to  consider  the  evidence 
of  the  doctors,  they  lead  to  the  same  conclusion,  because  doctor  after  doctor  says, 
"  I  prescribe  either  *  Haematogen  or  Dr.  HommeVs  Haematogen,' "  again  showing 
that  they  at  least  are  not  confident  that  a  prescription  of  "  Haematogen  "  will 

45  result  in  the  patient  getting  from  the  dispensing  chemist  that  particular  pre- 
paration which  the  doctor  intended  him  to  have.  The  doctor  thinks  it  safer  in 
these  circumstances  to  prescribe  "  Dr.  HommeVs  Haematogen." 

I  wish  to  say  one  word  about  Be  Leonard  and  Ellis'  Trade  Mark  (L.R.  2(5 
Ch.  D.  288),  and  the  observations  of  Lord  Selhome  and  Lord  Justice  Cotton  in 

50  that  case.  I  do  not  understand  them  to  lay  down  that  in  a  passing-off  action, 
where  the  charge  against  the  Defendant  is  that  he  has  deliberately  represented 
his  goods  to  be  the  goods  of  another  man,  you  can  shut  out  evidence  of  the  fact 
that  a  name  has  come  to  be  so  appropriated  to  the  Plaintiff's  goods  that  everyone 
in  the  trade  would  understand  it  to  mean  that  they  were  the  Plaintiff^s  goods 

55  which  were  being  described,  merely  because  the  Plaintiff  at  one  time  had  put 
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the  name  on  the  Register  of  Trade  Marks,  and  it  had  been  removed  as  a  name 
which  conld  not,  according  to  the  definitions  of  the  Trade  Marks  Acts  properly 
be  on  the  Register.  1  quite  agree  that,  if  such  are  the  circumstances  of  the  case, 
even  in  a  passing-off  action,  it  will  vastly  increase  the  difficulty  to  the  Plaintiff 
in  maintaining  the  proposition  that  the  particular  word  which  was  put  on  the  & 
Register  had  acquired  a  secondary  meaning,  and  had  come  to  mean  in  the  trade 
exclusively  his  goods.  I  do  not  at  all  imply  that  if  you  get  an  action  of  a 
different  description,  and  you  are  claiming  property  in  a  Trade  Mark,  whether 
you  are  claiming  that  property  because  your  Trade  Mark  is  registered,  or  whether 
you  are  claiming  the  Trade  Mark  as  your  property  independently  of  the  Trade  10 
Marks  Acts,  you  could  not  substantiate  your  claim  if  the  fact  was  that, 
during  the  time  in  which  this  name  came  to  be  applied  exclusively  to  your  goods, 
you  had  wrongfully  taken  up  a  position  which  prevented  anybody  else  manufac- 
turing goods  under  that  name.  However  that  is  a  different  proposition.  In  all 
these  cases  if  the  primary  meaning  of  a  word  is  a  simple  and  easy  primary  mean-  15 
ing,  known  to  everybody,  it  is  extremely  difficult  to  establish  that  in  any  par- 
ticular trade  this  word  has  lost  its  well-known  and  original  meaning,  and  in  that 
trade  acquired  a  secondary  meaning  to  the  exclusion  of  the  natural  and  original 
meaning  of  the  word.  And,  of  course,  this  difficulty  is  not  nearly  so  strong  or 
so  difficult  to  get  over  in  a  case  where  the  word  which  is  applied  is  a  word  of  20 
which  the  meaning  is  not  one  which  would  be  known  to  everyone  who  came 
in  contact  with  the  word.  I  am  of  opinion  that  in  this  particular  case  the  word 
is  one  of  which  there  would  be  in  the  vernacular  no  user  at  all ;  it  is  in  point 
of  fact  a  word  which  is  limited  to  members  of  the  medical  and  pharmaceutical 
professions.  And,  under  these  circumstances,  it  seems  to  me  we  have  here  a  25 
cleai"  primary  meaning ;  and  I  entirely  agree  with  Mr.  Justice  Warrington 
upon  the  evidence  of  Ihe  doctors,  and  the  striking  evidence  of  Dr.  Hommel 
himself  in  the  matter  of  this  bottle,  and  I  may  also  mention  in  the  matter  of 
the  case  in  which  he  encloses  the  bottle,  where  he  again  describes  the 
*'  Hsematogen "  as  **  Dr.  EommeVs  Hsematogen  *' — I  entirely  agree  with  the  30 
conclusion  of  Mr.  Justice  Warrington  that  the  primary  meaning  of  this  word 
has  not  been  excluded,  and  it  has  not  acquired  a  secondary  meaning  which 
attaches  in  the  trade  to  the  Plaintiff*s  goods  exclusively.  I  think  that  this 
appeal  ought  to  be  dismissed  with  costs. 

ROMBR,  LJ. — I  also  agree  with  the  conclusion  arrived  at  by  Mr.  Justice  35 
Warrington^  and  I  am  content  myself  to  adopt  the  reasons  for  that  conclusion 
given  by  Mr,  Justice  Warrington  in  his  judgment. 

Cozbns-Hardy,  LJ, — I  agree.    I  am  content  to  adopt  every  word  of  Mr. 
Justice  Warrington's  judgment. 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Farwell. 

November  15th,  16th,  17th,  and  24th,  1904. 

In   the   Matter   of   Bowdbn's   Patent. 


5  Patent. — Petition  for  revocation.— ConatrucHon  of  Specification. — Prior 
publicatioti  of  application  of  a  principle  ofmechanice. — Ambiguity  of  language 
of  the  Specification. — Claims  held  to  be  too  wide. — Patent  ordered  to  be  revoked 
unless  notice  of  appeal  given  or  application  to  amend  made  unthin  21  days. 

In  1896  Letters  Patent  were  granted  to  B.for  a  **  New  and  improved  mechanism 

10  "/<>^  transmission  of  power. ^'^  The  claitns  were : — "  (2)  The  new  and  improved 
•*  mechanism  for  transmitting  motion  or  power  as  herein  specified^'*  "  {2)  An 
^^  improved  mechanism  for  imparting  motion  or  power  consisting  essentially 
"  of  two  flexible  members  so  arranged  tliat  a  relative  longitudinal  movement 
"  one  unth  respect  to  the  other  can  be  set  up  between  them^  one  of  the  said 

25  "  members  being  incompressible  and  the  other  tnextensible^  or  each  both  incom* 
**  pressible  and  inextensible,  as  set  forth.'''  A  Mtition  was  presented  for  revoca- 
ccUion  of  this  Patent  on  the  ground  of  its  invalidity.  The  Particulars  of 
Objections  alleged  want  of  novelty  by  reason  of  prior  publication  and  want  of 
subject-matter.    Among  the  prior  publications  set  forth  in  the  Particulars 

20  of  Objections  were  "  illustrations  and  descriptions  "  of  laryngeal  forceps  and 
(esophageal  probangs  contained  in  catalogues^  and  the  continuous  sale  of 
such  instruments  and  their  common  general  tcse  by  members  of  the  medical 
profession. 

Held,  that  the  invention  served  a  useful  purpose^  but  that  the  Claims  in  the 

25  Specification  were  too  wide;  and  that  the  probangs  and  laryngeal  forceps^ 
which  were  oldj  were  in  fact  described  accurately  and  well  by  the  Specification ; 
and  that  the  Patent  was  invalid.  An  Order  for  revocation  was  made  unless 
the  Respondents  appealed  or  applied  for  leave  to  amend  the  Specification  within 
14  days. 

B 
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A  Motion  for  liberty  to  apply  for  leave  to  amend  the  Specification  in  a 
particular  way  was  made.  At  the  hearing  it  was  stated  thai  the  Respondents 
wotild  not  appeal,  and  no  Oraer  wa^  made  on  the  Motion  except  that  the 
Respondents  should  pay  the  costs. 

On  the  11th  of  November  1896  Letters  Patent  (No.  25,325  of  1896)  were  5 
granted  to  Ernest  Mfmnington  Bowden  for  "  New  and  improved  mechanism 
"  for  transmission  of  power." 

The  Complete  Specification  was  as  follows :— "  This  invention  relates  to  an 
"  improved  mechanism  for  transmitting  motion  or  power  more  especially  in 
**  directions  other  than  in  a  straight  line  or  between  two  points  the  distance  10 
"  between  which  varies,  without  the  use  of  guide  pulleys,  angle  levers,  ball 
"  joints  or  other  similar  contrivances.  AccoMing  to  my  invention  I  employ 
"  flexible  members  one  of  which  is  incompressible  and  the  other  inextensib^le, 
"  the  said  members  are  under  some  circumstances  however  made  both  inexten- 
"  sible  and  also  incompressible.     These  two  members  are  so  arranged  with  15 


*•  respect  to  one  another  that  thea|  have  a  free  sliding  longitudinal  movement 
"  one  with  respect  to  the  other,  fne  arrangement  being  such  that  one  member 
*♦  acts  as  a  guide  to  the  other  which  becomes  the  operating  member,  the  guiding 
*•  member  being  held  at  both  ends.  Having  generally  described  my  invention 
"  1  will  now  describe  it  more  specifically.  Supposing  for  example  that  it  is  20 
"  desired  to  impart  motion  or  power  in  one  direction  only.  This  may  be 
"  effected  in  two  ways.  First  by  making  the  operating  member  work  in  tension, 
"  and  secondly  by  making  the  operating  member  work  in  compression.  In  the 
"  first  arrangement  the  operating  member  would  be  made  inextensible  and  the 
*'  guiding  member  incompressible,  and  in  the  second  arrangement  the  operating  25 
"  member  would  be  made  incompressible  and  the  guiding  member  inextensible. 
'*  In  either  of  these  arrangements  a  spring  or  its  equivalent  of  any  suitable  type 
"  may  be  employed  to  return  the  operating  member  to  its  normal  position.  A 
^^  convenient  method  of  constructing  the  first  arrangement  is  that  shown  diagra- 
"  matically  in  the  accompanying  drawing  in  which  the  incompressible  member  30 
*'  A  is  conveniently  made  in  the  form  of  a  tube  out  of  wire  coiled  closely 
•'  together.  The  ends  of  this  tube  are  fixed  in  suitable  blocks  or  bearings  a,  a. 
^'  The  inextensible  member  B  is  mounted  within  the  member  A  and  may  considt 
"  of  a  length  of  stranded  wire.    One  of  the  ends  of  this  member  is  coiuie«le4 
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*'  to  the  object  to  which  motion  or  power  is  to  be  transmitted  and  its  other  end 
**  is  connected  to  the  lever  or  other  device  to  which  the  motion  or  power  is 
**  applied  ;  in  the  accompanying  diagram  one  end  is  shown  terminating  in  a  loop 
"  or  handle  h  and  the  other  end  is  shown  carrying  a  finger  h^  moving  over  a 
5  "  scale.  If  the  loop  or  handle  ft  be  drawn  or  pulled  down  the  finger  &^  will 
"  indicate  a  corresponding  upward  movement  on  the  scale.  In  some  cases  these 
"  two  systems  may  be  combined,  the  power  or  motion  being  transmitted  partly 
*'  by  the  tension  member  and  partly  by  the  compression  member,  each  member 
**  acting  as  a  guide  to  the  other.    If  it  is  desired  to  impart  motion  or  power  in 

10  *'  both  directions,  both  of  the  members  must  be  both  incompressible  and 
**  inextensible  in  which  case  the  spring  is  dispensed  with.  In  some  cases  it 
"  may  be  expedient  to  use  more  than  two  members,  the  respective  members 
^^  being  held  together  and  arranged  in  any  suitable  manner  so  that  a  relative 
"  longitudinal  movement  may  be  set  up  between  them." 

15      The  claims  were  : — "  (1)  The  new  and  improved  mechanism  for  transmitting  > 
"  motion  or  power  as  herein   specified.     (2)   An   improved    mechanism  for 
"  imparting  motion  or  power  consisting  essentially  of  two  flexible  members  so 
"  arranged  that  a  relative  longitudinal  movement  one  with  respect  to  the  other 
"  can  be  set  up  between  them,  one  of  the  said  members  being  incompressible 

20  "  and  the  other  inextensible,  or  each  both  incompressible  and  inextensible,  as 
"  set  forth." 

The  authority  of  the  Attorney-General  having  been  obtained  on  the  21st  of 
July  1904  a  Petition  wns  presented  for  the  revocation  of  this  Patent  by  Herbert 
Edward  Smithy  Cycle    Accessories   Manufacturer  and   Cycle  Factor,  and  a 

25  partner  in  the  firm  known  as  the  Bord  Motor  Company^  manufacturers  and 
vendors  of  light  motors  for  motor  cycles. 

The  Petition  was  served  upon  E,  M.  BowderCs  Patents  Syndicate  Ld.  of  24 
Holborn,  London,  and  Charles  Henry  Watson  and  Frederick  Watson  Baker j 
trading  as  William  Watson  <k  SonSj  of  313  High  Holborn,  London. 

30  The  Petition  alleged  that  the  Patent  was  invalid  for  the  reasons  set  forth  in 
the  Particulars  of  Objections. 

The  Particulars  of  Objections  stated  that  (1)  Ernest  Monnington  Bowden  was 
not  the  first  and  true  inventor  of  the  alleged  invention.  (2)  The  alleged  inven- 
tion, as  claimed  in  both  the  claiming  clauses  in  the  Specification  of  the  Patent, 

35  was  not  new,  but  had  been  published  in  this  realm  prior  to  the  date  of 
the  Patent  in  the  following  manner : — (A)  By  the  deposit  in  the  Patent 
Office  Library  of  the  Specification  of  Krell  (No.  12,705  of  1888).  The  whole 
Specification  was  relied  on.  (B)  By  the  publication  of  the  following  books  : — 
(a)  **  Sharps  and  Flats,"  2nd  edition,  by  J.  Nevil  Maskeleyne.    The  parts  relied 

40  on  were  pages  88  to  91  and  100  to  104,  both  inclusive,  {b)  By  the  publication 
by  Allen  and  Hanbury,  of  48  Wigmore  Street  Cavendish  Square,  London,  and 
by  Down  Brothers  St.  Thomas's  Street,  London,  and  by  Evafis  Wurmald  31 
Stamford  Street,  London,  of  illustrations  and  descriptions  of  Durham's 
laryngeal  forceps  and  oesophageal  probangs  and  of  Athaus'  laryngeal  electrode, 

45  all  of  which  were  on  flexible  stems  to  bend  in  any  direction.  The  earliest 
publication  was  in  the  year  1889,  and  publication  was  continuous  until  the  date 
of  the  Patent,  (c)  By  the  continuous  sale  by  the  persons  mentioned  in  the 
preceding  paragraph  of  the  instruments  therein  mentioned  and  by  the  common 
general  use  of  such  instruments  by  members  of  the  medical  profession.     The 

50  earliest  date  of  user  was  in  the  year  1899.     (3)   The  alleged  invention,  as 

claimed  in  both  the  claiming  clauses,  was  not  subject-matter  for  a  valid  Patent. 

The  Petition  came  on  for  hearing  before  Mr.  Justice  Farwbll  on  the  15th 

of  November  1904. 

A.  J.  Walter  and  F.  G.  H.  Sinclair  (instructed  by  Phillips  and  Boyle)  appeared 

55  for  the  Petitioner  ;  Moultony  K,C.,  T.  Terrell,  K.C.,  and  A.  B.  Shaw  (instructed 
by  A.  Withers)  appeared  for  the  Respondents. 

H  2 
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MouUariy  K.C.,  for  the  Respondents. — The  Patent  relates  to  a  device  for  trans- 
mitting power.  It  is  a  new  and  useful  device  and  one  of  a  very  general 
character.  The  Objections  alleged  against  the  Patent  are  unique  in  character. 
There  is  one  paper  anticipation  alleged,  but  the  case  reallj'  rests  on  alleged  prior 
users  by  two  classes  of  people  not  equal  in  the  social  scale,  viz.,  one  the  better  5 
class  of  card  sharpers,  and  the  other  the  medical  profession.  Neither  of  these 
classes  is  very  closely  connected  with  the  field  for  the  patented  device.  The 
object  of  the  invention  is  to  do  in  other  mechanism  that  which  is  done  in 
electric  mechanism,  and  is  called  the  peculiar  property  of  electric  transmission 
of  power.  To  transmit  posver  by  electricity  the  wire  may  be  not  straight,  it  10 
need  not  be  stitf,  it  may  go  round  corners.  One  of  the  great  advantages  of 
electricity  was  that  it  did  away  with  rigid  gearing.  The  Patentee  has  not  done 
for  mechanism  exactly  Avhat  electricity  can  do,  but  by  his  device  he  has  made  a 
nearer  approach  to  it  than  anybody  had  ever  dreamt  of.  [The  Specification 
was  read  and  explained  with  the  aid  of  models.]  The  flexible  tube  is  usually  15 
made  of  closely  coiled  wire.  Although  it  is  quite  flexible  it  is  incompressible. 
In  the  tube  there  is  a  wire.  The  tube  may  be  allowed  to  fall  into  any  sort  of 
curve,  but  nevertheless  motion  may  be  conveyed  by  it  to  great  distances  round 
corners  and  without  guides.  At  the  date  of  the  Patent  the  subject-matter  of  the 
Patent  was  absolutely  new  as  a  mechanical  device.  Since  the  Patent?  it  has  been  20 
largely  used.  It  has  been  applied  to  bicycles  as  a  brake,  and  it  has  been  largely 
used  in  connection  with  motors.  Where  it  is  important  to  have  a  thoroughly 
efficient  action,  so  that  motion  may  be  transmitted  from  the  handle  to  the  part 
to  be  operated  on,  anything  like  rigidity  of  gearing  is  inadmissible.  The 
Particulars  of  Objections  show  how  complete  the  novelty  of  the  invention  is.  25 
One  of  the  alleged  anticipations  is  in  connection  with  a  card-sharpers'  device 
known  as  a  '*  hold-out."  It  is  published  in  Maskeleyne^s  "  Sharps  and  Flats." 
A  San  Francisco  man  had  a  hold-out.  It  operated  down  his  sleeve  and  nipped 
any  card  which  it  was  convenient  to  make  disappear.  By  moving  one  of  his 
legs  the  card  was  made  to  go  up  his  sleeve.  But  it  was  not  an  anticipation  of  30 
the  patented  invention.  All  he  did  was  to  use  a  flexible  tube  as  a  guide,  the 
guide  being  concealed  among  his  clothes.  The  other  alleged  anticipations  are 
certain  instruments  used  by  doctors  for  working  down  people's  throats.  Even 
if  they  did  use  the  principle,  the  instruments  are  most  imperfect  examples  of  it. 
They  are  not  anticipations  of  the  Patent.  Even  if  they  had  been  much  more  35 
perfect  the  purpose  for  which  they  are  used  is  so  widely  unanalogous  to  that  to 
which  the  Patent  is  put  as  a  means  for  transmitting  power  that  they  could  not 
constitute  anticipation.  The  peculiarities  of  the  invention  open  naturally  and 
incidentally  a  wide  field.     There  is  no  question  as  to  its  utility. 

Evidence  in  support  of  the  Patent  was  given  by  James  Swinhui^w^  A.  A.  40 
Adarriy  Frank  Shorland^  and  /.  R,  Nesbit. 

Evidence  in  support  of  the  Petition  was  given  by  Mr.  W.  H,  Shearman  and 
Professor  Boys. 

From  the  evidence  it  appeared  inter  alia  that  the  probang  referred  to  in  the 
Particulars  of  Objections  operated  owing  to  the  incompressibility  of  the  outer  45 
casing  and  the  inextensibility  of  the  inner  casing.  It  was  bendable,  but  was 
not,  according  to  the  Respondents'  evidence,  "  flexible  "  in  the  sense  of  the 
Specification.  The  laryngeal  forceps  referred  to  had,  inter  alia,  an  incom- 
pressible outer  member  of  coiled  wire  and  an  inextensible  inner  wire  of  soft 
iron.  In  his  evidence  the  manufacturer's  assistant  stated  that  this  wire  was  of  50 
soft  steel,  in  order  that  it  might  be  bent  to  the  shape  required,  but  that  it  must 
be  rigid. 

Mr.  Nesbit,  the  chairman  of  the  Respondent  Company,  gave  evidence  to  show 
that  since  1896  or  1897  there  had  been  a  great  demand  for  the  patented  mecha- 
nism, beginning  with  a  few  thousand  feet  and  going  up  to  between  one  and  a  55 
half  to  two  millions  of  feet  per  annum.    Between  50  and  60  licences  had  also 
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been  granted  in  England  to  substantial  people,  such  as  VickerSy  Maxim  A  Go,^ 

the  Humber  Company,  the  Swift    Company,  &c.     Licences  had  also  been 

^granted  to  the  German  Army  Authorities,  the  French  Naval  Authorities,  and 

Kmppa. 

h       The  evidence  as  to  utility  and  great  use  was  tendered  as  evidence  of  novelty. 

Terrell,  K.C.,  summed  up  the  Respondents'  case. — The  point  in  the  Court's 

mind  is  that,  whether  the  Patent  is  for  a  good  invention  or  a  new  invention  or 

not,  the  claim  is  too  wide.     [Farwbll,  J. — If  it  had  been  a  claim  for  a  brake 

for  a  bicycle,  the  fact  that  the  appai'atus  has  been  used  in  medical  instruments 

10  would  Tiave  had  no  bearing  upon  it.  But  it  is  a  claim  for  all.]  That  involves, 
first  of  all,  the  construction  of  the  Specification.  The  claim  is  not  for  a 
principle  ;  it  is  for  an  article  or  thing  for  transmitting  motion  or  power 
"  more  especially  in  directions  other  than  in  a  straight  line  or  between  two 
I'  points  the  distance  between  which  varies."  The  Patentee  does  not  say  that 
15  it  cannot  be  done  in  a  straight  line,  but  he  is  pointing  out  that  the  article  he  is 
claiming  is  an  aiticle  which  has  capacities  for  communicating  motion  other 
than  in  a  straight  line  or  between  moving  points  "  without  the  use  of  guide 
"pulleys,  angle-levers,  ball  joints  or  other  similar  contrivances."  For  the  first 
time  he  is  going  to  get  rid  of  all  the  articles  named  and  to  transmit  motion  in  a 

20  new  way  and  by  means  of  a  new  article.  In  his  first  claim  he  claims  an  article 
which  is  to  have  certain  capacities,  and  its  capacities  are  necessarily  to  be  to 
transmit  motion  or  power  as  specified.  Unless  an  article  is  produced  made  before 
the  date  of  the  Patent  which  is  capable  in  the  same  way  of  transmitting  motion 
at  one  and  the  same  time  round  corners  and  at  points  at  varying  distances  the 

25  Patent  is  not  anticipated.  No  such  article  has  been  produced.  The  alleged 
anticipations  are  not  capable  of  performing  the  same  functions.  [Farwell,  J. — 
The  forceps  you  can  take  round  the  corner.]  BiTt  the  compression  on  the  outer 
member  is  not  the  same  compression  as  that  produced  under  the  Patent.  The 
claim  is  of  a  general   character,   but   the  two  members    must  be    flexible. 

30  [Farwbll,  J. — Your  own  witnesses  say  that  that  is  obviously  not  of 
the  essence  if  you  are  going  in  a  straight  line.]  There  is  no  word  in 
the  Specification  indicative  of  anything  whatever  but  flexible  members. 
Flexibility  is  not  essential  when  the  passage  is  straight.  The  forceps  is 
not  flexible ;    it  is    deformable.      The    capacity    to    go    round    a    corner    in 

35  that  case  is  due  not  to  its  flexibility,  but  to  its  being  deformed.  If  it  were 
made  flexible  it  could  not  attain  Hs  object.  [Farwbll,  J.— Surely  it  is  a 
combination  of  what  you  call  "  something  deformable  "  with  all  the  essence  of 
this  mechanism  for  the  purpose  of  transmitting  force  ?]  But  the  forceps  is  not 
flexible  in  action.     The  Patentee  has  described  the  so»'t  of  flexibility  he  means  ; 

40  it  is  to  be  capable  of  applying  force  to  varying  points.  Although  it  has  the 
capacity  of  being  used  in  a  straight  line,  it  is  an  article  which  always  has  the 
capacity  of  going  round  a  comer.  There  has  been  an  immense  demand  for  the 
invention,  extending  over  a  long  period  of  years,  attracting  the  attention  of 
large  numbers  of  mechanicians.     It  is  inconceivable  that  if  it  were  known  that 

45  motion  could  be  transmitted  by  adopting  the  principle  of  the  forceps  they  would 
not  have  done  so.  [Farwbll,  J.— In  cases  like  that  of  the  bicycle  saddle 
you  take  the  principle  and  apply  it  to  something  quite  new  and  frame  your 
claim  accordingly.]  The  whole  thing  is  new.  [Farwbll,  ./.—If  you  claimed 
generally  for  that  apparatus,  the  essentials  of  a  tru^s  bridge  for  your  saddle, 

50  you  could  not  support  it.]  But  the  means  of  transmitting  motion  as  pointed 
out  by  the  Patentee  here  are  not  old.  Again,  forceps  are  not  analogous  within 
the  cases.  To  anticipate  a  Patent  there  must  be  the  use  of  the  invention  in  some- 
thing that  is  analogous.  The  forceps  is  a  surgical  instrument.  [Farwbll,  J. — 
It  operates  by  transmitting  power  down  the  throat  so  that  you  can  get  hold  of 

55  something  round  the  comer,  which  you  cannot  otherwise  do.]  That  would  not 
have  led  a  man  to  Bmvrien's  idea.      The  Specification  is  limited,  i.e.,  there  must 
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be  two  flexible  members,  one  of  which  must  be  in  compression  the  other  in 
tension,  and  the  mechanism  must  be  capable  of  applying  itself  to  varying  dis- 
tances and  of  going  round  corners.     It  is  an  article  that  is  described  in  Claim  I,« 
It  matters  not  that  it  has  the  capacity  to  go  in  a  straight  line,  and  a  thing  which 
would  not  go  round  a  corner  would  not  be  an  infringement.     There  would  be  5 
no  infringement  unless  there  were  two  flexible  members,  and  one  of  those 
members  was  incompressible  and  the  other  inextensible.     In  considering  anti- 
cipation, possible  infringement  must  be  considered.     A  Patent  for  an  article 
with  five  capacities  would  not  be  anticipated  by  one  capable  of  doing  four  of 
them.    The  use  of  mechanism  in  a  straight  line,  as  in  the  forceps,  would  not  be  10 
a  use  for  the  purpose  of  the  Patent.    It  would  not  be  an  infringement.     All  the 
alleged  anticipations  were  public  property  ;    the  invention  was  wanted  very 
badly ;   hundreds  of    people  tried  to    do   it ;    nobody   except   the   Patentee 
succeeded.     Transmission  of  power  by  means  of  an  instrument  with  these 
capacities  cannot  be  anticipated  by  a  surgical  instrument  used  for    surgical  15 
purposes  (Penn  v.  Bibhy^  2  Ch.  App.,  pp.  127,  135,  and  136).     The  invention 
claimed  is  new. 

Walter  summed  up  the  Petitioner's  case. — The  claims  are  for  no  particular 
application  of  a  method  of  mechanically  applying  power  but  are  for  every 
conceivable  way  in  which  that  power  can  be  applied,  and  for  every  conceivable  20 
amount  of  power.     It  is  claimed  both  when  the  wire  is  held  at  each  end  in  a 
fixed  position,  and  also  as  explained  at  page  2,  line  30  (ante  p.  51, 1.  6). 

MoultoHy  K.C.,  in  reply. — ^The  claims  are  not  too  wide.     What  is  the  invention  ? 
It  is  a  mechanism  for  operating  at  a  distance  under  certain  difficult  circum- 
stances. If  a  person  choses  to  operate  at  a  distance  and  uses  for  the  purpose  this  g5 
mechanism  he  is  using  the  invention.    There  is  no  more  generality  than  there 
would  be  in  claiming  a  wool  carding  machine  for  wool  carding.    Assuming  that 
the  present  invention  is  novel  and  has  not  been  anticipated,  is  not  it  patentable 
in  all  its  breadth  ?    The  Patentee  has  invented  a  new   mechanical  device  for 
transmitting  motion  or  power  by  means  of  which  you  can  work  at  a  distance,  30 
The  question  turns  absolutely  on  novelty,  and  that  depends  on  the  construction 
of  the  Specification.     Subject-matter  does  not  arise.    The  two  members  referred 
to  in  the  Specification  must  be  flexible ;  consequently  nobody  is  infringing  who 
does  not  use  two  flexible  members.    A  witness  said  the  members  need  not  be    . 
flexible  if  they  were  in  a  straight  line.    That  was  a  mechanician's  answer  and  2)5 
was  not  a  question  as  to  whether  if  it  were  worked  in  a  straight  line  with  non- 
flexible  members,  it  would  be  within  the  Specification  or  claim.     Flexibility  is 
absolutely  necessary  out  of  the  straight  line,  but  while  in  the  straight  line 
you  do  not  need  the  bending  power.     The  special  field  for  application  of 
the  said  invention    is  where    it  is  not  in  a  straight  line,  and  where  the  40 
distances,  even  if  it  be  in  a  straight  line,  are  varying.    In  such  cases  the 
Bowden  action  would  be  invaluable,  and  it  would  depend  on  its  flexibility. 
The  two  flexible  members  working  with  one  another  in  the  way  described 
constitute  a  new  mechanism  suitable  for  difficult  cases.    "  Flexible  "  means 
flexible  in  operation.    Deformable  is  not  flexible.    The  laryngeal  forceps  works  45 
by  virtue  of  the  rigidity  of  the  internal  member  and  it  would  be  fatal  if  it  was 
flexible.     It  is  deformable.     A  piece  of  iron  may  be  bent  into  the  form  of  a 
hook  to  hook  something  from  the  water.    The  article  is  hooked  up  because  the 
iron  is  rigid.     The  iron  is  able  to  be  made  into  a  hook  because  it  is  bendable, 
hot  because  it  is  flexible.    It  is  deformable.    "  Def6rmable  "  and  "  flexible  "  Ar6  50 
totally  different  things.      The  difference  is  that  a  thing  is  flexible  when  its 
bend  is  not  permanent ;    it  is  deformable  when  its  bend  is  permanent  for  the 
nonce.     A  bar  of  iron  may  be  flexible  and  it  may  be  rigid,  according  to  the 
forces  applied  to  it.     But  when  terms  are  used  in  connection  with  mechanism 
they  are  used  to  describe   the  behaviour  of  the  articles  in  the  mechanism.  55 
Giving  words  their  proper  meaning,  the  external  member  of  the  forceps  is  not 
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flexible  in  the  operation  oE  the  machine.  It  is  bendable  in  the  preparation  of 
the  machine.  It  will  keep  the  bend,  and  the  essence  of  its  success  is  that  it 
must  be  rigid,  while  the  whole  essence  of  the  flexibility  of  the  article  under  the 
Patent  is  that  it  ib  flexible  in  operation,  i.e.,  flexible  to  the  forces  that  are  called 
5  to  bear  upon  it.  It  behaves  as  a  flexible  body,  while  the  laryngeal  forceps 
behaves  as  a  rigid  body.  When  it  is  transmitting  motion  it  is  outside  the 
Patent.  The  laryngeal  forceps  cannot  be  an  anticipation  j  it  is  deformed 
before  use,  and  the  moment  it  is  in  use  the  fact  that  it  is  not  flexible  is 
relied  upon  by  the  operator.     [Farwell,  J. — The  instruments  are   described 

10  in  the  catalogue  as  flexible/]  It  does  not  mean  flexible  in  operation. 
An  angle  iron  may  be  bent  from  a  great  plate  into  a  right  angle.  It 
could  not  be  called  flexible  because  the  forces  employed  to  bend  it  were 
sufficient.  [Parwell,  J. — I  suppose  there  cannot  be  anything  absolutely 
rigid   or    flexible    and    without    an    intermixture    of    each.    Where    do  you 

15  draw  the  line  ?]  It  must  behave  as  a  flexible  body,  that  is  to  say,  bend. 
The  article  under  the  Patent  bends  not  in  manufacture  but  in  operation. 
It  is  not  a  question  of  degree  ;  it  must  behave  as  a  flexible  body.  But  the 
success  of  the  forceps  depends  on  its  not  being  flexible  to  the  forces  at  work. 
The  forceps  does  not  behave  as  a  flexible  body  in  the  transmission  of  power. 

20  It  operates  with  one  rigid  and  one  flexible  member,  whereas  the  reference  to 
**  two  flexible  members  "  in  the  Specification  means  elements  which  in  the  combi- 
nation behave  as  flexible  bodies.  The  word  "  flexible  "  means  "  behaves  in 
"the  mechanism  as  a  flexible  body."  The  whole  Specification  shows  it — e.^., 
the  words  "  the  arrangement  being  such  that  one  member  acts  as  a  guide  to 

25  **  the  other."  In  a  curve  where  one  member  is  acting  as  a  guide  the  other 
cannot  be  rigid.  The  flexibility  of  the  two  members  enables  the  motion  to  be 
transmitted  again  and  again.  If  a  mechanism  is  to  be  rigid  during  action,  the 
fact  that  in  preparation  for  operation  it  is  bent  cannot  afPest  the  question 
whether  or  not  it  is  within  BowderCs  claim.     The  flrst  claim  is  the  same  as  the 

30  second.  There  is  no  rule  of  construction  of  Patents  that  you  should  make  each 
of  the  claims  mean  something  different.  The  essentials  of  the  invention  were 
not  disclosed  to  the  world  by  either  the  use  of  the  probang,  the  forceps,  or  the 
machines  depicted  in  "Sharps  and  Flats."  The  invention  is  a  most  useful 
device;  its  essentials  are  two  elements  both  behaving  as  flexible   bodies  in 

35  operation,  one  inextensible  and  the  other  incompressible,  and  one  being 
capable  of  longitudinal  motion  relative  to  the  other. 

Farwell,  J, — It  is  certainly  unfortunate  that  this  inventor  chose  to  describe 

.  his  invention  in  such  extraordinarily  wide  terms.     I  am  sorry,  because  I  think 

the  invention  serves  a  useful  purpose  ;  but' I  am  constrained  to  say  that  I  am 

40  wholly  unable  to  limit  it  in  such  a  way  as  to  give  effect  to  it.  The  construction 
according  to  my  view  is  this  : — The  invention  relates  to  an  improved  mechanism 
for  transmitting  motion  either  directly,'  or  round  a  corner,  but  more  especially 
round  a  corner,  without  the  use  of  guide  pulleys,  and  so  on,  by  the  employment 
of   two  flexible  members,  one  of  which  is  incompressible,    and    the    other 

45 .  inextensible^  or  both  may  be  inextensible,  and  also  incompressible,  so  arranged 
,  with  respect  to  one  another  that  they  have  a  free  sliding  longitudinal  move- 
ment one  with  respect  to  the  other,  one  acting  as  a  guide  to  the  other,  wh^ch 
beoomes  t|i^  operatipg  member,  the  guiding,  member  being  held  at  both .  pnds  ; 

..    Vilao  the.  power,'orn][btiony  being  transidtted.^^  partly  ty.the 

50  tension  member  and  partly  by  the  compression  'member,  each  member  acting  as 

a  guide  to  the  other.    The  Patentee  claims,  first  of  all : — "Th^.  new  and  iin- 

"  proved  mechanism  for  transmitting  motion,  or  power,  as  herein  specified ; 

,  "  (2)  An  improved  mechanism  for  imparting  motion,   or  power,  consisting 

;      "  essentially  of  two  flexible  members"  ;  and  so  on.    I  find  it  very  difficult  to 

55  discover  any  difference  between  the  two  claims,  unless  it  be  that  the  draughts- 
man had  in  his  mind  the  fact  that'  he  had  claimed  his  invention  for  transmitting 
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the  motion  directly  as  well  as  round  the  comer — it  may  be  that  therefore  he 
had  in  his  mind  what  the  expert  witness  told  me  wouUL  be  the  case — that  in 
that  case  flexibility  was  not  essential.    So  far  as  I  can  see  it  certainly  would  not 
be.  If  that  be  the  true  view  the  difficulty  occasioned  by  Mr.  MoultotCs  ai^fument 
would  not  arise.    But  I  will  assume  for  the  moment  that  that  is  not  the  true  5 
view,  because  I  think  it  is  a  little  far  fetched,  and  I  will  assume  that  ^^  flexible  *' 
is  of  the  essence  of  the  invention.    Now  what  does  ^^  flexible  "  mean  ?     I  have 
looked  at  Murray* s  Dictionary,  and  it  says,  "  Capable  of  being  bent ;  admit- 
"  ting  of  change  of  figure  without  breaking  ;  admitting  of  pressure  ;  pliable  ; 
"  pliant."    Now  the  essence  of  this  invention,  as  I  follow  it,  is  that  there  is  10 
relative  motion,  and  if  you  have  it  in  a  straight  line  you  do  not  want  flexibility  ; 
if  you  have  it  round  a  comer,  you  do  want  flexibility.    "  Flexibility,"  after 
all,  is  a  term  meaning  more  or  less  rigid — inclining  to  as  little  rigidity  as  may 
be  ;  whereas  '^  rigid  "  means,  to  some  extent  flexible,  but  inclining  to  greater 
rigidity.    "  Flexibility  "  comes  between  the  two,  and  it  is  difficult  to  draw  a  15 
line  between  "flexible"  and   "rigid,"  it  being  a  question  of  degree.     Mr. 
Moulton  says  I  ought  to  construe  this  as  though  it  meant  flexible  in  operation  ; 
but,  in  the  first  place,  the  inventor  has  not  said  so  ;  and  I  think  he  was  boand, 
if  he  intended  it,  to  point  that  out  to  the  public ;  and,  in  the  second  place,  it 
would  limit  his  invention  in  a  way  that  I  am  convinced  he  never  intended,  20 
having  regard  to  the  fact  that  he  has  claimed  his  invention  for  motion  in  a 
straight  line,  for  which  a  rigid,  that  is  to  say  a  less  flexible,  member  would  be  not 
undesirable.  I  do  not  see  how  I  can  possibly  limit  it  according  to  the  ingenious 
suggestion  that  I  have  heard,  and  which  I  take  it  came  from  Mr.  Moultoh'a 
inner  consciousness  in  Reply  ;  for  I  did  not  appreciate  it ;  and  if  the  question  25 
were  put  to  the  expert  witnesses  I  did  not  appreciate  that  they  said  so.    Both 
Mr.  MoultorCs  witnesses  very  fairly  admitted  that  the  forceps  and  the  probang 
operate  as  described  in  the  Specification  ;  and,  as  far  as  I  can  see,  they  come 
exactly  within  the  description  unless  the  word  "  flexible  "  has  the  somewhat 
unusual  meaning  that  Mr.  Moulton,  asked  me  to  attribute  to  it.    I  am  wholly  30 
unable  to  do  that,  and  I  do  not  think  it  is  open  to  an  inventor  to  use  a  phrase 
which  prima  facie  covers  several  things,  so  that  he  can  hold  it  in  terrorem  over 
the  world  until  it  is  challenged,  and  then  say,  "  Oh,  I  only  meant  one,"  and  that 
one  a  thing  which  it  taxed  Mr.  Moulton's  ingenuity  to  suggest.    The  result  is 
that  I  think  both  the  probang  and  the  forceps  are  really  described  accurately  35 
and  well  in  the  Specification  :  and  they,  of  course,  are  both  quite  old.    In  fact, 
the  very  terms  in  which  the  forceps  is  described  in  the  catalogues  of  1889  is 
**  a  flexible  tube  which  can  bend  in  any  direction."    That  iis  exactly  describing 
what  it  is,  and  what  it  can  do.    I  feel  some  doubts  about  the  <4rd-sharping 
apparatus — I  think  in  all  probability  the  tube  did  in  fact  act  in  that  way ;  but  I  40 
do  not  rely  upon  that,  and  I  do  not  think  it  has  been  brought  to  the  attention  of 
the  scientific  world  in  a  way  which  would  be  sufficiently  intelligible  to  make  it 
an  anticipation ;  but,  on  the  other  hand,  I  cannot  see  how  a  Patent  expressed  in 
such  extraordinarily  general  terms  as  this  can  be  good  ;  and  that  means  that  the 
Patent  must  be  revoked.     .  45 

Moulton^  E.C.,  having  applied  for  a  stay,  an  Order  was  made  for  revocation 
unless  withi^  14  days  the  Respondents  should  apply  for  leave  to  amend  or  give 
notice  of  appeal. 

On  the  17th  of  November  an  application  was  made  to  Fabwbll,  J*.,  in 
consequence  of  a  difference  of  opinion  haviillg.  arisen  between  tlie  parties  as  to  50 
the  meaning  of  the  Order.  After  some  discussion,  on  the  application  of  Counsel 
for  the  Respondents,  leave  was  given  to  bring  the  matter  before  the  Court  on  a 
Motion  for  liberty  to  apply  for  leave  to  amend.  Notice  was  accordingly  given 
by  the  Respondents  of  a  Motion  for  an  Order  giving  leave  to  amend  the 
Letters  Patent  as  shown  in  red  ink  in  a  copy  of  the  Specification  served  with  55 
the  Notice  of  Motion.    On  the  24th  of  November  this  Motion  came  on    for 
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hearing  before  Farwbll,  /.      A  copy  of  the  Specification  containing  the 
proposed  amendments  in  red  ink  was  put  before  the  Judge. 

Farwbll,  J, — I  understood  that  the  Respondents  were  to  elect  whether  they 
would    appeal    or    apply    to    amend.     Have    they    abandoned    the    idea    of 
5  appealing? 

Moulton,  K.C.,  stated  that  the  Respondents  would  not  appeal. 
Walter    stated   that   the   proposed    amendments  included  an  explanatory 
clause.    If  the   Respondents  desired  to  appeal,  an  amendment  of  that  kind 
was  not  allowed  under  section  19  of  the  Act  of  1883,  and  if  they  intended  not 

10  to  appeal  they  had  no  right  to  come  back  to  the  Court.  He  asked  that  the 
Motion  should  be  dismissed  with  costs. 

Farwbll,  J. — There  seems  to  have  been  some  misapprehension  here.  I 
certainly  never  intended  to  suggest  that  I  was  going  to  amend  the  Specification. 
I  understood  when  I  had  revoked  the  Patent  that  the  Respondents  thought  that 

15  they  would  have  three  courses  open  to  them.  They  might  appeal ;  they 
might  also  appeal,  first  getting  liberty  to  amend  if  they  thought  fit ;  or 
they  might  proceed  under  section  18  of  the  Act,  dropping  the  appeal 
altogether,  and  amend.  I  understood  that  they  wanted  both  to  appeal 
and  to  apply   under  section   19  for  leave  to  amend,  and  that  being  so  the 

20  discussion  proceeded  on  that  footing.  The  Notice  of  Motion  goes  far  beyond 
section  19,  and  Mr.  Walter  has  taken  that  objection.  Mr.  Moultonnovf  tells  me 
that  the  appeal  is  abandoned,  therefore  the  Respondents  do  not  want  any 
relief  from  me  at  all.  The  result  is  that  I  can  make  no  Order  on  the  Motion, 
except  that  the  Applicants  pay  the  costs.     I  am  sorry  if  it  was  my  fault,  but 

25  really  I  do  not  think  it  was.  I  cannot  see  that  there  was  anything  to  mis- 
understand. 


In  the  High  Court  op  Justice.— Chancbrt  Division. 

Before  Mr.  Justice  Buckley. 

December  19th  and  20th,  1904. 

30  In  the  Matter  of  William  Rose  Smithes  Patent. 

Patent.-^Petition  for  Revocation. — Employer  and  person  employed  to  work 
out  the  employer's  ideals.-— Patentee  held  not  to  be  the  first  and  true  inventor.^ 
Patent  revoked. 

In  1908  Letters  Patent  were  granted  to  S.  for  **  Improvements  in  cotton  gins 
35  and  wool  burrersr    Y.  presented  a  Petition  for  Revocation^  alleging  that  S.  was 
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not  the  first  and  true  inventor,  and  that  the  Patent  was  obtained  in  fraud  of 
Y.'s  7Hghts,  S.  had  been,  before  the  application  for  the  Patent,  receiving  moneys 
from  Y.,  and  one  of  tJw  questions  between  the  parties  was  whether  lie  had  been 
employed  by  Y.  to  carry  out  Y.'s  invention,  or  had  received  gratuitous  payments 
from  Y.  whilst  engaged  in  inventing,  5 

Held,  that  Y.  had  employed  S.  to  carry  out  Y.'s  ideas,  and  that  the  payments 
were  for  so  doing,  and  that  S.  had,  by  the  Patent,  obtained  the  benefit  of  that  to 
which  Y.  was  entitled.  The  Patent  was  revoked,  and  the  Patentee  was  ordered 
to  pay  tJie  costs. 

iVItethev  the  benefit  of  suggestions  made  by  a  person  employed  to  carry  out  an  10 
invention  belong  to  him  or  to  his  employer  is  a  question  depending  on  tlie  merits 
of  each  case,  but  where  the  main  principle  and  object  are  complete  without  the 
suggestions,  ivhich  are  merely  of  matters  calculated  more  easily  to  carry  into 
effect  the  conceptions  of  tlis  inventor,  they  are  to  be  considered  as  merely  accessory. 

Allen  V.  Rawson  (1  C.B.  551) /oKoM;erf.  '     15 

On  the  16th  of  January  1903  William  Rose  Smith  applied  for  Letters  Patent 
for  an  invention  of  "Improvements  in  cotton  gins  and  wool  burrers,"  and 
Letters  Patent  (No.  1131  of  1903)  were  grranted  to  him  on  that  application. 

In  1904  William  Youlten  presented  a  Petition  for  Revocation  of  the  Patent. 
The  Petition,  after. stating  the  grant  of  the  Patent,  continued  as  follows: —  20 
"  (2)  The  said  Letters  Patent  were  obtained  in  fraud  of  the  rights  of  your 
"  Petitioner ;    (3)   Your  Petitioner  was  the   true  inventor  of   the  invention 
"  included  in  the  claim  of  the  said  William  Rose  Smith!'^ 

The  Particulars  of  Objections  were  as  follows  : — "  (1)  The  said  Letters  Patent 
'*  were  obtained  in  fraud  of  the  rights  of  the  Petitioner  ;  (2)  The  said  William  25 
"  Rose  Smith  was  not  the  first  and  true  inventor  of  the  said  invention  included 
"  in  the  claim  made  by  the  said  William  Rose  Smith,  and  in  respect  of  which 
*•  he  obtained  the  grant  of  the  said  Letters  Patent ;  (3)  the  Petitioner  was  the 
"  first  and  true  inventor  of  the  said  invention." 

The  Petition  was  heard  on  the  19th  and  20th  of  December  1904.    The  facts  30 
sufficiently  appear  in  the  judgment  printed  below. 

Buckmaster,  K.C.,  and  A.  H.  Jessel  (instructed  by  M.  L.  B.  Braund) 
appeared  for  the  Petitioner ;  T.  Terrell,  K.C.,  and  Wright  Taylor  (instructed 
by  W.  J.  Homewood)  appeared  for  the  Respondent. 

The  following  cases  were  cited  : — Allen  v.  Rawson  (1  C.B.  551)  ;  David  and  35 
Woodley^s  ApjMcation  (Griffin's  Supplement,  p.  26j ;  and  Marshall  and  Naylor^s 
Patent  (17  R.P.C.  553). 

Buckley,  /.—This  is  a  Petition  presented  by   William   Youlten  asking  that 
a  Patent  No.  1131  of  the  year  1903  granted  to   William  Rose  Smith  may  be 
revoked  on  the  ground  that  William  Rose  Smith  was  not  the  first  and  true  40 
inventor.      Youlten  says    that    as    a  fact    the    invention    was  his,  and    that  '•' 
Smith,  in  fraud  of  him,  claimed  to  be  the  Patentee  of  that  which  Youlten  had 
invented.    The  material  facts  are  short.     Youlten  is  an  architect ;  he  is  also  a 
person  seemingly  who  dabbles  in  Companies.    At  the  beginning  of  1902  he  was 
interested  in  a  Patent  for  ginning  cotton  belonging  to  a  man  named  Prior.     He  45 
had  some  shares  in  it  and  he  formed  what  is  called  the  Prior  Syndicate  whose 
objects,  I  understand,  were  to  develop  that  Patent  in  the  sense  of  financing  it, 
I  suppose,  and  selling  it  to  a  company  ultimately,  and  working  it.    His  interest 
in  Prior^s  Patent,  however,  had  somehow  come  to  an  end  and  he  was  desirous 
of  getting  another  Patent  for  ginning  cotton  which  h^  was  going  tdd^  with  50 
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by  the  formation  of  another  Company.  Smith  was  a  man  who,  before  April 
1902,  had  done  some  work  for  Youlten  in  connection  with  the  mono-rail,  which 
was  an  invention  in  which  they  were  both  interested,  and  since  December  1901 
he  had  had  I  understand  a  seat  in  Youlten* s  office  and  was  doing  something  or 
5  other  in  connection  with  the  mono-railway.  In  April  1902  Youlten  wanted  a 
mechanical  engineer,  to  work  out  the  idea  which  Youlten  says  he  had  of  another 
machine  for  ginning  cotton  which  should  not  be  an  infringement  of  Prior*8 
Patent,  and  which  he  could  deal  with  by  forming  a  Company.  It  resulted  in 
this  that  he  employed  Smith  for  some  purpose  or  other,  and  one  question  in  the 

10  case  is  for  what  purpose. 

The  first  material  document  is  a  document  of  the  the  10th  of  May  1902  which 
is  signed  by  Smith  and  is  a  receipt  expressed  in  these  words  : — "  Received  from 
"  Mr.  W.  Youlten,  the  sum  of  15  guineas  on  account  of  agreed  fee  of  25  guineas 
"  for  assistance  in  the  preparation  of  working  drawings  and  sectional  model  re 

15  "  his,"  that  is  to  say  Youlten's  "  invention  No.  10,266  of  1902,"  and  another 
receipt  of  the  17th  of  May  1902  : — "  Received  from  Mr.  William  Youlten 
"  159  Victoria  Street,  the  sum  of  10  guineas  being  the  balance  of  25  guineas  the 
'*  contract  amount  agreed  to  be  paid  to  me  for  the  preparation  of  the  drawings 
**  of  his,"  that  is  to  say  Youlten's  "  fibre  cleaning  machine."    That  25  guineas 

20  was  to  be  paid  for  the  purposes  expressed  in  those  receipts.  One  of  them, 
is  written  by  Smith  himself  and  the  other  is  in  Youlten' s  handwriting  and 
both  are  signed  by  Smith,  They  fairly  express  what  the  bargain  was. 
Youlten  had  an  idea,  and  he  wanted  a  mechanical  engineer  to  prepare  working 
drawings,  and  Smith  was  to  do  that  work  for  him  and  was  to  have  25  guineas 

25  for  it.  On  the  19th  of  June  a  formal  contract  was  signed  between  Smith  and 
Smith*8  son  and  Youlten  to  which  Smith  seems  to  have  attributed  an 
importance  in  my  mind  utterly  out  of  proportion  to  any  bearing  that  it  has 
in  this  case.  The  meaning  of  that  contract  was  that  for  a  certain  sum  of  money 
the  Smitfis,  father  and  son — they  both  signed  it  —  were   to    make    certain 

30  drawings,  and  if  a  Company  was  formed  to  acquire  the  Patent  if  there  ever 
should  be  a  Patent  then  that  Company  was  to  employ  the  father  and  the  son  at 
salaries  which  should  amount  together  to  500Z.  a  year.  I  have  no  doubt 
that  Smithy  who  obviously  from  the  letters  was  very  short  financially  and 
urgently  in  want  of  money  in  small  sums  from  time  to  time,  attributed  con- 

35  siderable  importance  to  that  expectation,  but  that  there  flowed  from  it  any  such 
consequences  as  he  thinks  is  a  total  mistake,  as  also  if  he  had  any  expectation 
of  a  place  at  «i  salary  if  the  Company  were  never  formed.  In  that  event  he 
would  never  get  it.  He  went  on  with  Youlten  after  he  had  done  the  work  for 
which  the  25  guineas  were  paid  and  he  did  a  great  deal  more  work  for  him  in 

40  improving  the  machine  and  getting  out  other  drawings  and  seeing  to  the 
construction  of  a  particular  machine  and  the  lite,  and  from  time  to  time 
Youlten  made  him  payments.  Smith  wants  to  make  out  that  they  were  all 
gratuitous,  that  he,  Youlteti,  was  impressed  by  the  fact  that  Smith  had  got  to 
live  somehow,  that  he  had  no  other  means  of  living,  aod  must  get  money,  and 

45  that  they  were  in  fact  advances  or  something  of  that  kind.  They  were  nothing 
of  the  sort.  Youlten  was  employing  Smith  by  payments  of  amounts,  which  he 
from  time  to  time  thought  fair,  to  act  for  him,  Youlten,  in  carrying  out  the  ideas 
that  Youlten  had  floating  in  his  mind. 

Here  I  waiit  to  say  something  about  one  particular  matter.     I  shall  have  three 

50  to  observe  upon  which  lead  me  I  am  snrry  to  say  to  the  conclusion  that  Smith 
is  not  a  man  of  honour,  and  that  I  can  place  but  little  reliance  upon  his 
evidence.  The  first  arises  at  this  point.  There  is  a  letter  of  the  26th  of  July 
1902,  one  of  the  letters  in  which  Smith  is  asking  for  payment,  and  he  says 
this  : — "  We  have  now  a  very  successful  ginning  roller  made  up  from  the  former 

55  *'  card-covered  roller  with  compo  filling.  The  new  metal  roller  is  being  made. 
*'  I  am  much  pressed  for  money  on  Monday  and  shall  be  much  obliged  if  you 
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"  will  let  me  have  a  cheque  for  15Z.  for  this  month. — ^Yours  faithfully,  William 
"  Rose  Smith.''  He  was  asked,  and  in  answer  to  questions  he  told  me  with 
reference  to  that  letter  that  it  describes  the  main  part  of  the  Patent  which  it  is 
said  he  took  out  in  fraud  of  Youlten.  He  says  that  by  that  letter  he  was 
asking  payment  for  making  the  machine  work  by  putting  in  compo  filling,  but  5 
he  had  no  intention  of  letting  Youlten  have  the  invention  for  15Z.  That  is  to 
say  he  asks  me  to  believe  that  writing  a  letter  saying  "  I  have  made  a  particular 
"  improvement  in  a  machine  upon  which  I  am  at  work  for  you,  I  want  money, 
"  kindly  send  me  15V — he  meant  by  that,  the  15Z.  is  simply  for  my  work  in 
putting  in  the  filling,  but  not  at  all  for  the  idea  which  is  represented  by  the  10 
work.  I  simply  do  not  believe  it.  .  Another  matter  is  this.  On  the  11th  of 
July  1902  Youlten  was  away.  The  machine  was  then  being  tested  and  Smith 
sent  Youlten  a  telegram  in  which  he  said  this: — "Gin  running  full  speed  9.30 
"  to  10  last  night.  Movements  a  great  success."  Certainly  I  should  have 
supposed  that  that  telegram  meant  that  the  thing  as  a  whole  was  a  success,  that  15 
there  was  no  arriere  pensee,  nothing  withheld.  Smith  now  says  there  was ; 
that  that  meant  that  the  machine  was  not  a  success  at  all  but  that  the  movement 
was.  It  is  quite  clear  that  Youlten  did  not  so  underptand  it  because  he 
telegraphed  back  for  a  sample  of  the  product.  He  thought  the  machine  was  at 
work  ginning  cotton  and  he  wanted  a  sample  of  the  product.  However,  Smith  20 
in  his  evidence  tells  me  that  the  telegram  of  the  11th  of  July  only  means 
that  the  movements  and  not  the  machine  were  a  success  and  "  as  I  have  said 
"  the  latter  would  not  have  suited  Youlten."  An  answer  upon  which  he  was 
naturally  much  pressed  subsequently.  He  said : — "  He  asked  me  to  telegraph 
"  about  the  movements,  the  machine  was  not  then  a  success,"  and  so  on.  Now  he  25 
asks  me  to  believe  that  YouUsn  had  asked  him  to  send  a  telegram  in  his  own 
interestp,  for  the  purpose  of  using  it  in  order  to  deceive  other  people,  saying  that 
the  movements  were  a  success  and  withholding  the  fact  that  the  machine  was 
not  a  success,  because,  as  Smith  said,  to  have  said  the  latter  would  not  have 
suited  Youlten,  in  other  words  that  he  did  not  want  a  telegram  telling  the  30 
whole  truth  but  a  telegram  reserving  a  part  of  it,  which  made  it  a  falsehood. 

Then  the  other  matter  is  this.    A  difficulty  having  arisen  between  them  in 
January  1903,  thiss  extraordinary  thing  took  place.    On  the  8th  of  January 
Smith  had  written  a  letter  to  Youlten  saying  that  he  was  sorry  to  hear  the  result 
of  the  careless  adjustment  of  two  of  the  feed-combs  and  the  "  spoiling  of  your  35 
"  samples  of  cotton.     I  propope  to  postpone  my  certificate  for  an  explanation 
"  from    Messrs.    Belshaw."      A    week    later,    the    difficulties    arose  between 
the  parties,    and  immediately    afterwards,    on    the    15th    of    January,  Smith 
gave  his  certificate,  which    entitled  Belshaws  to  payment,  a  thing  which  a 
week  earlier,  on  the  8th,  he  had  said  he  was  going  to  withold.    As  to  that,  he  tells  40 
me  this — that  his  proposal  to  postpone  the  certificate  on  the  8th  of  January  was 
to  assist  Youlten  in  deferring  payment  to  Belshaws  for  the  amount  which  was 
due  to  them.    "  He  says  Youlten  wanted  to  postpone  payment  and  I  was  willing 
"  to  help  him  ;  it  was  a  bogus  thing  ;  I  proposed  to  postpone  the  certificate  ;  I 
"  did  so  in  order  to  assist  Youlten  in  not  paying  the  money."    Then  he  would  have  45 
me  to  believe  that  during  the  next  week  the  papers  came  in  order,  and  on  the 
15th  after  he  had  fallen  out  with  Youlten  he  gave  the  certificate  which  he  had 
previously  withheld.     Youlten  says  there  was  not  a  word  of  truth  in  the  sugges- 
tion that  he  wanted  the  certificate  postponed.    All  I  can  say  is,  accepting  what 
Smith    says,    that  he    was    there    a    party    to    a    proceeding    in  which    he,  50 
a  person    bound    to    certify,  was   falsely   and  fraudulently  withholding   the 
certificate  for  the  purpose  of  assisting  his  employer  Youlten.     Such  statements 
as  that  out  of  a  man's  own  mouth  make  me  doubt  very  much  whether  I  can 
believe  the  whole  or  any  part  of  his  evidence.    The  story,  to  go  on  with  it, 
is  this:   that  Smith  throughout  was  superintending  the  construction  of  the  55 
machine  and  developing  it,  and  he  says  on  the  11th  of  July  the  thing  was 
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put  together  and  a  telegram  was  sent  on  the  11th  of  July  **  Movements  a  success." 
Then  it  was  sent  over  to  Youlten's  office  and  put  up  there,  but  it  was  taken 
away  because  the  noise  of  it  annoyed  other  people  in  the  place,  that  it  was  put 
up  again  at  Messrs.  Belshaws*  place,  and  that  he,  Smithy  subsequently  made 
5  the  improvements  of  which  he  speaks.  The  particular  improvement  which  is 
so  much  relied  upon  is  this,  that  in  the  wire  card  which  was  placed  over  the 
roller  for  the  purpose  of  ginning  the  cotton  there  was  introduced  material  which 
should  reduce  the  projecting  points  of  the  wire  card  to  very  minute  points  so 
that  the  points  going  round  the  roller  should  not  gather  up  a  large  body  of 

10  cotton.  The  evidence  with  rej^ard  to  that  is  this— FouZ^^n  said  that  in  June 
before  the  thing  was  finished  at  all  he  had  fpreseen  that  very  likely  that  result 
might  ensue ;  if  the  wire  card  were  used  on  the  roller  the  thing  might  very 
likely  then  take  up  too  much  of  the  cotton,  and  so  become  choked.  He 
said  that  when  he  came  back  to  the  office  and  saw  the  machine  there  he  ordered 

15  it  away  at  once  so  that  he  only  saw  it  working  but  a  very  short  time,  and  at 
some  subsequent  time  he  was  told  the  cards  choked.  He  said  :  I  expected  that. 
I  had  had  a  conversation  with  Smith  some  time  in  June  about  that,  and  when  I 
instructed  him  to  use  the  wire  card  I  told  him  that  if  anything  of  that  sort  hap 
pened  he  was  to  use  some  material  like  putty  or  Parian  cement  for  filling  in.   If 

20  that  is  true  then  Mr.  Terrell  was  driven  to  agree  that  there  is  an  end  of  his  case, 
because  there  is  the  first  suggestion .  of  it.  The  selection  of  the  particular 
material  that  is  used  is  a  matter  of  less  importance.  The  other  evidence  upon 
that  is  that  of  a  man  named  Treurn,  a  man  who  has  been  in  the  employment  of 
Youlten  for  some  time,  and  who  makes  models,  a  man  cunning  in  the  art  with 

25  wood  and  metal,  and  he  said  this  :  **  I  remember  the  machine  being  put  up  both 
"  at  Belshaws"  and  at  Youllen's  with  wire  card  on  tiie  roller  and  I  remember  that 
"  it  did  not  work  satisfactorily.  Smith  told  me  that  the  wire  card  filled  up  with 
"  the  cotton,  and  asked  me  what  I  suggested  to  fill  it  with.  I  said  '  Try  glue  and 
"  '  whitening  and  boiled  oil.'   I  then  filled  in  the  sample  I  hold  in  my  hand,"  and 

30  he  produced  the  sample  in  question  which  he  said  had  been  in  the  office  ever 
since.  *'  I  did  it  then  and  there ;  I  did  it  in  Smith's  presence.  I  used  two 
"  mixtures,  one  containing  one  ounce  of  boiled  oil,  and  the  other  two  ounces  of 
"  boiled  oil,  and  certain  proportions  of  glue  and  whitening,"  and  he  showed  both 
the  samples  to  us  made  up  upon  a  small  block.    "  ^mith  told  me  afterwards 

35  "  that  he  had  used  something  similar  but  that  it  had  crackod,  and  asked  me  what 
*'*'  I  should  do,  and  I  said  '  I  should  fill  up  the  cracks  with  white  lead  and  putty,' 
"  and  that  if  it  cracked  it  was  probably  due  to  the  absence  of  oil.  Probably  I 
"  told  him  it  was  due  to  that." 

Now  apart  from  what  Youlten  says,  if  that  is  true,  again  it  is  not  Smith 

40  but  Treurn  who  upon  that  evidence  is  the  inventor  of  the  particular  material 
which  is  put  in.  The  result  is  that  it  was  not  Smith  at  any  rate  who  suggested 
it.  Now  beyond  that,  supposing  that  Smith  did  make  as  I  daresay  he  did  in 
the  course  of  the  elaboration  of  this  thing  some  trifiing  suggestions  from  time 
to  time,  as  to  what  should  be  done  by  way  of  altering  the  model  and  working 

45  out  the  conception  which  Youlten  had  in  mind,  is  he  entitled  to  that  ?  As  to 
that,  I  wish  to  read  from  Mr.  Justice  Earle  in  Allen  v.  Rawson  (1  C.B.  551). 
He  said  :  "  I  take  the  law  to  be  that  if  a  person  has  discovered  an  improved 
"  principle  and  employs  engineers  agents  or  other  persons  to  assist  him  in 
**  carrying  out  that  principle,  and  they  in  the  course  of  experiments  arising 

50  "  from  that  employment  make  valuable  discoveries  accessory  to  the  main 
"  principle  and  tending  to  carry  that  out  in  a  better  manner,  such  improvements 
**  are  the  property  of  ihe  inventor  of  the  original  improved  principle  and  may 
"  be  embodied  in  his  Patent ;  and  if  so  embodied  the  Patent  is  not  avoided  by 
*'  evidence  that  the  agent  or  servant  made  the  suggestion  of  the  subordinate 

55  **  improvement  of  the  primary  and  improved  principle."  In  that  case  there 
was  a  motion  for  a  new  trial  on  the  ground  of  misdirection,  and  Chief  Justice 
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In  the  Matter  of  Smith's  Patent,  No.  1131  of  1903. 

Tindal  in  Banc,  said  this  :  "  It  would  be  difficult  to  define  how  far  the 
'*  suggestions  of  a  workman  employed  in  the  construction  of  a  machine  are  to 
"  be  considered  as  distinct  inventions  by  him  so  as  to  avoid  a  Patent 
"  incorporating  those  taken  out  by  his  employer.  Each  case  must  depend 
"  upon  its  own  merits.  But  when  we  see  that  the  principle  and  object  of  an  5 
**  invention  are  complete  without  it,  I  think  it  is  too  much  that  a  suggestion  of 
'*  a  workman  employed  in  the  course  of  the  experiments  of  something 
"  calculated  more  easily  to  carry  into  effect  the  conceptions  of  the  inventor 
"  should  render  the  whole  Patent  void."  Applying  this  principle,  even  if 
Smith  did  take  some  small  part  in  making  suggestions  as  to  the  way  of  10 
carrying  this  out,  those  are  not  matters  which  entitle  him  to  take  out  a  Patent 
in  respect  of  them.  It  is  quite  plain  from  all  the  materials  in  the  case  that 
Youlten  was  the  moving  spirit,  the  dominant  person.  He  held  the  purse 
strings.  Smith  was  a  man  who  was  always  coming  for  money  to  keep 
him  while  he  was  working  the  thing  out.  TotUten  prepared  the  draft  15 
Specification.  I  do  not  know  whether  it  stands  exactly  in  the  form  in  which 
he  prepared  it.  I  rather  assume  it  did  not,  but  he  was  the  person  who  was 
conceiving  the  idea,  and  presenting  the  idea  which  was  only  worked  out  through 
the  instrumentality  of  Smith. 

I  regret  to  say  that  I  come  to  the  conclusion  that,  in  consequence  of  what  passed  20 
on  the  15th  of  January,  Smith  made  up  his  mind  at  that  moment  to  take  up, 
if  he  could,  a  position  which  the  facts  did  not  justify,  and  that  he  then  went  the 
next  day  and  filed  his  Provisional  Specification  in  order  to  deprive  Youlten  of 
that  to  which  Youlten  was  entitled.  He  tried  to  support  that  by  some  reference 
to  the  contract  of  the  19th  of  June,  as  if  that  had  some  bearing  upon  it.  I  do  25 
not  see  that  it  has  any  bearing  upon  it  at  all.  I  think  that  Smith  simply 
patented  a  matter  to  the  benefit  of  which  Youlten  was  entitled.  Consequently, 
I  must  order  the  revocation  of  this  Patent,  and  I  order  Smith  to  pay  the  costs. 

By^Jcmaater,  K.C. — My  Lord,  as  regards  the  Particulars  of  Objections,  I  think 
I  may  want  a  Certificate,  although  I  doubt  whether  it  is  necessary  in  a  Petition  30 
for    Revocation.     The    Objection    that    Smith    was    not   the    first  and  true 
inventor.     Your  Lordship  will  grant  a  Certificate  for  that  ? 

BUCKLBT,  /.—Yes. 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.  JUSTICE   Buckley. 

December  12th,  1904. 

Badischb   Anilin   und   Soda   Fabbik   v.   Hiokson. 


5  Patent. — Action  for  infringement  of  three  Patents, — Validity  not  con- 
tested.— No  infringement  proved  of  one  Patent. — Admission  by  Defendants 
of  infringement  of  the  other  Patents.  —  Costs.  —  Form  of  submission  to 
Jtulgment  in  a  Statement  of  Defence. 

The  owners  of  three  Patents  having  brou-ght  an  Action  for  Infringement 
\Q  of  the  same^  one  of  the  Defendants  denied  infringement  of  one  of  the  Patents^ 
and  at  the  trial  infringonent  of  this  Patent  was  not  established.    As  to  the 
other  Patents  the  same   Defendant^  in  his   Defence^  admitted  certain  but  not 
all  of  the  infringements  specified  in  the  Particulars  of  Breaches,  and  stated 
tJuit  he  was  uniting  to-amsent  to  judgment  for  an   injunction  in  respect  of 
15  those  Patents^  to  an  inquiry  as  to  damages  as  to  the  admitted  infringements^ 
and  to  pay  the  costs  of  the  action  up  to  and  including  the  costs  of  motion 
for  judgmenty  and  to  such  further  order  as  upon  the  above  admission  the 
Plaintiffs  might  be  entitled^  and  save  as  therein  admitted  he  denied  infringe- 
ment.   At  the  trialy  judgment   was  given  for   the  Plaintiffs  as  to  the  two 
20  Patents  with  costs ;  the  costs  of  the  action  so  far  as  increased  by  the  inclusion 
of  the  one  Patent  were  given  to  the  Defendant   and  ordered  to  be  set  off 
against  the  costs  given  to  the  Plaintiffs. 

Thi0  was  an  action  against  the  aboye-named  Defendant  Hickson  and  the 
Basle  Chemical  Works  to  restrain  the  Defendants  from  infringing  the  Plaintiffs' 

25  Letters  Patent.  No.  15,374  of  1887,  No.  14,723  of  1891,  and  No!  9633  of  1892, 
granted  iu  respect  of  inventions  relating  to  the  mannfactnre  of  dyestuffs.  The 
Letters  Patent,  No.  15,374  of  1887,  expired  in  1901.  In  an  action  1896— B. 
No.  3,637,  between  the  Plaintiffs  and  La  Society  Chimique  des  Usines  du  Rhone 
y.  Wilson^  Wills  J.,  on  August  7th  1897,  granted  a  Certificate  that  the  validity  of 

30  the  Letters  Patent^  No.  9638  of  1892,  had  come  in  question  in  the  action 
(U».P4D.875). 
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The  Plaintiffs,  by  their  Statement  of  Claim,  claimed  (1)  damages  or,  at  their 
option,  an  account  of  profits  in  respect  of  the  Defendants'  infringements  of  the 
Patent  No.  15,374  of  1887 ;  (2)  costs ;  (3)  an  injunction  to  restrain  the 
Defendants,  their  servants,  agents  and  workmen,  from  infringing  the  Patents 
No.  14,723  of  1891  and  No.  9633  of  1892  ;  (4)  damages  in  respect  of  the  5 
Defendants'  infringements  of  these  Patents  ;  (5)  delivery  up  of  all  dyestuffs 
made  and  itnported  into  this  country  in  infringement  of  both  the  Patents  or,  at 
the  Plaintiffs'  option,  destruction  thereof;  (6)  costs  and,  as  regards  Patent 
No.  9633  of  1892,  costs  as  between  solicitor  and  client. 

The  Plaintiffs  in  their  Particulars  of  Breaches  alleged  (1)  that  the  Defendants,  10 
the  Basle  Gliemical  Works  during  the  periods  for  which  the  Patents  No.  15,374 
of  1887,  No.  14,723  of  1891,  and  No.  9633  of  1892,  were  respectively  granted, 
imported  into  this  country  and  sold  to  the  Defendant  Hf^kson  certain  quantities 
of  dyestuffs  manufactured  in  accordance  with  the  inventions  described  and 
claimed  in  the  Specifications  filed  in  pursuance  of  the  said  Patents  of  the  15 
amounts  and  under  the  descriptions  and  about  the  dates  therein  mentioned ; 
and  (2)  that  the  Defendant  Hickson  imported  into  this  country,  and  subsequently 
during  the  said  periods  sold  the  said  dyestuffs  in  this  country  to  persons  not 
then  known  to  the  Plaintiffs,  or  used  the  same. 

The  Plaintiffs  and  the  Defendant  Company  before  trial  arrived  at  a  settle-  20 
ment  of  the  action  as  between  them. 

The  Defendant  Hicksony  by  his  re-re-amended  Defence,  admitted  that  he  had 
infringed  the  Patents  No.  14,723  of  1891  and  No.  9633  of  1892,  and  expressed 
his  willingness  to  consent  to  judgment  for  an  injunction  in  respect  of  these 
Patents  ;  to  an  inquiry  as  to  damages,  as  to  the  admitted  infringements,  and  25 
"  to  pay  the  costs  of  the  action  up  to  and  including  the  costs  of  motion  for 
*'  judgment,  and  to  such  further  order  as  upon  the  above  admission  the  Plaintiffs 
"  might  be  entitled."  He  alleged  that  the  Patent  No.  15,374  of  1887  had 
expired  at  the  date  of  the  alleged  infringement. 

It  appeared  from  the  evidence  that  infringing  dyes  were  parchased  by  the  30 
Defendant  Hickson  from  the  Defendant  Company,  to  be  delivered  free  to 
Antwerp,  and  that  these  were  afterwards  sold  by  him  to  a  Bradford  firm,  to 
whom  or  to  whose  agents  they  were  delivered  by  the  Defendant  Hickson^  or  by 
his  order  on  the  Continent.  The  Defendant  Hickson  admitted  in  cross- 
examination  that  he  knew  that  the  said  firm  would  probably  use  the  dyes  at  35 
their  works  in  Bradford. 

/.  C.  Oraham  and  H,  A.  Golefax  (instructed  by  J,  H,  and  J.  F.  Johnson) 
appeared  for  the  Plaintiffs ;  A.  J.  Walter  (instructed  by  Emmet  and  Co.j  agents 
for  Rawnsley  and  Peacock  of  Bradford)  for  the  Defendant  Hickson. 

Golefax y  for  the  Plaintiffs. — It  is  not  necessary  to  refer  to  the  Specifications  of  40 
the  Patents  as  the  validity  of  the  Patents  are  not  contested.      The  infringement 
of  the  Patents  of  1891  and  1892  is  admitted  by  the  Defendants.      They  deny, 
however,  the  infringement  of  the  Patent  of  1887.     The  evidence  shows  that  the 
infringing  dyes  were  purchased  by  the  Defendant  Hickson  from  the  Defendant 
Company  for  delivery  free  at  Antwerp.     There  has  therefore  been  an  infringe-  45 
ment  of    the  Plaintiffs'  Patent.      [Walter. — In    Saccharin  Gorporation  Ld. 
V.  Reitmeyer  and  Go.  (17  R.P.C.  606)  it  was  held  that  a  contract  for  sale  made 
in  England  for  the  delivery  of  the  patented  article  abroad  did  not  constitute 
an  infringement  of  the  Patent.]     I  admit  that  on  the  head-note  of  that  case 
the  decision  is  in  point.     The  whole  matter  was  an  arrangement   between  50 
the  Defendants  and  the  Bradford  firm  for  the  importation  of  infringing  dyes 
into  England.     [BUCKLBT,  J. — If  that  is  so,  that  firm  ought  to  be  Defendants 
to  the  Action.]      In  any  case  the  Plaintiffs  are  entitled  to  an  injunction  in 
the  case  of  the  Patents  of  1891  and  1892  and  to  an  inquiry  as  to  damages. 

A.  J.  Walter  (for  the  Defendant  Hickson). — As  regards  the  Patents  of  1891  55 
and  1892,  the  Defendants  have  by  their  re-re-amended  Defence  made  such 
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admisBions  as  would  have  entitled  the  Plaintiffs  to  obtain  a  judgment  upon 
motion,  without  coming  to  trial.  They  are  therefore  only  entitled  to  the  costs 
of  the  action  up  to  the  date  of  the  re-re-amended  Defence.  [BUCKLBT,  J. — 
You  did  not  offer  them  any  specific  judgment  but  only  such  as  the  Court  should 
5  hold  they  were  entitled  to  on  the  admissions,  which  admitted  of  argument.] 
The  Defendant  offered  to  pay  the  costs  of  a  motion  for  judgment.  tCole/cLx 
referred  to  Onited  Telephone  Co.  Y.Donohoe,  (3  R.P.C.  45  ;  L.R.  31  Ch.  D.,  399).] 
As  regards  the  Patent  of  1887  the  Plaintiffs  entirely  fail. 

BUOKLBY,  /. — I  think  there  must  be  judgment  for  an  injunction  to  restrain 
10  the  infringement  of  the  Patent  of  1891,  and  of  the  Patent  of  1892  ;  and  an 
inquiry  as  to  damages  as  regards  those  two  Patents,  with  the  costs  of  the  action. 
Then  there  must  be  a  taxation  of  the  costs  so  far  as  in<»^ased  by  the  action  being 
also  extended  to  the  Patent  of  1887  ;  and  those  costs  must  be  the  Defendants* 
costs,  and  set  off  the  one  against  the  other. 
15  Walter. — Does  your  Lordship  think  it  should  be  the  general  costs  of  the 
action,  not  dividing  it  between  three  separate  Patents  ? 

Buckley,  J. — No,  1  mean  so  far  as  they  are  increased. 

Colefax. — ^Por  the  purposes   of   the  taxation  your  Lordship  will  grant  a 
Certificate  as  to  the  Particulars  of  Breaches  with  regard  to  the  1891  and  1892 
20  Patents? 

Buckley,  J.— Yes. 

Oolefax. — ^There  will  be  the  usual  Order  made  for  the  delivery  up  ? 

Buckley,  J.— Yes. 


In  the  High  Court  op  Justice.— Chancery  Division. 
25  Before  Mr.  Justice  Buckley. 

December  13th,  1904. 
Badische  Anilin  und  Soda  Fabrik  v.  Spivey. 


This  was  an  Action  by  the  same  Plaintiffs  against  the  Defendant  Spivey, 
seeking  similar  relief  to  that  claimed  by  them  in  the  Badieehe  Anilin  und  Soda 
30  Fabrik  v.  Hickson  {ante,  page  63). 

On  the  case  being  called  on,  J.  C.  Oraham  stated  that  the  Defendant  con- 
sented to  judgment  for  an  injunction,  an  inquiry  as  to  damages,  delivery  up, 
and  a  Certificate  that  the  ParticularB  of  Breaahes  were  reasonable  and  proper, 
and  for  costs. 

t 
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Buckley,  /. — I  am  considering  whether  it  is  an  injunction  or  a  perpetual 
undertaking. 

Qrdham. — ^What  the  Defendant  has  consented  to  is  an  injunction. 

BuOKLBY,  J. — ^You  are  not  going  to  advertise  it  ? 

Ghraham. — ^No  ;  it  is  a  friendly  arrangement.  5 

Judgment  was  given  as  consented  to. 


In  the  Court  op  Appeal. 

Before  Lords  Justices  Vaughan  Williams,  Romer  and  Cozbns-Hardy. 

December  12th,  1904. 

Hardmuth  v.  Baker  &  Son.  10 

Patent.  —  Action  for  infringement.  —  Anticipation.  —  Differences  between 
patented  article  and  in/ringing  article.  —  Sufficiency  of  Specification.  — 
Judgment  for  Plaintiffs  cU  trial. — Appeal  allowed. 

The  owners  of  a  Patent  for  a  cigar  piercer  brought  an  action  for  infringe- 
me^U.  The  alleged  infringing  cigar  piercer  differed  in  some  details  from  the  15 
patented  article ;  in  particular  it  had  not  a  tubular  scoop-like  cutter.  The 
Defendants  at  the  trial  relied  mainly  on  anticipation^  insufficiency  of  descrip- 
tion in  the  Specification^  and  non-infringement.  At  the  trial  it  was  held,  that 
the  Patent  was  for  the  particular  dgar  piercer  described  in  the  Specification 
and  delineated  in  the  Drawi^igs  ;  that  the  Patent  had  not  been  anticipated  and  20 
that  the  Specification  was  sufficient ;  and  that^  although  the  Patent  was  confined 
to  the  machine  described^  the  Defendants  had  infringed^  as  they  had  taken  the 
patented  mizchine  with  immaterial  differences.  Judgment  was  given  for  the 
Plaintiffs  for  the  relief  claimed^  and  a  Certificate  that  the  validity  of  the  Patent 
came  in  question  was  granted.     The  Defendants  appealed.  25 

Held,  that  the  Patent  was  for  a  combination  to  obtain  a  knoiun  result  and 
was  validy  but  thai  the  Defendants  had  not  taken  the  Plaintiffs'  combination 
and  had  not  infringed.  The  Appeal  was  allowed  with  costs^  but  thai  part  of  the 
Order  on  the  trial  which  gave  the  Plaintiffs  a  Certificate  that  the  validity  of  the 
Patent  came  in  question  was  not  discharged,  30 
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This  was  an  action  brought  by  L.  and  C,  Hardmuth  against  Edward  Baker  is 
Son  alleging  infringement  of  a  Patent  owned  by  the  Plaintiflfe  (No.  6958  of  1899) 
granted  to  Lawrence  Chunn  Sloan  for  "  A  cigar  piercer,"  as  a  communication 
from  abroad  by  Franz  von  Hardmuth. 

5  The  Complete  Specification  was  as  follows  : — "  This  invention  relates  to  a 
**  cigar  piercer  whereby  to  bore  a  longitadinal  draught  orifice  in  the  tip  of  a 
"  cigar  without  impairing  the  continuity  of  the  outer  wrapper  and  causing  it  to 
*'  become  unrolled  when  moistened  by  the  saliva,  as  happens  when  the  tip  of 
"  the  cigar  is  cut  ofE  or  cross  notched  by  cigar  cutters  of  the  ordinary  kind. 

10  ^  By  means  of  the  instrument  of  this  invention  the  draught  hole  is  bored 
"  axially  in  the  tip  of  the  cigar  by  means  of  a  tubular  scoop-like  cutter  whereby 
"  the  removal  of  a  solid  central  core  of  tobacco  is  effected  without  splitting  the 
**  outer  wrapper  or  destroying  the  continuity  of  the  final  convolutions  by  which 
^  the  tip  is  formed,  the  hole  so  bored  being  of  such  depth  as  to  ensure  a  free 

15  ^'  draught  whilst  owing  to  its  small  diameter  and  axial  direction  the  hole  is  not 
^  liable  to  become  choked  with  saliva  in  smoking. 

"  The  invention  will  be  described  with  reference  to  the  accompanying 
*'  drawings  wherein  Figure  1  represents  a  longitudinal  section  of  the  instrument, 
^  drawn  to  an  enlarged  scale,  the  cutter  being  in  its  normal  retracted  position, 

20  '*  and  Figure  2  shews  an  external  view  of  the  instrument  with  the  cutter 

^  projected  to  its  full  extent  into  the  tip  of  a  cigar  which  is  shewn  in  dotted 

*^  lines.    Figure  3  shews  longitudinal  views  and  a  cross  section  on  x — Xj  of  the 

^^  acting  end  of  the  cutter  drawn  to  a  still  further  enlarged  scale. 

'^  The  case  of  the  instrument  comprises  two  outer  tubular  sections  a  h  sliding 

25  "  telescopically  the  one  in  the  other,  the  section  a  terminating  in  a  bell  body 
^'  portion  c  having  a  bell  mouth  c^  adapted  to  receive  within  its  conical  recess 
^*  the  tip  of  a  cigar  and  so  confine  it  as  to  prevent  its  splitting  when  the  cutter 
^^  is  driven  in.  Fitted  to  slide  axially  tlnrough  this  bell  mouth  is  a  tubular 
**  punch  or  cutter  d  having  its  acting  end  oblique  to  its  axis  so  as  to  present 

30  *'  cutting  edges  e  e  meeting  at  an  acute  point  or  angle  /  whereby  to  facilitate 
^^  the  initial  penetration  of  the  cutter  and  cause  the  cutting  edges  by  reason  of 
^  their  obliquity  to  make  a  drawing  cut,  these  cutting  edges  being  chisel-like  in 
^  cross  section,  that  is  to  say  bevelled  towards  the  inner  side  only  of  the  cutter, 
"  so  that  the  latter  when  driven  into  the  cigar  will  exert  no  outwardly  directed 

35  *^  wedge-like  action  which  would  tend  to  burst  the  end  of  the  cigar  but  the 
^^  tobacco  removed  by  the  cutter  on  its  entry  will  be  forcibly  compressed  into 
**  the  bore  of  the  cutter  in  the  form  of  a  solid  core  which  will  be  extracted 
"  along  with  the  cutter  when  the  latter  is  withdrawn.  This  cutter  may  be 
^'  formed  of  a  strip  of  chin  steel  bent  to  a  tubular  form  and  tempered,  and  it  is 

40  **  in  rigid  longitudinal  connection,  through  a  cutter- carrying  tube  ^,  with  the 
'^  upper  member  h  of  the  outer  case  so  tli^t  when  the  latter  is  pressed  into  the 
^^  part  a  the  cutter  will  be  extruded  through  the  bell  mouth  as  shewn  in 
^  Figure  2.  In  order  however  to  prevent  torsional  straining  of  the  connections 
*^  between  the  various  parts  the  member  h  of  the  casing  can  turn  freely  and 

45  **  independently  of  the  cutter.  With  this  object  the  cutter  carrying  tube  g  may 
*'*  terminate  in  a  disc  or  other  head  h  adapted  to  be  engaged  with  the  part  h  by 
*^  a  circumferential  groove  i  pressed  or  spun  in  the  part  h  after  the  head  h  has 
**  been  introduced.  In  one  with  the  body  portion  c  is  an  inner  guide  tube  j 
'*  within  which  the  cutter  carrying  tube  g  slides  and  about  this  guide  tube  is  a 

50  *'  spiral  spring  k  confined  between  the  body  portion  c  and  the  closed  upper  end 
"  of  the  member  h  of  the  casing  whereby  the  parts  are  normally  retained  in  the 
**  position  shewn  with  the  cutter  wholly  retracted  within  its  guide  tube.  In 
**  order  to  expel  from  the  cutter  the  core  of  to>>acco  withdrawn  by  it,  a 
**  stationary  core-extruding  plunger  Z.is  fixed  within  the  cutter  by  means  of  a 

55  *^  cross  pin  m  which  is  ri vetted  into  the  guide  tube  7  and  traverses  longitudinal 
^  slots  n  in  the  cutter  carrying  tube  ^,  which  slots  permit  of  the  said  tube  and 
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"  of  the  cutter  d  sliding  freely  on  the  stationary  core-expelling  plunger  which 
**  extends  to  the  acting  end  of  the  cutter  so  tJiat  when  the  latter  is  entirely 
"  retracted  the  core  must  of  necessity  be  ejected  therefrom. 

"  In  order  to  guide  the  sliding  cutter-carrying  portion  of  the  instrument  a^d 
"  to  limit  the  outward  motion  of  the  part  &,  it  is  formed  with  a  shouldered 
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**  lower  end  ¥  which  fits  the  internal  diameter  of  the  part  a  of  which  the  upper 
"  end  is  contracted  as  shewn  at  a  ^  so  as  to  engage  with  said  shoulder  b\  The 
^'  part  a  is  preferably  screwed  to  the  body  part  c,  as  at  a',  and  may  be  provided 
'^  with  an  externally  roughened  or  corrugated  sur£ace,  as  at  a',  to  enable  it  to  be 
^'  firmly  grasped.  10 
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*'  The  core-ejecting  plunger  might  be  omitted,  in  i^hich  case  the  cutter- 
"  carrying  tube  g  would  be  in  one  with  the  end  of  the  telescopically  eliding 
**  member  b  and  would  open  through  the  end  of  the  latter  for  the  ejection  of  the 
**  cores,  but  this  construction  is  less  advantageous  since  the  pressure  necessary 
5  '^  to  force  the  preceding  cores  up  through  the  cutter  and  eject  them  at  the  upper 
"  end  of  the  part  b  must  be  supplied  by  the  end  of  the  cigar  being  perforated 
**  which  is  liable  to  be  injured  in  the  operation." 

The  Patentee  claimed  : — "  1.  The  herein  described  cigar  piercing  instrument 
'^  constructed  substantially  of  the  parts  shewn  and  described,  said  parts  being 

10  "  combined  to  operate  in  the  manner  specified.  2.  A  cigar  piercer  for  boring  a 
'^  longitudinal  axial  hole  in  the  tip  of  a  cigar  and  consisting  essentially  of  a 
*^  beyel-ended  tubular  punch  or  cutter  fitted  to  slide  axially  through  and  to  be 
**  projected  from  a  bell-mouthed  body  portion  adapted  to  confine  the  cigar  tip, 
*^  the  cutter  being  held  in  a  tubular  holder  connected  to  a  telescopically-sliding 

15  *^  member  of  the  casing  of  the  instrument  so  as  to  slide,  but  not  turn, 
**  therewith,  a  core  ejector  formed  of  a  stationary  plunger  within  the  cutter 
^*  fixed  to  the  inner  guide  tube  of  the  body  portion  of  the  instrument  by  a 
^*  cross  pin  passing  through  longitudinal  slots  in  the  cutter-carrying  tube,  and 
^*  a  spring  confined  between  the  telescopic  members  of  the  casing  substantially 

20  **  as  specified." 

The  infringements  complained  of  were  certain  cigar  piercers  supplied  by  the 
Defendants  to  various  customers  of  theirs  which  were  all  substantially  alike. 
The  Drawing  shown  on  p.  508  from  the  Specification  of  CaldtcoU  (No.  23,817  of 
1902)  fairly  represents  the  last  mentioned  piercers. 

25  The  Defendants  denied  infringement,  and  also  alleged  that  the  Plaintiffs* 
Patent  was  invalid  on  the  grounds  that  the,  invention  was  matter  of  common 
knowledge ;  that  the  invention  was  not  useful,  in  that  the  form  and  action  of 
the  cutter  were  inferior  to  the  form  and  action  of  cutters  in  use  previously ; 
that  the  Crown  was  deceived  by  false  suggestions  on  the  part  of  the  Patentee 

30  &B  to  the  novelty  of  the  use  of  tubular  cutters  for  the  purpose  of  boring  holes 
in  cigar  tips  and  as  to  the  utility  of  the  freedom  of  the  cutter  head  in  its 
casing ;  that  the  Patentee  did  not  show  the  best  manner  of  carrying  out  the 
involution  in  that  he  described  an  unnecessarily  elaborate  form  of  cutter  ;  that 
the  invention  had  been  previously  published  in  the  Specifications  of  Haddan 

35  (No.  4460  of  1877),  Carter  (16,309  of  1886),  Fairchild  (United  States,  No. 
367,800  of  1877),  Larsen  and  Berated  (United  States,  No.  308,906  of  1884)  ; 
and  that  there  had  been  prior  user  of  the  invention  by  the  manufacture  and 
sale  of  piercers  made  according  to  Garter^s  Specification  above  referred  to 
and  of  a  piercer  made  and  sold  by  the  Plaintiffs. 

40  Garter's  Provisional  Specification  was  as  follows  (it  is  deemed  unnecessary 
to  set  out  the  Complete  for  the  purposes  of  this  report) : — "  A  pocket  cigar 
''  cutter,  that  will  make  a  round  hole  running  up  the  end  of  the  cigar,  about 
^  an  eighth,  or  half  an  inch  long,  so  that  it  will  have  the  appearance  of  being 
"  bored  like  a  pipe.    My  invention  is  a  round  hollow  cutter  that  revolves  as  it 

45  **  is  boring  the  cigar.  For  making  the  cutter  in  the  form  of  a  charm,  there  are 
"  two  tubes  about  an  inch  long,  one  to  slide  easily  within  the  other,  the  outside 
^^  tube  is  closed  at  one  end,  and  the  inner  tube  is  shaped  to  receive  the  end  of 
'*  the  cigar  at  one  end,  the  cutter  is  fastened  to  the  oater  tube  in  the  centre  at 
**  the  top  so  that  it  revolves  freely,  a  double  spiral  slot  is  cut  in  the  top  part 

50  "  of  the  cutter  exactly  opposite  each  other,  and  worked  by  the  inner  case 

"  being  held   in  position  by  a  pin  running  through  the  double  slot,  inside 

^  the  inner  and  outer  cases  there  is  a  spiial  spring  which  presses  the  inner 

*'  case  forward. 

**  The  cigar  is  pressed  against  the  inner  case,  and  is  cut  or  bored  by  means  of 

55  **  the  cade  sKding  up  and  so  making  the  cutter  revolve  and  project,  sp  cutting  the 
**  cigar.    Inside  the  cutter  is  a  piece  of  wire  worked  by  the  pin  of  the  inner  case, 
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"  "which  clears  it  of  any  tobacco  dust.  A  catch  may  be  fitted  to  hold  the  inner 
"  case  up  "while  the  cigar  is  withdrawn,  to  prevent  the  cleaning  wire  forcing  the 
**  tobacco  cuttings  back  into  the  bore." 


J^i^^ 
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'^  There  are  several  ways  to  obtain  the  movement,  and  they  can  be  made  any 
*'  shape  or  placed  on  the  top  of  pencil  cases,  etc."  5 
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The  action  was  tried  on  the  7th  and  8th  July,  1904,  before  Warrington,  J., 
who  held*  that  the  Patent  was  for  a  particular  cigar  piercer  described  in  the 
Specification  and  delineated  in  the  Drawings ;  that  the  Patent  had  not  been 
anticipated  and  that  the  Specification  was  sufficient ;  and  that  although  the 
5  Patent  was  confined  to  the  machine  described,  the  Defendants  had  infringed  as 
they  had  taken  the  patented  machine  with  no  material  differences.  The 
Defendants  appealed. 

The  appeal  was  heard  on  the  12th  December,  1904.  J.  C.  Graham  and 
M,  D.  Warmington  (instructed  by  Hollama^  SonSj  Coward,  and  Hawksley) 

10  appeared  for  the  Respondents;  and  J.  W.  Gordon  and  E,  Russell  Clarice 
(instructed  by  Morgan^  Prtce^  and  Mewburn^  agents  for  Hargreave  and 
Beaton^  of  Birmingham)  for  the  Appellants. 

Evidence  was  given  at  the  trial  by  Mr.  Adam  on  behalf  of  the  Plaintiffs  to 
explain  the  construction  of  the  Patentee's  piercer.    He  was  cross-examined  as 

15  to  a  model  illustrating  the  Defendants'  construction  of  Carter^s  Provisional 
Specification,  which  differed  from  the  piercer  shown  in  the  Complete  Specifica- 
tion of  Carter  in  having  the  cutter  mounted  so  as  to  revolve  in  the  outer  tube 
instead  of  being  fixed  to  it.  The  witness  agreed  that  the  model  represented 
one  reading  of   the  Specification,  but  said  it  could  be  read  in  various  ways. 

20  Mr.  Symonds  was  called  to  prove  the  utility  and  large  sale  of  the  piercers  made 
according  to  the  Patentee's  Specification.  The  Defendants  called  Mr.  Swinburne, 
who  said  that  the  parts  common  to  the  Plaintiffs'  and  Defendants'  piei*cer  were 
none  of  them  new,  and  agreed  that  there  were  differences  between  Carter'^s  and 
Sloan's  piercers.     Mr.  Bristow  gave  evidence  as  to  the  use  of  a  piercer  made  as 

25  shown  in  Carter'' s  Complete  Specification  before  the  date  of  Sloan's  Patent. 

J.  W.  Gordon  and  E.  Russell  Clarke  for  the  Appellants  (the  Defendants), — 
This  is  an  appeal  from  the  decision  of  Mr.  Justice  Warringtony  who  found 
that  the  Patient  was  a  valid  one,  and  that  the  Defendants  had  infringed.  Claim  1 
is  the  only  claim  which,  upon  the  evidence  and  arguments,  the  Defendants  are 

30  said  to  have  infringed.  The  Defendants  rely  upon  Carter's  Specification 
(16,309  of  1886).  They  have  slightly  modified  Carter's  cutter.  If  the  Defendants' 
article  is  within  Claim  1  of  the  Plaintiffs'  their  Patent  is  anticipated  by 
Carter,  The  modification  introduced  by  the  Defendants  upon  Carter  is  that 
the  upper  member  passes  down  inside  the  lower  member,  whereas  in  Carter 

35  it  passed  down  outside  the  lower  member.  Carter  also  had  a  lock  which 
enabled  him  to  lock  the  cutter,  while  in  an  extended  position,  in  the  cigar.  He 
thought  by  that  means  there  would  be  less  chance  of  the  core  being  left  in  the 
cigar  upon  withdrawing  the  cutter.  The  Defendants'  cigar  cutter  is  substantially 
Carter's,  but  is  more  simple  in  operation.      The  modification  was  within 

40  common  knowledge.  [A  model  of  the  Defendants'  cigar  cutter  was 
produced  and  explained,  and  the  evidence  at  the  trial  was  referred  to.] 
[ROMER,  L.J. — Carter  had  some  difficulty  in  getting  the  core  out  of  the  cigar. 
Is  that  why  he  had  the  check  action  ?]  He  expected  a, difficulty, but  it  is  only  a 
theoretical  difficulty.    The  essential  feature  of  the  Plaintiffs'  invention  is  a 

45  scoop-like  cutter  so  arranged  that  it  cannot  turn  or  be  turned  by  the  operator  in 
operating  the  instrument.  It  is  an  essential  consequence  of  the  Defendants' 
mechanism  that  the  cutter  should  be  actually  rotated  while  being  introduced. 
Larsen  and  Bersted*s  Specification  and  Fairchilds  Specification  disclose  the 
modifications  of  Carter's^  adopted  by  the  Defendants,  of  the  telescopic  action, 

50  and  other  modifications.  [The  judgment  of  Warrington,  J.,  was  read.]  The 
learned  judge  recognised  that  the  Defendants  were  using  a  different  kind  of 
cutter,  but  he  did  not  give  effect  to  his  view  of  the  construction  of  the  Claim. 
The  essence  of  the  invention  was  in  the  Patentee's  view,  an  improved  form  of 
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eatter,  and  the  -whole  machine  was  devised  so  as  to  get  the  utmost  advantage 
out  of  that  form.  The  Defendants  do  hot  use  a  **  tubular  scoop-like  cutter."  If 
the  Patentee  had  adopted  the  old  form  of  cutter  with  the  rotating  action,  and 
without  an  improved  cutter,  his  would  have  been  undistinguishable  from 
0arter*8.  On  the  true  construction  of  the  Specification  the  Defendants  have  5 
not  infringed. 

.  /.  G.  Oraham  and  M.  D.  Warmington  for  the  Respondents. — ^The  tubular 
scoop-like  cutter  is  not  the  essential  feature  of  the  Patent.    There  are  other 
novelties  in  the  arrangement  of  the  article.    The  real  objection  to  the  novelty 
of    the     Patent    raised     in    the    Court    below    was    founded     on     OarUr.  10 
[COZENS-Hardy,  LJ, — ^You  need  not  labour  the  point  as  to  anticipation.] 
The   distinguishing  feature   of   the  Plaintiffs*  invention  consists  mainly  in 
the  construction    of  the   form  of   the   thing  itself.     Gairter's  had   no   inner 
guide  tube  j  that  carries  the  ejector  I.     The   invention  consists   in  details 
of    construction.      To    see    what    the    substance    of     the    invention     is     it  15 
is  necessary  to  enquire  what  the  combination  is.    The  merit  of  the  invention 
is  not  destroyed  by  showing  that  every  element  is  old.     But  one  element 
is  new,  viz.,  the  ejector  on  the  inner  tube.     The  first  question  is — is  there 
a  substantial  invention,  and  then,  not  has  the  Patentee  laid  stress  upon  it, 
but  has  the  Defendant  substantially  taken  it     It  is  necessary  to  look  at  the  20 
alleged  anticipations  in  order  to  construe  the  Specification.    [Counsel  referred 
to  the  alleged  anticipations  and  also  to  portions  of  the  evidence.]    Nothing 
great  can  be  expected  in  an  invention  of  this  kind.    [Yatjghan  Williams,  L.J, 
— This  is  a  combination  Patent  and  the  question  is  are  the  two  combinations 
substantially  the  same.    The  tubular  scoop-like  cutter  is  an  item  that  is  present  25 
in  the  Plaintiffs'  article  and  absent  in  the  Defendants'.    Is  that  a  material 
difference  or  not  ?]    The  evidence  is  that  the  cutters  are  different  in  form  but 
that  the  effect  is  the  same.     [Vaughan  Williams,  LJ, — The  cutting  in  yours 
is  done  with  a  drawing  cut  and  in  theirs  by  direct  downward  pressure  without 
any  drawing  cut.]    The  evidence  shows  that  what  the  Defendants  adopt  is  a  30 
mechanical  equivalent.     [ROMBR,  L.J. — ^The  Patentee  does   not  sajr  what  is 
new  and  what  is  old,  but  he  does  call  attention  to  the  shape  of  the  cutter. 
That  is  the  only  particular  part  of  the  machine  he  mentions.]    The  Patentee 
is   not   there    describing   the    invention,    but  the   result  of    it.     What   the 
Defendants   have  adopted   is   exactly   identical   in   character.     Tbey  simply  35 
leave  out  one  of  the  things  shown  in  the  Drawings. and  say  they  have  not 
infringed.    The  distinction  in  the  form  of  the  cutter  is  immaterial.     [ROMBR, 
L.J. — If  we  cannot  find  out  what  the  essential  features  are,  we  must  construe  the 
Specification  strictly  and  the  Defendants  are  outside  the  Patent.]     It  is  said  that 
the  scoop-like  cutter  is  an  essential  feature.     The  reference  to  it  is  in  a  portion  40 
of  the  Specification  which  is  only  descriptive.    The  combination  is  shown  in 
the  Drawings,  and  the  Patentee  never  intended  to  restrict  himself  to  the  scoop* 
like  cutter.    The  Defendants  have  taken  the  substance  of  the  combination,  and 
have  therefore  infringed. 
No  reply  was  called  for.  45 

Vaughan  Williams,  L.J. — So  far  as  the  question  of  anticipation  is  concerned 
I  agree  with  Mr.  Justice  Warrington ;  and  also  I  agree  that  this  is  a  combination 
Patent  to  obtain  a  known  result.  Under  these  circumstances  we  have  to  consider 
whether  the  Defendants  have  infringed  the  Patent, by, in  substance, taking  the 
combination.  It  has  been  argued  before  us  that  although  the  scoop-like  50 
form  of  the  cutter  under  the  Plaintiffs'  Specification  may  be  a  matter  of  con- 
siderable importance,  yet  there  are  other  matters  of  importance  in  the  Plaintiffs' 
Specification  which  should  lead  us  to  the  conclusion  that  the  Defendants 
have  taken  the  essence  of  the  Plaintiffs'  invention.  I  cannot  agree.  I  consider 
that  it  is  manifest  that,  under  the  Plaintiffs'  Specification,  the  scoop-like  form  55 
of  cutter  is  of  very  considerable  importance. '  I  tiiink  it  is  impossible  to  say  what 
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would  be  the  exact  diflference  if  you  employed  a  mere  round  level  cutter  like 
that  employed  in  the  Defendants'  operation,  which  is  very  much  dependent  on 
the  twisting  motion  which  is  given  to  it,  or  if  you  employed  a  scoop-like  cutter 
like  that  which  one  finds  in  the  Plaintiffs'  Specification  which  is  independent  of 
5  any  twisting  motion  itself,  and  depends  upon  mere  pressure,  combined  with 
the  shape  and  position  of  the  sharpened  edges  of  the  cutter  itself.  But  be  this 
how  it  may,  1  am  convinced  that  having  regard  to  the  terms  of  the  Plaintiffs' 
Specification,  it  is  impossible  to  say  that  the  form  of  the  cutter  is  not  of  great 
importance,  and  in  my  judgment,  whatever  difference  there  may  be  in  the  inner 

10  and  outer  tubes,  and  the  shape  and  form  and  arrangement  of  the  ejector,  it  still 
remains  the  fact  that  the  Defendants  have  not  taken  the  whole  of  the  Plaintiffs' 
combination.  They  have  omitted  one  very  material  part,  and  substituted  some- 
thing entirely  different.  I  do  not  think  that  one  really  need  go  beyond  the 
evidence  of  the  experts  to  arrive  at  the  conclusion  which  I  have  arrived  at.    If 

15  one  looks  at  the  evidence  of  Mr.  Adam^  who  was  called  as  an  expert  on  behalf  of 
the  Plaintiffs,  he  gives  his  evidence  with  the  greatest  clearness,  and,  as  I  am 
happy  to  be  able  to  say,  as  one  finds  experts  habitually  doing  nowadays,  with 
the  greatest  fairness  as  well  as  the  greatest  clearness.  He  goes  through  the  items 
of  the  Plaintiffs'  combination,  and  he  numbers  them  1,  2,  3,  4  and  5  ;  and  he 

20  compares  them  with  the  items  in  the  Defendants'  combination.  It  is  quite  plain 
that,  with  regard  to  3  and  4,  he  does  not  find  these  items  of  the  Plaintiffs'  com- 
bination included  in  the  alleged  infringement,  3  being  a  "  cutter  carrying  tube  g, 
**  moved  longitudinally  by  the  upper  tubular  section  6,  without  tortion."  It  is 
plain  that  in  the  Defendants'  there  is  the  tortion  present.    And  then  4,  "  a 

25  "  tubular  cutter  d  carried  by  tube  ^/'  Speaking  for  myself  I  should  be  inclined 
to  say  also  that  item  2  in  the  Plaintiffs'  combination  was  not  incladed  ;  but  I 
specially  should  say  so  having  regard  to  some  explanations  which  are  given 
later  in  Mr.  A  datn's  evidence.  This  is  not  contradicted  in  any  way  by  Mr. 
Stvinbumey  who  was  called  on  behalf  of  the  Defendants.    He  commences  his 

30  evidence,  the  2nd  Question  aad  Answer,  in  these  words ;  he  is  asked  :  •^*  Will 
**  you  just  tell  my  Lord  shortly  what  you  understand  to  be  the  essential  elements 
**  of  the  Plaintiffs'  invention  ?  "  The  answer  is  :  "I  really  do  not  know  what 
'*  they  are.  I  think  what  he  lays  chief  stress  upon  is  that  oblique  end  of  the 
*'  tube  cutter."    So  both  the  experts  are  to  my  mind  in  accord  ;  and  it  is  clear  that 

35  this  oblique  end  of  the  tube  cutter,  to  use  the  words  of  Mr.  Swinburne^  is  some- 
thing upon  which  the  Patentee  lays  chief  stress.     Then  when  Mr.  Swinburne  is 
cross-examined,  he  frankly  agrees  with  Mr.  Adam  as  to  what  are  the  differences 
between  the  Plaintiffs'  combination  and  the  Defendants'  alleged  infringement. 
Under  these  circumstances  I  have  come  to  the  conclusion  that  there  is  no 

40  infringement  by  the  Defendants  ;  and  on  that  ground  I  think  that  the  judgment 
6f  Mr.  Justice  Warrington  cannot  stand,  and  that  judgment  ought  to  be  given 
for  the  Defendants. 

ROMER,  L.J,—l  have  come  to  the  same  conclusion.    Having  regard  to  the 
dtate  of  knowledge  at  the  time  this  Patent  was  obtained  it  is  clear  that  there  was 

45  very  little  room  open  for  an  invention  being  the  proper  subject  of  a  Patent  in 
reference  to  these  cigar  cutters  made  by  a  combination  ot  well-known  parts  :  at 
any  rate  the  Patentee  in  the  present  case  does  not  pretend  to  have  discovered 
any  new  part  of  a  cigar  cutter  such  as  we  have  to  deal  with  ;  but  only  to  have 
made  a  more  useful  form  of  general  combination.    When  I  read  the  Specification 

50  I  try  tb  gather  from  it,  what  is  the  combination  that  the  Patentee  is  specially 
claiming  to  have  arrived  at  and  to  get  protected.  I  have  felt,  I  am  bound 
to  say,  the  greatest  ditficulty  in  ascertaining  from  the  Patentee  himself,  by 
what  he  states  in  his  Specification,  what  he  considered  or  regarded  to  be  the 
hn|>oi1»nt  parts,  or   the  essential   parts  of  his  combination.     J.  f ally  agree 

55  with  what  Mr.  Swinburne  said  in  his  evidence,  to  which  my  Lord  has  called 
attention,  where,  when  he  was  asked  to  state  shortly  what  he  understood  to  be 
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the  essential  portions  of  the  Plaintiffs*  invention,  he  answered,  "  I  really  do  not 
"  know  what  they  are."  That  was  the  conclusion  I  had  arrived  at,  of  my  own 
accord,  after  a  very  careful  consideration  of  this  Specification.  I  could  not  make 
oat,  directly  or  indirectly,  what  the  Patentee  considered  to  be  the  essential 
portions  of  his  combination,  except  in  one  respect  to  which  I  will  refer  in  a  5 
moment,  namely  with  regard  to  the  cutter  and  the  way  in  which  it  is  worked. 
But,  except  that,  it  was  impossible  for  me  to  ascertain  what  he  considered  to  be 
the  essential  parts  of  his  combination.  And  it  is  to  be  noticed  that  his  first  claim, 
which  alone  is  said  to  have  been  infringed,  is  a  claim  in  the  most  general  terms. 
I  am  bound  to  say  that  under  those  circumstances  I  find  no  indication,  except  in  IQ 
one  direction,  of  any  what  I  may  call  special  feature  of  the  combination  specially 
dwelt  upon.  I  do  think  there  is  one,  and  only  one  as  far  as  I  can  see,  and  that 
is  the  form  of  the  tube  cutter  ;  and,  I  think,  the  way  in  which  it  is  applied ;  bat 
certainly  the  form  of  the  tube  cutter.  I  also  agree  with  Mr.  Swinburne  in  his 
evidence  when  he  said  :  ^*I  think  what  the  Patentee  lays  chief  stress  upon  is  the  15 
*'  oblique  end  of  the  tube  cutter."  And  indeed,  as  I  shall  show  in  a  moment  when 
I  come  to  deal  with  Mr.  Adam's  evidence,  the  expert  for  the  Plaintiffs  does  not 
substantially  differ  from  that.  I  think  when  you  come  to  consider  what  these 
cigar  cutters  have  to  do,  you  would  naturally  expect  one  of  the  most  important 
things  to  be  attended  to  was  the  form  of  the  cutter,  and  the  way  in  which  it  was  20 
to  be  applied  ;  for  one  of  the  most  essential  parts  of  these  cigar  cutters,  as  applied 
to  the  end  is  to  avoid  unduly  breaking  the  end  of  the  cigar.  You  have  to  be 
very  careful  to  see  that  your  core  is  extracted  by  an  application  of  a  cutting 
machine  giving  rise  to  the  least  resistance  possible  on  the  part  of  the  cigar, 
and  so  that  the  core  can  be  extracted  without  substantially  moving  the  25 
outside  part  of  the  top  of  the  cigar.  Therefore  we  should  naturally  expect 
in  these  cigar  cutters  to  find  the  greatest  attention  paid,  or  at  any  rate  great 
attention  paid,  to  the  form  of  the  cutter,  and  the  way  in  which  the  cutter  is 
to  be  applied  to  the  end  of  the  cigar.  What  do  I  find  when  I  look  at  this 
Specification  ?  It  is  to  my  mind,  as  I  have  said  I  should  naturally  expect,  the  30 
one  part  of  the  instrument  to  which  attention  is  specially  called  as  apart  from  a 
mere  detailed  statement  of  all  the  various  parts.  The  only  part  which  has  a 
separate  mention  is  the  tubular  scoop-like  cutter.  It  is  mentioned  at  page  1, 
line  11,  and  it  is  mentioned  later  on  in  other  parts  of  the  Specification  ;  where, 
too,  you  will  find  that  this  form  of  the  cutter  is  not  described  as  an  optional  35 
form,  but  as  a  form  that  has  to  be  adopted.  The  Patentee  in  his  Specification 
knew  when  to  point  out  what  was  optional  when  he  was  dealing  with  this  very 
form  of  cutter,  for  he  says  :  "  This  cutter  may  be  formed  of  a  strip  of  thin  steel 
"  bent  to  a  tubular  form  and  tempered."  But  when  he  says  "  and  it  has,"  he 
shows  what  it  has  to  be,  as  he  does  in  other  parts.  So  that  when  this  Patentee,  40 
dealing  with  this  cutter,  wants  to  say  a  thing  is  optional,  he  knows  how  to  do 
it ;  when  he  wants  to  say  it  is  an  essential  part,  as  1  gather,  of  his  invention,  he 
states  that  it  has  to  be  done.  Therefore,  both  from  a  knowledge  of  how  essential 
the  cutter,  and  the  way  it  has  to  be  applied,  is,  in  a  cigar  piercer  of  this  kind,  and 
from  the  words  of  this  Specification,  I  certainly  gather  that  he  pays  special  45 
attention,  as  one  of  the  essential  parts  of  his  combination,  to  the  form  of  the 
cutter  and  the  fact  that  you  get  no  twisting  action  in  applying  that  cutter.  The 
form  that  he  adopts  for  the  end  of  the  cutter  is  such  that  he  is  able  to  avoid  a 
t¥dst,  which  I  think  it  may  be  fairly  said,  is  obviously  apt  to  injure  the  cigar 
end  if  applied  at  all  roughly.  And  that  is  what  he  does  here.  He  has  a  special  50 
form  of  cutter,  which  he  can  apply  by  vertical  pressure,  and  avoid  all  rotation. 
That  essential  part  of  the  Plaintiffs'  combination  is  not  taken  by  the  Defendants. 
They  have  another  form  of  cutter.  Nor  do  they  have  the  form  in  which  the 
cutter  is  applied  by  a  straight  vertical  action.  They  have  the  ordinary  form  of 
cutter,  with  all  its  disadvantages ;  coupled  with  the  twisting  action  of  *the  tube  55 
which  carries  the  cutter,  with  all  its  disadvantages. 
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It  will  be  sufficient  for  me  to  say  that  that  is  an  end  of  the  case,  because  if  a 
Patentee  claims  a  Patent  for  a  combination,  and,  as  here,  you  cannot  gather, 
beyond  this  one  part  which  is  specially  mentioned,  what  are  the  essential  parts, 
or  what  in  fact  he  considers  essentials  of  his  combination,  you  must  construe 
5  the  claim  strictly.  You  must  say  that  a  person,  to  infringe,  must  take  the  whole 
combination  substantially  as  claimed.  Here  I  cannot  find  that  the  Defendants 
have  taken  the  whole  of  the  combination  substantially  as  claimed.  Really  the 
evidence  on  this  part  of  the  case  appears  to  be  all  in  one  direction. 
Mr.  Sunnbume's  evidence  of  course  is  clear  for  the  Defendants ;  but  I  take 

10  Mr.  Adam%  and  I  refer  to  the  part  that  my  Lord  has  already  referred  to,  where 
he  gives  six  essential  parts,  as  he  describes  them,  of  the  instrument  as  a  whole — 
six  parts  combined.  He  says  it  is  a  claim  for  a  combination  of  six  parts.  Now 
as  regards  those,  certainly  the  "cutter  carrying  tube  g  .  .  .  .  moved 
"without  tortion**  is  clearly  not  taken   by  the  Defendants.    With  regard  to 

15  Mr.  Adam's  fourth  element  "  a  tubular  cutter  d  carried  by  tube  ^,"  coupled 
with  his  explanation  as  given  in  the  other  part  of  the  evidence,  that  he  meant 
such  a  cutter  as  is  shown  in  the  Drawings,  that  is  not  taken.  And  it  may  well 
be  a  question,  though  I  do  not  myself  pay  much  attention  to  that  under  the 
circumstances — ^whether  even  the  second  part  has  been  taken,  seeing  that  the 

20  Defendants  have  not  the  upper  tubular  section  b  free  to  rotate.    But  I  do  not 

think  much  attention  need,  under  the  circumstances,  be  paid  at  any  rate  to  that. 

Under  those  circumstances  it  appears  to  me  that  I  cannot  hold  that  the 

Plaintiffs*  combination,  qua  combination,  has  been  taken  by  the  Defendants ; 

and  accordingly  I  think  there  has  been  no  infringement. 

25      Cozbns-Hardy,  L.J. — I  agree  ;  and  I  have  nothing  to  add. 

The  appeal  was  allowed  with  costs.  A  Certificate  was  given  that  the 
Particulars  of  Objections  were  reasonable  and  proper  so  far  as  regards  the  three 
Specifications  referred  to  during  the  hearing  and  the  prior  users  on  the  ground 
that  it  was  important  for  the  Court  to  know  what  the  state  of  knowledge  was  at 
30  the  date  of  the  Patent.  The  Judge  at  the  trial  having  given  the  Plaintiffs  a 
Certificate  that  the  validity  of  the  Patent  came  in  question,  this  part  of  the 
Order  was  not  discharged  by  the  Court  of  Appeal. 
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In  the  Chancery  of  the  County  Palatine  op  Lancaster. 

Liverpool  District. 

Before  Vice-Chancellor  Hall. 

July  29th,  1904. 

GiLLARD     V.    WORRALL.  5 

Registered  Design. — Action  for  infringement. — Anticipation  of  Plaintiff'^e 
registered  Design. — Similarity  between  Plaintiff^s  registered  Design  and 
Defendanfa  alleged  infringement. — Judgment  of  the  eye. 

The  Plaintiff  as  owner  of  a  registered  Design  for  gas  jets  for  bakers*  ovens 
brought  an  actiof^for  infringement.  The  Defendant  denied  infringement^  and  10 
alleged  that  the  Plaintiff^s  registered  Design  was  not  new  or  original  and  was 
anticipated  by  tJie  various  prior  p^iblications  set  forth  in  the  Particulars  of 
Objections^  and  that  there  was  no  similarity  between  the  Plaintiff^s  and  the 
Defendant's  Designs. 

Held,  that  the  Plaintiff^s  registered  Design  was  not  new  and  original,  and  15 
also  thaty  even  if  it  was,  there  was  not  sufficient  similarity  between  the  two 
Designs  to  enable  tJie  Plaintiff  to  succeed^  and  that  there  was  therefore  no 
infringement. 

The  action  was  dismissed  with  costs. 

On  the  8th  of  November  1902,  Thomas  Qillard  registered  a  Design  under  No.  20 
400,476  in  respect  of  the  application  of  such  Design  to  articles  comprised  in 
Class  1  (articles  composed  wholly  or  chiefly  of  metal  not  included  in  Class  2). 
Such  Design  was  of  a  gas  jet  for  bakers'  ovens. 

On  the  26th  of  May  1904,  Thomas  GHllard  commenced  an  action  against 
John  WorraU  claiming  an  injunction  restraining  the  Defendant,  his  servants  25 
and  agents,  from  infringing  the  registered  Design,  and  in  particular  from 
manufacturing,  selling,  offering,  publishing,  or  exposing  for  sale,  any  gas  jets 
for  bakers'  ovens  made  according  to  the  said  Design,  or  to  which  Uie  said 
Design  or  any  obvious  imitation  thereof  had  or  should  have  been  applied; 
inspection  and  delivery  up  to  the  Plaintiff  of  all  gas  jets  for  bakers'  ovens  in  30 
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the  possession  or  ander  the  control  of  the  Defendant  made  according  to  the  said 
Design,  or  to  which  the  said  Design,  or  any  obvious  imitation  thereof,  had  been 
applied  ;  100^.  in  respect  of  penalties  payable  in  pursuance  of  section  58  of  the 
Patents,  Ac.  Act,  1883,  and  section  7  of  the  Patents,  Ac.  Act,  1888,  or  in  the 
5  alternative  an  account  of  profits  and  damages.  ^ 

By  his  Statement  of  Claim  the  Plaintiff  alleged  that  on  or  about  the  14th  of 
May  1904,  the  Defendant,  without  the  license  or  consent  of  the  Plaintiff,  had 
caused  certain  gas  jets  for  bakers*  ovens  (being  the  class  of  goods  for  which  such 
Design  was  registered)  to  be  manufactured  for  the  purposes  of  sale,  and  the 

10  Plaintiff  further  compltined  of  the  exposure  for  sale  of  the  said  gas  jets  by  the 
Defendant  on  or  about  the  said  14th  of  May  1904. 

By  his  Defence  the  Defendant  denied  infringement,  and  alleged  that  the  Design 
was  not,  at  the  date  of  registration,  new  or  original,  and  had  been  frequently 
and  for  many  years  previously  published  in  the  United  Kingdom.    The  Defen- 

15  dant  did  not  admit  that  the  Plaintiff  was  the  registered  proprietor  of  the  said 
Design,  and  denied  the  rest  of  the  allegations  contained  in  the  Statement  of  Claim. 
Pursuant  to  an  Order  made  on  the  5th  of  July  1904,  whereby  the  Plaintiff 
and  the  Defendant  were  ordered  to  deliver  Particulars  of  Breaches  and  Objec- 
tions respectively,  the  Plaintiff  delivered  the  following  particulars  and  instances 

20  of  the  alleged  infringement  of  his  Design : — (1)  Alleged  a  sale,  on  or  about 
the  14th  of  May  1904,  by  the  Defendant  to  Benjamin  Sykea,  of  100  Everton 
Road  Liverpool,  of  certain  gas  jets  for  bakers'  ovens  "  manufactured  as  afore- 
"  said,"  and  the  erection  of  the  same  in  the  bakery  of  the  said  Benjamin  Sykes. 
(2)  Alleged  a  sale,  on  or  about  the  said  date,  by  the  Defendant,  of  certain  gas 

25  jets  to  one  W,  F.  Qawne^  of  17  Hall  Lane  Liverpool,  and  the  erection  of  the 
same  in  the  bakery  of  the  said  W.  F.  Oaume.  (3)  Alleged  the  publication  and 
exposure  for  sale  by  the  Defendant  of  such  gas  jets,  (a)  by  exhibiting  the  same 
in  the  shop  of  his  agents,  M.  Lowe  A  Sons  of  Liverpool,  as  Worrall'a  bakers' 
ovens  gas  brackets ;  (b)  by  certain  circulars. 

30  The  following  Particulars  of  Objections  to  the  novelty  and  originality  of  the 
Plaintiff's  registered  Design  were  delivered  by  the  Defendant.  "(1)  The 
^'  manufacture  and  sale  by  Messrs.  Joseph  Baker  A  Sons  Ld.  of  58  City  Road 
**  London  E.C.,  and  Willesden  Junction  London,  of  moveable  gas  brackets  for 
**  ovens  for  the  past  20  years.     The  publication    of    catalogues  containing 

35  ^'  representations  of  oven  gas  lights  and  oven  brackets  at  intervals  during  the 
"  last  12  years,  and  in  particular  one  of  such  catalogues,  No.  152,  published  in 
"  1902,  at  page  2,529  (a),  in  the  possession  of  the  Defendant,  and  another  of 
"  such  catalogues.  No.  51,  published  about  12  years  ago,  at  page  25.  (2)  The 
**  manufacture  by  Messrs.  Jamss  Cruikshank  A  Co.^  late  of  Torphicken  Street 

40  "  Edinburgh,  in  accordance  with  illustrations  issued  by  the  said  firm  in  1897. 
"  (3)  The  manufacture  by  the  said  James  Cruikshank  of  brackets  made  in 
"  accordance  with  a  design  contained  in  a  circular  issued  by  him  in  June  1902. 
"  (4)  The  sale,  prior  to  the  year  1902,  by  Messrs.  David  Thomson  Ld.  of 
"  Slateford  Road  Edinburgh,  of  moveable  gas  brackets  manufactured  by  the 

45  "  said  James  Cruikshank.'^ 

Representations  of  the  Plaintiff's  and  the  Defendant's  Designs,  the  Plaintiff's 
being  placed  first,  will  be  found  on  p.  78. 
The  action  came  on  for  trial  before  Vice-Chancellor  Hall. 
Courthope  Wilson  (instructed  by  Q.  H.  Thompson  of  Liverpool)  appeared 

50  for  the  Plaintiff ;  and  Rutherford  (instructed  by  Norton^  Clare  and  Higgins 
of  Liverpool)  appeared  for  the  Defendant. 

Courthope  Wilson  for  the  Plaintiff  contended,  and  called  evidence  to  prove, 
that  the  Plaintiff's  Design  was  new  and  original  in  that  his  arrangement  of  a 
bent  pipe  without  swivels  and  without  any  twist  at  the  point  where  the  tube  is 

55  raised  perpendicularly  was  a  combination  which  had  been  first  adopted  by  the 
Plaintiff  and  had  never  been  anticipated. 
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In  reply  to  this  contention  Rutherford  called  several  witnesses  who  proved 
that  they  were  in  the  habit  of  supplying  ovens  with  pipes  that  fitted  to  the  wall 
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without  swivels,  but  were  simply  bent  to  the  shape  of  the  oven  wall.     He 
further  contended  that  the  Plaintiff's  combination  was  no  new  contrivance  but 


//V  USB. 


3 


dmnaxs^ 


GLNBRAL    Vi£W 


had  been  common  knowledge  for  many  years.    Even  if  his  Design  was  new  5 
and  original  still,  looking  at  the  two  Designs,  there  was  not  sufficient  similarity 
between  them  to  enable  the  Plaintiff  to  sucgeed* 
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Hall,  V.C. — This  is  an  action  brought  by  Mr.  Thomas  Gillard  against  Mr. 
John  Worrall  for  infringing  the  PlaintiflF's  Design,  No.  ^W0,476,  which  consists 
of  a  new  and  original  shape  or  pattern  for  gas  jets  for  bakers'  ovens  and  was  not 
previonsly  published  in  the  United  Kingdom.  The  Defendant  admits  that  he 
5  has  made  and  sold  four  gas  jets — ^two  have  been  produced  before  me  in  Court — 
but  he  resists  the  action  on  the  ground  that  the  Plaintiff's  Design  is  not  new  or 
original  within  the  meaning  of  the  Act,  and  if  it  is,  he  says  that  what  he  has 
done  is  not  an  infringement. 
The  nature  of  the  Plaintiff's  Design  is  this,  according  to  the  Certificate  given 

10  from  the  Patents  OfBce,  Designs  Branch.  It  certifies  that  the  Design,  of  which 
annexed  was  a  copy,  was  registered  on  the  7th  of  November  1902,  in  respect  to  the 
application  of  such  Design  to  articles  comprised  in  Class  1,  and  Class  1  includes 
articles  composed  wholly  or  chiefly  of  metal,  not  included  in  Class  2,  which 
comprises  jewellery.    On  the  back  of  the  Certificate  is  the  Design  which  is 

15  referred  to  in  the  Certificate  as  being  annexed  as  a  copy,  and  in  that  it  is 
called  '*  a  Design  for  gas  jet  for  bakers'  ovens."  It  is  to  be  observed  that  in  the 
circulars  issued  by  the  Plaintiff  he  says  it  can  also  be  used  as  a  stand  pipe 
for  table  or  bench  where  a  light  is  wanted  in  a  difficult  position.  It  is  a  serious 
question  whether  or  not  in  those  circumstances  he  is  entitled  to  claim  this 

20  Design  simply  for  use  in  bakers'  ovens.  At  any  rate  the  case  before  me  is  that 
it  was  offered  for  registration  as  a  gas  jet  for  bakers'  ovens,  and  a  Certificate  was 
given  on  that  request.  Therefore  I  take  it  that  it  was  offered  and  accepted  as  a 
Design  for  a  gas  jet  for  bakers'  ovens  coming  within  Class  1,  which  is,  as  I  have 
said,  articles  composed  wholly  or  chiefly  of  metal  not  included  in  Class  2. 

25  The  Design  as  shown  in  the  Certificate  does  not  indicate — there  is  no  descrip- 
tion— ^that  a  portion  of  the  jet  is  composed  of  some  flexible  material,  but  as  a 
matter  of  fact  a  portion  of  it  is  composed  of  a  flexible  tube  which  is  fastened  on 
to  the  brass  tube,  which  is  flat,  and  the  flexible  tube  is  connected  with  some 
other  gas  tube,  so  that  when  the  tap  is  turned  gas  can  be  let  on  from  the  main 

30  pipe  through  tiiese  pipes  and  ultimately  can  be  lit  at  the  jet  shown  at  the  end 
of  the  exhibit  that  I  hold  in  my  hand  called  P.  1.  Then  this  tube  is  a  bent  tube. 
It  has  a  slight  bend  about  a  third  of  the  way  along,  there  is  another 
bend  which  is  practically  at  right  angles,  and  then  there  is  a  third 
bend  by   means  of  which  the  pipe  assumes  a  perpendicular  position.    The 

85  object  of  this  arrangement  is  that  it  can  lie  round  the  wall  of  the  oven,  catching 
against  the  comer  of  the  wall  and  the  other  comer  of  the  oven,  and  then  turning 
round  to  the  left  so  that  it  may  run  alongside  the  wall  on  the  inside  of  the 
oven — not  close  to  the  wall  because  obviously  when  the  door  of  the  bakehouse 
is  open  this  tube  cannot  lie  against  the  wall,  it  can  only  lie  near  the  wall,  and 

40  in  the  same  way  when  it  goes  inside  the  oven  it  does  not  lie  necessarily  close 
against  the  wall,  it  would  be  some  distance  away.  It  is  obvious  that  must  be 
so  because  if  when  the  gas  is  lit  it  lay  flat  against  the  wall  it  would  be  mis- 
chievous and  dangerous,  and  in  addition  to  that  it  would  not  give  as  much  light 
as  otherwise  it  would  have  done.    Now  it  is  said  that  that  Design  has  many 

45  advantages,  that  it  has  the  advantage  of  being  out  of  the  way  when  tins  are 
being  put  into  the  oven  and  being  arranged  and  pushed  about  inside  the  oven. 
I  am  not  trying  a  Patent  action,  I  am  not  trying  an  action  of  utility  ;  the  action 
is  one  for  infringement  of  Design,  although  if  on  an  inspection  of  that  Design 
it  is  evident  that  advantages  follow,  those  advantages  are  not  to  be  overlooked. 

50  If  a  person  invents  a  Design,  and  if  by  means  of  that  Design  other  incidental 
advantages  follow,  that  is  a  further  reason  why  the  Design  should  be  protected, 
not  merely  on  the  ground  that  the  Design  is  his  original  work,  but  also  on  the 
ground  that  incidentally  he  has  achieved  some  object  which  is  a  desirable  object 
and  makes  the  Design  more  valuable.    But  the  first  question  I  have  to  decide  is 

55  whether  or  not  this  is  a  new  or  original  Design,  and  if  it  is  a  new  or  original 
Design  has  what  the  Defendant  has  done  been  an  infringement  ?    It  is  quite 
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dear  that  the  flexible  tube  forming  the  beginixing  of  this  apparatus  with  the  gas 
is  not  new,  and  it  is  clear  that  the  use  of  a  bent  pipe  running  round  the  entrance 
of  the  oven  and  turning  into  the  oven  is  not  new,  because  there  is  plenty  of 
evidence  that  in  the  case  of  swivels  the  object  of  the  swivel  was  so  to  arrange 
the  different  parts  of  the  bent  pipe  that  it  might  be  led  round  so -as  to  be  flat  ^5 
against  the  wall,  or  nearly  flat,  as  the  Plaintiff's  is.  Therefore  to  lie  flat 
against  the  wall  is  no  new  idea  whatever.  But  it  is  said  that  this  arrange- 
ment of  a  bent  pipe,  without  swivels  and  without  any  twist  at  the  point 
where  the  tube  is  raised  perpendicularly  for  about  six  inches,  is  all  new. 
It  is  also  said  that  the  anticipations  which  have  been  put  in,  ^he|i  they  10 
were  put  into  the  oven  would  have  the  effect  of  bringing  the  standard  in  front 
of  the  oven  doors,  or  if  not  then  they  would  throw  out  the  rest  of  the  tube  in 
front  of  the  doors,  and  in  that  way  it  would  interfere  with  the  placing  in  the 
oven  of  the  tins  that  were  wanted  to  be  put  in.  Now  as  against  that  I  have  had 
a  good  deal  of  evidence,  the  evidence  of  Mr.  Ramsay y  that  they  are  in  the  habit  15 
of  sapplying  ovens  in  this  way,  that  the  pipes  are  fitted  to  the  wall  not  with 
swivels,  but  bent  and  fitted  so  as  to  meet  the  particular  necessity.  Some  attempt 
was  made  to  show  that  all  these  ovens  are  of  the  same  size,  but  the  evidence 
is  that  it  is  not  so,  and  I  do  not  believe  that  all  the  ovens  in  the  United  Kingdom 
are  anything  like  the  same  size  and  the  same  thickness.  Therefore  if  anyone  20 
turns  out  an  arrangement  or  design  of  this  kind  it  could  only  fit  by  being 
adapted  ;  and  the  evidence  is,  and  it  satisfies  me,  that  in  most  cases  where  a  gas 
jet  of  this  kind  for  the  purpose  of  going  round  a  corner  has  been  furnished  to  a 
bakery,  it  is  made  to  fit  the  particular  corner  of  that  bakery  so  as  to  go  round. 
That  is  what  you  would  expect.  If  in  the  old  days  when  they  had  swivels,  25 
those  swivels  were  introduced  for  the  purpose  of  turning  the  light  round  ^o 
that  it  might  go  round  a  corner  of  the  bakehouse,  one  would  expect  that  when 
they  began  to  use  mere  bent  tubes  without  a  swivel  they  would  adapt  that  tube 
to  fit  the  particular  bakery,  because  it  is  needless  to  have  a  swivel  when  you 
can  fit  it  once  for  all,  and  there  it  is,  without  having  the  necessity  of  bending  it  30 
each  time  you  use  it. 

The  result  is,  without  going  into  detail,  and  avoiding  the  fallacy  that  because 
one  part  is  old  and  another  part  is  old,  therefore  it  is  all  old,  that  I  am  of 
opinion  that  this  combination  is  really  nothing  more  than  a  twist  of  the  tube 
used  for  the  purpose  of  conveying  the  gas  round  a  comer,  which  has  bean  35 
anticipated,  and  really  \(as  common  knowledge  to  nearly  everybody,  and  not 
merely  to  those  who  were  connected  with  bakeries ;  I  am  of  opinion  this  is  not 
a  new  or  original  Design.  Therefore  if  it  is  not  a  new  or  original  Design,  it 
seems  to  me  that  the  Plaintiff  does  not  come  within  the  benefit  of  it  at  all,  and 
the  action  fails  on  that  ground.  40 

But  even  if  it  is  a  new  and  original  Design,  trying  it  the  other  way,  and 
looking  at  what  is  done,  looking  at  it  now  as  a  Patent  and  not  as  a  contrivance  for 
economising  t^e  amount  of  tube  required  or  anything  of  that  sort,  looking  at  it 
as  a  Design,  looking  at  what  the  Plaintiff  has  done  and  what  he  holds  out,  it 
seems  to  me  that  there  is  a  marked  difference  between  the  two,  to  judge  by  the  45 
eye.  I  should  say  that  even  if  the  Plaintiff's  was  a  new  and  original  Design 
the  Defendant's  was  not  an  infringement.  Under  those  circumstances  the 
action  will  be  dismissed  with  costs. 
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In  the  Court  op  Session  in  Scotland. 
Before  Lord  Stobmonth  Da^rling  (Lord  Ordinary). 

March  2nd  and  15th,  May  2lBt,  June  7th  and  10th,  and 
November  15th,  1904. 

5  ToNi  Tyres,  Ld.  v.  Palmbr  Tyre,  Ld. 

Patent. — Infringement — Both  Parties  English  Companies. — Place  of  business 
of  alleged  Infringer  in  Scotland. — Alleged  infringement  offered  for  sale   cU . 
Exhibition  in  Edinburgh, — QiMsi^lict — Jurisdiction  of  Scottish  Courts. 

The  T.  Company  were  the  owners  of  a  Patent  for  improvements  in 
10  pneumatic  tyres.  The  P.  Company  manufactured  tyres  which  the  T.  Company 
averred  to  be  infringements.  These  tyres  were  exhibited  at  a  show  in  Waverley 
Markety  EdinburgJi.  The  T.  Company  brought  an  action  against  tlie  P.  Company 
in  the  Scotch  Court  for  interdict  against  infringement  of  their  Patent  in  Scot- 
land. Both  T.  and  P.  were  English  companies  and  tfiere  was  no  effectual  service 
15  within  the  territory.  The  T.  Company  averred  that  the  P.  Company  had  a 
place  of  business  in  Scotland. 

Held  that  the  Court  had  jurisdiction  to  interdict  from  repetition  of  the  delict 
as  the  remedy  asked  was  purely  preventive^  aiui  this  although  there  was  no 
personal  service.    A  Proof  was  allowed. 

20  This  was  an  action  of  suspension  and  interdict  at  the  instance  of  Toni 
TyreSy  Ld.^  incorporated  under  the  Companies  Acts,  1862  to  1900,  and  having 
its  registered  office  at  212 ,  Shaftesbury  Avenue,  London ;  and  Francesco 
Toni  of  56  Berners  Street,  London,  as  Complainers  against  the  Palmer 
Tyre^    Ld.y    incorporated    under    the    Companies    Acts,    1862    to    1900,    and 

25  living  its  registered  office  at  15  Martineau  Street,  Birmingham,  and  carrying 
on  business  at  Silvertown,  London,  and  also,  Complainers  averred,  at  8  Buchanan 
Street,  Glasgow,  and  elsewhere,  as  Respondents. 

The  Complainers  founded  on  the  British  Letters  Patent,  dated  the  13th  of  August 
1902,  and  numbered  17,787  of  that  year,  granted  to  the  Complainer,  Francesco 

30  Toni,  for  an  invention  entitled  "  Improvements  in  and  relating  to  pneumatic 

"  tyres."    The  said  Letters  Patent  were  vested  in  the  Complainers'  Company  in 

virtue  of  an  agreement  of  sale,  filed  with  the  Registrar  of  Joint  Stock  Companies 

at  Somerset  House.      The  invention  described  in   the   Specification  consisted 

'    df  ati  improved  method  of  making  a  pneumatic  tyre  with  wheel  rim,,  and  .of 

35  $ittafchiig  th6  tyre  cover  to  the  wheel  rim  or  felloe.  The.Patent  .was  for  a 
conibiDation,  ^nd  was  applicable  mainly' to  motor  cars  and  heavy  vehicles.  , 

a 
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The  Complainers  averred  that  the  Respondents  had  infringed  their  Patent  by 
adopting  their  combination  in  the  manufacture  of  wheel  rims  and  flanges  for 
attaching  the  same.  *'  They  have  published  a  catalogue  describing  the  attachment 
'*  of  their  tyre  cover  to  the  wheel,  and  the  illustrations  which  they  give  therein 
*'  show  the  flange  attachment  of  their  tyre  to  be  identical,  or  practically  identical,  5 
**  and  in  fact  it  is  identical  with  that  described  and  patented  by  the  foresaid  Letters 
''  Patent.  The  Respondents  exhibited  and  offered  for  sale  tyres  and  wheel  rims 
'^  made  in  accordance  with  the  said  flange  attachment  as  described^in  their  cata- 
"  logues  at  an  exhibition  of  motor  cars,  cycles,  and  tyres,  held  at  the  Agricultural 
"  Hall,  Islington,  London,  in  November  1903,  and  also  at  an  exhibition  of  motor  10 
"  cars  and  accessories  held  at  the  Crystal  Palace,  Sydenham,  from  18th  to  24th 
''  February  1904,  and  they  were  at  the  date  of  the  presentation  of  the  note 
'^  exhibiting  and  offering  for  sale  tyres  with  wheel  rims  and  flanges  of  a 
"  similar  description  at  a  motor  and  cycle  show  being  held  in  the  Waverley 
^^  Market,  Edinburgh.  They  had  a  stall  at  that  show  with  a  large  sign-board  15 
"  bearing  the  Respondents'  name.  They  had  there  a  large  supply  of  tyres  and 
''  tyre  attachments  and  other  goods,  and  they  solicited  and  took  orders  there 
*'*'  for  the  sale  thereof.  They  also  distributed  their  catalogues  at  the  show  and 
^^  throughout  Scotland,  and  they  offered  for  sale  tyres  and  rims  made  according 
'^  to  the  said  flange  attachment  to  many  persons  at  the  show  and  also  throughout  20 
"  Scotland,  by  correspondence  and  otherwise.  They  have  invariably  re- 
^^  commended  their  said  flange  attachment  as  being  superior  to  their  bead 
'*  attachment,  the  superiority  consisting  in  its  close  resemblance  to  the 
''  attachment  described  in  the  Complainers'  patent.*' 

The  Respondents  admitted  that  they  had  adppted  a  flange  attachment  of  their  '<!5 
tyres,  but  averred  that  it  differed  materially  from  that  of  the  Complainers  and 
denied  that  it  was  an  infringement.    They  also  attacked  the  validity  of  the 
Complainers'  Patent  on  various  grounds.    They  admitted  that  they  had  exhibited 
such  wheels  and  tyres  in  London  and  in  Edinburgh. 

Parties  were  at  issue  as  to  whether  the  Respondents  hid  a  place  of  business  30 
in  Scotland.    The  Complainers  averred  : — "  The  Respondents  carry  on  business 
'*  at  8  Buchanan  Street,  Glasgow.    Their  name  is  on  a  brass  plate  at  the  side  of 
"  the  entrance  door.    They  keep  a  stock  of  Palmer  tyres  and  other  goods  there 
*'  for  sale.    Orders  sent  to  them  there  are  executed  by  them,  and  invoices  are 
'*  sent  out  to  the  purchasers,  in  name  of  the  Respondents.    They  announce  in  35 
^^  their  trade    catalogues  that  they  have  a  branch  depdt  there,  and  also  a 
''  registered  telegraphic  address,  viz.,  *•  Silvergray,  Olasgow,'  and  that  they  are 
^'  on  the  telephone  in  Glasgow  at  that  address.     They  are  entered  in  the 
"  Glasgow  Post  Office  Directory,  with  their  sanction,  as  having  a  warehouse 
"  there.    In  point  of  fact,  they  are  on  the  telephone  in  Glasgow,  and  have  a  40 
^'  postal,  telegraphic,  and   telephonic  address  at     8  Buchanan    Street,  there. 
^*  The  note  of  suspension  and  interdict  was  served  on  the  Respondents  there, 
"  and  also  at  the  registered  office  of  the  Company,  and  a  copy  sent  to  their 
"  known  Agents." 

The  Respondents  replied  :—"  The  Respondents  have  no  office  or  place  of  45 
'*  business  in  Scotland,  and  are  not  subject  to  the  jurisdiction  of  the  Courts  of 
*'  Scotland.      In    particular,  they    have    no    office    or    place    of    business  at 
"  8  Buchanan  Street,  Glasgow,  where  the  pretended  intimation  or  service  of 
''  the  present  note  of  suspension  and  interdict  was  made.    In  any  event,  the 
"  Courts  of   Scotland  are  not  a  convenient  forum  for  adjudicating  upon  the  50 
'^  subject-matter  of  the  present  action.    The  Complainers  and  Respondents  are 
'*  both  English  Companies,  and  are  both  subject  to  the  jurisdiction  of  the 
'*  English  Courts,  in  which  the  Respondents  are  ready  and  willing  to  answer 
"  any  writ  or  action  which   the   Complainers  may   bring  against  them  with 
**  reference  to  the  subject-matter  of    the  present  process.      Further,  all,  or  55 
*'  nearly  all,  the  necessary  witnesses  and  the  whole  documents,  plans,  models, 
**  &c.,  relativ'e  to  tl^fe   cise  are  in    England    the    Courts  of    which  country 
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"  accordingly  afford  the  most  convenient  forum  for  the  adjudication  of  all 
"  qnestions  arising  under  the  present  action." 

On  the  subject  of  jurisdiction,  the  Complainers  pleaded  : — "  I.  The  Respon- 
"  dents  are  subject  to  the  jurisdiction  of  the  Court  in  respect  that — (1)  At  the 
5  *'  date  of  presentation  of  the  Note,  they  were  carrying  on  business  in  Scotland, 
'^  and  had  a  warehouse,  branch  dep6t,  postal,  telegraphic,  and  telephonic 
"  address,  at  8  Buchanan  Street,  Glasgow.  (2)  At  said  date,  they  were  offering 
^*  for  sale,  at  a  stall  in  the  exhibition  in  Edinburgh,  tyres  and  attachments 
"  made  in  contravention  of  the  Complainers'  Patent,  and  by  the  circulation  of 

10  "  their  trade  catalogues,  and  by  correspondence,  they  were  offering  such  for 
**  sale  in  Scotland  generally.  (3)  The  Court  in  Scotland  is  the  proper  Court  to 
'^  grant  interdict  within  Scotland  against  the  continuance  of  the  wrong-doing 
"  complained  of.  II.  The  Respondents  by  holding  themselves  out  as  having 
*^  a  branch  depdt,  warehouse,  postal,  telegraphic  and  telephonic  address  in  Scot- 

15  **  land  for  carrying  on  business  there  are  barred  from  pleading  that  they  are 
"  not  subject  to  the  jurisdiction  of  the  Court." 

The  Respondents  pleaded  : — '*  (1)  The  Court  has  no  jurisdiction  over  the 
"  Respondents.    (2)  Forum  non  conveniens!'^ 
Both  parties  also  pleaded  to  the  merits. 

20  The  interdict  concluded  for  was  in  these  terms  : — "  May  it  therefore  please 
**  your  Lordships  to  suspend  the  proceedings  complained  of  and  to  interdict, 
^^  prohibit,  and  discharge  the  said  Respondents  during  the  continuance  of  the 
"  Letters  Patent  numbered  17,787,  and  dated  13th  August  1903,  granted  to  the 
"  Complainer,  the  said  Francesco  Toni,  from  manufacturing,  selling,  disposing, 

25  "  or  using  any  pneumatic  tyres  with  wheel  rims  and  means  of  attaching 
"pneumatic  tyres  to  wheel  rims,  made  in  accordance  with  the  invention 
"  described  in  the  Specification  filed  relative  to  the  said  Letters  Patent,  and  from 
"  either  directly  or  indirectly  making,  using,  putting  in  practice  or  vending  the 
'*  said  invention  in  the  United  Kingdom  of  Great  Britain  and  Ireland,  the 

30  ''  Channel  Islands,  or  the  Isle  of  Man,  and  from  infringing  in  any  manner  of 
*'  way  the  rights  and  privileges  granted  by  the  said  Lefters  Patent." 

An  account  of  the  tyres  so  made  by  the  Respondents  and  interim  interdict 
were  also  concluded  for. 
The  case  was  moved  in  the  Bill  Chamber  for  the  first  time  on  the  2nd  of 

35  March  1904.  On  the  15th  of  March,  the  Lord  Ordinary  on  the  Bills  passed  it  Vj 
the  Court  of  Session  under  reservation  of  the  Respondents*  plea  against 
jurisdiction  and  refused  interim  interdict  in  respect  of  an  undertaking  given 
by  the  Respondents.  On  the  21st  of  May,  Counsel  were  heard  on  a  question 
which  had  arisen  as  to  the  '*  marking  "  of  the  note.      (This  is  reported  in  12 

40  S.  L.  T.,  No.  25,  and  was  only  a  matter  of  Scots  procedure.)  On  the  7th 
of  June,  the  recorl  was  closed  and  the  case  sent  to  the  Procedure  Roll,  that  the 
question  of  jurisdiction  might  be  discussed. 

Findlay  (instructed  by  Oill  and  Pringle^  W.S.),  moved  that  the  Complainers 
be  allowed  proof. 

45  Smith  Clark  (instructed  by  J.  and  D.  Smith  Glark^  W.S.),  moved  that  at 
present  the  proof  be  restricted  to  a  proof  as  to  the  jurisdiction  of  the  Court.  The 
parties  were  at  issue  as  to  whether  the  Respondents  had  a  place  of  business  in 
Scotland,  so  as  to  subject  them  to  jurisdiction  there  ;  proof  would  therefore  be 
necessary  on  that  point.    The  Complainers  suggested  that  by  circulating  trade 

50  catalogues  in  Scotland,  Respondents  had  prorogated  the  jurisdiction.  This  is 
not  sufficient  {Laidlaw  v.  Provident  Plate  (Hass  Insurance  Company ^  Ld.^ 
17  R.,  544  at  547).  Complainers  also  maintained  that  by  offering  their  tyres  for 
sale  in  Edinburgh  the  Repondents  had  committed  a  delict,  which  gave  the 
Court  of  the  locus  delicti  jurisdiction  to  entertain  an  action  for  interdict.    Of 

55  course  the  Respondents  did  not  admit  that  they  had  committed  a  deli(;t,  but  in 
any  case,  the  delict  or  quasi-delict  alone  did  not  give  jurisdiction  unless  the 
action  was  served  within  the  territory  {Sinclair  v.  Smith,  22  D.  1475,  at  1480, 

G  2 
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1481 ;  Kermick  v.  Watson,  9  M.  984  ;  Wylie  v.  Kay,  12  S.  927).    At  any  rate 
this  is  forum  non  conveniens.    The  interdict  could  only  be  enforced  against 
agents,  not  against  the  party  himself  (Marshall  v.  Marshall  L.R.  38  CD.  330). 
.   Findlay,  contra. — The  delict  (viz.,  the  exhibition  in  Edinburgh  of  tyres  to  be 
taken  for  the  purpose  of  this  argument  as  infringing  the  Complainers'  Patent),  5 
which  is  admitted,  gives  jurisdiction  ;  therefore,  no  proof  as  to  jurisdiction  is 
necessary.    In  the  case  of  delict  it  is  not  necessary  that  there  should  be  citation 
within  the  territory  (  Westlake,  Private  International  Law,  p.  235  ;  jBar,  Private 
International    Law,   Gillespie's  Translation,  2nd    Edition,  pp.  922  and  935 ; 
Savigny,  Private  International  Law,  edited  by  Quthrie,  2nd  Edition,  p.  253 ;   10 
Way  good  A  Co.  v.  Bennie,  12  R.  651,  and  Lord  McLaren's  opinion  there  655, 
also  at  p.  658). 

The  Lord  Ordinary  intimated  that  he  could  not  admit  the  averments 
regarding  the  exhibition  of  these  tyres  in  London  to  proof,  and  that  he  would 
require  the  Complainers  to  modify  their  prayer  by  restricting  the  interdict  15 
craved  to  Scotland.  This  Counsel  agreed  to  do,  by  substituting  for  the 
following  words  of  the  prayer  quoted  above — "  or  vending  the  said  invention 
"  in  the  United  Kingdom  of  Great  Britain  and  Ireland,  the  Channel  Islands  or 
*'  the  Isle  of  Man,  and  from  infringing  in  any  manner  of  way  the  rights  and 
"  privileges  granted  by  the  said  Letters  Patent,"  these  words — "  or  vending  20 
'*  the  said  invention  in  that  part  of  United  Kingdom  of  Great  Britain  and 
"  Ireland,  called  Scotland,  and  from  infringing  in  any  manner  of  way  within 
"  Scotland,  the  rights  and  privileges  granted  by  the  said  Letters  Patent." 

On  the  15th  of  November,  1904,  LORD  ORDINARY  pronounced  the  following 
interlocutor  : — *•  The  Lord  Ordinary  having  heard  parties,  allows  the  Com-  25 
^'  plainers  to  amend  the  prayer  of  the  Note  of  Suspension  and  Interdict  as 
"  proposed  at  the  bar,  repels  the  first  and  second  pleas  in  law  for  the 
*^  Respondents,  and  allows  the  parties  a  proof  of  their  averments  to  proceed  on 
"  a  day  to  be  afterwards  fixed,  reserving  all  questions  of  expenses." 

His  Lordship's  opinion  was  as  follows  : —  30 

The  averment  that  -the  Respondents  are  subject  to  the  jurisdiction 
in  respect  of  their  having  a  place  of  business  in  Scotland  is  rather  bare.  At  the 
same  time  in  proceedings  for  interdict,  it  is  probably  sufficient,  if  it  be  read,  as 
meaning  the  having  a  place  of  business  in  the  sense  of  having  a  right  to  the 
possession  of  heritage  in  Scotland.  If  that  had  been  the  only  ground  of  35 
jurisdiction  averred,  I  should  at  present  have  limited  the  proof  to  a  proof  as  to 
jurisdiction.  As  it  is,  I  am  not  prepared  to  do  that,  if  the  Complainers  are 
ready  to  amend  their  prayer  so  as  to  limit  the  scope  of  the  interdict  craved 
to  Scotland.  The  remedy  sought  is  purely  preventive.  It  is  not  petitory  or 
declaratory.  It  is  directed  ptirely  to  prevent  the  Respondent's  repeating  a  40 
delict  or  quasia-delict  which  the  Complainers  say  the  Respondents  have  in  the 
past  committed  in  Scotland.  In  the  joctio  ratione  delicti  for  the  purpose  of 
preventing  the  repetition  of  a  delict,  I  cannot  doubt  the  Court  of  the  territory 
has  jurisdiction,  though  the  offender  be  not  found  within  the  jurisdiction.  It 
is.  necessary  he  should  be  so  found  when  the  ground  of  the  action  is  founded  45 
on  contract,  but  not  when  the  ground  is  a  delict  or  quasi-delict,  and  the  remedy 
asked  is  purely  preventive.  Waygood's  Case  (12  R.  631)  is  authority  on  that 
point,  and  is  not  inconsistent  with  the  other  judgments  such  as  that  in  the  case 
of  Kermick  v.  Watson  (9  M.  984)  where  the  quasi-delict  was  a  slander  and 
where  the  jurisdiction  of  the  Sheriff  would  no  doubt  not  have  been  sustained  50 
if  the  defender  had  not  been  served  with  the  summons  within  the  country, 
for  the  jurisdiction  of  the  Sheriff  over  foreigners  on  this  ground,  never  extends 
to  the  case  where  the  foreigner  is  not  cited  within  his  district.  The  cases  are 
therefore  not  inconsistent,  aiid  the  principles  of  international  law  are  in  favour 
of  allowing  jurisdiction,  though  there  has  been  no  personal  service  within  the  5^ 
country^ 
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In  the  Coubt  op  Session,  Scotland. 

In  the  Inneb  House;  Second  Division. 

Be/ore  The  Lobd  Justicb-Clbbk,  Lord  Young,  Lord  Traynbr 
and  Lord  Moncribff. 

5      29th  April,  16th  July,  25th,  26th  and  27th  October,  and  8th  November,  1904. 

Andrew  Bbtts  Brown  and  Brown  Brothers  &  Co.,  Ld.  v. 
JORS  Hastib  &  Co.,  Ld. 

Pioneer  or  Master  Patent. — Combination  of  known  mechanical  appliances 
for  a  new  purpose, — Essence  and  substance  of  invention. — Construction  of 
10  Specification, — Claim, — InfHngement, 

Steam  is  admitted  to  steering  engines  by  a  controlling  valve,  which  is  shut 
when  the  engine  is  at  rest.  Means  had  long  been  sought  to  prevent  leakage 
tlirough  the  controlling  valve  when  shut.  In  1897  a  Patent  was  granted  to  B., 
the  object  of  which  he  described  as  follows : — **  To  prevent  or  considerably 

15  "  diminish  the  leakage  of  steam  hereinbefore  referred  to.    For  this  purpose  I 

^^fU  in  a  passage  or  casing  through  which  the  steam  enters  the  controlling 

**  vcUve  casing  a  double-beat  valve  which  has  formed  or  fixed  on  it  oppositely 

**  inclined  surfaces  which  are  acted  upon  by  counterpart  inclines  fitted  in 

-  "  connection  with  the  controlling  valve,  so  that  on  the  movement  of  the  controlling 

20  "  valve  it  acts  through  tlie  inclined  surfa,ces  to  open  the  double-beat  valve  and 
"  admits  steam.''  The  Patentee  added: — ^^ Instead  of  t?ie  equilibrium  valve  A  " 
(t?ie  double-becU  valve)  **  any  equivalent  device  may  be  used.  For  example,  the 
•*  inclines  may  be  on  the  stem  of  a  small  valve  which  opening  first  admits  the 
**  steam  under  a  larger  valve  opened  by  the  further  motion  of  tlie  small  valve.'' 

25  Se  claimed: — "/n  connection  tvith  the  valves  of  steering  and  like  enginesyfitting 
"  in  apassctge  or  casing,  through  which  the  steam  enters  the  controlling  valve 
'*  casing,  a  double-beat  or  equivalent  valve  having  opposite  inclines  acted  on  by 
"  counterpart  inclines  moving  with  the  controlling  valve,  the  parts  being 
<*  arranged  and  operating  substantially  as  and  for  the  purposes  hereinbefore 

30  "  described."  The  double-beat  valve  used  as  a  stop  valve  was  a  well-known 
mechanical  device.  It  had  been  applied  in  continuous  engines  to  work  auto- 
matically  with  the  distributing  valve  so  as  to  cut  off  the  steam  from  the 
distributing  valve  casing  during  a  part  of  each  stroke.  It  had  never  been 
applied  to  tlie  controlling  valves  of  steering  engines,  nor  had  the  leakiness  of 

35  these  valves  been  successfully  remedied  in  any  other  way. 
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Held  {affirming  the  jtulgment  of  KyllBGhj^L.O.\  that  in  construing  the  Sped- 
fication  it  must  he  considered  what^  having  regard  to  the  state  of  prior  knowledge^ 
was  the  field  open  to  tlie  inventor ;  that  in  the  circumstances  the  Patent  was  a 
pioneer  or  master  Patent ;  that  it  was  not  to  he  construed  as  claiming  only  the 
douhU'heat  valve  actuated  hy  inclined  planes  sliding  on  counterpart  inclines^  5 
hut  as  claiming  the  application  to  steering  and  the  like  engines^for  tlie  purpose 
of  preventing  leakage  of  steam  while  the  engine  is  not  W(nrking^  of  a  separate 
stop  valve  working  in  unison  with  the  controlling  valve. 

H.  &  Co.  patented  '.a  stop  valve  in  whichy  instead  of  the  direct  mechanical 
action  of  the  controlling  valve^  they  used  a  steam  relay.  They  claimed  their  10 
invention  had  advantages  over  that  of  B.,  hut  did  not  patent  it  as  heing  an  im" 
provement  on  his  invention.  They  claimed: — "  A  controlling  valve  for  steering 
"  engines  to  which  the  steam  supply  is  through  a  cut- off  valve  which  is  operated 
**  hy  exJiaust  of  the  steam  which  normally  closes  it,  and  wherein  the  said 
*'  exhaust  is  controlled  as  descrihed  hy  a  slide  or  equivalent  valve  operated  from  15 
"  or  hy  the  spindle  or  lever  which  actiuites  the  controlling  valve.'^ 

Held,  that  this  was  an  infringement  of  B.'b  pioneer  Patent 
Process. — Record. — Note  of  Particulars. — Amendment. — Res  noviter. 
After  proof  had  heen  led  in  a  Patent  action^  a  motion  was  made  to  amend  the 
record  hy  reference  to  a  Specification  of  a  prior  Patent  discovered  since  the  20 
proof  and  proposed  to  he  founded  on  to  show  want  of  novelty.    Held,  that  thts 
was  not  res  noviter,  hut  an  attempt  to  lead  additional  proof.    The  amendment 
was  refused. 

The  Pursuers  in  these  actions  were  Andrew  Betts  Brown,  of  Rosebank  Iron 
Works,  Edinburgh,  and  Brown  Brothers  A  Co.,  Ld.,  carrying  on  business  25 
as  engineers  at  the  same  works.  The  Defendants  were  John  Eastie  A  Co., 
Id.,  Kilblain  Engine  Works,  Neilson  Street,  Grienock.  The  litigation  arosie 
regarding  certain  Patents  for  improvements  in  the  controlling  valves  of  steering 
engines.  In  large  ships  the  steering  is  done  by  an  engine,  which  is  only  at 
work  when  the  helm  is  being  moved  to  port  or  starboard,  while  at  other  times  30 
the  steam  is  cut  off  from  this  engine.  The  regulation  of  the  admission  of  steam 
to  the  steering  engine  is  effected  by  means  of  a  controlling  valve.  When  the 
controlling  valve  is  in  its  middle  position  the  steam  is  cut  off  from  the  steering 
engine.  When  the  steersman  moves  the  wheel  to  port  he  moves  the  controlling 
valve,  which  is  in  connection  with  the  wheel,  and  opens  the  ports  of  the  valve,  35 
so  that  steam  is  admitted,  and  the  steering  engine  is  set  working  so  as  to  move 
the  helm  to  port.  When  the  wheel  is  moved  to  starboard  another  set  of  ports 
are  opened  by  the  controlling  valve,  the  steam  passes  through  the  steering 
engine  in  the  opposite  direction,  and  the  helm  is  moved  to  starboard. 

The  object  of  the  Patents,  which  were  the  subject  of  the  present  dispute,  was  40 
to  prevent  leakage  through  the  controlling  valve  while  the  engine  is  at  rest^ 
This  valve  is  a  very  leaky  one  for  two  reasons :  first,  it  must  be  easily  moveable 
by  the  steersman,  and  must,  therefore,  be  made  slack  ;  and,  second,  it  must  be 
sensitive,  so  that  the  engine  is  set  working  by  the  least  motion  of  the  wheel, 
and,  therefore,  no  overlap  can  be  allowed  at  the  ports.  This  leakiness  of  the  45 
controlling  valve  has  long  been  known,  and  a  remedy  for  it  desired,  but  the 
first  successful  attempt  to  cure  it  was  that  of  the  Pursuers,  who  introduced  into 
the  steam-cjising  of  the  controlling  valve  a  stop  or  cut-off  valve  in  the  form  of  a 
tight  equilibrium  valve  (double  beat  or  equivalent  valve)  in  direct  mechanical 
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comiection  with  the  controlling  valve,  and  working  automatically  along  with  it* 
This  was  the  subject  of  the  Pursuer's  Patent,  No.  29,773  of  1897,  for  improve- 
ments  applicable  in  connection  with  the  valves  of  steering  and  like  engines, 
granted  to  the  Pursuer,  Andrew  Beits  Brown,  the  Complete  Specification  of 
5  which  was  as  follows : — 

"  My  said  invention  relates  to  steering  and  like  engines,  the  distribution 
**  valves  of  which  receive  steam  and  exhaust  through  passages  controlled  by  a 
**  valve  the  position  of  which  determines  the  direction  and  extent  of  motion, 
"  and  which  after  each  action  is  automatically  brought  to  its  middle  or  neutral 

10  •*  position  in  any  of  various  well  known  ways. 

•*  The  controlling  valve  when  of  the  piston  type,  is  as  hitherto  arranged  con- 
•*  stantly  subjected  to  the  full  steam  pressure  and  considerable  leakage  is 
**  unavoidable  when  the  valve  pistons  are  fitted  with  suflBcient  freedom  of 
"  movement.    The  object  of  my  invention  is  to  prevent  or  considerably  diminish 

15  **  the  leakage  of  steam  hereinbefore  referred  to  ;  and  for  this  purpose  I  fit  in  a 
*•  passage  or  casing  through  which  the  steam  enters  the  controlling  valve  casing 
**  a  double  beat  valve  which  has  formed  or  fixed  on  it  oppositely  inclined 
"  surfaces  which  are  acted  on  by  counterpart  inclines  fitted  in  connection  with 
"  the  controlling  valve,  so  that  on  the  movement  of  the  controlling  valve  it  acts 

20  **  through  the  inclined  surfaces  to  open  the  double- beat  valve  and  admits  steam. 
*•  My  improvements  are  also  applicable  to  controlling  valves  of  the  rotating  type. 
"  And  in  order  that  my  said  invention  and  the  manner  of  performing  the  same 
"  may  be  properly  understood  I  hereunto  append  three  sheets  of  explanatory 
"  drawings  to  be  hereinafter  referred  to  in  describing  my  improvements. 

25  '*  Figure  1,  on  Sheet  1,  of  the  drawings  is  a  longitudinal  vertical  section  ;  and 
"  Figure  2,  on  Sheet  2,  a  transvei"se  vertical  section  showing  a  modification  of 
"my  improvements  as  applied  to  a  controlling  valve  of  the  piston  type. 
**  Figure  3,  on  Sheet  3,  is  an  elevation,  and  Figure  4  a  vertical  section  showing  a 
"  modification  of  my  improvements  as  applied  to  a  controlling  valve  of  the 

30  •*  rotating  type.  In  these  drawings  the  same  reference  letters  are  used  to  mark 
^  the  same  or  like  parts  wherever  they  are  repeated. 

"  As  shown  in  Figures  1  and  2, 1  fit  a  double  beat  valve.  A,  in  a  passage  or 
"  casing,  B,  through  which  the  steam  enters  the  controlling  valve  casing,  C.  The 
"  lower  one;  D,  of  the  two  discs,  D,  E,  of  the  valve,  A,  is  made  a  little  larger 

5:5  "  than  the  other,  so  that  the  steam  pressure  tends  to  keep  the  valve  closed.  The 
*'  stem  or  spindle  of  the  double-beat  valve,  A,  has  formed  or  fixed  on  it  a  block, 
"  F,  made  with  two  oppositely  inclined  surfaces,  Q ;  and  a  part  or  block,  H, 
"  moving  with  the  valve  pistons,  J,  fixed  on  the  spindle  K,  is  made  with 
*'  counterpart  inclines,  L.     The  parts  are  arranged  with  the  spindle  of  the 

40  "  double-beat  valve,  A,  at  right  angles  to  the  spindle,  K,  of  the  controlling  valve, 
*•  J,  and  when  the  latter  is  in  its  middle  position  the  double-beat  valve  is  closed, 
"  as  shown,  shutting  off  the  steam,  and  its  block,  F,  is  midway  between  the 
"  counterpart  inclines,  L,  of  the  controlling  valve  block,  H.  When  the  con- 
**  trolling  valve,  J,  is  moved  in  either  direction  one  or  other  of  the  counterpart 

45  "  inclines,  L,  acts  on  the  block,  F,  of  the  double-beat  valve.  A,  and  opens  that 
"  valve  to  admit  steam  to  the  controlling  vaWe,  which  in  its  turn  admits  steam 
"  to  one  or  other  of  two  passages,  M,  leading  to  the  distribution  valves  (not 
"  shown).  The  controlling  valve,  J,  also  at  the  same  time  puts  one  or  other  of 
•*  the  passages  M,  in  communication  with  the  exhaust,  N. 

50  "  In  the  modification  shown  in  Figures  3  and  4,  the  controlling  valve,  P,  is  of 
**  the  rotating  type,  and  the  double-beat  valve.  A,  is  fitted  in  a  passage  or 
"  casing,  6,  fixed  to  the  top  of  the  controlling  valve  casing,  C.  The  steam  enters 
"  the  controlling  valve,  P,  through  the  casing  B.  Diametrically  opposite  pro- 
"  jections,  F  (one  of  which  is  shown  in  Figure  4),  each  made  with  two  opposite 

55  ^  inclines,  O,  are  formed  on  the  underside  of  the  double-beat  valve.  A,  and 
^  counterpart  inclines,  L,  are  formed  on  a  ring,  Q,  fixed  to  the  top  of  the 
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•*  controlling  valve,  P,  so  as  to  turn  with  that  valve.  The  double-beat  valve.  A, 
''  is  guided  by  a  squared  spindle,  R,  working  in  a  recess  so  as  not  to  rotate ;  and 
"  when  the  controlling  valve,  P,  is  turned  in  either  direction  by  the  lever,  S, 
*^  one  or  other  of  each  pair  of  counterpart  inclines,  L,  act  on  the  corresponding 
**  inclines,  G,  on  the  projections,  F,  on  the  double-beat  valve,  A,  thereby  opening 
*'  that  valve  and  admitUng  steam,  which  passes  through  holes,  T,  to  the  interior 
*'  of  the  controlling  valve,  P.    This  valve  is  made  in  the  usual  manner  with 


"  two  pairs  of  opposite  ports,  U,  in  its  circumference  and  is  internally  divided 
"  by  a  partition,  V,  one  of  each  pair  of  ports  being  shown  in  Figure  4.  The 
'.*  turning  of  the  controlling  valve,  P,  puts  one  or  other  of  either  pair  of  10 
"  ports,  U,  in  eommunication  with  one  or  other  of  two  passages,  W,  leading 
"  to  the  distribution  valves  (not  shown),  the  opposite  port  of  the  other  pair 
'^  being  at  the  same  time  put  in  communication  with  the  exhaust,  N.  When 
'*  the  controlling  valve,  P,  is  in  its  middle  position  as  shown  the  steam  is 
*' shut  off.  15 


FIC.2. 


"  Instead  of  the  equilibrium  valve,  A,  any  equivalent  device  may  be  used. 
"  For  example,  the  inclines  may  be  on  the  stem  of  a  small  valve,  which,  opening 
*'  first,  admits  the  steam  under  a  larger  valve  opened  by  the  further. movement 
**  of  the  small  valve." 

The  Patentee  claimed  : — '*  In  connection  Avith  the  valves  of  steering  and  like  20 
.«f  engin^^  fitting  in  a  pa^^age  or  casing  through  wl^cl^  the  steam  pnters.  the 
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"  controlling  valve  casing,  a  double-beat  or  equivalent  valve  having  opposite 
^  inclines  acted  on  by  counterpart  inclines  moving  with  the  controlling  valve, 
'^  the  parts  being  arranged  and  operating  substantially  as  and  for  the  purposes 
?  hereinbefore  described." 


FIC.3.      I _J 
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5  This  Patent  proved  a  commercial  success,  and  was  fitted  to  most  large  steering 
engines.  On  the  8th  of  October  1900,  a  Patent  for  "An  improvement  in 
"  controlling  valves  in  steering  and  such  like  engines  "  (No.  17,851  of  1900)  was 
granted  to  Jjetvis  Boothman  and  Walter  Grahamj  the  former  being  the 
draughtsman  and  the  latter  the  managing  director  of  the  Defenders.  In  this 
10  invention  two  stop-valves  are  used,  one  of  which  is  opened  when  the  control 
valve  ill  moved  in  one  direction,  and   the  other  when  the  control  valve  ia 
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moved  in  the  other  direction,  while,  when  it  is  in  its  middle  position,  both 
are  closed.  The  stop-valves  used  are  piston  valves,  kept  in  their  seats  by 
the  pressure  of  the  steam  behind  them,  and  opened  mechanically  by  the  motion 
of  the  control  valve.  To  render  them  easier  to  open,  pilot  valves  were  placed  on 
them,  which,  opening  first  when  the  control  valve  began  to  move,  let  the  steam  5 
through  the  stop-valves,  and  rendered  the  subsequent  opening  of  the  stop-valves 
themselves  easy.  The  essential  parts  for  the  purpose  of  this  report  of  the 
Specification  of  this  Patent  are  as  follows  : — 

**  A  controlling  valve  for  a  steering  or  such  like  eugine  is  sometimes  made  of 
^*'  a  partially  rotating  sometimes  of  a  reciprocating  kind,  governing  two  ports  by  10 
^*  the  one  or  other  of  which  steam  is  admitted  to  the  ordinary  slide  or  other  valve 
^  of  the  steering  engine  so  as  to  cause  the  engine  to  work  in  the  one  direction  or 
"  the  other,  according  as  the  one  or  the  other  port  is  open.  In  order  to  provide 
''  against  constant  leakage  of  steam  past  such  a  controlling  valve  when  it  is  in  its 
*'  middle  position,  the  steering  engine  being  at  rest,  we  provide  a  pair  of  shut-ofl:  15 
^^  valves  which  prevent  steam  from  entering  the  casing  of  the  controlling  valve 
'*  when  it  is  in  such  middle  position,  the  one  or  other  of  these  valves  being 
"  opened  only  when  the  controlling  valve  is  moved  to  the  one  side  or  the  other 
"  of  its  middle  position.  We  shall  describe  an  arrangement  of  this  kind  referrin^^ 
**  to  the  accompanying  Drawings."  20 

After  describing  the  Drawings,  these  Patentees  claimed  : — ^^  1.  In  combination 
^  with  a  partially  rotating  controlling  valve  for  a  steering  or  such  like  engine,  a 
^^  two-armed  lever  fixed  on  the  valve  spindle,  and  a  pair  of  shut-off  valves  so 
*'  arranged  that  the  one  or  the  other  valve  is  open  when  the  controlling  valve  is 
^  moved  from  its  middle  position,  substantially  as  and  for  the  purpose  set  forth.  25 
•*  2.  In  combination  with  a  reciprocating  controlling  valve  a  two-armed  lever 
**  fixed  on  a  rocking  shaft  worked  by  the  controlling  valve  lever  and  a  pair 
^'  of  shut-off  valves  operated  as  set  forth  in  the  preceding  claim,  substantially  as 
"  and  for  the  purpose  set  forth." 

On  the  24th  of  April  1900,  a  Patent  for  "  An  improvement  in  controlling  valves,  30 
"  for  steering  and  such  like  engines  "  (No.  7575  of  1900)  was  granted  to  the  said 
Lewis  Boothman  and  Walter  OraJiam.  The  invention  was  identical  with  that 
of  No.  17,851  of  1900,  except  that  the  stop  valves  were  actuated  somewhat 
differently  from  those  in  that  Patent,  but  still  by  the  mechanical  action  of  the 
control  valve.  The  nature  and  object  of  the  invention  sufficiently  appear  from  35 
the  Provisional  Specification,  which  was  as  follows  : — 

*'  When  the  controlling  valves  of  steering  and  such  like  engines  are  made  in 
'*  the  form  of  piston  slide  valves,  which,  as  they  are  moved,  open  and  close 
^*  lateral  ports,  there  is  necessarily  considerable  leakage  past  their  packings 
^'  unless  these  are  made  so  tight  that  the  movement  of  the  valve  is  rendered  40 
"  difficult.  It  has  therefore  been  proposed  to  combine  witt  a  controlling  valve, 
^^  means  of  shutting  off  the  steam  or  other  working  fluid  from  the  valve  case 
^^  except  when  the  controlling  valve  is  moved  so  as  to  open  the  one  or  the  other 
"  of  its  ports. 

^^  Our  invention  relates  to  an  arrangement  of  this  kind,  which  is  as  follows  :  45 
"  We  provide  a  branch  from  the  steam  supply  pipe  to  a  cavity  at  each  end  of 
**  the  casing  of  the  controlling  valve,  these  cavities  having  openings  into  the 
**  middle  cavity  of  the   casing  closed  by  check  valves.     Between  the  two 
**  oppositely  seated  check  valves,  the  controlling  slide  valve,  which  may  be 
*^  of  piston  form,  closing  two  sets  of  lateral  ports  when  it  is  in  middle  position,  50 
**  can  be  moved  to  and  fro.    When  it  is  moved  in  the  one  direction,  say  to  the 
*<  right,  it  unseats  the  right  hand  check  valve,  allowing  steam  to  flow  from  the 
*'  right  end  cavity  through  ports  in  the  controlling  valve  to  the  space  left  free  at 
*^  its  farther  end,  whence  the  steam  passes  by  the  left  hand  lateral  port  to  the 
'<  engine.    When  the  controlling  valve  is  moved  back  to  its  middle  position,  the  55 
*«  check  valve  that  had  been  opened  is  closed  again  by  the  steam  pressure. 


YoL  XXn^  No.  4.]      AND  TRADE  MARK  OASBS.  91 

Andrew  Betts  Brown  and 
Brown  Brothers  A  Co.^  Ld,  y.  John  Hastie  A  Co.j  Ld. 

**  When  the  controlling  valve  is  moved  to  the  left  a  like  action  takes  place, 
'*  allowing  steam  to  pass  through  the  controlling  valve  to  the  right  hand  port 
'*  and  thence  to  the  engine. 
**  In  order  to  &cilitate  the  opening  of  the  check  valves  at  each  end  of  the 
5  ^*  casing,  we  prefer  to  make  each  of  them  with  a  smaller  check  valve  seated  in 
^*  its  middle^  the  stem  of  this  smaller  valve  projecting  a  little  beyond  that  of  the 
*'  main  check  valve.  When  the  controlling  valve  is  moved,  it  first  meets  the 
**  stem  of  the  small  valve,  which  it  opens,  so  that  steam  passes  under  the  main 
"  check  valve,  putting  it  in  equilibrium  in  respect  of  pressure,  and  then  the 

10  **  farther  movement  of  the  controlling  valve  opens  the  main  check  valve 
"  without  difficulty." 

The  Pursuers  considered  these  Patents  infringements  of  their  Patent  of 
1897,  and  on  the  14th  of  May  1902  they  raised  an  action  against  the  Defenders 
to    obtain    interdict    against    such    iafringement    and    for    damages.     This 

15  action  was  defended,  one  of  the  grounds  of  defence  being  that  the 
Pursuers'  Patent  was  limited  to  the  particular  combination  which  was 
claimed.  *'By  the  Specification  and  claim  of  the  Pursuers  expressly 
*^  limiting  the  invention  on  which  they  found  to  that  in  which  the  double- 
**  beat  or  equivalent  valve  is  formed   having   opposite   inclines  acted  on  by 

20  "  counterpart  inclines  moving  with  the  controlling  valve,  the  inclines  form  the 
**  characteristic  feature  or  the  essence  of  the  Pursuers'  Patent."  The  record  was 
dosed  on  the  17th  of  June  1902  and  on  the  20th  of  December  1902  the  Lord 
Ordinary  (Lord  Stobmonth  Dabling)  of  consent  pronounced  decree  in  terms 
of  the  conclusion  for  interdict ;  and  on  the  13th  of  January  1903  interposed 

25  authority  to  minutes  of  tender  and  acceptance  of  the  sum  of  £600  in  name  of 
damages. 

The  next  step  in  the  history  was  the  taking  out  by  Robert  Richa'tdson  of  a 
Patent  (No.  16,52«'>  of  1902)  for  ''  Improvements  in  or  relating  to  controlling 
'•  valves  of  steering  engines,"  which  was  subsequently  acquired  by  the  Defenders. 

30  The  Provisional  and  Complete  Specifications  were  lodged  on  the  25th  of  July 
and  the  10th  of  October  1902,  and  accepted  on  the  2nd  of  July  1903.  In  this 
Patent  the  stop  valve  is  not  directly  opened  by  the  control  valve.  The  stop 
valve  here  is  a  piston  valve  kept  in  its  place  by  the  action  of  a  spring. 
This  piston  valve  is  fitted  in  a  small  cylindrical  casing  and  is  made  slightly 

35  leaky,  so  that  the  steam  gets  behind  it  and  exerts  a  pressure  on  the  back  of  the 
valve,  balancing  the  pressure  on  its  front.  When  the  control  valve  is  moved,  it 
opens  a  small  slide  valve  and  allows  the  steam  behind  the  piston  valve  to  escape 
to  exhaust.  The  steam  pressure  on  the  face  of  the  piston  valve  being  now 
unbalanced  overcomes  the  spring  and  opens  the  valve,  admitting  steam  to  the 

40  casing  of  the  control  valve.  Put  briefly,  the  principal  characteristic  of  this  Patent 
is  that  instead  of  the  direct  mechanical  action  of  the  control  valve  it  uses  a  steam 
relay.    The  essential  parts  of  the  Complete  Specification  are  as  follows  : — 

^  This  invention  relates  to  steam  steering  engines  in  which  the  direction  and 
^^  extent  of  motion  are  regulated  by  a  controlling  valve  which  it  automatically 

45  ^  brought  back  after  each  action  into  its  middle  or  neutral  position.  The 
^  controlling  valves  in  such  engines  is  usually  for  ease  in  handling  a  piston 
«<  valve  which  besides  being  difficult  to  keep  steam  tight  cannot  eficeotually  close 
**  the  passages  to  the  distributing  valves  of  the  steering  engines  owing  to  the 
^  engines  ceasing  to  operate  and  therefore  ceasing  to  actuate  the  controlling 

50  '*  valve  when  these  passages  are  so  nearly  closed  as  to  supply  insufficient  steam  ; 
^*  and  consequently  large  leakage  of  steam  occurs.  For  the  purpose  of  over- 
^  coming  this  difficulty  a  stop  valve  operated  by  the  controlling  valve  has  been 
"  introduced  to  cut  off  the  eteam  supply  when  the  controlling  valve  is  in  the 
^  neutral  position,  but  it  also  is  apt  to  remain  partially  open. 

55  *'  The  object  of  this  invention  is  to  ensure  that  the  valve  provided  for  cutting 
^  off  the  steam  supply  to  the  controlling  valve  of  steam  steering  engines  shall  be 
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"  opened  and  kept  open  when  the  controlling  valve  is  moved  in  either  direction 
"  but  shall  be  effectually  closed  to  prevent  leakage  of  steam  when  the  neutral' 
"  position  of  the  controlling  valve  is  reached.  For  that  purpose  the  cut-off 
**  valve  is  so  constructed  and  arranged  that  it  is  opened  by  the  steam  pressure 
^*  on  exhausting  the  steam  which  acts  on  its  opposite  face  to  normally  close  it,  5 
"  such  exhaust  being  effected  by  the  action  of  the  controlling  valve  on  an 
**  exhaust  valve  or  valves," 

After  describing  the  Drawings  this  Patentee  claimed  : — "  (1)  A  controlling 
*'  valve  for  steering  engines  wherein  a  cut-off  or  stop  valve  is  provided  to  close 
^  off  the  boiler  steam  from  the  casing,  and  is  opened  on  the  movement  of  the  10 
**  controlling  valve  from  the  neutral  position  by  exhaust  of   steam  which 
"  normally  maintains  it  in  the  closed  position  as  described.    (2)  In  a  controlling 
"  valve  for  steering  engines  the  combination  with  a  cutting-off  or  stop  valve 
**  provided  to  close  off  the  boiler  steam  of  a  piston  thereon  working  in  a 
**  cylinder  having  connections  to  an   exhaust  valve   or  valves  operated  as  15 
"  described  by  the  movement  of  the  controlling  valve  from  the  neutral  position. 
**  (3)  A  controlling  valve  for  steering  engines  furnished  with  a  cut-off  or  stop 
**  valve  and  means  for  operating  it  substantially  as  described  with  reference  to 
"  Figure  1  of  the  annexed  drawings.     (4)  A  controlling  valve  for  steering 
"  engines  furnished  with  cut-off  valves  and  means  for  operating  them  substan-  20 
**  tially  as  described  with  reference  to  Figure  2  of  the  annexed  drawings." 

The  last  of  the  PatentB  in  question  was  No.  10,894  of  1903,  granted  to  the  said 
Walter  Crraham  for  **  Improvements  in  or  relating  to  controlling  valves  of 
'*  steering  engines."    The  Complete  Specification  was  lodged  on  the  13th  of  May 
1903,  and  accepted  on  the  25th  of  June  1903.    In  this,  as  in  the  last,  the  stop  25 
valve  used  was  a  piston  valve  connected  with  the  control  valve  by  a  steam  relay. 

The  Specification  was  as  follows  : — 

"  This  invention  has  for  its  object  to  simplify  and  improve  the  construction 
*^  and  operation  of  controlling  valves  of  steering  engines  of  the  kind  described 
"  in  the  Specification  of  Letters  Patent  No.  16,525  of  1902,  wherein  a  cut-off  30 
"  valve  is  provided  to  close  off  the  boiler  steam  from  the  casing  and  is  opened 
"  on  the  movement  of  the  controlling  valve  from  the  neutral  or  mid-position  by 
*'  exhaust  of  the  steam  which  normally  maintains  it  in  the  closed  position.    In 
"  such  controlling  valves  the  exhaust  or  auxiliary  valve  which  relieves  the 
"  steam  pressure  on  one  side  of  the  cut-off  valve  is  operated  mechanically  by  35 
"  the  movement  of  the  controlling  valve,  but  according  to  the  present  improve- 
"  ments  the  exhaust  from  the  back  of  the  cut-off  or  stop  valve  is  controlled  by  a 
"  slide  valve  traversed  over  an  exhaust  port  and  operated  from  the  spindle  or 
"  lever  which  actuates  the  controlling  valve,  the  slide  valve  being  formed  with 
^^  sufficient  lap  to  fully  cover  the  exhaust  port  and  ensure  that  continuous  blow  40 
**  of  steam    cannot  occur  when  the  controlling  valve  after  each  action  fails 
*^  to  reach  its  neutral  position.    In  the  accompanying  drawings,  which  illustrate 
"  the  invention  by  way  of  example.  Figure  1  is  a  longitudinal  vertical  section  of 
**  a  controlling  valve  of  the  Corliss  or  oscillating  type,  and  Figure  2  is  a  like 
'*  view  of  a  controlling  valve  of  the  piston  type  as  adapted  for  application  with  45 
**  vertical  steering  engines.    The  controlling  valve  a  may  be  of  any  ordinary' 
**  type  and  fitted  in  the  usual  casing  b  which  is  formed  with  an  extension  d 
**  containing  a  seat  for  the  stop  or  cut-off  valve  e.    This  valve  is  fitted  on  a 
*'  spindle  /  and  is  maintained  on  its  seat  by  a  spring  ^,  while  a  piston  h  is  also 
*^  fitted  on  the  spindle  /  and  fits  loosely  in  a  liner  t  in  the  steam  casing  d^  formed  50 
'*  over  the  extension,  the  boiler  steam  inlet  being  through  an  opening  j  in  the 
**  casing  d^.    Steam  has  access  to  both  sides  of  the  piston  h  either  through  a  small  ^ 
^*  orifice  in  it  or  owing  to  the  piston  being  a  loose  fit  in  the  casing  ;  and  from 
'^  the  upper  side  of  the  piston  the  steam  may  pass  through  an  outlet  pipe  k 
**•  to  a  casing  I  fitted  with  a  slide  valve  m  which  normally  covers  an  outlet  55 
««  n  therefrom.    This  slide  valve  m  is  connected  through  a  rod  o  in  the  example 


VoU  XKII^  No.  4.]      AND  TRADE  MARK  OASES.  93 

Andrew  Belts  Broum  and 
Brown  Brothers  A  Co.^  Ld.  v.  John  Hastie  A  Go.^  Ld. 

**  sho^^n  at  Figure  1  to  an  eccentric  p  on  the  rocking  spindle  s  of  the  controlling 
"  valve  a,  and  in  that  shown  at  Figure  2  to  the  controlling  valve  itself  or  to  the 
^*  lever  r  by  which  the  controlling  valve  is  operated.  In  the  operation  of  the 
**  apparatus  on  actuating  the  controlling  valve  spindle  or  lever  the  slide  valve  m 
"  uncovers  the  outlet  n  so  that  the  boiler  steam  collected  in  the  casing  d}  above 
^'  the  piston  h  escapes  and  the  steam  pressure  acting  on  the  opposite  side  of  the 
**  piston  raises  it  and  also  lifts  the  cut-off  valve  e  thereby  admitting  steam  to  the 
'*  controlling  valve  to  operate  the  steering  engines.    When  the  controlling  valve, 


10 


15 


**  owing  to  the  operation  of  the  usual  hunting  motion,  is  brought  back  to  the 
"  neutral  position  the  spindle  or  lever  which  operates  the  said  valve  also  acts  to 
"  move  the  slide  valve  m  over  the  outlet  n  and  shuts  off  the  exhaust  whereupon 
"  the  steam  enclosed  in  the  casing  d^  closes  down  the  cut-off  valve  g." 

The  Patentee  claimed  : — **  A  controlling  valve  for  steering  engines  to  which 
"  the  steam  supply  is  through  a  cut-off  valve  which  is  operated  by  exhaust  of 
"  the  steam  which  normally  closes  it  and  wherein  the  said  exhaust  is  controlled 
**  as  described  by  a  slide  or  equivalent  valve  operated  from  or  by  the  spindle  or 
-^  lever  which  actuates  the  oontroUing  valve/' 
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On  the  Ist  of  Angnst  1903,  the  Parsaers  raised  an  action  against  the  Defenders  to 
have  it  declared  that  these  Patents,  Nos.  16,525  of  1902,  and  10,894  of  1903, 
were  infringements  of  their  Patent,  No.  29,773  of  1897,  and  to  have  the 
Defenders  interdicted  from  infringing  Patent,  No.  29,773  of  1897,  by  making, 
selling,  or  using,  daring  the  currency  of  the  said  Patent,  and  without  the  5 
consent  of  the  Pursuers,  any  mechanism  constructed  in  accordance  with  the 
Specifications,  Nos.  16,525  of  1902,  and  10,894  of  1903,  or  in  a  manner  substantially 
the  same  ;  also  to  have  the  Defenders  ordained  to  deliver  up  to  the  Pursuers  all 
mechanisms  or  parts  thereof  constructed  in  breach  of  the  Pursuers'  Patent ;  and, 
finally,  for  damages,  which  were  laid  at  £2,000.  10 

In  their  condescendence  the  Pursuers  set  forth  the  facts  above  detailed. 
They  averred  : — **  The  mechanisms  described  in  the  Specifications,  Nos.  16,525 
"  of  1902,  and  10,894  of  1903,  are  infringements  of  the  Pursuers'  invention. 
"  They  are  themselves  identical  in  principal  and  mode  of  working,  and  embody 
'^  the  substance  of  the  Pursuers'  invention  so  as  to  produce  the  same  results,  in  15 
'^  practically  the  same  way,  by  the  substitution  of  well-known  mechanical 
"  equivalents  for  certain  parts  of  the  Pursuers'  mechanism.  The  substance  of 
*'  the  Pursuers'  invention  is  the  operating  of  a  cut-off  valve  by  the  action  of  the 
**  controlling  valve  of  the  steering  engine.  Whenever  the  steersman  operates 
^*  the  controlling  valve  to  port  or  starboard  the  helm,  that  valve  in  turn  operates  20 
^'  the  cut-off  iralve,  and  admits  steam  to  the  steering  engines.  The  Pursuers 
'*  achieve  the  result  by  the  direct  action  of  the  spindle  of  the  controlling  valve 
"  upon  the  end  of  the  cut-off  valve,  which,  for  ease  of  lifting,  is  made  a  double- 
'*  beat  valve.  Richardson  and  Oraham,  in  the  said  Specification,  substitute 
"  for  the  double-beat  cut-off  valve  used  by  the  Pursuers  a  balanced  cut-off  25 
**  valve,  which  is  a  well-known  mechanical  equivaltot.  On  the  spindle  of  their 
"  cut-off  valve  there  is  a  piston  working  on  a  cylinder.  Steam  is  admitted  on 
"  both  sides  of  this  piston,  and  so  the  valve  is  balanced.  This  cut-off  valve  is 
"  operated  from  the  controlling  valve,  through  the  intervention  of  a  small  valve, 
"  operated  directly  by  the  controlling  valve.  This  small  valve,  in  the  case  of  30 
''  Richardson's  Patent,  is  operated  by  the  thrust  of  the  end  of  the  controlling 
"  valve  spindle,  and,  in  the  case  of  Graham's  Patent,  by  an  eccentric  or  lever 
"  working  on  the  spindle  of  the  controlling  valve.  When  this  small  valve  is 
"  opened  the  balance  of  the  cut-off  valve  is  destroyed,  and  the  steam,  acting 
^^  upon  the  piston,  opens  the  cut-off  valve.  This  method  of  opening  a  balanced  35 
'*  piston  valve  is  old  and  well  known  ;  the  modes  of  working  the  small  valve 
'*  from  the  controlling  valve  are  mechanically  the  equivalents  of  those  employed 
"  by  the  Pursuers  to  lift  their  double-beat  valve.  The  whole  combination  is 
'^  a  variation  of  the  Pursuers'  invention,  complicated  to  produce  an  appearance 
"  of  dissimilarity."  40 

The  Defenders  answered  : — "  Denied  under  reference  to  the  Pursuers'  and 
*'  Defenders'  Specifications.  The  Patent  founded  on  by  the  Pursuers  and  the 
*'  Patent  founded  on  by  the  Defenders  both  relate  to  steering  and  such  like 
"  engines,  and  have  the  same  object  in  view — viz.,  to  save  leakage  of  steam.  This 
**  object  is  aimed  at  by  every  designer  and  maker  of  steam-engines.  The  Patent  45 
<^  of  the  Defenders  attains  this  object  by  different  means  and  upon  a  different 
"  principle  from  those  covered  by  the  Pursuers'  Patent.  In  the  mechanism  of 
^<  the  Pursuers'  Patent  the  controlling  valve  of  the  steering  engine  is  fitted  with 
<'  inclined  planes  acting  directly  on  corresponding  inclines  fitted  on  the  stop- 
"  valve.  When  the  controlling  valve  is  opened  the  inclines  on  it  bear  upon  50 
**  those  of  the  stop- valve  and  open  it,  and  when  the  controlling  valve  is  returned 
*^  to  its  neutral  position,  the  inclined  planes  on  it  are  withdrawn  from  those  on 
'*  the  stop- valve  and  allow  it  to  close.  In  the  Defenders'  construction  the  stop- 
<'  valve  is  placed  in  the  steam-pipe,  but  instead  of  being  operated  by  the  control 
^^  valve,  it  is  operated  by  varying  the  steam  pressure  on  the  top  side  of  the  piston  55 
"  attached  to  the  valve  spindle.    In  tl^is  yra,j  the  stop-val'Ve  may  bie  absdlutel;f 
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closed   when  the  steering  engines  are   not  required  to  operate,  and  that 
independently  of  the  position  of  the  control  valve,  which  may  remain  more  or 
^  less  open  without  waste  of  steam/* 

The  object  of  the  inventions,  the  Defenders  explained — viz.,  the  prevention 
5  of   leakage   of  steam — is  a  common  one  in  steam  engineering,  and  a  steam- 
saving  cat-off  valve   fitted   in   the   steam   way  is  a  well-known  device  long 
in  use,  and  is  exemplified  in  the   Patent  granted   to   Davis  A  Go.y  Ld.^  and 
W.  R.  G.  Hay  (No.  7014  of  1895).    They  admitted  the  utility  of  the  Pursuers' 
invention. 
10      As  to  damages,  the  Pursuers  averred  that  machines  made  by  the  Defenders  in 
infringement  of  the  Pursuers'  Patent  had  been  sold  and  fitted  by  them  into 
ships,  and  in  particular  into  a  vessel  recently  built  by  Messrs.  Barclay^  Ourle  A 
Co.^  Ld.    The  Defenders  admitted  having  sold  for  certain  ships,  including  this 
vessel,  engines  fitted  with  their  Patent.    The  Pursuers  called  on  them  to  produce 
15  a  list  of  the  machines  so  made  or  sold  by  them  and  of  the  parties  to  whom  sold. 
The  Pursuers  said  that,  through  the  Defenders'  infringements,  they  had  lost 
orders  for  the  said  patented  improvements  and  for  steering  engines,  which  would 
have  been  purchased  from  them  had  the  Defenders  not  undertaken  to  fit  valves 
in   infringement  of   the   Pursuers'  Patent,  and   that  they  had  thus  sustained 
20  damage  to  the  extent  of  £2,000. 

The  Pursuers' pleas  were  : — "  1.  The  improvements  described  in  the  Speci- 
"fications  relative  to  Letters  Patent,  Nos.  16,525  of  190  >,  and  10,894  of  1903, 
"  being  infringements  of  the  Pursuers'  Letters  Patent,  decree  should  be 
*•  pronounced  in  terms  of  the  declaratory  conclusion  of  the  summons.  2.  The 
25  "  Defenders,  having  infringed  the  said  Letters  Patent,  and  being  in  course  of 
^*  continuing  to  infringe,  interdict  should  be  granted  as  craved.  3.  The  i^aid 
"  mechanisms,  being  infringements  of  the  Pursuers'  Patent,  the  Defenders  should 
•**  be  onlained  to  deliver  them  and  ail  parts  thereof  to  the  Pursuers.  4.  The 
"  Pursuers,  having  sustained  loss  and  injury  through  the  said  infringement, 
30  ^*  are  entitled  to  damages." 

The  Defenders  pleaded : — **  1.  No  relevant  case.  2.  The  improvements 
^  described  in  the  Specifications,  relative  to  Letters  Patent,  16,525  of  1902,  and 
"  10,894  of  1903,  not  being  infringements  of  the  Pursuers'  Letters  Patent,  decree 
^^  of  declarator  ought  to  be  refused.  3.  The  Defenders,  not  having  infringed  the 
35  "  Letters  Patent  of  the  Pursuers,  interdict  ought  to  be  refused.  4.  The 
^*  Pursuers'  averments,  so  far  as  material,  being  unfounded  in  fact,  the  Defenders 
*'  ought  to  be  assoilzied  with  expenses.  5.  In  any  event  the  damages  claimed 
'*  are  excessive." 

The  case  was  first  put  out  for  adjustment  on  the  16th  of  October  1903,  and  the 
40  record  was  closed  on  the  23rd  of  October  1903,  when  the  case  was  sent  to  the 
procedure  roll.  On  the  7th  of  November  1903,  however,  this  order  was  discharged, 
and  a  proof  was  appointed  to  be  taken  on  the  25th  of  February  1904.  On  the  18th 
of  November  1903,  the  Lord  Ordinary  granted  commission  to  recover  the 
documents  asked  for  by  the  Pursuers.  The  proof  was  taken  on  the  25th,  26th, 
45  and  27th  of  February  1904.  Lord  Stormonth  Darling,  before  whom  the 
case  had  been  called,  being  absent,  the  proof  was  taken  by  Lord  Ktllaohy. 

Counsel  for  the  Pursuei-s,  Salvesen^  K.O.,  and  Sandeman  (instructed  by 
Sieedman  A  Ramage,  W.S.) ;  Counsel  for  the  Defenders,  Ure,  K.C.,  and  Hunter 
(instructed  by  Miller  A  Murray^  S.S.C.). 
50  In  evidence,  the  &cts  above  detailed  were  brought  out.  The  witnesses  were 
substantially  in  agreement  as  to  the  usefulness  of  the  Pursuers'  invention,  and 
its  novelty  when  made.  In  this  connection,  Ure^  K.C.,  produced  a  number  of 
Specifications,  in  which  mechanism  resembling  that  of  the  Pursuers  had  been 
used  to  exclude  steam  from  valves  at  dates  prior  to  that  of  their  invention,  and 
55  desired  to  examine  the  witnesses  with  regard  to  these  Patents.  Salveeen^  K.C., 
objected  that  the  Defenders  mtist  confine  themselves  to  the  Patents  specified 
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on  record  (Patents,  &c.,  Act,  1883,  46  &  47  Vict.,  c.  57,  sec.  29).  Davis'  Patent 
alone  of  prior  Patents  is  there  mentioned,  and  this  was  the  only  one  the 
Defenders  were  entitled  to  bring  forward.  The  object  of  the  Defenders  was 
substantially  to  prove  want  of  novelty,  a  plea  of  which  notice  should  have  been 
given  on  record.  ^ 

Ure,  K.C.,  said  he  was  not  founding  on  want  of  novelty.  His  object  was  to 
show  the  state  of  knowledge  just  before  the  Pursuers'  invention  was  made,  so 
as  to  enable  the  Court  to  see  how  smail  an  advance  this  invention  really  was. 
He  was  willing  to  amend,  if  necessary.  He  had  given  notice  four  days 
previously  that  these  Patents  would  be  produced  as  provided  by  Act  of  Sederunt  1'^ 
of  31st  May  1902. 

^  Lord  Kyllachy. — Harrison  v.  Anderston  Foundry  Co.  (2  R.  122),*  and 
Neilson  v.  Hausehill  Co,  (5  D.  1180),t  decide  this  point.  There  must  be  specifi- 
cation on  the  record.  But  there  may  be  amendment  under  the  Court  of  Session 
Act.  .  15 

The  Defenders  then  amended  their  defences  by  a  minute  in  which  they 
specified  the  following  Patents  on  which  they  intended  to  found — viz., 
No.  17,512  of  1888  granted  to  Fisher  and  BicJiardson,  No.  2155  of  1887  granted 
to  Tickle,  No.  1108  of  1877  granted  to  Jones,  and  Nos.  270,396  of  1883  and 
^62,649  of  1882  (U.S.A.)  granted  to  Ctimmiskey.  The  amendment  was  admitted,  20 
the  question  of  expenses  being  reserved,  and  the  right  to  lead  evidence  in 
replication  with  respect  to  the  several  Patents  and  the  questions  (if  any) 
raised  by  them  was  reserved  to  the  Pursuers. 

These  Patents  showed  that  previous  to  the  Pursuers'  invention  a  cut-oflP  valve 
similar  to  theirs  had  been  used  to  exclude  steam  from  the  distributing  valves  of  25 
continuously  working  engines  at  the  end  of  the  stroke,  so  as  to  economise  steam, 
and  in  another  case  at  its  beginning,  so  as  to  minimise  friction  and  allow  the 
valve  to  slide  easily.    No  similar  arrangement  had  been  used  in  steering  or  the  ' 
like  engines  until  the  Pursuers  made  their  invention.     Tickle's  Patent  No.  2155 
of  1887,  was  for  an  improved  automatic  expansive  gear  for  steam  engines,  30 
descVibed  as  follows  :  "My  invention  consists  of  the  construction  hereinafter 
"  described  of  gearing  to  be  used  in  steam  engines  so  adapted  to  cut  off  the 
'*  supply  of  steam  to  the  cylinder  at  whatever  power  the  engine  may  be 
"  required  to  work.    The  steam  cylinder  will  be  made  with  two  slide  valves, 
"  viz.,  one!  at  each  end  of  the  cylinder  in  separate  steam  chests  ;  on  the  back  of  85 
"  each  steam  chest  will  be  fixed  a  double  beat  valve  with  lifting  gearing 
'*  above  through  which  is  placed  a  horizontal  revolving  shaft  which  is  driven 
^*  by  mitre  wheels  from  the  governor  spindle ;    on  the  shaft  are  two  lifting 
<<  cams  which  raise  the  double    beat  valves  and    thus    admit  the  requisite 
**  volumes  of  steam  into  the  steam  chests ;  these  cams  are  made  with  a  quick  40 
'*  termination  to  the  lift  to  allow  the  valves  to  drop  suddenly  and  to  admit  the 
"  varying  volumes  of  steam  as  required ;  the  cams  are  moved  backwards  and 
^'  forwards  thus  allowing  the  double  beat  valves  to  close  at  the  different  points 
•*  of  the  stroke  of  the  engine." 

The  Patent  of  Andrew  Fisher  duxd  Robert  Richardson  No.  17,512  of  1888-18  4* 
thus  described  :  "  When  by  the  action  of  the  valve  R  steam  is  admitted  to  one 
**  end  of  the  valve  26,  it  pushes  the  piston  33  or  34  so  as  to  uncover  one  port 
"  31  or  32  to  the  steam,  and  the  other  piston  being  moved  by  the  spindle, 
"  uncovers  the  other  port  to  exhaust  35.  Whichever  piston  33  or  34  is  thus 
"  moved  inwards,  is  stopped  by  the  annular  contraction  which  acts  as  a  valve  50 
^'  seat  and  the  piston  completely  closes  the  passage." 

The   Patent   of  Michael  N.  Cufnmiskey,  No.  262,649  of  1882  (U.S.A.),  is  bo 
"  described  :  "  I  make  use  of  a  slide  valve  that  moves  in  a  chest  from  which 
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''  the  steam  is  excluded  during  the  principal  portion  of  the  movement  so  that 
'*  it  moves  with  but  little  friction  or  wear,  and  I  combine  therewith  a  balanced 
**  inlet  and  cut-off  valve  and  mechanism  for  operating  the  same,  whereby  the 
"  steam  is  allowed  to  pass  to  the  slide  valve  just  as  the  port  to  the  cylinder  is 
5  '^  opened,  and  then  the  supply  of  steam  is  cut  off  before  the  steam  port  is  closed. 
"  This  improvement  is  especially  adapted  to  locomotive  engines,  but  it  may 
'*  be  used  with  any  kind  of  steam  engine." 

His  second  Patent,  No.  270,396  of  1883  (U.S.A.),  is  an  improvement  on  the 
last ;  the   cut-off  valve  is   in  this   case  operated  by  a    rocking  lever  ^^  and 

10  '*  prevents  steam  from  the  steam  inlet  passing  directly  into  the  exhaust  port  35." 

Davis'  Patent  had  regard  to  a  steering  engine,  but  the  object  of  that  Patent 

was  not  to  prevent  leakage,  but  to  automatically  adjust  the  supply  of  steam  to 

the  resistance  to   be   overcome   by  the  helm,  thus  economising  steam.      The 

mechanism  used  bore  no  resemblance  to  that  employed  in  the  present  Patents. 

15  There  was  a  conflict  of  evidence  as  to  whether  the  Defenders'  arrangement 
was  better  than  the  Pursuers'.  The  Pursuers'  witnesses  said  it  was  simply  a 
more  complicated  form  of  their  mechanism  with  the  addition  of  an  extra 
valve,  and  was  inferior  to  the  simpler  form.  They  pointed  out  that  when  the 
valves  were  open  there  was  a  slight  blow-through  past  the  piston  valve  to 

20  exhaust.  The  Defenders'  witnesses  said  their  mechanism  was  quite  different 
from  that  of  the  Pursuers,  and  had  the  advantage  over  it  that  if  the  hunting 
gear  did  not  bring  back  the  control  valve  to  a  central  position,  their  valve, 
worked  by  a  steam  relay,  would  nevertheless  shut  tight,  while  the  Pursuers' 
cut-off  valve,  mechanically  connected  with  the  control  valve  and  moving  with 

25  it,  naust,  if  the  control  valve  remained  partly  open,  also  remain  proportionately 
open,  allowing  leakage.  The  principal  advantage  of  a  separate  cut-off  valve  is 
to  prevent  this  leakage  when  the  controlling  valve  remains  partly  open. 

Counsel  for  the  Pursuers  were  heard  on  March  the  3rd  and  Counsel  for  the 
Defenders  on  March  the  9th.    On  March  25th  Lord  Ktllaghy  pronounced  an 

30  interlocutor  granting  interdict  as  concluded  for  and  finding  the  Defenders 
liable  in  £300  damages.  His  Lordship's  Opinion  with  an  account  of  the  debate 
in  the  Outer  House  will  be  found  in  21  R.P.C.,  p.  445.  On  April  the  29th  a 
Reclaiming  Note  presented  by  the  Defenders  was  moved  in  the  Single  Bills  in 
the  First  Division  of  the  Inner  House.    The  case  was  subsequently  transferred 

35  to  the  Second  Division.  Before  the  case  was  put  out  for  hearing  the  Defenders 
lodged  a  Minute  of  Amendment  in  the  following  terms  :—**&unter  for  the 
^'  Defenders  and  Reclaimers  stated  that  since  the  date  when  the  Lord 
^  Obdinabt  pronounced  judgment  in  the  case,  the  Defenders  had  become 
**  aware    of   the    Specification  of   Letters    Patent  to    Thomas   Haig   !SmeUiey 

40  '^  No.  624  of  J  876,  and  that  the  invention  therein  disclosed  has  a  material 
bearing  upon  the  scope  and  validity  of  the  Pursuers^  Letters  Patent.    He 
therefore  craved  leave  to  amend  the  record  by  adding  to  Answer  2  the 
following  sentence  : — '  Further  reference  is  particularly  made  to  the  Speci- 
•'  fication  of  Letters  Patent  to  Thomas  Haig  Smellie,  No.  624  of  1876,  and  in 

45  **  particular  to  the  second  claim  thereof  which  claims  "  the  employment  in 
*^  steam  steering  and  other  engines  having  an  intermittent  motion  of  an 
*^  automatic  stop  valve  in  the  steam  pipe  or  chest  actuated  either  by  the  hand 
"  gear  or  by  the  engine  or  by  both.' " 

Counsel  were  heard  on  July  the  16th  on  the  question  whether  this  amendment 

50  should  be  allowed.  For  the  Reclaimers  the  Court  of  Session  Act  1868,  sect.  29  : 
and  Ouiness,  18  R.  441  were  cited.;  for  the  Respondent  Gampbell,  3  M.  501  at 
404  and  Stewart^  9  M.  1057.  The  Court  unanimously  refused  to  allow  the 
"amendment  on  the  ground  that  this  was  not  such  an  amendment  as  was 
contemplated  by  the  Court  of  Session  Act,  '*  necessary  for  determining  the  real 

55  question  in  controversy  between  the  parties."  The  real  purpose  of  this  amend- 
ment was  to  bring  forward  fresh  proof  on  the  question^  and  it  was  therefore  to 
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he  refused.    A  report  of  the  Opinions  of  the  judges  on  this  point  of  Scottish 
procedure  will  be  found  in  the  Scots^  Law  TimeSy  Vol.  XII.,  No.  131. 

Counsel  were  heard  on  the  merits  on  25th,  26th,  and  27th  October  1904. 
Counsel   {ut  supra)  for  the   Defenders  and   Reclaimers   argued: — The  only 
question  raised  is  whether  the  Defenders'  Patent  is  an  infringement  of  the  5 
Respondents'      Our  main  ground  of   objection  to   the   LoHD   Ordinary's 
judgment  is  that  he  has  found  the  Respondents'  to  be  a  master  Patent.    We  submit 
that  it  was  limited  to  the  special  mechanism  employed  by  them,  their  sole  right 
to  which  we  do  not  dispute.    To  determine  this  question  the  state  of  knowledge 
at  the  time  when  the  Respondents  made  their  invention  must  be  considered.  10 
The  object  of  their  invention,  namely,  to  exclude  steam  from  the  steam-chest, 
was  old,  and  the  method  they  employed  was  old:    All  that  was  left  for  them 
was  to  invent  an  improved  mechanism  for  applying  that  method  to  that  object, 
so  as  to  meet  the  circumstances  of  the  particular  case,  and  their  only  right  is 
to  the  mechanism  so  invented.    Their  Patent  is  not  a  master  Patent  such  as  to  15 
exclude  ours,  but  ours  and  theirs  are  rather  cognate  inventions  similar  to  those 
in  Dudgeon  v.  Thomson  (L.R.  3  App.  Cas.  ?A  ;  4  R.  256  and  4  R.H.L.  88),  where 
Thomson's  Patent  was  held  not  to  be  an  infringement.    There  have  been  many 
previous  inventions  for  excluding  steam  from  a  casing.    The  reasons  for  desiring 
such  exclusion  might  be  four :  (1)  Where  sufficient  steam  was  already  present  20 
to  complete  the  sti-oke  of  the  piston  by  its  expansion,  it  might  be  desired  to 
exclude  steam  during  the  remainder  of  the  stroke  for  the  sake  of  economy ; 
the  PatentB  of  Jones  arid  Tickle  had  this  object ;   (2)  To  decrease  friction  by 
diminishing  steam  pressure  while  the  distributing  valve  was  moving,  steam 
might  be  excluded  from  its  casing  while  it  performed  the  stroke  (this  was  the  25 
object  of  Cummiskey)  ;  (3)  to  cut  off  steam  from  leaky  valves  Tthis  was  the 
Pursuers'  object) ;    (4)  to  exclude  steam  from  a  valve  which  aid  not  shut 
completely  when  the  engine  stopped  (this  object,  besides  the  last,  is  snbserved 
by  the  Defenders'  valve).     Thus  the  object  of  the  Pursuers'  invention  was 
familiar.    So  was  the  method  they  employed.    Their  plan  of  working  their  30 
cut-off  valve  from  the  control  valve  by  direct  mechanical  means,  viz..  counterpart 
inclines,  was  identical  with  that  employed  by  Cummiskey,  who  employed  inclines 
and  a  roller  to  connect  his  cut-off  valve  with  his  distributing  valve.    A  roller 
is  admittedly  equivalent  to  inclined  planes.     [The   LORD  JuSTlCB  Clbrk  : 
But  Gummiskey^s  object  was  different.     His  object  was  to  keep  the  steam  out  35 
at  the  moment  when  the  stroke  was  given  with  a  view  to  the  fast  running  of 
the  engine  ;  the  Pursuers'  object  is  to  keep  the  steam  out  altogether  to  prevent 
leakage  when  the  engine  is    stopped.]      That    is  only  a  difference  in  the 
timing.     No  invention  is  required  to  pass  from  the  one  idea  to  the  other, 
certainly   not    such    invention   as    would    entitle   a     Patentee   to    a   master  40 
Patent.      The  Pursuers  cati    only  claim   the    mechanical  device  they  used. 
Doubtless,    if    a    Patent    embodies   a    new    idea,    any    machine    taking   the 
substance    and    essence    thereof    is    an    infringement  {Proctor  v.    Bennis^ 
4  R.P.C.  333 ;  L.R.  36  CD.  740).      But  if  the  idea    be  old,  the  Patentee  is 
tied  down  strictly  to  the  mode  he  has  described  {Curtis  v.  Piatt,  L.R.  3  CD.  45 
135n).    It  is  complete  novelty  in  the  idea  that  entitles  a  Patentee  to  claim  that 
his  is  a   master  Patent  {Proctor  v.  Bennis).     There  is  not  such  complete 
novelty  here.    The  criterion  to  be  applied  in  all  cases,  whether  of  "  master  '* 
Patents  or  others,  is  whether  the  alleged  infringer  is  in  substance  taking  the 
invention  claimed  by  the  first  Patentee  {NoheVs  Explosives  Company^.  Ld.,  v.  50 
Anderson,  11  R.P.C.  115  at  127).    The  question  is  what  has  the  first  Patentee 
Invented  and  claimed  ?    If  his  invention  and  claim  cover  the  principle  he  has  a. 
master  Patent,  and  any  one  who  takes  that  principle  infringep.     But  if  his  claim 
only  covers  the  particular  apparatus  he  can  only  protect  that  {Piikingtan 


V.  Mmssty  21  R.P.C.  421,  reversed  on  appeal  21  R.P.C.  697).     What  bad  the  55 

he  claim  as  6uch  ?    {Stewart  tend  Briggs 


Patentee  In  view  and  what  did  he 
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T.  Bars  Trustee,  11  R.  236  at  243).  Thus  the  qneBtion  really  tnms  on 
the  interpretation  of  the  Porsners'  Specification  and  claim.  The  important 
words  there  are  ^  it  acts  through  the  inclined  snrfiaces  to  open  the  double- 
"beat  valve  and  admits  steam."  The  double-beat  valve  is  to  be  directly 
5  opened  by  the  motion  of  the  control  valve.  The  Specification  says  that 
any  equivalent  device  may  be  used,  but  this  only  covers  equivalents  of  a 
similar  nature  and  cannot  be  construed  as  a  claim  for  every  device  that 
accomplishes  the  same  object.  The  only  equivalent  suggested  also  involves  the 
counterpart    inclined    planes.     This    mechanism    with    ordinary    mechanical 

10  equivalents  is  all  the  Pursuers  claimed.  In  our  Patent  the  control  valve  does 
not  directly  shut  the  stop- valve ;  it  is  the  steam  paf»ing  to  exhaust  that  does  so  ; 
the  port  to  exhaust  is  opened  by  an  eccentric  connected  with  the  hunting  gear, 
a  piece  of  mechanism  separate  from  the  control  valve.  [The  LORD  JUSTIOB^ 
Clbrk  :   But  on  the  same  shaft.]    We  also  have  a  distinct  object,  vis.,  the 

15  saving  of  steam  when  the  control  valve  does  not  quite  close.  This  cannot  be 
done  by  the  Pursuers'  method  for  their  cut-off  valve  remains  proportionately 
open  with  the  control  valve,  but  our  cut-off  valve  worked  by  a  steam  relay 
shuts  down  completely  though  the  control  valve  remain  partly  open.  This  is  a 
new  object  which  we  gain  by  a  new  method.    The  difference  between  our 

20  Patent  and  theirs  is  vital.  The  Lord  Ordinary  puts  it  that  our  contention  is 
that  the  Pursuers'  are  limited  to  the  method  of  counterpart  inclines.  That  is 
not  quite  accurate,  for  we  do  allow  them  mechanical  equivalents,  but  only 
these.  Our  Patent  lies  outside  the  field  of  mere  mechanical  equivalents.  We 
achieve  our  result  in  a  different  and  new  way  never  contemplated  by  them. 

25  {Consolidated  Oar  Heating  Company  v.  Came,  20  R.P.C.  745 ;  L.R.  1903  App.  Cas. 
509).  In  a  Patent  for  such  a  combination  as  the  Pursuers  there  is  no  infringement 
unless  the  whole  combination  is  taken  (Ghvynne  v.  Drysdale  A  Co.,  13  R.  684 
at  689). 

All  Patents  fall  into  two  classes,  in  the  first  there  is  a  new  principle  or  idea,  a 

30  new  object  attained  by  new  means.  There  if  the  Patentee  describes  a  form  of 
his  new  instrument  he  gains  protection  for  other  similar  forms  without 
expresdy  describing  them,  such  were  the  Patents  in  the  cases  of  Proctor  v. 
Bennis  {uhi  supra),  of  Moore  v.  Thompson  (7  R.P.O.  325),  of  Aktiebolaget 
Separator  v.  Dairy  Outfit  Company  (15  R.P.C.  327)  and  of  Presto  Gear  Case 

35  and  Components  Company,  Ld.  v.  Simplex  Gear  Case,  Ld.  (15  R.P.C.  635); 
in  all  these  cases  the  essential  feature  of  the  invention  claimed  was  taken  and 
interdict  or  its  equivalent  was  granted.  In  the  other  class  of  cases  an  essential 
feature  of  the  invention  was  not  found  in  the  alleged  infringement  and 
interdict  or  its  equivalent  was  refused.    The  leading  case  here  is  Curtis  v. 

40  Piatt  (ttW  sitpra),  such  are  Stewart  and  Briggs  v.  BeWs  I'rustee  {ubi  supra), 
OtOynns  v.  Drysdale  {ubi  supra),  and  Oonsolidated  Oar  Heating  Company  v. 
Came  {ubi  supra).  The  present  case  belongs  to  the  latter  class  and  the  Defenders 
have  omitted  an  essential  feature  of  the  Pursuers'  invention,  viz.,  the  direct 
mechanical  connection  of  the  two  valves.    Hence  the  Pursuers  cannot  claim 

45  that  the  Defenders*  Patent  is  an  infringement  of  theirs. 

Counsel  for  the  Respondents  and  Pursuers  argued  : — ^The  RecUdmers  cannot 
maintain  any  plea  which  they  took  in  the  prior  action  {Thomson  v.  Moore, 
6  R.P.C.  426,  Moore  v.  Thomson,  7  R.P.C.  325).  Therefore  they  are  barred,  not 
only  from  attacking  the  validity  of  the  Respondents'   Patent,  but  also  from 

SO  arguing  thai;  that  Patent  is  limited  to  the  case  where  the  cut-off  valve  is 
actual^  by  counterpart  inclines.  It  is  re^  judicata  against  them  that 
meehatiical  «quivalMits  must  be  admitted.  A  steam  relay  is  nothing  more  than 
a  mectenical  equivalent  tor  the  direcft  connection  between  the  valves 
XAuiofM^ik  Weighing  Maehine  Company  v.  NaHonal  Exhibitions  Association, 

55  Ld.,  9  R.P.0.41).  The  question  is  whether  there  has  been  infringement  and 
that  depends  on  the  cottstruetion  of  the  Respondents'  Specification.     Earlier 

H  2 
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Patents  can  only  be  quoted  to  assist  in  this  construction.  Anticipation  is  no 
element  in  the  case.  Nor  do  any  of  the  earlier  Patents  closely  resemble  the 
Respondents'.  Where  a  cut-off  valve  of  analogous  construction  was  used  before, 
it  was  always  used  in  continuous  running  engines  to  cut  off  steam  during  a  part 
of  the  stroke,  never  to  cut  it  off  entirely  while  the  engine  was  at  rest.  The  5 
Respondents'  claim  is  wide  enough  to  protect  them  against  such  an  infringe- 
ment as  Reclaimers'.  They  claim  "  equivalent  devices."  Besides  it  is  too  late 
for  the  Reclaimers  to  bring  forward  this  plea.  It  was  their  contention  in  the 
former  action  against  repeating  which  they  are  barred.  As  to  the  question 
whether  the  Respondents'  is  a  master  Patent  and  as  to  what  constitutes  lO 
infringement  the  cases  are  to  be  found  collected  in  Thomson  v.  Moore  {nbi 
supra).  Pt^octor  v.  Bennis  (ubi  supra)  is  the  leading  case  and  was  followed 
in  Boyd  v.  Horrocks  (9R.P.C.  77),  Oonsolixiated  GarHeatmg  Company  v.  Came, 
Aktiebolaget  Separator  v.  Dairy  Outfit  Company ;  Presto  Oear  Case  and 
Gom2)onents  Company,  Ld.  v.  Si7nple.r  Oear  Case,  Ld.  (ubi  supra).  These  15 
prove  that  the  infringement  lies  in  appropriating  that  wherein  lies  the  special 
merit  of  the  invention.  The  merit  of  our  invention  lies  not  in  the  particular 
device  used,  but  in  putting  a  cut-off  valve  into  the  steam-casing  of  the  steering 
engine,  and  making  it  work  along  with  the  control-valve.  That  was  our  idea 
which  met  a  clamant  want,  which  all  others  had  failed  to  satisfy.  We  are  20 
entitled  to  be  protected  against  others  obtaining  the  same  object  by  means 
essentially  the  same  as  ours.  Their  alleged  improvement  of  completely  closing 
the  cut-off  valve,  though  the  control  valve  does  not  quite  close,  is  of  no 
importance  in  practice.  There  have  been  no  complaints  of  the  control  valves 
not  closing.  As  to  damages,  we  are  entitled  to  the  profit  we  should  have  made  25 
not  only  on  the  valves  but  on  the  whole  steering  engines  in  the  cases 
condescended  on,  for  the  users  would  have  been  compelled  to  come  to  us  for 
engines,  if  the  Reclaimers  had  not  supplied  them  with  valves  similar  to  ours 
{United  Horse  Shoe  and  Nail  Company,  Ld.  v.  Stewart  &  Co.,  5  R.P.C.  260 ; 
14  R  266  ;  15  R.H.L.  45  ;  L.R.  13  App.  Cas.  401).  30 

The  case  was  advised  on  8th  November  when  their  Lordships  unanimously 
affirmed  Lord  Kyllaohy'S  judgment,  and  delivered  the  following  opinions  : 

Tub  Lord  Justigb  Clbbk  :   The  invention  of  the  Pursuers  in  this  case  had 
for  its  object  so  to  control  the  apparatus  for  passing  steam  into  ship-steering 
engines  that  escape  and  waste  of  steam  might  be  prevented  when  the  engine  35 
was  at  rest,  the  use  of  the  engine  being  necessarily  intermittent,  as  it  was  only 
intended  to  run  when  the  ship's  helm  required  to  be  altered.      It  had  been 
found  necessary,  in  the  case  of  the  control  valves  of  ship-steering  apparatus, 
that  the  valves  should  not  be  tight  in  their  seatings,  as  otherwise  there  might  be 
great  risk  of  danger  from  the  steering  apparatus  not  being  set  in  motion  the  40 
instant  it  was  necessary  to  do  so,  and  as  it  was  plain  that  if  a  steering  apparatus 
control  valve  should  remain  fast  when  it  was  desired  to  move  it,  the  most 
disastrous  consequences  might  ensue.    The  Pursuers'  invention  consisted  in  so 
associating  a  cut-off  valve  with  the  control  valve  that  when  the  control  valve 
was  in  the  neutral  position  the  cut-off  valve  was  closed  and  the  passage  of  steam  4£ 
into  the  casing  of  the  control  valve  stopped,  thus  preventing  escape  of  steam 
past  the  loose  fitting  control  valve.    1  am  satisfied  upon  the  evidence  that  this 
v^as  a  new  invention,  to  effect  a  purpose  which  had  not  been  effected  by  any 
previous  apparatus.    It  is  true  that  in  some  earlier  devices  a  cut-off  arrangement 
had  been  used  to  modify  the  effect  of  steam  pressure  in  the  casing  so  that  at  50 
certain  points  in  the  stroke  of  the  engine  piston  the  pressure  should  not  be  so 
great  as  at  other  parts  of  the  stroke.    In  one  case  this  was  done  to  give  greater 
freedom  to  the  slide  valves  admitting  the  steam  into  the  cylinders,  at  the 
moment  at  which  those  slide  valves  were  being  moved  in  their  seats  by  the 
eccentric.    In  another  case  a  cut-off  was  used  to  check  the  entrance  of  steam  55 
into  the  cylinder  at  a  certain  stage  of  the  stroke,  so  as  to  allow  the  steam 
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already  in  the  cylinder  to  expand.  But  these  devices  did  not  act  with  the 
purpose  of  stopping  all  flow  of  steam  into  the  control  valve  casing  when  the 
engine  was  not  in  motion,  they  only  controlled  the  steam  which  was  passing  in 
by  the  open  control  valve.  The  Pursuers'  arrangement  had  a  different  purpose — 
5  the  exclusion  of  steam  from  the  control  valve  casing  when  the  engine  was 
not  working.  In  my  opinion  the  Pursuers  secured  a  master  Patent  for  effecting 
a  useful  purpose  which  had  not  been  previously  effected.  That  being  so,  the 
question  is  whether  the  Defenders'  apparatus,  intended  to  effect  the  same 
purpose,  is  an  infringement  of  the  Patent  of  the  Pursuers.    The  Pursuers  in  their 

10  apparatus  as  they  apply  it  in  practice,  use  a  sliding  control  valve.  Upon  its 
shaft  they  place  two  slopes  or  slides  with  a  horizontal  space  between  their  lower 
ends.  In  this  horizontal  space  when  the  control  valve  is  closed,  there  rests  the 
end  of  a  valve  which,  when  it  is  in  that  position,  shuts  off  the  steam  from 
entering  the  valve  casing.    When  the  control  valve  is  moved  so  as  to  open  the 

in  passage  to  the  engine,  one  of  the  slides  pushes  the  cut-off  valve  out  of  its  seat, 
and  this  allows  the  steam  into  the  control  valve  casing,  and  so  on  to  the  engine. 
On  the  control  valve  being  brought  back  to  zero,  the  cut-off  valve  once 
more  comes  into  action  and  stops  the  passage  of  steam  into  the  casing.  The 
Defenders'  arrangement  consists  of  a  rocking  valve,  which  by  being  turned  to 

20  ^^^  Bide  or  the  other  opens  a  port  to  admit  steam  to  one  end  or  other  of  the 
cylinder.  Upon  the  spindle  of  this  valve  there  is  an  eccentric,  the  rod  from 
which  closes  a  valve  in  a  small  pipe,  into  which  steam  can  enter,  and  which 
steam  holds  a  cut-off  valve  in  the  closed  position,  the  steam  from  the  boiler 
pressing  equally  on  both  sides  of  the  valve.     When  the  control  valve  is  moved 

25  the  eccentric  is  also  moved,  with  the  effect  that  the  small  pipe  which  was  full 
of  steam  has  a  port  opened  to  the  air,  and  the  pressure  being  thus  relieved  from 
one  side  of  the  cut-off  valve,  it  is  opened  and  the  steam  to  drive  the  ensrine  is 
free  to  pass  on  by  the  control  valve  to  the  cylinder.  On  the  control  valve  being 
again  turned  to  the  neutral  position,  the  small  pipe  is  again  sealed,  and  the 

30  Bteam  entering  it  under  pressure  the  cut-off  valve  is  once  more  held  in  position, 
and  steam  shut  off  from  the  control  valu3  casing.  My  Lords,  it  appears  to  me  that 
the  apparatus  of  the  Defenders  is  only  an  equivalent  for  that  of  the  Pursuers, 
effecting  the  same  purpose  by  well-known  means,  and  only  substituting  one 
detail  device  for  another  without  any  real  difference. 

35  On  the  whole  matter,  I  agree  with  the  Lord  Ordinary  in  his  reading  of  the 
Pursuers'  specification,  and  in  holding  that  the  Pursuers  had  established  their 
claim  against  the  Defenders  as  infringers  of  their  rights  under  their  Patent.  As 
resrards  the  question  of  damages,  I  do  not  see  any  sufficient  ground  for 
interfering  with  the  LORD  Ordinary's  decision  on  that  matter. 

40  Lord  MONGRIEFF. — I  am  of  the  same  opinion,  I  agree  with  and  adopt  the 
reasons  clearly  and  concisely  given  by  the  LORD  ORDINARY.  The  novelty  and 
value  of  the  Pursuers'  invention  being  indisputable,  the  only  question  is 
whether  the  Defenders'  Specification  constitutes  an  infringement  of  it.  I  am  of 
,ppinio^  with  the  LORD  ORDINARY  and  your  Lordships  that  it  does.     The 

45  methods  adopted  by  the  Defenders  are  not  identical,  but  for  all  that  they  are 
equivalents,  more  complicated,  but  calculated  and  intended  to  attain  the  same 
result  as  the  Pursuers'  invention,  and  thus  deprive  the  Pursuers  of  the  profits  to 
which  they  are  entitled  under  their  Patent. 
Lord  Young  and  Lord  Traynbr  concurred. 
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In  thb  High  Court  op  Justioh.— Kino's  Bunch  Division. 

MANOHBBTBB  SUMMBIl  ASSIZUS. 

July  23rd,  1904. 

Bifore   A.    T.   Lawrence,    Esq.,    K.C.    (CommiBsioner). 

^OLDEN  V.  Hodgkinson  Brothers.  5 

.  Design, — Action  for  ir^ringement. — Oeneral  appearance. — Details  dijffhrent. — 
Jtidgm&nt  ofUie  eye. — Infringement  not  found. 

This  UMXS  an  Action  for  infringement  of  a  registered  Design  for  tombstones. 
The  Plaintiff^ s  Design  showed  a  stone  2  feet  6  inches  in  height  and  2  fset  Pf 
i'nches  in  imdthy  having  on  either  side  an  octagonal  pinnacle  supported  by  a  10 
black  porcelain  pillar^  with  moulded  bases  and  caps  and  three  black  studs  or 
buttons.  The  Defendants^  stone^  which  wasplain^  uhis  of  the  same  width  as  the 
Plaintiff^ Sy  but  tvas  1  foot  6f  inches  higher.  There  wc^  a  pinnacle  on  each  side 
of  the  headpiece  supported  by  a  bUick  porcelain  pillar^  but  tits  pinnacles  were 
oblong  two-sided  instead  of  being  octagonal.  15 

Held,  at  the  trials  that  there  uxis  no  infringement,  and  that,  though  the 
Defendants  might  have  imitated  the  Plaintiff* s  general  idea^  they  had  not 
taken  his  registered  Design. 

John  William  Holden  was  the  registered  proprietor  of  a  Design,  No.  424,758, 
registered  on  the  15th  of  January  1904,  in  Class  3,  pursuant  to  the  Patents  20 
Designs  and  Trade  Marks  Acts,  1883-1888. 

On  the  3rd  of  March  1904,  John  William  Holden  commenced  an  action 
against  Hodgkifison  Bros,  for  infringement  of  this  Design,  claiming  the  sum  of 
100/.  for  penalties  under  the  said  Acts. 

By  his  Statement  of  Claim  the  Plaintiff  complained  that  the  Defendants  had,  25 
at  various  times  between  the  27th  of  February  1904  and  the  commencement  of 
the  Action,  wrongfully  and  fraudulently,  and  without  the  license  oy  consent  of 
the  Plaintiff,  applied  or  caused  to  be  s^plied  the  said  Design,  or  a  fraudulent 
and  obvious  imitation  thereof,  to  tombstones  nr  anuf actured  by  the  Defeu4iuats 
for  the  purposes  of  sale.  The  Plaintiff  also  complained  of  tlie  exposure  for  sale  30 
by  the  Defendants  at  such  times  as  aforesaid  of  tombstones  to  which  the  said 
Design,  or  an  obvious  and  fraudulent  imitation  thereof,  had  been  applied,  and 
alleged  that  the  Defendants  had  thereby  become  liable  under  the  Statutes 
to  forfeit  two  sums  of  50/. 

By  their  Defence  the  Defendants  denied  that  the  Plaintiff  was  the  registered  35 
proprietor  and  that  they  had  infringed.     (3)  The  Defendants,  in  or  alMut  the 
month  of  February  1904,  designed  a  tombstone  and  made  a  single  tombstone 


7oI.  ZXII.,  No.  4.]      AND  TRADE  MARK  0ASB8. 


103 


Hold&n  V.  Hodgkinson  Brothers. 


10 


aooording  to  snch  Design,  bnt  the  said  Design  was  not  the  Plaintiff's  Design  nor 
a  frandnlent  or  obvions  imitation  thereof.  (4)  The  said  tombstone,  made 
according  to  the  Defendants*  Design,  was  exposed  for  sale,  but  save  as  afore- 
said the  Defendants  denied  the  allegations  in  the  Statement  of  Claim.  The 
Defendants  further  said  (5)  that  the  Plaintiff's  Design  had  been  published 
within  the  realm  prior  to  the  date  of  the  registration  thereof  by  the  Plaintiff, 
namely,  by  the  sale  of  tombstones  on  the  fi»llowing  dates  by  the  following 
persons  [six  persons  and  firms  were  specifically  mentioned].  (6)  The  said 
Design  was  not  a  new  or  original  Design  at  the  date  of  the  registration  thereof 
by  the  Plaintiff. 

Representations  of  the  Plaintiff's  and  Defendants'  Designs  are  subjoined,  the 
Plaintiff's  being  placed  first. 


r/fOA^r  Elevation. 


End  Elevation 


The  Action  came  on  for  trial  before  A.  T.  LAWRENCE  Esq.    K.C.   (Com- 
luibsioner),  at  the  Manchester  Summer  Assizes. 
15       Byrne  (instructed  by  Edward  Remiison    of  Blackburn)  appeared  for  the 
Plaintiff  ;  Gibbons  (instructed  by  Carter  afid  Grellin  of  Blackburn)  appeared 
for  the  Defendants. 


Byrne^  for  the  Plaintiff. — The  two  Designs  are  substantially  the  same.     The 

Defendants,  seeing  the  Design  of  the  Plaintiff  was  successful,  copied  it,  with 

20  some  alterations  to  prevent  it  being  a  slavish  imitation,  but  obtaining  the 

general  effect.     The  w4»^le^oombinatien-€^  th^e^  Des^  is  claimed,  and  the 

Defendants*   is   so    close    that    the    Plaintiff   is   entitled   to   succeed,     'the 
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differences    of    detail    in    the    two    Designs    are    not    sufficient    to    prevent 
infringement. 

Evidence  was  adduced  in  support  of  the  Plaintiff's  case. 

Gibbons,  for  the  Defendants.— The  Plaintiff's  Design  is  not  copied  at  all. 
Beyond  the  black  porcelain  pillars — which  are  in  common  use — ^there  is  no  5 
similarity  between  the  two  stones.    Their  shape  and  configuration  are  entirely 
distinct,  and  each  Design  produces  a  totally  different  effect. 

The  Defendants  then  ©Uled  several  monumental  masons  in  the  neighbour- 
hood   as   witnesses,  to    prove    that    in    their   opinion    there    had    been    no , 
infringement.  10 

The  COMMTSSTONBR. — I  have  come  to  the  conclusion  that  the  Plaintiff  cannot 
succeed.  I  quite  agree  with  what  Mr.  Byrne  said  that  mere  differences  of  detail 
will  not  make  him  fail  at  all  because  his  Design  is  for  the  shape  and  con- 
figuration.   But  to  my  mind  the  shapa  and  configuration  of  these  two  stones  is, 
from  any  point  of  view  of  art,  or  beauty,  or  design,  quite  different.    The  rela-    Ift 
tions  of  one  set  of  lines  to  the  other  are  all  to  my  eye  quite  different.    If  you 
take  the  various  parts  of  the  stone  one  finds  they  have  all  been  used  before,  but 
the  application  of  one  to  the  other  in  the  Plaintiff's  stone  is  his  own  Design    • 
and  he  has  registered  it.    The  Defendants  have  taken  similar  parts,  and  they 
have  put  them  together  for  their  Design.     The  two  Designs  seem  to  me  to  20 
make  totally  different-looking  objects ;   one  set  of  persons  might  prefer  the 
one   and    another    set    of    persons  might   prefer   the    other.      The    relation 
of  the  lines  of  heisrht  and  the  relation  of  the  lines  of  width  in  the  Plaintiff's 
stone   are    quite    different  to    those    in    the    Defendants',  and  the    relation 
of  the  lines  of  the  capital  or  shoulder  (as  it  has  been  called)  to  the  headstone  in  25 
the  one  are  quite  different  to  those  in  the  other.    The  fact  is  the  one  headstone 
gives  you  the  impression  rather  of  solidity  and  length,  and  the  other  gives  you 
the  impression  of  solidity  and  height.     I  do  not  myself  see  how  it  is  possible  to 
say  that  the  one  is  an  infringement  of  the  other  in  the  sense  that  it  would 
appeal  to  the  same  class  of  tastes.    I  should  have  thought  that  a  person  who  30 
liked  Gothic  architecture  would  go  to  the  one,  and  a  person  who  liked  some 
other  class  of  architecture  would  go  to  the  other.     I  have  no  doubt  the  black     , 
pillars  are  in  both  of  them  taken  from  the  fact  that  they  are  now  articles  of 
commerce  in  the  district.    I  cannot  hold  that  the  Plaintiff  has  the  right,  in 
consequence  of  his  possessing  that  Design  of  his,  to  prevent  the  sale  on  the  part  35 
of  the  Defendants  of  a  thing  so  dissimilar  in  point  of  shape  and  configuration,  in 
my  opinion,  as  their  tombstone.    I  think  that  what  has  been  said  is  quite  true, 
that  they  are  just  about  as  much  alike  as  tombstones  always  are,  but  when  you 
come  to  look  into  them  from  the  point  of  view  of  discriminating  one  tombstone 
from  another  you  see  at  once  that  the  one  is  a  different  Design  and  differently  40 
wrought.    It  is  sufficient  to  say  that  it  is  different,  but  I  think  it  is  very  markedly 
different.     It  is  quite  possible  the  Plaintiff  may  be  right  in  supposing  that  the 
Defendants  made  their  tombstone    from   an    idea    suggested  by  seeing  the 
tombstone  of  the  Plaintiff  in  passing  his  yard,  but  it  is  not  sufficient  to  say 
that.    He  must  be  able  to  say  that  the  Defendants  have  made  something  which  45 
is  an  obvious  imitation  of  it ;  it  is  not  sufficient  to  say  *'  You  have  got  the  idea, 
*'  and  then  you  went  and  worked  out  a  Design  of  your  own.    You  saw  I  was 
'*  making  one  that  was  attractive  with  black  pillars."    If  he  could  have  said 
*'  The  black  pillars  were  a  novelty  which  had  never  been  used  before  and  I 
*^  registered  the  Design  for  that,"  the  case  would  be  different,  but  he  could  not  50 
do  that.     These  pillars  had  been  u«ted  so  long  ago  that  it  is  impossible  to  say 
that.      Upon   the  whole,    I   am  of   opinion  the   Plaintiff  cannot  control  the 
Defendants  in  this  matter,  and  judgment  must  be  for  the  Defendants  with  costs. 
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In  the  Court  of  Session  in  Scotland. 

Be/ore  Lord  Kyllachy. 

October  19th,  November  2nd,  18th  and  19th,  and  December  Ist,  1904. 

Arnot  v.  Dunlop  Pneumatic  Tyre  Company,  Ld. 


5  Patent. —  Utility. — Subject-matter. — Infringement. — Anticipation. — Patent 
upheld. — Certificate  granted  as  to  validity  having  come  in  question. 

Letters  Patent  were  granted  to  A./01*  an  improvement  in  driving  aprons^  con- 

sisting  informing  at  the  lower  part  of  the  apron  horizontally  projecting  pockets 

or  footholds  into  which  the  wearer's  feet  were  inserted  so  as  to  he  protected  from 

\Q  the  weather^  and  which  at  the  same  time  assisted  in  keeping  the  apron  in 

position.    In  an  action  for  infringement  brought  by  A, 

Held    t?iat    there  was   sufficient   subject-mcUier  for   a   Patent;    that   the 
invention  was  useful  and  shoued  some  ingenuity ;  also  that  it  had  not  been 
anticipated  and  that  the  Defenders  had  infringed.     A  Certificate  thcU  the 
15  validity  of  the  Patent  had  corns  in  question  was  granted. 

This  was  an  action  by  Robert  Amoty  residing  at  505  Lawnmarket  Edinburgh, 
against  the  Dunlop  Pneumatic  Tyre  Company^  Limited^  carrying  on  business  at 
61  Bath  Street  Glasgow,  and  whose  registered  office  is  at  14  Regent  Street 
London.     The  Pursuer  was  assignee  of   Letters  Patent  No.   16,509  of  1902, 

20  granted  to  David  Lenson  for  improvements  in  driving  aprons. 

The  Complete  Specification  was  as  follows  : — '*  This  invention  has  reference 
^  to  and  comprises  improvements  in  driving  aprons,  particularly  waterproof 
^  aprons,  by  which  the  drivers  feet  will  be  perfectly  protected  from  rain  and 
^  the  apron  will  at  the  same  time  be  held  down  more  perfectly  in  position 

25  **  against  the  tendency  of  the  wind  to  lift  it. 

**  The  improvements  consist  in  forming  at  the  lower  part  of  the  driving  apron 
^horizontally  projecting  p^Kskets  or  footholds  into  which  the  users  feet  are 
^  inserted  so  as  to  be  protected  from  the  weather  and  at  same  time  assist  in 
^  keeping  the  apron  in  position. 

30  '^  The  pockets  may  be  formed  in  various  ways  such  as  by  cutting  a  narrow 
'^  angled  piece  from  the  bottom  of  the  apron  upwards  leaving  a  portion  at  the 
''  bottom  at  one  side  shaped  to  form  one  side  of  the  pocket.  The  other  side  of 
M  the  pocket  is  formed  by  inserting  a  gusset-shaped  piece  and,  the  out  formed 
'*  abovae  tiie  pocket  is  olosed«    A  Me  pieoie  jtref embly  fk  stronger  material  such 
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*'  as  strong  waterproof  cloth  or  leather  is  inserted  to  complete  the  pocket, 
"  which  is  open  at  the  back  for  the  insertion  of  the  drivers  feet  and  projects 
"  to  the  front." 

The  Specification  then  referred  to  an  explanatory  Drawing  in  which  the  pro- 
jecting footholds  were  shown,  and  continued  : — "  Having  now  particularly  5 
"  described  and  ascertained  the  nature  of  my  said  invention  and  in  what 
**  manner  the  same  is  to  be  performed  I  declare  that  what  I  claim  is  : — First. 
*'  DrivinfiT  aprons  formed  with  footholds  or  pockets  for  the  insertion  of  the 
"  users  feet  substantially  as  herein  described  and  illustrated  by  the  accom- 
*'  panying  Drawings.    Second.    Driving  aprons  formed  with  footholds  or  pockets   10 

' "  for  the  insertion  of  the  users  feet  and  fitted  with  sole  pieces  of  leather  or 
''  equivalent  material  substantially  as  herein  described  and  illustrated  by  the 
**.accompanying  Drawings." 

The  Pursuer  manufactured  aprons  substantially  in  accordance  with  the  above 
Specification,  modified  by  certain  slight  improvements  he  had  made  on  it.  15 
These  aprons  were  a  commercial  success  being  especially  useful  to  motor  car 
drivers.  The  Defenders  manufactured  similar  aprons,  which  the  Pursuer 
averred,  embodied  the  substance  of  the  invention,  being  formed  with  projecting 
footholds  or  pockets  into  which  the  wearer  might  insert  his  feet.  The 
Defenders  denied  that  their  aprons  were  an  infringement  of  the  Pursuer's  Patent,  20 
but  it  appeared  at  the  proof  that  if  the  Pursuer's  Patent  was  good  and  if  it 
covered  the  combination  of  projecting  footholds  with  aprons  and  not  merely 
the  particular  method  of  forming  these  footholds  described  in  the  Specification, 
no  difference  could  be  pointed  out  between  the  Defenders'  aprons  and  the 
Pursuer's  sufficient  to  serve  as  a  defence  to  the  action  of  interdict.  The  25 
Defenders  however,  denied  the  validity  of  the  Patent  and  averred  that  '*  the 
"  alleged  invention  was  not  the  proper  subject  of  Letters  Patent.  Explained 
^*  that  at  the  date  of  the  Letters  Patent,  the  alleged  invention  was  part  of  the 
"  stock  of  the  public  general  knowledge,  and  the  said  alleged  invention  was  not 
"new  as  to  the  public  use  and  exercise  thereof  in  the  United  Kingdom  of  30 
"  Great  Britain  and  Ireland,  and  Isle  of  Man,  or  the  proper  subject  of  a  grant 
"  of  Letters  Patent,  having  regard  to  the  common  and  public  knowledge  at  the 
**  date  thereof.  In  particular  the  alleged  invention  was  anticipated  by  Pamaira 
"  Specification  No.  3173  of  1860,  Emery  and  White's  Specification  No.  9700  of 
"  1884,  and  DunhilVs  Specification  No.  8176  of  1902."  35 

PamaWs  Specification  was  for  an  invention  of  "  improvements  in  means  for 
promoting  warmth  and  comfort  in  railway  and  other  travelling,"  the  Specifi- 
cation stated,  "We  form  of  thick  woollen  or  other  suitable  febric  or  material  a 
**  covering  for  the  lower  part  of  the  body  and  knees,  which  is  continued  down 
"  to  the  feet,  where  it  is  adapted  to  receive  and  enclose  them,  opening  thence  40 
"  above  the  heels  on  the  under  side  upwards,  yet  so  that  the  parts  may  meet  and 
**  overlap  and  be  held  together  by  elastic  or  other  loops  and  buttons,  or  other 
"  fastenings,  and  also  adapted  to  pass  under  the  seat  and  there  farm  a  cushion, 
"  so  as  readily  and  entirely  to  enclose  the  lower  part  of  the  body,  knees,  and 
"  feet.    The  part  enclosing  the  feet  as  well  as  other  of  the  parts  where  it  may  45 

."  be  desirable  we  pad  or  otherwise  line,  so  as  more  efficiently  to  retain  the  heat." 
This  Specification  contained  several  Drawings,  in  some  of  which  the  part  of 
the  rug  containing  the  feet  projected,  while  in  one  the  toes  of  the  two  feet  were  in 
two  separate  recesses.    The  Specification  concluded— '/.Havimf  thus  described  the 

:** -nature  trf  thesaid  improvements,  we  would  haye.it  understood  that  we  do  not  50 
««  oonfine* ourselves  to  the  precise  details  shown  and  described,  as  these  may  be 
**  varied  without  departing  from  the  peculiar  character  of  the  improvements ; 
"  but  what  we  claim  is  the  adaptation  or  combination  of  means  for  promoting 
"  warmth  and  comfort  in  railway  and  other  travelling  substantially  as  described." 
.  In  Emery  and  White's  Specification  the  claim  was  f or  "  lUie  coo^bination  of  55 

:*^  pockets  or  pouches,  bags,  and  muffs,  or*  any  of  them,  ^th  tr$v%llipg  or  carriage 

:  ^.  nid:s»  .nff^pB,  and  apron  covcarlets-or  oountai'paaes,  or^ibt  at^ditioa  or jmPBU^^^^^ 
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^  of  pockets  or  pouches,  bags,  or  muffs  to  trayelling  or  carriage  rugs,  wraps,  aud 
. "  apron  coverlets  or  counterpanes."     The  Specification  was  sufficiently  wide 
to  cover  any  such  combination,  but  it  contained  no  mention  of  the  feet. 
DunhilFs  Specification  was  as  follows  ; — "  My  invention  relates  to  those 

%5  "  aprons  or  coverings  used  for  the  lower  portion  of  the' body  when  driving,  and 
*♦  embraces  improvements  therein,  having  for  their  object  the  better  protection 
"  of  tiie  feet,  or  feet  and  hands.  I  make  reference  to  the  accompanying  sheet  of 
'*  drawings,  and  to  the  letters  and  figures  marked  thereon.  Such  improvements 
"  embrace  the  provision  in  the  lower    portion    of   an  otherwise  ordinarily 

JO  "  constructed  apron  of  one  or  two  separate  pockets  or  receptacles  A  in  which 
**  the  feet  may  be  inserted  as  shown  in  Fig.  1  when  the  imron  is  in  use.  These 
**  pockets  A  may  be  formed  by  turning  up  a  portion  of  the  lower  end  of  the 
**  apron,  or  may  be  secured  to  the  inner  surface  thereof,  or  otherwise  constructed 
**  aa  found  convenient,  and  may  be  of  leather,  india  rubber,  or  other  suitable 

15  "  material  either  waterproof  or  otherwise."  The  claim  was  "the  construction  of 
"  an  improved  driving  apron,  substantially  as  and  for  the  purposes  specified." 
In  the  Drawings  the  feet  did  not  project. 

In  these  circumstances  the  present  action  was  raised  to  try  the  question  of 
the  validity  of  the  Pursuer's  Patent,  and  to  interdict  the  Defenders  from  in- 

20  fringing  it.  The  Summons  concluded  for  declarator  "that  the  Pursuer  is  in 
"  full  right  and  title  of  the  Letters  Patent  No.  16,509  of  25th  July  1902,  relating 
*^  to  improvements  in  driving  aprons  "  and  for  declarator  that  the  Defenders 
bad  infringed  the  Patent,  and  for  interdict  against  future  infringement ;  also 
tliat  the  Defenders  should  be  ordained  to  deliver  up  to  the  Pursuer  all  aprons 

85  made  in  infringement  of  his  Patent,  and  in  their  possession,  or  in  course  of 
manufacture,  to  be  destroyed  or  otherwise  disposed  of  as  the  Court  should 
direct,  and  for  £500  damages,  with  expenses. 

The  Summons  was  signeted  on  the  5th  of  July  1904.    On  the  19th  of  October 
the  record  was  closed  and  the  case  sent  to  procedure  roll,  but  after    the 

30  Defenders  had  condescended  on  particulars  of  the  anticipations  alleged  by  them, 
that  Order  was  discharged,  and  on  the  2nd  of  November  a  proof  was  ordered, 
which  was  taken  on  the  18th  and  19th  of  November  1904. 

Sandeman     and   Ballingal  (instructed    by   WiUiam   Geddes^  solicitor)  for 
the    Pursuer — The    essence    of    the    invention    is    the    combination    of    the 

45  apiron  and  projecting  slipper.  There  is  no  anticipation  ;  Emery  and  Whitens 
claim  is  for  all  combinations  of  rugs  and  pouches,  etc.  ;  it  is  too  vague  to  be  an 
anticipation  ;  it  discloses  nothing.  In  Mr.  Dunhiirs  Specification  there  are  no 
.projecting  pockets  only  bags  to  receive  the  feet.  Parnall  describes  a  sack, 
uot  an  apron  ;   both  feet  there  rest  in  one  large  base.    The  Pursuer's  Patent 

:^  meets  a  want  not  supplied  by  them,  viz.,  to  allow  comparative  freedom  of 
motion  while  the  legs  are  wrapped  in  the  rug.  As  it  meets  a  want,  it  must  be 
taken  to  be  an  useful  invention.  In  these  simple  cases  very  little  invention  is 
necessary  to  sustain. a  Patent,  many  cases  may  be  quoted  where  small  inventions 
were  upheld,  e.g.^  Leeds  Forge  Company,  Ld,  v.  Deighton's  Patent  Flue  and 

45  Tube   Company,  Ld,,  (21  R.P.C.  487),  Evans  v,  TauntQU  (21  R.P.C.   675) ; 

"    Pneumatic.  Tyre  Company,  Li.  v.  Gasswell  (13  R.P.C.  375) ;  Bardmuth  v. 

Baker,  A  Son  (21  E.P.C.,  504);   White  v.  Bertrams,  Ld,,  (14  R.P.C.  501,  746) 

and  Viclfers,  Sons  A  Co,,  lA.  v.  Siddell  (7  R,P.C.  292). 

,   For. the:  Defenders  C^^cte,  K.C.,  and'  Qrr  JpfS^as  (instructed  bj  Dea^:  A.  Cn., 

yfi  .Wii^r-^f  .^^  P^TSuer's  cl^i^  be'  r^ad  nstrrowly  as  Covering  Quly  the 

methoicL  described   by  him  of   forming  the  apron, .  then  the.  Defenders  had 

admittedly  not  infringed  ;  if  the  claim  was  to  be  read  broadly  as  being  for  the 

combination  of  the  apron  and  the  footholds,  then  the  Defenders  could  not  deny 

..they  had  infringed  the  Patent  if  it  was  good..   But  such  a  Patent  had  been 

.^  aniiqipat^^  paxticulariy  by  Parn^W,  .The  difference  between  an  a^rquand  a 
8^- own  JSeiind  '^i-xi(it  egseptlsii ;  th^'  <m^  inerg^s. into  the  oth^r..  .The. word 
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patentable  idea  here  ;  the  Pupsuer's  idea  of  making  pockets  for  the  feet  is  a 
mere  commonplace.  He  does  not  in  his  Patent  mention  freedom  of  motion  as 
an  object  to  be  attained. 

On   the   1st   of    December  1904,   his    Lordship  pronounced    the  following 
jndgment.  ,      5 

Lord  Kyllachy.— In  this  case  I  have  had  a  good  deal  of  difficulty.  It  is  in 
some  respects  a  narrow  case,  and  touches,  if  it  does  not  involve,  some  questions 
of  principle.  But  in  the  result  I  have  come  to  the  conclusion  that  the  Pursuer  s 
invention  was  both  new  and  useful.  Taking  that  view,  I  have  not  had  much 
difficulty  in  holding  that  the  Defenders'  manufacture  constitutes  an  infringe-  10 
ment  of  the  Pursuer's  rights.  The  cardinal  consideration  is  that  the  Pursuer's 
Patent  relates  to  the  improvement  in  a  well-known  class  of  articles,  viz.,  driving 
aprons,  the  characteristics  of  which  are— (1)  that  they  are  for  use  in  the  open 
air  ;  and  (2)  that  they  are  not  bags  or  sacks,  but  rugs  or  coverings,  which,  while 
capable  of  being  wrapped  round  the  person  more  or  less  as  may  be  desired,  yet  15 
leave  always  considerdible  freedom  of  motion  to  the  legs  and  feet,  and  admit  of 
being  thrown  on  or  off  easily  without  the  adjusting  necessary  in  stepping  into 
or  out  of  a  bag  or  sack. 

It  is  to  such  aprons  that  the  Pursuer's  Patent  relates.    It  consists  simply  in 
attaching  to  the  lower  edge  of  the  aprons — assumed  to  be  placed  over  the  driver's  20 
knees — a  pair  of  projecting  pockets  or  footholds  with  soles  preferably  of  strong 
material  such  as  leather,  and  these  projecting  pockets  or  footholds — of  which  a 
mode  or  rather  two  modes  of  construction  are  fully  described — are  put  forward 
as  having  certain  advantages,  particularly  these — that  while  the  apron  remains 
an  apron,  leaving  the  limbs  and  feet  free  as  I  have  described,  the  driver's  feet  25 
are  at  the  same  time  protected  against  rain,  and  the  apron  is  prevented  from 
being  blown  up  by  the  wind.     It  is  true  that  the  matter  of  freedom  of  motion  is 
not  specially  claimed  by  the  Patentee,  and  I  was  at  first,  I  own,  impressed  by 
the  Defenders'  argument  on  that  circumstance.     But  for  the  reasons  which  I 
have  explained  I  have  come  to  be  satisfied  that,  although  not  specially  claimed,  80 
freedom    of   action    is    an    im}:ortant    feature    of    the    Pursuer's    improved 
apron — a  feature  necessarily  important,  and    probably    for    that    reason    not 
expressed  but  assumed.    This  being  so,  I  do  not  think  that  much  need  be  said 
about  utility  or  subject-matter.    The  Pursuer's  invention  may  have  been  of 
minor  utility,  at  least  prior  to  the  introduction  of  motor  cars.    And  it  may  not  85 
have  involved  a  very  high  degree  of  ingenuity  or  inventive  merit.    But  it  had 
at  least  some  utility  and  some  marked  merit, — quit^  as  much,  I  think,  as  can  be 
attributed  to  many  Patents  which  have  been  sustained  by  the  Courts,  and  there 
can  be  no  doubt  that  it  has  supplied  a  want  and  been  a  commercial  success. 
Altogether  I  have  not,  I  confess,  much  difficulty  in  holding  that  the  invention  40 
was  useful,  and  had  sufficient  merit,  if  new,  to  make  it  patentable. 

As  to  anticipation,  however,  there  is  no  doubt  something  to  say — ^not  that 
there  is  any  difficulty  about  Emery  <k  Whitens  patent ;  or  for  that  matter  about 
DunhilVs.  For  the  former  has  nothing  to  do  with  footholds,  or  foot  pockets, 
and  the  latter,  although  it  deals  inter  alia  with  rugs  and  foot  pockets,  does  not  45 
describe  or  suggest  projecting  foot  pockets,  or  indeed  anything  here  ibore  in 
point  than  a  rug  with  two  interior  bags  into  which  the  wearer's  legs  are  inserted. 
But  the  third  Patent  founded  on,  viz.  PamaU%  is  perhaps  different.^  It 
describes  what  he  calls  "a  covering  for  railway  and  other  travellers,**--* 
covering  which  contains  at  its  lower  end  an  enclosure  for  the  feet,  and  this  50 
enclosure  is  shown  ou  some  of  the  Drawings  as  projecting  outwards  at  least 
appreciably,  while  on  one  of  the  Drawings  it  is  shown  as  so  constructed  that  the 
toes  may  be  kept  separate.  Apart  therefore  from  the  described  enclosure 
forming  a  "  bag,"  it  might  be  fliought  to  approximate  pretty  closely  to  the 
Pursuer's  projecting  footholds.  But  then  it  is  ste  described,  really  a  bag,— a  bag  55 
encdosing  the  feet  j^l  round,  and  effectually  forbidding  all  freedom  of  motion. 
No  dbnbt  aboVf^  the  heels  the  covering,  it  was  said,  opened  on  the  nudendde 
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apwards  as  shown  on  the  Drawings.  Bnt  it  did  so  for  the  purpose  that  the  parts 
might  meet  and  overlap,  and  be  held  together  by  loops  or  buttons  or  other 
fastenings  so  as  readily  to  enclose  the  whole  lower  part  of  the  body.  In  other 
words  ParnalVs  covering  was  in  substance  not  an  apron  but,  as  I  have  said,  a 
5  bag — the  opening  upwards  (which,  according  to  the  Drawings,  began  about  the 
calf  of  the  leg)  being  merely,  I  take  it,  designed  to  facilitate  ingress  and  egress, 
and  making  otherwise  no  substantial  difference.  In  point  of  fact  it  seems 
obvioas,  and  is  indeed  expressed,  that  Parnaira  object  was  simply  to  promote 
warmth  and  covering  in  railway  and  other  travelling.     His  invention  (if  it  was 

10  an  invention)  had  no  special  relation  to  driving  aprons,  or  to  the  protection  of 
the  driver's  feet  from  the  rain ;  nor  did  it  require  any  contrivance  for  keeping 
the  covering  in  position,  or  contemplate  as  at  all  important  the  freedom  of 
motion  to  the  driver's  feet.  I  am  therefore  unable  to  hold  that  PamalVa  Patent 
anticipates  the  Pursuer's  or  even  that  it  disclosed  so  much  as  to  leave  no  room 

15  for  the  Pursuer's  Patent. 

It  remains  to  consider  as  to  infringement,  and  here  the  only  question  is 
whether  the  substance  of  the  Pursuer's  invention  being  what  I  have  described, 
viz.,  the  application  to  driving  aprons  of  projecting  footholds  so  as  to  combine 
with  freedom  of  action  the  additional  advantages  specified,  the  Pursuer  has  never- 

SO  theless  confined  his  claim  to  a  particular  mode  or  niodes  of  constructing  his  foot- 
holds. It  was  not  I  think  suggested  that  unless  his  claim  was  so  confined  there 
was  any  doubt  as  to  the  infringement.  Now  I  am  unable  to  construe  the  Pursuer's 
Specification  as  being  confined  to  a  particular  mode  or  modes  of  construction. 
Tiie  Pursuer  does  disclose,  as  he  was  bouud  to  do,  a  mode  or  modes,  but  he  does 

25  not  confine  himself  to  these  modes.  On  the  contrary,  his  first  claim  must,  I 
think,  be  read  as  in  effect  a  claim  to  the  substance  of  his  invention  as  I  have 
before  described  it,  his  second  claim  being  confined  to  a  particular  constraction 
of  the  sole  of  the  foothold,  viz.,  the  use  in  forming  it  of  a  separate  strong 
material  (leather  or  the  like)  which  is  mentioned   in  the   Specification    as 

30  •*  preferable." 

On  the  whole,  therefore,  I  think  the  Pursuer  must  have  decree  of  declarator 
and  interdict  in  terms  of  his  Summons. 

Counsel  for  the  Pursuer  intimated  that  they  did  not  intend  to  ask  for  decree 
for  damages.    They  asked  for  a  Certificate  that  the  validity  of  the  Patent  came 
35  into  question,  which  his  Lordship  granted. 
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I5  THB  High  Court  of  Justice.— Chaxcery  Divisioif. 

Before   Mr.   JUSTICE    JOYCE. 

Noyember  8th  and  9th,  1904. 

Heixe,   Solly  A   Co.   v.   Spoxo. 

Palent, — Saie  of  Patent. — Action  for  damages  and  the  return  of  purchase  5 
money  on  the  ground  of  alleged  non-disckmire  of  material  fact^  amauntifig  to 
fraud. — Allied  invalidity  of  tlie  Patent. — Action  dismissed. — Patent  held  not 
to  have  been  anticipated. 


<c 


S.  was  the  grantee  of  Letters  Patent  for  an  invention  consisting  of  ^  An 
improvement  connected  with  self-igniting  gas  appliances.^'*  He  assigned  this  10 
Patent  for  1001.  to  H.  and  S.  H.  and  S.  brought  an  actiotifor  damages  and 
the  return  of  the  purchase  money.  They  alleged  fraudulent  misrepresentet^ 
tion  consisting  in  knowledge  on  the  part  of  the  Defendant  of  the  Patent 
having  been  anticipated^  nonrdisclosure  of  that  fact  and  representations  that  the 
Patent  was  valid.  15 

Held,  tliat  the  Plaintiffs  had  not  establislied  a  case  of  fraud  or  that  th^ 
alleged  representations  had  been  made ;  and  ihat^  upon  the  evidence  adduced^ 
there  was  no  reason  to  suppose  that  the  Patent  had  been  anticipated.  The 
Action  was  dismissed  with  costs. 

On  the  8th  of  December  1899  Letters  Patent  (No.  24,459  of  1899)  were  20 
granted  to  James  Osbom  Spong  for  ^*  An  improvement  connected  with  self- 
^  igniting  gas  appliances."  The  invention  related  to  '*  the  combination  of  a 
^  slider  guard  as  a  protector  to  the  self -igniting  compound  and  the  platinum 
**  wire  of  a  pencil-like  holder,  by  which,  when  the  compound  is  exposed  to  the 
'^  action  of  flowing  gas  from  a  bnmer,  a  glow  is  established  sufficient  to  light  25 
"  the  gas." 

The  Claims  were  ''  (I)  The  improvement  connected  with  self -igniting  ([as 
"  appliances,  consisting  in  the  combination  of  a  slider  guard  for  protecting  the 
^^  igniting  compound  and  platinum  wire  and  a  pencil-like  case  or  holder, 
"  arranged  substantially  as  set  forth.  (2)  Providing  self -igniting  gas  appliances  30 
•*  of  the  kind  described,  with  an  open  worked  guard  or  protector,  such  guard 
**  or  protector  being  capable  of  movement  with  the  igniting  compound  and 
"  platinum  wire  when  exposed  for  lighting  or  closed  for  carrying  purposes,  as 
**  described  substantially  as  shewn." 

On  the  16th  of  January  1903  HeinCy  Solly  &  Co.  purchased  the  Patent  from  35 
the  Defendant  for  lOOZ.    On  the  23rd  of  February  1904  they  commenced  an 
action  against  the  Defendant  claiming  the  return  of  the  sum  of  100/.  and 
damages. 
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The  Statement  of  Claim,  in  eflPect,  alleged  misrepresentation  by  the  Defen- 
dant, and  that  the  Patent  was  invalid  by  reason  of  anticipation  and  that  the 
Defendant  knew  that  fact. 
The  Defence  traversed  the  allegations  of  fraud,  and  denied  that  the  Patent 
5  bad  been  anticipated. 

At  the  trial  the  anticipation  set  up  was  the  alleged  prior  nser  of  a  pencil-like 
case  or  holder  for  the  purpose  of  self -igniting  appliances  ':'it  without  any  guard 
or  protector.  It  was  alleged  that  Provisional  Protection  nad,  at  the  date  of  the 
agreement  for  sale,  been  obtained  by  one  Pordes  for  this  holder,  and  that  the 

10  Defendant  was  a  licensee  of  that  invention. 

The  action  came  on  for  trial  before  JOYCB,  J.,  on  the  8th  of  November  1904. 
Vale  Nicolas  (instructed  by  E.  F.  Weldon)  appeared  for  the  Plaintiffs ; 
Hughes^  K.C.,  and  E.  J.  Elgood  (instructed  by  Thomas  Hac^)  appeared  for  the 
Defendant. 

15  Vale  NieolaSy  in  opening  the  Plaintiffs'  case,  stated  {inter  alia\  that  in 
December  1902  the  Plaintiffs  were  manufacturing  and  selling,  under  a  Patent 
of  which  they  were  the  owners,  a  self-igniting  gas  appliance  without  a  guard. 
The  Defendant,  Spong,  alleged  that  they  were  thereby  infringing  his  Patent 
(No.  2^,459  of  1899).     He  threatened  to  bring  an  action,  but  the  matter  was 

20  settled  by  the  Plaintiffs  agreeing  to  purchase  his  Patent  for  100/.  The  Defen- 
dant's solicitor  would  not  agree  to  insert  a  covenant  in  the  Assignment 
guaranteeing  the  validity  of  the  Patent,  but  stated  that  he  knew  of  nothing 
affecting  the  validity  of  the  Patent,  and  that  an  exhaustive  search  had  been 
made.    On  that  assurance  the  Assignment  was  executed  and  the  purchase  com- 

25  pleted.  Subsequently  the  Plaintiffs  discovered  the  existence  of  an  agreement, 
prior  in  date  to  the  Assignment,  between  the  Defendant  and  one  Poides^  con- 
ferring upon  the  Defendant  a  licence  to  make  and  sell  a  self-igniting  gas 
appliance  (for  which  Provisional  Protection  had  been  obtained  in  July  1899), 
which  was  an  anticipation  of  the  Defendant's  Patent ;   and  that  Pordes  had 

30  manufactured  and  sold  articles  made  according  to  his  invention  prior  to  the 
date  of  the  Defendant's  Patent,  No.  24,459  of  1899. 

The  following  witnesses  were  called  for  the  Plaintiffs  : — H.  F.  Solly ^  E.  F. 
WMofiy  B,  Pordesy  and  Thomas  Hack. 
Vaie  Nicolas  summed  up  the  Plaintiffs' case  :— There  are  dicta  which  establish 

35  that  where  the  vendor  of  a  Patent  knows  that  he  is  not  the  first  and  true 
inventor  he  is  guilty  of  fraud  {Hall  v.  Conder  2  C.B.N.S.  22  at  page  41).    Before 

'  the  date  of  Sponge's  Patent  Pordes  had  made  and  sold  pencil-like  cases  identical 
with  those  claimed  under  Sponges  Patent.  Pordes^  Provisional  Specification  is 
not  relied  upon,  but  Spong's  Patent  is  invalid  by  reason  of  the  prior  user. 

40  Spong  must  therefore  have  known  that  he  could  not  have  a  valid  Patent  for  the 
invention  he  purported  to  assign,  viz.,  a  self-igniting  gas  lighting  apparatus. 
His  invention,  if  there  was  any,  was  the  guard.  But  he  claims  the  two  in 
combination.  He  does  not  point  out  what  is  new  and  what  is  old,  and  that  is 
essential  to  validity  {Foxwell  v.  Bostock,  4  D.Q.J.  &  S.  298  at  page  310).    The 

45  Plaintiffs  thought  they  were  purchasing  from  Spong  a  self-igniting  gas  lighting 
appliiuice.  They  were  not  told  of  the  agreement  between  Spong  and  Pordes^  nor 
of  the  prior  user.  Spong's  invention  is  only  a  guard.  Spong  was  guilty  of 
fraud  in  not  di9cl0Bing  that  he  was  not  the  inventor  of  the  self -igniting  gas 
lighting  apparatus  and  in  not  disclosing  Pordes*  invention.    The  representation 

50  made  by  the  solicitor  as  to  the  validity  of  the  Patent  to  the  vendor  is  also 
material  in  considering  the  question  of  fraud. 

HngheSf  K.O.,  opened  the  Defendant's  case. — ^The  validity  of  the  Patent  is 
not  the  question  in  issue.  Spong  through  his  solicitor  declined  to  give  any 
warranty.     The    real   question  is  did  Spong  either  himself  or  through  his 

55  solicitor  state  that  he  knew  nothing  affecting  the  validity  when  in  fact  he  did 
know  something,  and  did  the  Plaintiffs  act  upon  it  ?  There  may  have  been 
want  of  subject-matter  for  invention  in  the  Patent  assigned,  but  they  took  the 
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Patent  for  what  it  was  worth.  Neither  the  Defendant  nor  his  solicitor  made 
any  statement  of  the  nature  alleged,  nor  did  they  know  of  anything  affecting 
the  validity  of  the  Patent. 

The  Defendant  was  called  as  a  witness. 

Hiighes,  K.C.,  submitted  that  there  was  no  evidence  of  fraud.  5 

Vale  Nicolas  replied. 

Joyce,  J, — This  is  r^^ther  a  singalar  case.  The  Statement  of  Claim  asks  to 
set  aside  a  sale  after  cciupletion  on  the  ground  of  the  fraudulent  misrepresenta- 
tions of  the  Defendant.  [After  referring  to  the  Pleadings,  the  learned  Judge 
continued  as  follows]  : — It  is  quite  clear  that  in  order  to  set  aside  a  sale  10 
of  a  Patent,  land,  or  anything  else,  after  completion,  you  must  prove 
positive  fraud.  Mr.  Weldon  in  his  evidence  stated  that  on  the  9th  January, 
long  after  the  date  of  the  agreement : — '^  Mr.  f^oo^  assured  me  most  emphatically 
"  that  neither  he  nor  his  client  knew  anything  affecting  the  validity  of  the 
"  Patent."  I  do  not  question  Mr.  Weldon's  veracity,  it  is  not  necessary  to  do  1^ 
that ;  but  I  am  not  satisfied  that  Mr.  Hack  did  say  that,  because  Mr.  Hack 
denies  it  positively.  He  said  : — "  I  did  not  say  I  knew  of  nothing  affecting  the 
"  validity  :  I  did  not  know,"  and  so  on.  I  think  he  may  have  said  possibly 
something  to  the  effect  that  he  did  not  know  ;  but  I  do  not  believe  that  he  said 
his  client  did  not  know.  However,  I  am  not  satisfied  that  he  used  the  expres-  ^0 
sions  that  are  attributed  to  him,  and  it  does  not  appear  to  me  that  there  is  the 
slightest  ground  whatever  for  imagining  that  Mr.  Hack,  even  if  he  made  the 
statement,  knew  it  to  be  false.  Further  than  that  I  am  not  satisfied  that  the 
statement  if  made  was  false.  It  is  not  shown  that  Mr.  Hack  knew  of  anything 
affecting  the  validity  of  the  Patent,  and  Mr,  Spong  as  far  as  he  knew  anything,  25 
knew  of  nothing,  unless  it  be  the  manufacture  and  supply  to  him  of  a  certain 
article  which,  or  rather  I  should  say  only  a  portion  of  which,  I  make  out  from 
Mr.  Pordes  is  exhibit  E.  F.  W.  2  produced  at  this  hearing. 

The  whole  basis  of  the  Plaintiffs'  case  as  it  stands  now  is  (assuming  even  that 
the  expressions  attributed  to  Mr.  HoAik  were  used)  that  this  article  which  is  the  ^^ 
exhibit  I  have  mentioned  was  an  anticipation  of  Sponges  Patent  so  as  to  render 
it  invalid. 

Now  no  scientific  evidence  has  been  called  to  show  me,  or  to  prove  to  me, 
that  this  article  was  anything  of  the  kind.  It  seemed  to  be  supposed  that 
by  the  use  of  my  own  eyesight,  and  by  the  use  of  my  own  scientific  knowledge  ^^ 
with  reference  to  self-igniting  gas  appliances,  which  knowledge  is  scanty. 
I  am  able  to  say  that  this  article  is  something  that  would  be  an  infringement  of 
Sponges  Patent,  if  Sponges  Patent  were  good,  and  that  it  is  in  fact  an  anticipation 
of  it,  and  that  the  prior  user  of  these  articles  invalidates  Sponges  Patent 
Nothing  of  the  kind  is  shown,  and  nothing  of  the  kind  is  proved ;  I  have  not  ^^ 
the  evidence  that  it  is  necessary  to  adduce  in  order  to  prove  it,  and  it  appears  to 
me,  using  what  sight  and  knowledge  I  have,  and  reading  carefully  the  Speci- 
fications, Provisional  as  well  as  Complete,  of  Sponges  Patent,  that  whether  Sponges 
Patent  be  bad  for  want  of  substance  or  any  other  ground,  there  is  no  reason  to 
suppose  that  Sponges  Patent  is  bad  by  reason  of  the  prior  manufacture  and  sale  ^^ 
of  that  article.  In  fact  I  have  no  reason  to  think  it  is  bad,  because  the  substahoe 
of  Sponges  invention,  if  there  was  any  invention,  and  if  the  invention  had  any 
substance,  it  appears  to  me  was  in  lact  providing  self  igniting  gas  appliances  of 
the  kind  described  with  a  guard  or  protector.  That  is  the  substance  if  there 
is  any. 

Therefore  it  appears  to  me  that  this  action  fails  on  every  ground  on  which  it 
has  been  sought  to  support  it,  and  the  only  consequence  is  that  it  must  be 
dismissed  with  costs. 


50 
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In  thb  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Warrington. 

June  2nd  and  3rd,  1904. 

In  the  Court  op  Appeal. 

5  Before  Lords  Justices  Vaughan  Williams,  Romer,  and  Cozbns-Hardy. 

November  3rd  and  4th,  1904. 
SCHWEPPBS  Ld.   v.  Gibbens. 

Action  for  passing  off  Defendant's  goods  as  Plaintiffs'. — Alleged  similarity 
of  get-up. — Copying  by  Defendant  held  not  proved.-- Probability  of  deception 
10  not  established. 

S,^  a  limited  Company^  sold  soda  water  in  bottles  with  a  neck  label  round  them^ 
the  body  of  the  label  being  of  chocolate  colour^  with  a  white  border  and  a  red 
medallion  in  the  centre  of  the  label.  G.  subsequently  sold  soda  water  in  bottles 
with  a  soynewhat  similar  neck  label  round  them  of  the  same  colour^  and  unth  a 

X5  central  red  medallion.  S.'s  labels  had  **  Schweppes'  Soda  Water "  printed  on 
them  in  white  characters.  G.'s  l^ad  "  Gibbens'  Soda  Water.''  The  medallions  in 
the  centre  also  differed.  An  actiofi  having  been  brought  by  S.  against  O.y  held, 
cU  the  trialy  that  the  Plaintiffs  had  not  established  that  the  Defendant's  labels 
were  calculated    to   deceive^  and    the  action  was  dismissed  with  costs.    The 

20  Plaintiffs  appealed. 

Held,  on  appeal^  that  a  fraudulent  intention  on  the  part  of  tlie  Defendant 
ought  not  to  be  presumed ;  and^  further^  that  the  Defendant's  labels  were  not 
calculated  to  mislead.    The  Appeal  was  dismissed  with  costs. 

Schweppes  Ld.^  the  Plaintiffs  in  the  action,  were  soda  water  manafacturers, 
25  and  for  25  years  they  had  put  up  for  sale  and  sold  soda  water  in  embossed 
bottles  bearing  an  oblong  label,  which  was  placed  on  the  neck  or  shoulder 
of  the  bottle.  This  label  was  of  chocolate  colour  with  a  thin  white  line  running 
round  it,  and  a  red  medallion  in  the  centre.  It  had  printed  on  it  in  large  white 
characters  the  words  "  Schweppes'  Soda  Water."  Many  of  their  bottles  had  a 
30  second  label  placed  over  the  cork  of  the  bottle,  extending  down  each  side  of  the 
neck  of  the  bottle.  They  commenced  in  1897  to  use  the  particular  label  which 
was  in  use  at  the  date  of  the  writ,    TJie  plaintiffs  alleged  that  no  similar  labels 
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or  get-ap  existed  in  the  trade  before  the  wrongful  acts  of  the  Defendant.  The 
Plaintiffs  discovered,  in  1903,  that  the  Defendant,  J.  A.  V.  Gibhena,  had  begun 
to  put  up  for  sale  and  sell  soda  water,  not  being  the  Plaintiffs'  soda  water,  in 
embossed  bottles  bearing  a  label  so  similar,  as  the  Plaintiffs'  alleged,  to  their 
label  that  the  bottles  could  not  be  distinguished  from  each  other  unless  placed 
side  by  side.  The  Defendant  was  a  soda  water  manufacturer  and  vendor  in 
Plymouth,  and  the  discovery  of  the  sale  of  the  Defendant's  soda  water  in  bottles 
with  labels  similar  to  the  Plaintiffs'  was  made  through  the  Plymouth  agent  of 
the  Plaintiffs,  to  whose  notice  one  of  the  Plaintiffs'  bottles,  with  a  fragment  of 
the  Defendant's  label  upon  it,  was  brought  by  a  carter  at  Plymouth  who 
collected  empty  bottles  from  retail  tradesmen. 

The  following  is  a  representation  in  black  and  white  of  the  Plaintiffs'  label. 
In  use  the  ground  of  the  label  (here  shown  in  black)  was  chocolate  in  colour, 
and  the  central  disc  was  coloured  red  with  the  fountain  mark  and  letterpress 
on  it  in  black  : — 


10 


15 


The  following  is  a  representation  in  black  and  white  of  the  Defendant's  label. 
In  use  the  ground  of  this  label  (here  shown  in  black)  was  chocolate  in  colour, 
and  the  central  disc,  &c.,  similarly  coloured  to  the  Plaintiffs'  label  :— 


The  Plaintiffs,  by  their  Statement  of  Claim,  after  stating  in  the  first  four 
paragraphs  the  facts  as  to  the  sale  of  their  soda  water  and  their  discovery  of  the 
acts  of  the  Defendant  of  which  they  complained,  stated  as  follows  :—"  5.  The 
"  Defendant's  said  bottles  so  got  up  and  labelled  are  calculated  to  deceive,  and 
"  must  have  already  deceived  many  members  of  the  public  into  supposing  that 
"  the  soda  water  contained  in  such  bottles  is  the  Plaintiff  Company's  soda 
*'  water.  Moreover,  the  issue  by  the  Defendant  of  bottles  so  labelled  places  in 
**  the  hands  of  publicans  and  others  who  deal  in  such  goods  a  ready  means  of 
**  deception  which  would  in  fact  often  deceive  such  trade  customers  themselves. 
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"  The  fact  that  the  Defendant's  prices  to  the  trade  are  lower  than  those  of  the 
"  Plaintiff  Company  affords  a  direct  inducement  to  such  trade  customers  to 
*'  purchase  the  Defendant's  soda  water,  it  being  easy  for  them  to  retail  it  to  the 
"  public  at  the  Plaintiff  Company's  prices.  6.  Such  differences  as  exist  between 
5  "  the  Defendant's  label  and  labelled  bottles  and  those  of  the  Plaintiff  Company 
"  are  altogether  insufficient  to  counteract  the  extreme  similarity  between  them, 
"  and  it  is  urgently  necessary  for  the  protection  of  the  Plaintiff  Company  and 
"  of  the  public  that  the  Defendant  should  be  restrained  from  continuing  the 
"  imitation  of  which  the  Plaintiff  Company  complains." 

10  The  Plaintiff  Company  claimed  : — "  1.  An  injunction  to  restrain  the  Defen- 
"  dant,  her  servants  and  agents,  from  in  any  manner  passing  off,  or  enabling  or 
"  assisting  others  to  pass  off,  any  soda  water  or  other  mineral  or  aerated  water 
"  not  of  the  manufacture  of  the  Plaintiffs  as  or  for  soda  water  or  other  water 
*'  of  the  Plaintiffs'  manufacture.    2.  And  from  selling  or  offering  or  exposing 

15  "  or  advertising  for  sale  or  procuring  to  be  sold  any  such  water  as  aforesaid  in 
"  bottles  bearing  any  label  so  arranged  or  contrived  as  by  colourable  imitation 
"  of  the  Plaintiffs'  labels,  or  either  of  them,  or  otherwise  to  be  calculated  to 
"  represent  or  lead  to  the  belief  that  the  water  sold  thereunder  is  water  of  the 
'*  Plaintiffs'  manufacture.    3.  An  Order  for  delivery  up  or  (at  the  Plaintiffs' 

20  "  option)  destruction  of  all  labels  which  are  in  the  Defendant's  possession  or 

"  power  or  under  her  control  and  offend  against  the  foregoing  injunctions  or 

"  either  of  them."    Damages  or  an  account  of  profits,  and  costs  were  also  claimed 

The  Statement  of  Defence  was  as  follows  : — "  1.  The  Defendant  denies  all 

"  and  every  the  allegations  contained  in  the  first  clause  of  paragraph  2  of  the 

25  "  Statement  of  Claim.  The  user  by  the  Plaintiffs  of  a  label  of  the  shape  and 
"  colour,  and  placed  as  there  described,  is  quite  recent,  nor  is  the  label  used  by 
**  them  always  of  the  same  shape  or  colour.  Such  label  is  not  distinctive  of 
**  the  Plaintiffs'  goods.  The  user  by  them  of  a  red  label  over  the  cork,  with 
*•  the  name  ^Schweppes^  on  both  ends  of  the  label  and  their  Trade  Mark  in 

30  **  the  centre,  is,  however,  general  on  both  sized  bottles,  and  is  distinctive  of  the 
"  Plaintiffs'  botUes,  and  attention  is  called  to  it  as  being  distinctive  by  words 
**  printed  on  the  neck  label.  2.  As  to  the  allegations  contained  in  paragraph  3 
**  of  the  Statement  of  Claim,  the  Defendant  says  that  the  public  pays  little  or 
**  no  attention  to  the  colour  or  shape  of  the  Plaintiffs'  label,  but  to  the  Plaintiffs' 

35  **  name,  which  is  prominently  printed  on  the  labels  and  embossed  on  the 
*'  bottles,  and  to  the  general  get-up  of  the  bottles.  The  Defendant  denies  that 
**  anyone  who  has  an  oblong  brown  label  with  a  red  disc  in  the  centre  on  a 
**  bottle  of  soda  water  necessarily  or  probably  identifies  such  bottles  with  the 
*'  Plaintiffs'  goods.    A  similarly  coloured  and  shaped  label  is  in  common  use  in 

40  "  the  trade.  The  last  clause  of  paragraph  3  is  denied.  3.  The  Defendant 
"  denies  that  she  has  recently  begun  to  put  up  for  sale  and  sell  soda  water  in 
"  embossed  bottles  bearing  such  a  label  as  described  in  paragraph  2  of  the 
"  Statement  of  Claim.  Since  the  year  1889  she  has  used  and  still  uses  bottles 
"  with  her  own  name  and  address,  and  in  general  her  Trade  Mark  of  a  figure  of 

45  "  Sir  Francis  Drake  prominently  emboss^  thereon.  Her  use  of  a  brown  label, 
"  with  the  words  '  Oibhens"  Soda  Water '  in  prominent  white  letters  printed 
"  thereon,  dates  back  more  than  20  years.  There  was  then  a  change  in  the 
**  trade,  and  patent  stoppered  bottles  were  almost  exclusively  sold  by  her  until 
"  about  two  years  ago,  when  a  demand  for  corked  bottles  again  sprang  up.    She 

50  "  then  had  her  brown  neck  label  altered  and  adapted  to  half-size  bottles  or 
** '  splits,'  upon  which  alone  she  uses  the  same.  Her  present  neck  label  does 
'*  not  resemble  except  in  colour  and  shape,  nor  was  it  copied  from  that  of  the 
"  Plaintiffs',  but  was  designed  and  made  for  her  independently  by  her  printer 
"  and  without  any  idea  of  copying  the  label  of  the  Plaintiffs,  who  then  only 

55  "  had  a  special  trade  in  Plymouth,  and  in  no  way  competed  with  the  Defen- 
*<  dant.    In  fact  the  DefendiBtnt  says  that,  except  that  it  is  differentiated  from 
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'^  others  by  the  Defendant's  name  and  Trade  Mark,  her  neck  label  is  of  a  stock 
*'  pattern  and  colour  and  common  to  the  trade.  4.  There  is  no  difficulty  in 
"  distinguishing  the  Plaintiffs'  and  Defendant's  bottles.  The  prominence  of 
**  the  respective  names  on  the  bottles  and  labels  makes  the  difference  clear  and 
"  striking,  and  the  general  get-up  of  the  Defendant's  bottles  does  not,  except  5 
"  so  far  as  such  get-up  is  common  to  the  trade,  resemble,  nor  could  it  be  mistaken 
"  for  that  of  the  Plaintiffs'.  Moreover,  the  Defendant's  corked  bottles  are  larger 
"  and  hold  more  than  the  Plaintiffs',  are  pointed  at  the  end,  whereas  the  Plaintiffs' 
"  are  flat,  the  wiring  of  the  corks  is  quite  different,  and  the  Defendant  uses 
**  on  her  '  splits '  the  brown  neck  label  only,  and  on  her  full-sized  bottles  10 
*'  the  red  label  over  the  cork  only,  whereas  the  Plaintiffs  use  both  labels  on  both 
"  sized  bottles.  5.  The  Defendant  denies  all  and  every  of  the  allegations  con- 
"  tainted  in  paragraph  5  of  the  Statement  of  Claim.  No  case  of  anyone  having 
"  been  deceived  is  or  can  be  adduced.  It  is  impossible  that  wholesale  pur- 
^*  chasers,  or  purchasers  of  even  a  single  bottle  to  take  away,  could  be  deceived,  15 
"  and  the  only  way  in  which  publicans  could  deceive  customers  whom  they 
"  serve  with  soda  would  be  if  they  were  to  conceal  the  label  altogether.  The 
"  Plaintiffs'  prices  being  higher  than  the  Defendant's  would  also  prevent  decep- 
"  tion,  because,  purchasers  who  paid  for  the  Plaintiffs'  soda  water  would  at 
^^  once  look  for  the  name  of  Schweppes  on  the  label  or  cork.  6.  The  Defendant  20 
'^  denies  the  allegations  contained  in  paragraph  6  of  the  Statement  of  Claim,  and 
'^  says  that  the  Plaintiffs  have  not  been  damnified  by  any  wrongful  act  of  the 
"  Defendant,  and  that  neither  they  nor  the  public  require  the  protection  claimed 
^*'  by  this  action.  The  Defendant  and  her  predecessors  in  title  have  carried  on 
^^  business  as  manufacturers  of  aerated  and  mineral  waters  in  Plymouth  for  25 
'*  upwards  of  80  years.  Such  business  has  always  been  associated  with  the 
^'  name  of  '  Ghibbens,^  and  her  goods  have  long  been  known  under  that  name  in 
*^  the  neighbourhood.  The  Plaintiffs,  until  the  last  few  months,  have  had  no 
"  depdt  in  Plymouth,  and  their  soda  water  has  not  been  extensively  bought 
**  there  by  the  general  public."  30 

The  Defendant  was  ordered  to  deliver  to  the  Plaintiffs  Particulars  of  the 
common  use,  in  the  trade,  of  oblong  brown  labels  with  a  red  disc,  as  alleged  by 
paragraph  2  of  the  Defence,  and  in  accordance  with  the  Order  she  delivered  the 
following: — "Names  and  addresses  of  firms  or  persons  in  the  mineral  water 
"  trade  using  oblong  brown  labels  with  a  red  disc  are :  Messrs.  Werder  and  85 
^^  Pegram  (Excelsior  Soda  Water),  Cape  Town,  South  Africa;  Clayton* s 
"  {Cardiff)  Ld.^  Welsh  Brewery,  Pembroke  Road,  Cardiff  (their  user  com- 
"  menced  about  two  years  ago)  ;  H.  W.  Carter  A  Go.  Ld.  (Bristol  Soda  Water), 
**  Bristol  (their  user  commenced  about  31  years  since)  ;  W.  Biscombe  A  SonSy 
"  Plymouth  (their  user  commenced  about  seven  years  since)  ;  the  Defendant,  40 
"  whose  user  commenced  two  years  since  ;  Eden^  of  Piytoouth,  who  gave  up 
"  business  a  few  months  since,  but  his  user  commenced  three  years  since ; 
"  G.  S.  Millington,  of  Hull  (Hull  and  District  Company's  Soda  Water)  ;  Marble 
"  Brand  Company^  Homsby ;  Remington  A  Co.y  Bedford  and  Manningham." 

The  action  came  on  for  trial  on  the  3rd  of  June  1904,  before  Mr.  Justice  45 
Warrington. 

(7.  A.  Russell,  K.C.,  H.  Terrell^  K.C.,  and  Sebastian  (instructed  by  Churchy 
Rendell  A  Co.^  as  agents  for  Watts  Ward  and  Antlwnyy  of  Plymouth)  appeared 
for  the  Plaintiffs;   Rowdenj  K.C.,  and  Manby  (instructed  by  WedlaJce^  Letts 
and  Wedlakey  agents  for  Skardon  and  Phillips^  of  Plymouth)  appeared  for  the  50 
Defendant. 

A  number  of  witnesses  were  called  for   the    Plaintiffs,  including  C.  D. 
Kemp    Welchy  the  managing  director  of  the  Plaintiff  Company,  who  gave 
evidence  as  to  the  number  of  soda  water  bottles  sold  by  the  Plaintiffs  annu^ly; 
/.  A.  J.  Harris^  the  manager  of  the  Plaintiffs  at  their  Plymouth  depAt ;   H.  A.  55 
Meredith^  who  collected  the  bottles  with  the  labels   complained    of   from 
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TheobakTg  Corn  Exchange  Hotel  in  Plymouth  ;  T.  F.  Saunders^  employed  in 
the  provision  stores  of  Eayes  A  Co.y  at  Plymouth,  who  sorted  Schweppes^  empty 
bottles  to  return  to  them,  and  put  several  of  the  Defendant's  bottles  into  the 
case  destined  for  Schweppes^  in  the  belief  that  they  were  Schweppes'  bottles ; 
5  and  P.  H.  Prior  and  Frederick  Lewin,  licensed  victuallers,  who  gave  evidence 
as  to  the  custom  of  barmen  in  supplying  customers  in  restaurants  with  whisky 
and  soda  water— the  soda  water  bottle,  if  not  exhausted,  was  placed  at  the  side 
of  the  glass,  so  that  the  customer  could  replenish ;  if  exhausted  the  barman 
took  it  away.      G.  A.  Dai/y  a  licensed  victualler's  manager  at  the  Pagoda 

10  Wine  Stores  at  Plymouth,  was  called,  and  stated  that  the  similarity  of 
the  Plaintiffs'  and  Defendant's  labels  gave  rise  to  many  mistakes  on  his 
premises,  and  consequently  he  separated,  at  some  distance  from  each  other  in 
the  bar,  the  soda  water  of  the  Plaintiffs  and  Defendant,  so  that  no  mistakes 
should  be  made. 

15  C.A.  Russell,  K.C.,for  the  Plaintiffs. — The  question  here  is  the  similarity  of  the 
labels,  and  whether  there  is  a  probability  of  customers  being  deceived  by  the 
Defendant's  labels.  Customers  ask  for  Schweppes*  soda,  and  frequently  never 
handle  the  bottle,  although  they  see  it  in  the  hands  of  the  barman  who  supplies 
the  drink.    The  customers  know  Schweppes^  label,  and  if  the  Defendant's  bottle 

20  is  held  by  the  barman  in  a  particular  way  the  customer  must  often  be  deceived, 
supposing  that  a  bottle  of  the  Defendant's  soda  water  is  used  designedly  or  by 
accident,  by  the  barman  instead  of  Schtveppes'  bottles.  The  get-up  of  the  Defen- 
dant's bottles  is  a  clear  source  of  deception  to  the  public.  The  similarity  of  the 
labels  leads  to  mistakes  even  on  the  part  of  barmen.    [Warrington,  J, — In 

2."^  any  case  the  customer  could  be  deceived  by  the  barman.  The  brown  label  of 
the  Defendant's  makes  it  no  easier.  Besides,  if  a  tradesman  distinguishes  his 
goods  sufficiently,  he  is  not  to  blame  if  a  fraudulently-minded  retailer  tries  to 
pass  off  his  goods  as  those  of  another  manufacturer.]  The  following  cases  were 
cited  i—Reddaway  v.  Banham  (13  R.P.C.  218 ;   L.R.  (1896)  App.  Cas.  299)  ; 

30  Singer  v.  Loog  (L.R.  18  CD.  412)  ;  and  Lever  v.  Goodwin  (4  R.P.C.  504  ;  L.R. 
36  CD.  3). 
Counsel  for  the  Defendant  were  not  called  upon. 

Warrington,  J. — This  is  what  is  commonly  called   a  passing-off  action ; 
in  other  words,  it  is  an  action  for  an  injunction  restraining  the  Defendant 

35  from  (I  will  take  the  exact  words  of  the  claim)  "in  any  manner  passing  off  or 

"  enabling  or  assisting  others  to  pass  off  any  soda  water  or  other  mineral  or 

*^  aerated  water  not  of  the  manufacture  of  the  Plaintiffs  as  or  for  soda  water 

"  or  other  water  of  the  Plaintiffs'  manufacture." 

The  case  is  limited  to  this.     It  is  said  that  the  Defendant  has  so  labelled 

40  her  small  soda  water  bottles,  which  are  commonly    called   "splits,"    as  to 

enable  a  retail  dealer — a  barman — ^who  is  supplying  the  public,  to  induce  his 

customers  to  take  a  bottle  of  the  Defendant's  soda  water  in  the  belief  that  it 

is  a  bottle  of  the  Plaintiffs'  soda  water. 

Each  of  the   two    labels    is   a   chocolate   label  printed  in  white.     On  the 

45  Plaintiffs'  chocolate  label,  in  white  characters,  are  the  words  *^  Schweppes^ 
"  Soda  Water,"  with  some  words  underneath  which  are  immaterial  for  this  pur- 
pose. On  the  Defendant's  label,  which  is  also  chocolate,  are  printed  in 
white,  the  words  "  Gibbens'  Soda  Water,"  the  "  Gibbens^ "  being  printed 
as  prominently  and  in    as    large    characters  as  the   rest   of    the  letterpress, 

50  and  in  that  case  also  there  are  other  words  in  small  print  under  those  which  I 
have  read  which  are  immaterial  for  the  present  purpose.  Each  bottle  is  also  em- 
bossed, that  of  the  Plaintiffs'  in  large  letters,  ^^ Schweppes,'  and  that  of  the 
Defendant's  with  the  figure  of  a  man,  which  I  believe  is  supposed  to  represent 
Sir  Francis  Drake,  and  the  words  "  E.  Gibbens,  Plymouth,  Registered  Trade 

55  "  Mark."  The  Plaintiffs'  label,  in  addition  to  the  white  letters  on  the  chocolate 
ground,  has  a  red  medallion  with  their  "  Fountain"  Trade  Mark  printed  upon  it. 
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The  Defendant's  label  has  her  Trade  Mark,  the  figure  which  I  am  told  is  that 
of  Sir  Francis  Drake^  standing  on  a  red  medallion. 

It  is  admitted  that  a  chocolate  label  with  printing  in  white  is  not  peculiar 
to  the  PlaintifiEs.  The  real  claim  is  that  the  use  by  the  Defendant  of  a 
chocolate  label,  printed  in  white  with  the  red  medallion  and  the  Trade  5 
Mark  upon  it,  is  calculated  to  deceive.  It  is  suggested  that  a  person 
who  serves  a  customer  might,  if  he  were  so  disposed,  serve  the  Defendant's  water 
in  place  of  the  PlaintifiEs'  water.  In  order  to  properly  appreciate  that  question, 
one  must  consider  in  what  way  the  soda  water  is  served.  No  w  1  have  the  evidence 
of  two  licensed  victuallers,  and  I  am  willing  to  infer  that  others  might  have  10 
given  similar  if  not  identical  evidence.  The  effect  of  that  evidence  I  take  to  be 
this  :  that  a  person  wanting  Schweppes^  water  at  a  restaurant  or  other  similar 
place  asks  for  " Schweppes^ "  or  ** Brandy  and  SchweppeSy^  or  " Whisky  and 
'*  Schweppes  "  ;  that  the  barman  takes  a  bottle  of  soda  water,  pours  it  into  the 
glass  where  the  whisky  or  brandy,  as  the  case  may  be,  is  already,  or  into  the  15 
empty  glass  if  Schweppes  alone  is  asked  for  ;  and  in  the  case  of  one  of  the  two 
witnesses,  he  invariably  places  the  empty  bottle  by  the  side  of  the  glass  after 
the  water  has  been  poured  out  of  the  bottle  into  the  glass.  It  appears  that 
in  other  cases  that  may  or  may  not  be  done,  according  as  the  bottle  has  been 
completely  emptied  or  not.  If  the  bottle  has  been  completely  emptied  the  20 
barman  may  or  may  not  place  the  bottle  on  the  counter.  In  that  case,  he  has 
already  poured  the  water  into  the  glass,  and  the  customer  may  or  may  not 
have  seen  what  he  is  doing. 

Now  I  will  take  the  first  class  of  cases.  Supposing  Schweppes"  water  has 
been  poured  into  the  glass  and  the  bottle  is  placed  on  the  counter,  as  Mr.  25 
Prior^  who  was  called  on  that  part  of  the  case,  said,  it  is  done  with  the 
express  purpose  of  informing  the  customer  that  he  has  got  What  he  wanted. 
I  quite  agree,  and  I  think  nobody  could  doubt,  that  if  instead  of  the  Plaintiffs' 
bottle  the  barman  placed  on  the  counter  the  Defendant's  bottle,  the  customer, 
if  he  looked  at  it  at  all,  must  of  necessity  see  that  he  had  not  got  Schweppes^  30 
watar,  and  I  therefore  put  that  class  of  cases  aside. 

Now  with  regard  to  the  other  class  of  cases,  the  barman,  when  he  pours  out 
the  soda  water  into  the  glass,  may  or  may  not  do  it  in  the  sight  of  the 
customer.  If  he  does  not  do  it  in  the  sight  of  the  customer,  cadit  qtuBstio^ 
the  customer  is  not  deceived  by  the  label.  He  may  do  it  in  the  sight  of  35 
the  customer,  and  it  is  possible,  if  the  customer  is  familiar  with  the 
chocolate  label  printed  in  white  of  /Schweppes^  and  sees  a  bottle  with  a  chocolate 
label  printed  in  white,  he  may  think  that  he  is  getting  Schweppes^  water ;  but 
that  is  not  the  label  for  which  the  Plaintiffs  are  claiming  protection ;  they  are 
claiming  something  more.  40 

In  my  view  the  Defendant's  label  is  not  as  it  stands,  if  fairly  used,  calculated 
to  enable  a  barman  to  deceive  the  customer.  He  may  deceive  the  customer 
because  he  may  himself  fraudulently  use  it  in  such  a  way  as  to  effect  the 
deception.  As  was  pointed  out  by  Lord  Macnaghten  in  the  Coffee-tin  case 
Pat/ton  V.  Snelling*  he  may  cover  up  everything  that  is  material,  but  if  he  ^5 
fairly  uses  the  label — fairly  shows  the  label  to  the  customer — ^in  my  opinion 
there  is  no  reasonable  probability  of  a  customer  being  deceived. 

Coming  as  I  do  to  that  conclusion,  the  result  is  inevitable.  There  are  no 
authorities  to  which  I  think  it  necessary  to  refer,  because  the  principle  on  which 
these  cases  are  decided  is  now  perfectly  well  understood.  The  only  cases  that  50 
have  been  cited  to  me  are  Reddaway  v.  Banham,  the  well-known  "Camel-hair 
**  Belting  "  case — which,  by  the  way,  was  one  of  some  peculiarity,  as  I  think 
has  been  recognised  in  more  recent  cases,  where  that  decision  has  been  used  in 
a  manner  not  quite  contemplated  by  the  noble  Lords  who  were  parties  to  it 


•  17  BJP.O.  636  ;  L.B.  (1901)  App.  Caa.  308. 
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and  Paytan  v.  Sneiling  (which  iivas  in  some  reBpects  a  case  not  unlike  the 
preeent),  the  case  to  which  I  have  already  sdlnded  in  mentioning  Lord  Mdc^ 
naghUfrCs  judgment.  The  only  other  two  cases  were  Singer  v.  Loog  and  Lever 
▼.  Ooodwiny  and  I  can  only  find,  so  &r  as  Singer  v.  Loog  is  concerned,  what  is 
5  really  pointed  out  in  the  judgment  there  is  that  it  is  sufficient  to  enable  the 
Plaintiff  to  succeed  if  he  can  show  that  the  get-up,  the  label,  or  whatever  it  may 
be,  is  of  such  a  nature  as  is  calculated  to  enable  the  retail  vendor  to  deceive  the 
ultimate  customer,  a  principle  which  nobody  doubts.  Lever  v.  Goodwin  was 
referred  to  for  another  purpose,  namely,  to  induce  me  to  hold  that  because  the 

10  get-up  in  Lever  v.  Ooodwin  was  held  calculated  to  deceive,  therefore  the  get-up 
in  this  case  ought  to  be  held  calculated  to  deceive.  It  seems  to  me  that  each  of 
these  cases  must  be  looked  at  by  itself,  and  the  Judge,  looking  at  the  label  or  the 
get-up  or  device,  whatever  it  may  be  that  is  complained  of,  with  such  assistance 
as  to  the  practice  in  the  trade  as  he  can  get  from  the  witnesses,  must  decide  for 

15  himself  whether  the  article  complained  of  is  calculated  to  deceive  or  not.  In 
this  case,  having  very  carefully  considered  these  labels,  and  looked  at  them  in 
many  ways,  and  had  everything  material  called  to  my  attention,  I  have  come  to 
the  conclusion  that  the  Defendant's  labels  are  not  calculated  to  deceive, 
and  there  must  be,  therefore,  judgment  for  the  Defendant  with  costs. 
j  20      The  Plaintiffs  appealed.    On  the  hearing    of  the    appeal,  MouUon,  K.C., 

T&rrell^  K.C.,  and  Sebastian  (instructed  by  Church,  Rendell  A  Co.)  appeared 
for  the  Appellants ;  and  Rou/den,  E.C.,  and  Manhy  (instructed  by  Wedlake, 
Letts,  and  Wedlake)  appeared  for  the  Respondent 
The  arguments  on  behalf  of  the  Appellants  were  substantially  the  same  as  in 

25  the  Court  below. 

Counsel  for  the  Respondent  were  not  called  on. 

Vaughan  Williams,  L.J.— My  brethren  take  a  different  view  of  the  facts 

here  from  that  which  I  take,  but  if  I  took  the  same  view  of  the  facts  as  they 

I  take,  I  should  come  to  exactly  the  same  conclusion  in  law  that  they  do.    They 

30  think  that  in  &ct  there  is  no  such  similarity  between  the  Defendant's  labels 
and  the  Plaintiffs'  labels  as  to  lead  to  an  inference  of  an  intention  to  imitate. 
I  should  have  thought  that,  having  regard  to  the  evidence  in  the  case,  it  was  a 
possible  inference  that  there  was  an  intention  to  imitate.  It  is,  I  believe,  their 
view  that  the  taking  of  the  red  disc  by  the  Defendant,  after  the  PlaintifEs  had 

35  for  some  years  used  it  to  distinguish  their  chocolate  labels  from  others,  is  to 
be  accounted  for  on  the  ground  that  it  is  a  very  convenient  place  on  which 
manufacturers  could  exhibit  their  particular  marks.  It  will  be  seen,  looking  at 
these  before  us,  that  the  particular  Trade  Mark  in  each  case-  appears  upon 
the  red  disc.    Under  these  circumstances  it  is  not  for  me  to  go  any  f urtixer 

40  into  the  case.  I  think  it  right,  however,  to  say,  that  having  regard  both  to 
Lever  v.  Qoodtvin,  and  the  observations  of  Lord  Macnaghten  and  Lord  Davey 
in  Paytan  v.  Sneiling  in  the  House  of  Lords,  I  should  have  thought  that,  if 
there  had  been  such  a  similarity  here  as  led  irresistably  to  the  conclusion  that 
there  was  imitation,  and  that  that  imitation  was  of  such  a  character  as  was 

45  calculated  to  mislead,  the  injunction  ought  to  have  been  granted,  but,  as  that  is 
not  the  case,  it  is  not  necessary  for  me  to  say  any  more  than  that.  It  will  be 
observed  in  Payton  v.  Sneiling  that  both  Lord  MacnagUen  and  Lord  Davey 
took  the  view  at  first  that  there  was  no  fraudulent  intention — no  intention  to 
steal  the  manufacturer's  trade  ;  secondly,  that  there  was  no  such  similarity  as 

50  made  the  use  of  the  Defendant's  label  likely  to  mislead.  I  only  want  to  add 
one  word  about  misleading.  It  is  never  necessary  to  have  recourse  to  the  case 
of  its  being  calculated  to  deceive,  as  distinguished  from  an  actual  case  of  deceit, 
unless  you  have  no  evidence  of  any  fraudulent  intent.  If  you  have  no  evidence 
of  the  f  raudul^it  intent,  then  the  whole  question  is  whether  the  similarity  ia 

S5  such  as  to  be  calculated  to  mislead  buyers.  I  am  of  opinion  that  in  this  case  it 
is  not  so,  and  there  is  an  end  of  the  matter. 
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Lord  Justice  ROMBB  suggeetB  that  I  have  not  eafficiently  stated  that,  npon  the 
question  of  fact,  I  think  I  ought  not  to  differ  from  my  brethren.  I  thought 
I  had  said  so  at  the  beginning  of  my  Judgment ;  if  I  did  not,  I  say  now, 
that  it  would  be  impossible  for  me  to  differ  on  the  question  of  fact  from  my 
brethren  and  Mr.  Justice  Warrington.  The  moment  I  concur  with  them  as  5 
to  the  facts,  there  is  no  question  of  law  which  arises. 

ROMBB,  L.J. — ^As  my  Lord  has  said,  we  are  in  substance  agreed — that  is, 
my  Lord  does  not  differ  from  the  conclusion,  which  1  have  arrived  at  with 
my  brother  Lord  Justice  Cozbns-Hardt,  in  thinking  that  this  Appeal  fails, 
and,  accordingly,  that  it  is  not  necessary  to  call  upon  the  Respondent  in  10 
the  Appeal  to  address  the  Court.  Speaking  only  for  myself,  I  must  say  that  I 
think  the  Appellants*  case  entirely  ^ils,  and  entirely  fails  for  the  reasons  given 
by  Mr.  Justice  Warrington,  I  agree  with  that  Judgment  so  thoroughly,  ihat 
I  do  not  think  it  neoessary  to  repeat  the  reasons  he  has  given. 

It  is  said  that  the  Court  is  at  liberty  to  impute  to  the  Defendant,  in  the  15 
circumstances  of  this  case,  a  fraudulent  intent  in  the  alteration  she  made  in 
her  label,  or  in  putting  the  label  she  used  on  her  bottles.    When  you  come 
to    consider  what  is  the  ground  for  such  a  serious  suggestion  against  the 
Defendant,  it  simply  is  this — ^the  Defendant  has,  in  the  clearest  and  plainest 
manner,  stated  on  her  label  that  the  soda  water  she  is  selling  is  Ghihhens^s  20 
soda  water,  the  name  "  Oibb&na  "  being  so  used  that  nobody  who  for  a  moment 
taken  up  this  bottle  and  looks  at  it  can  avoid  seeing  it.    It  is  also  not  in  dispute 
that  the  Defendant  is  perfectly  entitled  to  use  the  chocolate  coloured  label, 
that  being  a  label  which  is  common  to  the  trade.    When  I  say  '^  common  to  the 
*<  trade,'*  it  is  a  colour  that  has  been  used  by  others,  and  it  is  not  pretended  that  25 
the  Plaintiffs  are  the  only  manufacturers  that  use  that  colour.    The  only 
suggestion  on  which  the  Plaintiffs*  case  is  really  founded  is  this.    They  say  it 
must  be  taken  that  the  Defendant  put  the  red  circular  device  in  the  centre  of 
the  chocolate  label  for  the  purpose  of  making  her  label  like  the  Plaintiffs*,  and 
with  a  fraudulent  intent.    To  my  mind  that  would  be  a  strange  imputation  to  30 
be  obliged  to  make.    In  the  first  place,  I  am  not  satisfied  that  a  red  circular 
device  in  such  a  label  as  this  is  so  novel  a  thing,  or  so  straige  a  thing  that 
nobody  could  have  thought  of  it  except  they  saw  the  Plaintiffs'  label,  and 
further  than  that,  even  if  the  idea  was  suggested  by  seeing  that  the  Plaintiffs 
had  used  this  red  circular  device  upon  the  chocolate  ground,  the  conclusion  I  35 
should  come  to  would  be  that  they  thought,  seeing  it,  it  was  a  very  useful  and 
pretty  method  of  puttmg  in  that  way  their  own  special  device,  or  their  own 
special  Trade  Mark,  because  if  you  look  at  the  way  this  red  device  is  used  you  will 
find  that  Schweppes  used  it  as  a  means  of  putting  in  a  short  form  their  Trade 
Mark,  and  that  is  exactly  what  GHbbens  does.    To  say  that  you  ought  to  infer  40 
from  that,  and  that  alone,  fraudulent  intent  is,  to  my  mind,  to  say  that  which 
no  Court  ought  to  assume  as  against  a  Defendant  in  this  position. 

But  even  if  I  could  assume  as  against  the  Defendant  in  this  case  a  fraudulent 
intent  in  the  design  which  she  may  have  put  on  her  label,  that  would  not 
carry  me  the  full  length.    In  order  to  make  the  Defendant  liable  I  should  be  45 
obliged  to  come  to  the  conclusion,  as  a  matter  of  fact,  that  the  label  she  has 
designed  is  calculated  to  mislead.     Upon  that  I  need  only  say  that  I  am  not 
satisfied  that  it  is  calculated  to  deceive  at  all.    On  the  contrary,  I  come  to  the 
conclusion  that  no  person  who  takes  her  bottles  with  her  labels  upon  them,  and 
deals  with  them  at  all  fairly,  could  be  deceived  for  a  moment.     The  only  real  50 
suggestion  that  can  be  made  is  that  some  persons  selling  soda  water,  not  by 
handing  over  the  bottle,  but  by  simply  pouring  out  the  soda  water  and  handing 
it  to  somebody  to  drink,  may  so  use  the  bottles,  by  showing  only  a  part 
of  the  label,  as  to  deceive;    in  other  words,  that  a  bar-keeper  under  these 
circumstances  may  be  guilty  of  a  fraud,  but  such  a  far-fetched  suggestion  as  55, 
that  is,  to  my  mind,  one  that  this  Court  ought  not  to  consider  seriously  for  the 
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purpose  of  saying  that  the  Defendant  is  to  be  held  liable  for  any  such  possible 
result  of  what  she  has  done  as  that.  The  cases  of  so-callod  fraud  of  tlmt  kind 
have  been  dealt  with  by  Lord  Macnaghten  and  Lord  Davey  in  the  case  of 
Payton  v.  Snelling^  and  I  need  only  refer  to  what  they  said  in  that  case 
5  on  an  analogous  question,  to  show  that  the  suggestion  now  made  on  behalf 
of  the  Appellants  is  one  that  the  Court  ought  not  to  adopt  for  the  purpose  of 
giving  relief  in  such  a  case  as  this. 

I  think,  therefore,  for  the  short  reasons  I  have  stated,  and  also  for  the  reasons 
given  at  fuller  length  by  Mr.  Justice  Warrington^  that  this  appeal  clearly  falls, 

10  and  should  be  dismissed  with  costs. 

Cozbns-Habdt,  Zf.Jl— I  am  entirely  of  the  same  opinion,  and  I  would  rather 
content  myself  with  saying  that  I  adopt  and  approve  of  every  word  in  Mr. 
Justice  WarringtorCs  Judgment.  I  entirely  decline  to  presume  any  fraudulent 
intention  on  the  part  of  the  Defendant.    There  is  no  evidence  of  any  actual 

15  fraud  in  the  case. 

Then  the  only  other  point  is  this— is  there  sufficient  to  lead  the  Court  to 
conclude  that  the  label  is  calculated  to  deceive  ?  That,  of  course,  is  a  pure 
question  of  feet.  I  can  only  say  I  cannot  see  any  possible  ground  for  such  a 
suggestion.    Remembering  that  the  chocolate  band  with  the  white  letters  was 

20  common  to  anybody  to  use,  I  ask  myself,  would  not  the  alleged  misleading 
have  existed  exactly  the  same,  if  the  Gihhens  label  had  been  used  without  this 
red  Circle  with  the  Trade  Mark  upon  it.  No  witness  has  ventured  to  say  that 
the  absence  of  that  circle  would  have  made  any  difference  in  the  confusion 
which  was  relied  on.    I  think  it  would  be  dangerous  to  the  last  degree  if  the 

25  learned  Judge  had  taken  any  other  view  than  that  which  he  has.  1  think  this 
Appeal  should  be  dismissed,  and,  of  course,  dismissed  with  costs. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Warrington. 

June  3rd,  1904. 

30  In  the  Court  op  Appeal. 

Before  LORDS  Justices  Vaughan  Williams,  Romer,  and  Cozens-Hardt. 

November  4th,  1904. 

SCHWEPPES  Ld.  v.  Biscombe. 

This  was  an  action  by  Schweppes  Ld.  against  PT.  Biscombe  &  SonSy  who  were 

35  soda  water  manufacturers  and  vendors  at  Plymouth,  claiming  the  same  relief  and 

on  the  same  grounds  as  in  the  action  of  Schweppes  Ld.  v.  Oibbens  reported  above. 
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Sehtveppes  Ld.  v.  Biscomb^ 


The  facts  and  pleadings  were,  mutatis  mutandis^  the  same  as  in  that  case.  The 
following  is  a  representation  of  the  Biacombe  label,  which  was  similarly  coloured 
to  that  of  Chihhem. 


The  action  came  on  for  trial  before  Mr.  Justice  WARRINGTON  on  the  same 
day  as  the  action  against  Oibbens^  and  the  same  Connsel  appeared.  At  the  5 
close  of  the  case  against  Oibbens  it  was  agreed  between  Counsel  to  take  as  the 
evidence  in  the  Biscombe  case  the  evidence  which  had  been  given  in  the  other 
oase,  with  the  substitution  of  the  Biscombe  label  for  the  Oibbens  label,  and  die 
learned  Judge  then  said  that  there  would  be  the  same  judgment.  The  Plaintiffs 
in  this  case  also  appealed,  and  the  appeal  came  on  for  hearing  on  the  same  day  10 
as  the  appeal  in  the  Oibbens  case,  and  was,  without  argument,  dismissed  with 
costs. 


In  the  High  Court  op  Justice.— King's  Bench  Division. 

Before  Mr.  Justice  Chaio^ell  and  a  Common  Jury. 

Warwickshire  Autumn  Assizes.  15 

December  16th,  1904. 

Lea   and   Perrins   v.   Price   &   Son. 

Registered  Design. — Action  for  infringement. — Claim  for  penalties. — Regis- 
tration  marks. — Insufficient  marking.— -Patents  Ac.  Acty  1883^  sections  51 
and  58.  20 

In  1902  the  Plaintiffs  registered  a  Design  in  Class  1  for  a  lamp  head  to  be 
attached  to  arc  gas  lamps^  the  Design  being  for  shape  and  configuration.  The 
Defendants  Jiaving  in  1904  manufactured  a  lamp  head  of  a  similar  shape^  this 
action  ivcls  commenced  by  the  Plaintiffs  to  recover  penalties  under  section  58  of 
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the  Patents  Ac.  Actj  1883.  The  Plaintiffs  did  not  affix  the  registration  mark 
to  the  lamp  head^  btU  to  a  metal  ring  at  the  base  of  the  glass  globe  some  little 
distance  from  the  lamp  head.  The  Defendants  alleged— -{1)  tliat  the  Plaintiffs^ 
Design  was  not  novel  /  {2)  that  there  was  no  infringement ;  and  (3)  that  the 
5  mark  as  applied  by  the  Plaintiffs  was  insufficient^  having  regard  to  the 
provisiofis  of  section  61  oftlie  Patents  <kc.  Acty  1883. 

Held,  that  the  mark  prescribed  by  section  51  of  the  Patents  Ac.  Act^  1883^  was 
intended  to  show  what  part  of  the  article  it  tvas  that  was  protected^  and  that 
the  marking  applied    by  the  Plaintiff's  failed  therefore  to  comply  with  the 
10  reqtiirements  of  the  section. 

This  was  an  action  in  which  both  Plaintiffs  and  Defendants  were  lamp 
makers  and  metal  workers  carrying  on  business  in  Birmingham. 

The  Plaintiffs,  Lea  and  Perrins^  were  the  proprietors  of  a  Design  (No.  393,613) 
registered  on  the  9th  of  July  1902  in  respect  of  the  application  of  such  Design 
15  to  articles  comprised  in  Class  1,  viz.,  a  lamp  head  for  attachment  to  an  arc  gas 
lamp,  with  a  ventilating  top,  the  Design  being  registered  as  "  Applicable  for  the 
^  shape  and  configuration."  A  representation  of  one  of  the  Plaintiffs*  lamps  is 
subjoined,  having  the  registered  Design  applied  thereto. 


(a)  Lamp  head.    This  alone  oonetitated  the  registered  Dedgn. 
ih)  Glass  globe. 

Ifi)  Gas  pipe  fixed  to  the  lamp  head  and  attached  by  screws  to  the  metal  ring  (i). 
(ji)  Metal  ring  by  means  of  which  the  globe  was  attached  to  the  lamp  head.    This 
ring  was  marked  with  the  registered  number  of  the  Design. 

The  Plaintiffs  first  made  lamp  heads  of  this  Design  in  enamelled  metal, 

20  bearing  the  registered  number  afiixed  thereto  by  means  of  a  stencil  plate.    They 

were  next  sent  out  for  sale  with  no  number  on  the  lamp  head,  but  with  a  small 

cap  bearing  the  registered  number,  which  was  placed  on  the  pipe  at  the  top  of 

the  lamp  head.    Subsequently,  in  1903,  these  lamp  heads  were  made  of , copper, 

and  it  was  more  particularly  in  respect  of  such  copper  lamp  heads  that  this 

25  action  was  brought.     The  lamp  head  was  attached  to  the  glass  globe  by  means 

of  the  metal  ring  shown  above,  which,  when  adjusted  and  screwed  to  the  gas 

pipe,  held  the  glass  globe  firmly  against  the  lamp  he€Ld.     This  metal  ring  was 

common  to  the  trade  and  was  not  itself  registered  ;    but  it  bore  the  registered 

number  of  the  lamp  head  Design.    It  was  admitted  that  the  Plaintiffs'  lamp  head 

30  might  be  made  up  without  this  copper  ring  by  using  a  different  globe.     The 
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Plaintiffs  Bupplied  and  sold  either  the  complete  lamp  or  the  lamp  head  with 
the  connecting  pipe  and  metal  ring.  In  the  latter  case  the  lamp  head  was 
attached  to  the  pipe,  but  the  metal  ring  was  merely  tied  on  to  the  pipe  so  as  to 
be  ready  for  use  if  required. 

The  Plaintiffs,  in  their  Statement  of  Claim,  alleged  thaLon  two  occasions  in  5 
1904  the  Defendants  had  sold  or  exposed  for  sale  lamp  heads  which  were  of  the 
Plaintiffs'  Design,  or  which  fraudulently  or  obviously  imitated  such  Design, 
and  that  the  Defendants  had  been  guilty,  therefore,  of  offences  within  the 
meaning  of  section  58  of  the  Patents,  &c.  Act,  1883.  They  claimed  501.  penalty 
in  respect  of  each  offence.  10 

The  Defendants,  by  their  Defence,  denied  that  the  Plaintiffs'  Design  was 
novel,  that  there  had  been  any  infringement  of  it,  and  alleged  that  if  there  had 
been  any  copyright  in  the  Design  the  Plaintiffs  had  lost  it  by  reason  of  the  sale 
of  articles  to  which  the  Design  had  been  applied  without  having  the  articles 
marked  as  provided  by  section  51  of  the  Patents,  &c.  Act,  1883.  15 

The  case  was  tried  before  Mr.  Justice  Channbll  and  a  common  jury  at  the 
Birmingham  Assizes  on  the  16th  of  December  1904. 

Distumal  and  Joy  (instructed  by   Tyler  and  Deighton   of  Birmingham) 
appeared    for    the    Plaintiffs ;    Hugo    Young    K.C.    and    H.    A.    McCardie 
(instructed    by    Restall^    Round   <k    Co.    of     Birmingham)    represented    the  80 
Defendants. 

The  following  witnesses  were  called  in  support  of  the  Plaintiffs'  case  : — 
J.  TF,  Lea  and  J.  H.  Perrins  (members  of  the  Plaintiff  firm),  J.  Brooks  (fore- 
man in  the  Plaintiffs'  warehouse),  (7.  Dickens  (clerk  in  the  Plaintiffs'  service), 
O.  Banning  (manager  to  a  firm  of  gas  fitters),  W.  Barton  (formerly  manager  to  25 
Messrs.  Baxmdale  of  Manchester),  W.  S.  Vaughton  (electrical  engineer),  and 
Joseph  Nicholas  (lamp  maker).  It  was  admitted  in  cross-examination  that 
lamp  heads  had  been  sent  out  unmarked  to  a  Mr.  Batemanj  and  also  to  a  Mr. 
Wood  under  circumstances  referred  to  in  the  summing  up  of  the  learned  Judge. 
The  expert  witnesses  admitted  that  it  would  be  difficult  to  say  from  the  30 
registered  number  appearing  on  the  metal  ring  whether  it  was  the  complete 
lamp,  the  metal  ring,  or  the  lamp  head  that  was  intended  to  be  protected. 
Some  of  th&  witnesses  gave  evidence  as  to  the  precautions  taken  by  the 
Plaintiffs  to  ensure  the  proper  marking  of  the  articles  sold. 

Hugo  Young  K.C.  submitted,  on  behalf  of  the  Defendants,  that  on  two  grounds  35 
the  Plaintiffs  could  not  succeed  :  (1)  They,  the  Plaintiffs,  admitted  having  sent 
out  lamp  heads  unmarked,  or  marked  only  on  a  different  article — ^the  metal  ring — 
which  was  not  always  necessary  to  the  manufacture  of  the  complete  lamp.    (2) 
Whatever  the  result  of  his  first  point,  the  complete  lamp  was  itself  insufficiently 
marked  by  reason  of  the  mark  being  stamped  on  the  ring  instecid  of  the  lamp  40 
head.    Section  60  defined  ^'  Design  "  as  meaning  either  shape  or  ornamentation. 
In  this  case  Design  meant  shape.     Section  51  required  the  article  to  which 
the  Design  had  been  applied — the  lamp  head — to  be  marked.     The  mark  was 
meant  to  indicat  3  what  might  not  be  copied.     If  it  is  placed  on  another  and 
unprotected  part  of  the  article  it  becomes  misleading.    Morton^s  Design^  17  45 
R.P.C.  117,  was  referred  to. 

Disturnal  for  the  Defendants. — The  effect  of  section  51  is  to  show  the  world 
that  protection  is  claimed.  Here  the  article  sold  is  a  lamp,  and  to  this  article  a 
registered  Design,  although  only  of  the  head,  has  been  applied.  The  complete 
article  id  an  entirety.  So  long  as  a  part  of  the  entire  article  is  marked  it  is  50 
sufficient  to  ensure  protection.  Fielding  v.  Hawley  (48  L.T.  N.S.  639),  although 
decided  under  the  Copyright  Act,  1842,  applies  to  this  case,  and  is  in  our 
&vour. 

Channbll,  J. — I  am  inclined  to  think  that  the  marking  is  not  sufficient,  and 
that  point  is  for  me  to  decide.    It  will,  however,  be  better  to  proceed  with  the  55 
other  points  in  the  case  which  are  for  the  Jury,  as  it  may  save  future  expense. 
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The  following  witnesses  were  then  called  for  the  Defence  : — J.  E.  Price  (one 
of  the  Defendants)  ;  W.  E.  Bingley  (clerk  to  the  Defendants)  ;  T.  Bateman 
(gas  light  engineer)  \  E.  A,  Wood  (lamp  dealer) ;  E.  (7.  Bartlam  (works 
manager  to  Messrs.  ShaWy  of  Walsall)  :  E.  C.  R.  Marks  (engineer  and  Patent 
5  agent);  W,  H.  Wattan  (stamper).  Some  of  the  witnesses  prodaced  lamp 
heads  which  were  made  prior  to  1902,  and  which  resembled  the  Plaintiffs' 
Design  in  certain  particulars. 

Counsel  then  addressed  the  Jury.    The  points  which  were  left  to  the  Jury- 
appear  sufficiently  from  the  summing  up. 

10  Channbll,  /. — Gentlemen,  the  greater  part  of  the  questions  which  you  have 
to  decide  you  have  to  decide  by  the  use  of  your  own  eyes,  and  I  daresay  your 
own  eyes  are  very  much  better  than  mine,  and  it  is  very  likely  a  suitable 
tribunal  to  decide  this  matter.  The  great  majority  of  cases  of  this  sort  are 
decided  by  a  Judge  who  decides  law  and  fact  too,  but  when  we  have  a  Jury  it 

15  is  for  the  Judge  to  decide  the  law,  and  the  Jury  to  decide  the  fact ;  and  the 
greatest  difficulty  that  either  of  them  have,  as  a  rule,  is  to  separate  the  one  from 
the  other.  Now  you  have  to  decide  the  fact.  I  will  treat  this  now,  very  shortly 
indeed.  This  not  a  question  of  a  Patent.  A  Patent  means  an  invention 
which  must  be  new  and  original,  and  there  must  be  novelty  about  it,  but  it 

20  depends  upon  the  mechanical  use  of  the  thing.  This  is  a  question  of  a  Design 
only.  A  Design  is  a  matter  of  shape,  a  matter  for  the  eyes,  not  a  matter  of 
engineering,  or  anything  of  that  sort.  What  the  Plaintiffs  have  done  is  they 
registered  that  thing,  or  a  picture  of  that  thing.  I  do  not  think  you  have 
actually  seen  the  thing  that  they  do  register.    There  is  a  photograph  of  it,  but  it 

25  is  a  photograph  of  that  thing  [indicating  a  lamp].    They  have  registered  that. 
Hugo  YounQy  K.C. — It  is  only  the  top  part  of  that  lamp  :    it  is  not  all 
registered.  x 

Channbll,  J. — It  is  the  top  part.    The  lower  part  is  not.    Now,  it  being  a 
question  of  shape,  we  have  nothing  to  do  with  whether  the  ventilating  holes  are 

30  useful,  or  those  sort  of  things  at  all.  That  would  be  a  question  in  a  Patent. 
But  here  it  is  a  question  of  shape,  and  it  appears,  you  see,  when  one  comes  to 
look  at  the  Act  that  the  difficulty  caused  by  the  expressions  that  are  used  in  it 
is  because  it  is  intended  to  apply  to  a  good  many  different  things.  It  applies 
not  only  to  the  shape  of  the  jirticle  itself,  but  to  a  pattern  that  may  be  put  on  it 

35  by  way  of  ornamentation,  and  so  on,  and  therefore  it  is,  apparently,  that  instead 
of  saying  that  you  must  not  make  an  article  in  the  shieipe  of  the  registered 
article,  it  uses  such  rather  awkward  words  as  "  apply  the  design  to  an  article  ;" 
because  it  is  wanted  to  cover  the  cases,  where  the  Design  is  one  of  a  pattern  such 
as  an  ornamentation,  of  applying  that  pattern  to  certain  particular  articles.     Inas- 

40  much  as  that,  if  it  is  novel,  would  come  under  this  Act  rather  general  words,  which 
at  first  sight  are  rather  difficult  to  understand,  have  to  be  used.  Instead  of 
saying  simply  "  shall  not  make  a  thing  in  the  shape  of  the  registered  Design," 
the  Legislature  says  "  sTiall  not  apply  the  Design  to  an  article,"  in  order  to  cover 
different  cases  from  this  one.    But  in  substance,  when  one  considers  what  this 

45  Design  is,  the  question  really  is — have  the  Defendants  made  a  lamp  head  in  the 
shape  of  the  Plaintiffs'  registered  shape,  and  is  there  anything  novel  in  the 
Plaintiffs'  registered  shape  ?  I  think  those  two  things  really  do  express  what 
the  Act  says,  when  you  are  dealing  with  a  case  in  which  the  Design  is  one  of  a 
shape  in  which  a  thing  is  to  be  made. 

50  The  first  question  that  arises  is  whether  by  the  registration  of  the  Plaintiffs' 
Design  they  get  any  right  at  all.  They  only  get  a  right  if  their  Design  is  novel  or 
original,  and  you  have  therefore  to  consider,  first  of  all,  is  the  Plaintiffs'  Design 
novel  or  original  ?  You  have  had  shown  to  you  four  things,  at  any  rate,  and 
there  are  some  pictures  also  which  I  have  not  looked  at,  but  which  you  can  look 

55  at  if  you  like,  of  things  which  were  perfectly  well  known  in  the  trade  before 
the  Plaintiffs'  Design  was  made.  '  They  all  look  very  much  alike  :  there  can  be 
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no  doubt  about  that.      Whether  their  mechauical  application  is   the   same, 
as  I  pointed  out  to  you,  is  not  the  question,  because  that  would  be  a  question  of 
Patent,  if  anything.    The  question  is  whether  they  are  in  the  same  shape.    Now 
is  there  anything  novel  about  the  Plaintiffs'  Design,  and,  if  anything,  is  there 
anything  novel  except  the  shape  ?    Nobody  has  found  one  that  is  precisely  5 
identical,  so  far  as  I  see  ;  and  therefore  it  may  be  that  theirs  may  be  said  to  be 
novel  in  this — that  the  identical  shape  is  a  novelty  ;   but  is  there  anything 
but  the  identical  shape  which  is  a  novelty  ?     You  have  to  consider  that, 
because  it  is  obvious  you  must  apply  the  same  rule  to  the  comparison  of 
the  Plaintiffs'  article  and  the  Defendants'  article  that  you  apply  to  the  com-   10 
parison  of  the  Plaintiffs'   article  with   the  older   ones   that  existed  before. 
Again,  when  one  looks  at  the  Plaintiffs'  article  and  the  Defendants'  article — 
my  eyes  not  being  particularly  good,  I  have  to  use  artificial  assistance — I  should 
say  that  no  doubt  they  are  very  much  alike,  but  they  are  not  identical.    Under 
•those  circumstances  you  have  to  consider  it,  and  apply,  as  it  seems  to  me,  the  15 
same  rule  to  both  comparisons.    Applying  the  same  rule  to  both  comparisons, 
do  you  say  that  the  Plaintiffs'  Design  is  novel  ?    And  if  you  say  that  the  Plain- 
tiffs' Design  is  novel,  then  do  you  say  that  the  Defendant  has  made  his  according 
to  the  Plaintiffs'  Design,  or  "  any  fraudulent,  or  obvious  imitation  thereof." 
*'  Fraudulent,  or  obvious  imitation  thereof  "  are  the  words  of  the  section  of  the  20 
Statute  under  which  the  penalties  are  sued  for  in  the  present  instance.     It 
seems  to  me  that  there  is  this  question — if  you  say  that  the  Plaintiffs'  Design  is 
novel  it  is  because  there  is  nothing  absolutely  identical  with  it,  although  there 
are  things  very  similar  before  ;  and  then,  if  that  is  the  ground  upon  which  you 
say  that  the  Plaintiffs'  is  novel,  the  point  is,  when  you  come  to  apply  the  same  2«5 
basis  of  comparison  between  the  Plaintiffs'  and  the  Defendants',  are  you  able  to 
say  that  the  Defendants'  is  the  same  as  the  Plaintiffs',  or  is  a  fraudulent  or  obvious 
imitation  of  it  ?    The  Defendants  have  a  beading  round  theirs,  and  other  different   . 
things.    I  will  not  at  this  time  go  into  that  any  more  fully  because  it  is  a 
question  for  the  eyes.    You  have  looked  at  them  both,  and  you  can  look  at  30 
them  again  as  much  as  you  want  to  if  you  think  you  can  get  any  good  by  looking 
at  them  any  more.     Those  seem  to  be  the  two  main  questions  you  have  to 
decide,  and  which  may,  or  may  not  decide  the  whole  points  in  dispute  between 
these  parties. 

Then  there  are  other  questions,  because,  as  you  have  heard,  thei^e  is  a  section  35 
in  this  Act  which  says  that  when  a  Design  is  registered,  if  you  do  not  mark  the 
article,  you  lose  your  copyright.    There  has  been  a  question  about  that,  and 
there  are  difficulties  which  seem  to  me  to  arise  by  the  use  of  these  words**  to 
"  which  a  registered  Design  has  been  applied,"  which,  as  I  have  pointed  out 
to  you,  I  think,  come  in  because  it  is  wanted  to  cover  the  case  of  a  Design  for  a  40 
pattern  which  may  go  on  to  something  else,  but  those  words  do  create  a  great 
deal  of  difficulty,  and  there  is  considerable  difficulty  in  such  a  case  as  this, 
where  the  novelty  claimed,  and  the  Design  claimed,  is  for  the  lamp  head,  whether 
it  is  sufficient  to  mark  some  other  part  of  the  complete  lamp.    In  this  case,  as 
you  recollect,  in  many  instances  the  Plaintiffs  mark  the  ring.     The  ring  is  45 
another  part  down  below.    So  far  as  that  is  a  question  of  law  for  me  I  am  going 
to  hold,  but  very  likely  the  Court  of  Appeal  will  hold  quite  the  contrary,  because 
they  very  often  do— that  it  is  not  sufficient  to  mark  the  ring.    It  seems  to 
me  that  the  marking  of  the  ring  might  very  possibly  do,  and  would  do,  I 
suppose,  where  the  Design  was  claimed  for  the  whole  article,  or  where  the  50 
Design  was  claimed  for  the  pattern  of  the  ring,  but  when  you  are  claiming  only 
for  t£e  pattern  of  the  head,  which  is  a  different  part,  nobody  would  understand 
by  your  putting  the  mark  on  the  ring  that  you  intended  to  claim  the  registration 
of  the  Design  of  the  head.    He  might  think  that  you  were  claiming  the  regis- 
tered Design  for  the  ring,  or  he  might  think,  and,  I  think,  very  likely,  would  55 
think,  that  you  were  claiming  the  registered  Design  for  the  whole  lamp,  but  he 


ToLXim;,  No.  5.]     AND  TBABE  MARK  OASES.  Id7 

Lea  and  Perrim  v.  Price  A  Son. 

would  not  think  that  yoa  were  claiming  a  registered  Design  for  the  top.  .  That 
is  my  view  of  the  law  of  the  matter,  and  there  are  cases,  as  you  have  heard, 
of  yerj  similar  articles,  such  as  the  batter  dish,  and  the  sleeve  links,  and  other 
articles,  which  I  daresay  will  puzzle  the  Court  some  day,  unless  it  happens 
5  that  your  findings  on  the  other  part  of  the  case  make  it  unnecessary.  That 
will  have  to  be  dealt  with  by  some  other  tribunal,  very  likely,  if  the  case  should 
ultimately  prove  to  turn  upon  that. 

But  then  there  is  a  point  which  arises  with  reference  to  that  part  of  the  case, 
which  is  this.    It  would  be  obviously  unfair  that  a  man  who  had  a  really  good 

10  Design  should  lose  his  whole  copyright  if  one  article,  by  some  neglect  of  his 
workpeople,  went  out  of  his  workshop  unmarked.  That  would  be  apparently 
wholly  unjust,  and  the  Legislature  seems  to  have  endeavoured  to  provide  for 
such  a  case  as  that,  because  it  says  that  if  he  fails  to  mark  the  thing  properly 
^^  the  copyright  in  the  Design  shall  cease,  unless  the  proprietor  shows  that  he 

15  ^^  took  iJl  proper  steps  to  ensure  the  marking  of  the  article.**  The  words  are 
•*  all  proper  steps  to  ensure  the  marking  of  the  article."  We  have  two  different 
cases  to  deal  with,  (and  they  are  quite  different,  in  my  opinion) — Mr.  Batemah*8 
lamp,  and  Mr.  Wood's  lamp.  The  suggestion  was  that  Mr.  Batsman's  lamp 
was  a  lamp  that  was  not  going  to  have  a  ring  on  it  at  all ;  and  the  suggestion  is 

20  that  when  they  first  began  to  make  lamps  of  that  pattern  they  proposed  to  mark, 
and  did  mark,  some  of  them  by  the  use  of  a  stencil  plate  under  which  they  were 
marked  in  a  place  that  was  shown  to  you  underneath  the  lamp.  They  did  that 
for  a  certain  time,  and  then  afterwards  they  adopted  another  plan  of  putting  a 
cap,  such  as  you  have  seen,  on  it.    The  fact  is  that  Mr.  Baieman^s  two  lamps 

25  went  out  of  the  Plaintiffs*  premises,  and  were  delivered  without  any  mark 
at  all.  Now  in  respect  of  those,  have  the  Plaintiffs  satisfied  you  that  tJiey 
took  proper  steps  to  ensure  that  they  should  be  marked  ?  They  seem  to  have 
given  to  their  workmen  some  general  direction  at  one  time  that  they  should  be 
marked  by  a  stencil  plate,  another  time  that  they  should  be  marked  by  a  cap,  and 

30  it  was  not  done  in  either  way.  The  workman  who  ought  to  have  done  it  was 
called  here.  He  could  not  account  for  how  it  happened  to  be  so.  He  said  his 
view  was  that  they  were  all  marked,  but  he  could  not  tell  us  very  much  about 
what  was  the  mode  of  marking  adopted  at  the  time  when  those  particular 
lamps  were  sold,  or  how  the  thing  came  about.    It  is  for  you  as  business  men 

35  to  say  whether  it  is  enough  to  give  general  directions  that  lamps  are  to  be 
marked  somehow  or  other,  and  not  to  take  any  steps  by  way  of  having  the 
things  looked  at  before  they  go  out  of  the  premises,  or  something  of  that  sort. 
You  have  observed  what  the  words  are.  They  are  rather  peculiar — **  all  proper 
''  steps  to  ensure  the  marking  of  the  article.**    Now  do  you  think  that  in 

40  reference  to  Mr.  Batemati's  lamps,  which  were  not  marked  at  all,  and  to  which 
it  was  not  proposed  to  have  a  ring,  all  proper  steps  were  taken.  It  depends 
whether  you  think  it  sufficient  to  give  some  sort  of  general  directions  of  that 
sort  to  a  workman,  and  never  to  look  at  it  any  further.  That  is  a  question  of 
fact  for  you  as  business  men.    Do  you  consider  that  those  are  proper  steps  to 

45  ensure  the  marking  ?  In  that  case,  apparently,  I  think  if  the  marking  had  been 
there,  in  all  probability  it  would  iiave  been  proper  marking,  because  it  would 
have  been  on  the  article  itself — certainly  in  the  ease  of  the  stencil  plate  it 
would  have  been,  and,  in  all  probability,  in  the  other.  Now  let  us  deal  with 
the  other  one — Mr.  Woods.    Mr.  Woods  is  different    That  point  with  regard  to 

50  Mr.  Woods  will  not  arise  if  I  am  right  in  my  view  of  the  law  that  it  is  not 
sufficient  to  mark  the  rings,  because  that  was  all  that  was  proposed  to  be  done 
in  this  case.  In  the  other  cases  of  sale,  apparently,  they  sold  a  complete  lamp, 
getting  the  glass,  or  whatever  it  was,  themselves^  and  on  that  complete  lamp 
there  was  on  the  ring  the  registered  number,  but,  in  the  case  of  Mr.  Wooi^ 

55  what  they  sold  was  so  many  lamps  and  so  many  rings.  The  rings,  as  you  saw, 
were  screwed  on  to  the  bottom  part  of  the  pipes  in  a  way  so  that  you  could  detach 
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them,  and  it  does  so  happen  that  Mr.  Woody  when  he  got  them,  thonght  the 
rings  might  quite  well  go  on  to  other  lamps  ;  and  in  one  case,  at  any  rate,  he 
sold  the  head  without  the  ring  attached,  and  he  tells  us  that  he  has  no 
doubt  that  that  ring  must  have  got  attached  to  some  other  lamp,  and  has  gone 
into  the  market  with  the  Plaintiffs*  registered  number  on  the  ring,  but  without  5 
the  registered  number  on  the  lamp  head.  In  that  case,  supposing  for  the 
purposes  of  this  point  that  it  is  sufficient  to  put  the  marking  on  the  ring,  is  it 
taking  proper  precautions,  proper  steps,  to  send  the  articles  out  in  that  way,  the  one 
just  fastened  on  to  the  other  in  that  sort  of  way,  so  that  they  could  quite  easily 
be  removed,  and  used  for  different  articles.  It  is  easier  to  say  that  that  is  a  10 
proper  step  to  take  in  this  case  than  it  is  in  the  other  case  ;  but  there  is  a  point 
with  regard  to  that  as  to  whether,  even  if  it  is  done  in  that  way,  it  would  be 
sufficient.  I  should  ask  you  to  say,  with  a  view  of  assisting  the  parties  as  much 
as  possible,  and  with  a  view  of  preventing  further  litigation,  whether  in  your 
view  the  marking  by  the  ring  was  a  proper  step  to  insure  it  being  marked  in  15 
Wood^s  case.  Those  are  the  various  questions  which  arise  here.  Then  I  suppose 
I  had  better  ask  you,  as  a  separate  question,  with  a  view  to  the  further  proceedings 
that  there  may  be,  what — in  your  view,  sopposing,  for  the  purposes  of  this 
point,  that  there  are,  as  is  suggested,  two  offences  proved,  two  cases  in  which 
the  Defend?^nts  have  infringe«l  the  Plaintiffs'  registered  Design — do  you  say  as  20 
to  the  penalty  ;  because  the  peculiarity  of  this  Act  is  that  if  a  case  is  tried  by  a 
jury  it  seems  to  leave  to  the  jury  the  question  of  assessing  the  amount  of  the 
penalty,  because  what  it  says  is,  "  shall  be  liable  for  every  offence  to  forfeit  a 
'•  sum  not  exceeding  50Z.  to  the  registered  proprietor  of  the  Design,  who  may 
"  recover  such  sum  as  a  simple  contract  debt  by  action  in  any  Court  of  com-  25 
"  petent  jurisdiction."  So  you  see,  the  Plaintiffs  are  suing  as  if  it  were  a  debt, 
which  the  Statute  makes  it,  and  suing  for  it  in  this  Court ;  and  then  they  are 
suing  for  a  sum  not  exceeding  50^,  so  that  I  suppose  it  is  for  you  to  say  what 
that  sum  shall  be  :  shall  it  be  the  full  amount  of  50Z.,  or  shall  it  be  some,  and 
what,  less  sum  than  the  50^.  ?  I  will  ask  you,  gentlemen,  to  be  good  enough  to  30 
answer  those  various  questions  separately,  so  that  if  they  are  so  answered  as  to 
leave  any  point  open  to  either  of  the  parties  they  may  take  the  opinion  of 
another  Court  upon  the  questions  which  arise  in  this  case.  The  questions  are  : 
(1)  Was  the  Plaintiffs'  Design  novel  ?  (2)  Was  the  Defendants'  the  same,  or  a 
fraudulent,  or  obvious  imitation  thereof  ?  In  considering  those  two  questions  35 
you  can  apply  whatever  rule  you  please,  as  far  as  I  see ;  but  at  any  rate 
apply  the  same  rule  with  regard  to  the  one  as  to  the  other.  If  you  are  dealing 
with  absolutely  identical  shape  in  the  one  case,  you  must  deal  with  absolutely 
identical  shape  in  the  other,  and  so  on.  Apply  the  same  rule  in  considering 
the  one  question  as  you  apply  to  the  other ;  but  answer  those  questions.  And  40 
then  tell  me,  both  as  to  Wood^s  and  BatemarCSy  whether  you  consider  proper 
steps  were  taken  to  ensure  the  marking  ;  and  further,  tell  me,  assuming  that 
the  result  of  all  this  should  be  in  favour  of  the  Plaintiffs,  what  is  your  idea  of 
the  penalty  appropriate  to  this  particular  case  under  the  wide  discretion  you 
have  that  it  is  to  be  simply  not  exceeding  50^.  •S 

The  Jury  were  unable,  after  consideration,  to  agree. 

Channbll,  J, — I  had  better  give  judgment  for  the  Defendants  on  the  point 
that  in  my  view  settles  the  whole  matter.  My  Judgment  proceeds  upon  the 
ground  that  I  am  of  opinion  that  it  was  necessary,  in  order  to  retain  the 
copyright  as  it  is  called  in  some  sections  of  the  Statute,  to  mark  the  articles  .^ 
in  a  different  way  to  marking  the  number  of  the  Design  on  the  ring,  and  that 
the  marking  on  the  ring  was  not  sufficient.  I  think  the  word  "  ai»ply  "  is 
fairly  clear.  Of  course  if  that  is  right  that  is  a  judgment  for  the  Defendants. 
I  was  in  hopes  that  the  Jury  might  have  assisted  me,  because  it  is  so  absolutely 
plain  what  the  decision  ought  to  be  that  I  supposed  twelve  men  would  be  ^^ 
able  to  give  it.    For  some  reason  or  other  they  cannot. 
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In  the  High  Court  of  J ustiob.— Chancery  Division. 

Before  Mr,  Justiob  Buckley. 

October  26th,  27th,  28th,  and  29th,  1904. 

Gammons  v.  Singer  Manitpaoturing  Company. 


5      Patent — Action  for  infringement. ^Novelty. — Anticipation.-^Prior  tiaer.-^ 
Patent  invalid. — Practice. — Jvdge^s  notes. — Shorthand  notes. 

The  Patentees  of  an  invention  of  "  Improvements  in  attaching  bindings  to 
^  brims  ofhais^^  who  had  been  successfiU  in  an  action  against  the  users  of  a 
machine  which  they  alleged  to  be  an  infringement  of  the  Patent,  brought  an 

20  action  against  the  makers  of  the  machine.  Evidence  was  produced  by  the 
D^endants  that  the  method  of  birring  hats  which  was  carried  out  by  the 
PlaintiffV  invention  had  for  many  years  been  practised  in  England  by  the  use 
of  other  machines,  which  they  alleged  to  be  an  anticipation  of  the  Plaintiffs* 
invention. 

15  Held,  that  the  invention  uhms  anticipated,  and  that  the  Plaintiffs'  Patent  UHis 
invalid. 

Observations  by  Buckley,  J.,  on  the  relation  between  the  Judge^s  notes  and 
shorthand  notes. 

On  the  23rd  of  June  1897  Letters  Patent  (No.  15,048*  of  1897)  was  granted 
IJO  to   Welcome  Pennson  Gammons,  jun.^   and    George   Stephen   Bracher   for 
«<  Improvements  in  attaching  bindings  to  the  brims  of  hats." 

The  CcHoiplete  Specification,  as  amended  in  accordance  with  a  decision  of  the 
Oomptroller-Gteneral  of  the  3rd  day  of  April  1901,  was  as  follows  : — **  Our 
^  invention  relates  to  the  art  of  attaching  bindings  to  the  brims  of  hats,  and  it 
25  ^  consists  in  fitting  a  hat,  having  a  stiff,  curled,  or  rolled  brim,  aad  unth  a 
**  binding  with  hamng  its  inner  edge  connected  to  the  inner  side  of  the  brim 
^  by  stitches  extending  through  the  same  and  being  tamed  over  the  edge  of 
^  the  brim  so  as  to  cover  said  edge  and  also  cover  and  protect  the  connecting 
**  stitches;  the  said  binding  having  its  ends  *  onappod '  or  connected  together 
30  ^  snbseqnent  to  its  connection  to  the  brim  and  prior  to  its  being  turned  or 
^  snapped  over  the  edge  of  the  same,  for  a  purpose  hereinafter  pointed  out 
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"  The  invention  also  consists  in  a  sewing  machine  which  although  designed 
"  more  especially  for  connecting  one  edge  of  bindings  to  stiff,  curled,  •  or  rolled 
"  hat  brims,  may  be  used  to  advantage  in  connecting  one  edge  of  bindings  to 
"  soft  hat  brims. 

"  Other  objects  and  advantages   of  the  invention  wilj  be  fully  understood  5 
"  from  the  following  description  and  claims  when  taken  in  connection  with 
"  the  annexed  drawings,  in  which  :  Fig.  1,  is  a  perspective  view  of  our  improved 
"  sewing  machine.    Fig.  2,  is  a  vertical  longitudinal  section  of  the  same  with 
^'  parts  in  elevation.    Fig.  3,  is  a  detail  longitudinal  section   on  an  enlarged 
"  scale  of  the  work  supporting  arm.    Fig.  4,  is  a  detail  section  taken  in  the  10 
"  plane  indicated  by  the  line  x  x^  of  Fig.  3.    Fig's  5  and  6,  are  detail  views  of 
"  the  shuttle  removed  from  the  race,  and  Fig's  7  and  8,  are  views  of  a  hat 
'*  with  the  binding  applied  in  accordance  with  our  invention.     In  the   said 
"  drawings,  similar  letters  designate  corresponding  parts  in  all  of  the  views, 
"  referring  to  which :  A,  indicates  the  base  of  the  machine,  and  B,  indicates  IS 
*'  the  overhanging  arm  having  the  head  0,  at  its  forward  end,  in  which  are 
**  arranged  the  needle  bar  D,  the  presser  bar  E,  having  the  foot  a,  at  its  lower 
"  end  and  the  feed  bar  F.    The  said  needle  bar,  presser  bar,  and  feed  bar  may 
'^  be  similar  in  construction  to  those  embodied  in  sewing  machines  at  present 
^  in  use,  and  the  bars  D  and  F,  may  be  operated  by  t^e  drive  shaft  O,  through  20 
^'  the  medium  of  mechanism  contained  in  the  head  0 ;  the  needle  bar  D,  being 
"  reciprocated  vertically  while  the  feed  bar  F,  is  given  respectively  an  up  and 
"  down  movement  and  a  forward  and  backward  horizontal  movement  in  relation 
"  to  the  work  plate  in  order  to  feed  the  materials  f orwardly  as  will  be  hereinafter 
*'  more  fully  described.    Extending  forwardly  from  the  forward  end  of  the  25 
"  base  A,  is  the  work  supporting  arm  H,  of  our  improved  machine.  This  arm  H 
"  has  the  rear  portion  of  its  underside  concaved  as  indicated  by  I,  to  accommo- 
"  date  the  crown  of  a  stiff  hat  to  which  the  binding  is  being  connected,  and  this 
"  concavity  may  be  afforded  by  recessing  the  underside  of  the  arm  or  by  bending 
^*  the  arm  into  a  concavo-convex  form  as  illustrated ;  the  latter  manne):  being  30 
^<  preferable  for  obvious  reasons.    At  its  forward  end  which  rests  beneath  the 
*'  needle,  feed,  and  presser  bars,  as  shown,  the  arm  H,  is  made  straight,  flat,  and 
**  comparatively  thin  for  reasons  which  will  presently  appear,  and  it  is  provided 
*^  adjacent  to  iti  forward  end  with  the  verticudly  disposed   needle  receiving 
<^  aperture  6,  and  preferably  has  the  portion  c,  iu  which  said  aperture  is  formed  35 
^'  raised  as  illustrated  so  that  its  upper  side  will  rest  flush  with  the  plate  J,  upon 
**  which  the  guage  K,  presently  described,  is  mounted. 

*^  L,  indicates  the  horizontal  race  for  the  loop  taking  device  M,  which  may  if 
"  desired,  be  an  oscillatory  shuttle  of  the  well  known  construction  illustrated. 
'*  This  race  Ji,  which  communicates  with  the  needle  opening  &,  as  better  shown  40 
**  in  Fig.  3,  is  normally  covered  by  the  plate  J ;  and  the  shuttle  M,  which  it 
^^  contains  is  oscillated  by  the  same  shaft  G,  that  operates  the  needle  bar  and 
"  feed  bar  through  the  medium  of  the  cam  /,  the  lever  g^  the  reciprocatory 
^  rlick  /t,  the  gear  wheel  i,  and  the  pinion  j,  or  any  other  suitable  intermediate 
'^  mechanism  ;  the  pinion  y,  (when  employed)  being  removably  splined  to  the  46 
<'  shuttle  as  shown  so  as  to  permit  of  the  latter  being  readily  removed  when  the 
'<  plate  J,  18  swung  to  one  side  on  its  pivot  «,  to  open  the  race  L. 

^  The  oomers  of  the  upper  side  of  the  arm  H,  at  the  forward  end  of  the  aame 
'<  are  rounded  or  beveled  as  indicated  by  j9,  so  that  no  sharp  angles  which  would 
^<  tend  to  injure  a  hat  brim  are  presented  to  the  same  as  it  is  fed  beneath  the  50 
*♦  needle. 

^^  N,  indicates  the  binding  guide  of  the  machine  which  is  preferably  formed 
<'  of  sheet  metal,  although  other  material  may  be  employed  if  found  deairable. 
^<  Thii  guide  N,  is  shown  as  formed  in  one  piece  and  attaohed  to  the  aide  of 
«<  the  arm  H,  and  it  has  its  free  portion  r,  bent  so  as  to  rest  in  a  vertioal  plane  55 
'<  parallel  to  and  close  against  the  forward  end  of  the  said  arm  and  also  has  the 


Veil,  XKlU  No.  5.]     AND  TRADE  MARK  OASES.  131 


Gammona  v.  Singer  Manufacturing  Company. 


**  retaining  loop  «,  which  rests  upon  the  upper  side  of  the  arm  H,  close  to  one 
**  end  of  tha  portion  c,  thereof,  and  the  retaining  loop  ^,  which  rests  slightly 
**  below  the  arm  as  shown. 

"  K,  indicates  the  guage  against  which  the  edge  of  the  hat  brim  is  pressed  by 

5  "  the  operator,  in  order  to  have  all  the  stitches  take  through  the  brim  and  binding 
"  at  a  uniform  distance  from  the  edge  of  the  former  eo  as  to  make  a  neat  and 
"  finished  job.  This  guage  K,  may  be  formed  e>fi4-ffiay  bo  formod  and  may 
"  be  adjusted  and  adjustably  fixed  in  any  suitable  manner,  but  we  prefer  to 
"  form  it  of  sheet  metal  and  provide  it  with  the  upturned  lip  v,  at  its  forward 

10  **  end  and  with  the  longitudinal  slot  u^,  and  adjustably  connect  it  with  the 
**  plate  J,  by  a  binding  screw  x,  as  by  this  construction  it  may  be  readily 
^^  adjusted  and  adjustably  fixed  so  as  to  permit  of  taking  the  stitches  through 
"  the  brim  at  various  distances  from  the  edge  of  the  rim. 

'^  In  the  practical  operation  of  our  improved  machine,  after  the  guage  K,  has 

15  "  been  properly  adjusted,  the  binding  I,  is  placed  in  the  guide  N,  so  that  its 
**  upper  portion  will  overlap  the  forward  thin  and  flat  end  of  the  work  supporting 
"  arm  as  illustrated  by  dotted  lines  in  Fig.  1.  The  brim  2,  of  the  hat  3,  is  then 
"  placed  upon  the  end  of  the  arm  over  the  binding  and  its  edge  is  pressed 
"  against  the  guage  K,  by  the  operator  when  the  machine  is  started  and  the 

20  "  stitching  of  the  binding  to  the  brim  is  commenced  and  continued  until  the 
*'  binding  is  connected  throughout  its  length  to  the  brim.  We  prefer  in  practice 
"  to  start  the  stitching  at  the  back  of  the  hat  and  stitch  entirely  around  the  hat 
**  to  the  point  of  commencement.  While  the  stitching  of  the  binding  to  the 
"  front  or  back  end  portions  of  the  hat  brim  is  going  on,  the  hat  rests  and  is 

25  "  held  with  the  crown  depending  but  as  the  stitching  progresses  toward  and 
"  along  the  side  of  the  brim,  the  hat  must  be  gradually  turned  until  the  crown 
**  rests  in  a  horizontal  or  approximately  horizontal  position  with  the  inside  of 
"  the  hat  toward  the  operator  and  the  crown  in  the  concavity  above  mentioned, 
"  and  as  the  stitching  further  progresses,  the  hat  must  be  turned  so  that  when 

30  "  it  reaches  the  end  of  the  brim  opposite  to  the  point  of  commencement,  it  will 
"  rest  in  the  position  first  mentioned,  viz.  :  with  its  crown  depending.  From 
**  this  point,  the  operation  is  repeated  to  the  point  of  commencement,  that 
*•  is  to  say  the  hat  is  slowly  turned  until  when  the  stitching  reaches  the 
"  middle  of  the  side  of  the   hat  brim,  its  crown  rests  in  an  approximately ' 

35  *'  horizontal  position  beneath  the  arm  H  ;  and  from  this  point  to  the  point  of 
**■  commencement  the  hat  is  slowly  turned  until  when  it  reaches  the  point  of 
<<  commencement  its  crown  will  rest  in  a  depending  position.  The  concavity 
^  of  the  arm  H,  permits  of  the  hat  being  turned  freely  into  the  horizontsd 
*^  position  stated,  and  it  is  absolutely  necessary  to  get  the  hat  into  such  position 

40  **'  in  order  to  sew  the  binding  to  the  sides  of  the  brim  in  a  finished  manner 

**  especially  when  the  brim  is  provided  with  the  fashionable  deep  rolls  or  curls, 

**•  it  will  be  appreciated  that  the  cimcavity  of  the  said  arm  H,  forms  an  important 

"  feature  of  our  invention. 

^*  After  the  piece  of  binding  has  been  attached  along  one  edge  and  throughout 

45  ''  its  length  to  the  inner  side  of  the  stiff  hat  brim  by  stitches  4,  (see  Fig.  8)  its 
''  ends  are  *  onappod^  or  sewed  together  as  indicated  by  5,  after  which  it  is 
"  turned  outwardly  or  snapped  over  the  curled  brim,  when  it  vrill  be  snugly 
*^  and  tightly  held  thereon.  This  is  due  to  the  fact  that  the  outer  side  of  the 
"  brim  is  larger  than  the  inner  side  and  consequently  when  the  ends  of  the 

50  *'  binding  are  *  SDftppod'  ef  connected  together  after  one  edge  of  said  binding 
"  ia  connected  to  the  brim,  and  before  it  is  turned  over  the  same,  the  free  edge 
"  of  the  binding  is  strained  and  sprung  over  the  brim  under  considerable 
•*  tension,  varying  according  to  the  thickness  of  the  felt.  This,  as  stated, 
**  rwd«ra  the  binding  tight  upon  the  brim,  but  in  order  to  avoid  any  possibility 

55  ''  of  tha  binding  ooming  ofE  during  use,  its  outer  edge  may  if  desired  be  stitched 
^  by  hand  to  the  brim  or  otherwise  suitably  secured. 

K  2 
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"  In  virtne  of  the  binding  being  connected  to  the  brim  and  turned  over  the 
^  edge  of  the  same  in  the  manner  described,  it  will  be  seen  that  said  binding 
"  will  snugly  fit  the  brim  and  hold  itself  in  position  thereon  without  the 
^'  employment  of  stitches  or  other  fastening  means  ;  and  it  will  also  be  seen 
"  that  said  binding  will  cover  the  connecting  stitches,  thus  preventing  the  same  5 
**  from  being  rottened,  faded  or  otherwise  deteriorated,  which  is  an  important 
"  advantage. 

"  It  is  obvious  when  a  piece  of  binding  is  to  be  attached  to  a  hat  brim,  the 
'^  distance  of  the  line  of  stitches  from  thei  edge  of  the  brim  may  be  varied  to 
"  suit  various  kinds  of  hats  by  suitably  adjusting  and  adjustably  fixing  the  Id 
"  gnage  K. 

^^  During  the  operation  of  stitching  the  binding  to  the  hat  brim,  the  feed 
"  bar  P,  by  its  up  and  down  and  forward  and  backward  horizontal  movements 
'^  serves  to  feed  the  hat  and  consequently  the  binding  forwardly  and  at  the  same 
'^  time  holds  the  hat  brim  to  the  needle  plate  while  it  is  being  fed.  15 

^^  It  will  be  observed  that  our  machine  is  very  simple,  and  that  its  construction 
^^  is  such  that  the  parts  are  not  likely  to  get  out  of  order,  and  it  will  also  be 
^'  observed  that  the  stitching  of  the  binding  to  the  brim  may  be  accomplished 
^*  as  easily  when  the  brim  is  deeply  curled  or  rolled,  as  when  it  is  but  slightly 
"  curled  or  rolled,  and  this  without  in  any  way  damaging  the  brim  or  changing  20 
"  or  destroying  its  shape. 

'*  The  shuttle  M,  co-operates  with  the  needle  in  the  usual  manner,  and  it  is 
**  disposed  horizontally  as  described  so  as  to  permit  of  the  arm  H,  being  made 
"  thin  in  order  to  enable  it  to  readily  take  between  the  brim  and  crown  of  the 
'^  hat  as  illustrated  in  Fig.  3.  The  shuttle  M,  alone  forms  no  part  of  our  25 
*^  invention  and  any  suitable  loop  taking  device  may  be  employed  in  lien  of 
**  the  same. 

^'  The  needle  bar,  feed  bar,  and  presser  bar  with  mechanism  for  transmitting 
'^  motion  tQ  the  same,  when  considered  alone  also  do  not  form  a  part  of  the 
*^  invention  and  any  suitable  mechanism  which  embodies  a  practical  feed  device  30 
*^  may  be  employed  in  lieu  of  the  same. 

^'  While  our  improved  machine  is  designed  more  especially  for  connecting 
^  the  edge  of  bindings  to  the  inner  sides  of  stiif ,  rolled,  or  curled  hat  brims,  it 
^^  may  be  used  to  advantage  for  so  connecting  bindings  to  soft  hat  brims." 

The  Patentees  claimed  : — '^  1 — A?  Hie  herein  described  method  of  aitaching  35 
^^  to  a  hat  having  a  stiff,  curled  or  rolled  brim,  aad  a  binding  having  its  inner 
^<  edge  connected  to  the  inner  side  of  the  brim  by  stitches  extending  through 
<<  the  same  and  being  turned  over  the  edge  of  the  brim  so  as  to  cover  said  edge 
^*  and  also  cover  and  protect  the  connecting  stitches  ;  the  said  binding  having 
<«  its  ends  ^  onftppod^  op  connected  together  subsequent  to  its  connection  to  the  40 
"  brim  and  prior  to  its  being  turned  over  the  edge  of  the  same,  substantially  as 
"  specified. 

"2 — ^A  sewing  machine  comprising  a  work  supportinsr  arm  having  the 
**  comparatively  thin  and  flat  portion  at  its  forward  end  adapted  to  take 
"  between  the  brim  and  crown  of  a  stiff  hat  and  the  concavity  I,  in  its  under-  45 
"  side  in  rear  of  said  thin  and  flat  portion  adapted  to  receive  the  crown  of  a 
**  hat ;  the  said  concavity  I,  extending  above  the  lower  side  of  the  forward 
"  flat  and  thin  portion  and  being  disposed  at  right  angles  to  the  length  of  the 
**  arm,  a  loop  taking  device  arranged  in  said  arm  adjacent  to  its  forward  end, 
"  a  hat  guage  arranged  upon  and  adjustably  connected  to  the  upper  side  of  the  50 
*«  work  supporting  arm  adjacent  to  the  forward  end  thereof,  the  binding  guide 
"  arranged  upon  the  forward  end  of  the  work  supporting  arm  and  having  the 
"  lower  loop  t^  adapted  to  receive  the  lower  edge  of  the  binding  and  support 
<<  the  same  and  the  upper  horizontally  dispo^  loop  8,  arranged  upon  the 
^<  upper  side  of  the  work  supporting  arm,  an  overhanging  arm  carrying  a  needle  55 
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'^  bar  and  a  feeding  device,  and  means  for  operating  the  needle  bar,  feeding 
^^  device  and  loop  taker,  substantially  as  specified. 

**  3 — A  sewing  machine  comprising  a  work  supporting  arm  having  the 
**  comers  of  its  upper  side  beveled  at  its  forward  end  as  indicated  by  p,  a  hat 
5  "  guage  arranged  upon  and  adjustably  connected  to  the  upper  side  of  the  work 
"  supporting  arm  adjacent  to  the  forward  end  thereof,  the  binding  guide 
^^  arranged  upon  the  forward  end  of  the  work  supporting  arm  and  having  the 
"  Jower  loop  ^,  adapted  to  receive  the  lower  edge  of  the  binding  and  support 
'^  the  same  and  the  upper  horizontally  disposed  loop  Sy  arranged  upon  the 

10  "  upper  side  of  the  work  supporting  arm,  a  feeding  device,  and  a  suitable 
^  organized  stitch  forming  mechanism,  substantially  as  specified. 

''  4— A  hat  sewing  machine  comprising  the  work  supporting  arm  H,  having 
^^  the  comparatively  thin  and  flat  portion  at  its  forward  end  adapted  to  take 
"  between  the  brirn  and  crown  of  a  stiff  hat,  and  the  concavity  I,  in  its  under 

15  «<  side  in  rear  of  said  thin  and  fiat  portion  adapted  to  receive  the  crown  of  a 
**  hat ;  the  said  concavity  I,  extending  above  the  lower  side  of  the  forward 
<'  flat  and  thin  portion  and  being  disposed  at  right  angles  to  the  length  of  the 
'*  arm,  a  hat  guage  carried  by  the  arm  H,  a  binding  guide  carried  by  said 
^  arm  and  a  suitable  organized  stitch  forming  mechanism,  substantially  as 

20  .*  specified." 


In  May  1901,  the  Patentees  brought  an  action  for  infringement  of  the  Patent 
against  Battershy  &  Co.  Ld.  At  the  trial  and  also  on  appeal  it  was  held  that 
the  Patent  was  valid  and  the  Defendants  had  infringed.* 


R.P.C.  540;  21  R.P.C.  322. 
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On  the  25th  of  Jnne  1904  the  Patentees  commenced  an  action  against  the 
Singer  Manufacturing  Company  Ld.  for  infringement  of  the  Patent,  claiming 
the  nsnal  relief,  including  costs  as  between  solicitor  and  client  on  the  ground 
of  a  certificate  that  the  validity  of  the  Patent  came  in  question,  having  been 
^nted  by  Mr.  Justice  Buckley  in  the  above  mentioned  action  of  Gammons  v. 
Battershy  (20  R.P.C.  544). 

The  Particulars  of  Breaches  alleged  infringement  by  manufacturing,  supplying, 
letting  on  hire,  and  using  certain  machines  as  therein  specified. 

The  Defendant  Company  denied  infringement,  and  further  alleged  that  the 
Letters  Patent  were  invalid  by  reason  of  the  matters  set  forth  in  the  following 
amended  Particulars  of  Objections  :--"(l)  The  said  Welcome  Pennson  Gammons 
"  and  George  Stephen  Bracher  are  not  the  first  and  true  inventors  of  the  said 
"  alleged  invention.  (2)  The  said  alleged  invention  is  not  useful."  (3)  The  said 
**  alleged  invention  was  not  new.  (A)  The  alleged  invention  claimed  in  the 
"  first  claiming  clause  of  the  Final  Specification  of  the  said  Letters  Patent  had 
"  been  publicly  used  in  this  realm  (a)  by  Messrs.  Battershy  A  Co.,  at  their 
"  works  at  OflEerton  Hat  Works,  Stockport,  in  the  County  of  Chester,  con- 
"  tinuously  for  the  last  30  years ;  (h)  by  Messrs.  Higginbotham  A  Sons  of 
"  Hyde,  Cheshire,  continuously  since  18St5  ;  (c)  by  Oldham  and  Fogg  of  Hyde, 
"  Cheshire,  for  the  last  20  years  ;  (d)  by  the  Kirtley  Hat  Cofnpany  of  Hyde, 
"  Cheshire,  18  years  ago ;  (e)  by  Messrs.  Greenshaw,  hat  manufacturers  of 
"  Ashton,  Lancashire,  for  the  last  20  years ;  (/)  by  /.  Wilson  A  SonSj  hat 
"  manufacturers  of  Denton,  Lancashire,  continuously  since  the  year  1894 ;  (g^ 
"  by  George  Pendlebury^  hat  manufacturer  of  Woolfold,  Bury,  Lancashire,  30 
"  years  ago ;  (h)  by  Messrs.  MollidaySy  hat  manufacturers  of  Denton,  Lanca- 
"  shire,  in  the  years  1868  and  1869  ;  (i)  by  Mather  Barlow  of  the  Kirtley  Hat 
"  Works,  Hyde,  in  the  county  of  Lancashire  during  the  past  15  years.  (B)  The 
"  alleged  invention  described  in  the  second,  third,  and  fourth  claiming  clauses 
'*  of  the  said  Specification  had  been  published  in  this  realm  prior  to  the  date  of 
"  the  said  Letters  Patent  by  the  publication,  at  the  Patent  Office  Library,  of  the 
"  Final  Specifications  of  the  following  Letters  Patent : — 


Name. 

Date  and  number. 

Farts  zeUed  on. 

"(a)  Belford 

No.  794  of  1854, 

The  whole. 

"  (b)  Chittenden          

No.  1351  of  1854. 

M 

"  (c)  Moore       

No.  1946  of  1855. 

)> 

«  (d)  SmUh       

No.  2344  of  1855. 

» 

"  (e)  Thomas 

No.  740  of  1856. 

» 

"(f)   Clark       

No.  514  of  1863. 

» 

^'' (S)  Greenwood  and  Keats 

No.  1685  of  1870. 

99 

"(h)  &Niel(J3.%.k.) 

No.  137,618  of  1873. 

» 

«(i)   StockwM 

No.  300  of  1876.] 

» 

"(j)   Chadwick 

No.  1080  of  1878. 

W 

10 


15 


20 


25 


30 


35 


40 


Vol.  XXIt,  No.  5.]     AND  TRAD* 

MARE  OASES. 

135 

(fammofis  v.  Singer  Manufacturing  Company. 

Name. 

Date  and  number. 

Parte  relied  on. 

''*' Qs)  Anderson 

"(1)    Woodruff. 

"  (m)  Jones  and  Gamwell 

**  (n)  Thomas 

5  "  (o)  Johnson 

^  (p)  Oardner  ...  •      

"  (q)  Kdly        

**(r)    WiUcox 

"  (s)   Gockroft 

10  '*  (t)  Maxfield  and  Barclay  ... 

"  (n)  Thompson  

"  (v)  Qass  

'*  (w)  Hooper  (U.S. A.) 

'*  Shaw        

*•*  Keaie        

**  Guming 

"flwra       

*^  Kingston  and  Mullarky 


15 


No.  4134  of  1878. 

No.  4798  of  1878. 
No.  948  of  1883. 

No.  9074  of  1884. 

No.  5926  of  1886. 
No.  10,638  of  1886. 

No.  303  of  1887. 

No.  7552  of  1888. 

No.  9599  of  1899. 

No.  4111  of  1891. 
No.  16,971  of  1891. 
No.  13,525  of  1891. 
No.  474,450  of  1892. 
No.  230,580  of  1880. 

No.  4630  of  1889. 
No.  19,594  of  1892. 
No.  17,729  of  1894. 

No.  7467  of  1895. 


The  whole. 


,'*  (0)  The  0aid  alleged  inventioii  claimed  in  the  second,  third,  and  fourth 

20  '^  claiming  clauses  of  the  said  Specification  had  been  publicly  manufactured, 

^  sold,  and  used  in  this  realm  for  binding  hats  having  stiff  or  rolled  brims — 

"  (a)  by  Messrs.  Ihomxis  is  Go.  and  the  Tliomas  Manufacturing  Company^ 

"  of  Aldersgate  Street,  London,  in  and  since  the  year  1883  ;    {b)  by  Messrs. 

"  Garver  ds  Go.y  of  Manchester,  for  the  last  30  years ;  (c)  by  Messrs.  BraMury 

25  ^^  dt   Go.,  of  Manchester^  continuously  for  the  last  30  years ;  {d)  by  Messrs. 

**  Higginbotham  S  SonM^  of  Hyde,  Cheshire,  continuously  sincd  th^  year  1895  ; 

^'  (9)  -by  MMdrs.  Oldham  and  Fogg^  of  Hyd6,  Cheshire,  for  th«  laftt  20  y^rft ; 

"  if)  ^y  *^®  Kirtlsy  Hat  Gompany^  of  Hyde,  Cheshire,  18  yftArs  ago  ;  {g)  by 

**  the  parties  at  the  houses  and  at  the  places  mentioned  in  paragraph  3a  («),  (/), 

30  "  {g\  ^^^  (*)  ♦  W  ^y  ^^^  manufacture  by  one  Gree  and  supply  to  Messrs. 

^^  MollidaySy  hat  manufacturers,  of  Denton,  Lancashire,  in  the  year  1868,  of  a 

^^  Omrvsr  sewing  machine  with  a  bent  work  arm  to  take  the  crown  of  hard 
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^'  crowned  hate,  and  by  the  nse  by  the  &aid  Messrs.  MMidays  of  the  said 
'*'  machine  in  the  years  1868  and  1869 ;  (t)  by  Messrs.  Jones  is  Co,  Ld.^  of 
"  Guide  Bridge,  in  the  county  of  Lancaster,  of  top-feed  straight-armed  sewing 
*^  machines  for  the  past  20  years.  (4)  The  said  alleged  invention  as  to  all  the 
'*  claiming  clauses  thereof  is  not  proper  subject-matter  for  valid  Letters  Patent.  5 
'*  Under  this  head  the  Defendants  will  rely  upon  general  public  knowledge 
*'*'  and  common  general  knowledge  in  the  hat  and  sewing  machine  trades  and 
"  upou  the  matters  alleged  in  paragraph  (3)  hereof.  And  will  also  allege  that 
^'  the  alleged  combinations  claimed  in  clauses  2,  3,  and  4  are  mere  collections 
'^  of  old  and  well-known  parts  of  sewing  machines  all  commonly  known  and  20 
**'  used,  and  that  no  invention  was  required  to  collect  the  same  together,  and 
**  that  the  collection  of  parts  named  in  the  said  claims  are  not  combinations 
"  which  form  good  subject-matter  for  valid  Letters  Patent.  (5)  The  Complete 
'^  Specification  of  the  said  Letters  Patent  does  not  sufficiently  describe  the 
"  nature  of  the  invention  and  the  manner  in  which  the  same  is  to  be  performed,  15 
'^  and  .the  description  is  insufficient  and  misleading  in  that  it  is  impossible  to 
*'  carry  out  the  operations  described  in  page  1,  lines  10,  13,  page  13,  lines  IJ,  13, 
**  and  claimed  in  the  first  claiming  clause." 

The  action  came  on  for  trial  before  Mr.  Justice  BUCKLBY. 

MouUon    K.C.,  Beverij   and    Whinney  (instructed  by  Slacks  Monro^  and  20 
Atkinaon)  appeared  for  the  Plaintiffs;   Aetbury  K.C,   WalteVy  and  Golefax 
(instructed  by  J.  Roberts  Hall)  for  the  Defendants. 

Moulton^  K.C.,  for  the  Plaintiffs. — This  is  an  action  on  a  Patent  which  has 
already  been  before  the  Court,  and  its  decision  in  favour  of  the  Patent  was  ^ 
upheld  by  the  Court  of  Appeal.  The  last  action  was  against  the  user  of  an  25 
infringing  machine ;  the  present  is  against  the  maker  of  the  same  machine. 
The  issue  is  the  same — want  of  novelty — but  a  much  larger  number  of  antici- 
pations are  alleged.  There  will  bo  no  dispute  as  to  infringement,  but  the 
substantial  defence  is  the  invalidity  of  the  Patent. 

James  Swinburne  and   W,  P.  Qaminons^  jun.,  one  of  the  Patentees,  were  30 
called  for  the  Plaintiffs,  and  gave  evidence  as  to  the  working  of  the  patented 
machine  and  the  differences  as  between  it  and  the  anticipations  alleged. 

Astbury^  K.C.,  for  the  Defendants. — In  the  last  case  relating  to  this  Piuent 
{Gammons  v.  Battersby,  20  R.P.C.  540  ;  21  R.P.C.  322)  the  Defendants  were 
assisted  by  the  Company  who  are  Defendants  in  the  present  case,  but  the  35 
present  Defendants  are  not  bound  by  what  then  occurred.  In  that  case  there 
was  evidence  that  hat  binding  by  the  reverse  method  had  for  many  years  been  done 
in  England  by  machinery,  but  the  value  of  that  evidence  was  misapprehended, 
and  it  was  not  produced  to  the  Court.    We  now  propose  to  put  in  that  evidence. 

A  number  of  witnesses  were  then  called,  some  of  whom,  in  the  course  of  49 
their  examination,  were  allowed  to  use  machines  brought  by  them  to  sew  the  bind- 
ing upon  hats.    The  effect  of  this  evidence,  as  well  as  that  of  certain  rebutting 
evidence  called  by  the  Plaintiffs,  is  sufficiently  set  forth  in  the  Judgment, 

Moulton^  K.C.,  replied. 

Buckley,  J. — In  the  action  of  Gammons  v.  Battersby  the  construction  of  45 
the  Plaintiffs*  Specification  was,  so  far  as  this  Court  and  the  Court  of  Appeal 
were  concerned,  decided.      It  was  there  held  that  the  first  claim  of    the 
Plaintiffs*  Specification  was  not  a  claim  for  a  method  to  be  done  in  any 
manner,  but  a  claim  for  a  method  to  be  done  by  a  machine  such  as  the 
Patentees  describe.     The    Patent,  therefore,  in    that  decision    was    upheld   50 
further  upon  this  ground,  that  although  the  third  claim  omits  the  concavity, 
yet  the  Court  found  it  to  be  established  that  a  hard  hat  with  a  rolled  brim 
could  be  done  on  a  machine  with  a  straight  arm.    In  the  previous  case,  it  was 
also  made  out  that  the  invention,  if  it  was  an  invention,  was  useful.    That 
utility  the  Defendants  in  the  present  Action  do  not  dispute,  in  this  sense,  that  55 
%t  the  Patent  upon  the  further  materials  now  before  the  Court  can  be  maintained, 
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they  do  not  dispute  but  that  it  perfonns  the  particular  operation  in  a  useful 
manner.    Utility  in  that  sense  is  not  disputed. 

I  need  not  say  anything  about  infringement,  for  the  moment  at  any  rate. 
The  real  issue  which  I  have  to  try  in  the  present  case  is  novelty.  In  the 
5  Court  of  Appeal,  Lord  Justice  JRomer^  in  delivering  the  Judgment  of  the 
Court,  said  this  :  ^'  It  is  significant  that  no  machine  is  alleged  as  an  anticipation 
'*  in  the  Defendants*  Particulars  of  Objections  ;  and  the  Defendants  have  failed 
"  to  prove  that  at  the  date  of  the  Patent  any  machine  existed  or  was  known 
**  which,  without  alteration,  would  do  the  work  which  can  be  done  by  the 

10  "  patented  machine."    The  purpose  of  this  action  is  to  investigate  whether, 

upon  the  further  materials  which  the  Defendants  in  the  present  action  have 

adduced,  they  stand  likewise  in  the  position  of  having  failed  to  prove  that  at ' 

the  date  of  the  Plaintiffs*  Patent,  any  such  machine  existed. 

In  the  present  action  the  Defendants  have  brought  forward  a  lai^e  number 

15  of  Specifications — ^larger  than  in  the  previous  case — which  they  rely  on  by  way 
of  defence  to  the  validity  of  the  Plaintiffs*  Patent.  I  do  not  find  it  necessary 
to  travel  through  those  in  any  detail  at  all.  They  were  usefully  referred  to  for 
the  purpose  of  showing  that,  amongst  the  vast  multitude  of  machines  that  have 
been  devised  and  are  used  for  sewing  purposes,  there  have  been  a  great  many 

20  devices  adopted  for  the  purpose  of  grappling  with  the  difficulty  of  sewing 
under  difficult  and  peculiar  circumstances — variances  in  providing  clearance  for 
the  work,  and  variances  in  providing  guides  for  the  work  and  the  like.  None 
of  those  Specifications  are  such  as  I  need  pause  to  refer  to,  with  the  exception 
of  mentioning  two,  for  the  purpose  of  avoiding  subsequent  confusion.   Amongst 

25  them  are  included  one  of  1856  by  W,  F.  Thomas^  for  making  button-hole  and 
edge  seams,  and  another  of  1884  of  John  Thomas,  for  putting  binding  on  hats 
in  a  particular  manner  which  was  done  by  what  has  been  described  as  the 
"  ladder  stitch."  I  only  mention  those  two  for  the  purpose  of  saying  that  the 
Thomas^  upon  which  I  shall  have  to  say  more,  has  nothing  whatever  to  do  with  the 

30  one  or  the  other.  It  is,  in  point  of  fact,  a  machine  which  was  made  by  W.  F. 
Thomas^  the  first  of  these  two  Patentees,  but  has  nothing  to  do  with  this 
Patent.    With  that  I  leave  the  paper  Specifications. 

I  go  on  to  consider  whether  the  Defendants  have  shown  by  the  machines 
which  they  have  exhibtted  in  this  case,  that  in  1897,  which  was  the  date  of  the 

35  Plaintiffs*  Patent,  there  had  been  a  prior  user  of  the  device,  or  invention,  or 
system,  or  combination  which  was  the  subject  of  the  Plaintiffs*  invention.  The 
invention  which  has  been  upheld  is  one  by  which  a  particular  operation  is 
performed  by  a  sewing  machine,  composed  of  a  combination  of  parts,  which  it  is 
not  disputed  in  themselves  separately  are  old,  so  as  to  produce  a  new  combina- 

40  tion  which  will  enable  the  operator  to  do  a  particular  kind  of  work  which  could 

not  theretofore  be  done  by  a  sewing  machine.    The  question  is  whether  there 

were  in  existence  in  1897  such  machines  as  that  combination,  for  the  purpose  of 

doing  that  act,  as  showing  it  was  not  new. 

The  first  machine  which  I  onght  to  mention  is  one  which  has  been  marked 

45  J.S.  2,  and  is  known  as  the  Carver  machine.  It  is  a  machine  which  was  made 
30  years  or  more  ago  in  Manchester  by  William  Carver^  and  he  called  it  the 
** Alpine"  machine.  Carver  ceased  business  28  or  30  "years  ago,  and  he 
made  it  before  that.  The  machine  in  question  is  one  which  has  a  sti-aight 
work-supporting  arm,  the   vertical   thickness    of  which    is    increased   by  a 

50  bracket  support  which  is  found  below.  That  bracket  support  offers  a  con- 
vexity, where  the  Plaintiffs'  offers  a  concavity,  to  the  crown  of  the  hat  in  per- 
forming the  operation.  It  has  some  greater  difficulties  by  reason  of  the 
existence  of  that  convexity  than  even  a  straight  arm  will  have.  In  commenting 
on  these  machines  I  am  going  to  confine  myself,  in  the  first  instance  at  any 

55  rate,  to  that  which  the  Pkiintiffs*  witnesses  say  about  them.  I  do  not  at  all 
forget  that  the  Defendants  have  given  evidence,  but  I  am  going  to  see  what  the 
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Plaintiffs  themselves,  by  their  expert,  Mr.  Swinbumey  and  by  Mr.  Gammons^ 
the  Patentee,  say  as  regards  these  different  machines.  Now,  as  regards  that  first 
one,  J.S.  2,  Mr.  Swinburne  (at  page  16,  answer  192,  in  the  printed  shorthand 
notes)  said  this  :  **  Assuming  that  this  was  fitted  with  a  hat  gauge  " — which  it 
is  not,  I  agree — "  and  that  it  had  a  riband  guide,  it  is  structurally  the  same  as  5 
"  the  Plaintiffs',  except  that  it  has  not  got  the  concavity  in  the  work-supporting 
"  arm."  Of  course  that  may  be  put  a  little  more  strongly — except  that  it  has 
got  a  convexity  instead  of  a  concavity  in  the  work-supporting  arm.  In  all 
other  respects,  he  says,  it  is  structurally  the  same  as  the  Plaintiffs'. 

Carver  having  given  up  business  28  years  ago,  or  thereabouts,  a  man  named   10 
Marslandy  who  was  the  agent  or  person  employed  by  a  firm  of  Bradbury  A 
Co.y  at  Stockport,  came  to  Bradburys^  his  employers,  and  urged  them  to 
begin  making  a   machine    like    the    machine   of    Carver^  who   had   ceased 
business.    Bradbury 8  assented  to  that ;  they  made  a  machine,  and  they  made 
it  for  the  purpose  of  binding  hats,  and  as  the  thing  was  from  time  to  time    15 
altered  and  dealt  with,  Marsland  came  and  tried  it,  and  suggested  this  and  that 
alteration  until  it  was,  so  they  say,  made  perfect.     They  altered  Carver^s 
machine  by  taking  away  that  bracket  support  below  the  horizontal  work- 
supporting  arm,  which  presented  the  convexity  of  which  I  have  spoken,  and 
they  made  it  with  a  thin  straight  work-supporting  arm,  bulging  in  the  front  SO 
into  a  ihicker  nose.     The  date  at  which  that  machine  was  made  was,  roughly, 
28  years  ago  (1876),  and  Bradburys  have  made  that  machine  from  that  time 
until  the  present  time.     I  will  speak  as  to  the  user,  and  what  workpeople  have 
done  with  it,  subsequently.     In  1886,  or  thereabouts — it  may  have  been  of 
earlier  date ;    it  is  not  of  later  date — I  have  a  price  list  of  Bradbury  &  Co.  25 
relating  to  this  J.S.  4,  which  they  call  their  "  Practical  Hatter."     The  machine 
itself  bears  the  inscription,  "  Bradbury  A  Go.^  Ld,,  Oldham,  Practical  Hatter." 
There  is  not  the  least  doubt  it  was  made  for  this  purpose  of  binding  hats.    The 
J.S.  6  which  is  before  me  contains  a  picture  or  representation  of  the  instrument 
having  depending  from  it  a  man's  high  silk  hat,  and  the  machine  is  shown  as  80 
putting  the  binding  on  to  the  hat.    I  am  not  sure  that  you  can  make  out  from  the 
picture  whether  it  is  being  done  by  what  is  called  the  reverse  method,  or 
whether  it  is  not  being  done  by  the  reverse  method,  but  it  is  clearly  binding  a 
hat.     Below  the  picture  is  some  letterpress,  the  first  sentence  of  which  reads 
thus  :  "This  machine  has  been  specially  constructed  for  hat  binding,  which  it  35 
"  effects  at  less  than  one-fourth  the  cost  of  hand  labour.     The  needle  plate  is 
*'  made  with  a  raised  ridge  to  elevate  the  part  of  brim  to  be  sewn  sufficiently 
**  high  above  the  general  surface  to  enable  the  binding  to  be  sewn  on  when 
"  curled,  however  stiff,  and  as  easily  as  if  it  were  on  a  flat  surface.    The 
"  *  Practical  Hatter '  machine  is  acknowledged  by  the  hatting  trade  to  be  the  40 
"  best  binding  machine  in  the  market.      It  will  bind  curled  hats  without 
"  damaging  the  curls  in  the  least."     Now  there  the  claim  is  made,  though 
whether  rightly  or  not  is  another  matter,  to  bind  curled  hats  without  damaging 
the  curl,  and  to  do  so  however  stiff. 

I  pause  here  for  the  purpose  of  calling  attention  to  something  which  is  45 
material  on  a  part  of  the  case  upon  which  a  good  deal  has  been  said.    The 
Plaintiffs'  machine,  in  the  front  part  or  nose  of  the  work-supporting  arm,  is 
bevelled  ih  two  directions,  both  in  the  horizontal  plane  and  in  the  vertical 
plane,    Thft  machine  to  which  I  am  referring,  taking  J.S.  4  for  the  moment,  is 
b^vell^d  Otily  in  th«  hori^^ntal  {>lane.     The  needle  plato  which  is  found  6n  50 
J.S.  4,  and  which  ift  referred  to  in  this  price  list,  is  a  small  vertical  projection 
in  front  of  the  nose,  which  is  of  small  width,  in  the  direction  of  travel  df  the 
work.     The  result  is  that  the  portion  of  the  machine  which  actually  touches 
the  curl  of  the  hat,  which  is  being  sewn,  is  of  very  small  width  in  the  direction 
of  travel  of  the  work,  with  the  result  that  the  adjacent  parts  of  the  curl  are  not  55 
touched,  and  can  fsdl  away  and  assume  such  a  position- as  is  convenient.     It  is 
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quite  plain,  if  you  consider  the  problem  for  a  moment,  that  the  effect  of  that  is 
exactly  the  same  as  the  effect  of  the  second  bevel  which  the  Plaintiff  uses. 
The  result  is  to  free  the  work  more  readily  from  the  pressure  of  the  nose.  I 
may  express  it  by  saying  that,  for  the  purposes  of  grappling  with  the  difficulty 
5  of  the  work,  it  is  the  same  as  if  the  vertical  width  of  the  nose  of  the  work- 
supporting  arm  were  reduced  to  the  small  width  of  the  raised  needle  plate. 
J.S.  4,  therefore,  was  made  from  1876— these  dates  really  are  of  no  great 
moment,  because  1897  is  the  date  to  which  I  have  to  address  myself — but  many 
years  ago  it  was  made,  and  made  in  that  way.    Now  what  did  Mr.  Swinburne 

10  say  as  regards  J.S.  4  ?  He  said :  "  Assuming  that  gauges  were  used  on 
**  it " — ^and  there  is  not  the  least  difficulty  in  using  a  gauge  upon  this 
machine;  it  is  in  point  of  fact  drilled  for  the  purpose  of  receiving  the 
gauge,  and  it  was  used  with  one — '' Assuming  that  gauges  were  used  on  it, 
'*  this  machine  is  again  identical  in  structure  with  the  Plaintiffs*,  except  that  it 

15  **  has  not  got  the  concavity."     It  has  got  a  straight  arm  and  not  a  concave  arm. 

Having  regard  to  what  was  said  in  the  Court  of  Appeal  there  can  be  no  point 

made  upon  that.    The  concavity  was  not  of  the  essence  of  the  invention  ;  if  it 

were  the  Plaintiffig'  Patent  would  have  been  bad. 

J.S.  4  was  slightly  modified  at  a  later  date— the  exact  date  I  do  not  know, 

BO  but  it  was  before  1896,  which  was  again  before  the  <iate  of  the  Plaintiffs'  Speci- 
fication— and  the  modification  substantially  was  that  the  straight  work- 
supporting  arm  is  now  supported  for  a  short  distance  of  its  length  by  a  bracket 
below  it ;  but  that  bracket  is  only  carried  forward  a  certain  distance  towards  the 
work  end  of  the  arm  and  is  stopped  there,  so  that  at  the  end  of  that  bracket 

25  there  is  what  is  equivalent  to  the  concavity  in  the  Plaintiffs*  Patent.  But  that 
is  really  not  very  material,  because  the  concavity  is  not  really  the  point. 

As  to  J.S.  5,  the  altered  form  of  J.S.  4,  a  man  named  Thomas  Ores  in  1896 
made  a  guide,  and  it  was  a  guide  such  as  to  render  J.S.  5  effectual  for  all 
purposes  as  a  machine  for  binding  the  brims  of  hats,  with  a  guide  for  the  riband 

30  and  a  guide  for  the  hat.  It  was  an  adjustable  guide  so  that  you  could  use  it, 
either  for  binding  by  the  reverse  method,  or  for  binding  by  the  other  method. 
It  is  sufficient  for  my  purpose  to  say  that  it  was  adapted  to  the  reverse  method. 
Mr.  MoulUm  has  made  some  observations  as  to  Gree's  recollection  of  the  exact 
date  of  making  that  guide.    I  have  no  reason  at  all  to  doubt  his  evidence  with 

35  regard  to  it.  He  is  quite  clear  as  to  the  date,  and  I  have  no  evidence  at  all  to 
the  contrary.  I  accept  his  evidence,  that  he  made  that  guide  in  the  year  1896, 
before  the  date  of  the  Plaintiffs*  Patent.  For  many  years  past — I  think  one 
witness  says  34  years,  and  another  says  28,  and  others  give  other  long  dates— 
those  machines,  that  is  to  say,  the  Garver  machine,  and  the  Bradbury  **  Prac- 

40  "  tical  Hatter,"  whether  in  its  form  J.S.  4  or  its  form  J.S.  5,  have  been  used  for 
binding  hats,  and  for  at  least  10  years  they  have  been  used  for  binding  hard 
hats.  A  great  many  operators  have  been  called  before  me,  who  have  spoken  to 
that.  In  addition  to  that,  there  have  been  performed  before  the  Court  a  couple 
of  experiments  upon  J.S.  5.    There  were  two  hate— the  exhibit  marks  are 

45  O.J.R.  3  and  4 — ^which  were  sewn  by  J.S.  5  in  Court  here.  In  the  first  case 
the  operator  came  upon  the  Bench  to  do  it.  She  had  a  very  bad  light  and  was 
placed  in  a  very  disadvantageous  position.  The  result  in  that  case  was  that  the 
stitching  is,  I  fl^ree,  not  very  regular.  I  think  that  is  attributable  to  the  position 
iia  Whioli  tbe  woB^an  wafe  placed,  but  th^  binding,  in  fact,  was  s^wn  on.    Mr. 

50  JM^daU^  afi  exp^lrt,  from  Lincoln  and  Bmneet%  i^ho  saw  that,  obserrM  upon 
it,  thikt  ht  a  particular  point,  which  I  will  describe,  the  hat  had  h^n  what  he 
called  "  cut  to  pieces.**  That  is  only  an  illustration  of  the  inflation  and  exag- 
geration of  modem  language.  What  really  took  place  was  that  the  pressor  foot 
6f  the  machine  at  a  particular  point  indented  the  hat  to  a  considerable  extent — 

55  pulled  it  so  as  to  raise  slight  ridges,  which  he  said — ^and  I  do  not  in  the  least 
question  he  is  right— would  have  shoWn  through  in  the  binding  fcfter  the 
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binding  was  snapped  over  and  reversed  ;  and  he  said  it  would  be  neces^ry  to 
send  the  hat  down  again  to  be  re  ironed  before  it  could  be  used,  and  that  it  was 
not  practically  commercial.  In  the  other  case,  the  hat  was  sewn  under  more 
advantageous  conditions  in  the  well  of  the  Court.  The  operator  said  that  she 
had  plenty  of  light  on  that  occasion,  and  she  chose  her  own  position  and  did  it  5 
under  advantageous  circumstances.  That  operation  was  completely  successful, 
except  for  this— that  when  she  had  got  half-way  through  the  hat— a  fact  which 
was  not  known  at  the  moment— the  shuttle  ran  out,  and  therefore  the  stitches 
of  course  ceased  to  bind,  and  the  hat  has  been  sewn,  but  the  binding  is  not 
sewn  to  it.  As  the  result,  the  machine  operated  on  the  whole  hat,  the  whole  10 
way  round,  and  it  went  round  both  curls.  The  observation  of  Mr.  RandcU^ 
the  expert,  upon  it  was,  that  the  one  curl  had  been  distorted,  but  he  allowed 
that  the  other  curl  had  not.  Now  the  machine  had  passed  over  both  curls  alike, 
and  whether  or  not  the  distortion  of  the  one,  il  it  was  distorted,  was  due  to  some 
inadvertence  on  the  part  of  the  operator,  I  do  not  know.  It  is  sufficient  for  me  15 
to  say  that  as  regards  one  curl,  at  any  rate,  the  machine  even  according  to  Mr. 
RandalVs  evidence,  acted  as  it  ought  to  act. 

I  pause  here  for  the  purpose  of  saying  that  the  most  difficult  part  in  this 
operation  of  sewing  a  binding  by  the  reverse  method  to  a  hard  curled  hat  seems 
to  be  this— the  principal  difficulty  arises,  not  in  the  middle  of  the  curl  where  20 
you  would  perhaps  expect  it,  owing  to  the  difficulty  of  clearing  the  crown,  but 
just  at  the  commencement  of  the  curl.  Where  the  curl  begins  it  is  very  small, 
and  very  closely  down  to  the  brim  of  the  hat,  and  there  is  a  great  difficulty  in 
getting  in.  It  is  a  very  small  nook  to  reach.  It  is  at  that  particular  point  that 
the  "  cutting  to  pieces,"  as  Mr.  Randall  called  it,  took  place  in  G.J.R.  3.  In  the  25 
experiment  G.J.R.  4,  J.S.  5  surmounted  that  difficulty,  subject  to  the  question 
of  the  one  curl  having  been,  so  Mr.  Randall  says,  distorted. 

In  addition  to  that  which  I  have  seen  done,  I  have  had  the  evidence  of  these 
operators,  some  five  or  six  of  them,  who  say  that  for  years  past  they  have 
commercially  sewn  hard  hats  with  these  Carver ^  or  Bradbury  **  Practical  Hatter     80 
machines — hundreds  of  dozens  of  them,  and  those  machines,  as  Mr.  Sunnhurne 
has  told  me,  are  machines  which  structurally  do  not  differ  from  the  Plaintiffs* 
machine.    I  only  want  to  add  that  for  the  purpose  of  testing  whether  the 
Bradbury  "  Practical  Hatter  "  exposes  the  curl  of  the  hat  to  any  strain  or  dis- 
tortion  which  makes  it  commercially  xmsuccessful,  I  am  unable  to  test  that  35 
question  by  seeing  how  far  the  Plaintiffs'  machine  strains  or  distorts  the  curl. 
It  is  a  difficult  problem  for  all  of  them,  and  it  is  quite  plain  that,  take  which 
machine  you  will,  it  must,  to  some  extent,  depend  on  the  skill  of  the  operator, 
whether  the  curl  is  so  handled  as  not  to  strain  or  distort  it  to  some  extent.    I 
have  not  had  the  advantage  of  seeing  whether  the  Plaintiffs'  machine  does  not  40 
to  some  slight  extent— such  slight  extent  that  the  Bradbury  "  Practical  Hatter  " 
does — effect  the  same  distortion. 

I  pass  on  from  these  machines,  J.S.  4  and  J.S.  5,  to  another.    The  machine  in 
question,  J.S.  9,  is  before  me,  and  it  is  stamped, "  W.  F,  Thomas  A  Go.  1 
"  Cheapside,  London."    I  have  the  evidence  of  four  witnesses,  TrotU  Staples^  45 
Freshivater,  and  Peters^  as  to  the  birth  and  existence  of  that  machine.    I  am 
perfectly  satisfied  on  their  evidence,  that  it  came  into  existence  more  than  18  or 
19  years  ago — ^probably  considerably  more  than  that,  but  at  any  rate  that.    I 
arrive  at  that  date  in  this  way  :  W.  F.  Thomas  A  Go.  were  a  firm  who  had 
premises  in  Holbom  Viaduct  up  to  a  date  ending  18  or  19  years  ago— say  in  50 
1885.    They  had,  either  before  or  contemporaneously  with  their  occupancy  of 
Holbom  Viaducti  also  premises  at  No.  1  Cheapside.    The  evidence  is,  that 
this   particular  machine  J.S.   9  was  made  partly   at  Holborn  Viaduct,  and 
partly  at  Birmingham,  where  they  had  a  factory  at  a  date — the  exact  date 
is  not  fixed,  but  at  any  rate  more  than  18  or  19  years  ago  ;  that  it  came  up  to  o5 
Holbom  Viaduct  and  stood  in  Holbom  Viaduct  in  the  show  room  for  some 
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time — some  years  probably ;  that  it  was  then  removed  from  Holborn  Viaduct 
to  Aldersgate  Street  to  which  W.  F.  TTioynas  A  Go.  removed  at  a  later  date  ;  that 
at  Holborn  Viaduct  and  in  Aldersgate  Street  it  was  shown  by  an  operator  who 
is  now  dead,  a  show- woman,  Miss  Stevens^  who  operated  it  in  the  presence  of 

5  customers,  as  a  machine  that  would  bind  hard  hats.  There  is  evidence  that  she 
had  been  seen  talking  to  customers  and  operating  a  gentleman's  silk  hat  on  the 
machine.  The  two  witnesses  who  speak  to  her  so  operating  are  Trott  and 
Staples.  Its  sultsequent  history,  which  is  given  by  a  man  named  Freshtvater^ 
is  that  at  a  later  date  he  came  into  the  employment  of  W.  F.  Thomas  A  Go.y  or 

10  their  successors  in  business,  and  that  then  he  found  it  amongst  a  lot  of  old 
stock — some  was  rubbish,  and  he  broke  that  up,  and  some  was  not,  and  he  kept 
it,  and  J.S.  9  is  the  machine  which  he  kept ;  he  said  he  thought  it  had  a  future, 
and  this  seems  to  be  its  future.  He  kept  it,  and  subsequently  W.  F.  Thomas 
A  Co.  was  wound  up  ;  a  receiver  was  appointed  for  the  debenture  holders.    A 

15  man  named  Peters  was  the  representative  of  the  debenture  holders'  receiver, 
and  he  sold  it  to  the  Defendants.  It  reached  his  hands  of  course  from  the 
premises  of  W.  F.  Thomas  A  Co.  Against  that  body  of  evidence  there  is 
absolutely  nothing  at  all,  except  that  of  a  man  named  Wildingy  who  was  also 
in  the  employment  of  W.  F.  Thomas  A  Co.^  and  accepting  his  evidence  as  being 

20  entirely  true— I  do  not  question  it  at  all — it  only  comes  to  this  :  that  he  never 
saw  J.S.  9,  or,  if  he  saw  it,  that  he  has  forgotten  it.  He  was  a  person  who 
also  went  through  the  stock,  and  he  says,  so  far  as  he  knows,  it  was  not  amongst 
the  stock  that  he  went  through.  I  can  only  say  that  he  is  mistaken.  It  was 
there.    The  evidence  of  the  other  witnesses  I  do  not  doubt.    He  was  asked  a 

25  question  for  the  purpose  of  seeing  whether  he  was  prepared  to  contradict 
Freshwater^  whose  evidence  is  perfectly  plain  on  the  point--as  to  whether  he 
had  any  doubt  Ihat  Freshwater  was  a  witness  of  truth,  and  he  said  certainly 
not.  Upon  that  evidence  I  have  not  the  smallest  difficulty  in  coming  to  the 
conclusion  that  it  is  proved  beyond  all  question  that  J.S.  9,  this  old  Thomas 

30  machine,  existed  long  before  1897,  and  was  publicly  exhibited  long  before 
1897,  as  a  machine  which  would  sew  hard  hats,  to  anybody  who  was 
willing  to  buy  it  It  was  never  sold.  No  sale  was  ever  made,  but  there  was 
the  thing. 

Now  let  me  see  what  Mr.  Stoinbume  said  about  J.S.  9  :  ^*(Q.)  Suppose  that 

35  ^*  machine  were  fitted  with  guides  to  guide  a  hat  and  guide  a  riband,  it  would 
•*  be  identical  in  construction  with  the  Defendants'  machine  ? — Yes."  J.S.  9, 
after  its  long  and  eventful  life  is  now  in  a  state  of  decay.  It  will  not  work  any 
more.  Parts  have  been  removed ;  the  operating  machinery  has  gone.  We  can 
see  what  the  thing  was  when  it  was  in  possession  of  full  health,  because  J.S.  10 

40  has  been  constructed  as  a  reconstruction  of  J.S.  9 — as  being  what  J.S.  9  was — 
and  Mr.  Swinburne^  after  examining  them  both,  said  :  ^'  Oh,  yes,  J.S.  10  is  a 
**  perfectly  fair  reproduction  of  what  J.S.  9  was  before  it  was  broken  to  pieces." 
I.  have  J.S.  10  here.  Let  me  see  what  Mr.  Swinburne — ^and  now  I  am  going  to 
add  Mr.  Gammons — said  as  regards  J.S.  10.     Mr.  Swinburne  said,  as  of  course 

45  he  would  say  after  what  he  had  said  as  to  J.S.  9  :  '*  (Q.)  You  see  nothing  at  all 
**  in  this  machine  which  would  prevent  it  having  been  expressly  designed  for 
'*  binding  hats  ? — It  does  not  look  like  a  hat  binding  machine.  It  may  have 
^  been  used  for  binding  hats.  (Q.)  You  cannot  say,  looking  at  it,  that  it  was  not 
•'  expressly  designed  for  this  very  purpose  ? — No.    (Q.)  And  it  would  bind  a 

50  *^  hat  just  as  efficiently  as  either  the  Plaintiffs'  or  the  Defendants'  ? — If  you  put 
^  guides  on,  I  should  think  so."  Then,  a  little  further  down,  in  answer 
to  myself,  he  said  that  he  agrees  that  J.S.  10  is  a  fair  and  proper  repro- 
duction of  the  partially  destroyed  J.S.  9.  Now  Mr.  Gammons  was  also 
asked  about  this  machine,  and  he  was  asked  by  Mr.  Whinney^  **  Have  you 

55  ^  examined  those  machines,  J.S.  9  and  J.S.  10? — I  have.  (Q.)  Do  you  find 
*'  that  those  machines  can  do  the  work  that  your  machine  is  intended  for  ?— 
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"  With  some  little  alteration  they  could  be  made  tu  do  it.  (Q.)  What  alterations 
"would  be  required?"  Then  he  was  a  little  puzzled;  he  hesitated  for  a 
moment,  and  then  he  said  :  "  It  would  be  impossible  to  tell  until  an  expert  sat 
"  down  to  the  machine  to  see  what  would  be  required  to  make  it  sew  the  hat 
"  properly."  I  asked  him  :  "  But  you  have  told  us,  with  certain  alterations,  it  5 
"  would  do  the  work  that  your  machine  does  ?— Quite.  (Q  )  What  are  the  altera- 
"  tions  ? — In  the  first  place  I  should  say  putting  on  a  positive  needle-feed,  because 
"  the  serrated  pressure-feed  will  not  bind  the  hard  edge  of  a  curled  stiff  hat. 
"  (Q.)  Anything  else  ?— A  system  of  guides,  a  shorter  needle-throw,  which  means 
"  re-construction  of  the  machine."  So  that  Mr.  Gammons  himself  admits  that  10 
J.S.  9  or  J.S.  10  will  do  what  his  machine  would  do,  if  you  put  on  a  needle- 
feed  and  you  get  a  guide  and  you  get  a  shorter  throw.  Now  what  are 
the  facts  as  to  this  needle-feed  ?  Again  Mr.  Swinburne  at  first  said  by  mistake, 
which  he  admitted  of  course  directly  it  was  pointed  out  to  him,  that  the  presser 
foot  feed  would  not  do,  and  he  explained  why.  For  the  purpose  of  feeding  the  15 
hat  properly,  that  is  to  say,  bringing  the  work  forward  for  the  purpose  of 
receiving  the  next  stroke  of  the  needle,  two  systems  were  employed.  The 
Plaintiffs  employ  a  system  under  which  the  needle,  after  it  has  pierced  the 
material,  shifts  laterally  and  drags  the  work  on.  It  then  rises,  oscillates  back- 
ward and  descends  in  what  is  then  a  new  place  presented  to  it.  The  needle  20 
itself  feeds  or  drags  the  work.  The  other  system  is  one  in  which  the  needle 
always  moves  in  the  same  vertical  position  ;  it  does  not  move  laterally,  but  the 
work  is  driven  forward  by  the  presser  foot.  The  machine  to  which  I  have  been 
referring  used  the  presser  foot-feed,  and  not  the  needle-feed.  Mr.  Sunnburne 
at  first  said  the  presser  foot- feed  would  not  work,  because  he  said  it  came  down  25 
on  the  riband,  engaging  the  riband  and  would  send  the  riband  forward,  but  not 
the  hat.  He  had  forgotten  that  in  presenting  the  hat  and  the  riband  to  the 
machine,  the  hat  is  uppermost,  the  binding  is  undermost,  and  that  the  needle 
comes  from  above  and  the  presser  foot  comee  from  above,  and  the  presser  foot 
acts  not  on  the  riband,  but  on  the  hat,  and  inasmuch  as  the  binding  is  already  30 
sewn  to  the  hat  of  course  the  l)inding  necessarily  moves  with  the  hat.  Directly 
that  was  pointed  out  to  him,  of  course  he  said  :  '*  Oh,  yes,  I  was  wrong,  the 
"  presser  foot-feed  will  do  just  as  well  as  the  needle-feed."  The  needle-feed 
point,  therefore,  is  gone.  As  to  the  shorter  needle  throw,  of  which  Mr.  Gammons 
speaks,  that  also  has  nothing  in  it.  That  only  means  that  you  must  so  control  35 
your  needle,  of  course,  as  that  after  piercing  the  curl  of  the  brim,  it  does  not  go 
on  too  far  and  pierce  the  brim  on  the  other  side.  There  is  no  difficulty  at  all  in 
that.  There  is  nothing  in  it,  and  there  only  remains  this  question  as  regards 
the  guides.  Guides  no  doubt  are  a  matter  of  importance,  but  as  has  been  shown 
over  and  over  again  in  the  course  of  the  case,  the  application  of  guides  for  the  40 
purpose  of  controlling  work  is  a  matter  which  has  been  dealt  with  over  and  over 
again  by  persons  in  sewing  machines  for  the  purpose  of  grappling  with  every 
form  of  difficulty  ;  and  in  some  of  these  machines — in  the  straight  arm  machine, 
such  as  J.S.  4  for  instance,  there  is  no  difficulty  with  the  guide,  and  in  J.S.  5 
the  guide  was  in  fact  supplied.  The  result  of  that  is  that  from  the  Plaintiffs'  45 
own  witness,  "Mr.  Swinburne,  and  out  of  Mr.  Gammons'  own  mouth,  I  have 
this  that  J.S.  10,  if  you  do  something  which  you  can  do,  will  produce  all  the 
results  which  are  produced  by  the  Plaintiffs'  machine. 

There  is  another  machine,  J.S.  11,  which  has  been  made  for  20  years  by  the 
Defendant  Conapany  ;  they  call  it  the  "  Universal  Self  Feed  Machine,"  or  some  50 
name  of  that  kind.    It  was  not  made  expressly  for  hats,  and  I  do  not  think  I 
need  dwell  upon  it. 

The  result,  therefore,  to  which  I  arrive  upon  all  this  is,  that  these  Defendants 
have  now  shown  that  in  1897,  when  the  Plaintiffs'  Patent  was  taken  out,  the 
present  problem,  how  to  sew  a  binding  by  the  reverse  method  to  a  stiff  hard  55 
hat  with    a    curled    rolled  brim,    had  been   grappled    with   and   had   been 
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surmounted  by  other  people.     That  being  so,  there  was  no   novelty  in  the 
Plaintiffs'  invention. 

I  ought  perhaps  to  add  a  word  upon  this  question  as  reiprards  the  straight 
arm.  Before  doing  so  I  may  say  this,  that  the  machines  with  which  I  have 
5  been  dealing  are  of  two  classes— that  is  to  say,  J.S.  2,  J.S.  4,  and  J.S.  5  are  all 
machines  with  a  horizontal  work-supporting  arm ;  and  J.S.  9  and  J.S.  10 
are  machines  with  a  dependent  work-supporting  arm.  In  the  latter  there  is  no 
difficulty,  of  course,  as  to  the  clearance  of  the  crown  of  the  hat.  There  is  no 
horizontal  work-supporting  arm  to  get  in  the  way.    With  the  former  there  is 

10  a  difficulty.  Now  the  Plaintiffs'  machine  with  the  straight  work-supporting 
arm,  and  without  the  concavity,  either  will  work  or  it  will  not.  The  Court  of 
Appeal  in  the  previous  case  affirmed  the  validity  of  the  Patent  upon  the  footing  that 
it  would  work.  Mr.  Oammans  by  an  answer  to  which  certainly  I  am  not  going  to 
bind  him,  because  I  think  it  is  inconsistent  with  the  fact,  says  that  it  will  not. 

15  Well,  if  Mr.  Gammons  is  right,  his  Patent  is  invalid  because  his  third  claim  is 
bad,  but  I  am  not  going  to  bind  him  to  that.  I  think  the  fact  is  that  it  will 
work  with  the  straight  arm.  Then  take  the  other  alternative— the  other  head 
of  the  dilemma— that  it  will  work  with  the  straight  arm ;  then  this  results, 
that  all  these  machines  no  doubt  have  a  difficulty  at  that  critical  point  where 

20  the  curl  begins  in  dealing  with  the  very  small  angle  in  which  the  machine 
there  has  to  work,  but  that  difficulty  has  nothing  to  do  with  the  straightness  of 
the  arm.  If  it  will  work  with  the  straight  arm,  then  what  becomes  of  the  story 
that  J.S.  5  will  not  do  it,  because  it  has  a  straight  arm  and  presents  the  difficulty 
that  you  have  to  wrench  the  curl  in  order  to  make  the  needle  engage  in  the 

2.^  proper  poaition.  Of  course  that  point  is  gone.  If  the  Plaintiffs'  will  work 
with  the  straight  arm,  why  will  not  J.S.  9  work  with  the  straight  arm  ?  That  is 
another  consideration  which  leads  me  to  come  to  the  conclusion  that  this  story 
about  the  strain,  or  the  distortion  which  they  say  the  Defendants'  puts  upon 
the  work  and  the  Plaintiffs*  does  not,  has  really  no  existence  In  fact.     I  arrive, 

30  therefore,  at  the  conclusion  that  the  Defendants  here  have  succeeded  in  proving 
prior  user  at  the  date  of  the  Plaintiffs'  Patent  in  1897,  and  that  the  Plaintiffs' 
Patent  fails  for  want  of  novelty.  The  Defendants  in  the  previous  action  did 
not  bring  forward  the  materials  which  are  here  now.  Why  they  did  not  I  do 
not  know,  but  they  did  not,  and  on  the  new  facts  I  think  that  novelty  is 

35  displaced,  and  that  the  Plaintiffs  fail  on  the  ground  of  want  of  novelty. 

Under  these  circumstances  I  need  not  go  on  to  say  anything  as  regards 
infringement.     It  results  that,  in  my  opinion,  the  action  must  be  dismissed 
with  costs. 
There  is  another  matter  upon  which,  having  regard  to  something  which  took  place 

40  in  the  Court  of  Appeal,  I  must  say  a  word,  in  order  that,  if  they  have  again  to  deal 
with  the  question  of  the  costs  of  the  shorthand  notes  of  the  evidence,  they 
may  do  so  with  a  correct  appreciation  of  the  facts.  I  find  that  at  the  conclusion 
of  the  judgment  in  the  previous  case  application  was  made  for  the  costs  of  the 
shorthand  notes,  and  that  Counsel  made  a  statement,  of  course  perfectly  batid 

45  fids^  but  which  unfortunately  was  not  correct.  Counsel  said,  "  I  am  given  to 
"  understand  that  there  were  no  notes  taken  by  the  learned  Judge  at  all,"  and 
the  Court  seem  to  have  given  the  costs  of  the  shorthand  notes  of  the  evidence 
upon  the  assumption  that  that  was  so.  That  was  only  modified  at  a  later  part 
by  a  statement  that  the  Counsel's  recollection  was  that  the  Judge  stated  that,  as  a 

50  shorthand  note  would  be  taken  he  should  take  very  short  notes,  or  none  at  all. 
I  have  had  my  notes  in  the  previous  case  looked  for.  They  extend  from  pages 
24  to  38  of  my  note  book.  My  practice  in  all  these  cases  is  this— I  regard  a 
shorthand  note  as  of  most  material  assistance,  and  I  wish  a  shorthand  note  were 
taken  in  every  case,  but  where  I  am  told — and  I  generally  inquire  at  the  outset 

55  of  a  case  of  this  kind — ^that  a  shorthand  note  is  going  to  be  taken,  I  take  a  full 
note  as  before,  subject  to  three  observations.    In  the  first  place,  I  take  my  note 
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rather  more  in  skeleton  than  1  should  do  if  there  were  not  going  to  be  such  a 
record  of  the  evidence.    I  make  it  rather  briefer.     Secondly,  I  use  a  wider  dis- 
cretion in  dropping  what  I  conceive  to  be  evidence  immaterial  to  the  issue.    I 
know  that  If  I  am  mistaken  in  thinking  that  it  is  irrelevant  to  the  issue,  it  will 
exist  somewhere,  and  therefore  I  do  not  take  the  trouble  to  take  it  down  if  I  5 
think  it  is  irrelevant.    Thirdly,  if,  as  sometimes  happens,  at  a  critical  point  in 
a  witnesses  examination,  I  am  not  sure  of  his  answer,  and  I  do  not  want  to 
stop  the  examination    so  that  he    may  answer  it  differently,  I  pass  it  by, 
knowing  that   my   note   may   possibly   not  be  accurate,  which  I  should  not 
do    if    there    were    not    going    to    be    a  shorthand    note,    because    I    know  10 
that    I    can    correct    the    inaccuracy,    if    I    heard    him    imperfectly,    by 
reference    to    the    shorthand    notes.      Subject    to    these    three   observations, 
I  take  a  full  note  as  before.    In  this  case  I  have  taken  a  full  note,  subject  to 
those  three  observations.    If  this  case  goes  to  the  Court  of  Appeal,  and  the 
question  of  the  allowance  of  the  shorthand  notes  comes  before  them,  I  wish  that  15 
they  should  know  that  these  are  the  facts,  and  I  hope  that  they  will  still  think 
proper  to  allow  the  shorthand  notes.    I  do  not  for  a  moment  say  that  the 
shorthand  note  is  not  wanted.    I  may  say  that  for  the  purposes  of  this  J^^lgment 
I  have  made  use  of  the  shorthand  notes  and  I  think  they  are  valuable  for  the 
purpose  of  expanding  the  Judge's  notes,  but  it  is  not  a  fact  that  where  a  short-  20 
hand  note  is  taken  it  is  my  practice  to  take  no  notes,  or  a  very  short  note.     I 
confess  I  should  have  thought  that  Counsel  practising  in  this  Court  and  using  the 
ordinary  powers  of  observation  which  we  all  possess,  would  have  known  that 
that  was  the  case.    I  may  add  that  I  have  ascertained,  and  this  perhaps  was 
^he  origin  of  Counsel's  statement,  that  the  Appellants,  knowing,  I  suppose,  25 
that  a  shorthand  note  existed,  did  not  apply  for  the  Judge's  note.    The  usual 
request  was  not  made,  and  no  copj  of  the  Judge's  note  was  supplied  in  the 
previous  action.    Probably  that  was  the  origin  of  Counsel's  statement. 
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November  24th,  25th,  28th,  and  29th,  1904. 


AOBTTLENB  ILLUMINATING  COMPANY  LD.  V.   UNITED  ALKALI 

Company  Ld. 


Patent. — Action  for  infringement — Alleged  anticipation, — Construction  of 
Specification. — Subject-matter. — Infringement. — Patent  held  invalid. — Action 
dismissed.— Appeals  to  Court  of  Appeal  and  House  of  Lords  dismissed. 

The  ourners  of  Letters  Patent  for  an  invention  of^*'  Improved  metallic  carbides 

10  "  applicable  for  use  in  the  prodiu:tion  of  acetylenCy  and  means  for  producing  the 
"  same^^  having  commenced  an  action  for  infringement^  the  Defendants  denied 
infringement  and  alleged  want  of  invention  and  novelty^  relying  on  (inter  alia) 
a  United  States  Patent  of  W.  of  1892  and  five  papers  by  M.  The  first  claim 
in  the  Specification  was  for  "  the  manufacture  of  crystalline  calcium  carbide 

l^  *^  by  subjecting  lime  and  carbonaceous  matter  in  suitable  proportions  to  the 
"  continued  action  of  electrically  generated  heal^  substantially  as  hereinbefore 
•*  described.^'*  In  the  body  of  the  Specification  the  Patentee  said  that  he  employed 
"  a  suitable  electric  furnaccy  su^h  as  a  Siemens  arc  furnace^  The  Plaintiffs'' 
case  was  thai  the  Pateiitee  was  the  first  person  to  show  how  to  manufacture 

20  calcium  carbide  on  a  commercial  scale ;  that  the  Patent  was  confined  to  using 
an  electric  furriace  so  that  the  current  passed  through  the  material^  but  not  to 
an  arc  furnace  as  distinguished  from  an  incandescent  furnace ;  that  there 
ufere  no  sufficient  directions  in  W.^s  U.S.  Patent  for  the  manufacture  of 
calcium  carbide;  that  M.  only  produced  calcium  carbide  in  minute  quantities^ 

25  and  avoided  electrolytic  action^  which  the  Patentee  discovered  was  harmless. 
Buckley,  .7.,  after  deciding  a  preliminary  point  as  to  the  date  of  tlie  Patent^ 
dismissed  the  action,  holding  that,  according  to  the  true  construction  of  the 
Specification^  the  Patentee  intended  to  use  an  arc^  as  opposed  to  an  incandescent, 
furnace,  and  thai  it  was  knoum  before  the  Patent  that  electrolytic  action  was 

30  harmless,  and  that  there  was  no  invention  in  using  a  process  to  make  calcium  . 
carbide  on  a  commercial  scale  which  already  was  knoum  to  produce  it ;  that 

L 
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the  Patent  was  invalid  for  want  of  novelty  ;  and  thai  even  if  it  liad  been  novel 
it  had  not  been  infringed^  as  the  Defendants  t^sed  an  incandescent  furnace. 
The  Plaintiffs  appealed.  It  was  held,  on  appeal^  that  the  date  of  the  Patent 
was  conclusive^  and  that  the  Patent  was  invalid  for  want  of  subject-matter  and 
on  account  of  anticipation^  and  the  appeal  was  dismissed  with  costs.  The  5 
Plaintiffs  appealed  to  the  HotJLse  of  LordSy  but  did  not  at  the  hearing  of  the 
appeal  argue  the  point  as  to  the  date  of  the  Patent. 

Held,  that  the  Patent  was  anticipated^  and,  mxyreover,  that  there  was  no 
subject-matter,  the  alleged  invention  being,  at  the  most,  the  application  of  a 
known  process  to  a  purpose  analogous  to  that  for  which  it  liad  been  used.    The   \Q 
Appeal  was  dismissed  with  costs. 

On  the  1st  of  September  1894  Letters  Patent  (No.  16,705  of  1894)  were  granted 
to  Thomxj^  Leopold  Willson  for  <'  Improved  metallic  carbides,  applicable  for  use 
*^  in  the  prodaction  of  acetylene,  and  means  for  producing  the  same.*^ 

The  Complete  Specification,  dated  the  27th  June   1895,  was  as  follows  : —  15 
*'  This  invention  relates  to  the  production  of  metallic  carbides  suitable  for  the 
"  production  of  acetylene  gas  which  may  be  used  for  illuminating,  heating  and 
"  other  purposes.     By  the  use  of  calcium  carbide  produced  according  to  my 
"  invention  acetylene  gas  may  be  generated  in  large  quantities  and  at  very 
*"*•  moderate  cost,  such  as  opens  up  commercial  uses  for  such  gas  which  have  20 
^'  hitherto  been  impracticable  because  of    the  great  cost  of  its  production. 
"  According  to  my  new  process  I  treat  calcium  oxide  or  some  other  suitable 
^'  compound  containing  calcium  such  for  example  as  dolomite  in  the  presence 
•*  of  carbonaceous  matter,  such  as  carbon,  or  hydrocarbon,  by  exposure  to  the 
*'  intense  heat  of  an  electric  arc  in  an  electric  furnace,  whereby  the  oxygen  is  25 
"  withdrawn  from  the  calcium  and  its  place  taken  by  carbon,  forming  a  calcium 
"  carbide,  and  by  using  water  to  re-act  with  this  calcium  carbide,  mutual 
"  decomposition  may  be  brought  about  wherein  the  hydrogen  of  the  water 
"  unites  with   the  carbon  of  the  carbide  to  form  dihydrogen  dicarbide   or 
"  acetylene,  which  escapes  as  gas.     By  this  process  the  gas  can  be  produced  30 
**  with  great  economy. 

"  In  carrying  out  my  invention  I  employ  a  suitable  electric  furnace,  such  as 
*'*'  a  Siemens  arc  furnace  and  in  its  chamber  I  place  lime  and  carbonaceous 
"  matter,  ai]d  pass  a  powerful  electric  current  through  it  in  order  to  generate  an 
"  enormous  degree  of  heat.  The  lime  may  be  quicklime  in  lumps  or  powdeir,  35 
*'  and  be  mechanically  mixed  with  carbon  in  the  form  of  coal,  or  by  slacking  or 
"  hydrating  the  lime  it  may  be  more  intimately  combined  with  carbonaceous 
**  matter  by  stirring  it  into  a  liquid  hydrocarbon,  preferably  coal  tar  pitch  kept 
'*  liquid  by  heat ;  when  the  hydrocarbon  has  taken  up  all  of  the  lime  that  it 
**  will,  the  mixture  is  dried  by  heat  and  placed  in  the  furnace.  Or  the  lime  40 
**  and  carbonaceous  matter  may  be  charged  into  the  furnace  from  time  to  time, 
"  or  in  alternation,  during  the  operation.  Or  instead  of  introducing  separate 
**  carbonaceous  matter,  the  heavy  carbon  pencils  or  slabs  of  the  furnace  may  be 
**  relied  upon  as  the  source  of  carbon,  although  this  is  disadvantageous  because 
'*  less  economical  than  to  provide  carbon  in  the  other  forms  named.  In  practice  45 
"  I  mix  together  powdered  lime  and  powdered  coke  or  coal  in  the  proportions 
"  of  approximately  90  pounds  of  lime  to  60  pounds  of  carbon,  using  a  furnace 
"  with  a  carbon  hearth  or  crucible  and  an  upright  carbon  pencil  connected  to 
<<  opposite  terminals  of  a  suitably  proportioned  dynamo  electric  generator.  The 
**  pencil  is  pressed  against  the  hearth  and  the  mixed  materials  ted  in  arpund  it,  50 
•*  the  current  being  then  established  the  pencil  is  lifted  to  draw  an  arc  which 
^*  heats  the  materials  and  effects  the  reduction.    The  treatment  in  the  f umaoe 
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**  deoxidises  the  lime,  the  oxygen  escaping  as  carbon-monoxide  or  carbon 
^*  dioxide  gas,  and  the  calcium  thus  set  free  enters  into  a  new  combination  with 
"  the  carbon  forming  a  calcium  carbide,  the  formula  for  which  is  believed  to  be 
^  CaC.  This  material  may  be  tapped  out  of  the  furnace  at  a  white  heat  or 
5  ^  may  be  removed  at  the  close  of  the  operation.  As  the  carbide  is  taken  from 
"  the  furnace  it  cools  and  solidifies  in  crystalline  masses.  Since  making  the 
**  invention  which  is  the  subject  of  this  Patent  I  have  discovered  that  great 
'^  advantages  arise  by  using  an  alternating  instead  of  a  continuous  current.  It 
**  is  intended  to  make  this  the  subject  of  a  fresh  application  for  a  Patent  and  I 

10  '*  therefore  make  no  claim  for  it  in  this  Specification.  The  affinity  of  the 
^  carbide  for  water  is  so  strong  that  if  left  exposed  to  the  air  it  gradually 
"  crumbles  to  powder,  its  surface  turning  to  a  whitish  grey  by  the  formation  of 
''  lime.  It  is  consequently  necessary  if  the  material  is  to  be  preserved  for  some 
'*  time,  to  enclose  it  in  vessels  from  which  all  moisture  is  excluded  or  to  keep  it 

15  *^  beneath  the  surface  of  oil  or  otherwise  to  protect  it  from  moisture. 

''  In  using  this  calcium  carbide  for  the  manufacture  of  acetylene  I  take  a 
^*  bath  of  water  and  drop  the  calcium  carbide  into  it  in  suitable  quantities  from 
**  time  to  time,  catching  the  generated  gas  by  any  suitable  closed  vessel  and 
**  conducting  it  to  any  suitable  gasometer  or  gasholder.    Upon  dropping  the 

20  ^  calcium  carbide  into  the  water  a  violent  decomposition  takes  place  accompanied 
^*  by  the  evolution  of  large  quantities  of  acetylene  gas,  and  leaving  a  residue  of 
"  hydrated  calcium  oxide,  the  reaction  being  believed  to  be  CaCs  +  (HjO)j  = 
"  HjCj  +  Ca(H0)2.  Approximately  5*8  cubic  feet  of  acetylene  is  produced  per 
"  pound  of  calcium  carbide  the  proportion  varying  according  to  the  purity  of 

25  ^^  the  carbide,  which  is  liable  to  contain  carbon  or  graphite  and  sometimes  lime 
**  as  impurities." 

The  Patentee  claimed  : — *'  1.  The  manufacture  of  crystalline  calcium  carbide 
^*  by  subjecting  lime  and  carbonaceous  matter  in  suitable  proportions  to  the 
"  continued  action  of  electrically  generated  heat,  substantially  as  hereinbefore 

80  "  described.  2.  The  process  of  producing  crystalline  calcium  carbide,  con- 
"  sisting  in  subjecting  lime  and  carbonaceous  matter  in  suitable  proportions 
**  to  the  continued  heat  of  an  electric  arc  between  a  carbon  pencil  above  and  a 
"  conducting  hearth,  or  pool  of  reduced  material  thereon,  beneath,  substantisdly 
"  as  hereinbefore  described.    3,  The  process  of  treating  a  compound  containing 

j35  ^'  calcium  with  carbonaceous  matter  in  an  electric  furnace  as  hereinbefore 
*^  described  to  produce  a  carbide  of  the  metal,  or  metals  contained  in  such 
"  compound  and  afterwards  acting  upon  the  carbide  so  formed  with  water  to 
"  generate  a  hydrocarbon  gas,  substantially  as  hereinbefore  described.  -  4.  The 
"  process  of  treating  calcium  oxide  with  carbonaceous  material  in  an  electric 

40  ''  furnace  as  hereinbefore  described  to  produce  calcium  carbide,  and  afterwards 
"  acting  upon  the  calcium  carbide  with  water  to  liberate  acetylene  substantially 
**  as  described." 

On  the  23rd  of  January  1901  the  Acetylene  Illuminating  Company^  Ld.^  and 
the    Willaon  Laboratory  Company^  Ld.^  commenced  an  action  against  the 

45  United  Alkali  Company^  Ld.^  claiming  the  usual  relief,  for  infringement  of 
this  Patent  and  three  earlier  Patents— TFt7te(m  (No.  9361  of  1890),  WiUeon 
(No.  21,701  of  1892),  and  Ellis,  a  communication  from  abroad  by  Willson 
(No.  16,342  of  1894).  At  the  trial  the  Plaintiffs  offered  no  evidence  as  to  the 
three  last-mentioned  Patents ;  the  pleadings  in  this  report  are  therefore  confined 

50  to  the  first-mentioned  Patent  (hereinafter  referred  to  as  the  Patent). 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  that  the  Defendants  had 
infringed,  and  that  the  Patent  was  valid,  and  that  the  registered  owners  were 
the  Willson  Laboratory  Company,  Ld.,  and  that  the  Acetylene  Illuminating 
Company,  Ld,,  were  licensees. 

55  The  Particulars  of  Breaches  alleged  (1)  that  the  Defendants  had  infringed  by 
manu^cturing,  .selling,  supplying,  and  using  in  this  country  calcium  carbide 
manufactured  according  to  or  in  manner  only  colourably  differing  from  (inter 

L  2 
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cUia)  the  inventioiiB  described  in  the  Specification  filed  in  pursuance  of  the  Patent 
and  claimed  in  the  first  and  second  claiming  clauses  of  the  same  ;  (2)  that  on  or 
about  the  8th  of  January  1901  the  Defendants  sold  to  one  Richard  Thomas 
Nicholson  one  hundredweight  of  calcium  carbide  made  in  infringement  of 
the  said  claiming  clauses ;  and  (3)  claimed  to  recover  in  respect  of  all  5 
infringements. 

By  their  Defence  the  Defendants  denied  infringement,  and  alleged  that  the 
Patent  was  invalid. 

By  their  Particulars  of  Objections  they  alleged  as  follows  :— D.  As  to  Letters 
Patent,  No.  16,705  of  1894 :  1.  That  the  said  alleged  inventions  were  not  new.  10 
(a)  The  Defendants  as  to  all  the  claims  in  the  Final  Specification  of  Letters 
Patent  No.  16,705  of  1894  repeated  the  objections  to  the  novelty  of  the  Letters 
Patent  of  No.  16,342  of  1894,  and  repeated  also  paragraph  C  5.    [The  parts 
so  repeated  were  as  follows  : — (a)  That  the  said  alleged  inventions  claimed  in 
all  the  claiming  clauses  of  the  Specification  of  the  Patent  had  been  published  15 
by  deposit  in  the  Patent  Office  Library,  London,  of  the  following  Specifications, 
the  whole  of  each  of  which  was  relied  upon  : — (1)  WiUson  (No.  9361  of  1890)  ; 
(2)  Willson  (No.  4757  of  1891)  ;  (3)  Justice  (No.  17,911  of  1892)  ;  (4)  Willson 
(No.  21,696  of  1892)  ;  (5)  Willsm  (No.  21,701  of  1892)  ;    (6)  Willson  (U.S.A. 
No.  492,377  of  1892)  ;  (7)  Achsson  (U.S.A.  No.  4l»2,767  of  1892).    {h)  The  said  20 
alleged  inventions  claimed  in  all  the  claiming  clauses  of  the  Specification  of  the 
Patent  had  been  published  in  this  realm  prior  to  the  date  of  the  Patent  by 
publication  in  this  realm  at  the  Patent  Office  Library  and  at  the  British  Museum 
in  the  following  works  : — (1)  "  Annales  de  Chimie  et  de  Physique,"  6th  series, 
Vol.  XXVIIT.,  page  257,  in  a  paper  written  by  M.  M.  L.  Maquenne;  (2)  "  Comptes  25 
**  Rendus  of  the  Academic  des  Sciences,"  1892,  Vol.  CXV.,  in  a  Paper  by  M.  Moissariy 
commencing  page  1031  1033» ;  (3)  same.  Vol.  CXI  V.,  pages  361-2,  and  Vol.  CXV., 
pages  558-561  and  1034-6t ;  (4)same,  1894,  Vol.CXVIII.,in  a  Paper  by  M.  Moissan^ 
pages  501-5061;    ....    (9)  same,  1893,  Vol.  CXVII,  pages  679-682§  ;  (10) 
«  The  Jounud  of  the  Society  of  Chemical  Industry,"  29th  of  April,  1893 ;  30 
note  on  Moissan's  experiments.1    (c)  That  the  said  alleged  inventions  claimed 
in  all  the  claiming  clauses  of  tlie  final   Specification    of   the   said   Letters 
Patent  were  matters  of  general  common  knowledge,  and  were  commonly  and 
generally  described  in  all  standard  chemical  literature,  and  calcium  carbide  had 
been  commonly  and  generally   manufactured  and  used  in  this  realm  in  and  35 
since  the  year  l&65.ir 

Further  Particulars  were  delivered  in  reference  to  C  1  (d)  and  (e)  which  it  is 
not  necessary  to  set  out  in  this  report. 

A  Reply,  Rejoinder,  and  Sur-Rejoinder  were  delivered,  all  of  which  related 
to  a  claim  by  the  Plaintiffs  that  the  Patent  should  be  considered  as  dated  40 
the   28th   of    February  1894 ;    this   question   not  having  been  argued  in  the 
House  of  Lords,  these  pleadings  are  not  included  in  this  report  but  will  be 
found  in  the  report  of  the  trial  (19  R.P.C.  213). 

Moissan's  Papers  and  Willson's  U.S.  Patent  of  1892  are  referred  to  in  the 
judgments  in  the  House  of  Lords  below,  and  the  method  of  manufacture  used  45 
by  the  Defendants  will  be  found  described  in  the  last  paragraph  of  the 
judgment**  of  Buckley  J.,  at  the  trial. 

The  action  was  tried  on  the  30th  and  31st  of  January,  and  the  1st  and  3rd  of 
February  1902,  before  BucMey^  J.,  who  held  that  the  Defendants  were  not 

*  This  paper  was  No.  36  in  a  Yolnine  of  docaments  used  at  the  TriaL 

t  This  paper  was  No.  89  in  saoh  Volame.        %  This  paper  was  No.  40  in  snch  Yolome. 

§  This  paper  was  No.  45  in  sach  Yolome. 

II  Certain  other  works  were  specified,  for  which  we  19  B.P.G.,  page  217. 

4  For  the  zemainder  of  the  Particulars  of  Objections,  «m  19  B.P.C.  217. 

♦•  19  B.P.O.  232. 
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precluded  from  relying  on  M.*b  Paper  as  an  anticipation,  and  that,  according  to 
the  trae  constraction  of  the  Specification  of  the  Patent  sued  on,  the  Patentee 
intended  to  use  an  arc,  as  opposed  to  an  incandescent  fnrnace,  and  that  it  was 
known  before  the  date  of  the  Patent  that  electrolytic  action  was  harmless,  and 
5  that  there  was  no  invention  in  using  a  process  to  make  calcium  carbide  on  a 
commercial  scale  which  already  was  known  to  produce  it :  that  the  Patent  was 
invalid  for  want  of  novelty ;  and  that,  even  if  it  had  been  novel,  it  had  not 
been  infringed,  as  the  Defendants  used  an  incandescent  furnace.  The  action 
was  dismissed  with  costs.    The  Plaintiffs  appealed,  and  the  appeal  was  heard 

10  on  the  21st,  22nd,  25th,  and  26th  of  November  1902,  and  the  Court  of  Appeal 

held  that  the  date  of  the  Patent  was  conclusive,  and  that  the  Patent  was  invalid 

for  want  of  subject-matter  and  on  account  of  anticipation.    The  appeal  was 

dismissed  with  costs.*    The  Plaintiffs  appealed  to  the  House  of  Lords. 

Moulton  K.C.,  and  H.  A.   Cole/ax    (instructed  by   Ghuedalla   and  Cross) 

15  appeared  for  the  Appellants;  Cripps  K.C.^  Lord  Robert  Cecil  K.C.,  and  4.  J. 

Walter  (instructed  by  J.  H.  and  J.  F.  Johnson)  appeared  for  the  Respondents. 

Moulton  K.C ,  and  Colefaa  for  the  Appellants : — The  principal  question  is 

that  of  anticipation.    Crystalline  calcium  carbide  had  not  been  made  before 

except  electrically  by  Mois^an,    [The  Lord  Chancellor. — What  is,  shortly, 

20  the  feature  of  the  invention  ?]  Making  crystalline  calcium  carbide,  by  passing 
the  electric  arc  through  a  mixture  of  carbon  and  lime.  Passing  the  current 
through  the  materials  brings  about  the  combination.  It  is  said  that  the  Patent 
is  anticipated  by  Moissan  and  by  Willson^s  U.S.A.  Specification  of  1892.  Moissan 
did  not  in  fact  do  what  the  Patentee  does,  and  Willson  did  not  tell  the  world 

25  how  to  make  calcium  carbide.  The  Defendants  attack  the  Patent  and  allege 
non-infringement  on  the  ground  that  they  do  not  pass  the  arc  through  the 
materials.  The  first  mention  of  crystalline  calcium  carbide  was  by  Moissan^ 
but  what  the  Plaintiffs  claim  is  the  process  of  making  it.  Moissan  was  investi- 
gating high  temperatures,  and  he  used  the  electric  arc,  but  so  that  it  did  not 

30  touch  the  materials.  His  purpose  was  to  use  the  thermal  action  of  the  arc 
without  any  electrolytic  action.  The  thermal  action  does  not  perform  the  same 
function  as  the  electrolytic.  No  one  could  have  known  that  the  dissociating 
action  of  the  electric  current  would  not  have  spoilt  the  result,  and  the  Patentee 
discovered  that  it  was  harmless.    [The  Lord  Chancellor. — Are  you  not  now 

35  arguing  on  the  discovery  itself  ?]  The  Plaintiffs  only  claim  it  by  their  process. 
Moissan  neither  disclosed  their  process,  nor  that  it  was  possible  to  make  the 
article  by  that  process.  [^Moissan^s  process  was  then  described  and  his  Papers 
referred  to,  together  with  the  evidence  relating  thereto.]  The  Defendants  meet 
our  contention  by  referring  to  one  of  Moissan^s  papers,  taking  it  apart  from  the 

40  others,  which  show  what  furnace  was  being  used  in  his  experiments.  [Lord 
Davby. — Moissan's  object  may  have  been  different,  but  he  may  have  inci- 
dentally disclosed  the  patented  process.]  That  might  be  so,  but  we  say  he  did 
not.  [The  LORD  Changbllor. — What  is  the  distinction  you  make  between 
Moissan's  process  and  that  of  the   Patentee  ?]    Moissan  carefully  avoided 

45  passing  the  current  through  the  materials  ;  he  only  wanted  the  roasting  effect. 
We  admit  that  Moissan  showed  that  one  could  get  calcium  carbide  by  pure 
heat ;  though  it  was  a  wasteful  method.  He  did  not  discover  that  calcium 
carbide  could  be  got  in  spite  of  letting  the  arc  go  through  the  materials. 
[Lord  Davby  referred  to  the  title  of  the  Paper  alleged  to  be  an  anticipation.] 

50  Moissan  refers  to  using  the  same  f  amace  as  mentioned  in  his  previous  Papers. 
Moreover,  he  only  operated  on  a  laboratory  scale,  and  gave  the  world  no  com- 
mercial process,  as  the  Patentee  has  done.  [The  LORD  Chancbllor  referred 
to  the  title  of  the  Patent.]  At  the  date  of  the  Patent  the  Patentee  thought  that 
he  had  invented  the  article.    [The  Lord  Changbllor. — Is  there  any  means 

•  20  RJ.C.  161. 
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of  altering  a  title  ?]  I  believe  not.  As  to  the  United  States  Specification 
of  Willson  of  1892,  that  invention  was  to  get  over  a  difficulty  in  electric  smelting, 
namely,  short  circuiting  caused  by  ebullition.  The  application  of  an  old  process 
to  a  new  purpose  is  good  subject-matter.  The  fact  that  by  passing  an  electric 
current  through  one  set  of  materials  a  certain  result  is  obtained  does  5 
not  show  that  if  the  materials  are  different  the  result  will  be  similar. 
[The  Lord  Chancellor. — If  the  process  is  the  same,  can  you  have  a  Patent 
lor  applying  it  to  making  another  article,  claiminsr  the  process  and  not  the 
article  ?]  If  one  alters  the  conditions,  for  instance  the  materials,  one  alters  the 
process.  [The  LORD  CHANCELLOR. — Take  silver  plating  by  electrolysis,  would  10 
it  be  invention  if  you  used  gold  ?]  That  may  depend  ;  for  instance,  no  one  has 
yet  discovered  a  means  of  plating  with  some  metals.  [Lord  Davby. — ^The 
point  of  Harwood  v.  Great  Northern  Railway  Company^  is  that  there  must  be 
Invention  in  the  application.  Not  every  discovery  is  the  matter  of  invention.] 
It  must  result  in  a  manufacture.  [Lord  Davey  referred  to  Ralston  v.  8mith,i\  15 
Take  it  that  electro-plating  is  known  for  gold  ;  but  a  person  discovers  that  he 
can  BO  mix  the  electrolytes  that  he  can  plate  with  silver  and  gold.  That  would 
be  a  new  process,  as  opposed  to  a  new  application  of  an  old  process.  "  Process  *' 
must  be  taken  to  cover  all  the  conditions.  If  it  is  said  that  the  Patent  is  merely 
the  application  of  a  process  to  the  purpose  of  producing  calcium  carbide,  that  20 
may  be  discovery,  and,  moreover,  invention.  No  one  would  learn,  from  the 
n.S.A.  Specification,  how  to  use  the  process  to  get  calcium  carbide ;  no  directions 
are  given.  Wtllson  says  that  one  is  to  take  care  that  a  fused  bath  is  not  formed ; 
but  it  is  always  formed  in  producing  calcium  carbide.  Willson'^s  object  was  to 
prevent  the  formation  of  the  fused  bath  by  the  use  of  carbon.  [Lord  Davby.  25 
— That  is  his  object,  to  prevent  the  formation  of  a  bath  ;  but  one  has  to  see 
what  the  process  is.]  Except  with  the  help  of  the  Patent  sued  on,  no  one 
would  have  known  how  to  produce  calcium  carbide  by  Willson^s  process. 
[The  Lord  Chancellor. — I  understood  the  patented  proccHS  was  to  subject 
the  materials  to  electrical  action.  I  cannot  find  that  in  the  Specification.]  We  30 
submit  that  that  is  the  invention.  Returning  to  Willson^s  United  States  Speci- 
fication, further  experiment  was  necessary  ;  the  mere  statement  in  the  Specifica- 
tion is  not  sufficient  without  stating  the  conditions  and  proportions.  On  the 
evidence  one  cannot  apply  the  invention  and  get  calcium  carbide.  Everything 
that  is  described  would  lead  the  public  from  it.  For  anticipation  there  must  35 
be  description  adequate  for  the  public  to  do  the  thing  {Hill  v.  Evans  31  L.J. 
Ch.  457,  at  page  462  ;  4  D.  F.  &  J.  288).  [The  LORD  CHANCELLOR.— In  what 
particular  does  your  discovery  amount  to  an  invention  which  is  patentable  ?] 
[Lord  Davby. — ^What  particulars  or  new  conditions  are  given  beyond  what  is 
in  the  1892  Specification  ?]  Without  the  knowledge  of  the  1894  Specification  40 
no  one  could  have  done  it.  [Lord  Davky. — ^The  materials  for  getting  calcium 
carbide  were  known  before,  and  you  merely  pass  the  arc  through  the  mass  in  a 
manner  similar  to  that  in  the  1892  Specification.]  Apart  from  Moissan  the 
process  of  making  the  article  by  passing  the  electric  current  through  certain 
materials  was  new.  No  one  could  have  anticipated  what  the  result  would  be.  45 
[The  JiORD  Ohanobllor. — ^After  the  discovery  of  potassium  could  a  person 
have  taken  out  a  Patent  for  making  sodium  by  a  similar  process  ?]  That  may 
have  been  an  analogous  purpose  ;  it  depends  how  far  chemical  prevision  had 
gone.  Here  no  one  could  have  foretold  that  the  result  would  have  been 
obtained.  On  the  construction  of  the  Specification,  if  Moissan  is  within  it  we  50 
should  ask  to  be  allowed  to  disclaim  his  method.  But  we  submit  that,  on  the 
Specification,  the  Patentee  intended  the  current  to  be  passed  through  the 
materials.  One  part  of  the  invention  is  opening  up  a  commercial  possibility. 
No  doubt  at  the  date  of  the  Provisional  Specification  the  Patentee  thought 
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crystalline  calcium  carbide  was  new.    But,  at  all  eyents,  he  opened  up  a  new 
commercial  product.    Economy  was  a  feature  of  the  inyention.     [The  Specifi- 
cation was  then  dealt  with  fully.]     "  It "  in  the  sentence*  about  passing  **  a 
"  powerful  electric  current   through "  is  the  lime  and  carbonaceous  matter. 
5  [The  Lord  Chancellor.— Grammatically  is  it  not  the  chamber?]     This 
might  be  so  by  itself,  but  not  on  the  whole  Speciiication.     Taking  the  descrip- 
tion  of  what  the  Patentee  does  in  practice,  the  arc  must  pass  through  the 
materials.    The  description  does  not  include  roasting.     [Lord  Davby. — That 
is  only  the  way  in  which  he  prefera  to  carry  out  the  invention.]     In  Claim  1 
10  "  substantially  as  hereinbefore  described  "  brings  one  back  to  the  body  of  the 
Specification.    [Lord  Davby. — In  Claim  2  the  positions  of  the  pencil  and 
hearth  are  described.    The  first  claim  is  more  general.]     There  may  be  other 
arrangements  besides  that  mentioned  in  Claim  2  for  getting  the  arc  through 
the  material.     [Lord  Davey. — What  is  the  invention  in  the  adaptation  of  the 
15  1892  process  to  making  calcium  carbide  and  where  is  it  to  be  found  in  the 
Specification  ?]     Assuming  that  there  was  no  reference  in  the  1892  Specifica- 
tion to  calcium  carbide,  no  one  would  have  thought  of  using  that  process  to 
make  a  compound.     [Lord   Davey. — Even  so,  it  became  a  known  process.] 
Process  must  cover  the   material   used.     [Lord  Davey. — Has  the    Patentee 
20  given  directions  for  the  use  of  an  electric  arc  passing  through  mixed  materials 
different  from  those  contained  in  the    1892    Specification  ?]      There  is  no 
knowledge  given  to  the  public  by    WilUon  as  to  the  result  of  changing  any 
Btep  in  the  process,  including  in  that  any  change  of  material.     If  the  process 
was  used  to  obtain  calcium,  the  use  might  have  been  analogous,  but  here  it  is  a 
25  totally  different  result.     Moreover,  in  the  1894  Specification  the  Patentee  has 
given  practical   proportions.    The  directions  of  the  1892   Specification  as  to 
getting  no  fluid  bath  is  an  impracticable  one  for  this  purpose.    No  practical 
directions  to  produce  calcium  carbide  are  given.     [  Young  v.  Femie  (1  D.  J.  &  S. 
353)  was  referred  to.]     WilUon  in  fact  does  not  go  beyond  Motsaan.    As  to 
30  infringement,  the  Defendants  say  that  they  get  an  incandescent  furnace  as 
opposed  to  an  arc  furnace ;  bat  these  are  not  mutually  exclusive  terms.     [The 
evidence  on  this  point  was  referred  to.]     In  the  Specification  the  contra- 
distinction is  not  made,  and  the  difference  in  practice  between  the  Plaintiffs 
and  Defendants  is  only  that  the  Defendants  pile  up  the  material  round  the 
35  pencil.      [The  judgments  of    Buckley  J.,  and  those  delivered    in    the  Court 
of  Appeal  were  read.]    The  judgment  of  Buckley  J.,  is  wrong  on  infringe- 
ment.   The  Specification  does  not  exclude  incandescent  furnaces  ;  what  it  says 
is  that  the  materials  are  to  be  exposed  to  the  heat  of  an  electric  furnace.    The 
invention  is  the  manufacture  of  crystalline  calcium  carbide  by  passing  an 
40  electric  arc  through  carbon  and  lime.    Neither  Moissan  nor  Willson  showed 
this,  and  the  latter  was  insufficient  as  a  publication  even  if  he  had  done  it. 
On  infringement,  we    submit    that  the  Defendants    use    an    arc.    Moissan 
eijoladed  everything  but  toasting.    Paper  No.  40  is  one  of  a  series,  and  refers 
to  the  use  of  the  furnace  mentioned  in  the  previous  papers.     Willson  passes 
45  an  electric  arc  through  the  materials  in  certain  proportions  so  as  to  avoid  a 
fused  bath.    He  gives  no  proportions  for  getting  calcium  carbide,  and  says 
nothing  about  it  being  crystalline.     [The  LORD  Chakoellor. — The  Patentee 
does  not  claim  the  proportions  as  part  of  his  invention  ;  they  are  not  mentioned 
in  the  description  of  the  invention.]     He  indicates  what  are  suitable  proper- 
50  iions.    Besides,  the  Defendants  have  not  an  incandescent  furnace  as  under- 
stood at  the  date  of  the  Patent.    In  particular,  the  second  case  in  Claim  2  is 
infringed.    As  to  the  construction  of  the  Specification,  Moissah*s  toasting  is 
not  included.    Toasting  is  not  a  commercial  process.    The  part  of  the  descrip- 
tion of  the  invention  in  the  Specification  **"  by  exposure  to  the  intense  heat " 
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does  not  neceBsarily  include  the  toasting  process.    Even  if  **  it "  means  the 
chamber  or  furnace,  still  the  current  may  go  through  the  materials. 

Counsel  for  the  Respondents  were  not  called  on. 

Lord  Halsbury  L,G. — My  Lords,  in  this  case  it  is  to  be  observed  that  no 
doubt  has  been  entertained  by  any  of  the  learned  Judges  before  whom  this  5 
question  has  come  as  to  what  should  be  the  result  of  the  litigation. 

Two  points,  either  of  which  would  be  fatal  to  the  Patent,  have  been  raised,  to 
which,  it  appears  to  me,  notwithstanding  the  protracted  argument  that  we  have 
heard  at  the  Bar,  no  answer  can  be  made.     One  is,  that  there  is  a  clear  antici- 
pation ;  and  the  other  ip,  that  there  is  no  subject-matter  for  a  Patent  in  the   10 
Specification.    The  real  effort  which  has  been  made,  and  the  struggle  which 
has  been  gallantly  conducted  for  a  considerable  period,  has  been  to  read  into 
the  Specification  what  is  not  there.     The  Patent  is  one  which  can  be  supported 
neither  as  a  discovery  nor  as  an  invention,  although  a  mere  discovery  would  be 
not  enough.     If  I  look  at  the  Specification  it  is  manifest  that,  according  to  its  15 
grammatical  constru9tion,  all  that  the  Patentee  describes  is  that  intense  heat  by 
an  electric  furnace  will  produce  the  result,  and  if  one  gives  the  utmost  latitude 
to  the  language,  and  looks  at  the  subject-matter  with  which  the  Patentee  is 
dealing,  I  think  the  matter  may  be  expressed  very  simply  in  popular  language 
thus :  Whereas  this  crystalline  calcium  carbide  could  be  without  doubt  produced —  20 
it  was  admitted  to  be  capable  of  being  produced — by  the  mere  operation  of  what 
has  been  described  as  the  thermal  or  calorific  operation  of  the  intense  heat 
produced  by  an  electric  arc,  the  one  thing  for  which  there  is  a  plausible  case  to 
be  made  is  that  whereas  it  seems  to  have  been  supposed  at  one  time  that  if  the 
arc  passed  through  the  materials  out  of  which  this  crystalline  calcium  carbide  25 
was  to  be  produced,  it  might — I  do  not  think  it  went  further  than  that — not 
that  it  necessarily  did,  but  it  might — interfere  with  the  chemical  operation,  and 
the  object  therefore  was  to  keep  the  materials  from  the  electrolysis  that  might 
have  been  produced  by  the  electricity  passing  through  the  materials,  and  only 
to  expose  them  to  the  radiant  heat  ;  so  that  while  they  would  be  exposed  to  what  30 
has  been  called  the  "  toasting ''  process,  the  intense  heat  not  actually  passing 
through  the  materials  but  the  materials  being  exposed  to  it,  this  calcium  carbide 
coula  be  produced  ;  the  sole  thing  that,  as  I  say,  admits  of  plausible  statement 
is  that  the  discovery  was  made  that  no  electrolysis,  or  at  all  events  no  injurious 
electrolysis,  would  result  if  the  arc  did  pass  through  the  materials  themselves.  35 
That  seems  to  me  to  be  the  only  part  of  this  whole  argument  which  can  be  sustained 
with  any  degree  of  plausibility  ;  but  what  then  ?    If  that  is  the  true  result  of 
the  evidence,  it  is  not  enough  to  sustain  a  Patent  that  you  have  discovered 
something  which  in  a  known  process  does  not  harm  the  ultimate  result. 

As  to  anticipation,  Professor  Dewar  himself  (and  I  quite  agree  you  could  ,0 
have  no  higher  authority)  says  in  terms  that  he  does  not  deny  that  Moiaaan  in 
his  Papers  actually  described  the  process  which  is  the  substance  of  the  inven- 
tion, and  that  his  object  was,  as  he  says  in  terms,  to  get  crystalline  calcium 
carbide.  After  that,  to  maintain  that  there  was  anything  here  which  could 
be  the  subject  of  a  Patent,  I  think  is  a  little  bold.  45 

The  question  as  to  subject  matter  appears  to  me  to  be  equally  clear,  because 
if  the  state  of  knowledge  is  looked  at,  and  if  the  only  thing  that  can  be  put 
forward  is  the  finding  out  that  the  actual  passing  of  the  arc  through  the 
materials  produces  no  injurious  electrolysis,  it  would  be  contrary  to  every 
principle  which  has  ever  been  established  in  Patent  Law  that  that  discovery  50 
should  be  made  the  subject  of  a  Patent.  Whether  you  look  at  the  cases 
of  the  fish-plates,  or  the  Gee-springs,  which  have  formed  the  subject  of 
serious  discussion  in  this  House,  the  principle  has  been  established  beyond 
all  doubt  and  question  now,  and  cannot  really  be  argued  again,  that,  under 
such  circumstances,  finding  out  that  a  thing  which  is  known  and  practi-  55 
'cally  used,  can  be  applied  to  another  purpose  is  not  the  subject-matter  for  a 
Patent     There  was,  indeed,  a  case  in  this  House,    Thomson  v.  American 
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Braided  Wire  Companyj*  in  which,  I  regret  to  say,  I  did  not  feel  I  was  able  to 
concur  with  the  judgment  (it  was  with  respect  to  what  are  called  dress 
improvers)  and  which  1  have  never  been  able  quite  to  reconcile  with  the  princi- 
ples which  this  House  has  laid  down  ;  but  I  have  no  doubt  that  the  noble  and 
5  learned  Lords  who  took  part  in  that  judgment  did  find  something  beyond 
what  I  have  said  to  make  the  subject-matter  of  a  Patent.  At  all  events  it 
appears  to  me  that  in  this  case  it  is  perfectly  clear  that  neither  can  the  Patent  be 
supported  as  thef  invention  of  any  new  manufacture,  nor  can  it  be  supported 
as  a  subject-matter,  giving   every  allowance  to  the  Patentee  and  allowing 

10  some  part  indeed  of  the  Specification  to  be  ungrammatically  construed.  The 
word  *'it"  appears  to  me  unquestionally  to  refer  to  the  furnace  itself,  or 
rather,  to  speak  more  strictly  still,  to  the  chamber  of  the  furnace  and  not  to  the 
materials.  But  I  should  quite  agree  with  the  learned  Judge  that  slovenly  com- 
position and  ungrammatical  use  of  words,    if  the  rest  of  the  Specification 

15  described  that  what  he  really  meant  was  the  materials  and  not  the  furnace  or 
the  chamber  of  the  furnace,  would  not  vitiate  the  Patent.  But  the  answer  to  it 
is  that  there  is  no  such  qualification  or  other  meaning  to  be  found  if  you  do  look 
at  the  whole  of  the  Specification.  On  the  contrary,  it  appears  to  me  beyond 
all  .doubt  or  question  that  the  Patentee  meant  what  he  said,  and  that  it  is  not  a 

20  mere  slip  of  language.  If  he  meant  what  he  said,  it  is  manifest  the  Patent  in 
that  respect  cannot  be  supported. 

My  Lords,  I  can  only  say  that  having  read  all  these  judgments,  and  having 
heaid  them  read  to  us  with  some  reiteration,  they  all  of  them  appear  to  me  to  be 
extremely  satisfactory,  and  they  cover  the  whole  ground.    With  great  and 

25  minute  care  Mr.  Justice  Bitckley  has  gone  through  the  whole  of  the  evidence  in 
this  case,  and  I  concur  in  every  word  that  he  has  said.  The  Court  of  Appeal 
has  repeated  in  other  words  very  much  what  Mr.  Justice  BtLckley  has  said  ;  and 
in  particular  I  think  the  judgment  of  Lord  Justice  Stirling  puts  in  the  tersest 
.and  shortest  form  the  whole  essence  of  this  case.    Under  these  circumstances 

30  my  Lords,  I  do  not  think  it  necessary  to  go  through  either  the  reasoning  or  the 
facts  of  this  case  move  at  large.    It  is  enough  for  me  to  say  that  I  think  all  the 
judgments  are  perfectly  satisfactory,  and  cover  the  whole  ground. 
I  therefore  move  your  Lordships  that  this  appeal  be  dismissed. 
Lord  Da  VET. — My  Lords,  I  am  of  the  same  opinion,  aad  as  I  agree  with  the 

35  judgments  both  of  Mr.  Justice  Buckley  and  of  the  Court  of  Appeal,  I  do  not 
think  it  necessary  to  discuss  the  question  before  your  Lordships  at  any  great  length. 
My  Lords,  the  genesis  of  this  Patent  appears  to  me  to  be  made  perfectly  plain 
upon  the  face  of  the  Patentee's  case.     When  he  lodged  his  Provisional  Specifi- 
cation, on  the  1st  of  September  1894,  he  was  under  the  impression,  and  I  have 

40  not  the  slightest  doubt  in  perfect  good  faith,  that  he  had  "*'  discovered  and  pro- 
*'  duced  a  new  commercial  product,  being  a  compound  of  calcium  and  carbon, 
'^  namely  a  calcium  carbide  "  ;  and  he  says  in  his  Provisional  Specification  that 
^'  this  new  substance  proves  to  have  new  and  important  valuable  uses."  The 
title  of  the   Patent,  which  is  still  retained,  is  '^Improved  metallic  carbides 

45  ^'  applicable  for  use  in  the  production  of  acetylene,  and  means  for  producing 

^*'  the  same.**    I  need  scarcely  say  that  if  the  Patentee  had  discovered  a  new 

^  material  of  the  character  which  he  mentions,  a  material  having  the  very  valuable 

*  commercial  properties  which  he  ascribes  to  it,  that  would  have  been  a  good 

subject-matter  for  a  Patent^  and  there  could  have  been  no  question,  supposing 

50  he  had  done  so,  that  his  Patent  was  a  good  one.  He  would  be  bound,  of  course, 
to  state  the  means  by  which  he  produced  that  material ;  but  the  novelty  of  the 
means  or  the  process  by  which  the  material  was  produced  would  have  been 
immaterial,  because  the  merit  and  the  novelty  of  the  invention  would  consist 
in  the  substance  produced  itself.    But  unfortunately,  after  he  had  applied  for 

55  the  provisional  protection,  he  discovered  that  a  very  eminent  man  of  science  in 

,     •  6  E.PX.,  618. 
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France  had,  in  a  series  of  Papers  read  by  him  before  the  Acad^mie  des  Sciences 
published  in  the  "  Comptes  Rendus  "  of  that  body,  and  afterwards  published  in 
this  country,  described  with  great  minuteness  and  particularity,  first,  a 
furnace  by  which  he  bronght  the  action  of  heat  without  any  electrolytic  effect 
upon  various  compounds  or  combinations  of  metals,  and  soundly,  he  had,  5 
in  a  Paper  which  was  published  in  this  country  before  the  date  of  the  Patent, 
described,  as  it  is  now  admitted,  quite  sufficiently  to  prevent  a  Patent  after- 
wards being  claimed  for  the  same  subject,  the  preparation,  by  means  of  an 
electric  furnace,  of  calcium  carbide  and  the  properties  of  this  new  body.  I  will 
not  dwell  upon  that,  because  it  is  now  admitted  that  it  is  impossible  for  the  10 
Patentee  to  claim  the  substance  itself  as  part  of  his  invention  ;  nor  is  it  denied 
that  the  description  in  Moisaan^s  Paper,  read  at  the  sittings  on  the  5th  of  March 
1894,  was  amply  sufficient  to  enable  any  person  to  make  that  substance  in 
Moissan's  method. 

Under  these  circumstances,  my  Lords,  the  Patentee,  when  he  came  to  put  in  15 
his  Complete  Specification,  endeavoured  to  confine  his  Patent  to  the  means  for 
producing  the  article.    That  introduces  a  totally  different  set  of  ideas  and  a 
totally  different  set  of  conditions.     The  Patent  law  requires  that  a  Patentee 
should  state  the  nature  of  his  invention  and  the  means  by  which  it  is  to  be 
carried  into  effect.     In  stating  his  invention,  this  Patentee  describes  it  in  this  SO 
way  :  "  According  to  my  new  process  I  treat  calcium  oxide,  or  some  other  suit- 
**  al)le  componnd  containing  calcium,  such,  for  example,  as  dolomite,  in  the 
"  presence  of  carbonaceous  matter,  such  as  carbon,  or  hydrocarbon,  by  exposare 
*'  to  the  intense  heat  of  an  electric  are  in  an  electric  furnace  "  ;  and  then  he  says 
afterwards,  "By  this  process  the  gas,"  that   is  the   acetylene  gas,  "can  be  85 
*•  produced  with  great  economy." 

My  Lords,  we  were  told  by  Mr.  Moulton^  in  the  early  part  of  his  argument, 
that  the  essential  feature  of  the  Patentee's  invention  was  forming  crystalline 
calcium  carbide  by  passing  the  electric  arc  through  a  mixture  of  carbon  and  lime. 
All  I  can  say  is,  if  that  is  the  essential  feature  of  his  invention,  I  have,  like  30 
my  noble  and  learned  friend  on  the  woolsack,  been  unable  to  find  it  stated  in 
any  clear  terms  in  this  Specification.     On  the  contrary,  the  construction  that  I 
put  upon  the  Specification  leads  me  to  say  that  he  has  deliberately  endeavoured 
to  throw  his  net  as  widely  as  possible,  so  as  to  include  both  people  who  apply 
the  heat  externally,  as  I  will  assume  for  the  present  purpose  (although  there  is  liS 
.some  controversy  about  it)  Mr.  Moissan  proposed  to  do,  and  those  who  applied 
it,  I  ought  not  to  say  by  passing  the  electric  arc,  but  passing  the  current  of 
electricity  which  is  to  create  the  heat  through  the  mass  of  the  material  itself. 
It  certainly  would  be  very  remarkable,  if  that  be  the  pith  and  marrow,  the 
essential  feature,  of  the  invention,  that  you  should  not  have  had  it  clearly  stated  40 
somewhere.    I  quite  agree  with  what  Mr.  Moulton  and  Mr.  Cole/ax  very  fairly 
said,  that  in  order  to  ascertain  the  meaning  of  a  Specification  you  must  read  the 
whole  of  it.    There  is  no  doubt  of  that.     I  also  agree  that  although,  when  the 
Patentee  is  describing  the  nature  of  his  invention,  his  language  may  be  expressed 
so  widely  as  to  include  something  which  he  did  not  intend  to  include,  yet  45 
when  he  comes  to  express  the  mode  of  carrying  it  into  effect,  if  you  find  a 
eontezt  which  necessarily  leads  to  the  conclusion  that,  however  lai^e  the  words  ^ 
describing  the  nature  of  the  invention  were,  they  were  not  intended  to  have  so ' 
large  an  application  as  would  appear  at  first  sight,  you  must  give  effect  to  that 
context.     But,  my  Lords,  I  can  find  nothing  of  that  kind  here.     When  the  50 
Patentee  comes  to  describe  the  means  by  which  his  invention  is  to  be  carried 
into  effect  he  says,  "  I  employ  a  suitable  electric  furnace,  such  as  a  Siemens  arc 
"  furnace,  and  in  its  chamber  I  place  lime  and  carbonaceous  matter,  and  pass  a 
"  powerful  electric  current  through  it  in  order  to  generate  an  enormous  degree 
"  of  heat."* 

•  Anu,  p.       L 
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Now,  my  Lords,  a  great  deal  of  argument  was  expended,  both  in  the  Court 
below  and  in  your  Lordships'  House,  upon  that  word  *'  it,"  and  in  my  opinion 
grammatically,  and  [  think  rightly,  the  word  "  it "  means  the  furnace  or  its 
chamber.  It  certainly  would  not  only  be  ungrammatical,  but  it  would  be,  I 
i  think,  contrary  to  the  whole  scope  of  the  Specification  if  you  gave  it  any  other 
meaning ;  and  I  belieye  that  the  Patentee  intended  what  he  said,  namely,  that 
the  arc  was  to  be  passed  through  the  furnace  or  its  chamber  in  which  the  com* 
bination  of  lime  and  carbon  was  deposited,  and  that  the  passing  through  might 
either  be  vertically  by  passing  through  the  mass  itself,  or  horizontally  by  being 

10  carried  above  it  and  close  to  it,  as  was  done  in  the  furnace  invented  by 
'Moissan. 

My  Lords,  I  think  when  you  look  at  the  Claims,  that  view  of  the  Specification 
is  very  strongly  confirmed,  because  the  first  Claim  is,  "The  manufacture  of 
*^  crystalline  calcium  carbide  by  subjecting  lime  and  carbonaceous  matter  in 

15  "  suitable  proportions  to  the  continued  action  of  electrically-generated  heat, 
*'  substantially  as  hereinbefore  described."  That  I  understand  to  be  a  general  Claim 
for  the  process  of  producing  crystalline  calcium  carbideby  subjecting  it  or  exposing 
it  to  great  heat  electrically  generated.  Then,  when  you  come  to  the  second 
Claim  it  is  quite  different — it  is  much  narrower  and  is  specialised.     "The 

20  ^^  process  of  producing  crystalline  calcium  carbide,  consisting  in  subjecting  lime 
"  and  carbonaceous  matter  in  suitable  proportions  to  the  continued  heat  of  an 
"  electric  arc  between  a  carbon  pencil  above  and  a  conducting  hearth,  or  pool 
**  of  reduced  material  thereon,  beneath,  substantially  as  hereinbefore  described." 
There  you  have  what  Mr.  MouUon  told  us  was  the  essential  feature  of  this 

25  Patent,  namely,  you  have  introduced  into  the  general  claim  made  by  the  first 
head  of  claim,  a  specific  specialised  mode  of  doing  the  thing  by  means  of  a 
vertical  pencil  raised  just  above  the  material,  so  that  the  electric  arc  passes 
through  the  mass  of  the  material  in  the  crucible.  Now,  my  Lords,  it  is  quite 
true  that  in  another  part  of  the  Specification  the  Patentee  speaks  of  the  pencil 

80  being  "  pressed  against  the  hearth  and  the  mixed  materials  fed  in  around  it ; 
"  the  current  being  then  established,  the  pencil  is  lifted  to  draw  an  arc  which 
**  heats  the  materials  and  effects  the  reduction."  My  Lords,  I  understand  those 
words  to  be  read  with  the  previous  sentence,  in  which  he  describes  the  mode 
in  which  in  practice  he  himself  carries  out  his  invention,  and  it  amounts  to 

35  nothing  more  than  expressing  a  preference  from  a  practical  point  of  view  for 
that  mode  of  doing  it ;  it  falls  far  short  of  any  disclaimer  of  effecting  the  same 
object — the  exposure  of  the  materials  to  the  intense  heat  of  an  electric  arc — by 
means  of  an  external  application  of  the  heat  instead  of  an  internal  application. 
If  that  be  sound,  as  I  believe  it  to  be,  Moissan^s  is  a  direct  anticipation  of  one 

40  mode  of  carrying  out  the  Patentee's  invention,  and  therefore  the  Patent  would 
be  void. 

But,  my  Lords,  I  also  think,  and  I  believe  all  your  Lordships  are  agreed,  that 
there  is  no  proper  subject-matter  for  the  Patent.  Upon  that  point  I  can  express 
my  views  very  shortly,  because  in  substance,  and  indeed  I  might  almost  say  in 
45  words,  I  agree  with  what  Lord  Justice  Stirling  has  said.  The  law  on  this 
subject  is  free  from  doubt.  It  is  to  be  found  laid  down  in  such  cases  as 
Harwood  v.  Oreat  Northern  Railway  Company^  about  fish-plates,  Penn  v. 
Bibbyr\  about  the  blades  of  propellers,  and  the  more  recent  case  of  Lane  Fox  v. 
Kensington  and  Knightshridge  Electric  Lighting  Gompany^X  referred  to  by 
50  Lord  Justice  Stirling,  It  is  this — that  you  cannot  have  a  Patent  for  a  new  use 
of  an  old  machine  or  process  unless  there  be  some  novelty  or  invention  in  the 
adaptation  of  the  old  process  to  the  new  use,  or  the  overcoming  of  some 
difficulty  which  lay  in  the  way  of  such  application.    One  test  which  is  often 


•  11  H.L.O.  664.  t  liB.  2  Oh.  127. 

X  9  B.P.C.  418  ;  UB.  (1892)  8  Oh.  424. 
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pat  as  to  whether  such  an  application  of  an  old  process  would  be  a  good  subject- 
matter  for  a  Patent,  is  whether  it  lies  in  the  track  of  the  old  uses  or  not.  Now, 
my  Lords,  in  this  case  we  have  the  best  possible  evidence  on  that  point  from 
the  Patentee  himself;  because  when  he  is  describing  his  invention  of  1892, 
which  contains  a  description  of  the  process  which  he  says  is  the  only  process  he  5 
employs  for  the  purpose  of  the  present  Patent,  he  tells  you  that  it  is  not  confined 
to  the  particular  use  of  the  reduction  of  the  metals  which  are  there  mentioned, 
but  it  is  applicable  equally  to  '*  other  chemical  reactions " — ^that  is  reactions 
other  "  than  those  included  by  the  word  *  reduction  '  used  merely  in  its  metal- 
**  lurgical  sense."  For  example  he  proposes  to  apply  it  for  "  the  production  of  10 
'^  other  compounds  thereof  "  and  he  specifically  says  he  has  employed  it  for  the 
production  of  calcium  carbide.  Now  I  quite  agree  with  Mr.  Moulton  that  that 
is  not  in  itself  an  anticipation  of  the  Patent — ^that  it  does  not  tell  you  the 
particular  mode  in  which  he  did  it ;  but  it  is  evidence  that  the  application  of 
the  process,  which  I  think  was  a  new  one,  to  the  production  of  calcium  carbide  15 
did  not  lie  so  far  out  of  the  track  of  the  other  uses  to  which  the  process  had 
been  applied  as  to  induce  the  Court  to  hold  the  application  to  involve  some 
novelty  or  invention. 

The  case  therefore,  in  my  opinion,  is  reduced  to  this — in  1892  the  Patentee 
described  his  invention,  and  that  description  includes  the  description  of  a  process  20 
which  is  in  all  essential  particulars  the  process  which  he  describes  and  adopts  in 
the  Specification  of  1894.  In  the  Specification  of  1894  we  have  the  electric  furnace, 
we  have  the  heating  by  the  electric  arc,  and  we  have  the  raising  of  the  pencil  jnst 
above  the  material  which  is  to  be  reduced  or  operated  upon,  so  as  to  keep  the 
pencil  clear  of  the  material  itself  when  in  operation.    We  have  also  the  directions  25 
for  filling  the  furnace  with  lime  mixed  with  carbonaceous  matter.    We  have  it 
pointed  out  that  the  lime  and  carbonaceoDs  matter  may  either  be  in  combina- 
tion or  may  be  put  into  the  furnace  separately,  or  they  "  may  be  charged  into  the 
<'  furnace  from  time  to  time'  or  in  alternation  during  the  operation."    In  fact  we 
have  the  whole  operation  described  in  almost  the  same  wonis  in  the  Specification  30 
of  1892  in  the  course  of  his  description  of  tlie  invention  which  he  then 
conceived  himself  to  have  made.    I  took  the  liberty  of  asking  Mr.  Moulton 
and  Mr.  Colefax  to  point  out  to.  me  any  new  directions — any  new  conditions 
or  any  new  provisions   for    overcoming    difficulties   that  are  to    be  found 
in  the  Specification  of  1894  in  addition  to  or  differing  from  those  which  35 
are  to  be  found  in  the  Specification  of  1892.    But,  my  Lords,  as  I  fully 
expected,  I  got  no  answer  to  that  inquiry.    Therefore  we  have  simply  a  case  of 
applying  a  known  process  to  the  production  of  a  new  product  which  is  not  out 
of  the  track  of  and  is  fairly  analogous  to  the  uses  to  which  that  process 
had  previously  been  applied  without  any  invention  or  novelty  in  the  means  40 
of  application. 

On  these  grounds,  my  Lords,  I  fully  agree  with  the  conclusion  which  has 
been  come  to  by  Lord  Justice  Stirling^  whose  words  I  am  very  glad  to  adopt. 
He  says  this  :  "  Now,  in  order  that  Mr.  Willson  might  obtain  a  valid  Patent, 
*^  he  is,  according  to  the  law  as  here  stated,  to  produce  a  mode  of  using  his  45 
**  discovery,  in  which  there  is  novelty  in  the  mode  of  user  as  distinguished 
"  from  novelty  of  purpose,  or  some  new  modification  of  the  thing  or  some  new 
'*  appliance  necessaiy  for  using  it  for  the  purpose,  and  that  such  mode  of  user 
"  or  application  involves  some  appreciable  merit.  Mr.  WiUson  takes  out  a 
^'  Patent,  and  in  order  to  carry  out  his  discovery  he  directs  the  use  of  some  pre-  50 
^  existing  kind  of  furnace,  particularly  the  Siemens  arc  furnace.  But  that,  again, 
"  is  not  enough  unless  there  is  novelty  in  the  mode  of  using  it.  Was  there  then 
"  novelty  in  the  mode  of  using  it  ?  To  that  it  seems  to  me  that  Wtlleon^e  own 
**  American  Patent  of  1892  affords  an  answer.  He  had  there  pointed  out  the 
'^  very  mode  of  using  the  Siemens  arc  furnace  which  is  described  in  this  Patent  55 
<<  of  1894,  and  had  even  gone  as  far  as  to  indicate  that  it  might  be  applied  to 
^  the  manufacture  of  calcium  carbide.    At  the  most  what  he  did  was  to  make 


7oL  XXII.,  No.  6.]      AND  TRADE  MARK  0A8B8.  157 

Acetylene  Illuminating  Company  Ld.  v.  United  Alkali  Company  Ld. 

^  an  analogous  use  of  the  mode  of  nser  that  was  pointed  out  in  the  Patent  of 
*<  1892,  and  nothing  more." 

My  Lords,  holding  this  view,  which  I  believe  your  Lordships  also  hold,  as  to 
the  validity  of  this  Patent,  I  do  not  think  it  necessary  to  say  anything  on  the 
5  qnestion  of  infringement. 

Lord  BOBBBTSON. — My  Lords,  I  have  listened  with  cariosity  and  attention 
to  all  that  has  been  offered  to  the  House  by  both  the  ingenious  Counsel  who 
have  addressed  you  ;  and  I  am  convinced  that  the  Appellants*  case  breaks  down 
at  every  point  of  attack. 

10  The  very  interesting  judgment  cf  Mr.  Justice  By/Mey  deals  with  all  the 
questions ;  and  I  entirely  agree  in  his  conclusions.  On  the  question  of  con- 
struction it  seems  to  me  that  this  is  an  extreme  instance  of  the  attempt  so 
frequently  madeto infuse  into  a  Specification, by  muchargument,  what  is  not  there 
and  was  never  intended  to  be  there.    Even  if  the  mind  of  the  reader  be  held 

15  in  suspense  until  the  last  word  of  the  Specification,  and  each  detail  in  the 
process  be  searched  for  information  as  to  the  nature  of  the  invention  itself,  what 
is  DOW  ascribed  to  it  is  not  to  be  found.  But  I  must  add  that,  while  in  order  to 
clear  an  ambiguity,  the  Specification  is  to  be  read  as  a  whole,  it  is  a  different 
case  where  the  Patentee  (as  here)  first  describes  the  invention  in  language 

20  ^^hich,  according  to  its  plain  constraction,  means  one  thing,  and  then,  by  remote 
inferences  from  incidental  passages  about  details  of  working,  seeks  to  assign  a 
non-natural  meaning  to  the  description.  The  truth  is,  however,  that  this  Speci- 
fication had  no  patentable  material  to  work  on,  and  the  failure  of  the  Appellants 
is  on  matter  of  substance.    I  do  not  say  more,  as  I  agree  in  the  excellent 

25  Judgments  brought  under  review. 

The  appeal  was  dismissed  with  costs. 


IN  THE  High  Coxtrt  op  Jxistich.— King's  Bench  Division. 

Manghbsteb  Autumn  Assizes. 

Before  Mr.  Justice  Walton, 

30  November  25th  and  December  17th,  1904. 

Anti-Vibration  Incandescent  Lighting  Company  IjD.  v.  Crossley. 

Patent. -'Action  for    infringement.— Prior    user.— Novelty,— Patent   held 
valid. — Judgment  for  Plaintiffs. 

In  1896  a  Patent  was  granted  for  improvements  in  and  relating  to  the 
35  suspension  of  incandescent  gas  lamps.    In  1904  the  Plaintiffs^  in  whom  the 


t' 
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Patent  had  become  vested^  commenced  an  ax^ion  for  infringement  of  the  same. 
Tfie  Defendant  pleaded  that  tJie  alleged  invention  contained  no  improvement  on 
or  addition  to  the  then  state  of  public  knowledge^  but  was  merely  the  application 
to  incandescent  gas  fittings  of  a  device  which  was  a  matter  ofcommjon  knowledge 
in  the  case  of  every  instrument  which  required  to  be  suspended  free  from 
vibration^  and  he  also  alleged  anticipation  by  certain  prior  users. 

Held,  tha^  the  invention  was  a  new  combination  of  well-known  devices 
and  was  an  application  thereof  to  a  new  and  useful  purpose^  that  it  was  a 
combination  requiring  such  invention  to  produce  it  as  to  be  good  subfect- 
matter  for  a  Patent^  and  that  the  Plaintiffs  were  entitled  to  judgment  for  an   10 
injunction^  an  inquiry  as  to  damages^  and  costs.  |- 

The  Defendant  contended  that  the  inquiry  as  to  damages  ought  to  be  limited 
in  date  on  the  ground  of  delay  by  the  Plaintiffs  in  taking  proceedings. 

Held,  that  there  were  fwt  the  necessary  materials  before  tlie  Court  for  it  to    j 
decide  this  pointy  but  liberty  was  reserved  to  the  Defendant  to  apply  to  have  the  15 
inquiry  limited  to  such  date  as  he  might  suggest. 

A  stay  of  execution  as  to  the  inquiry  as  to  damages  and  as  to  costs  was 
granted  on  certain  terms.  A  Certificate  of  the  validity  of  the  Patent  having 
come  in  question  was  granted. 

On  the  12th  of  October  1895,  Letters  Patent  (No.  19,462  of  1894)  were  granted  20 
to  Frank  Ernest  Nichol  for  improvements  in  and  relating  to  the  suspension  of 
incandescent  gas  lamps. 

The  Complete  Specification  was  as  follows  : — "  The  object  of  this  invention  is 
"  to  support  the  fitting  to  which  a  gas  burner  is  coupled  or  secured,  by  so 
'^  suspending  the  said  fitting  that  an  incandescent  gas  inantle  may  be  utilized  in  25 
"  mills  and  other  places  where  there  is  vibration,  and  thus  by  my  new 
"  combination  to  overcome  the  difficulty  hitherto  experienced  in  applying  and 
"  utilizing  and  thereby  deriving  an  increased  and  better  light  by  the  use  of 
"  incandescent  gas  mantles  when  fixed  to  gas  fittings  secured  to  the  gas  supply 
'*  in  places  subject  to  shocks  and  vibrations.  30 

"  The  accompanying  Drawing  illustrates  how  my  invention  may  be  applied  to 
^'  a  gas  bracket  attached  to  a  wall  or  the  like,  and  in  describing  my  invention  in 
**  detail  reference  is  made  to  the  letters  on  the  drawing. 

"  The  gas  bracket.  A,  is  one  of  the  ordinary  description,  provided  with  the 
^'  usual  stop  tap  but  without  a  gas  burner,  having  a  metallic  connection  with  thQ  35 
"  said  bracket. 

**  To  the  vertical  portion  of  the  gas  bracket  at  B  is  attached  a  piece  of  flexible 
**  tube,  0,  which  is  also  connected  to  the  gas  burner  fitting,  D,  arranged  to  carry 
**  a  glass  chimney,  E,  and  an  incandescent  mantle,  M,  within  same,  both  of 
"  which  are  supported  in  the  usual  manner.  40 

^*  To  the  gas  burner  fitting,  D,  is  secured  a  light  metallic  frame,  F,  or  other 
*<  suitable  attachment  which  is  suspended  from  some  fixture  in  any  convenient 
'^  manner  by  one  or  more  elastic  cords  or  spiral  springs,  G,  so  that  should  any 
^  shock  or  vibration  be  given  to  the  gas  bracket,  A,  the  shock  or  vibration  is  not 
'*  conveyed  direct  to  the  gas  burner  ^tting,  D,  and  incandescent  mantle,  M,  45 
*'  supported  thereby,  but  absorbed  to  a  great  extent  by  the  flexible  connecting 
^  tube,  C«  and  suspending  cords  or  springs,  G,  in  a  manner  that  no  shock  is 
^  transmitted  to  Uie  mantle  of  a  nature  as  to  damage  same ;    thus  by  this 
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**  arrangement  and  combination  overcoming  the  dififtculty  hitherto  experienced 
"  with  the  use  and  maintenance  of  incandescent  mantles  in  places  subject  to 
"  shocks  and  vibrations." 

The  Patentee  claimed  "  a  gas  burner  fitting  combined  with  a  flexible  connecting 
**  tube  and  suspended  by  one  or  more  elastic  cords  or  springs  connected  thereto, 
"  all  arranged  substantially  in  the  manner  as  shown  and  described  and  for  the 
"  purpose  as  hereinbefore  set  forth." 


^ 


On  the  15th  of  June  1904,  the  Anti-Vibration  Incandescent  Lighting 
Company,  Limited,  as  owners  of  the   Patent,  commenced  an  action  against 

10  B.  Crossley  for  infringement  of  the  same,  claiming  the  usual  relief. 

By  their  Statement  of  Claim  the  Piaintiflfe  alleged  (1)  that  they  were  the 
registered  owners  of  the  Pjitent,  and  (2)  that  the  Defendant  had  infringed. 

The  Particulars  of  Breaches  alleged  that  the  Defendant  had  prior  to  the  issue 
of  the  Writ  in  the  action  and    subsequently    to   the    date    of   the    Patent 

15  manufactured  sold  offered  for  sale  and  used  Anti-Yibrators  for  incandescent 
gas  lighting,  constructed  in  the  manner  described  in  the  Complete  Specification 
of  the  Patent  and  claimed  in  the  claiming  clause  thereof,  and  the  Plaintiffs 
complained  in  paHicular  of  the  manufacture  and  sale  by  the  Defendant  to  the 
Plaintiffs'  manager,  Mr.  Cuttell,  on  the  1st  of  April  J  904,  of  one  Anti-Vibrator 

20  Incandescent  Gas  Light,  constructed  as  aforesaid.  The  Plaintiffs  further  alleged 
that  the  Defendant  by  an  illustrated  Price  List  entitled  "  Crossley's  Anti- 
"  Vibrator  Incandescent  Light,"  was  offering  for  sale  and  threatened  to  sell  the 
same  Anti-Vibrator  Incandescent  Gas  Light  constructed  as  aforesaid. 

The  Defendant  by  his  Defence  (1)  denied  that  the  Plaintiffs  were  the  pro- 

25  prietors  of  the  Patent,  (2)  denied  that  the  said  Frank  Ernest  Nichol  was  the 
true  and  first  inventor,  and  (3)  denied  infringement. 

By  his  Particulars  of  Objections  (amended  pursuant  to  an  Order  dated  the  25th 
of  October  1904)  the  Defendant  alleged  (1)  that  Frank  Ernest  Nichol  was  not 
the  first  and  true  inventor,  (2)  that  the  alleged  invention  was  not  useful, 

30  (3)  that  it  was  not  new  at  the  date  of  the  Patent  by  reason  of  the  matters  set 
forth  in  paragraphs  7  and  8  thereof,  (4)  that  it  contained  no  improvement  or 
addition  to  the  then  state  of  public  knowledge,  (5)  that  it  was  merely  the 
application  to  incandescent  gas  fittings  of  a  device  which  had  been  familiar  and 
matter  of  common  public  knowledge  in  the  case  of  every  instrument  implement 

36  or  mechanism  whatsoever  which  required  to  be  suspended  free  from  vibration 
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BO  far  as  possible  (6)  that  neither  the  ProYisional  nor  the  Complete  Specification 
described  the  natare  of  the  alleged  or  any  invention,  nor  sufficiently  indicated 
what  was  alleged  to  be  new  therein,  nor,  so  far  as  springs  were  concerned,  how  the 
same  were  to  be  made  nsed  or  applied,  (7)  that  the  alleged  invention  had  been 
published  in  this  realm  prior  to  the  date  of  the  Patent  by  the  filing  at  the  Patent  5 
Office  of  the  following  Specifications,  viz. : — Smethurst  and  Paul^  No.  2654  of 
1802  ;  Barclay,  No.  9675  of  1843 ;  Jobard^  No.  2041  of  1856 ;  Stahl  de  Boer, 
No.  2878  of  1890 ;  Enion,  No.  6418  of  1891 ;  Freund,  No.  16,734  of  1892 ;  Best, 
No.  6907  of  1893  ;  Segundo,  No.  4987  of  1894 ;  Grenville  and  Terry,  No.  8654 
of  1894  ;  and  DaiHs,  No.  9260  of  1894,  (8)  that  the  alleged  invention  was  also  IQ 
published  within  this  realm  by  the  manufacture  or  user  of  the  same  or  a  similar 
device  for  incandescent  gas  fittings  by  James  Cross,  of  110,  Leeds  Road,  Nelson, 
in  the  year  from  1885  onwards  down  to  the  date  of  the  Patent.  Further 
Particulars  of  prior  user  alleged  in  Paragraph  8  of  the  Defendant's  Particulars  of 
Objections  were  delivered  by  the  Defendant  pursuant  to  the  Order  of  the  25th  15 
of  October  1904.  Such  further  Particulars  alleged  that  James  Cross  made,  sold, 
and  used  at  Thornton  near  Bradford,  and  at  Bradford,  springs  for  suspending 
cages,  lamps,  gas  fittings  of  all  kinds  and  other  articles,  in  order  that  such  cages, 
lamps,  gas  fittings  and  other  articles  might  be  as  far  as  possible  free  from 
vibration,  and  that  James  Cross  had  also  sold  in  Bradford  aforesaid  for  over  21  20 
years  metallic  and  rubber  tubing  of  various  lengths  for  conducting  gas  to  stoves 
and  gas  brackets. 

The  action  came  on  for  trial  before  Walton  J.  on  the  25th  of  November 
1904.     Walter  and  Cunliffe  instructed  by    Lupton  and  Fawcett,  of  Leeds) 
appeared  for  the  Plaintiffs;  Atkinson   (instructed   by  J.   Lord,   of   Burnley)  25 
appeared  for  the  Defendant. 

Walter,  for  the  Plaintiffs. — The  object  of  the  Plaintiffs'  invention  is  to  reduce 
the  amount  of  vibration  in  the  use  of  incandescent  gas  burners  in  order  to 
preserve  intact  the  fragile  mantles  which  are  attached  thereto.  The  Plaintiffs' 
invention  is  a  combination  of  an  incandescent  burner  with  a  flexible  upp^r  30 
support  and  a  flexible  lower  support,  together  with  a  gas  connection.  It  is  a 
new  combination,  and  an  application  of  old  devices  to  a  new  and  useful  purpose. 
It  is  a  combination  which  required  invention  to  produce  it,  and  is  good  subject- 
matter  for  a  Patent. 

Messrs.  Swinburne,  Thomas  Longley  Cuttell,  Charles  Wood,  and  Alexander  35 
AUan  were  called  as  witnesses  for  the  Plaintiffs.    The  following  were  called  as 
witnesses  for  the  Defendant :  Messrs.  Joseph  Hartley,  Thomas  F.  Stansfield, 
and  James  Cross. 

Atkinson,  for  the  Defendant. — There  is  no  invention.  Whenever  it  has  been 
necessary  to  suspend  any  article  in  order  to  lessen  vibration  to  that  article,  the  40 
ordinary  method  adopted  has  been  by  means  of  a  spring,  and  the  device 
adopted  by  the  Plaintiffs  of  suspending  a  metal  frame,  with  a  spring  attached, 
is  well  known,  and  the  evidence  shows  that  flexible  tubes  have  for  many  years 
been  used  for  the  purpose  of  conveying  gas  to  lamps.  The  Plaintiffs'  combination 
of  a  flexible  upper  support  and  a  flexible  lower  support  is  no  new  combination,  45 
and  required  no  invention  to  produce  it. 

Walton  J. — Was  there  any  invention,  Mr.  Walter  f 

Walter,  in  reply. — The  sole  purpose  for  which  rubber  tubes  were  formerly 
used  was  removability.  They  have  never  been  made  use  of  hitherto  for  the 
purpose  of  lessening  vibration.  By  the  combination  of  the  two  flexible  elements  iO 
a  flxed  lamp  without  vibration  is  produced,  and  if  a  new  combination  produces 
new  and  useful  results,  that  new  combination  has  been  held  evidence  of 
ingenuity. 

Atkinson. — ^If  the  Court  should  be  against  me  in  other  respects,  the  inquiry 
as  to  damages  ought  to  be  limited  in  date,  because  of  the  Plaintiffs'  delay  in  55 
commencing  proceedings. 

Judgment  was  reserved,  and  delivered  at  Liverpool  on  December  the  17th. 
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Walton  J. — In  this  case  the  Plaintiffs  sue  the  Defendant,  alleging  that  the 

Defendant  has  infringed  certain  Letters  Patent  of  the  Plaintifffa  for  an  invention 

of  **  ImproTements  in  and  relating  to  the  suspension  of  incandescent  gas  lamps  "  ; 

and  the  Plaintiffs  claim  an  injunction  and  an  inquiry  as  to  damages  and  other 

5  relief. 

The  question  that  was  discussed  before  me  at  the  trial  was  as  to  the  validity 
of  the  Plaintiffs'  Patent.  It  was  alleged  that  the  alleged  invention  covered  by 
the  Plaintiffs'  Patent  was  not  in  truth  an  invention  at  all ;  that  it  was  merely  an 
application  of  ordinary  and  old  devices  to  an  ordinary  and  obvious  use.    As 

10  against  that,  on  the  other  hand,  the  Plaintiffs  contended  that,  although  no  doubt 
the  devices  used,  taken  separately,  were  all  of  them  old,  and  were  none  af  them, 
taken  separately,  invented  by  the  Patentee,  still  that  they  were  combined  so  as 
to  form  a  new  combination,  and  so  combined  were  applied  to  a  new  and  useful 
purpose,  and  that  the  combination  and  the  application  of  that  combination  to 

15  this  new  purpose  was  not  an  application  which  was  obvious  to  everybody,  but 
was  a  combination  and  an  application  which  involved  invention. 

I  do  not  think  that  it  is  necessary  or  Would  be  useful  to  cite  cases.  The 
Plaintiffs'  combination  is  no  doubt  not  a  good  subject-matter  for  Letters  Patent 
unless  it  did  require  invention  to  discover  it.    If  it  was  merely  an  application 

20  of  ordinary  and  well-known  devices  to  what  I  may  call  an  obvious  purpose,  then 
it  would  not  be  good  subject-matter  for  a  Patent.  Of  course,  as  to  how  much 
invention  is  required,  that  must  be  a  matter  of  degree  ;  and  this  case  is  no  doubt 
a  case  in  which  there  is  some  difficulty  in  determining  whether  that  degree  of 
invention  was  required  in  discovering  the  combination  for  which  the  Patent 

25  was  obtained — I  mean  that  degree  of  invention  which  is  necessary  in  order  to 
make  the  combination  good  subject-matter  for  a  Patent. 

The  invention  really  is  this.  First  let  me  say  what  the  object  was.  It  is 
an  invention,  as  described,  for  improvements  in  and  relating  to  the  suspension 
of  incandescent  gas  lamps.    The  incandescent  burner  requires  the  use  of  a  very 

30  delicate  and  fragile  mantle.  The  result  of  that  is  that  wherever  the  incandescent 
burners  are  exposed  to  vibration  in  factories,  or  in  street  lamps,  or  elsewhere, 
the  mantles  perish,  or  are  ^pt  to  perish  very  rapidly,  and  Uie  object  of  the 
Plaintiffs'  invention  was  to  reduce  the  amount  of  vibration  in  the  use  of 
incandescent  burners.    If  that  vibration  could  be  reduced,  if  the  burners  could 

35  be  used  in  places  where  they  are  exposed  to  vibration  in  such  a  way  as  to  be 

protected  from  the  vibration,  then  no  doubt  the  mantles  will  last  very  much 

longer,  and  the  cost  of  this  method  of  lighting  will  be  very  considerably  reduced. 

Let  me  say  at  once  I  think  there  is  no  doubt.    I  am  quite  satisfied  that  the 

arrangement  for  which  the  Plaintiffs'  Patent  was  obtained  is  a  useful  one,  is  a 

40  valuable  one,  and  is  a  successful  one.  There  was  ample  evidence  before 
me  to  show  that  it  has  been  used  for  the  purpose  of  street  lighting,  in  factories, 
and  for  other  purposes  with  very  considerable  success. 

Now  what  is  it  ?  It  consists  in  this  :  that,  in  the  gaspipe  by  which  the  gas  is 
conducted  to  the  burner,  there  is  inserted  a  certain  and  sufficient  length  of 

45  piping  which  is  flexible.  In  that  way  vibrations  coming  from  the  structure,  the 
wall  of  the  building,  or  whatever  it  may  be  to  which  the  metal  gaspipe  is  fixed, 
are  deadened,  and  do  not  reach  the  burner ;  but  of  course  the  result  of 
introducing  a  flexible  length  of  gaspiping  is  that  the  burner  loses  its  support 
from  the  pipe  ;  and  in  order  to  complete  the  arrangements  the  Plaintiffs'  Patent 

50  provides  for  the  suspension  of  the  burner  by  a  support,  which  is  elastic,  or  is 
provided  with  a  spring,  so  that  the  vibrations  from  the  gaspipe  are  deadened, 
and  the  vibrations  which  might  arise  from  the  suspension  and  the  support  of 
the  burner  are  also  deadened.  Then  you  get  a  burner  which  is  well  protected 
against  vibration,  and  a  burner  consequentiy  upon  which  mantles  may  be  used 

55  without  beiitig  very  frequently  renewed. 

Afi  I  have  said,  the  separate  devices,  employed  to  bring  about  the  end 
which  the  Plaintiffs'  arrangement  has  attained,  are  not  in  themselves  new.    That 
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is  obyious.  Flexible  gaspipes,  for  instance,  have  been  in  nse  for  a  very  long 
time,  but,  so  far  as  I  know,  they  have  not  been  in  use  for  the  purpose  of 
preventing  vibration.  When  you  have  a  gas  lamp  which  you  wish  to  move 
about  in  a  room,  to  put  on  a  table  here,  or  on  a  table  there,  then  it  is  necessary 
to  have  a  flexible  gaspipe  ;  and  a  flexible  gaspipe  has  been  used,  and  no  doubt  5 
has  been  used  for  a  long  time,  for  Uie  purpose  of  obtaining  what  I  may  call 
mobility  of  the  lamp,  but,  so  far  as  I  know,  not  for  the  purpose  of  preventing 
vibration. 

Then  again  coming  to  the  burner  or  to  the  lamp,  hanging  lamps  of  course 
have  been  in  use  for  a  very  considerable  time  ;  for  instance  with  regard  to  oil  10 
lamps  everyone  knows  that  oil  lamps  are  very  commonly  hung,    but  I  do  not 
know — I  do  not  think  there  has  been  any  evidence  to  show — that  lamps  were  so 
hung  or  so  suspended  for  the  purpose  of  preventing  vibration.    They  are  hung 
because  that  is  a  convenient  way  of  attsiching  them,  and  getting  light  in  the 
right  place.    It  may  be  that  they  are  hung  also  to  something  in  order  that  they  15 
may  be  moved  from  one  place  to  another;  hung  here  or  hung  there,  and  not 
absolutely  fixed.    No  doubt  frames  for  hanging  lamps  in  that  way  have  been 
common  and  in  use  for  a  long  time  ;  and  still  more  I  think  it  is  established  by 
the  Defendant  that  with  regard  to  such  lamps,  lamps  which  are  hung  up  and 
suspended,  there  has  been  in  use  for  some  considerable  time  an  arrangement  20 
by  which  the  suspender,  the  thing  that  supports  the  lamp,  is  provided  with  a 
spring  so  that  when  the  lamp  is  hung  we  will  say  to  a  ceiling,  and  there  is 
vibration    in    consequence  of  the  use  of  the  room  above,  people  passing  or 
walking   along    the    floor,    and    people   doing  work  in  the  room  above,  the 
vibration  is  deadened  by  the  insertion  of  a  spring  in  the  framework  or  the  25 
arrangement  by  which  the  lamp  is  suspended.    No  doubt  that  is  all  old,  and 
indeed  there  is  evidence,  and  I  have  no  doubt  it  is  correct,  that  gaslamps  have 
also  been  suspended,  and  that  arrangements  for  hanging  up  gaslamps  have  been 
in  use  for  a  very  considerable  time.     Of  course  in  one  sense  any  ordinary  gas 
chandelier  represents  a  form  of  suspended  gaslamp,  the  lamp  being  suspended  30 
practically  by  the  pipe  which  conducts  the  gas  to  the  lamp.     No  doubt  also 
according  to  the  evidence — and  I  accept  it — there  hav^  been  places  in  which  it 
has  been  convenient  to  have  moveable  gaslamps  suspended  from  the  ceiling, 
so  that  they  could  be  hung  up  here  or  hung  up  there  ;   and  in  such  cases  no 
doubt  flexible  pipes  were  used,  because  you  could  not  get   the    necessary  35 
required    mobility    without    the  use    of    flexible    pipes.    But   although  all 
those  devices  are  old,  and  although  in  the  case  of  hanging  lamps  there  has 
been  in  use  for  some  time  an  arrangement  of  springs  or  of  something  of 
that  kind   to  prevent  vibration  reaching  the  lamp  hung  from  *the  ceiling, 
I  do  not  think  it  has  been  made  out  that  this  combination  of  the  flexible  40 
pipe   and  flexible   support    to  the    burner  was  ever  in  use    before  it  was 
invented  by   the  Patentee.    Now  this    is    an    arrangement,  as    is   apparent 
when  one  thinks  about  it  for  a  moment,  which  can  be  adapted  either  to 
lamps  which  are  attached  to  fixed  brackets  or  to    lamps  which  are  fixed 
on  posts  as  in  the  case  of  ordinary  street  lamps,  or  to  lamps  which   are  45 
suspended  either  by  some  fixed  chandelier  or  by  some  means  so  that  the 
lamp  can  be  moved  about  and  hung  here  or  hung  there.    This  arrangement 
is  indeed  a  form  of  framework  which  is  just  as  useful  for  fixed   lamps  as 
for  moveable  lamps — ^for  every  kind    of  lamp  ;    and    it  seems  to  me  that 
this   is   a  combination  no  doubt  of  well  known  devices  which  is  a  new  50 
combination,  and  is  an  application  of  old  devices  to  a  new  and  useful  purpose  ; 
and  I  think  exercising  my  judgment  about  it  as  well  as  I  can,  that  it  is  a 
combination  which  did  require  invention  to  produce  it,  and  such  invention  as  is 
sufficient  to  make  it  good  subject-matter  for  a  Patent ;  therefore  I  think  my 
judgment  must  be  in  favour  of  the  Plaintiffs  for  an  injunction,  and  they  are  55 
entitled  to  an  inquiry  as  to  damages  and  to  a  certificate  of  the  validity  of  their 
Patent,  and  to  their  costs. 
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With  regard  to  the  inquiry  as  to  the  damages,  on  behalf  of  the  Defendant  it 
vtsB  contended  that  the  Plaintiffs  were  not  entitled  to  an  inquiry  as  to  damages 
except  for  a  limited  period  on  the  ground  of  such  delay  in  taking 
proceedings  on  their  part  that  they  were  not  entitled  to  an  unlimited 
5  inquiry  as  to  damages.  I  have  difficulty  in  dealing  with  that  con- 
tention. I  do  not  wish  to  refuse  to  the  Defendant  the  right  to  raise  the 
question  upon  any  technical  ground,  as  on  the  ground  that  it  was  not  pleaded  ; 
but  upon  the  eyidence  as  it  came  before  me  at  Manchester  I  do  not  feel  that  I 
have  the  materials  for  dealing  with  the  point.    No  doubt  the  Plaintiffs  knew  that 

10  the  Defendant  was  making  the  framework  and  selling  it,  which  they  now  allege 
is  an  infringement  of  their  Patent.  They  knew  that  as  far  back  as  1902,  and  the 
action  was  not  commenced  till  1904  ;  but  it  does  not  necessarily  follow  from 
that  that  there  was  such  delay  on  their  part  as  to  disentitle  them  to  the  relief  by 
way  of  inquiry  as  to  damages  which  they  ask  for.    I  could  not  decide  about  that 

15  without  knowing  more  of  the  reasons  why  proceedings  were  not  taken  earlier 
than  they  were  taken,  and  I  think  the  better  plan  woidd  be  for  me  to  deliver 
judgment  to  the  effect  which  I  have  stated,  but  reserving  liberty  to  the 
Defendant  to  apply  to  have  the  inquiry  as  to  the  damages  limited  to  such  date 
as  he  may  choose  to  suggest.    I  do  not  know  whether  the  Defendant  will  make 

20  any  application,  but  if  an  application  is  made  it  ought  to  be  made  at  any  rate 
during  the  next  Manchester  Assizes  when  I  shall  be  in  Manchester.  But  unless 
such  an  application  is  made  the  judgment  will  be  for  an  inquiry  in  the  usual 
form  as  to  damages  without  any  special  limit. 

Cunliffe. — The  Plaintiffs  also  a&  for  the  delivery  up  of  infringing  articles  or 

25  their  destruction. 

Walton  J. — It  seems  to  me  that  they  are  entitled  to  it ;   but  it  may  be 
doubtful  what  its  precise  operation  will  be. 

Atkinson  asked  for  a  stay  of  execution  as  to  the  costs  and  the  inquiry  as 
to  damages. 

30  Walton  J.y  [After  some  discussion.] — There  will  be  a  stay  of  the  inquiry  for 
fourteen  days ;  if  notice  of  appeal  is  given  within  fourteen  days  then  until  the 
appeal  is  disposed  of.  Stay  of  execution  for  costs  if  1501.  is  paid  within 
twenty-one  days  to  the  Plaintiffs'  solicitors  on  their  personal  undertaking  to 
return  it  if  the  appeal  succeeds.    There  will  be  liberty  to  apply. 


M  2 
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In  the  Matter  of  Burroughs^  WeUcome  S  Go's  Trade  Marks^ 

and 
In  the  Matter  of  the  Patents,  Designs  and  Trade  Marks  Acts,  1883  to  1888. 


In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Warrington. 

November  3rd  and  4th,  1904. 

IN  THE  Matter  op  Burroughs,  Wellcome  &  Co.'s  Trade  Marks, 

and  5 

In  the  Matter  of  the  Patents,  Designs  and  Trade  Marks 

Acts,  1883  to  1888. 


Trade  Mark.^Motion  to  expunge  Trade  Marks  from  the  Register. — Motion 
dismissed. — Appeal  dismissed. — Taxation  of  costs. — Costs  of  three  Counsel. — 
Allowance  for  instnictions  for  Brief  on  Motion. — Rules  of  the  Supreme  Courts  10 
Order  LXV.,  Rules  8  and  21  {29)  (30),  Appendix  N. 

An  Action  for  infringement  of  Trade  Mark  and  passing  off  was  hrougM  by 
B.  W.  &  Co.  against  T.  A  Co.  The  Defendants  denied  infringement  and 
passing  off^  and  moved  to  have  the  Plaintiffs'  Trade  Marks  removed  from  the 
Register.  Judgment  was  given  for  B.  W.  Jh  Co.  both  in  the  Action  and  on  15 
the  Motion^  which  were  heard  together.  The  Defendants  appealed  from  the 
Judgment  so  far  as  it  dismissed  their  Motion.  The  appeal  was  dismissed.  On 
taxation^  the  Master  allowed  150  guineas  "  Instructions  for  Brief  ^^  in  the 
Action  and  50  guineas  *'*' Instructions  for  Brief ''^  on  the  Motion^  and  allowed 
three  Counsel  in  the  Action  and  on  the  Motion  in  the  Court  of  First  Instance  20 
and  Appeal.  Objection  was  taken  by  the  Defendants  to  the  allowances  for 
three  Counsel  and  ^  Instructions  for  Brief  ^'^  on  the  Motion^  and  they  took  out 
a  Summons  to  review  the  taxation. 

Held,  thai  it  was  a  proper  case  for  three  Counsel^  and  that  the  Master  was 
not  confined  to  the  scale  in  Appendix  N  of  the  Rules  of  the  Supreme  Courts  but  25 
could  allow  the  items  far  instructions  under  Rule  27  {29\  although  it  did  not 
fall  within  any  of  the  headings  specified  in  such  Appendix. 
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In  the  Matter  of  Burroughs,  WMcome  A  Co.^s  Trade  Magics, 

and 
In  the  Matter  of  the  Patents,  Desigr^  and  Trade  Marks  Acts,  1883  to  1888. 

This  was  the  hearing  of  a  Snmmons  to  review  a  taxation  of  costs  in  tbe 
above-mentioned  Motion,  the  Summons  being  taken  out  by  the  Applicants  on 
the  Motion,  who  were  the  Defendants  to  the  Action  of  Burroughs,  Wellcome  S 
Oo.  V.  Thompson  and  Capper,  The  Action  was  one  for  infringement  of  Trade 
5  Marks  and  for  passing  oflf ;  the  Motion  being  for  the  removal  of  the  Trade 
Marks  from  the  Register  The  Action  and  tbe  Motion  were  heard  together  in 
November  1903,  and  judgment  was  given  on  tbe  14th  of  December  for  the 
Plaintiffs  in  the  Action  and  the  Respondents  on  the  Motion.*  The  Defendants 
appealed  from  the  judgment  so  far  as  it  dismissed  their  Motion.  The  appeal 
10  was  heard  on  the  25th,  28th,  and  29th  of  March  1904,  and  was  dismissed  with 

COBtS.t 

Upon  taxation  of  the  Plaintiffs'  costs  of  the  Motion  the  Taxing  Master 
allowed  them  50  guineas  for  '*  instructions  for  brief,"  and  the  costs  of  three 
Counsel  in  the  Court  of  First  Instance  and  in  the  Court  of  Appeal.    Objections 

15  were  taken  by  the  Defendants  (the  Applicants  on  the  Motion  to  rectify),  to  both 
allowances. 

The  objections  taken  were  as  follows: — **(1)  That  the  amount  allowed  for 
"  instructions  for  brief  is  excessive.  Having  regard  to  the  nature  of  the 
"  evidence,  which  ran  upon  stereotyped  lines,  the  number  of  witnesses  should 

20  '*  not  have  so  much  weight  in  fixing  the  allowance  as  if  there  had  been  con- 
"  siderable  variety  in  the  nature  of  the  evidence.  All  the  doctors'  proofs  were 
^'  in  one  form  and  all  the  chemists  in  another  form.  The  Taxing  Master  has 
"  allowed  the  Respondents  42  witnesses  in  all ;  of  these  2  are  London  doctors,  7 
"  are  country  doctors,  8  are  London  chemists,   12  country  chemists,  2  are 

25  **  employees  of  the  Respondents,  and  2  are  in  the  photographic  trade.  The 
"  Respondents'  solicitors  diri  not  see  or  correspond  with  all  the  witnesses.  The 
^  Respondents  and  their  assistants  did  a  great  part  ot  the  work  in  connection  with 
*•  the  witnesses'  proofs.  The  Respondents'  solicitors  saw  some  of  the  London 
**  witnesses.    They  did  not  see  any  of  the  country  witnesses,  and  did  not  even 

30  "  correspond  with  many  of  them.  The  perusal  of  the  dictionaries  and  the  books 
**  included  in  this  series  was  done  by  the  witness  Thompson,  who  was  in  the 
'*  Respondents'  employ,  and  who  gave  evidence  as  to  the  result  of  his  searches^ 
"  and  his  charge  as  a  witness  is  allowed,  and  only  371  folios  of  documents  are 
"  allowed  which  would  require  perusal.     It  is  submitted  that  the  number  of 

35  **  witnesses  called  and  allowed  was  excessive  and  oppressive,  and  that  not  more 
**  than  6  of  each  class  of  witnesses  should  have  been  either  briefed  or  called, 
'*  and  that  in  proo6ng  and  calling  so  many  witnesses  the  Respondents'  solicitors 
"  incurred  costs  unnecessarily  and  through  over  caution,  and  the  allowance  for 
*•  instructions  for  brief,  even,  at  the  reduced  fee  of  50  guineas  is  excessive  and 

40  "  improper,  and  the  allowance  of  the  fee  is  not  justified  under  the  Rules.  (2) 
'*  The  allowance  of  three  Counsel  is  objected  to  as  unnecessary.  The  Respon- 
"  dents  overburdened  their  case  with  witnesses  and  documents.  Even  on  the 
**  brief  as  delivered,  two  Counsel  would  have  been  ample,  and  had  the  brief  been 
.'*  reduced  to  fair  limits  this  would  have  been  still  more  apparent.    The  amount 

45  "  of  fees  is  also  objected  to  as  excessive.  Even  if  the  brief  as  delivered  justified 

*'  so  large  a  fee  as  charged  the  disallowance  of  over  40  witnesses  and  the 

**  consequent  diminution  of  proofs  and  documents  ought  to  carry  with  it  a 

**  corresponding  reduction  of  the  brief  fees." 

The  PIainti&  had  also  carried  in  Objections,  on  their  part,  to  the  amounts 

50  allowed  for  fees  on  briefs  for  the  preparation  of  the  case  as  being  inadeqaatey 
but  their  objections  were  not  taken  to  the  Judge. 

The  Taxing  Master's  decision  was  as  follows :—"  (1)  I  have  allowed  for 
"  '  Instructions  for  Brief '  150  guineas  in  the  Action  and  50  guineas  on  the  Motion 

•  21  EJ?.0.  69.  t  21  E.P,C.  217. 
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*'  for  Rectification.  The  observations  in  the  Brief  delivered  to  Connsel  on  the 
**  Motion  are  different  from  those  in  the  Brief  on  the  Action  ;  but  the  witnesses 
^  (with  a  few  exceptions)  are  the  same  in  both  cases,  and  I  have  allowed  in  the 
^  costs  of  the  Action  for  the  work  in  connection  with  the  proofs  of  the  witnesses. 
**  Messrs.  Burroughs  and  Wellcome  had  the  costs  of  the  Action  taxed  first,  and  5 
**  a  Mr.  Thompson,  in  their  employ,  did  a  large  amoant  of  work  which  would 
**  otherwise  have  been  done  by  the  solicitors.  There  are  certain  classes  of 
^  witnesses,  such  as  medical  men  and  chemists,  and  the  proofs  in  each  class 
"  are  practically  in  common  form.  (2)  Having  regard  to  the  large  number  of 
^  witnesses,  and  to  the  number  of  days  occupied  in  the  hearing  of  the  case,  I  10 
"  submit  that  Messrs.  Burroughs,  Wellcome  &  Go.  were  entitled  to  three  Counsel. 
'*  Had  I  allowed  only  two  Counsel  I  should  have  allowed  the  fees  charged  in 
**  the  Bill  for  the  two  senior  Counsel." 

The  objection  taken  by  the  Defendants  to  the  taxation  under  the  Order  of  the 
Court  of  Appeal  was  as  follows  : — "  The  allowance  of  three  Counsel  is  objected  15 
^  to  as  unnecessary.  Even  if  three  Counsel  are  allowed  on  the  hearing  in  the 
*'  Court  below,  it  is  clear  that  in  the  Court  of  Appeal  there  cannot  have  been 
^  any  reason  for  the  additional  expense  except  as  a  matter  of  over  caution. 
«  Two  Counsel  were  ample  for  what  had  to  be  done  in  the  Court  of  Appeal. 
^'  The  evidence  was  printed,  and  the  Counsel  had  only  to  read  the  extracts  to  20 
♦*  the  Court." 

The  Master*s  answer  to  this  objection  was  as  follows : — '^  This  case  lasted  two 
"  days  and  a  half  in  the  Court  of  Appeal,  when  some  of  the  evidence  given  on 
*'  the  seven  days'  hearing  in  the  Court  below  was  referred  to,  but  the  evidence 
"  was  printed  and  Counsel  had  only  to  read  the  extracts  to  the  Court.  In  my  25 
**  opinioii  Messrs.  Burroughs,  Wellcome  A  Go.  were  reasonably  entitled  to  three 
*^  Counsel  as  in  the  Court  Below.  Had  I  allowed  only  two  Counsel  I  should 
^^  have  allowed  higher  fees  than  I  have  done,  and  in  fixing  the  amount  of  fees 
*'  I  have  allowed  on  the  Brief  I  have  taken  into  consideration  the  amount 
"  allowed  for  refreshers."  30 

An  objection  taken  by  the  Plaintiffs  to  the  inadequacy  of  the  amounts  allowed 
for  fees  was  withdrawn  by  arrangement  when  before  the  Master. 

The  Defendants  took  out  a  Summons  to  vary  the  Taxing  Master's  Certificate, 
and  the  Summons  was  adjourned  into  Court. 

A.  J.    Walter   (instructed    by  Sharpe,  Parker    &  Go.)  appeared  for  the  35 
Applicants  ;  D.  M.  Kerly  (instructed  by  Markhy,  Stewart  A  Co.)  appeared  for 
the  Respondents. 

Walter,  for  the  Applicants.— The  Taxing  Master  has  no  jurisdiction  to  allow 
a  fee  for  "  Instructions  for  Brief  "  on  the  Motion.  Order  LXV.,  Rule  8  of  the 
Rules  of  the  Supreme  Court  allows  ''  the  fees  set  forth  in  the  column  headed  40 
**  <  Lower  scale '  in  Appendix  N,"  with  certain  exceptions,  of  which  this  is  not 
one.  Under  Appendix  N  the  only  instructions  on  Brief  on  Motion  allowed  are 
those  on  a  motion  for  special  injunction  (Annual  Practice,  Vol.  II.,  page  194 
and  page  222  (19)  ).  It  was  unnecessary  to  have  three  Counsel  on  the  Motion. 
There  were  95  witnesses  called  in  the  Action.  But  the  ground  of  the  Motion  45 
was  that  **  Tabloid  "  could  not  be  registered  as  a  fancy  word.  On  this  issue 
not  more 'than  a  dozen  witnesses  on  each  side  gave  evidence.  The  Plaintiffs 
overburdened  their  case  with  too  much  evidence,  and  the  witnesses  were  all 
called  in  the  Action.  In  any  case,  three  Counsel  were  quite  unnecessary  in  the 
Court  of  Appeal.  50 

Kerly  for  the  Respondent. — ^The  Action  and  Motion  were  heard  together. 
Three  Counsel  were  allowed  in  the  Action,  and  were  necessary  in  both  it  and 
the  Motion.  Three  were  allowed  in  the  ** Kodak"  cases  (20  R.P.C.  337).  It 
is  suggested  that  three  can  never  be  necessary  in  the  Court  of  Appeal. 
[Warrington  J. — ^Tou  may  confine  your  argument   to    the    question    of  55 
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** Instructions  for  Brief"  on  Motion.]  The  Rule  governing  the  point  is 
Rule  27  (29)  of  Order  LXV.  Under  it  the  Taxing  Master  shall  allow  all  such 
costs  as  appears  to  him  necessary  for  the  attainment  of  justice.  His  discretion 
under  this  Rule  is  no  longer  limited  by  the  scale  prescribed  in  Appendix  N 
5  {Re  Erman,  L.R.  (1903)  2  Oh.  156).  In  any  case  it  comes  under  Rule  27  (30) 
of  the  same  Order,  for  the  practice  had  been  to  allow  such  a  fee,  the  Motion 
being  a  distinct  proceeding  {S.  v.  B.,  20  So.  Joum.  220).  The  Brief  was  one 
upon  hearing  of  "  action  upon  notice  of  trial "  (Appendix  N  (82) ),  for  an 
**  action  "  includes  any  civil  proceeding  commenced  in  any  manner  prescribed 

10  by  the  Rules  of  Court  (Jud.  Act,  1873,  section  100,  and  Re  FawsiU,  L.R.  30 
Ch.  D.  231). 

Walter,  in  reply. — Rule  27  (29)  of  Order  LXV.  does  not  apply  in  this  case, 
but  only  where  a  special  Certificate  has  been  granted. 

Warrington  J. — The  application  before  me  is  with  regard  to  the  costs  of 

15  an  Originating  Motion  for  rectification  of  the  Register  of  Trade  Marks,  which 
was  refused  with  costs  .by  the  learned  Judge  who  heard  it.  Three  objections 
have  been  taken  by  the  Applicants  to  the  costs  allowed  on  taxation.  They 
object  to  the  fee  of  50  guineas  allowed  on  the  '*  Instructions  for  Brief,"  to 
allowance  for  fees  for  three  Counsel  on  the  trial  and  for  three  on  the  hearing  of 

20  the  appeal.  The  two  latter  are  of  course  open  to  review,  but  it  would  require 
a  strong  argument  to  persuade  me  to  overrule  the  discretion  of  the  Taxing  Master, 
especially  as  I  am  not  the  Judge  who  heard  the  Motion.  Fees  for  a  large  number 
of  witnesses  were  allowed.  The  case  was  a  very  heavy  one  and  of  vital 
importance  to  the  Plaintiffs.    Under  these  circumstances  it  would  be  wrong  of 

25  me  to  interfere  with  the  discretion  of  the  Taxing  Master.  There  remains  a 
further  point.  It  is  argued  that  there  is  no  power  to  allow  a  fee  for  instructions 
on  brief  on  an  Originating  Motion  ;  Order  LXV.,  Rule  8,  regulates  the  costs  in 
accordance  with  Appendix  N.  In  certain  cases,  Appendix  N  80,  81,  and  82a, 
instructions  for  briefs  are  provided  for.     But  the  fee  for  instructions  for  brief  on 

30  an  Originating  Motion  does  not  come  under  any  of  those  cases  ;  paragraphs  81 
and  82  apply  to  briefs  in  an  action  on  notice  of  trial.  So  far  there  is  no  authority. 
But  Rule  27  (29)  of  the  same  Order  provides  that  the  Taxing  Master  ^'  shall 
**'  allow  all  such  costs,  charges,  and  expenses  as  shall  appear  to  him  to  have  been 
'*  necessary  or  proper  for  the  attainment  of  justice  or  for  defending  the  rights 

35  *'  of  any  party,  &c."  In  this  case  he  has  not  said  in  so  many  words  that  this 
fee  was  *'  necessary,  Ac,"  but  it  may  be  inferred  in  his  opinion  it  was 
**  necessary."  The  question  really  is  :  Does  this  Rule  (29)  allow  of  a  fee  not 
provided  for  by  Appendix  N  ?  If  there  be  no  authority  to  the  contrary  I  think 
that,  the  wording  of  Rule  27  (29)  being  in  general  terms,  was  intended  to 

40  include  items  whether  specified  or  not.  This  item  is,  therefore,  provided  for 
by  Rule  27  (29)  and  may  be  allowed.  Such  authority  as  there  is  is  in  accordance 
with  this  view  (Mclver  v.  Tate  Steamers  Ld.,  L.R.  (1902)  2  K.B.  184 ;  and 
Re  Erman,  L.R.  (1903)  2  Ch.  156).  The  present  case  is  stronger  than  the  two 
I  have  mentioned.    My  view  is  confij'med  by  authority.    This  application  must 

45  be  refused  with  costs. 
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Ik  thb  Court  op  Appeal. 


Be/ore  LORDS  Justices  Yaughan  Williams,  Romrr,  and  Cozens-Hardt. 


November  23rd  and  24th,  1904. 


Burgoyne  &  Co.  Ld.  and  P.  B.  Burgoyne  v.  Godpreb  &  Co. 


Trade  Mark. — Passing-off, — Trade  Mark  name  of  Plaintiff. — SaJe  of  goods  5 
hearing  such  name.-rEstoppel. — Injunction  granted  at  trial. — Appeal  allowed. 

The  Plaintiffs^  who  are  the  registered  proprietors  of  the  Trade  Mark 
^^  Burgoyncy^  for  winSy  sold  by  atcction  unnein  ccLsks  bearing  tlie  inscription 
*'^  Burgoyne^  London.^*  The  wine  had  been  consigned  to  the  Plaintiff^  on 
approval  and  rejected  by  them,  and  was  sold  on  account  of  the  growers.  The  10 
Defendants  purchased  the  wine  at  the  auctionj  and  resold  it  as  '^  Bargoyne*8 
"  Superior  Australian  Burgundy.'^  On  the  trial  of  an  action^  to  restrain  the 
Defendants  from  infringing  the  Plaintiffs'  Trade  Mark^  and  from  parsing  off 
the  wine  in  question  as  being  t?ie  Plaintiffs*  winCy  it  was  held,  that  the  wine 
was  not  the  Plaintiffs'  wincy  and  that  the  Plaintiffs  were  not  estopped  by  i^ieir  15 
condtictfrom  restraining  the  sale  of  the  tvine  as  their  wine.  An  injunctiati 
and  an  account  of  profits  were  granted.     TJie  Defendants  appealed. 

Held,  that  the  Defendants  were  justified  in  coming  to  the  conclusion  that  the 
wine  was  Burgoyne's  winCy  and  that  they  were  so  justified  by  reason  of  the 
amdact  of  the  Plaintiffs  in  the  mattery  and  that  the  Plaintiffs  were  not  entitled  20 
to  any  relief.     The  appeal  was  allowed  with  costs. 

Peter  Bond  Burgoyne  for  many  years  prior  to  the  incorporation  of  P.  B. 
Burgoyne  A  Co.  Ld.  i carried  on  in  London  under  the  firm  of  P.  B.  Burgoyne  A 
Co.y  the  business  ot  growing,  importing,  and  selling  Australian  wines.  In 
November  1887,  he  registered  the  word  '*  Burgoyne  "  as  an  old  Trade  Mark,  25 
under  No.  62,r>29,  in  Class  43  for  wines.  In  March  1903,  he  assigned  to 
P.  B.  Burgoyne  &  Co.  Ld.y  a  Company  which  was  incorporated  in  January  1903, 
the  goodwill  of  his  said  business  and  certain  Trade  Marks,  including  No.  62,529 
of  which  the  Company  were  registered  as  proprietors,  and  the  Company 
continued  to  carry  on  the  said  business.  30 
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In  the  latter  part  of  1903  P.  B.  Burgoy}%e  A  Go.  Ld.  and  Peter  Bond 
Burgoyne  corameaced  an  iactioa  against  Arthur  H.  Godfree  A  Go. 

It  appeared  that  on  the  19th  and  20fch  of  March  1903,  W.  and  T.  Bestell,  wine 
auctioneePB,  held  a  sale  by  auction,  which  included  certain  casks  of  wine 
S  described  in  the  catalogue  as  "Australian  Red  Wine,  per  *  Victoria'  from 
"  Melbourne,  entered  by  P.  B.  Burgoyne  &  Go.^  24th  January,  1903,  Monument 
"  Vaults."  A  portion  of  these  casks,  which  bore  upon  them  the  words 
"  Burgoyne,  I-iondon,"  were  purchased  by  the  Defendants,  who  bottled  the  wine 
.therein  contained,  and  advertised  it  and  sold  it  as  ^^  Burgoyne' 8  Superior 

10  "  Australian  Red  burgundy,"  at  lis.  per  dozeii.  The  Plaintiffs,  upon  seeing  in 
July  1903  a  copy  of  the  circular  containing  the  advertisement,  demanded  that  the 
Defendants  should  withdraw  it  from  circulation,  and  render  an  account  of  the 
profits  made  by  the  sale  of  the  wine  ;  and  they  also  claimed  that  the  Defendants 
should  pay  100  guineas  to  a  hospital  by  way  of  compensation  for  the  use  and 

15  defamation  of  the  Plaintiffs'  name,  and  insert  in  the  public  Press  an  advertise- 
ment withdrawing  the  statei|^ents  in  the  circular.  Upon  the  refusal  of  the 
Defendants  to  comply  with  this  demand,  further  than  by  undertaking  to  issue 
no  more  of  the  circulars  of  which  complaint  was  made,  this  action  was 
brought.    In  their  Statement  of  Claim  the  Plaintiffs  alleged  that  the  wine  iu 

20  question  was  inferior  or  damaged,  and  was  sent  to  the  auctioneers  to  be  sold 
on  the  shipper's  account,  and  not  as  the  Plaintiffs'  wine,  and  that  the  name  on 
the  casks  was  "  put  thereon  by  the  shippers  solely  as  part  of  direction."  They 
also  alleged  that  the  wine,  which  the  Defendants  so  offered  for  sale  under 
the  name  or    Trade  Mark  of  **  Burgoyne,"  or  as  "  Burgoyne's,"  never  was 

25  the  property  of,  and  never  was  bottled  or  sold  by  the  Plaintiffs,  or  either 
of  them. 

The  Plaintiffs  claimed  an  injunction  to  restrain  the  Defendants  '^  from  applying 
*'  the  mark  or  title  *  Burgoyne '  to  any  wine  sold  or  offered  for  sale  by  them, 
*'*'  unless  such  wine  be,  or  shall  have  been,  the  property  of  the  Plaintiffs  or  one 

30  .*'  of  them,  and  from  selling  or  disposing  of,  or  offering,  or  advertising  for  sale 
"  any  wine  in  vessels  marked  with  the  Mark  or  title  *  Burgoyne,'  unless  such 
^'  wine  be,  or  shall  have  been,  the  property  of  the  Plaintiffs,  or  one  of  them,  and 
*'  from  issuing  any  bottles  or  casks,  or  other  receptacles  containing  wine,  upon 
'*  or  in  which  the  Mark  or  title  '  Burgoyne '  shall  be  applied  to  wine  not  at  any 

35  ''  time  the  property  of  the  Plaintiffs,  or  one  of  them,  and  from  issuing, 
"  publishing,  circulating,  aflQxing,  or  using  any  advertisement  circular  or  labol 
"  containing  the  word  'Burgoyne,'  relating  to,  or  in  connection  with,  any  wine 
'<  not  at  any  time  the  property  of  the  Plaintiffs  or  one  of  them,  and  from  affixing, 
*'  or  applying,  or  using,  or  causing  to  be  affixed,  applied,  or  used  to,  or  in 

40  *'  connection  with  any  such  wine  sold,  or  offered  for  sale,  or  supplied  by  the 
"  Defendants,  the  word  *  Burgoyne's '  or  *  Burgoyne,'  or  any  other  word  or 
'^  colourable  imitation  thereof  to  represent  such  wine  as  having  been  at  any 
''  time  the  property  of  the  Plaintiffs,  or  one  of  them ;  and  from  selling,  supplying, 
'*  or  offering  |or  sale,  or  otherwise  disposing  of  any  wine  to  which  any  such 

45  '^  Mark,  words,  or  word  has  been,  or  shall  be  affixed,  or  applied,  or  used,  and 
/•  which  is  or  has  not  been  the  property  of  the  Plaintiffs,  or  one  of  them." 

The  Plaintiffs  also  claimed  an  account  of  profits,  and  delivery  up  of  bottles, 
circulars,  &c.,  or  in  the  alternative  damaares.  They  also  claimed  costs. 
The  Defendants,  by  their  Defence,  contended  that  the  wine  was  not  inferior 
'  50  or  damaged,  and  that  they  believed  it  to  be  the  property  of;  and  sold  by  the 
Plaintiffs,  on  account  of  the  presence  of  the  naiyie  ''Burgojme,  London,'' 
branded  or  ptencilled  on  the  casks.  They  also  claimed  that  it  the  wine  never 
was  the  property  of,  or  sold  by  them,  the  Plaintiffs  were  estopped  by  their 
conduct  in  selling  the  wine  under  the  particulaz^^,  and  bearing  the  brands  above- 

55  mentioned. 

The  action  came  on  for  trial  before  Mr.  Justice  Warrington^  who  gave 
judgment  for  the  Plaintiffs  and  granted  an  injunction  with  costs,  holding  that 
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the  wine  was  not  the  Plaintiffs'  wine,  and  that  they  were  not  estopped  by  their 
conduct  from  restraining  the  sale  of  the  wine  as  their  wine.*  The  Defendants 
appealed. 

Neville  K.C.,  Rowden  K.C.,  and  B.  R.  Reeve  (instructed  by  Lewin  A  Co.) 
appeared  for  the  Appellants ;  H.  Terrell  K.C.,  anl  T.  L.  Wilkinson  (instructed   5 
by  HlckSy  DaviSj  arid  Hunt)  for  the  Respondents. 

Neville  K.C.  [after  stating  the  facts,  continued]. — The  question  whether  the 
wine  ever  became  the  property  of  Burgoynes  is  not  material,  and  it  was 
admitted  in  the  Court  below  that  the  Customs  entry  is  likewise  immaterial. 

5 He  then  read  the  evidence  and  the  judgment  of  Warrington^  J.]  The  learned  10 
udge  did  not  give  suificient  weight  to  the  evidence  of  persons  of  experience 
in  the  wine  trade  with  respect  to  the  meaning  of  the  marking  on  the  casks.  In 
consequence  of  this  marking  the  burden  was  on  the  Respondents  to  show  that 
the  wine  was  not  theirs.  If  a  man  sells  goods  with  his  Trade  Mark  on  them 
it  is  not  open  to  him  to  say  that  the  mark  was  put  on  by  mistake,  and  15 
certainly  he  will  not  subsequently  be  entitled  tcLan  injunction  to  restrain  other 
persons  from  selling  the  goods  under  his  mark.  The  judgment  in  this  case 
puts  upon  buyers  at  an  auction  a  burden  which  they  ought  not  to  be  required 
to  bear,  and  would  entirely  put  an  end  to  such  a  business  as  that  of  the 
Appellants.  20 

H.  Terrell  K.C.  for  the  Respondents. — The  Appellants  did  not  buy  this  wine 
as  a  branded  wine  at  all ;  but  when  they  got  it  home  they  found  two  words  on 
it  and  wrongly  assumed  from  them  that  it  was  a  branded  wine.  We  submit 
that  the  evidence  shows  that  this  assumption  was  unfounded.  If  a  man  sells 
goods  not  the  goods  of  another,  and  in  the  course  of  the  sale  puts  that  other's  25 
Trade  Mark  in  his  description  of  the  goods,  that  is  an  infringement  of  the 
Trade  Mark.  In  the  present  case  the  Appellants  have  taken  the  Trade  Mark 
and  not  the  brand.  If  the  wine  had  been  a  branded  wine  it  would  have  been 
sold  as  such,  and  the  Appellants,  with  their  knowledge  of  the  trade,  ought  to 
have  known  that.  It  is  admitted  that  this  is  the  Respondents'  own  mark.  30 
The  Appellants  have  applied  that  mark  to  their  advertisements  of  a  certain 
wine.  To  justify  their  action  it  must  be  shown  either  that  the  wine  was  the 
wine  of  the  Respondents  to  which  they  have  applied  their  mark,  or  that  the 
Respondents  have  done  something  which  led  the  Appellants  to  believe  that  that 
was  so.  The  difficulty  of  the  case  has  arisen  from  two  things,  (1)  that  the  35 
Respondents'  Trade  Mark  consists  of  their  name,  and  (2)  the  different  senses  in 
which  ih.e  word  **  brand  "  is  used  by  different  witnesses.  Wo  submit  that  the 
evidence  shows  that  this  wine  was  not  the  wine  of  the  Respondents ;  if  the 
onus  of  proof  was  on  the  Respondents  then  they  have  discharged  it.  [Vaughan 
Williams  LJ. — This  ought  to  have  been  proved  by  the  Respondents'  agent  40 
who  made  the  contract,  or  if  the  contract  was  in  writing  by  production  of  the 
contract  itself.  P.  B.  Burgoyne  could  not  prove  it  because  he  did  not  make  the 
contract.]  This  is  not  an  action  on  the  contract  itself,  and  we  cannot  properly 
be  expected  to  call  the  grower  or  the  agent  from  Australia.  [Yauohan 
Williams  L.J. — Prima  foude  this  was  wine  in  your  possession  and  it  bore  45 
your  mark.]  The  Respondents  did  not  do  anything  to  mislead  the  Appellants. 
They  were  not  misled  by  the  Customs  entry  ;  the  only  thing  which  cordd  have 
misled  them  was  the  name  on  the  cask,  which  we  did  not  put  on.  The 
question  is  what  was  the  state  of  mind  of  the  Appellants  at  the  time  when  they 
re-sold  the  wine  ?  50 

No  reply  was  called  for. 

Yaughan  Williams  L.J. — This  appeal  ought  to  be  allowed.  I  do  not 
wish  to  make  my  judgment  turn  upon  such  a  matter  as  the  very  lame  and 
imperfect  evidence  that  was  given  by  the  witnesses  on  behalf  of  the  Plaintifib 

.  *3iB.P.a652» 
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as  to  what  the  actual  contract  was  under  which  this  wine  cslme  into  the 
possession  of  Messrs.  Burgoyne.  Bat  I  do  say  that  it  is  absolutely  left  to 
speculation.  Let  us  assume  that  the  wine  came  into  the  possession  of 
Messrs.  Burgoyne  under  such  circumstances  that  they  had  a  right  to  reject  it^ 
5  and  let  us  assume  that  before  the  sale  by  auction  by  Messrs.  Bestell  they  had 
exercised  that  right.  Yet  this  tact  remains,  that  on  the  head  of  these  casks 
were  placed  in  Australia  the  marks  that  we  have  seen,  "  Burgoyne,  London," 
and  title  N.P.  and  the  rest  of  it,  and  that  was  done  under  the  control  of 
Burgoynea*  agent.    The  wine  comes  to  England  and  it  is  put  into  Messrs. 

10  RestelVs  sale,  and  it  is  put  into  Messrs.  ReatelVs  sale  with  this  mark  upon  it. 

Without  going  in  detail  into  the  evidence,  I  am  satisfied  by  the  evidence  of 
the  witnesses,  and  in  part  by  the  evidence  of  Mr.  James  Qambier^  that  wine  in 
a  cask  bearing  such  a  mark  as  the  heads  of  these  casks  bore,  would  prima  facie  he 
assumed  by  those  in  the  trade  and  who  saw  that  mark  to  be  the  wine  of 

15  Messrs.  Burgoyne.  What  has  happened  here?  By  their  own  conduct, 
Messrs.  Burgoyne  have  sold  this  wine  in  such  a  condition  that  prima  facie  it 
would  be  assumed,  from  being  in  such  casks,  that  it  was  Burgoyne's  wine. 
But  it  is  said  that  that  prima  facie  presumption  was  displaced  by  the  fact 
that  in  Messrs.  RestelPa  catalogue  of  ssde  it  is  not  stated  that  this  is  a  branded 

20  wine,  and  also  by  the  fact  th^t  in  truth  at  this  sale,  which  was  a  sale  without 
reserve,  this  wine  was  sold  at,  I  think,  the  price  of  Is.  a  gallon.  And  it  is  said 
that  being  so,  when  Mr.  Oodfree  found  upon  examining  the  casks  in  the  cellar 
that  the  casks  in  fact  were  so  branded,  as  it  would  be  if  it  was  the  wine  of 
Burgoyne8\  and  branded  by  them  for  the  express  purpose  of  so  announcing, 

25  he  ought  not  to  have  proceeded  to  sell  this  wine  in  the  way  in  which  he  did — 
that  is  as  and  for  Burgoyne*8  wine.  Well,  it  may  be  that  he  committed  an 
error  of  judgment,  but  it  seems  to  me  impossible  to  arrive  at  the  conclusion 
that  Mr.  Oodfree  was  guilty  of  any  fraud  whatsoever.  Looking  at  the  findings 
of  the  learned  Judge,  he  said  : — ^^  I  do  not  desire  to  attribute  any  evil  desire 

30  "  to  him " — that  is  Mr.  Oodfree — "  that  the  wine  being  so  described  on  the 
**  casks  he  was  entitled  to  sell  it  on  the  market  as  Burgoyne*8  wine  without 
"  any  further  inquiry,  or  without  any  further  investigation.  I  cannot  help 
**  thinking  that  Mr.  Oodfree  attributed— no  doubt  it  was  greatly  to  his  advantage 
**  to  do  so,  and  he  was,  I  daresay,  misled  to  some  extent  by  that — but  I  cannot 

35  **  help  thinking  that  he,  as  certain  of  the  witnesses  who  have  been  called  here 
^^  to-day  did,  attributed  too  much  importance  to  the  marking  of  the  casks  as 
^'  compared  with  the  other  circumstances  attending  the  sale."  Therefore, 
having  regard  to  that,  I  come  to  the  conclusion  that  the  learned  Judge 
exonerated  Mr.  Oodfree  from  all  fraud  in  the  matter.    He  only  said  that  there 

40  was  evidence  from  which  he  might  have  wisely  drawn  a  different  inference. 

But  I  think,  notwithstanding,  that  the  truth  is  that  it  was  in  point  of  fact 
the  marking  of  these  casks  by  Messrs.  Burgoyne  with  their  name  on  the  head 
which  led  to  this  mistake  being  made  by  Mr.  Oodfree.  What  is  it  that  Mr. 
Oodfree  did  ?    As  soon  as  his  attention  was  called  to  the  fact  that  notwith- 

45  standing  the  mark  **  Burgoyne  "  being  on  the  cask,  which  one  would  expect  to 
find  if  it  was  their  wine,  the  wine  was  not  in  fact  wine  which  had  been  sold 
as  theirs,  but  wine  which  they  had  rejected,  he  at  once  (notwithstanding  the 
letters,  couched  in  unnecessarily  offensive  terms,  which  were  sent  to  him 
on  behalf  of  Messrs.  Burgoyne)  expressed  his  willingness  not  to  sell  any 

50  more  of  this  wine  under  this  description.  And  when  he  was  a  witness  he 
expressed  the  same  willingness.  Therefore  it  seems  to  me  that,  so  far  as  the 
future  is  concerned,  there  is  not  the  slightest  ground  for  granting  an  injunction 
because  there  is  no  reason  to  fear  that  that  which  the  Plaintiffs  complain  of 
will  occur  in  the  future. 

55  If  that  is  so,  it  leads  me  to  the  question  of  damages.  In  my  judgment  the 
Plaintiffs  are  not  entitled  to  recover  any  damages  in  this  matter  from  Mr. 
Oodfreef  because  in  my  judgment  the  damage  which  was  caused  to  them  was 
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mainly  broaght  about  by  their  own  lamentable  mistake  in  selling  this  wine  air 
a  pablic  auction  in  a  guise  from  which  the  trade  and  eTorybody  else  would 
naturally  assume  that  it  was  their  wine  ;  and  it  seems  to  me  that,  under  those 
circumstances,  the  Plaintiffs  are  not  entitled  to  claim  from  Mr.  Ood/ree  those 
damages  which  were  mainly  brought  about  by  their  own  misstatement.  I  have  5 
no  doubt  myself  that  the  mistake  was  so  brought  about  by  the  conduct  of  the 
Plaintiffs,  and  that  Mr.  Ood/ree  honestly — as  I  think  the  Judge  himself  intended 
to  find — acted  on  his  belief  that  this  wine  was  the  wine  of  Messrs.  Burgoyne. 
Under  those  circumstances  I  think  that  this  appeal  ought  to  be  allowed,  and 
that  the  costs  here  and  below  ought  to  be  the  costs  of  the  Plaintiffs.  10 

ROHBR  L.J. — I  come  to  the  same  conclusion.  I  have  found  a  doubt  myself  in 
the  case  only  because  of  the  conclusion  arrived  at  by  Mr.  Justice  Warrington. 
But  I  do  not  find  that  in  coming  to  the  conclusion  of  fact,  which  he  did  upon 
the  evidence,  he  was  acting  upon  a  view  of  the  truth  of  the  witnesses  induced 
by  his  having  seen  those  witnesses  before  him.  On  the  contrary,  I  come  to  15 
the  conclusion,  on  his  Judgment  as  a  whole,  that  he  has  decided  against  the 
Defendants  in  this  case  owing  to  an  inference  he  drew — not  that  the  Defen- 
dants had  acted  knowingly  wrongly,  or  had  been  guilty  of  any  fraud  in  the 
matter  at  all,  but  simply  because  he  came  to  the  conclusion  on  the  whole,  and 
even  that  with  some  doubt,  that  the  belief  of  the  Defendants  which  induced  20 
them  to  act  as  they  did  was  not  on  the  whole  justified,  under  the  circumstances, 
by  the  conduct  of  the  Plaintiffs  themselves. 

On  the  main  part  of  the  case  I  can  be  very  brief.    When  the  Defendants 
received  these  casks  with  the  name  of  Burgoyne  upon  them,  there  was  nothing 
to  suggest  for  a  moment  to  them  that  it  had  not  been  placed  there  lawfully.  25 
And  indeed  we  know  that  it  was  placed  there  lawfully — placed  there  by  the 
Plaintiffs'  own  authority.    It  is  clear  that  in  fact  the  Defendants  gathered  from 
that  that  the  wine  was  Burgoyne^ s^  and  that  they  were  entitled  to  sell  it  as 
Burgoyne^s  wine.    It  appears  to  me  that  that  was  a  very  natural  deduction  to 
be  made.     And  certainly  the  view  they  took  would  be  supported  by  the  words  30 
of  the  catalogue  of  sale  by  public  auction — that  the  wine  in  question  had  been 
entered  by  P.  B.  Burgoyne  A  Go,^  and  there  being  no  statement  in  the  cata- 
logue of  ^e  that  the  goods  were  being  sold  by  or  on  behalf  of  the  Australian 
shippers — which  is  the  present  case  of  the  Plaintiffs,  and  might  have  been 
inserted  by  them  when  they  gave  the  instructions  for  sale  to  Messrs.  Resiell  if  35 
they  had  thought  fit  to  do  so,  which  they  did  not.    Now,  not  only  have  we  the 
evidence  of  the  Defendants  themselves  as  to  their  belief,  but  the  other  evidence 
really  supports  the  view  that  the  conclusion  the  Defendants  arrived  at  was 
a  natural  one  to  take.    I  will  take  Mr.  Hughee^  evidence  as  ^n  example.     He  is 
the  manager  of  Messrs.  Bestdly  and  certainly  a  gentleman  whose  testimony  40 
could  be  accepted  on  such  a  point  as  this.    He  was  asked  to  look  at  the  cask  head 
which  he  had  before  him,  and  which  had  ^^  Burgoyne,  London,"  stencilled  on 
it    Then  he  was  asked,  "  Prom  your  knowledge  of  the  trade,  would  you  con- 
"  sider  that  was  a  brand  ?  "  and  his  answer  was  "  Yes."   Then  he  was  asked,  **  (Q.) 
•*  Do  you  think  a  buyer  buying  in  casks  so  stencilled  would  be  justified  in  45 
*^  assuming  the  persons  whose  names  appeared  there  were  the  shippers  ?— (A.) 
"  Yts.    (Q.)  What  inference  would  you  yourself  draw  on  seeing  such  a  stencil 
"  mark  branded  on  the  cask  itself  ? — (A.)  I  should  think  it  Messrs.  Burgoyne^ 8 
*'  wine.'*    Let  me  take  a  witness  called  by  the  other  side,  Mr.  Gambler^  the 
manager  of  the  Plaintiffs  themselves.  When  he  was  pressed  in  cross-examination,  50 
he  was  asked  this  question  by  the  cross-examining  Counsel :  "  I  will  take  your 
^  case,  a  well  known  firm  like  you,  and  a  person  buying  and  seeing  the  cask 
**  with  your  firm's  name  stencilled  on  it,  and  buying  it  wifli  a  etatement  in  the 
**  catalogue  that  it  had  been  entered  by  your  firm,  ihe  natural  inference  would 
"  be  that  it  was  Burgoyne'a  wine  ? — (A.)  I  do  not  know  that  it  would  be :  55 
^^  each  man  must  draw  his  own  conclusioo.      (Q.)    It  is  a  conclusion  that 
*'  might  not  unreasonably  be  drawn  at  first  ?— ( A.)  It  might  be ;  yes."    That  was 
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his  Tiew.  On  thiB  evidence  as  a  whole — and  there  are  other  witnesses  to  the 
same  effect — I  cannot  bnt  come  to  the  conclusion,  which  I  should  have  come  to 
myself  from  geeing  the  cask  and  knowing  the  word  "  Burgoyne"  was  there,  the 
Trade  Mark  of  the  Plaintiffs,  that  the  conclusion  that  the  Defendants  arrived  at 

5  that  it  was  Burgoyne^s  wine  was  a  natural  one,  and  that  they  were  entitled  to 
sell  it  as  such. 

Now  were  there  sufKcient  grounds  in  the  other  circumstances  of  the  case  for 
saying  that  the  Defendants  ought  not  to  have  come  to  that  conclusion  in  fact  ? 
I  think  not.    I  will  deal  with  the  matter  very  briefly.    First  of  all  it  is  said  that 

10  the  price  was  so  small  at  which  they  bought.  Undoubtedly  it  was.  But  these 
were  sales  by  auction  without  reserve,  and  the  evidence  shows  no  doubt  what 
indeed  one  knows  from  one's  own  experience  to  be  the  fact  without  that 
evidence,  that  when  you  have  sales  of  this  kind,  occasionally  you  do  get  sales 
of  good  wine  at  ridiculously  low  prices ;  and  it  is  the  chances  which  wine 

15  merchants  of  the  class  of  the  Defendants  in  this  case  get  in  such  sales  of  being 
able  to  secure  great  bargains,  which  enable  them  to  sell  wine  cheap.  It  has  to 
be  borne  in  mind  that  often  in  these  cases  sales  are  by  brokers,  or  others,  who 
have  advanced  money  temporarily  on  wine,  and  they  wish  to  realise  promptly, 
and  at  any  sacrifice,  in  order  to  get  back  their  money  ;  and  in  those  cases  no 

90  doubt  the  wine  has  to  go,  as  it  did  in  this  case,  at  a  ridiculously  low  sum.    I 

cannot  myself  come  to  the  conclusion  on  the  evidence  before  us  here,  that  those 

prices  ought  or  did  lead  the  Defendants  to  suppose  that  the  wine  was  not  really 

Burgoyrui*s  wine. 

The  second  point  is  this.    It  is  said  ^^Oh,  but  this  wine  was  not  sold  as 

25  "  having  Burgoyne^s  brand  upon  it "  :  that  is  true,  and  that  circumstance  is 
entitled  to  weight,  and  it  appears  to  have  had  considerable  weight  upon 
Mr.  Justice  Warrington  and  his  Judgment.  But  on  the  whole  I  do  not 
think  that  the  consideration  of  that  fact  is  sufficient  to  remove  fairly  from  the 
minds  of  the  Defendants  the  impression  they  would  receive  from  seeing  the 

30  word  '*  Burgoyne  "  branded  upon  these  casks,  coupled,  as  I  have  said,  with  the 
fact  that  the  wine  was  described  as  "  entered  by  P.  B.  Burgoyne  A  Go^  It  has 
to  be  borne  in  mind  that  the  Defendants  at  the  time  they  bought  were  not  aware 
that  Messrs.  Burgoyne  were  the  vendors,  as  they  were,  though  they  say  they 
were  selling  on  behalf  of  the  Australian  shipper.    But  the  Defendants  did  not 

35  know  who  were  the  vendors,  and  it  might  well  have  been  a  sale  by  some 
brokers  who  had  bought  the  wine,  and  who  were  not  sufficiently  careful  in 
describing,  as  they  might  have  done  the  wine  in  the  best  way  to  ensure 
a  good  price  being  obtained  ;  and  certainly  fraud  not  to  my  mind  having  been 
proved  against  these  Defendants,  the  conclusion  I  come  to  is  that  the  circum- 

40  stance  I  am  now  considering  was  not  sufficient,  even  with  the  other 
circumstances  I  have  alluded  to,  to  prevent  the  Defendants  being  misled, 
as  I  think  they  were,  by  the  conduct  of  the  Plaintiffs  in  allowing  this  wine 
to  be  sold  and  delivered  as  it  was  with  this  word  "  Burgoyne  "  stamped  upon 
the  casks. 

45  With  regard  to  the  only  other  point  that  has  been  urged  upon  behalf  of  the 
Respondents,  the  fact  that  the  Defendants  in  their  circular  used  the  word 
"  superior,"  that  is  a  question  which  appears  to  me  more  or  less  dependent  upon 
the  quality  of  the  wine.  It  is  not  as  if  the  Plaintiffs  has  a  special  wine  which 
was  sold  as  their  "  Superior  Burgundy  "  ;  that  is  not  the  case.    As  to  the  quality 

50  of  the  wine,  there  was  no  doubt  a  conflict  of  testimony,  but  I  am  not  satisfied 
that  as  a  matter  of  business  the  Defendants  were  not  justified  in  thinking  that 
this  wine  was  a  good  wine,  and  was  fairly  enough  described  as  it  was  described. 
One  must  bear  in  mind  of  course  that  this  was  a  business  transaction,  and  that 
the  word  '*  Superior,"  and  that  sort  of  adjective,  used  in  a  matter  of  sale  of 

55  wines,  is  a  user,  which  is,  I  might  almost  say,  common  to  the  trade ;  it  is  used 
on  so  many  occasions  that  I  think  very  little  attention  would  be  given  to  the 
use  of  such  a  word.    The  result,  when  you  look  at  the  Pleadings,  is  that  you 
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will  not  find,  and  naturally  enough,  that  that  was  made  a  point  of  by  the 
Plaintiffs  in  the  case  they  set  np. 

Under  the  circumstances   therefore,  as  a  whole,  I  come  to  the  conclusion 
myself  on  the  evidence  that  the  Defendants  were  justified  in  coming  to  the 
conclusion  they  did,  in  thinking  that  this  wine  was  Burgoyne^s  wine,  and  in  5 
acting  as  they  did,  and  that  they  were  justified  in  coming  to  the  conclusion  by 
reason  of  the  conduct  of  the  Plaintiffs  themselves  m  this  matter.    That  being 
so,  have  the  Plaintiffs  anything  to  complain  of  ?  Certainly  not  in  my  mind  as 
to  anything  that  was  done  up  to  the  time  the  Defendants  were  told  of  the 
Plaintiffs'  case.    Since  they  were  told  of  the  Plaintiffs'  case  they  have  not  sold   10 
any  of  the  wine  in  question  as  Burgoyne's  ;  they  have  not  issued  any  circulars. 
Immediately  they  were  informed  they  offered  to  give  an  undertaking  not  to 
further  issue  the  circular.    It  is  true,  as  I  gather,  they  did  not  formally  under- 
take also  not  to  sell,  but  as  a  matter  of  fact  they  have  not  sold,  and  when  I  con- 
sider the  circumstances,  and  the  most  intemperate  letter  written  on  the  part  of  15 
the  Plaintiffs  to  the  Defendants  at  the  time,  and  the  circumstances  of  the  case, 
I  cannot  come  to  the  conclusion  that  the  not  at  the  time  giving  a  formal  under- 
taking, not  to  sell  the  wine  as  Burgoyne'Sy  is  such  a  circumstance,  coupled  with 
the  fa^t  of  their  not  having  in  fact  sold,  as  stated  in  the  Statement  of  Defence, 
as  would  justify  the  Court  in  granting  any  injunction  at  the  instance  of  the  20 
Plaintiffs  against  the  Defendants. 

It  not  being  a  case  for  an  injunction,  it  appears  to  me  clearly  there  is  no  case 
made  out  by  the  Plaintiffs  for  an  account  against  the  Defendants  in  view  of  the 
decision  we  have  arrived  at  on  the  question  of  fact  in  this  case.  That  being  so, 
I  think  this  is  a  case  in  which  the  Plaintiffs  are  not  entitled  to  any  relief  25 
against  the  Defendants,  and  that,  accordingly,  the  appeal  ought  to  be  allowed 
with  costs  against  the  Plaintiffs. 

Cozbns-Har'dy  L,J. — I  agree,  and  will  not  add  a  word. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Joyce. 

January  13th,  1905. 

Before  Lords  Justices  Vaughan  Williams,  Romer,  and  Cozens-Hardy. 

5  January  25th,  1905. 

Saccharin  Corporation  Ld.  v.  Alliance  Chemical  Co.  Ld. 

Patent. — Action  for  infringement  of  five  Patents. — Application  by  Defendants 
to  limit  the  number  of  PcUents  sued  on. — Defendants  at  hearing  of  Application 
asking  for  an  Order  as  to  Particulars  of  Objections  similar  to  t?iat  made  in 
10  Saccharin  Corporation  Ld.  v.  White  &  Sons  Ld. — Application  refused. — 
Appeal. — Order  by  consent  on  appeal  for  discovery  by  Defendants  and 
inspection  before  Defence^  andj  as  to  the  Patents  on  whichy  after  such  discovery  y 
the  Plaintiffs  should  elect  to  pi^oceed^  for  an  Order  as  to  Particulars  of  Objections 
similar  to  thai  in  White's  case. — Order  XVIILy  Rules  8  and  9. 

15  On  the  6th  of  October  1904,  the  Saccharin  Corporation  Ld.  commenced 
an  action  against  the  Alliance  Chemical  Company,  Ld.j  for  infringement  of 
five  Letters  Patent,  namely.  No.  25,273  of  1894,  No.  3680  of  1898,  No.  9962  of 
1899,  No.  11,676  of  1900,  and  No.  3563  of  1903,  and  delivered  a  Statement  of 
Claim  and  Particulars  of  Breaches  alleging  the  validity  of  the  Patents  and 

20  infringement  of  the  same  by  the  Defendants,  and  alleging  inter  alia  manufacture 
by  the  Defendants  of  sacchiurin  infringing  the  Patents.  On  the  29th  of  November 
1904«  the  Defendants  made  an  application  on  the  Summons  for  Directions  for 
further  directions  that  the  Plaintiffs  might  be  ordered  to  give  a  further  and 
better  statement  of  the    nature  of   their  claim  and   further    Particulars  of 

25  Breaches,  specifying  upon  which  of  the  five  Patents  they  relied  as  having  been 
infringed  by  the  Defendants  by  the  sale,  and  offering  for  sale,  of  saccharin, 
as  complained  of  in  the  Particulars  of  Breaches,  and  (or)  for  an  order  limiting 
the  trial  of  the  action  in  the  first  instance  to  such  out  of  the  said  five  Patents  as 
to  the  Court  should  seem  just,  and  that  the  costs  of   the  application  might 

30  be  paid  by  the  Plaintiffs,  and  that  the  Defendants  might  have  twenty-eight  days 
after  the  delivery  of  the  said  Particulars  for  the  delivery  of  their  Defence.  The 
Application  was  adjourned  into  Court. 

Bousfisld  K.C.,  Hughes  K.C.,  and  J.  W.  Cordon  (instructed  by  Pritcliard, 
Englefield    S    Co.,   agents  for   Butcher  A  Barlow   of    Bury)  appeared    for 

35  the  Applicants  ;  Moulton  E.C.,  and  A.  H.  Colefa^  (instructed  by 
J.  H.  and  J.  Y.  Johnson)  appeared  for  the  Respondents. 

Cordon,  for  the  Applicants. — This  is  an  application  under  Order  XVIII., 
Rules  8  and  9,  and  the  Defendants  complain  that  the  Plaintiffs  have  joined  too 
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many  canses  of  action  in  one  action.  The  action  is  for  infringement  of  five 
cliemical  P&tents.  It  is  burdensome  to  bring  an  action  on  so  many  Patents  ; 
the  Defendants  have  to  put  in  Particulars  of  Objections  with  their  Defence  and 
-would  be  put  to  a  great  expense,  and  if  the  Plaintiffs  at  the  trial  do  not  rely  on 
some  of  the  Patents,  tlie  Defendants  cannot  get  the  Particulars  of  Objections  5 
to  such  Patents  certified.  There  was  a  prior  action  between  these  parties  on 
seven  Patents  which  the  Plaintiffs  discontinued  after  the  Defendants  had  put  in 
a  Defence  and  Particulars  of  Breaches.  The  Plaintiffs  have  now  brought  this 
action  on  three  of  those  Patents  and  two  others.  The  Defendants,  therefore,  ask 
to  have  the  advantage  of  an  Order  such  as  was  made  in  the  Court  of  Appeal  in  10 
Sac€?iarin  Corporation  Ld.  v.  Wild  A  Co.  (20  R.P.C.  213)  and  in  Same  v. 
R.  White  A  Sons  Ld.  (20  R.P.C.  454).  In  the  last  case  the  Plaintiffs  said 
they  could  group  their  Patents,  and  they  grouped  them  in  two  groups  of  four 
and  three  ;  and  they  set  up  that  they  could  not  say  which  were  infringed  in 
each  group.  The  Court  of  Appeal  allowed  this,  subject  to  terms  as  to  15 
Particulars  of  Objections  in  respect  of  Patents  which  might  not  be  opened  or 
proceeded  on  at  the  trial.  I  ask  either  that  the  Plaintiffs  should  be  limited  to  three 
Patents  or  for  the  same  Order  as  in  Whitens  case.  The  Patents  are  not  grouped 
in  the  Statement  of  Claim.  Three  of  the  Patents  in  this  action  were  included 
in  the  twenty-three  Patents  sued  on  in  the  Wild  and  White  cases.  [Those  cases  20 
were  further  referred  to.]  The  latter  part  of  the  Order  in  the  White  case  is 
really  what  I  ask  for. 

Moulton  K.C.,  for  the  Respondents. — In  those  cases  the  Defendants  said 
that  they  did  not  know  how  the  saccharin  was  manufactured,  so  that  they 
could  not  know  which  Patent  to  attack.  Here  the  Defendants  are  manufac-  25 
turers  and  know  what  they  have  done.  The  Plaintiffs  do  not  know  and  cannot 
tell  what  Patents  to  proceed  on  until  they  do  know.  Two  of  the  Patents  relate 
to  the  first  stage,  the  others  to  a  later  stage.  If  the  Defendants  will  state  how 
they  manufacture,  I  should  not  object  either  to  striking  out  the  non-relevant 
Patents  or  to  the  White  Order  as  to  Particulars  of  Objections  to  Patents  not  30 
opened. 

Gordon. — ^This  case  is,  I  submit,  within  those  cited. 

Joyce  J".,  refused  the  application  and  gave  the  Defendants  14  days  within 
which  to  deliver  their  Defence,  the  costs  to  be  costs  in  the  action.  Leave  to 
appeal  was  given.  35 

The  Applicants  appealed. 

On  the  hearing  of  the  appeal,  Bouafield^  K.C.,  for  the  Appellants,  stated  the 
facts,  and  continued. — I  ask  for  an  Order  as  in  Whitens  case.  [That  case  and 
Wild's  case  were  referred  to.]  [Vaughan  Williams  L.J. — Are  you  content 
with  the  Order  in  White's  case  ?}    Yes.  40 

MouUon  E.C.,  (on  being  asked  whether  he  objected  to  such  an  Order). — 
Here  the  Appellants  are  manufacturing,  and  if  they  will  disclose  how  they 
manufacture,  we  will  afterwards  agree  that  the  Patents  on  which  we  proceed  shall 
be  subject  to  the  White  Order.  That  Order  is  not  intended  for  a  case  where  tiie 
D,efendant8  know,  and  the  Plaintiffs  do  not,  how  the  Defendants  manufacture.     45 

Boiisjield  K.C.,  suggested  discovery  and  inspection  before  Defence,  and  an 
extended  time  for  Defence,  and  the  Plaintiffs  to  consider  what  Patents  (if  any) 
they  should  drop,  and  as  to  the  others  the  White  Order  to  apply. 

Ultimately  an  Order  was  made  by  consent,  for  interrogatories  and  inspection 
by  the  Plaintiffs,  the  Plaintiffs,  after  such  discovery,  to  give  notice  as  to  the  50 
Patents  on  which  they  should  elect  to  proceed,  the  Defendants  to  have  a 
fortnight  after  such  notice  for  delivery  of  their  Defence,  and  the  Order  in 
White's  case  to  be  applied  as  to  the  Patents  on  which  the  Phtintiffs  should  elect 
to  proceed*    The  costs  of  the  present  application  were  made  costs  in  the  cause. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Buckley. 

December  5th,  6tli,  7th,  8th  and  16th,  1904. 

British  United  Shoe  Machinery  Company,  Ld.,  v.  Thompson. 

5  PcUent. — Action  for  Infringement. — Construction  of  Specification. — Claim 
for  a  methody  and  for  machine  carrying  cut  a  method. — Validity. — Alleged 
anticipation.— rlnvention^  whether  sufficiently  defined. — Combination. — Parent 
hM  to  he  valid  and  to  have  been  infringed. 

In  the  Specification  of  a  Patent  for  "  An  improved  method  of  and  apparatus 

10  ^^for^  prodiudng  fasteners  from  metal  or  tvire^  and  inserting  them  in  lectther 
**  goods  and  the  like  "  the  first  claim  was  for  the  method  of  making  and  setting 
a  fastener  composed  of  a  single  strand  of  unrcy  consisting  of  seven  operoUions^ 
described  in  such  claim  substantially  as  described.  The  second  claim  was  for 
a  machine  for  making  and  setting  such  a  fastener^  characterised  by  three 

15  operalionsy  in  such  claim  described  substantially  as  described.  The  owners  of 
the  Patent  commenced  an  action  for  infringement^  and  the  Defendant  denied 
infringement^  and  alleged  the  invalidity  of  the  Patent  on  the  ground  of 
anticipaHon^  and  by  reason  of  the  Patentee  not  having  defined  the  extent  of  the 
monopoly  claimed.    At  the  trial  it  was  contended  for  the  Defendant  that  the 

20  order  of  the  operations  was  an  essential  feature  of  the  first  claim^  thai  the 
Defendants  machine  had  not  been  used  to  qperale  so  as  to  infringe  that  claim^ 
andj  in  particular^  that  as  used  it  cut  the  unre  before  bending  it^  whereas  the 
patented  method  was  to  bend  before  cutting^  and  that  the  Defendant's  machine^ 
being  substantially  different  from  the  machine  described  in  the  SpecificcUion^ 

25  UHM  not  an  infringement  of  the  second  claim ;  that  if  it  were  within  the  second 

claim^  that  claim  was  a  claim  by  function^  covering  all  machines  obtaining 

the  resultj  and  was  invalid;  that  the  Patentee  luxd  not  sufficiently  indicated 

what  was  novel  in  his  invention. 

Held,  tJiat  whether  or  not  the  particular  form  of  fastener  was  new^  that  the 

30  method  was  new  ;  that  the  essential  parts  of  the  metliod  were  shaping  one  end  of  a 
piece  of  unre  into  a  hook  form,  called  a  dependent  head^  driving  in  the  severed 

fastener  without  an  awly  guiding  it  during  the  drimng  and  clinching  the 
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penetrating  point;  that  this  sequence  was  essential;  hut  thcU  otherwise  tJie 
exact  order  mentioned  in  the  first  claim  was  not  essential.  That  the  second 
claim  was  for  a  machine  characterised  by  the  operations  detailed^  tJie  essential 
matter  being  the  formation  of  a  dependent  head;  that  a  new  result^  namely^ 
introdv/ying  such  a  fastener  into  the  sole  of  a  boot  was  obtained^  and  that  the  5 
case  fell  within  the  principle  of  Proctor  v.  Bennis  (J.  R.P.G.  S8S)  ;  that  the 
invention  had  not  been  anticipated;  that  {following  Harrison  v  Anderston 
Foundry  Company  {L.R.  1  App.  Gas.  57 4)^  where,the  combination  is  the  novelty j 
the  Patentee  need  not  state  wliat  elements  are  new ;  that,  although  as  regards 
mechanical  operation^  the  D^endanVs  process  was  different^  he  achieved  the  new  10 
result  by  the  method  of  the  first  claim^  notwithstanding  that  the  cutting  preceded 
the  bending;  and  that  he  had  infringed.  Judgment  was  given  for  the 
Plaintijffky  with  costs^  and^  one  meu^hine  only  being  in  question^  a  stay^  exc^t  as 
to  taxation  ofcostSy  was  granted  in  the  event  of  an  appeal. 

Owl  the  2€tii  of  October  1899,  Lettws  Patent,  No.  9606  of  1900,  were  granted  15 
to  Louis  Amedie  Qasgrain  for  an  invention  of  "  an  improved  method  of  and 
"  apparatus  for  producing  fasteners  from  metal  or  wire  and  inserting  them  in 
'*  leather  goods  and  the  like/*  The  Patent  wimi  dated  as  above  ander  the 
Section  103  of  the  Patents,  &c.,  Act,  1883  and  the  International  Convention,  the 
date  mentioned  being  that  of  the  first  foreign  application,  which  was  in  the  20 
United  States.  The  Complete  Specification  was  of  great  length  and  was 
accompanied  by  a  large  number  of  drawings  ;  it  concluded  with  39  claims.  The 
parts  of  the  Specification,  material  for  the  purposes  of  this  report,  Including  the 
first  two  of  the  thirty-nine  claims,  being  those  relied  on,  were  as  follows  : — 

^^This  invention  relates  to   an    improved    method    of  and  apparatus   for  25 
^^  producing  fasteners  from  metal  or  wire  and  inserting  them  in  leather  goods 
''  and  the  like. 

'^  My  invention  comprises  a  new  method  of  making  and  setting  a  fastening 
"  device  and  a  new  machine  for  making  and  inserting  a  new  fastener  formed 
^'  from  a  continuous  wire  for  uniting  layers  of  material  such  for  example  as  soles  30 
"  of  boots  or  shoes  ;  not  only  is  the  machine  new  but  there  are  also  embodied  in 
"  it  many  novel  devices  and  combinations  of  mechanism  which  also  form  part 
"  of  my  invention. 

'^  The  fastener  formed  and  driven  by  this  machine  has  a  head  with  a 
"  depending  point,  and  when  the  fastener  is  driven  this  depending  point  enters  35 
"  the  stock  and  the  head  is  seated,  effipctually  preventing  any  farther  movement 
*'  of  the  fastener  into  the  stock,  and  ensuring  a  uniform  presentation  of  the 
^*-  heads. 

^^  Also,  the  poin(  of  the  fastener  is,  in  the  same  movement  of  the  &8tener  into 
"  the  stock,  clinched  on  a  horn  and  turned  upward  toward  the  depending  head,  40 
"  and  this  prevents  any  outward  movement  of  the  fastener,  and  in  this  wav  I 
*"*•  fiv«  to  the  fastener  formed  and  driven  by  this  machine  a  double  clinch,  that 
'^  is,  when  the  fastener  is  driven,  both  head  and  point  are  clinched  and  all 
"  movement  of  the  fastener  in  either  direction  is  prevented. 

**  My  fastener  thus  consists,  when  it  is  set  or  inserted  in  the  stock,  of  a  flingle  45 
"  strand  of  wire  constituting  the  shank  of  the  fastener  having  hook-shaped  ends 
*'  entering  and  embedded  in  opposite  sides  of  the  material. 

'^  On  account  of  the  hook-sfaiaped  ends  this  fastener  has  a  great  holding  powier 
*'  and  at  the  same  titne  it  is  possible  by  reason  of  the  hook-ehaped  ends  to  am 
*^  much  smaller  wire  tlian  eould  otherwise  be  used,  so  that  there  is  much  less  50 
'^  interfei^Bace  with  the  flexibility  of  the  stock  than  is  the  case  with  other 
**'  metallic  fasteners. 
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^  Mj  novel  machine  contains  a  guideway  through  which  the  fastening  material 
**  is  fed,  for  the  desired  length,  or  for  a  greater  or  less  distance  according  to  the 
^  thickness  of  the  material  to  be  united,  and  while  the  said  fastening  material  is 
"  held  in  or  at  the  end  of  said  guideway,  said  material  is  acted  upon  by  a  shaper 
5  *'  which  shapes  the  material  and  defines  the  length  of  the  body  or  shank  of  the 
^  fitstener,  inclading  its  point,  and  the  fastening  material  so  shaped  is  then  acted 
**  npon  by  a  saitable  shear  or  catting  mechanism  which  severs  the  fastening 
*^  material  preferably  diagonally,  back  of  the  bend  made  by  the  shaper,  leaving 
"  a  blank  consisting  of  a  shank,  and  a  tapered  portion  to  be  subsequently  bent 

10  **  to  form  a  head  for  the  fastener. 

^*  In  the  further  operation  of  the  machine  a  bender  acts  upon  the  short  end  of 
**  the  wire  extended  from  the  shank  and  bends  it  over  an  anvil,  thus  completing 
**  the  head  and  presenting  a  novel  fastener  comprising  a  shank  of  the  desired 
*'  length  and  a  hook-shaped  head  having  a  short  depending  point  extending  at 

15  ^^  an  angle  to  the  shank. 

'*  The  fastener  so  formed  then  may  be  removed  from  the  anvil,  and  deposited 
"  in  a  driver  pass^e  preparatory  to  the  descent  of  a  driver  to  act  upon  and  drive 
^^  it  through  a  passage  in  a  suitable  nose  or  foot  plate  adapted  to  bear  upon  the 
^*  surface  of  the  stock  sustained  in  any  suitable  manner,  preferably  by  a  horn. 

20  "  The  fastener  while  being  driven  from  the  nose  or  foot  plate  by  the  driver  is 
**  guided  and  directed  in  its  passage  into  the  stock  by  the  frictional  contact  of 
^*  the  hook-shaped  head  of  the  fastener  with  the  walls  of  the  driver  passage,  said 
"  walls  retaining  the  fastener,  while  being  driven,  in  the  condition  into  which 
•*  the  shaper  end  bender  hereinafter  referred  to  primarily  put  it,  as  will  be 

25  "  explained. 

"  The  wire  of  which  the  fastener  is  made  is  preferably  curved  so  that  the 
*^  shank  of  the  fastener  presents  a  curve,  and  the  point  of  the  shank  is  preferably 
"  tapered  and  also  slightly  bevelled  at  one  edge,  said  curve  and  bevel  being 
^^  utilized  to  control  the  direction  of  movement  of  the  shank  of  the  fastener  as  it 

30  *'  is  being  driven  through  the  stock,  the  shank  being  so  directed  as  to  always 
"  ensure  that  its  point  may  correctly  enter  the  inner  sole  of  the  shoe. 

*'  A  fastener  having  a  head  of  the  kind  described  may  be  made  of  comparatively 
^*  light  material,  that  is,  of  a  wire  much  smaller  in  diameter  than  would  be 
**  required  to  form  an  upset  head  which  would  contact  with  the  stock  for  a 

35  "  distance  equal  to  the  part  spanned  by  the  bent  head  of  my  improved  fastener, 
^'  and  so  by  reason  of  the  shape  of  the  fastener  and  the  manner  in  which  it 
^  engages  the  stock,  it  is  possible  to  separate  the  fasteners  farther  when  being 

*  driven  than  is  the  case  with  an  ordinary  fastener,  thereby  lessening  the 

*  tendency  to  stiffen  the  sole,  and  yet  the  fastener  will  hold  the  material  firmly, 
40    *  the  depending  point  of  the  head  aiding  very  materially  in  effecting  this  object. 

**  Different  features  of  my  invention  will  be  hereinafter  fully  described  and 

*  pointed  out  in  the  claims  at  the  end  of  the  Specification. 

**  Figure  1  represents  a  right-hand  side  elevation  of  a  machine  embodying  my 

*  invention • 

45       "  Figures  19,  19*  and  19**  are  details  showing  in  side  view,  plan,  and  end 

*  elevation  respectively,  the  wire  guide- way,  the  shaper,  the  bender,  the  cutter, 
**  and  the  anvil  in  their  normal  positions,  the  wire  having  been  fed  through 
<«  the  guide-way  for  the  proper  length  to  make  a  fastener,  having  a  shank  of  the 
*'  desired  length ; 

50  ^'Figure  20  is  a  detail  showing  part  of  the  lower  end  of  the  shaper  and 
"  the  wire  in  contact  therewith  ; 

"Figures  21,  21*  and  2P  show  in  side  view,  plan,  and  end  elevation 
**  reBi>ectively,  the  wire  guideway,  the  shaper,  bender  and  cutter,  the  latter 
**  being  in  the  position  about  to  filially  sever  the  wire  for  the  fastener  from 

55  "  the  main  body  of  the  wire 

''  Figures  25,  25»  and  25^  on  a  larger  scale  than  Figures  19,  19*  and  19*',  are 
^*  raspectively  a  aide  view,  plan,  and  end  elevation  showing  the  wire  guideway, 
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the  shaper,  bender,  cutter  and  anvil  in  the  position  they  will  occupy  when 
the  head  of  the  fastener  is  fully  formed  ; 

"  Figures  26,  26*  and  26^  show  the  same  parts  in  the  position  they  will  occupy 
when  the  fastener  has  been  removed  from  the  anvil  and  is  in  position  to  be 

struck  by  the  driver  to  be  driven  through  the  nose 

^^  Assuming  that  the  wire  or  fastening  material  has  been  fed  through  the 
guideway  into  position  Figures  19  and  20,  the  delivery  ends  of  the  parts  c*,  c*, 
are  forced  firmly  together  to  clamp  and  hold  the  wire  in  the  position  shown 
in  said  Figure  by  means  of  a  lever  n,  having  at  one  end  a  stud  n^, 
represented  by  dotted  lines  Figure  6,  and  in  section  Figure  14,  said  stud 
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preferably  forming  a  part  of  the  lever,  and  entering  a  suitable  hole,  see 

Figure  14,  in  the  head  A»,  the  lever  being  provided  at  its  opposite  end  with 

a  suitable  roller  stud  n^  normally  kept  pressed  against  the  periphery  of  the 

eccentric  fticed  cam  block  C*,  the  roller  travelling  in  the  groove  C'  therein. 

"  The  lever  n,  see  Figures  6  and  14,  has  a  shoulder  n\  which  normally  abuts 

against  the  rear  side  of  the  part  c*  of  the  wire  guideway,  but  the  weight 

'  of  the  lever  and  its  roller  are  insufficient  to  spring  5ie  part  c*  and  cause  it  to 

'  clamp  the  wire  between  itself  and  the  part  c*  but  whenever  the  weight  of 

'  the  lever  is  aided  by  the  action  of  the  high  or  eccentric  part  n*  of  the  cam 

block  C\  then  the  pressure  on  the  lever  n  is  sufficient  to  overcome  the  normal 
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**  fltiffness  of  the  part  c",  and  canse  it  to  be  spmng  sufficiently  to  clamp  the  wire 
**  firmly  between  itself  and  the  part  c*. 


FtCia, 
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7^ 


^  The  wire  being  clamped,  as  stated,  the  shaping  device  m  is  cansed  to 
**  descend,  it  meeting  the  end  of  the  wire  projected  more  or  less  from  the  wire 
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FIG. 26 


5  **  gnideway,  see  Figures  19, 19*  and  20,  according  to  the  work  being  done,  and 
<*  shape  the  same,  as  shown  at  ^,  see  Figure  21,  thus  forming  at  the  end  of  the 
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• 

**  wire  a  substantially  right-angled  portion,  leaving  the  end  of  the  wire  in 
"  condition  to  form  the  shank  of  the  fastener  to  be  made. 

**  The  acting  edge  of  the  cutter  h  is  shown  as  inclined  in  plan,  see  Figure  5, 
"  and  its  rear  corner  next  the  shaper  occupies  a  position  substantially  in  line 
**  with  the  shoulder  38  of  the  shaper  m,  and  after  the  shaper  has  descended  5 
**  sufficiently  to  form  or  shape  the  first  bend  in  the  wire  to  define  the  distance 
^^  of  the  head  of  the  fastener  from  the  point  of  the  shank  the  carriage  is  moved 
*'  forward  and  the  cutter  h  severs  the  wire. 

*'  As  has  already  been  explained,  when  the  fastener  is  severed  from  the  wire, 
^'  at  the  same  time  and  by  the  same  operation  a  tapered  point  is  formed  on  the  10 
"  body  of  the  wire  left  in  the  guideway  and  this  tapered  point  constitutes  the 
"  point  for  the  fastener  next  to  be  made.    This  point  is  the  portion  of  the  wire 
"  left  in  the  guideway  below  the  cutting  edge  g  of  the  stationary  cutter  and 
"  below  the  path   of  movement  of  the  movable  cutter  h.      In  making  this 
"  diagonal  cut,  the  movable  cutter  h  of  course  exerts  considerable  force  upon  15 
"  the  wire  and  the  result  of  this  powerful  lateral  pressure  on  the  wire  is  that 
"  that  edge  of  the  tapered  portion  of  the  wire  left  in  the  guideway  which  is 
"  first  acted  upon  by  the  movable  cutter  is,  in  the  operation  of  forcing  away 
"  the  wire  above  it  toward  the  stationary  cutter,  pulled  or  crowded  in  the  same 
"  direction  in  which  the  movable  cutter  is  operating,  that  is,  toward    the  20 
"  stationary  cutter.      This  may  be  made  clearer  by  reference  to  Figures  36* 
"  which  shows,  enlarged,  the  end  of  the  wire  which  was  left  in  the  guideway, 
"  after  the  fastener  was  severed.     When  this  portion  of  the  wire,  shown  in 
"  Figure  36**,  was  in  the  guideway,  the  left-hand  edge  of  the  tapered  point  was 
"  adjacent  to  the  stationary  cutter  g  (see  Figures  28  and  29)  and  the  movable  25 
**  cutter,  in  the  operation  of  severing  the  wire,  first  operated  upon  the  wire  at 
**  the  right-hand  side.     In  forcing  that  portion  of  the  wire  being  removed  away 
'*  from  the  portion  of  the  wire  shown  in  Figare  36"*,  and  against  the  stationary 
'^  cutter,  I  find  that  the  movable  cutter  pulls  or  crowds  the  portion  of  the  wire 
^^  on  the  right-hand  aide  of  the  edge  of  the  tapered  point  23^,  left  in  the  guides  30 
"  way,  toward  the  stationary  cutter,  thus  forming  the  rounded  corner  on  the 
'^  edge  of  the  tapered  point  which  I  have  called  the  bevel  and  have  marked  p 
**  in  the  drawings. 

"  This  bevel  is  on  the  side  of  the  fastener  which  is  nearer  the  outside  or  edge 
**  of  the  stock  when  the  fastener  is  driven,  and  causes  the  point  of  the  fastener  35 
"  to  be  slightly  inclined  away  from  the  outer  edge  of  the  stock. 

"  This  is  especially  desirable  when  the  machine  is  used  to  attach  the  soles  of 
**  shoes,  as  the  bevel  ensures  that  the  fastener  will  not  be '  driven  out '  or  in  such 
**  direction  as  to  enter  the  upper 

"  As  the  cutter  completes  the  operation  of  severing  the  wire,  the  shoulder  38  40 
*<  of  the  shaper  acting  against  the  rear  side  of  the  shank  of  the  fastener,  and  the 
**  inclined  edge  h^  of  the  forwardly  moving  cutter  acting  against  the  short 
^<  end  of  the  wire  to  constitute  the  head,  causes  the  shank  and  short  portion 
"  of  the  wire  to  be  moved  uniformly  and  positively  forward,  putting  the 
"  short  end  g^  of  the  wire  upon  the  anvil  ^^,  the  shaper  m  in  the  meantime  45 
^^  keeping  the  shank  of  the  fastener  in  contact  with  the  vertical  end  of  the 
"  wire  guide. 

"  The  anvil  ^*,  represented  as  integral  with  the  member  c*  of  the  wire  guide, 
is  shaped,  as  best  represented  in  Figures  19,  28  and  29,  to  present  a  substantially 
*'  vertical  outer  wall,  the  inner  wall  near  its  upper  end  being,  however,  bevelled  50 
**  as  at  2,  and  viewing  the  upper  side  of  the  member  c*  of  the  wire  guide  it  will 
*'  be  seen  that  in  cutting  the  same  away  to  form  the  anvil,  see  Figures  24,  28 
''  and  29,  there  is  left  standing  next  the  inner  side  of  the  anvil  a  wall  3  located 
«^  at  an  angle  (see  Figure  19^)  to  the  wire  passage  in  the  wire  guide,  said  wall 
^^  being  at  the  same  angle  as  the  acting  edge  of  the  cutter  h,  so  that  said  cutter  in  55 
*<  in  its  forward  movement  acts  with  its  inclined  edffe  against  the  short  end  of 
**  the  wire  severed  by  it  from  the  main  body  of  the  wire,  and  moves  it  forward 
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^*  into  such  position  that  the  inolined  edge  of  the  ontter  will  oolnoide  vertically 
**  with  the  top  of  the  inolined  wall  3. 

"The  rear  side  of  the  bender  is  also  shaped  to  present  a  face  4,  see  Figure  19*, 
"  aligned  with  the  inclined  end  of  the  cutter  and  the  wall  3,  and  when  the  end 
5  **  of  the  cutter  brings  the  short  end  of  the  wire  in  position  directly  over  the 
"  inclined  wall  3,  the  shaper  and  bender  have  a  further  descending  movement 
"  causing  the  bender  to  meet  the  short  end  of  the  wire  and  in  its  descent  bend 
**  the  said  short  end  to  form  the  head  of  the  fastener  with  a  depending  point. 
"  In  this  action  of  the  bender  the  tapered  part  of  the  underside  of  the  short 

10  "  end  of  the  wire  is  forced  by  the  bender  in  contact  with  a  bevelled  part  2  of 
"  the  anvil,  thus  giving  to  the  depending  head  of  the  fastener  completed  by  the 
"  action  of  the  bender  a  shape  which  conforms  substantially  to  the  shape  of  the 
^^  portion  2  of  the  anvil,  this  shape  being  shown  and  designated  by  2'  in  the 
"  fastener  represented  in  Figure  23. 

15  "  In  cutting  away  the  portion  3  of  the  wire  guide  to  form  the  anvil  I  remove 
^  the  material  to  a  varying  depth  so  that  the  space  3  at  the  rear  side  of  the 
*'  anvil,  looking  at  it  at  its  top  see  Figure  29,  decreases  in  depth,  and  is  inclined 
**  outwardly  from  about  the  point  6  to  nearly  the  lower  edge  of  the  space  3,  see 
''  Figure  24,  leaving  a  guiding  portion  7,  see  Figures  21  and  24,  on  the  portion  c^ 

80  '^  which  occupies  such  position  with  relation  to  the  anvil  that  the  formed  fastener 
"  in  its  descent  under  the  action  of  the  driver  h^^  against  the  depending  head  of 
"  the  fastener,  will,  should  it  deviate  at  all  from  its  true  and  proper  position  for 
**  driving,  be  turned  aside  to  enter  correctly  the  passage  30  at  the  upper  end  of 
^*  the  nose  b. 

25  "  Were  it  not  for  this  surface  7  the  head  of  the  fastener  if  twisted  or  displaced 
**  when  leaving  the  anvil  and  being  acted  upon  by  the  driver  to  drive  the  oom- 
"  pleted  fastener  from  between  the  parallel  surfaces  of  the  shaper  and  bender, 
*'  then  holding  the  fastener  frictionally,  as  will  be  described,  might  strike  the 
**  upper  end  of  the  nose,  which  would  so  bend  the  point  depending  from  the 

30  *^  head  of  the  fastener  that  the  fastener  could  not  be  properly  driven. 

"  After  the  head  of  the  fastener  has  been  formed  continued  movement  to  the 
"  left,  viewing  Figure  6,  of  the  shaping  device  and  the  bender  will  feed  the 
"  formed  fastener  from  the  end  of  the  anvil,  the  point  of  the  shank  traversing 
**  the  face  40  of  the  nose  above  the  opening  30,  and  as  the  said  point  arrives  in  line 

35  ^^  with  said  opening,  the  driver  is  permitted  to  desceud  quickly,  meet  the  head 
**  end  of  the  fastener  and  drive  it  from  the  nose  h  into  the  stock,  the  horn  at 
•^  such  time  being  in  its  clamping  position  to  resist  the  blow  of  the  driver. 

"  The  fastening  passage  30  in  the  nose  6,  see  Figure  26%  is  represented  as 
^  oblong  in  cross-section,  and  said  passage  measured  in  its  cross-section  at  its 

40  ^^  widest  point  is  slightly  less  than  the  size  of  the  completed  fastener  measured 
*<  in  the  dotted  line  y*  Figure  23,  crossing  the  body  at  the  end  of  the  point 
^  depending  from  the  head. 

"  It  will  be  noticed  that  when  wire  is  bent  over  an  anvil  the  wire  removed 
•*  from  the  devices  employed  to  bend  it  will  always  have  a  tendency  to  expand 

45  "  somewhat  as  the  wire  seeks  to  resume  its  original  position,  and  that  it  is 

"  practically  impossible  to  bend  a  piece  of  wire  so  that  when  relieved  from  the 

**  strains  to  which  it  was  subjected  in  bending  the  wire  will  remain  exactly  in 

**  the  shape  in  which  it  was  held  by  the  bending  devices, 

«<  Taking  advantage  of  this  fact  I  have  so  calculated  the  width  of  the  anvil 

50  **  over  which  the  wire  forming  the  head  of  the  fastener  is  bent,  with  relation  to 
^  the  area  of  the  listening  passage  in  the  nose,  and  I  have  so  proportioned  the 
*•  spaoe  m'  between  the  adjacent  parallel  surfaces  of  the  shaper  and  the  bender 
^^  and  the  substantially  parallel  end  walls  8  s^  of  the  fastening  passage  of  the 
**  nose  as  to  prevent  the  expansion  of  the  head  part  of  the  fastener  while  the 

55  <»  shank  of  ^e  fastener  is  being  driven  into  the  stock,  the  shaper  and  bender 
<<  and  the  end  walls  of  the  nose  retaining  the  fastener  in  the  condition  it  was 
"  in  when  upon  the  anvil  until  the  depending  point  of  the  head  meets  the  stock. 
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"  In  this  way  it  will  be  nnderfltood  that  I  utilise  this  tendency  of  the  fastener 
''  to  expand  after  leaving  the  anvil  to  ensare  an  accurate  and  positive  guiding  of 
"  the  fastener  as  it  is  being  driven  through  the  nose  into  the  stock,  and  during 
"  this  driving  operation  the  point  depending  from  the  head  rests  against  and 
"  slides  frictionally  over  the  preferably  rounded  pnd  s  of  the  passage  30  in  the  5 
'^  nose,  while  the  shank  of  the  fastener  acts  frictionally  against  and  travels  in 
"  contact  with  the  other  end  s^  of  said  passage  also  preferably  rounded  the 
''  friction  of  the  fastener  against  the  said  waUs  being  sufficient  to  keep  the 
"  fastener  in  any  position  in  which  it  may  be  put  in  said  passage,  and  the  driver 
"  in  driving  the  &stener  through  said  passage  has  to  overcome  the  friction  of  10 
''  the  fastener  against  the  inner  walls  of  the  passage  in  the  nose. 

«<  I  have  found  it  indispensable  to  the  successful  operation  of  the  machine  so 
"  to  form  the  driver  passage  in  the  nose  that  the  ^tener  will  be  driven  straight 
"  into  the  stock. 

^^  To  ensure  the  entrance  into  the  nose  passage  of  the  completed  fastener  15 
"  having  this  tendency  to  expand  after  leaving  the  anvil,  and  yet  not  permit 
'^  the  fastener  to  obey  its  natural  tendency  to  expand  during  the  operation  of 
'*  driving  the  same,  I  employ  the  following  construction  of  parts. 

"  I  provide  the  cap  block  d*  at  its  inner  side,  see  Figure  19%  with  an  open 
'*  passage  12  in  which  may  enter  the  bender  m}  as  the  latter  is  depressed  to  20 
*'*'  complete  the  depending  head  of  the  fastener,  said  bender  thus  working  in  an 
^'  enclosed  passage  formed  by  said  block  and  the  wall  3  of  the  portion  (^  of  the 
^  wire  guide. 

"  The  block  d*  has  projecting  from  its  front  end  an  arm  d?^  to  which  is 
*'  adjustably  connected,  by  suitable  set  screws  13^,  a  plate  13,  the  set  screws  25 
'^  being  extended  through  slots  130^  made  in  said  plate.  The  attaching  of  this 
^^  plate  to  the  block  leaves  behind  the  plate  and  between  the  plate  and  the  end 
**  of  the  block  a  space  12  in  which  the  bender  m}  descends.  The  end  14  of  the 
^*  plate  13  stands  vertically  in  alignment  with  the  side  8*  of  the  passage  30  in  the 
'•  nose,  and  the  end  of  the  anvil  occupies  a  position  vertically  above  and  in  80 
**  substantial  alignment  with  the  opposed  side  8*  of  the  passage  30.  There  is 
^'  thus  left  between  the  end  of  the  anvil  and  the  said  vertical  end  14  an  open 
^*  space,  just  wide  enough  for  the  driver  h^^  to  enter  in  driving  the  fastener, 
'*  and  the  fastener  when  removed  from  the  anvil  is  put  into  this  space, 
'^  being  also  held  frictionally  in  the  space  7n^  between  the  substantially  35 
^'  parallel  inner  walls  of  the  shaper  and  bender,  and  is  driven  therefrom 
^'  into  the  passage  30  of  the  nose,  and  through  it  into  the  stock.  While 
'^  the  set  screws  working  in  the  slots  in  the  plate  13  confine  the  plate 
^^  in  position,  yet  they  do  not  positively  fix  the  plate  to  the  block  so 
^^  that  the  plate  is  immovable,  but  on  the  contrary,  said  plate  may,  under  40 
"  abnormal  pressure,  slide  bodily  over  the  set  screws.  This  provision  may 
^^  prevent  breakage  of  parts  as  in  case  a  driver  should  be  broken  or  be  stuck 
^*  in  the  passage  between  the  end  of  the  wall  and  the  end  of  the  anvil,  and 
''  the  shaper,  bender  and  cutter  continue  to  operate  making  &8teners  and 
"  feeding  them  from  the  anvil  toward  the  driver  passage.  45 

"  In  the  apparatus  herein  described  the  fastener  is  moved  positively  by  the 
"  driver  from  the  position.  Figure  26,  in  which  the  fastener  is  left  when 
"  removed  from  the  anvil,  until  the  fastener  is  fully  driven  into  the  stock. 

"  If  the  formed  fastener  should  be  delivered  into  the  space  between  the  end 
'^  of  the  anvil  and  the  vertical  end  wall  of  the  plate  13  and  there  was  nothing  50 
'^  to  prevent  it,  the  head  part  of  the  fastener  would  immediately  expand  ;  but 
^^  to  prevent  this  the  inner  wall  oi  the  shaper  and  the  substantially  parallel  wall 
"  of  the  bender  serve  to  hold  the  fastener  in  exactly  the  position  in  which  it 
^'  was  bent  even  when  the  fastener  is  removed  from  the  end  of  the  anvil. 

^*  As  the  fastener  is  completed  see  Figure  26%  the  inner  side  of  the  bender  55 
^^  forms  a  back  wall  for  said  space,  and  the  inner  side  of  the  shaper  forms  a 
'^  front  wall  for  said  space,  and  in  the  final  position  of  the  shap^  and  bend<^r,  t6 
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**  be  described,  before  the  driver  is  permitted  to  descend  and  drive  the  fastener, 
•*  the  lower  end  of  the  bender  meets  the  upper  end  of  the  wall  or  shoulder  40  of 
"  the  nose,  the  inner  side  of  the  bender  then  standing  in  vertical  alignment 
^^  with  the  rounded  edges  of  the  passage  30  in  the  nose,  while  the  lower  end  of 
5  "  the  shaper,  see  said  figure,  meets  the  shoulder  16  of  the  nose,  and  the  inner 
^^  side  of  the  shaper  then  stands  substantially  in  vertical  alignment  with  the  part 
"  s^  of  the  passage  30  in  the  nose. 

''  As  the  shoulder  of  the  shaper  and  the  edge  of  the  cutter  act  in  the  final 
"  movement  of  the  carriage  P  carrying  the  shaper,  cutter  and  bender  to  remove 
10  "  the  formed  fastener  from  the  anvil,  the  end  of  the  cutter  is  moved  into  a 
"  position  substantially  flush  with  the  vertical  end  of  theanvil,  and  one  side  of 
"  the  fastener  is  put  substantially  in  contact  with  the  aligning  end  14  of  the 
^^  plate  13,  and  at  the  same  time  the  shoulder  38  of  the  shaper  comes  into 
"  position  at  such  distance  from  the  vertical  wall  14  as  to  constitute  a  guide  for 
15  ^*  the  side  of  the  fastener,  said  shoulder  being  at  that  time  substantially  in 
"  alignment  with  the  side  a"  of  the  passage  in  the  nose. 

"  Figure  26*  shows  the  shaper  and  bender  in  their  final  position  where  their 
^  vertical  walls  coincide  with  and  are  in  alignment  with  the  portions  s  and  ff^ 
"'  of  the  passage  in  the  nose,  and  there  is  no  shoulder  or  break  in  the  surface 
20  "  against  which  any  part  of  the  fastener,  acted  upon  by  the  driver,  may  strike. 

**  Herein  it  will  be  noticed  that  the  fastener  while  yet  held  in  the  condition 

"  left  by  bending  is  delivered  into  an  auxiliary  driver  or  fastening  passage 

**  composed  of  the  end  wall  14,  the  anvil,  shoulder  and  inner  adjacent  sides  of 

"  the  bender  and  the  shaper,  and  that  the  walls  of  this  auxiliary  guide  during 

25  ^  the  operation  of  driving  the  fasteners  are  in  substantial  vertical  alignment 

"^with  the  walls  of  the  passage  in  the  nose  through  which  the  fastener  is 

"  driven  by  the  descending  driver,  and  that  when  the  fastener  is  being  driven 

^  there  is  practically  no  break  in  the  aligning  surfaces  of  the  auxiliary  passage, 

^  and  the  aligning  surfaces  of  the  passage  30  in  the  nose,  and  that  consequently 

30  **  there  is  no  opportunity  for  the  fastener  to  catch  or  strike  any  projection 

^^  while  being  driven  from  the  auxiliary  passage  into  the  passage  in  the  nose, 

^  and  that  during  the  entire  travel  of  the  fastener  through  both  passages  the 

'*  spring  in  the  fastener  stored  up  therein  in  the  bending  operation  is  retained 

**  and  utilised  to  accurately  guide  and  position  the  fastener  while  entering  the 

35  **  stock. 

"  The  fastener,  as  has  already  been  explained,  is  formed  with  its  short 
'^  depending  point  at  an  angle  to  the  shank,  the  .widest  part  of  the  fastener 
^  being  at  the  point  of  the  depending  head,  and  considering  it  as  having  been 
^  released  from  the  machine  and  having  expanded  slightly  at  its  head  in  its 
40  "  widest  part,  as  all  bent  wire  will  expand  after  having  been  released  from  the 
*'  action  of  the  devices  which  bent  it,  then  such  fastening  is  slightly  wider  than 
**  the  driver  passage. 

"  The  driver  passage  keeps  the  festener  straight  by  slightly  springing  the 
"  depending  head  towards  the  shank.  The  result  is  that  the  shank  is  forced 
45  ^  against  the  side  of  the  driver  passage  and  kept  there  while  the  fastener  is 
**  being  driven 

"  I  believe  I  am  the  first  to  embody  in  a  machine  for  inserting  metallic 
'^  ftisteners  two  separate  actuating  mechanisms,  each  of  which  may  be  operated 
"  independently  to  start  or  stop  the  machine,  and  also  to  provide  the  machine 
50  '^  with  a  fastener. 

'^  I  have  shown  these  mechanisms  as  being  adjustable  to  cause  the  presenta- 
"  tion  to  the  machine  of  different  lengths  of  fasteners,  but  I  desire  to  claim 
*'  broadly  the  use,  in  a  machine  of  this  character,  of  separate  actuating  mechanisms 
^'  for  the  starting  and  stopping  of  the  machine  and  for  causing  the  insertion  of 
55  "  fasteners  of  different  lengtiis,  whether  the  fasteners  be  formed  consecutively 
"  from  continuous  wire  or  whether  they  be  formed  from  different  wires  or 
**'  strips,  or  whether  the  fasteners  are  presented  to  the  machine  already  made, 
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^^  and  I  desire  to  claim  broadly  therefore,  the  embodiment  in  a  machine  d  this 
^^  character  of  separate  actuating  mechanisms,  each  adapted  to  start  and  stop  the 
^^  machine  and  also  to  control  the  presentation  of  a  fastener,  to  be  inserted  by 
^  the  machine  in  the  stock. 

*•*•  I  also  believe  that  I  am  the  first  to  embody  in  a  machine  for  inserting  5 
''  metallio  fasteners  formed  from  continuous  wire  an  actuating  mechanism 
^^  adapted  both  for  starting  and  stopping  the  machine  and  for  controlling  the 
^^  action  of  the  wire  feeding  mechanism  to  determine  the  length  of  the  fastener 
"  to  be  formed  from  said  wire. 

'^  The  method  of  making  fasteners,  hereinbefore  described,  is  also  included  as  10 
"  one  of  the  novel  features  of  this  invention 

^'  I  have  shown  the  machine  for  making  tiie  novel  fastener  herein  set  forth  as 
^'  adapted  to  drive  each  fastener  as  made,  but  it  will  be  understood  that  I  might 
^'  make  the  fasteners  on  one  machine  and  drive  them  on  another,  using  on  each 
^'  machine  so  much  of  the  mechanism  herein  described  and  claimed  as  might  be  15 
"  found  necessary  or  convenient  for  its  part  of  the  work " 

The  Patentee  claimed  {inter  cUia)  : — ^^  1.  The  method  of  making  and  setting 
"  a  fastener  composed  of  a  single  strand  of  wire  which  consists  in  feeding  the 
'^  wire  shaping  the  shank  of  tibe  fastener  severing  the  fastener  shaping  one  end 
'*  thereof  into  a  hook  form  driving  the  shank  and  hook  of  the  fastener  into  the  20 
'^  material  guiding  them  during  the  operation  of  driving  and  clinching  the 
<<  penetrating  point  of  the  shank  of  the  fastener  into  the  material  with  or  without 
^'  automatically  proportioning  the  length  of  the  shank  to  the  thickness  of  the 
'^  material  into  which  it  is  driven,  substantially  as  described. 

^'  2.  A  machine  for  making  and  setting  a  fastener  composed  of  a  single  strand  35 
<'  of  wire  characterised  by  the  following  operations  (1)  shaping  the  fastener  as  a 
'<  shank  with  dependent  head  (2)  driving  the  said  ^nk  through  and  the  said 
''  head  into  the  material  and  (3)  clinching  the  penetrating  point  of  the  shank 
*^  substantially  as  described." 

On  the  27th  of  June  1903,  the  British  United  Shoe  Machinery  Company.  Ld.,  ;-iO 
the    registered    proprietors    of    the    Patent,    commenced    an    action    against 
William  Thompson  for  infringement  of  the  same,  claiming  the  usual  relief* 
The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  they  were  the  registered 
owners  of  the  Patent,  and  that  the  Defendant  had  infringed  the  same.    By  their 
Particulars  of  Breaches  they  alleged  (1)  That  prior  to  the  issue  of  the  writ  3& 
and  subsequent  to  the  date  of  the  Patent  the  Defendants  had  infringed  the 
Patent  by  the  sale,  offer  for  sale  and  use  of  apparatus  constructed  according  to 
the  invention  described  in  the  final  Specification  of  the  Patent,  and  claimed  in 
the   first  and  second   claiming  clauses  thereof ;    ^2)  That  in  particular  the 
Plaintiffs  complained  of  the  use  by  the  Defendant  tor  manufacturing  purposes  40 
of  a  tacking  machine  supplied  by  Messrs.  Thompson  and  Bullock  of  Kettering 
and  constructed   as  alleged ;    (3)  And  claimed  to  recover  in  respect  of  all 
infringements. 

On  the  24th  of  June  1902  Letters  Patent,  No.  14,280  of  1902,  were  granted  to 
the  Defendant  for  ''  Improvements  in  or  relating  to  machines  for  forming  and  45 
*'  driving  staples."  Except  that,  as  will  be  seen  from  the  judgment,  the 
Defendant  alleged  that  in  the  machine  complained  of  by  the  Plaintiffs  the  cutting 
of  the  wire  took  place  before  bending,  the  machine  referred  to  in  the  Particulars 
of  Breaches  was  stated  to  be  in  accordance  with  the  description  in  the  Specifi- 
cation and  the  representation  of  the  Drawings  thereto.  The  Complete  Specification  50 
of  the  Defendant's  Patent,  omitting  the  claims,  was  as  follows  : — 

^'  This  invention  relates  to  machines  for  forming  and  driving  staples,  and  has 
"  for  its  object  to  simplify  the  construction  and  operation  of  the  machine,  to 
**  reduce  the  number  of  working  parts,  and  therefore  the  liability  to  disorganization 
««  or  to  get  out  of  repair,  and  to  decrease  the  initial  cost  of  the  machine,  as  well  55 
*^  as  the  expense  of  maintaining  it  in  working  order,  due  to  the  fewness  of  its 
**  parts. 
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^^  The  inyention  is  designed  mainly,  as  an  improvement  upon  that  part  of  the 
^'  mechanism  concerned  in  the  bending  of  the  wire  or  formation  of  the  staple, 
"  and  in  the  holding  of  the  said  staple  in  position  preparatory  to  thi  Iriver 
*^  descending  and  driving  it  home. 
5  ''  The  invention  will  be  described  in  reference  to  the  type  of  machine  employed 
^^  mainly  in  connecting  the  soles  and  uppers  of  boots  and  shoes  by  such  staples 
**  and  wherein  the  end  of  a  roll  of  wire  is  fed  forward  through  a  wire  guide  over 
*'  an  anvil  and  bent  thereover  by  a  descending  former  to  form  one  leg  of  the 
'^  staple,  and  subsequently  cut  off  and  bent  over  the  other  side  of  the  anvil  by 
10  ^  the  descent  of  the  cutter,  to  form  the  other  leg  of  the  staple,  the  last-mentioned 
^  leg  being  preferably  shorter  in  length  than  the  other  leg  of  the  staple,  each 
**  leg  being  pointed  at  its  end  by  the  cutter  descending  on  that  portion  of  the 
**  thickness  of  wire  projecting  beyond  the  groove  or  slot  in  the  wire  guide  or 
**  die,  in  the  well-known  manner. 
15  "  According  to  this  invention  the  former,  by  which  the  long  leg  of  the  staple 
*'  is  bent,  and  the  cutter,  which  severs  the  wire  and  bends  the  short  leg  of  the 
*'  wire,  are  both  connected  to  the  same  slide  or  reciprocating  block,  so  that  when 
^'  the  latter  is  actuated  by  means  interposed  between  it  and  the  driving  shaft, 
'*  the  said  former  and  cutter  are  simultaneously  operated  and  the  bending  and 
20  **  cutting  of  the  wire  to  form  the  staple  take  place  simultaneously,  or  as  nearly 
*'  so  as  is  practicable,  thus  forming  and  cutting  the  staple  in  a  single  motion,  as 
^*  compared  with  two  separate  and  distinct  motions  on  existing  machines. 

"  Referring  to  the  accompanying  drawings,  Figure  1,  is  a  front  elevation  of  a 
'*  machine  for  bending  and  driving  staples,  and  constructed  in  accordance  with 
25  ^'  the  before  mentioned  improvements,  the  bending  and  cutting  mechanism  being 
"  in  the  raised  position.  Figure  2,  is  a  similar  view  of  the  machine  but  with 
^^  the  mechanism  in  the  lowered  position.  Figure  3,  is  an  enlarged  perspective 
**  view  of  the  bending  and  cutting  mechanism  only.  Figure  4,  is  an  enlarged 
**  view  of  the  former,  and  Figure  5,  is  a  side  elevation  of  the  machine  drawn  to 
30  ^  the  same  scale  as  Figures  1  &  2  and  with  the  mechanism  in  the  raised  position,  and 
"  Figure  6,  is  a  perspective  view  of  the  shaping  and  cutting  mechanism, 
**  shewing  the  staple  held  in  position  between  the  former  and  the  cutter,  ready 
"  to  be  driven  home. 

<'  The  invention  is  illustrated  in  its  application  to  a  forming  and  stapling 
35  "  machine  of  well  known  type,  and  used  principally  for  the  purpose  of  connecting 
^  the  soles  and  uppers  of  boots  and  shoes,  1  being  the  framework  of  the  machine, 
'*  having  mounted  therein  a  driving  shaft  2  carrying  fast  and  loose  pulleys 
"  3  &  4,  in  the  ordinary  way.  The  wire  5,  of  which  the  staples  are  formed,  is 
"  fed  forward  between  rollers  6  &  7  through  a  guide  8,  also  in  the  well  under- 
40  "  stood  manner,  the  said  feed  being  regulated  by  means  of  ordinary  connections 
*'  between  the  rollers  6  &  7,  and  a  cam  on  the  driving  shaft,  and  omitted  from 
"  the  drawings  herein,  and  not  further  described,  not  being  a  part  of  the 
*'  invention. 

"  The  wire  5  is  fed  forward  the  required  amount  over  an  anvil  9,  and  under  a 

45  **  former  10  and  cutter  11  which  are  respectively  mounted  by  screws  12  &  13  in 

'^  a  sliding  or  reciprocating  block  14,  adapted  to  slide  vertically  in  guides  15 

*^  (Figure  3)  formed  in  a  base  block  16,  cast  or  otherwise  affixed  to  the  frame- 

^  work  1  of  the  machine.    Cast  with,  or  screwed  or  otherwise  suitably  attached 

**  to  the  said  sliding  or  reciprocating  block  14  is  an  arm  17,  to  which  is  pivotted 

50  ^^  at  18  a  crank  19,  eccentrically  mounted  upon  the  said  driving  shaft  2,  so  that 

*^  upon  the  rotation  of  the  shaft,  the  reciprocating  block  14  carrying  the  former 

^  and  cutter  10  &   11  respectively,  is  raised  or  lowered  as  required  in  the 

«*  operation  to  form  and  cut  a  staple.    Also  mounted  upon  the  driving  shaft  2 

<«  and  rotating  therewith  is  a  cam  20,  having  a  lip  21  formed  thereon,  which 

55  *^  lip  21  is  adapted  to  engage  a  projecting  block  22  carried  by  a  rod  or  shaft  23, 

*<  movable  vertically  in  guide  brnokets  24  and  24*  oast  with  or  carried  on  the 

^*  framework  of  the  machine.    The  lower  part  of  the  said  rod  23  carries  a 
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^'  driver  25,  which  passes  through  the  reciprocating  block  14  and  is  located 
"  between  the  former  10  and  the  cutter  11,  and  directly  above  the  anvil  9,  and 
"  over  the  wire  5. 

'*  Ibe  cam  20  is  so  formed,  as  will  be  seen  in  Figs.  1  &  2,  of  the  drawings, 
"  that  the  engagement  of  the  lip  21  thereon  with  the  projecting  block  22,  raises 
^^  the  latter  and  consequently  the  rod  or  shaft  23  and  driver  25,  and  the  latter 
"  is  normally  held  at  rest  in  the  raised  position,  whilst  the  projecting 
**  block  22  slides  over  that  part  of  the  cam  20  which  is  an  arc  of  a  circle  until, 
'^  on  reaching  the  termination  of  the  arc  at  a  point  20^  on  the  cam  edge, 
**  the  block  22  is  released,  and  together  with  the  rod  23  and  driver  25, 
*'  descends  vertically. 


10 


"  This  descent  of  the  driver  25  is  rendered  in  the  form  of  a  blow  by  the 
action  of  a  coiled  spring  26,  carried  on  a  spindle  27  mounted  on  the  frame- 
work of  the  machine,  and  attached  to  an  arm  28  pivotted  at  29  (Fig.  5)  to  the 
upper  part  of  the  said  vertical  rod  or  shaft  23.  Upon  the  release  of  the  15 
projecting  block  22  by  the  rotation  of  the  cam  20,  the  tension  of  the  spring  26 
is  relaxed,  and  the  driver  25  descends  as  described.  The  stroke  of  the 
driver  25  is  controlled  by  a  stop  30,  mounted  on  the  rod  23,  coming  in  contact 
with  the  upper  surface  of  the  lower  guide  bracket  24,  a  soft  washer  31  being 
interposed  to  deaden  the  shock.  20 

"  Upon  the  formation  and  cutting  of  the  staple  by  the  former  10  and  cutter  11 
the  anvil  9  recedes,  as  shewn  in  dotted  lines  in  Fig.  5,  leaving  the  staple 
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"  suspended  between  the  former  10  and  the  cutter  11,  ready  for  the  descent  of 
**  the  driver  21  which  forces  the  staple  home.  The  anvil  9  is  receded  by  means 
"  of  a  disc  32  (Fig.  5)  mounted  on  the  main  shaft  2,  and  provided  with  a  cam 
^  race  33,  adapted  to  engage  a  roller  34  on  one  arm  35  of  a  lever  36,  pivotted 
^*  at  37  to  the  framework  of  the  machine,  the  other  and  lower  arm  38  being 
**  pivotted  to  the  projecting  end  39  of  the  anvil  9,  which  is  thus  reciprocated  as 
^  required  in  a  slot  formed  in  the  lower  part  of  the  base  block  16. 

**  The  staple  is  forced  by  the  driver  25  through  a  hole  or  slot  40  in  the  lower 
'^  part  of  the  base  block  16,  and  through  a  guide  41,  which  ensures  the  desired 
'^  direction  being  maintained. 

'*  The  operation  of  the  machine  is  as  follows  : — The  wire  5  is  fed  forward 
'^  between  the  rollers  6  &  7  through  the  wire  guide  8,  and  over  the  anvil  9  the 
"  required  amount,  in  the  well  understood  manner.  The  arm  17  pivotted  to 
^  the  crank  19  eocentrically  mounted  on  the  driving  shaft  2,  then  descends, 
^  lowering  the  reciprocating  block  14  to  which  the  said  arm  17  is  also  attached, 


ric.s. 


II^^tZ^ 


"  in  the  guides  15.  The  reciprocating  block  14  carries  with  it  the  former  10 
**  which  first  strikes  the  wire  5  projecting  across  the  anvil  9,  and  bends  it,  thus 
*^  forming  the  long  leg  of  the  staple,  as  illustrated  in  Figure  3.  The  cutter  11 
^^  which  is  carried  on  the  same  block  14,  also  descends  with  the  former  10,  and 

20  *'  almost  simultaneously  cuts  the  wire  5  on  the  other  side  of  the  anvil  9  and 
^'  bends  it,  forming  the  short  leg  of  the  staple. 

"  The  anvil  9  now  recedes,  being  drawn  back  through  the  slot  in  the  base 
''  block  16  by  the  rotation  of  the  disc  32  mounted  on  the  driving  shaft  2,  the 
^'  cam  race  33  thereon  actuating  the  arm  35  of  the  lever  36,  pivotted  at  37  to  the 

25  "  framework  of  the  machine,  to  the  lower  arm  38  of  which  lever  36 
^'  the  projecting  end  39  of  the  anvil  9  is  attached,  as  already  described. 

"  The  staple  is  thus  left  suspended  TFig.  6)  by  and  between  the  former  10  and 
**'  the  cutter  11,  over  the  hole  or  slot  40  in  the  base  block  16  and  guide  41  thereto 
"  attached,  and  ready  to  be  driven  home  by  the  descent  of  the  driver  25  which 

30  **  now  takes  place,  owing  to  the  projecting  block  22  carried  by  the  rod  23  to 
*'  which  the  said  driver  25  is  attached,  being  released  by  the  cam  20  in  contact 
"  with  the  projecting  block  22  on  the  rod  23  carrying  the  driver  25,  and  raises 
**  the  latter  whereupon  the  anvil  is  once  more  returned  to  its  original  position 
"  through  the  slot  in  the  base  block,  by  the  action  of  before  mentioned  disc  32 

35  '*  and  lever  36,  and  the  feed  machanism  feeds  forward  the  wire  5  over  the  said 
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"  anvil  9  as  illustrated  in  Figure  1,  when  the  above  described  operation  of 
"  forming  and  driving  home  the  staple  is  repeated. 

"  It  will  thus  be  seen  that  by  means  of  this  invention  and  by  mounting  the 
"  former  and  the  cutter  in  the  same  reciprocating  block  the  complete  staple  is 
"  formed  in  one  operation,  the  bending  of  the  long  leg  over  the  anvil,  and  the  5 
"  cutting  oflE  and  bending  of  the  short  leg  being  performed  almost  simultaneously, 
"  which  is  a  distinct  advantage  over  existing  methods,  wherein  two  operations 
"  are  necessary  for  the  formation  of  the  staple,  effecting  a  saving  in  time  and 
"  consequent  economy  in  working. 

•*  Slight    modifications    may    obviously    be    made    in    the    formation    and  10 
**  arrangement  of  the  parts,  without  however  departing  from  the  main  feature 
"  of  the  invention,  which  consists  in  mounting  the  former  and  cutter  in  one 
"  reciprocating  block  in  such  a  manner  that  the  staple  is  completely  formed  in 
"  the  one  operation  or  stroke  of  the  machine,  as  hereinbefore  described." 

The  Defendant  by  his  Defence  denied  infringement,  and  alleged  that  the  15 
Patent  was  invalid.    By  his  Particulars  of  Objections,  he  alleged  : — (1)  That  the 
person  to  whom  the   Patent   was  granted  was  not  in  law  the  true  and  first 
inventor   of  the  alleged  invention ;   (2)  that  the  alleged  invention  was    not 
useful  ;   (3)  that  the  Complete  Specification  of  the  alleged  invention  did  not 
particularly  describe  and  ascertain  the  nature  thereof,  and  in  what   manner  20 
the  same  was  to  be  performed  ;  that  Claims  1,  2,  3,  4   and  5  of  the  said 
Specification,   did   not  define   the    extent   of  the  monopoly  intended  to  be 
therein  respectively  claimed,  and  that  the  public  were   not  told   what  they 
might  and   what   they   might  not  do ;   (4)  that  the  said  Claims  of  the  said 
Specification  were  vague  and  ambiguous,  and  were  not  proper  Claims  for  the  25 
grant    of   valid    Letters    Patent ;    (5)    that    the    said    Specification    did    not 
distinguish  what  parts  of  the  alleged   invention  were  new,  and  what  were 
old ;   (6)  that  the  alleged  invention  was  not  proper  subject-matter  for  valid 
Letters  Patent  having  regard  to  the  state  of  common  knowledge  at  the  date 
of  the  Patent   and  to  the  matters  stated  in  paragraphs  7  and  8  ;    (7)   that  30 
the  alleged  invention  was  not  novel,  having  been    published  in  this  realm 
prior  to  the  date  of  the   Patent  by   the   publication  at   the    Patent    Office 
of  the  following  Complete  Specifications :  (a)  Coupaly  No.  15,905  of  1890,  the 
whole  was  relied  on  with  respect  to  Claims  1,  2,  3,  4,  9, 10, 11, 12,  14, 15, 17 
18, 19,  21,  22,  23,  24,  26  and  37,  of  the  Specification  of  the  alleged  invention  ;  35 
(b)  Bed/em^  No.  18,139  of  1894,  the  whole  was  relied  on  with   respect  to 
Claims  1,  2,  3  and  4,   of  the   Specification  of  the  alleged   invention ;   (c) 
Oimninghaniy  No.  1273  of  1889,  the   whole  was  relied   on  with  respect  to 
Claims  1,  2,    3,  4  and  22,  of  the  Specification  of  the    alleged    invention; 
yd)  Lake,  No.  6056  of  1893,  the  whole  was  relied  on  with  respect  to  Claims  1  2,  40 
3,  4,  9,  10,  11,  14,  15,  17,  18, 19,  21  and  22,  of  the  Specification  of  the  alleged 
invention.    A  prior  user,  alleged  in  the  Particulars,  was  afterwards  abandoned. 

Further  Particulars  of  Objections  which  were  delivered,  alleged  that : — 
(1)  The  Complete  Specification  of  the  alleged  invention  did  not  particularly 
describe  and  ascertain  the  nature  thereof,  and  in  what  manner  the  same  was  45 
to  be  performed  in  as  much  as  the  same  Specification  at  page  37,  lines  53  to  57 
stated,  that  the  alleged  invention  might  be  put  in  practice  by  means  of  two 
machines,  and  no  sufficient  information  was  given  as  to  how  this  was  to  be 
done,  or  what  parts  of  the  mechanism  described  were  to  be  incorporated  in 
one  machine,  and  what  in  the  other,  or  how  such  machines  were  to  be  50 
constructed,  arranged  or  operated ;  (2)  that  the  claims  of  the  Complete 
Specification  of  the  alleged  invention  which  were  invalid  for  want  of  proper 
subject-matter,  were  Claims  1,  2,  3,  4,  5,  6,  7,  8,  9, 10, 11, 12,  14, 15, 16, 17, 18, 
19,  81,  32,  23,  24,  26,  27  and  37. 

MouiUon  K.O.,  and  A.  J.  Walter  (instructed  by  Wilson,  Bristows  A  Oarpmael)  55 
appeared  for  the  Plaintiffs  ;  Bav^fteld  E.C.,  and  W.  Neill  (instructed  by  T.  E. 
Orooker)  appeared  for  the  Defendant 
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Moulton  K.C.,  opened  the  Plaintiffs'  case.  The  operation  of  bootmaking, 
once  done  entirely  by  hand,  has,  dnring  the  last  twenty  years,  been  turned  into 
a  mechanical  mannfacture.  There  are  some  sixty  operations  to  be  performed, 
and  ihe  Plaintiffs  own  a  series  of  machines  for  doing  the  different  operations. 
5  'Rie  patented  machine  is  one  of  the  series  ;  it  makes  and  fastens  mechanically  a 
wire  fastening,  rivet-clinched  at  both  ends,  for  the  purpose  of  stitching  together 
piecee  of  leather  ;  for  instance,  two  layers  of  the  sole  of  a  boot.  The  fastener 
has  a  single  shank,  a  dependent  head  forming  the  first  clinch  and  a  clinch 
upwards  at  the  bottom ;  it  is  a  letter  C  when  in  the  leather.    It   is  the  first 

10  mceessfnl  fastening  of  the  kind — ihe  first  effective  bingle-shanked  rivet  for 
leather.  CHaples  will  not  do.  Being  double-shanked  they  give  too  much 
flitiffness.  The  machine  woriis  rapidly  and  effectively,  and  the  boots  made  have 
flexibility.  This  form  of  fastening  is  cheaper  than  any  other  form  of  tacking. 
Mneh  of  the  success  arises  from  the  character  of  the  fastener — ^the  single  shank, 

IS  i^e  dependent  head,  and  the  clinch  at  the  bottom.  But  the  problem  of  getting 
a  machine  to  make  and  drive  it  in  was  a  very  complicated  one.  This  machine 
drives  the  fasteners  into  the  leather  without  the  use  of  awls  first.  This  improves 
ttie  grip,  but,  as  thin  wire  has  to  be  used,  it  makes  the  problem  more  difficult. 
f  The  working  of  the  patented  machine  was  then  shown.]     On  the  question  of 

SO  invetalion  there  is  something  prior  to  contriving  the  parte.  The  real  invention 
in  such  a  machine  is  determining  the  cycle  of  operations.  This  is  described  in 
t^  first  Olaim.  The  operations  are  feeding  the  wire,  shaping  the  shank — ^that  is, 
tiie  long  leg — severing — thus  getting  an  { — shaping  one  end  into  a  hook,  driving, 
guiding  during   driving,  and  clinching.     The  length  of  the  shank  may  be 

25  adjtmted  to  the  thickness  of  the  material.  That  is  an  ingenious  adjustment,  but 
nothing  turns  on  it  in  this  case.  The  true  invention  is  the  conception  of  a  cycle 
leading  up  to  the  effective  fastening.  The  first  Claim  is  the  core  of  the  invention. 
The  Defendant  makes  a  slight  change  in  the  way  he  carries  it  out,  he  withdraws 
his  fmvil  instead  of  pushing  forwai^  the  staple,  but  he  performs  the  cycle  and 

80  produces  the  same  result,  namely,  the  effective  fastenings.  Therefore,  he  has 
infringed,  apart  from  copying,  as  we  allege,  parts  of  the  machine;  also  his 
machine  Ss,  «s  a  machine,  an  infringement  of  the  Plaintiffs'.  [Enlarged  and 
coloured  drawings  of  tbe  Plaintiffs'  and  Defendant's  machines  were  shown  and 
es:plalned.]     The  Defendant  withdraws  his  anvil,  and  his  bevel  is  on  a  plane 

^  aJt  right  angles  to  the  Plaintiffs'.  The  wire  is  severed  after  bending,  thus,  as  in 
tire  Plaintiffs',  getting  a  1  shape  with  bevels  at  each  end.  There  is  guiding  and 
driving  down  against  a  cup-shaped  anvil,  forming  the  hook  at  the  bottom.  The 
guiding  is  very  important  to  accurate  driving.  Unvarying  success  is  necessary. 
Abovt  three  boots  a  minute  are  done.    In  ifhe  second  Olaim  there  is  a  more 

fO  general  statement  of  the  cycle,  but  even  in  that  more  general  form  there  is 
novelty,  titility,  «nd  invention.  [BuCKLBY  /.—The  first  Claim  is  for  the 
method,  iJhe  second  for  the  machine.]    That  is  so. 

The  following  witnesses  were  called   for  the  Plaintiffti :— ZHi^aW   Clerk, 
W.  J.  Tennant  ^  member  of  the  firm  of  BouU^  Wade  A  Kilbum),  M.  A.  Adams, 

tS  O.  Bmffon,  T.  Hammond,  W.  Tidd,  J.  Sunnbwme, 

Tbe  following  witnesses  were  called  for  the  Defendauft  :—A.  Bryan,  W.  C. 
Bidlock,  S.  N.  Lewis,  E,  A.  Hanrris,  and  the  Defendant,  TT.  Thompson. 

Bausjfisld  K.O.,  summed  up  the  Defendant's  case. — There  has  been  a  change 
flif  front  1>y  iite  Plaintiffs  as  to  what  is  the  substance  of  the  invention.    The  case 

90  '♦Wft  opened  on  the  first  Claim,  and  on  the  cycle  of  operations.  The  Specifica- 
^im.  "does  not  define  what  is  novel  in  the  combination.  A  construction  of  the 
CAftim  involving  the  order  of  the  operations  is  what  was  opened.  But  now  it  is 
fuk%  Khftt^e  order  is  not  material.  The  Claim  is  therefore  silent  on  a  material 
piMt,  aaid  the  novelty  is  not  defined.      If  Claim  2  is  for  a  machine  to 

9b  awry  ^trt  the  method  as  the  words  **  subetantially  as  described  "  imply,  «ien 
flnUt  didbai  does  not  help  the  Plaintiifs,  if  the  Defendant  is  not  within  the  first 
OMm.'On  the  question  of  fact — ^how  the  Defendants'  machine  was  when  inspected 
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—the  Plaintiffs  have  to  show  how  the  machine  was  in  fact  worked.  The 
Defendant's  Specification  is  no  evidence  as  to  how  the  machine  was  used.  The 
Defendant  had  to  frame  his  Complete  Specification  to  conform  to  the  Pro- 
visional Specification,  and  thought  it  was  necessary  to  draw  the  Complete 
Specification  as  it  is  drawn.  The  Defendant  had  discovered  that  it  was  best  to  5 
give  the  cutter  a  lead  on  the  shaper,  and  that  is  the  fact.  If  the  Plaintiffs 
establish  that  it  is  an  infringement  to  use  the  machine  with  the  shaper  set  in 
advance,  they  are  only  entitled  to  an  injunction  against  such  a  use.  But 
assuming  that  the  fact  is  not  as  the  Plaintiffs  allege,  it  is  agreed  that  in  their 
machine  it  is  important  to  bend  first.  Therefore  the  order  of  operations  is  10 
material.  Mr.  Swinburne's  view  on  infringement  was  that  there  might  be  an 
infringement  notwithstanding  a  variation  in  the  order ;  but  really  it  was  that 
the  Defendant  produced  a  fastener  with  legs  of  unequal  length.  If  the  order  of 
operations  is  not  essential,  the  Plaintiffs  are  driven  to  say  that  any  machine 
making  such  a  fastener  is  an  infringement.  Getting  the  particular  fastener  is  15 
the  Patent,  but  the  Plaintiffs  cannot  rely  on  the  merits  of  the  particular  fastener. 
[BUOKLBY  /.—The  Patent  is  for  the  method  of  getting  and  driving  in  the 
fastener  and  the  machine  for  so  doing.  The  particular  fastener  is  of  the  essence 
of  it  ?]  Yes  ;  but  the  merit  of  the  fastener  cannot  be  brought  in.  The  Patent 
does  not  prevent  the  Defendant  from  employing  a  different  method  and  machine  20 
for  getting  the  same  fastener.  Mr.  Sunnbume  put  the  cycle  of  operations  aside. 
[Buckley  /.—Suppose  that  the  order  of  sequence  was  not  made  essential  in 
the  Specification  ?]  The  Patentee  could  not  claim  it  so  widely.  The  whole 
method  of  the  first  Claim  must  be  taken  in  order  to  infringe.  The  second  Claim 
is  for  a  machine  substantially  as  described.  [BUCKLBY  J,— Are  you  not  doing  25 
it  "  substantially  as  described  "  ?  Do  not  these  words  qualify  making  and  setting  ?] 
Taking  it  so,  it  applies  to  all  the  points  there  mentioned.  One  cannot  make  a 
claim  by  function;  but  effect  must  be  given  to  the  words  "substantially  as 
"  described,"  otherwise  there  would  be  a  claim  by  function,  that  is,  independent 
of  the  form  of  the  parts  and  only  described  by  what  it  does.  But  I  submit  that  30 
**  substantially  as  described "  brings  in  the  whole  machine,  and  there  is  no 
evidence  that  the  Defendant's  machine  is  the  same;  it  has  different  charac- 
teristics. The  Defendant's  machine  does  the  bending  and  cutting  at  one 
movement  The  state  of  public  knowledge  is  important.  The  doctrine  of 
mechanical  equivalents  does  not  apply  where  the  field  has  already  been  35. 
occupied,  Curtis  v.  Piatt  (L,R.  3  Ch.  D.,  135n),  as  opposed  to  Proctor  v.  Bennis, 
(4  R.P.C.  333),  where  a  new  result  was  obtained.  Here  the  Plaintiffs  cannot  say 
that  the  fastener  is  a  new  result.  No  suggestion  is  made  that  the 
anticipations  will  not  actually  work.  Machines  that  drove  staples  with  legs  of 
equal  length  were  old.  The  practical  step  was,  having  the  staple  of  unequal  40 
length  but  this  idea  could  not  have  been  protected.  What  alteration  was 
necessary  for  this  in  existing  machines,  e.g.,  Coupal  f  A  very  small  alteration 
is  necessary.  The  Defendant  has  made  a  machine  for  getting  a  staple  with  legs 
of  unequal  length,  but  quite  different  from  the  Plaintiffs'  machine.  The 
Defendant  has  followed  a  different  line  and  has  avoided  by  so  doing,  any  45 
diflftculty  in  driving  staples  with  legs  of  unequal  length.  As  to  the  duty  of 
defining  what  is  novel  in  the  invention  I  rely  on  Foxwell  v.  Bosiock  (4  D.  J.  &  S. 
29S\  Harrison  v.  Anderston  Foundry  Co.  (L.R.  1  App.  Cas.  574),  and  Kym)ch 
V.  Webb  (17  R.P.C.,  100).  There  is  no  hint  throughout  the  Specification  of  any 
advance  on  the  old  system  of  rivets.  The  claims  are  bad,  unless  proper  50 
meaning  is  given  to  "  substantially  as  described "  ( Automatic  Machinery 
Company  v.  Knight,  6  R.P.C.,  297).  The  limitation  on  Foxwell  v.  Bostock, 
that  the  rule  does  not  apply  to  a  combination,  only  applies  to  a  combination 
claim  in  a  legal  sense  {Harrison  v.  Anderston  Foundry  Company). 
Claim  2  is  not  a  mere  combination  claim.  In  Kynoch  v.  Webb,  the  55 
principle  of  Foxwell  v.  Bostock  was  maintained.  Under  the  Claim,  construed 
as  contended  for  by  the   Plaintiffs,  they  would  be  entitled  to  an  injunction 
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against  the  nee  of  Coupal  adjusted  to  make  staples  with  legs  of  unequal  length. 
If  ^*  substantially  as  described  '*  limits  the  claim  to  the  machine  described,  then 
there  is  no  infringement.  If  it  is  for  a  machine  substantially  carrying  out  the 
method,  then  what  is  new  either  in  the  machine  or  the  method  is  not  pointed 
5  out.  The  Patentee  has  not  indicated  that  his  step  is  merely  from  an  existing 
machine.  [Buckley  J, — You  say  he  ought  to  have  indicated  what  part  of  the 
method  was  the  novelty,  there  being  nothing  new  in  the  individual  acts  ?]  Yes. 
There  is  a  material  difference  in  the  Plaintiffs'  fastener  from  GoupaVs  in  that 
in  the  former  there  is  a  bevel  up  to  the  top  and  it  is  necessary  to  hold  firmly. 

10  [BUOKLET  «7. — What  is  the  importance  in  the  Plaintiffs'  machine  of  holding 
the  wire  whilst  one  bends  ?]  The  evidence  is  that  there  would  be  some 
difficulty  in  doing  the  bending  properly,  which  there  would  not  be  in  CoupaVs 
or  in  the  Defendant's  machine.  If  Claim  1  involves  a  sequence  of  operations, 
and  not  a  mere  group,  there  may  be  novelty  and  there  may  be  no  difficulty  in 

15  Foxtaell  v.  Bostock,  but  if  it  is  wider  then  the  Plaintiffs  are  in  difficulties  on 
both  these  points.  With  the  exception  of  the  order  of  bending  and  cutting, 
the  whole  sequence  is  old.  [BUOKLEY  J. — The  second  Claim  is  either  for 
the  machine  described  or  one  is  thrown  back  on  the  same  points  which  arise  on 
the  first  Claim/]    That  is  my  argument.    In  the  Automatic  Weighing  Machine 

20  Company  v.  Knight  (6  R.P.C.  297)  the  first  Claim  was  by  function  and  apart 
from  '^ substantially  as  described"  covered  the  Defendant's  machine;  but  it 
was  treated  as  a  Claim  for  the  combination,  and  was  held  not  to  be  infringed. 
[The  evidence  was  then  referred  to.]  No  single  part  of  the  Defendant's 
machine  has  been  taken  from  the  Plaintiffs'  machine  ;  moreover,  in  solving  his 

25  problem  the  Defendant  has  not  even  borrowed  any  idea  from  the  Plaintiffs. 
The  Defendants  do  not  necessarily  get  the  clinch  in  the  plane  of  the  staple, 
which  is  the  Patentee's  idea.  On  the  evidence,  comparing  the  two  machines  as 
a  whole,  there  is  no  infringement,  the  machines  are  not  substantially  the  same. 
As  to  the  guiding  arrangement,  the  Defendants  having  not  got  that,  but  simply 

30  CoupaVs  old  arrangement.  The  order  of  bending  before  cutting  was  on  the 
opeoing  of  the  Plaintiffs'  case  put  forward  as  essential. 

Motdton  K.C.,  in  reply. — The  order  of  operations  is  not  of  the  essence  of 
the  invention  and  was  not  so  put  forward.  The  cycle  of  operations  is,  but  not 
the  order  of  them,  but  the  order  of  operations  in  the  Defendant's  machine  as  used 

35  before  the  action  is  in  fact  precisely  as  described  in  the  Plaintiffs'  Specification. 
Whether  the  bending  is  before  or  after  cutting  is  not,  however,  of  the  essence. 
I  have  only  to  deal  with  the  infringement  before  action,  in  which  bending 
occurred  before  severing;  which  is  not  as  the  machine  is  now  set.  I  shall 
submit  that  bending  before  cutting  is  not  essential,  so  that  I  put  the  case 

40  l>oth  ways.  As  to  validity,  it  is  very  important  that  the  fastener  is  new. 
The  Patent  is  for  a  new  result.  The  invention  is  for  doing  a  new  thing, 
not  an  old  thing  in  a  new  way.  The  fastener  in  situ  does  new  things,  never 
accomplished  before.  The  Plaintiffs  do  not  in  this  action  claim  the  fststener, 
but  the   invention    does  lead    to  a   new    result,   which  is  a   material    fact, 

45  {Proctor  v.  B&nnis  4  R.P.C.  333).  No  one  ever  fastened  soles  to  boots  per- 
manently by  wire  fastenings  at  all,  whether  by  staples  with  legs  of  equal  or 
unequal  length.  I  do  not  say  the  I'atent  prevents  anyone  from  getting 
a  staple  shaped  like  a  letter  C  into  a  boot  in  every  way.  [BuCKLBY  /.—How 
then  is  the  novelty  of  so  doing  material  ?  How  would  the  Plaintiffs  be  affected 

50  if  it  had  bein  done  before  ?]  It  might  affect  the  Plaintiffs'  position.  [BUOKLBY 
J, — Is  this  new,  as  a  lock-stitch  was  new— a  "  new  idea.".^]  This  invention  is 
of  that  type.  The  Patentee  can  claim  the  new  fastener  arrived  at  by  the  way 
in  which  he  arrives  at  it.  The  Patent  restricts  making  a  fastener  of  single 
shank  with  a  depending  head,  driving  it,  and  subsequently  clinching  it.    The 

55  fundamental  error  on  the  other  side  h^  been  neglecting  the  novelty  of  the  result. 
There  is  novelty  throughout  Claim  1.  There  was  previously  no  machine  to 
form  a  thing  with  a  depending  head  and  then  drive  it.    The  purpose  was  new  and 

0 
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every  step  was  new  applied  to  this  subject-matter.  [BUCKLBT  J. — It  was  novel 
to  expose  a  piece  of  wire  to  forces,  with  the  result  that  it  penetrated  the  sole  of 
a  boot  in  the  form  of  a  letter  C  ?]  That  is  sufficient  for  me  to  contend  for.  As 
to  the  alleged  anticipations,  there  were  awls  used  so  that  there  was  no  driving. 
In  CoupaVs  there  was  an  equal  legged  staple  with  the  points  turned  up  perpen-  5 
dicularly  to  it.  There  is  no  evidence  of  user,  but  if  used  it  was  only  for  tacldng. 
To  alter  GoupaVs  in  the  light  of  the  invention  will  not  save  the  Defendant  from 
infringement.  [BUCKLBY  J. — Have  you  claimed  and  could  you  claim  every  way 
of  doing  the  new  thing  ?]  The  Patentee  claimed  all  machines  in  which  the 
formation  of  the  wire  produces  a  thing  with  a  dependent  head  ;  the  top  curvature  10 
is  made  before  driving.  Claim  2  is  for  a  machine  which  both  makes  and  sets, 
characterised  by  three  operations  which  must  be  present  in  substance.  "  Sub- 
"  stantially  as  described  "  does  not  bring  in  the  details.  \^Gammon8  v.Battersby 
(21  R.P.C.  322),  was  referred  to.]  Here  Claim  2  is  for  a  machine  carrying  out  the 
method.  In  Claim  1,  the  vaiious  necessary  steps  are  more  in  detail ;  in  Claim  15 
2,  the  Patentee  does  not  restrict  himself  to  the  particular  method  of  forcing  the 
fastener  with  a  dependent  head.  .  ''  Substantially  as  described  ^'  has  ratlier  a 
widening  effect.  In  both  Claims  the  Patentee  has  claimed  by  means  of  that 
which  constitutes  the  real  invention — the  putting  the  fastener  into  the  boot 
mechanically  by  means  of  passing  through  the  stage  of  a  dependent  head.  20 
There  is  ample  subject-matter  in  both  these  Claims.  As  to  the  words 
^'  substantially  as  described,"  where  a  Claim  condescends  on  particulars,  these 
words  do  not  destroy  that,  but  merely  mean  that  the  combination  must  be 
present  in  substance.  A  combination  need  not  be  of  parts  of  a  machine,  but 
may  be  of  processes.  The  words  "  substantially  as  described  "  in  Claim  2  do  25 
not  mean  that  the  machine  is  claimed  substantially  as  described,  but  that  the 
operations  must  be  present  in  substance.  So  in  the  first  Claim,  the  seven  opera- 
tions must  be  present  in  substance.  There  is  no  question  as  to  the  novelty  of 
such  Claims,  and  they  are  not  too  broad.  In  fact,  when  the  Defendants^  machine 
was  inspected,  the  bending  was  done  first.  Neither  on  the  Specification  nor  on  30 
the  evidence  is  it  made  essential  that  the  bending  should  be  done  first,  although 
that  is  the  best  way,  and  the  machine  described  so  acts.  But  this  is  not  made 
part  of  Claim  1  or  Claim  2.  As  to  Foxwell  v.  Bostock,  that  decision  was 
interpreted  to  mean  that  the  points  of  novelty  were  to  be  enumerated  ;  but  the 
true  meaning  is  shown  in  Harrisoti  v.  Anderston  Foundry  Co.^  namely : —  35 
that  the  Patentee  must  show  what  was  novel,  but  in  a  combination  Patent  he 
need  not  state  what  elements  are  novel,  for  he  does  not  claim  the  elements,  but 
the  combination.  The  principle  really  is  that  the  Patentee  must  define  his 
invention.  At  the  date  of  Foxwell  v.  Bostock^  Specifications  had  not  to  end  with 
claims.  As  to  Webb  v.  Kynoch  [Bucklky  /.—the  passage  in  17  R.P.C.  p.  115,  40 
1.  40,  states  the  whole  matter.]  In  that  case  there  was  nothing  new  in  what  was 
claimed  apart  from  "  substantially  as  described,"  that  is  not  so  here.  As  to  the 
Defendant's  machine  being  an  alteration  of  CoupaVSy  that  argument  is  the  same 
as  was  rejected  by  the  House  of  Lords  in  Moser  v.  Marsden  (13  R.P.O.  24).  A 
Patentee  has  a  right  to  prevent  anyone  from  altering  an  old  machine  so  as  to  45 
use  his  invention.  The  invention  it  is  submitted,  is  properly  defined  ;  and  it 
is  novel  and  useful,  is  not  too  widely  claimed,  and  has  been  iofringed. 
\Bou8field  K.C.,  referred  to  p.  332  1.  47  in  the  report  of  Proctor  v.  Bennis, 
(4  R.P.C.  333)].  It  was  a  case  in  which  mechanical  equivalents  could  be 
claimed.  50 

BUOKLEY  J. — To  arrive  at  a  correct  decision  in  this  case  it  is  essential  to  bear 
steadily  in  mind  two  points  :  the  first  is  that  the  Patent  upon  which  the  action 
is  brought  does  not  include  any  claim  in  respect  of  the  invention  of  a  new 
fastener.  The  Plaintiffs  will  not  succeed  upon  the  mere  ground  that  the  form 
of  the  fastener  is  new,  if  it  be  new,  nor  fail  on  the  ground  that  it  is  old,  if  it  be  55 
old.  The  second  is,  that,  notwithstanding  the  above,  the  form  of  the  fastener  is 
an  essential  and  vital  factor  in  determining  what  is  the  invention  which  is  the 
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sabject  of  the  first  and  second  Claims.  Assume  the  form  of  tlie  i^tener  to  be 
old,  yet,  if  that  form  of  fastener  has  never  previously  been  introduced  into  the 
sole  of  a  boot,  there  is  a  new  result,  and  none  the  less  because  it  is  a  new  result 
obtained  with  an  old  fastener.  This  is  a  matter  which  has  considerable  bearing 
5  upon  the  question  which  I  have  to  determine.  The  form  of  fastener  in  question 
is  best  described,  I  think,  as  the  form  of  the  capital  letter  ()•  It  is  a  single 
strand  of  wire  passed  through  the  material  and  clinched  at  both  ends.  It  is  a 
headless  nail,  of  which  both  ends  are  clinched.  By  his  first  Claim  the  Patentee 
claims,  I  think,  to  be  the  inventor  of  a  method  by  which  a  continuous  strand  of 

10  wire  shall  be  so  dealt  with,  as  that  the  following  results  shall  ensue — there  shall 
be  formed  in  a  portion  of  the  wire,  severed  with  a  bevelled  edge  of  the  requisite 
length,  the  top  curvature  of  the  letter  C — that  which  the  Patentee  calls  the 
dependent  head— the  wire  shall  then  be  driven  through  the  material  without  the 
use  of  an  awl,  and  the  curvature  at  the  foot  of  the  letter  G  shall  be  then  formed 

15  on  the  other  side  of  the  material.  For  the  Patentee's  method,  as  I  understand 
it,  the  above  sequence  is  essential,  but  in  the  operations  which  he  describes  he 
does  not  otherwise,  I  think,  render  it  essential  that  the  exact  order  mentioned 
in  the  first  Claim  shall  be  observed.  An  ordinary  nail  with  an  upset  head  is  a 
nail  held  at  the  one  end  by  the  resistance  between  the  material  and  the  splay  of 

20  the  head  extending  in  every  direction  round  the  shank  of  the  nail.  The 
dominant  idea  of  the  Patentee's  method  is  that  there  shall  be  no  such  upset 
bead.  There  is  to  be  a  head  with  a  depending  point,  and  when  the  fastener  is 
driven,  this  depending  point  is  to  enter  the  stock  and  form  the  seating  of  the  head 
(see  the  Specification  page  17,  line  13*).    The  formation  of  an  upset  head  would 

25  be  difficult,  perhaps  impossible,  in  a  continuous  strand  of  wire,  and  for  his 
purpose,  even  if  it  could  be  formed,  it  is  not  as  advantageous  as  his  dependent 
head.  The  dominant  idea  is  that  the  top  curvature  of  the  letter  G  shall  form  a 
head,  extending  only  on  one  side  of  the  shank  of  the  fastener,  and  that  this 
fastener  shall  be  driven  or  clinched  into  the  material,  so  that  the  fastener  shall 

4)0  obtain  its  hold  by  gripping  a  certain  portion  of  the  material  itself  between  the 
shank  of  the  fastener  and  the  point  of  the  head.  The  Patentee  achieves  his 
result  by  certain  mechanical  means.  They  are  shortly  these — the  wire,  before 
severance,  is  bent  over  an  anvil  by  a  shaper,  so  that  the  shank  of  that  which  is 
to  be  the  fastener  is  bent  at  right  angles  to  the  continuous  wire  ;  the  wire  is 

35  then  cut  by  a  knife  which  operates  diagonally  across  the  wire  and  produces  a 
taper  end  with  a  sharp  edge,  the  taper  extending  up  to  the  curve  of  the  bend 
made  as  above,  or,  as  the  Patentee  calls  it,  the  back  of  the  bend  made  by  the 
shaper.  The  knife  moves  in  a  horizontal  plane  and  the  surface  of  the  bevel  is 
thus  in  a  horizontal  plane.    The  knife  is  followed  by  a  pusher,  which  pushes 

40  the  embryo  fastener  into  the  second  position,  where  the  dependent  head  is  bent 
downwards  over  the  anvil  by  the  bender,  so  as  to  form  what  I  call  the  top 
curvature  of  the  letter  Q.  The  pusher  then  pushes  the  fastener,  whose  form  is 
now  completed  for  driving  into  the  leather,  into  a  third  position  where  it  is 
clear  of  the  anvil.    The  driver  descends,  drives  the  fastener  mto  the  sole  of  the 

45  boot,  where  it  engages  the  horn  on  the  other  side,  with  thd  result  that  the 
clinch  at  the  lower  end  of  the  letter  C  is  established. 

The  Defendant's  operation  is  mechanically  verj-  different.  The  Patentee's 
anvil  is  fixed,  the  Defendant's  is  withdrawn.  The  Patentee's  fastener  is  dealt 
with  successively  in  three  different  positions  in  three  different  vertical  planes. 

50  The  Defendant's  fastaner  is  dealt  with  throughout  in  one  position  in  one 
verti(5al  plane.  The  Patentee's  knife  moves  in  a  horizontal  plane.  The 
Defendant's  knife  moves  in  a  vertical  plane.  The  Defendant's  operations  are 
throughout  conducted  in  what  I  may  call  one  chamber  of  which  the  vertical 
face  of  the  anvil  after  withdrawal  forms  ultimately  one  of  the  sides,  and  the 


♦  Ante  page  178,  line  34. 
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whole  operation  is  effected  by  one  blow  in  one  vertical  direction.  In  fact,  as 
regards  mechanical  operation  the  Defendant's  process  is  very  largely  dissimilar 
to  that  of  the  Patentee,  but  the  result  of  the  operation  is  that  the  Defendant,  by 
the  nse  of  mechanical  equivalents,  achieves  the  new  result  which  the  Patentee 
achieves,  and  does  so,  as  it  seems  to  me,  by  the  method  which  the  Patentee  5 
covered  by  his  first  Claim.  The  case  was,  or  at  any  rate  appeared  to  me  to  be 
opened  by  Mr.  Mrndton,  and  the  evidence  adduced  in  the  first  instance  directed 
to  show  that  the  essence  of  the  first  Claim  lay  in  the  sequence  or  cycle  of  the 
seven  operations  which  are  detailed  in  the  first  Claim.  A  large  part  of  the 
evidence  in  the  case  has  raged  round  the  question,  as  to  whether  the  Defendant  10 
severs  his  wire  before  he  bends  it,  or  bends  his  wire  before  he  severs  it* 
In  my  opinion  the  case  does  not  fall  to  be  decided  upon  ascertaining  which  of 
those  two  propositions  is  the  true  one.  Whether  the  Defendant  severs  before 
he  bends  or  bends  before  he  severs,  he  has,  I  think,  by  different  mechanical 
equivalents  achieved  the  new  reault  which  the  Patentee  had,  for  the  first  time,  15 
shown  how  to  achieve  by  adopting  the  Patentee's  method.  Upon  the  evidence 
no  one  has  ever  before  achieved  the  result  of  driving  a  thin  wire,  without  the 
use  of  an  awl,  through  leather  into  the  sole  of  a  boot  so  as  to  clinch  both  ends. 
To  clinch  a  headless  nail  by  hammering  down  both  ends,  of  course  was  a 
known  device,  but  it  was  a  new  thing  to  suggest  a  method  by  which  that  result  20 
could  be  achieved  in  the  difficult  circumstances  which  had  to  be  encountered 
where  the  substance  to  be  treated  was  the  sole  of  a  boot. 

Having  said  this  much,  I  turn  to  the  Claims  in  the  Plaintiffs'  Specification. 
I  am  concerned  only  with  the  first  two  Claims.  There  are  numerous  other 
Claims  ;  some  of  them  relate  to  many  minute  and  elaborate  precautions  which  25 
the  Patentee  takes  to  ensure  that  his  f^istener  shall  drive  in  the  required  direction. 
There  is  no  suggestion  that  the  Defendant  has  taken  these.  The  attention  of 
the  Court  has  been  directed  only  to  the  validity  of  the  first  two  Claims,  and  the 
question  of  whether  they  have  been  infringed.  These  are  the  questions  which 
I  shall  proceed  to  determine.  30 

The  first  Claim  is  to  a  method.  The  essential  parts  of  the  method  indicated 
in  my  judgment  are,  that  the  Patentee  shapes  one  end  of  the  wire  into  a  hook 
form,  then  drives  the  severed  fastener  without  using  any  awl,  and  guides  it 
during  the  driving,  and  then  clinches  the  penetrating  point.  That  method  was 
new,  and  none  the  less  new  if  the  form  ultimately  assamed  by  the  fastener  was  35 
old.  The  second  Claim  is  to  a  machine  characterised  by  the  operations  which 
he  details,  and  here  the  essential  matter  lies  in  the  first  of  these  operations, 
namely,  forming  a  dependent  head.  All  the  mechanical  means  taken  for 
carrying  out  his  method  were  old,  but  he  used  them  in  a  new  way.  The 
novelty  of  his  invention  lay  in  suggesting  that  you  should  so  use  well  known  40 
means  as  to  produce  a  particular  result,  and  a  result  which  was  new.  To 
produce  an  old  result  in  a  new  way  by  improvements  in  a  known  machine  for 
producing  that  known  result  is  a  patentable  invention,  but  in  such  a  case  the 
only  invention  is  that  new  way.  It  is  no  infringement  in  this  case  to  take 
mechanical  equivalents  {Curtis  v.  Piatt).  To  produce  a  new  result  by  a  new  45 
combination  of  known  mechanical  contrivances  is  also  a  patentable  invention. 
The  invention  in  this  case  is  to  suggest  a  new  combination  of  mechanical  means, 
so  as  to  achieve  the  new  result.  To  produce  the  same  results  by  a  like 
combination  of  mechanical  equivalents  is  therefore  an  infringement  (Proctor  v. 
Bennis).  To  apply  these  principles  to  the  present  case,  what  I  have  to  consider  is  50 
not  whether  the  particular  form  of  fastener  was  new,  but  whether  the  Patentee 
indicates  a  new  method  by  which  a  piece  of  wire  can  be  driven  through  the 
sole  of  a  boot  and  clinched  at  both  ends.  Was  the  method  and  was  the 
machine  the  Patentee  indicates,  and  by  which  he  has  achieved  the  result  of 
cutting,  driving  and  clinching  a  piece  of  wire  in  that  position  in  the  sole  of  55 
a  boot,  new  ?  Upon  the  evidence  it  is  plain  that  it  was,  so  that  whether  a 
fastener  in  that  form  was  new  or  not,  the  result  achieved  of  introducing  such 
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a  fastener  into  the  sole  of  the  boot  was  new.  The  case  falls  within  Proctor 
T.  BenniSy  and  not  within  Curtis  v.  Platt^  and  the  Defendant  cannot  escape 
infringement  by  saying  "  I  have  achieved,  it  is  true,  the  Plaintiffs'  resnlt  by 
^  the  Plaintiffs'  method,  bnt  my  mechanical  means  for  arriving  at  it  are  not  the 
5  *  same  as  theirs." 

It  is  said,  however,  that  the  invention  was  not  novel.  The  anticipations 
relied  upon  are  fonr  in  number.  I  may  dismiss  three  of  them  with  bnt  few 
words.  Cunningham^  Lake  and  Redfern  use  awls  and  do  not  drive  the 
fastener  unassisted  by  an  awl  direct  into  the  material.    Cunningham  does  not 

10  manufacture  ;  he  only  drives  his  fastener.  Cunningham  and  Uike  both  make 
staples  with  equal  legs.  Red/em  makes  unequal  legs,  but  his  operation  is  not 
one  of  clinching  into  the  material  on  a  horn,  but  of  wiping  over  or  bending 
down  the  projecting  ends  by  the  passage  of  a  clinching  segment.  The 
alleged  anticipation  with  which  I  really  have  to  deal  is  Coupal.    Coupal  makes 

li  staples  with  equal  legs,  but  he  has  a  device  by  which,  according  to  the  nature 
of  the  work,  the  length  of  the  legs  may  be  increased  or  reduced.  This  is  done 
by  two  separate  means,  one  of  which  increases  or  reduces  the  length  of  wire 
at  one  end  upon  which  the  one  leg  is  to  be  formed,  and  the  other  increases 
or  reduces  the  length  of  the  wire  at  the  other  end.     His  result  there  is  to 

20  produce  sdways  a  staple  with  equal  legs — with  legs  longer  or  shorter  as 
the  case  might  require.  It  would  be  an  easy  alteration  or  adjustment 
of  his  machine  to  adopt  the  device  by  which  be  reduces  the  length  of  one 
leg  and  omit  the  device  which  simultaneously  reduces  the  length  of  the 
other,  with  the  result  that  there  would  be  produced  a  staple  or  fastener  with 

25  unequal  legs. 

I  may  say  shortly,  that  the  Defendant's  machine,  which  is  said  to  infringe, 
is  in  substance  CoupaVs  machine,  treated  or  adjusted  as  above  suggested. 
Coupons  was  of  earlier  date  than  the  Plaintiff's  Patent.  Upon  this  the 
Defendant  argues  that  it  was  open  to  him  to  use  CoupaVs^  and  to  use  it  in 

30  any  way  that  he  thought  proper,  and  that  that  is  what  he  is  doing.  To  this 
I  shall  best  make  answer  in  a  few  words  of  Lord  Justice  Romer's  in 
Oammons  Y.  Battersbyy  21  R.P.C.,  page  332.  He  there  said:  "Now  that  the 
*'  Plaintiffs'  invention  is  known,  it  is  easy  to  do  what  was  ingeniously  suggested 
**  by  the  Defendant's  Counsel  in  the  argument  before  us — that  is  to  say,  take  a 

35  "  previously  known  machine,  and,  with  what  might  appear  at  first  sight  a 
"  somewhat  insignificant  alteration  or  re-adjustment,  make  it  to  do  the  work  of 
"  the  Plaintiffs'  machine."  That  is  the  thing  which  the  Defendant  may  not 
do.  He  may  use  CoupaVs  machine,  but  he  may  not  take  it  and  by  a  some- 
what insignificant  alteration  of  it,  make  it  produce  that  new  result  which  the 

40  Patentee  has  indicated  and  protected  by  his  Patent.  The  Defendant  says  that 
if  the  Patentee's  claim  is  good,  the  Plaintiffs  would  be  entitled  to  prevent 
the  user  of  CaupaFs  machine.  That  is  not  so.  They  are  only  entitled  to 
prevent  such  a  user  of  CoupaVs  as  to  adopt  the  Patentee's  method  in  order  to 
achieve  the  Patentee's  result. 

45  Having  regard  to  what  I  have  said  as  to  what  is  in  my  view  the  Patentee's 
invention,  it  is  unnecessary  to  determine  the  question  of  fact  whether,  in  the 
Defendant's  nuchine  as  worked  by  Bryan^  the  cutter  had  the  lead  of  the 
shaper  or  the  shaper  had  the  lead  of  the  cutter,  but  in  case  anything  may  turn 
in  another  Court  on  this  question  of  fact,  I  may  add  that  I  find  as  a  fact  that 

50  Bryan  did  not  so  use  the  machine  as  that  the  shaper  had  the  lead  of  the 
cutter.  The  extraordinary  fact  that  the  Defendant's  Specification  unquestion- 
ably indicates  and  insists  upon  the  sha})er  having  the  lead,  and  the  fact  that  the 
very  machine,  which  has  been  produced  in  Court,  was  the  one  which  was  used  for 
the  purpose  of  the  preparation  of  the  Drawings  for  the  Defendant's  Specification, 

55  no  doubt  renders  it  necessary  to  scrutinise  closely  the  evidence  which  has  been 
given.  I  think,  however,  that  the  Patent  Agent  assigned  the  true  reason  when 
he  said  that  be  deliberately  drew  the  Drawings  that  way,  although  the  machine 
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was  the  other  way,  in  order  to  escape  the  question  of  disconformity  between 
the  Provisional  and  Complete  Specifications.  I  am  satisfied  by  the  evidence 
of  those  who  operated  the  machine  that,  in  point  of  fact,  it  would  not  work 
had  the  shaper  preceded  the  cutter,  and  they  so  adjusted  it  as  that  the  cutter* 
had  the  lead.  In  any  case  I  should  have  been  very  reluctant  to  decide  the  case  5 
upon  this  question  of  fact,  that  a  cutter  is  an  adjustable  part,  and  an  injunction, 
for  whose  alleged  breach  it  would  be  necessary  to  investigate  whether  the 
cutter  was,  say,  a  32nd  of  an  inch  before  or  behind  the  shaper,  would  have 
been  a  most  unfortunate  result. 

The  Defendant  however  contends  that  upon  the  rule  laid  down  in  Foxwell  v.  10 
Bostocky  the    Plaintiffs'    Patent  is  invalid,  because  it  does  not   sufficiently 
describe  and  identify  the  improvement  which  he  has  made,  and  define  the 
novelty  which  he  claims  as  his  invention.    I  will  endeavour  to  explain  in  my 
own  language  what  I  understand  to  be  the  result  of  Foxwell  v.  Bostocky  and 
the  cases  which  have  followed  it.    Assume  a  known  machine.    If  the  invention  15 
consists  in  an    improvement  or   addition   to    that    machine,  say  a  gridiron 
pendulum  which  is  introduced  into  a  clock,  the  Patentee  must  indicate  and 
claim  the  improvement  or  addition.    He  cannot  claim  the  whole  improved 
machine.    He  must  say  what  part  of  it  he  claims.    But  if  his  invention  be  for 
a  new  arrangement  and  user  of  the  constituent  parts  of  a  known  machine  in  a  20 
particular  way  so  as  to  produce  a  useful  result,  then  Foxwell  v.  Bostock  does 
not  apply.     In  the  former  part,  say  nine  parts  are  old  and  one  is  new,  the 
inventor  must  say  which  is  new.    In  the  latter  case  all  the  parts  are  old,  his 
invention  is  not  an  invention  of  any  one  of  the  parts ;  his  invention  lies  in  so 
arranging  and  using  parts,  each  and  every  oi  which  is  old,  as  to  achieve  some  25 
useful  result.    In  the  latter  case  ex  concessis  all  is  old  except  that  no  one  ever 
before  so  arranged  and  used  the  constituent  parts  as  the  Patentee  arranges  and 
uses  them.    In  that  case,  to  use  the  words  of  Lord  Cairns  in  Harrison  v. 
Anderston  Foundry  Company ^  the  combination  itself  is,  ex  necessitate^  the 
novelty.    Again,  if  some  of  the  elements  are  new,  but  the  Patentee  claims  only  30 
the  combination  as  a  whole  and  not  the  elements,  then  he  need  not  show  which 
elements  are  new.    It  is  clear  that  the  claim  is  for  a  combination  and  nothing 
but  a  combination ;  there  is  no  infringement  unless  the  whole  combination  is 
used,  and  it  is  in  that  way  immaterial  whether  any,  and  which  of  the  parts  are 
new.    The  language  is  that  of  Lord  Cairns  in  Harrison  v.  Anderston  Foundry  35 
Company,    The  whole  is  summarised  in  a  few  words  by  saying  that  the 
Patentee  must  show  what  is  the  new  thing  that  he  claims.    The  present  case 
in  my  judgment  falls  not  within  Foxwell  v.  Bostock^  but  within  Harrison 
V.  Anderston  Foundry  Company.     The  Patentee  does  not  by  the  first  two 
Claims,  or  either  of  them,  claim  to  have  invented  any  part  of  the  machine  40 
which  he  employs  to  carry  out  the  method  which  is  the  subject  of  the  first 
Claim.^    That  which  he  claims  to  have  invented  is,  as  it  seems  to  me,  the 
following : — First,  a  method  of  so  dealing  with  a  piece  of  continuous  wire  as 
that  it  shall  be  exposed  to  forces  which  sever  a  piece  of  the  requisite  length, 
bevelled  at  each  end  to  an  edge,  having  a*  top  curvature  or  dependent  head  45 
formed  before  driving,  and  shall  then  be  driven  into  the  sole  of  a  boot  without 
using  an  awl,  and  there  clinched  at  the  lower  end,  and,  secondly,  a  machine 
composed  of  well-known  parts  so  arranged  as  to  produce  that  result. 

I  arrive,    therefore,   at  the  conclusion  that  there  is  no  objection  to  the 
Plaintiffs*  Patent  upon  the  ground  that  the  Specification  does  not  sufficiently  50 
identify  the  invention.    I  think  that  the  Patent  is  valid  and  that  the  Defendant 
has  infringed  it,  and  1  therefore  grant  an  injunction  against  the  infringement 
with  the  costs  of  the  action. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  MR.  Justice  Warrington. 

January  14th  and  16th,  1905. 

McLay    t\    Lawks  &   Co.   Ld. 


$       Patent. — Action  for  Infrifigement. — Invention, — Prior   User, — Patent  held 
invalid* 

In  1901 J  a  Patent  was  granted  to  M.  for  ^^Improvements  in  heat  non- 
"  conducting  mcUerialsJ'^  The  Claim  was :  "  T^ie  use  of  tlie  waste  residvs 
**  (obtained  in  the  manufacture  of  tartaric  add)  in  combination  with  other 

10  **  non-conducting  materials^  especially  with  those  of  a  fibrous  nature—and  tvith 
"  agglutinating  substances  so  as  to  form  a  composition^  easily  applied  to  steam- 
^^^  pipe  boilers  and  ot/ier  vessels — to  prevent  tJie  radiation  oflieat,^^  In  1903^  M, 
commenced  an  auction  for  infringement  against  J.  B.  L.  &  Co.,  Ld.,  who  denied 
infringement  and  alleged  tJiat  the  Patent  ivas  invalid  for  ivant  of  svlyect" 

15  matter  and  novelty  ^  and  by  reason  of  prior  iMer^  prior  publication^  and  prior 
grant. 

Held,  tJiat  the  Patent  was  invalid  for  want  of  subject-matter^  and  by  reason 
of  prior  user  of  the  invention.    The  action  was  dismissed  with  costs. 

On  the  10th  June  1901,  Letters  Patent  (No.  11,813  of  1901)  were  granted  to 
20  Joseph  Corrie  Struthers  McLay  for  "  ImprovementB  in  heat  non-conducting 
"  materials." 
The  Complete  Specification  was  as  follows  : — 

'^  My  invention  consists  in  using  the  residue  which  is  produced  in  the  manu- 
'*  factsre  of  tartaric  acid,  as  a  non-conductor  of  heat,  in  combination  with  the 
25  ^  other  heat  non-conducting  and  adhesive  materials. 

"  Tartaric  acid  is  usually  manufactured  by  throwing  finely  powdered  bitartrate 
"  of  potash  and  finely  powdered  chalk  into  boiling  water  and  allowing  the  mixture 
^'  to  subside.  The  liquor  is  then  poured  ojQE  the  sediment  (bitartrate  of  lime)  and  a 
"  solution  of  chloride  of  lime  is  added  to  the  liquor,  producing  a  further  deposit 
30  "  of  bitartrate  of  lime.  The  bitartrate  of  lime  is  then  washed  with  sulphuric 
"  acid  and  the  residue  is  a  waste  product.  Now  this  residue  I  mix  with  an 
'^  animal,  vegetable  or  mineral  fibrous  material  and  with  flour  sweepings  or 
'*  silicate  of  soda  or  other  substances  of  an  agglutinating  nature.  I  find  by 
"  using  70°/o  of  this  residue  25  ^/^  of  asbestos  fibre  and  5  °/o  of  flour  sweepings,  as 
35  ^'  a  binding  material,  a  cheap  and  efficient  heat  non-conducting  covering  is 
**  produced. 
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"  Having  now  particularly  described  and  ascertained  the  natnre  of  my  said 
*'  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that 
"  what  I  claim  is  : — The  use  of  this  waste  residue  (obtaiued  in  the  manufacture 
"  of  tartaric  acid)  in  combination  with  other  heat  non-conducting  materials — 
"  especially  with  those  of  a  fibrous  nature — and  with  agglutinating  substances  5 
"  so  as  to  form  a  composition— easily  applied  to  steam  pipes  boilers  and  other 
"  vessels — to  prevent  the  radiation  of  heat." 

On  the  18th  of  June  1903,  McLay  commenced  an  action  against  Joseph  Bennet 
Lawes  d;  Co,  Ld.^  for  infringement  of  the  Patent,  claiming  the  usual  relief. 

The  Plaintiff  by  his  Statement  of  Claim  delivered  on  the  18th  of  July  1903,  10 
stated  that  (1)  he  was  the  grantee  and  owner  of  the  Patent ;  and  (2)  that  the 
Defendants  had  infringed  in  the  manner  stated  in  the  Particulars  of  Breaches. 

He  claimed  the  usual  relief.  The  Particulars  of  Breaches  alleged  that  the 
Defendants  had  at  divers  times  infringed  the  Patent  by  manufacturing,  selling 
and  using,  material  made  in  infringement  of  the  claiming  clause  of  the  Patent,  15 
and  in  particular  alleged  a  use  of  tartaric  acid  for  the  manufacture  at  the 
Defendants'  works  of  non-conducting  material  in  accordance  with  the  Specifi- 
cation. 

The  Defendants  by  their  Defence  delivered  the  13th  of  August  1903,  alleged 
that  (1)  they  had  not  infringed  the  Patent  threatened ;   (2)  the  Patent  was  20 
invalid  by  reason  of  the  matters  in  the  Particulars  of  Objections  appearing. 

The  Amended  Particulars  of  Objections,  delivered  the  20th  of  February  1904, 
alleged  inter  alia  tJiat  the  Plaintiff  was  not  the  first  and  true  inventor  ;  that  the 
invention  was  not  new,  but  had  been  published  in  the  realm  prior  to  the  date  of 
the  Patent  in  the  Specification  of  Albert  Kuhleweti^  No.  4632  of  1894 ;  that  the  25 
alleged  invention  had  been  published  in  the  realm  prior  to  the  date  of  the 
Patent  by  the  public  manufacture  and  sale  in  or  about  th6  year  1896  to  1899  at 
the  works  of  Kenwin  and  Company  of  17  Ward  Road  Stratford,  in  the  County 
of  Essex,  of  non-conducting  materials  constituted  as  described  in  the  Specifica- 
tion of  the  Plaintiff's  Patent;  that  the  Plaintiff  was  not  in  law  the  pro-  30 
prietor  of  the  right  to  make  and  sell  the  invention  claimed,  by  reason  that  the 
right  to  make  and  sell  the  invention  had  been  previously  granted  to  ^.  «7. 
Lawsan  and  Q.  Hutchinson  by  Letters  Patent  No.  10,710  of  1901 ;  want  of 
utility  and  want  of  subject-matter  were  also  alleged. 

The  action  came  on  for  trial    before  Mr.  Justice  WARRlNGTOy.     Hv^h  35 
Fletcher  Moulton  (instructed    by   Cecil    F.   T.  Jenningi)  appeared  for  the 
Plaintiff  ;  A.  J.  Walter  and  R,  Moritz  (instructed  by  Steadman^  Van  Praagh 
and  Oaylor)  appeared  for  the  Defendants. 

H.  F.  Moulton  (for  the  Plaintiff).  —  The  invention  is  a  new    substance 
for  covering  boilers  technically  called  '*  lagging."    It  prevents  the  too  rapid  40 
escape  of  steam.    Up  to  the  date  of  the  Patent  the  residual  arising  from  the 
manufacture  of  tartaric  acid  had  been  a  useless  product.    It  may  now  be  U8ed 
by  reason  of  the  Plaintiff's  invention  for  the  purpose  of  boiler  covering.    Large 
quantities  of  commercial  tartaric  acid  are  manufactured,  consequently  the  waste 
residual  is  very  large.    The  acid  is  derived  from  decomposed  grape  skiD»  taken  45 
from  the  wine  press.    Two  steps  are  necessary  in  its  production,  first  to  turn  it 
into  calcium  salt  for  which  purpose  it  is  mixed  with  a  solution  of  common  chalk, 
and,  secondly,  to  treat  it  with  sulphuric  acid  with  the  result  that  by  reason  of 
the  action  of  the  sulphuric  acid  and  its  attraction  for  the  calcium,  tartaric  acid 
and  sulphate  of  calcium  are  produced.    Calcium  sulphate  other  tluui  that  thus  50 
produced  by  precipitation  is  a  well-known  product,  but  the  form  of  calcium 
sulphate  covered  by  the  Patent,  containing  only  one  molecule  of  water  of  con- 
stitution as  against  two  in  the  ordinary  form,  renders  it  on  account  of  its 
different  physical  properties  peculiarly  valuable  as  a  constituent  of  the  boiler 
covering.    The  Patentee,  who  is  an  expert  in  boiler  coverings,  had  been  con-  55 
tinually  seeking  for  an  efficient  boiler  covering  and  he  experimented  amongst 
other  things  with  this  waste  residue.    In  the  result  he  took  out  his  Plettent. 
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The  problem  of  discovering  a  good  boiler  covering  was  an  involved  one.  An 
essential  of  a  good  boiler  covering  is  that  it  should  be  a  non-conductor  of  heat. 
Air  is  the  best  non-conductor,  but  heat  is  lost  by  convection.  It  is  therefore 
necessary  that  the  '^  lagging  "  employed  should  contain  air  spaces,  and  a  large 
5  amount  of  stagnant  air  unable  to  circulate  and  not  affected  by  convection.  This 
can  only  be  effected  by  a  substance  in  a  fine  state  of  division.  These  are  the 
peculiar  characteristics  of  the  particular  form  of  calcium  sulphate  obtained 
in  the  manufacture  of  tartaric  acid.  This  is  used  in  combination  with  a 
fibrous  material,  and  a  binding  material.    As  to  the  merit  of  the  invention, 

10  to  turn  a  practically  valueless  residual  into  a  useful  commodity  is  almost 
the  most  valuable  class  of  invention.  That  is  shown  by  the  history  of  the 
utilization  of  by-products.  The  Patentee  had  negotiated  with  certain  persons 
to  work  the  Patent,  and  on  the  10th  of  April  1902,  he  learnt  that  they  had 
been  to  the  manager  of  the  Defendant  Company,  and  that  he  had  told  them 

15  the  Patent  had  been  taken  out  by  someone  who  knew  nothing  of  chemistry 
and  that  there  was  no  invention  in  it.  On  the  11th  of  April  1902,  the 
Plaintiff  found  that  the  manager  of  the  Defendant  Company  had  taken  out 
a  patent  practically  identical  with  the  Plaintiff's.  [  Walter  objected  that  the 
Patent  referred  to  was  not  relevant  to  the  issue ;  it  was  not  covered  by  the 

20  Particulars  of  Breaches.]  The  Defendants  set  up  in  the  correspondence  a  claim 
of  right  to  work  under  the  Patent  notwithstanding  the  Plaintiff's  Patent.  Apart 
from  the  Particulars  of  Breaches  the  decisions  show  that  this  would  give  a  right 
to  an  injunction.  It  is  a  threat  to  infringe  {Bowling  v.  Billingtony  7  R.P.0. 191 
at  p.  201). 

25  Walter. — We  say  the  Plaintiff's  Patent  is  invalid,  that  we  have  never  used  the 
Plaintiff's  invention,  and  that  we  have  the  right  to  make  the  alleged  infringe- 
ment. The  Patent  alleged  to  be  identical  with  the  Plaintiff's  is  different  and  is 
immaterial  to  the  issue.  The  base  of  the  alleged  infringement  is  the  residual 
of  citric  acid  and  is  outside  the  Plaintiff's  Patent. 

30  Warkin<4T0N  J.— If  the  Plaintiff  wants  to  prove  that  the  Defendants  threaten 
to  infringe  by  manufacturing  in  accordance  with  their  Specification,  he  must 
amend  his  Statement  of  Claim. 

MotUton  applied  for  leave  to  amend,  but  the  Judge  intimated  that  the 
questions  of  the  validity  of  the  Patent  and  infringement  should  be  first  tried. 

35  The  following  witnesses  were  called  for  the  Plaintiff  : — the  Plaintiff  himself, 
Mr.  A.  Gordon  Salaman  and  Mr.  Kemhle.  A.  Gordon  Salaman  stated  inter  alia 
that  the  substance  employed  by  the  Plaintiff  was  not  gypsum  properly  so  called. 
It  was  sulphate  of  lime  produced  by  precipitation  due  to  chemical  action. 
Sulphate  of  lime  exists  in  a  natural  state  in  two  forms,  one  containing  no  water 

40  of  constitution,  and  the  other  with  two  molecules  of  water  of  constitution.  The 
latter  is  selenite  or  alabaster.  Selenite  is  made  into  plaster  of  Paris,  and  is  used 
in  boiler  coverings.  The  sulphate  of  lime  used  by  the  Plaintiff  has  only  one 
molecule  of  water  of  constitution.  The  specific  gravity  of  plaster  of  Paris  is 
different  from  that  of  sulphate  of  lime  obtained  by  precipitation,  and  the  two 

45  substances  have  totally  different  physical  properties,  i,e>  as  to  sub-division  of 
particles  and  conduction  of  heat.  Sulphate  of  lime,  produced  in  the  manufacture 
of  citric  ^pid,  is  substantially  the  same  as  regards  water  of  constitution.  For  a 
boiler  composition  it  is  a  chemical  equivalent. 

WaUer  opened  the  Defendants'  case. — The  Patent  is  bad  for  want  of  subject- 

50  matter.  It  is  a  mere  use  of  calcium  sulphate  for  a  purpose  for  which  it  had 
before  been  used.  The  text  books  show  that  there  is  no  such  thing  as  a 
variation  of  calcium  sulpiiate  containing  only  one  molecule  of  water.  There 
te  only  one  calcium  sulphate,  and  that  contains  two  molecules  of  water.  Oypsum 
and  calcium  sulphate  produced  by  precipitation  are  one  and  the  same  thing. 

55  There  has  been  a  prior  user  for  the  same  purpose  of  the  calcium  sulphate 
produced  by  precipitation.  As  to  infringement  the  article  complained  of  was 
not  nutde  fix^m  tartaric  acid  residual.    It  was  made  from  the  residual  of  citric 
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acid,  and,  therefore,  if  the  Patent  were  a  good  one,  it  is  not  an  infrinflremeni. 
The  Patentee  has  claimed  the  use  of  the  residual  of  tartaric  acid,  and  that  only. 
If  he  claims  more  the  Patent  is  bad,  because  it  would  include  gypsum.  There 
are  other  precipitated  calcium  sulphates  arising  in  the  course  of  the  manufacture 
of  chemicals.  S 

The  following  witnesses  were  called  for  the  Defendants  : — Robert  Campion^ 
W.  H.  Brough,  AJsxr.  Bennett,  G.  F.  Berry  and  P.  E,  Williatns. 

Alexr,  Bennett  stated    that    specimens    of    precipitated    sulphate  of    lime 
examined  by  him  contained  two  molecules  of  water  of  constitution.    The  text 
books  confirmed  the  fact.    Other  of  the  witnesses  spoke  to  prior  user  of  calcium  10 
sulphate  (the  residue  of  tartaric  acid)  in  the  manufacture  of  boiler  covering, 
and  of  its  sale.    [See  the  judgment  of  WARRINGTON,  JJ] 

Walter  was  not  called  upon  to  sum  up  the  Defendants*  case. 

Moulton,  in  reply. — ^The  article  for  which  protection  is  claimed  fulfils  the 
tests  laid  down  by  authority  :  it  is  a  new  article  ;  greater  advantages  are  15 
obtained  over  other  similar  articles;  it  is  an  advantage  to  get  the  calcium 
sulphate  for  nothing ;  and  the  article  produced  is  better  and  cheaper  {Crane 
V  Price,  1  Webster  P.O.  377,  at  p.  409),  Prior  user  has  not  been  established. 
There  is  no  evidence  of  publication,  nor  that  the  user  amounted  to  publication. 
Published  means  communicated  to  the  public.  In  the  instance  of  prior  user  20 
relied  upon  it  was  the  complete  boiler  covering  that  was  supplied.  Mr.  Bennett^ 
the  Defendants'  chemist,  stated  that  inspection  of  the  substance  would  not 
disclose  its  nature,  nor  would  it  teach  the  public  how  to  make  it.  It  was  a 
secret  user  and  was  abandoned.  If  the  article  does  not  show  on  the  face  of  it 
how  it  is  made  it  is  not  publication.  {Hancock  v.  Somervell,  39  Newton's  L.J.,  25 
158.)  The  particular  manufacture  relied  on  was  not  a  making  public.  There  is 
no  direct  evidence  that  the  workmen  knew  anything  about  it.  Heath  v.  Unwin 
(5  H.L.  Cas.  505),  and  NobeVs  Explosives  v.  Anderson  (12  R.P.C.  164)  were  also 
referred  to. 

Warrington  /.—This  is  an  action  for  infringement  of  a  Patent  for  30 
improvements  in  heat  non-conducting  materials.  The  point  of  the  Patent 
appears  to  be  that  the  Patentee  utilises  as,  what  I  may  call  the  basis  of  his 
composition,  the  residual  product  or  waste  product  arising  in  the  manufacture 
of  tartaric  acid.  That  waste  product  appears  to  be  calcium  sulphate,  and 
is  distinguished  from  the  calcium  sulphate  which  is  popularly  known  as  35 
gypsum  or  plaster  of  Paris  by  the  fact  that  it  is  obtained  by  precipitation, 
and  that  it  is  not  a  natural  substance. 

The  defences  to  the  action  are — want  of  subject-matter,  prior  user,  and  non- 
infringement. The  Specification  is  very  simple  and  easy  to  understand.  The 
Patentee,  after  first  stating  that  his  invention  consists  in  using  the  residue,  40 
which  is  produced  in  the  manufacture  of  tartaric  acid,  as  a  non-conductor  of 
heat  in  combination  with  other  heat  non-conducting  and  adhesive  materials, 
proceeds  In  the  following  paragraph  of  the  Specification  to  describe  in  popular, 
not  in  chemical,  language  the  manufacture  of  tartaric  acid  and  the  production  of 
the  residual  or  waste  product.  He  then  says  : — "  Now  this  residue  I  mix  with  45 
"  an  animal,  vegetable,  or  mineral  fibrous  material  and  with  flour  sweepings  or 
*'  silicate  of  soda  or  other  substances  of  an  agglutinating  nature."  Then  hie  states 
the  proportions  in  which  he  finds  it  useful  to  use  these  several  materials  :  and 
then  the  Claim  is  this  : — '*  I  claim  the  use  of  this  waste  residue  (obtained  in  the 
^'  manufacture  of  tartaric  acid)  in  combination  with  other  heat  non-conducting  50 
^^  materials— especially  with  those  of  a  fibrous  nature — and  with  agglutinating 
**'  substances  so  as  to  form  a  composition — easily  applied  to  steam  pipes,  boilers, 
"  and  other  vessels— to  prevent  the  radiation  of  heat." 

As  I  say,  the  Specification  is  perfectly  plain,  and  what  one  cannot  help 
remarking  upon  it    is  that  the  Patentee,  describes  first  the  production  of  a  55 
waste  product  from  the  manufacture  of  tartaric  acid,  and  nothing  else,  and  that 
his  claim  is  for  the  use  of  that  particular  residue,  namely,  that  product  from 
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tartaric  acid,  and  nothing  else.  At  the  time  of  the  Patent,  gypsum  had  been 
used  and  was  well  known  as  one  of  the  factors  in  the  manufacture  of 
compositions  for  the  covering  of  boilers.  By  gypsum  in  this  context,  I  mean 
that  which  is  otherwise  known  as  plaster  of  Paris,  namely,  the  gypsum 
5  produced  by  grinding  up  selenite,  the  natural  substance.  That  was  commonly 
used,  as  I  understand  it,  not  precisely  in  the  way  in  which  the  Plaintiff  uses 
the  calcium  sulphate  produced  in  the  manufacture  of  taitaric  acid,  but  it  was 
used  in  combination  with  Kieselguhr. 

I  think  I  have  said  now  all  that  need  be  said  with  reference  to  what  was 

10  known  at  the  date  of  the  Patent,  except  perhaps  that  I  ought  to  add  this,  that 
as  I  read  the  evidence,  I  come  to  the  conclusion  that  there  is  no  substantial 
chemical  difference  between  gypsum  and  the  calcium  sulphate  produced  by 
precipitation.  The  difference  between  them  appears  to  be  a  physical 
difference — one  that  might  be  expected  to  exist — namely,  a  finer  division 

15  in  the  substance  produced  by  precipitation  than  in  the  substance  produced 
by  physical  attrition. 

Then,  really  what  has  the  Patentee  done  ?  All  that  he  has  done  is  this — 
knowing  that  gypsum,  one  form  of  calcium  sulphate,  was  used  in  the 
production  of  boiler  covering  materials,  he  has  used  another  form  of  the 

20  same  substance.  That  is  all  that  he  has  done,  and  it  is  on  that  that  the 
defence  of  want  of  subject-matter  is,  of  course,  founded.  I  think  that  defence 
is  established.  I  think  that  really  the  Patent  involved  no  more  than  this— the 
taking  of  one  particular  form  of  a  substance  and  using  that  instead  of  another. 
In  my  judgment,  they  were  chemically  equivalent,  and  though  not  actually 

25  physically  equivalent  there  was  so  slight  a  difference  between  them  that  I  do 
not  think  it  can  be  said  in  using  the  one  instead  of  the  other  he  was  making 
a  new  manufacture  so  as  to  justify  him  in  obtaining  a  Patent  for  it. 

But  the  case  does  not  rest  there.  The  Defendants  have  set  up  a  case  of  prior 
user,  and  they  set  it  up  in  their   Particulars  in  these  terms : — "  The  said 

30  '^  alleged  invention  claimed  in  the  claiming  clause  of  the  Plaintiff's  Specification 
"  had  been  published  in  this  realm  prior  to  the  date  of  the  Plaintiff's  Letters 
**  Patent  by  the  public  manufacture  and  sale  in  or  about  the  years  1896  to  1899 
*•  at  the  works  of  Kenwin  and  Oompany  of  17  Ward  Road  Stratford  in  the 
"  County  of  Essex,  of  non-conducting  materials  constituted  as  described  in  the 

35  •*  said  Specification  of  the  Plaintiff's  Letters  Patent."  Now  I  find  it  proved  on 
the  evidence  of  Messrs.  Campion  and  Brough  that  in  the  years  1897  and  1898" 
at  all  events,  if  not  later,  Kenwin  and  Company  manufactured  on  a  large 
scale  a  boiler  covering  composition  made  of  the  residual  or  waste  product  from 
the  manufacture  of  tartaric  acid  purchased  by  them  from  Messrs.  Kemhle  and 

40  Biahop^  and  used  in  exactly  the  same  way  as  that  described  in  the  Patent, 
namely,  in  combination  with  a  fibrous  material — it  does  not  matter  what  it 
was,  they  happen  to  have  used  the  residue  from  a  shoddy  manufactory — and  an 
agglutinating  substance.  In  my  judgment,  they  in  1897-1898  manufactured 
and  manufactured  on  a  large  scale  a  substance  which  was  for  all  practical 

45  purposes  identical  with  tlie  Plaintiff's,  and  in  particular  identical  with  it  in 
the  only  essential  point  on  which  it  is  alleged  that  the  Plaintiff's  invention  was 
new,  namely,  that  it  contained  this  calcium  sulphate  produced  by  precipitation. 
It  is  said  first  that  on  the  evidence  I  ought  not  to  find  that  as  a  fact.  I  see  no  reason 
why  I  should  not.    I  have  had  Messrs.  Campion  and  Brough  in  the  witness 

50  box  ;  I  believe  they  were  telling  me  the  truth,  and  if  they  were  telling  me  the 
truth,  there  is  an  end  of  the  case  so  far  as  this  part  of  it  is  concerned,  because 
the  facts  they  depose  to  are  the  purchase  from  Messrs.  Kemhle  and  Bishop  of 
large  quantities  of  this  tartaric  acid  residue  and  the  use  of  that  in  the 
boiler  covering  composition,  and  the  sale  of  large  quantities  of  that  boiler 

55  covering  composition  to  other  persons,  in  particular  to  the  Commercial  Oas 
Company y  and  the  RegenVs  Canal  Com^yany  ;  but  it  is  said  that  granting  that, 
there  is  no  publication  within  this  realm  as  alleged  in  the  Particulars.    On 
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that  point  what  happened  was  this.  They  purchased  without  any  concealment' 
in  the  large  quantities  I  have  mentioned,  tons  of  this  residue  from  Messrs.  Kemble 
and  Bishop  ;  they  made  with  that  residue  at  their  works  by  the  hands  of  their 
workmen  Tery  large  quantities  of  the  composition  itself,  and  they  openly  sold 
the  composition  so  made.  The  carman  who  went  to  Messrs.  Kemhle'a  works  5 
knew  perfectly  well,  I  do  not  mean  to  say  that  he  has  been  called  and  has  said 
BO,  but  I  must  infer  that  he  would  know  perfectly  well  and  must  have  known 
that  he  was  taking  this  stuff  from  Kemble' 8  to  his  master's  works.  He  must 
know  what  it  is  he  has  been  told  to  buy.  There  is  no  suggestion  that  the 
workmen  did  not  know  perfectly  well  what  it  was  they  were  using  for  the  IQ 
purpose  of  this  combination,  and  I  must  infer  that  when  the  stuff  is  made  in 
these  large  quantities  at  Messrs.  Kenwin^s  works  without  any  attempt  to 
maintain  that  process  as  a  secret  process,  that  that  process  was  known  to  a 
sufficient  number  of  people  to  justify  me  in  saying  that  it  was  a  public 
manufacture  within  this  realm  within  the  meaning  of  the  law  on  that  subject    15 

With  regard  to  the  sale  of  it  when  it  is  made  up,  I  agree  that  without  chemical 
analysis  probably  nobody  would  know  that  the  calcium  sulphate  used  in 
the  manufacture  was  produced  by  precipitation  and  not  the  natural  substance,  but 
I  can  only  read  Mr.  Salamanca  evidence  (the  witness  who  was  called  for  the 
Plaintiff)  as  leading  to  the  conclusion  that  if  it  was  analysed  you  would  find  out  20 
— ^though  you  would  not  identify  it  as  coming  from  tartaric  acid — ^that  it  was 
a  substance  produced  by  chemical  action  and  not  the  natural  substance,  which  is 
gypsum,  or  plaster  of  Paris. 

On  the  evidence,  therefore,  on  that  part  of  the  case,  I  find  that  the  invention 
had  been  publicly  used  in  the  Kingdom  before  its  date,  and,  therefore,  on  that  25 
ground  also  the  Patent  is  invalid. 

That  renders  it  unnecessary  to  deal  with  the  question  of  infringement,  and 
with  regard  to  that  all  I  propose  to  say  is  that  the  onus  being  upon  the  Plaintiff 
on  the  question  of  infringement,  I  am  not  satisfied  that  he  has  proved  it.  On 
the  evidence,  he  sets  himself  to  prove  that  the  Defendants  had  used  the  invention  39 
actually  described  in  the  Specification,  which  involves  the  use  of  the  waste 
residue  obtained  in  the  manufacture  of  tartaric  acid.  I  am  not  satisfied  that  he 
has  proved  it.  The  positive  evidence  on  the  subject  on  the  other  side  is  that  so 
far  as  the  Defendants  themselves  know,  the  material  of  which  their  product  is 
made-— the  residue  used — is  that  from  citric  acid,  and  not  from  tartaric  acid.  35 
•But  then  it  is  said  on  that  point  that  the  residue  from  tartaric  acid  and  the 
residue  from  citric  acid  are  equivalents,  and,  therefore,  that  even  if  it  be  the 
fact  that  the  Defendants  have  used  the  residue  from  citric  acid  and  not  the 
residue  from  tartaric  acid,  they  would  btill  infringe  the  Patent.  Butr  then  I 
think  there  is  an  answer  to  iJhat,  which  is  this,  that  if  the  Patent  includes  40 
anything  more  than  the  actual  substance  which  the  Patentee  has  described,  it 
goes  too  far ;  because  if  it  includes  that,  then  I  think  it  also  includes  gypsum, 
and  if  it  includes  gypsum  the  Patent  is  invalid  because  it  claims  too  much. 

On  all  these  grounds,  therefore,  I  think  that  the  action  fails ;  and  there 
must  be  judgment  for  the  Defendants  with  costs.  45 
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In  the  High  Court  op  Justice.— Chanohry  Divisioht. 

Before  Mr.  Justice  Warrington. 

February  6th,  1905. 

Haskell  Golf  Ball  Company  Ld.  v.  Hutchison. 

5  Patent. — Action  for  infringement  discontinu,ed  under  07*der. — Second  Action 
for  infringement  commenced  immediately  after  such  discontinuance  against 
same  Defendants. — Motion  by  Defendants  to  stay  proceedings  in  second  Action. 
— Motion  by  Defendants  to  vary  Order  of  discontinuance  in  first  Action. 

The  H  Q,  B.  Company  in  April  1904  brought  an  Action  against  H.  and  M. 

10  f^  infringement  of  a  Patent.  On  the  12th  of  December  1904y  tlie  Action  being 
then  set  down  for  trials  an  Order  was  made  (inter  alia)  giving  tJie  Plaintiffs 
14  days  within  which  to  elect  to  discontinue  tJie  Action^  and^  if  they  so  elected^ 
the  Order  provided  for  the  payment  of  certain  costs  to  the  Defendants.  The 
Plaintiffs  discontinued  this  Action,  and  on  the  same  date  commenced  a  second 

15  Action  against  the  same  Defendants  for  infringement  of  the  same  Patent.  The 
Defendants  moved  to  stay  proceedings  in  the  second  Action  so  far  as  they  related 
to  articles  of  the  same  construction  as  those  in  respect  of  which  the  first  Action 
was  commenced,  and  they  aiso  moved  to  vary  the  Order  of  tlie  12th  of  December 
in  certain  respects. 

20  Held,  that  the  Motion  to  stay  proceedings  failed  and  must  be  refused  with 
costSy  and  that  the  Motion  to  vary  the  Order  of  the  12th  of  December  must  be 
refused  with  costs. 

On  the  19th  of  April  1904  the  Haskell  Qolf  Ball  Company,  the  registered 

owners  of  Letters  Patent  No.  17,554*  of  J  898  for  '*  Improvements  in  balls 

25  ^  for  use  in  golf  and  other  games,'*  commenced  an  Action  against  Bicfiard 

Hutchison  and  John  Main  for  infringement  of  the  Patent.    The  nsaal  relief 

was  claimed. 

In  their  Particulars  of    Breaches  the    Plaintiffs    stated  inter  alia: — '^In 

'^  particular  the  PlaintilQEs  complain  of    the   manufacture  and    sale    by  the 

30  ^'  Defendants  in  or  shortly  prior  to  the  month  of  April    1904  to  Messrs. 

**  Benetfink  A  Co.f  Cheapside  London,  of  golf  balls  known  as  the  '  Springvale 

^  '  Eagle,'  and  also  to  James  LiUywhite^  Frowd  A  Co.y  of  the  Haymarket, 

*'  London,  of  golf  balls  known  as  the  '  Springvale  Hawk.' " 

On  die  24th  of  December  1904  this  Action  was  discontinued  under  an  Order 

3J^  made  on  the  12th  of  Pecember,    The  purport  of  this  Order  is  stated  below, 
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On  the  same,  date  a  fresh  Action  was  commenced  by  the  Company  for 
infringement  of  the  same  Patent  against  the  same  Defendants.  In  the  Par- 
ticulars of  Breaches  delivered  with  the  Statement  of  Claim  on  the  25th  of 
January  1905  the  Plaintiffs  complained  inter  alia  '*  of  the  manufacture  and  sale 
"  by  the  Defendants  in  or  shortly  prior  to  the  month  of  April  1904  to  Messrs.  5 
"  Benetfink  A  Co,,  Cheapside  London,  of  golf  balls  known  as  the  *  Springvale 
"  Eagle,'  and  also  to  Jatnes  Lilly  white,  Frowd  A  Co,^  of  the  Haymarket,  London, 
"  of  golf  balls  known  as  the  *  Springvale  Hawk,'  and  in  or  about  the  month  of 
"  November  1904  to  Messrs.  Benetfink  &  Co.  aforesaid  of  golf  balls  known  as 
"  the  '  Springvale  Kite.' "  10 

On  the  1st  of  February  1905  the  Defendants  gave  notice  of  a  Motion  for  an 
Order  directing  a  stay  of  all  further  proceedings  in  the  second  Action,  so  far  aa 
they  related  to  golf  balls  made  of  the  same  materials  and  of  the  same 
construction  as  those  in  respect  of  which  the  first  Action  was  commenced. 

On  the  same  date  the  Defendants  also  gave  notice  of  a  Motion  in  the  first  15 
Action  to  the  effect  that  the  Order  made  by  Mr.  Justice  Warrington  on  the 
12th  of  December  1904  might  be  amended  by  altering  the  words,  **  and  to  tax 
*•  the  Plaintiffs'  costs  of  this  Action  subsequently  to  the  said  llth  of  July  1904 
"  to  the  date  of  this  Order,"  so  as  to  read  "to  the  14th  of  November  1904." 
And  that  the  said  Order  might  be  further  amended  by  ordering  that,  in  the  20 
event  of  the  Plaintiff  Company  electing  to  discontinue  as  therein  provided  for, 
judgment  should  be  ent-ered  for  the  Defendants ;  or,  in  the  alternative,  by 
ordering  that  no  further  Action  should  be  brought  by  the  Plaintiffs  against  the 
Defendants  in  respect  of  any  golf  balls  made  of  the  same  materials  and  of  the 
same  construction  as  those  complained  of  by  the  Plaintiffs  in  this  Action.  25 

The  following  statement  of  facts  is  taken  from  the  judgment  of  the  learned 
Judge  set  out  below  : — 

In  April  190:1^,  the  first  Action  by  the  same  Plaintiffs  against  the  same  Defen- 
dants was  commenced.    It  was  set  down  for  trial  on  the  26th  of  September.    In 
November  the  Defendants  proposed  to  amend,  and  asked  for  leave  to  amend,  30 
their  Particulars  of  Objections.      On  that  an  Order  was  made  which  was 
originally  pronounced  on  the  14th  of  November  ;  a  question  having  arisen  as  to 
the  minutes  it  was  subsequently  drawn  up  and  dated  the  12th  of  December  in 
these  terms—"  It  is  ordered  that  the  Plaintiffs  do  within  fourteen  days  from 
"  the  date  of  this  Order  elect  whether  they  will  discontinue  this  Action,  and  if  35 
"  the  Plaintiff  Company  shall  elect  to  discontinue  this  Action,  and  shall  give 
"  notice  thereof  to  the  Defendants  within  14  days  from  the  date  of  this  Order. 
"  It  is  ordered  that  it  be  referred  to  the  Taxing  Master  to  tax  the  Defendants 
"  their  costs  of  this  Action  up  to  and  including  the  llth  of  July  1904,  the  date 
"  of  the  delivery  of  the  Particulars  of  Objections,  and  to  tax  the  Plaintiffs'  costs  40 
"  of  this  Action  subsequently  to  the  said  llth  of  July  1904  to  the  date  of  this 
"  Order,"  with  a  set-off,  and  an  Order  for  payment  of  the  balance  by  the  one  to 
the  other  according  as  it  may  turn  out,  "  and  if  the  Plaintiffs  shall  not  give 
"  notice,"  then  the  Defendants  were  to  be  at  liberty  to  amend  their  Particulars 
of  Objections  in  accordance  with  the  proposed  amendment  submitted.    Then  45 
there  were  orders  with  reference  to  producing  certain  samples  which  it  was 
said  constituted  anticipations  of  the  Plaintiffs'  Patent,  and  then  finally  the 
Order  provided  that  the  costs  of  the  present  Application,  other  than  those  of  the 
adjournment  to  the  Judge  in  person,  should  be  the  costs  of  the  Plaintiffs  in  any 
event,  and  the  costs  of  the  adjournment  should  be  costs  in  the  Action.     That  50 
Order  having  been  made,  the  Plaintiffs  delivered  certain  Interrogatories  which 
they  had  leave  to  deliver.     In  fact  they  had  delivered  them  on  the  2nd  of 
December,  and  the  extension  of  time  for  them  to  elect  whether  they  would 
discontinue  or  not  was  made  in  order  to  allow  them  to  consider  the  Answers. 
On  the  20th  of  December  the  Plaintiffs  applied  for  further  time  for  their  election  55 
as  to  whether  they  would  discontinue  or  not,  alleging  that  they  could  not  until 
they  got  the  Answers  to  Interrogatories,  and  had  submitted  them  to  their  clients 
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in  America,  determine  whether  the  Answers  were  of  such  a  nature  as  to  render 
it  undesirable  to  go  on  with  the  Action.  The  Interrogatories  were  directed  to 
the  question  to  ascertain  whether  certain  balls  alleged  by  the  Defendants  to  be 
anticipations  were  really  so  or  not.  That  application  for  an  extension  of  time 
5  was  opposed  with  considerable  insistence  by  the  Defendants,  and  refused.  On 
the  23rd  of  December  the  Answers  to  Interrogatories  were  filed,  and  on  the  24th 
the  Plaintiffs'  solicitors  wrote  to  the  Defendants  a  letter  in  which  they  recalled 
to  their  recollection  the  opposition  they  had  offered  to  their  application  for  an 
extension  of  time,  and  the  ground  upon  which  they,  the  Plaintiffs,  had  asked 

10  for  that  extension,  and  saying  that  it  was  impossible  for  them  properly  to  obtain 
instructions  from  their  clients  until  the  Answers  to  Interrogatories  had  been 
sent  to  America.  They  went  on  to  say  that  they  would  elect  to  discontinue 
the  Action  ;  but  that  they  would  immediately  commence  a  second  Action  and 
start  afresh.     Thereupon  they  discontinued  the  original  Action,  and  they 

15  commenced  a  fresh  Action. 

The  Motions  came  on  for  hearing  on  the  6th  of  February  1905. 
J.  C.  OraJiam  (instructed  by  Burton^  Yea^es^  and  Hart)  appeared  for  the 
Applicantfl  (the  Defendants)  ;  A.  J.  Walter  appeared  for  the  Respondents  (the 
Plaintiffs). 

20  Orahanij  haying  stated  the  &cts  and  read  the  correspondence,  submitted 
ui)on  the  first  Motion  that  the  second  Action  was  frivolous  and  vexatious.  It 
was  shown  so  to  be  by  the  pleadings.  [He  referred  to  the  Particulars  of 
Breaches,  ante  page  '.]  The  sole  reason  of  the  Plaintiffs  for  discontinuing 
the  first  Action  and  commencing  the  second  was  to  get  costs  to  which  otherwise 

25  they  would  not  have  been  entitled.  The  relief  sought  in  the  second  Action 
could  have  been  obtained,  if  at  all,  in  the  first  Action.  The  Court  has  inherent 
jurisdiction  to  stay  vexatious  actions,  and  may  also,  under  Order  25,  Rule  4, 
stay  vexatious  proceedings  (Earl  Poulet  v.  Viacxmnt  Hilly  Ti.R.  (1893)  1  Oh.  281 ; 
Fox  V.  Star  Newspaper^  L.R.  (1900)  App.  Cas.  19).     As  to  the  second  Motion, 

80  h^  submitted  that  the  Order  of  the  12th  of  December  as  to  costs  was  very 
onerous  on  the  Defendants,  and  should  be  varied  as  suggested  in  the  notice  of 
Motion. 

Walter  (Warrington,  /.,  having  intimated  that  he  did  not  wish  to  hear  him 
on  the  first  Motion)  submitted  that  the  second  Motion  was  misconceived.     The 

35  Order  had  been  passed  and  entered. 

Warrington,  J. — These  are  two  Motions  made  by  the  Defendants  in  the 
Action  now  pending  before  me,  No.  1904  H  4175,  and  in  a  previous  action  now 
discontinued.  No.  1904  H  1276.  I  will  deal  first  with  what  I  think  is  the 
Motion  that  has  most  substance  in  it — namely,  the  Motion  given  in  the  Action 

40  now  pending,  No.  1904  H  4175.  It  is  an  Action  brought  by  the  Haskell  Qolf 
Ball  Company  as  Plaintiffs  against  the  Defendants  Richard  Hutchison  and 
John  Main  for  the  infringement  of  a  Patent.  The  application  now  made 
to  me.  is  for  an  Order  directing  a  stay  of  all  further  proceedings  in  the 
Action  as  far  as  they  relate  to  golf  balls  made  of  the  same  material,  and  of  the 

45  same  construction  as  those  in  respect  of  which  the  Action  No.  1904  H  127(> 
was  commenced  on  the  19th  of  April  1904  by  the  Plaintiffs  against  the 
Defendants.  The  ground  on  which  the  Notice  of  Motion  is  given  is  that  the 
Action  appears  by  the  Pleadings  to  be  frivolous  and  vexatious.  [The  learned 
Judge  then  stated  the  facts  las  set  out,  ante  page  206.]      I   am  now  asked 

50  to  say  that  the  second  Action  ought  to  be  stayed  as  being  frivolous  and 
vexatious.  The  ground  upon  which  I  am  asked  to  say  that  really  is  that 
the  result  to  the  Plaintiffs  and  Defendants  of  the  course  that  has  been  pursued 
is  that  the  Plaintiffs  will  get  a  certain  and  not  inconsiderable  portion  of  the 
costs  of  the  Action  which  has  been  discontinued,  and  if  it  had  been  known  or 

55  apprehended  that  they  would  take  such  a  course  as  they  have  taken,  probably  I 
should  have  been  asked  to  insert  a  further  provision  in  the  Order  of  the  12th  of 
December  that  no  fresh  Aqtion  should  be  brought. 
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What  are  the  Rules  ^ith  regard  to  discontinnance  ?  As  I  nnderstand  them 
they  are  these  in  effect.  Up  to  a  certain  point,  as  we  all  know,  the  Plaintiff 
can  discontinue  without  an  Order.  After  that  point  he  has  got  to  get  an  Order ; 
but  for  other  purposes  a  discontinuance  without  an  Order,  and  a  discontinuance 
by  leave  of  the  Judge,  unless  some  special  provisions  are  inserted  in  the  Order  5 
giving  leave,  stand  on  the  same  footing— I  mean  as  regards  subsequent  Actions 
— ^and  what  that  footing  is,  is  expressed  in  Order  26,  Rule  4  :— **  If  any  subse- 
*'  quent  Action  shall  be  brought  before  payment  of  the  costs  of  a  discontinued 
"  Action,  for  the  same,  or  substantially  the  same,  cause  of  Action,  the  Court  or 
"  a  Judge  may,  if  they  or  he  think  fit,  order  a  stay  of  such  subsequent  Action,  10 
^*  until  such  costs  shall  have  been  paid.*'  It  seems  to  me  that  that  Rule  makes 
it  quite  clear,  that  it  contemplates  that  a  Plaintiff  may  for  some  reason 
discontinue  a  pending  Action  and  commence  a  fresh  one  for  the  same 
cause  of  Action,  and  the  only  restriction  that  is  placed  upon  it  is  that 
expressed  in  the  Rule,  namely,  that  he  may,  if  he  has  not  paid  the  costs,  15 
be  ordered  to  pay  those  costs  before  the  second  Action  is  allowed  to  proceed. 
I  am  not  asked  to  exercise  jurisdiction  under  that  Rule ;  but  I  am  asked  to  stay 
this  Action  as  being  frivolous  and  vexatious.  I  am  unable  to  do  that.  It  seems 
to  me  if  I  were  to  do  that  it  would  be  very  difficult  to  distinguish  between  this 
case  and  any  other  case  where  a  man,  having  obtained  leave  to  discontinue,  20 
makes  use  of  that  leave  and  afterwards  commences  a  fresh  Action.  It  seems  to 
me  that  the  Rule  contemplates  the  commencement  of  a  new  Action  after  the  dis- 
continuance of  a  pending  one,  and  I  cannot  interfere  with  that.  I  think,  therefore, 
thaf  this  Motion  in  the  present  Action  fails  altogether,  and  I  must  refuse  it, 
making  the  costs  of  it  the  Plaintiffs'  costs  in  any  event.  25 

There  is  a  second  Notice  of  Motion,  and  that  is  made  in  the  original  Action. 
It  asks  me  to  vary  in  substantially  two  respects  the  Order  pronounced  on  the 
12th  of  December.     I  pass  over  the  first  paragraph  of  the  Notice  of  Motion  and 
deal  with  the  second.     It  asks  *^  that  the  said  Order  may  be  further  amended 
"  by  ordering  that  in  the  event  of  the  Plaintiff  Company  electing  as  therein  SO 
"  provided  for,  Judgment  shall  be  entered  for  the  Defendants,  or  in  the  altema- 
"  tive  by  ordering  that  no  further  Action  shall  be  brought  by  the  Plaintiffs 
^'  against  the  Defendants  in  respect  of  any  golf  balls  made  of  the.  same  materials 
"  and  of  the  same  construction  as  those  complained  of  by  the  Plaintiffs  in  this 
«  Action."    In  the  first  place,  to  deal  with  the  second  alternative,  that  asks  35 
substantially  for  the  relief  which  is  now  asked  for  in  another  form  in  the 
Motion  I  have  just  dealt  with ;  but  the  alternative  of  that  paragraph  of  the 
Notice  of  Motion  seems  to  me  to  be  hit  by  the  fatal  objection  that  it  asks  me  to     . 
insert  in  the  Order  directions  which  I  was  not  asked  to  make  when  I  made 
the  Order,  and  which  were  consequently  not  inserted — ^not  to  correct  a  mere   40 
slip,  but  to  alter  the  substance  of  the  Order.    That,  if  it  could  be  done  at  all, 
could  only  be  done  by  the  Court  of  Appeal. 

There  is  another  i)aragraph  in  the  Notice  of  Motion,  and  that  is  this  :— The 
Order,  as  I  have  already  said,  was  originally  pronounced  on  either  the  11th  or 
the  14th  of  November,  and  the  Order  as  then  pronounced  was  that  the  Plaintiffa'  45 
costs  were  to  be  taxed  subsequently  to  the  11th  of  July  to  the  date  of  this  Order, 
When  the  extension  of  time  was  asked  for,  and  a  question  had  arisen  upon 
the  Minutes  of  that  Order,  instead  of  making  a  fresh  Order  extending  the  time, 
the  existing  Order  as  drawn  up  was  to  be  dated  the  12th  of  December,  and  the 
four  weeks  given  from  that  date,  instead  of  a  month  running  from  the  14th  of  50 
November  :  but  the  words  of  the  Order  remained  the  same,  that  is  to  say,  the 
costs  were  to  be  taxed  from  the  11th  of  July  to  the  date  of  the  Order,    I  am 
asked  by  this  Notice  of  Motion  to  say  that  the  insertion  of  the  words  '*  the  date 
"  of  the  Order"  was  a  slip,  and  it  was  intended  to  be  to  the  14th  of  November 
1904.    I  do  not  think  that  was  so,  because  what  was  done  with  regard  to  the  55 
costs  was  that  the  costs  of  the  then  application  which  seemed  to  me  to  be  the 
only  costs  which  would  not  be  dealt  witti  in  the  Order  of  the  14th  of  November— 
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the  costs  of  the  application  to  vary  the  Minutes — were  made  costs  in  the 
Action  ;  but  that  the  Plaintiffs'  part  of  those  costs  should  be  included  m  those 
which  were  to  be  taxed  under  the  direction  of  the  Order.  It  seems  to  me  that 
the  Order  is  right  as  it  stands,  and  that  that  Motion  also  must  be  refused,  and 
the  Plaintiffs  must  have  the  costs  of  it,  that  is  to  say,  they  will  be  included 
in  the  costs  which  will  be  taxed  by  the  Taxing  Master  in  consequence  of  the 
discontinuance. 


Ik  thb  High  Court  of  Jitsticb.— Chancery  Division. 

Before  Mr.  Justice  Buckley. 

10  February  17th,  1905. 

Consolidated  Pneumatic  Tool  Company  Ld.  v.  Churchill  &  C6.  Ld. 

Patent. — Acttonfor  infringement — Application  by  Defendants  for  leave  to^ 
amend  Particulars  of  Objections. — Ajjplication  granted  on  the  terms  that^  if 
the  Plaintiffs  elected  to  discontinue^  the  Defendants^  costs  should  be  taxed  to  the 

15  ft>"st  delivery  of  Particulars  of  Objections^  and  that  the  Plaintiffs^  costs  should 
he  taxed  from  that  date  to  the  date  of  the  Order^  with  a  set-off. — Election  by 
Plaintiffs  to  discontinue. — Secotid  Action  by  Plaintiffs  against  the  same 
Defendants  for  infringement  of  the  same  Patent. — Application  by  Defendants 
to  stay  proceedings  under  the  Order  in  the  first  Action  so  far  as  related  to  the 

20  taaxUion  and  payment  of  costs  until  after  the  tHal  of  the  second  .Action. — 
Application  granted. 

On  the  22nd  of  December  1903,  the  Consolidated  Pneumatic  Tool  Co.  Ld. 
commenced  an  action  against  Charles  Churchill  A  Co.  Ld.  for  infringement  of 
Letters  Patent  (No.  7672  of  1895  and  No.  24,165  of  1896).     In  this  Action  the 

25  Defendants,  after  delivering  their  Defence  and  Particulars  of  Objections,  applied 
for  leave  to  amend  them,  and  on  the  10th  of  November  1904  an  Order  was  made 
''  that  the  said  Defendants  be  at  liberty  to  deliver  an  amended  Defence  and 
*'  Particulars  of  Objections  in  this  Action,  and  it  is  ordered  that  the  Plaintiffs 
**  do,  within  one  month  from  the  date  of  this  Order,  elect  whether  they  will 

30  ^^  discontinue  this  Action,  and  if  the  Plaintiffs  shall  give  notice  thereof  to  the 
^'  Defendants  within  one  month  from  the  date  of  this  Order,  it  is  ordered  that 
*'  it  be  referred  to  the  Taxing  Master  to  tax  the  Defendants'  costs  of  this  Action 
"  up  to  and  including  the  22nd  of  April  1904,  the  date  of  the  delivery  of  the 
^*  Particulars  of  Objections,  and  to  tax  the  Plaintifib^  costs  of  this  Action  subse- 

35  ''  quently  to  the  said  22nd  of  April  1904  to  the  date  of  this  Order,  and  the 
^  Taxing  Master  is  to  set  off  the  said  costs  of  the  Plaintiffs  and  of  the  Defen- 
**  dants  to  be  so  respectively  taxed,  and  certify  to  which  of  them  the  balance 

P 
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'^'  after  snch  set-off  is  doe.  And  it  is  ordered  that  such  balance  be  paid  by  the 
^*  party  from  whom  to  the  party  to  whom  the  same  shall  be  certified  to  be  due. 
"  And  if  the  Plaintiffs  shall  not  give  noiice  to  the  Defendants  of  their  discon- 
*'  tinuance  of  this  Action  within  the  time  aforesaid,  it  is  ordered  that  the  costs 
***  of  this  application,  and  of  and  occasioned  by  such  amendment,  be  the  Plaintiffs'  5 
■**  costs  in  any  event." 

On  the  2nd  of  December  1904  the  Plaintiffs,  in  pursuance  of  the  Order  above 
set  out,  gave  notice  of  discontinuance.  On  the  5th  of  December  1904,  the 
Plaintiffs  commenced  another  action  for  infringement  of  the  same  Patents 
against  the  same  Defendants.  The  result  of  the  taxation  in  the  first  Action,  10 
under  the  Order  of  the  10th  of  November  1904,  was  that  after  the  set-off  there 
ordered,  a  sum  of  151Z.  19s.  5rf.  remained  payable  by  the  Defendants  to  the 
Plaintiffs. 

On  the  13th  of  February  1905,  the  Defendants  gave  Notice  of  Motion,  entitled 
in  both  Actions,  for  an  Order  that  all  further  proceedings  under  the  Order  in  the  15 
first  above-mentioned  Action,  dated  the  10th  of  November  1904,  so  far  as  the 
same  related  to  the  taxation  and  payment  of  the  costs  of  that  Action,  might  be 
ordered  to  stand  over  until  after  the  trial  of  the  second  above-mentioned  Action, 
-or  that,  in  the  alternative,  an  Order  might  be  made  that  all  further  proceedings 
in  the  second  above-mentioned  Action  should  be  stayed,  and  that  the  Plaintiffs  20 
might  pay  the  costs  thereof  and  of  this  motion  ;  or  that  such  further  or  other 
Order  might  be  made  as  to  the  Court  should  seem  fit. 

AsiJrury  K.C.,  and  J,  W.  Gordon  (instructed  by  Ingle,  Holmes,  Son,  and 
Pott)  appeared  for  the  Defendants ;  A.  J.  Walter  (instructed  by  Linklater, 
Addison,  Brown,  and  Jones)  appeared  for  the  Plaintiffs.  25 

The  following  cases  were  cited  by  Asthury  K.C.,  Edison  Telephone  Co.  v. 
India  Rubber  Co,  (L.R.  17  Ch.  D.  137),  Parker  v.  Maignen^s  Eapide 
Filtre  Co.  (5  R.P.C.  207),  WoolUy  v.  Broad  (9  R.P.C.  429).  Walter  referred  to 
Haskell  Oolf  Ball  Co.  v,  Hutchison  (ante^  page  205). 

BUOKLBY    J.— On    the    22nd  of   December    1903,  the   Plaintiffs  brought,  30 
against  the  Defendants,  an  Action  for    infringement  of  a  Patent.     I  gather 
that   in    that    Action  a  question,    and    probably    the    question,    would  have 
been  the  validity    of    the    Patent,   and    another  question  would  have  been, 
assuming    that    the    Patent    were    valid,    whether    it  was  infringed  or  not. 
The    Defendants   in    this   Action    on    the    22nd  of  April   1904  delivered  a  35 
Defence  and  certain  Particulars  of  Objections  which  went  to  validity.    They 
then,  so  I  am  told — and  this  will  be  a  question  for  investigation  on  taxation  of 
'Costs — made  large  further  inquiries  in  order  to  see  whether  the  very  numerous 
'Claims  in  the  Plaintiffs'   Specification  were  capable    of    being    successfully 
-attacked,  and  they  spent  weeks  or  months  in  that  investigation.    In  November  40 
they  were  minded,  if  they  could  get  leave  to  do  so,  to  amend  their  Particulars 
of  OTijections,  by  setting  up  a  large  number  of  further  objections  to  validity.    Of 
<;ourse,  for  the  purpose  of  finding  out  the  Particulars  that  they  were  then  going  to 
set  up,  they  may  have  spent,  for  all  I  know,  a  very  large  sum  of  money,  and 
there  may  have  been  a  large  amount  of  costs  incurred.    They  then  applied  45 
in  the  first  Action  for  leave  to  amend  their  Particulars,  and  they  got  leave  on 
the  usual  terms  which  are  imposed,  which  are  these,  that  the  Plaintiff  is  at 
liberty  to  discontinue  if  he  likes  within  a  time— a  month  was  given— and  if  he 
does  discontinue,  then  the  Defendants  are  to  have  their  costs  of  the  Action 
<lown  to  the  date  of  their  original  Defence.    That  is,  on  the  footing  that  if  the  50 
Plaintiff  turns  out  to  be  wrong  and  discontinues,  the  Defendant  gets  his  costs ; 
but  that  from  the  date  of  the  original  Particulars  to  the  date  of  the  amended 
Particulars,  the  Plaintiff  shall  hAve  his  costs  ;  for  this  reason,  that  the  Defen- 
dant ought  to  have  told  him   at  the  date  of  the  original  Defence,  what  his 
Defence  was,  and  if  he  had  done  so,  perhaps  the  Plaintiff  might  have  discon-  55 
tinned  then  and  would  not  have  incurred  any  additional  costs.    That  is  the 
<x>mmon  Order    and  that  Order  was  made.     On  the  2nd  of  December  the 
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Plaintiffs  elected  to  discontinue  that  Action.     The  result  was  that  the  Order  as 
to  costs  took  effect. 

On  the  5th  of  December  1904  the  Plaintiffs  commenced,  against  the 
Defendants,  a  similar  Action  for  infringement  of  this  Patent.  Mr.  Walter^ 
5  who  is  for  the  Plaintiffs,  says  that  this  was  not  a  trick  or  device  at  all 
in  order  to  escape  paying  the  costs  incurred  in  the  investigation  of  the  matter 
with  a  view  to  the  additional  Particulars,  but  it  was  founded  on  this,  that  the 
Plaintiffs  found  that  their  Particulars  of  Breaches  were  wrong — that  they  could 
not  rely  on  the  particular  sale  that  they  relied  on  as  an  infringement.    I  cannot 

10  investigate  how  that  is  at  this  moment,  and  I  do  not  know  ;  it  may  be  so,  or  the 
reverse  may  be  so.  He  says  that  they  perfectly  bond  fide  commenced,  as  they 
did  on  the  5th  of  December,  the  new  Action  against  the  same  Defendants  and  with 
other  Particulars  of  Breaches.  I  will  assume  that  is  so.  I  do  not  know  how  it 
is.     In  that  second  Action  the  issue  as  to  validity  would,  of  course,  be  exactly 

15  the  same  as  before,  and  the  Particulars  of  Objections  will  be,  I  suppose,  in  the 
second  Action  the  amended  Particulars  of  Objections  in  the  first  Action,  or 
very  like  them,  with  something  more,  for  aught  I  know. 

In  the  second  Action,  so  far  as  I  can  see  at  present,  the  Defendants,  supposing 
they  win  it,  will  not  be  able  to  get,  as  costs  of  that  Action,  the  costs  of  the 

20  investigations  which  they  made  in  the  first  Action.  That,  of  course,  would  be 
very  unfair,  the  Action,  so  far  as  validity  is  concerned,  being  identically  the 
same  as  the  first  Action,  although  there  are  new  Particulars  of  Breaches  Under 
these  circumstances  the  Defendants  apply  that  I  should  stay  further  proceedings 
under  the  Order  of  the  10th  of  November  1904  in  the  first  Action,  the  result  of 

25  which,  if  worked  out  would  be  to  order  them  to  pay  some  150Z.  costs.  They 
say — "  Having  regard  to  the  commencement  of  the  second  Action,  that  will  not 
"  work  justice  between  us,  because  we  shall  have  to  pay  the  costs  in  respect 
'*  of  the  investigation  with  a  view  to  our  amended  Particulars,  which  really 
"  ought  to  be,  if  we  win  the  second  Action,  costs  which  we  should  recover  from 

30  "  the  Plaintiffs  in  the  second  Action."  I  think  that  may  be  the  result.  How 
that  can  be  set  straight  1  have  not  to  consider  now.  The  Order  of  the  10th  of 
November  1901  is  a  subsisting  Order  which  I  cannot  touch.  That  can  only  be 
a  matter  for  the  Court  of  Appeal  to  deal  with.  Of  course  there  are  means,  if 
justice  requires  it,  to  allow  an  Appeal  from  that  Order,  although  the  time  has 

Zb  expired.  All  that  may  be  the  subject  of  consideration  at  the  proper  time.  All 
that  I  am  asked  to  do  now  is  to  say  that,  until  the  second  Action  comes  on, 
when  it  may  possibly  be  found  out  whether  the  Plaintiffs  or  the  Defendants  are 
right  as  to  the  reasons  for  the  discontinuance  of  the  first  Action,  I  should  stay 
proceedings  under  the  Order  of  the  10th  of  November  1904.    When  the  second 

40  Action  is  tried,  nothing  may  come  of  it ;  the  Defendants  may  fail  altogether. 
If  the  Defendants  succeed,  and  become  entitled  to  costs,  then  this  question  will 
arise,  and  it  seems  to  me  the  right  course  is,  to  stay  further  proceedings  under 
the  Order  of  the  10th  of  November  1904,  until  after  the  trial  of  the  second  Action, 
and  if,  as  the  result  of  that,  the  Defendants  succeed  in  recovering  costs  against 

45  the  Plaintiffs,  a  question  will  emerge,  which,  for  aught  I  know  at  present 
may  never  emerge  at  all.     I,  therefore,  stay  proceedings  under  the  Order  of  the 
10th  of  November  1904  until  after  the  trial  of  the  second  Action.    The  costs  of 
.    this  Motion  will  be  costs  in  the  second  Action. 

Walter. — As  it  is  an  important  question  of  practice,  I  ask  for  leave  to 

50  appeal. 

Buckley  J. — If  you  want  leave,  I  certainly  will  give  it  to  you,  because  I 
agree  that  the  point  is  of  very  considerable  importance.  If  the  Order  could  be 
used  in  this  way — I  am  not  saying  that  you  have  used  it  unfairly,  but  it  would 
be  obviously  open  to  be  used  unfairly — the  form  of  the  Order  ought  to  be  re- 

55  considered. 

Asthury  K.C. — I  am  afraid  your  Lordship  cannot  give  me  leave  to  appeal 
against  the  original  Order. 
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Buckley  J. — I  am  afraid  not.  You  can  get  that  .leave  [from  the  Court  of 
Appeal. 

Asthxiry  K.C. — If  your  Lordship  expresses  any  view  about]  this  matter,  it 
might  assist  the  Court  of  Appeal,  because  when  my  friend  appeals,  I  shall 
apply  for  leave  to  appeal.  ,:J5«-r  -*  jy 

BUCKLGY  (7. — It  seems  to  me  that  ^^^  matter  is  in  such  a  condition  as  that 
the  question,  whether  these  costs  ought  to  be  borne  as  ordered  by  the  Order  of 
the  10th  of  November,  ought  to  be  open. 


In  thb  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Farwbll.  10 

January  16th,  1905. 

Saccharin  Corporation,  Ld.  v.  Hay. 

Patent.— Action  for  infringement. — Motion  for  judgment  in  default  of 
defence. — Certificate  oa  to  Particulars  of  Breaches, — Certificate  granted. — 
Patents^  Ac.  Act  1883^  section  29.  15 

The  Plaintiffs,  having  brought  an  Action  against  the  Defendant  for  infringe- 
ment of  certain  Letters  Patent,  and  the  Defendant  having  made  default  in 
delivering  a  Defence,  the  Plaintiffs  gave  Notice  of  Motion  for  judgment,  and  the 
matter  came  on  as  a  Short  Cause,  when  judgment  was  given  for  the  Plaintiffs. 

J.  C.  Graham  (instructed  by  J.  H.  and  J.  Y.  Johnson)  appeared  for  the  20 
Plaintiffs  ;  the  Defendant  did  not  appear. 

Graham  asked  for  a  Certificate,  under  section  29  of  the  Patents  &c.  Act, 
1883,  that  the  Particulars  of  Breaches  were  reasonable  and  proper. 

Farwell  J.y  asked  whether  he  could  grant  such  a  Certificate  and  what 
materials  were  before  him.  2^ 

GraJuim.— In  the  Pneumatic  Tyre  Co.  v.  Parr  (L.R.,  W.N.  (1896)  88),  North. 
J.,  held  that  such  a  Certificate  might  be  given  to  a  Plaintiff  notwithstanding  that 
judgment  was  given  in  his  favour  in  default  of  appearance. 

Farwell,  J.^  after  examining  the  Particulars,  granted  the  Certificate  asked 
for.*  30 


♦  Ser  aUo  Pncniuatic  Tyre  Co.  Ld.  v  Chhholm  Ji'  Co.  (13  R.P.C.  488),  Bmtkt  v.  Hall  (21  R.P.C. 
J9),  and  Sacehariti  Corporation,  Ld.  v.  Skidmore  (21  R.P.C.  31).    J,C.^ 
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In  the  Matter  of  the  Application  of  Carl  Holmstrom, 


In  the  Hioh  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Farwhll. 

AnguBt  3rd  and  December  17th,  19th,  and  2(Hh,  1904. 

In  the  Matter  of  the  Application  of  Carl  Holmstrom  to  be 
5  Registered  as  entitled  to  an  Interest  in  Five  Patents, 

and 

In  the  Matter  of  the  Patents,  Designs,  and 

Trade  Marks  Acts,  1883  to  1888. 

Patent  granted  to  H.  in  conjunction  unth  B.j  M.  and  K. — Application  by  H. 
10  to  be  registered  in  respect  of  the  interests  of  B.,  M.  and  K.  refused. — Patents  Ac. 
Actj  1883^  section  90. 

JST.,  while  in  the  employment  of  a  firm  which  was  afterwards  transformed 
into  a  Company y  made  certain  inventions  in  conjunction  unth  three  designers 
employed  by  him  under   certain   arrangements  unth   his   employers.    Five 

15  Patents  were  afterwards  granted  to  H,y  one  of  the  designers  being  associated 
with  him  as  co-Patentee  in  ea^^h  case.  H.  claimed  to  be  entitled  to  the  interests 
of  his  co-Patentees  under  certain  documents,  and  the  Company  claimed  to  be 
entiited  to  the  same  under  certain  other  documents.  The  Comptroller-Ghneral 
leaving  refused  the  applications  of  both  H.  and  the  Company  to  registration  on 

20  t^^  ground  thai  neither  party  had  proved  his  title,  H.  moved  under  section  90 
of  the  PcUents  Ac.  Act,  1888,  that  the  Register  might  he  rectified  by  inserting 
his  name  as  entitled  to  an  interest  in  the  PcUents. 

Held,  that  tinder  the  circumstances  set  forth  in  the  Judgment  the  Motion 
must  be  refused,  but  without  costs. 

25  Oh  the  27th  of  June  1904  notice  was  served  by  Carl  Holmstrom  on  William 
Beardmore  A  Co.  Ld.  that  the  Coart  would  be  moTed  on  the  8th  of  July,  or  so 
Boon  thereafter  as  Counsel  could  be  heard,  on  behalf  of  Carl  Holmstrom,  that 
the  Comptroller-General  might  be  directed  to  rectify  the  Register  of  Patents  by 
inserting  the  name  of  Carl  Holmstrom  as  entitled  to  an  interest  in  Letters 

30  Patent  No.  26,732  of  1901,  No.  62  of  1902,  No.  5205  of  1902,  No.  7610  of  1902, 
and  No.  7951  of  1902.  The  matter  was  subsequently  put  into  the  list  of  actions 
for  trial  without  witnesses.    When  the  Motion  came  on  for  hearing,  on  the  8rd 
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of  August  1904,  there  being  a  conflict  of  testimony  in  the  affidavits,  it  was 
directed  to  be  put  into  the  list  for  trial  with  witnesses. 

The  five  Patents  to  which  the  Motion  related  were  granted  to  Holmstrom  in 
conjunction  with  Axel  Bremberg,  A.  K  Mascelly  and  Qustav  Kohler^  three 
designers  employed  by  him  under  the  circumstances  hereinafter  stated,  one  of  5 
such  three  designers  being  associated  with  him  in  each  of  such  Patents.  He 
claimed  to  be  entitled  to  the  interests  of  the  three  designers  under  three  letters 
of  the  3rd  of  June  1902,  and  the  Respondent  Company  claimed  to  be  entitled  to 
such  interests  under  certain  other  documents  hereinafter  mentioned .  It  appeared 
that  the  Applicant  and  Respondent  Company  made,  simultaneously,  applications  10 
to  the  Comptroller-General  to  have  their  respective  titles  registered.  These 
applications  came  before  the  Comptroller  together  in  April  1904,  and  the  Comp- 
troller decided  that  the  evidence  on  the  statutory  declarations  before  him  was 
so  conflicting  that  he  was  unable  to  say  that  either  party  had  proved  his  title, 
and  so  he  refused  to  proceed  either  with  the  one  application  or  the  other.  15 

The  Motion  came  on  again  for  hearing  on  the  17th  of  December  1904. 

Opjohriy  K.C.,  and  A.  L.  Ellis  (instructed  by  O.  and  S.  Harrison  &  Co.) 
appeared  for  the  Applicant;  Jenkins^  K.C.,  and  A,  J.  PFaW^  (instructed  by 
Nicholson^  Ghraham  and  Chraham)  appeared  for  the  Respondent. 

A.  L.  MliSy  for  the  Applicant. — This  application  is  made  under  section  90  of  20 
the  Patents  Designs  and  Trade  Marks  Act,  1883,  asking  that  the  Comptroller 
may  be  directed  to  rectify  the  Register  of  Patents  by  inserting  the  Applicant,  Carl 
Holmstrom  y  in  the  Register  as  entitled  to  an  interest  in  five  Patents  the  subject  of 
the  application.     There  was  no  question  as  to  the  Applicant's  interest.     On  the 
1st  of  April  1901  the  Applicant  became  the  manager  at  the  works  of  Messrs.  Beard-  25 
more  A  Co.,  gun  manufacturers.    His  engagement  was  to  be  for  a  period  of  five 
years  at  lOOOZ.  a  year.    Subsequently  it  was  arranged  that  he  was  to  engage  three 
skilled  designers  to  work,  under  his  direction,  for  the  firm,  and  was  to  devote 
himself  exclusively  to  the  interests  of  the  firm  in  consideration  of  having  allotted 
to  him,  or  to  his  wife  if  he  died,  a  number  of  shares  in  a  limited  Company  to  be  30 
afterwards  floated.    He  was  to  transfer  his  interest  in  any  invention  he  made 
while  in  the  employment.     Five  Patents  were  applied  for,  the  result  of  his 
invention  or  that  of  one  or  other  of  the  designers  engaged  by  him.    On  the  21st 
of  January  1902  the  business  of  Messrs.  Beardmore  A  Co.  was  transferred  to 
William  Beardmore  Jk  Co.  Ld.     On  the  27th  of  May  1902  Holmstrom  was  dis-  35 
missed  by  Beardmore  A  Co.  Ld.    He  subsequently  brought  an  action  in  Scot- 
land for  wrongful  dismissal  and  recovered  2000/.  damages.     The  arrangement 
to  transfer  to  the  Company  the  Applicant's  interest  in  the  Patents  applied  for 
was  not  carried  out.     The  Company  had,  by  arrangement  with  certain  persons 
who  came  in,  precluded  itself  from  transferring  any  shares  in  the  way  originally  40 
contemplated.    On  the  31st  of  May  1902  the  Applicant  saw  the  three  designers, 
and  asked  them  to  execute  letters  of  assignment  to  him  of  their  interests  in  the 
five  Patents.     The  letters,  which  were  signed  on  the  3rd  of  June,  were  sent  to 
the  Patent  agents  for  registration,  but  they  were  not  entered  in  the  Register  as 
the  Patents  were  not  yet  sealed.     The  Patent  agent's  fees  were  paid  by  the  45 
Applicant.     On  the  25th  of  Ocitober  1902  the  Respondents  themselves  obtained 
a  formal  assignment  of  the  three  designers'  interests  in  the  inventions. .    This 
document  was  put  before  the  Comptroller  for  registration.     After  the  Patents 
were  sealed,  the  parties  were  directed  to  appear  before  the  Comptroller.    He 
arrived  at  the  conclusion  that  neither  party  had  made  out  a  case  for  registration.  50 
The  issue  to  be  tried  now  was  the  effect  of  the  three  letters  of  assignment,  notice 
of  which  before  the  25th  of  October  had  been  admitted  by  the  Respondents ; 
and  whether  the  designers  were  not  employed  on  the  terms  that  all  inventions 
made  by  them  should  belong  to  the  Respondents. 

JetlMnSy  E.C.,  stated  that  the  Respondents  rested  their  title  not  only  on  the  55 
assignment  but  also  on  a  document  of  earlier  date  (viz.,  the  28th  of  May  1902), 
signed  by  the  three  designers: — "We  hereby  undertake  and  agree  that  all 
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^  drawings  and  designs  produced  by  as  and  patent  rights  obtained  while  we 
^^  are  in  the  employ  of  William  Beardmoi^e  &  Co,  Ld.  are  and  shall  be.  the 
"  exolnalTe  property  of  the  Company."  The  Patent  rights  in  question  were 
obtained  long  after  the  date  of  that  document. 
5  Ellie. — The  original  agreement  was  not  with  the  Limited  Company,  and 
the  agreement  of  the  28th  of  May  does  not  affect  the  letters  agreeing  to  assign 
of  the  3rd  of  June.  As  to  the  consideration  for  the  letters  agreeing  to  assign,  the 
Applicant  saw  the  three  designers  on  the  31st  of  May  and  pointed  out  that  he 
had  had  a  list  of  fees  from  the  Patent  Agents  amounting  to  300Z.,  and  that 

10  Messrs.  Beardmore  had  repudiated  any  responsibility  for  them.  They  then 
said  they  had  not  assigned  to  Messrs.  Beardmore.  The  Applicant  said  if  they 
did  not  assign  to  him  they  would  have  to  pay  their  share  of  the  fees.  On  the 
3rd  of  June  they  signed  the  letters  agreeing  to  assign  to  the  Applicant. 
Counsel  submitted  that  the  Applicant  was  entitled  to  have  the  equitable 

15  assignment  contained  in  the  letters  of  the  3rd  of  June  1903  registered  ;  it  was 
capable  of  registration  (Re  Casey's  Patents^  Stewart  v.  GaseVj  9  R.P.C.  9  ; 
L.R.  (1892)  1  Ch.  104). 

Jenkins^  K.C.,  admitted  that  it  was  capable  of  registration,  but  the  question  was, 
whether  having  regard  to  the  relationship  of  the  designers  to  Beardmore  A  Co.  and 

20  Beardmore  A  Co.  Ld.,  and  having  regard  to  the  document  of  the  28th  of  May  1902, 
could  the  letters  pass  anything  ?  He  submitted  not,  on  four  grounds  : — (1)  The 
Respondents  had  a  better  title  to  the  designers*  interests  because  the  designers 
were  employed  first  by  Beardmore  Jk  Co.  and  then  by  Beardmore  A  Co.  Ld,  in 
unbroken  continuity  on  the  terms  that  any  inventions  they  made  while  in  the 

25  employment  should  be  the  employers*  property.  (2)  At  the  time  the  Applicant 
took  letters  agreeing  to  assign  on  the  3rd  of  June  1902  he  had  notice  of  the  agreement 
of  the  28th  of  May  1902.  That  document  established  the  Respondents*  title,  and 
the  five  Patents  were  within  it.  (3)  In  October  1902  the  Respondents  obtained  a 
formal  assignment  of,  not  the  Patents,  but  the  rights  to  the  inventions  of  the 

30  de^gners.  The  Patents  had  not  then  been  granted.  (4)  By  deed  or  deeds  of 
the  26th  November  1904  the  Respondents  obtained  the  legal  estate. 

Carl  Holmstrom,  the  Applicant,  gave  evidence  in  support  of  the  application. 
JenkiriSy  K.C.,  for  the  Respondents. — The  Patent  rights  in  respect  to  the  inven- 
tions made  by  the  designers  while  in  the  employ  of  Messrs.  Beardmore  A  Co., 

35  or  Beardmore  A  Co.  Ld.y  were  the  property  of  the  Company,  and  could  not 
properly  pass  to  the  Applicant  under  the  documents  of  the  3rd  of  June  1902. 
The  document  of  the  28th  of  May  1902  established  the  Respondents*  right  to  be 
registered  in  respect  to  the  designers*  interests.  At  the  date  of  the  agreements 
of  the  3rd  of  June  1902,  provisional  protection  only  had  been  obtained  for  the 

40  inventions.  There  were  no  Patent  rights.  The  rights  which  then  existed  were 
the  same  kind  of  rights  that  existed  under  the  Patent  liaw  in  1869  {Ex  parte 
Bates  and  Bedgate,  L.R.  4,  Ch.  App.  577),  except  that  under  the  Act  of  1853  the 
inventor  is  not  liable  to  be  defeated  in  the  race  for  the  seal  as  formerly.  The 
Respondents  are  protected  by  the  agreement  of  the  28th  of  May  1902,  and  they 

45  have,  since  the  sealing,  obtained  a  formal  assignment  of  the  designers*  interests. 
As  a  matter  of  law  the  terms  of  their  employment  involved  the  designers  giving 
to  their  employers  the  benefit  of  inventions  made  in  the  course  of  the 
employment. 

The  following  witnesses  were  called  for  the  Respondents  : — David  Oirdwood 

50  (secretary  of  William  Beardmore  A  Co.  Ld.)  and  Axel  Bremberg,  A.  E.  MasoaU, 
and  Oustav  Kohler  (the  three  designers  previously  mentioned).  The  designers 
stated,  inter  alia,  that  on  the  31st  of  May,  the  date  of  the  interview  with 
Carl  Holmstrom,  and  on  the  date  of  the  letters  of  the  3rd  June,  they  believed 
that  Beardmore  A  Co.  Ld.  "were  making  no  claim  to  the  Patents."    They 

55  were  subsequently  informed  that  this  was  inaccurate. 
Walter  summed  up  the  Respondents*  case. 
Upjohn,  K.C.,  was  heard  in  reply. 

Q  2 
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Farwbll  J.— In  the  view  that  I  take  of  the  case  it  is  merely  a  qnestion  of 
fact.  There  might  have  been,  I  think,  a  point  of  technicality,  but  that  is  waived 
by  both  parties.  I  am  not  quite  sure  whether  on  the  judgment  in  Oasey^a  case 
this  case  really  comes  within  the  90th  section  at  all,  but  however,  both  parties 
have  agreed  in  treating  it  as  such,  and  I  accordingly  treat  this  as  properly  brought  5 
as  a  Motion  to  rectify  the  Register  of  I^atents  by  putting  on  these  documents  in 
qnestion. 

The  facts,  so  far  as  material,  are  that  Mr.  Holmstrom^  being  manager  of  this 
Messrs.  Beardmore's  business  which  was  turned  into  a  limited  company  in  th© 
beginning  of  1902,  and  having  three  designers  employed  under  him,  made  10 
certain  inventions  and  he  took  out  Patents  in  the  name  of  himself  and  one  of 
the  other  employes  in  each  case,  there  being  five  Patents  in  all.  I  think  on  the 
evidence  that  the  invention  may  be  fairly  said  to  be  the  joint  work  of  both  the 
inventors  named  in  the  Patents,  as  indeed  they  were  proved  to  be.  The  three 
designers  were  called,  and  on  their  evidence,  and  indeed  on  Mr.  Holmstrom's  15 
evidence  also,  I  am  clear  that  no  one  ever  supposed  that  the  designers  were  to 
be  entitled  to  their  share  of  the  Patents  taken  out  by  them  for  their  benefit  as 
against  their  employer.  I  have  seen  the  three  designers  in  the  box  and 
they  all  agreed  in  saying  that  they  understood  that  if  any  Patents  were  taken 
out  for  inventions  made  by  them  in  their  names  during  their  employment  they  20 
would  belong  to  the  Company,  and  they  still  so  consider  and  they  make  no 
claim.  It  is  true  that  they  also  said  that  if  the  Company  did  not  want  them, 
then  they  considered  that  their  right  arose,  and  that  seems  a  very  reasonable  idea. 
I  do  not  think  that  anything  that  Mr.  Holmstrom  has  said  is  contrary  to  that, 
nor  do  I  see  how  I  could  allow  an  outside  person  to  assert  a  right  which  the  25 
two  contracting  parties  to  the  contract,  the  contract  of  employment,  repudiate. 
The  assignment  in  question  was  obtained  from  these  three  gentlemen  on  the 
understanding  that  the  Company  made  no  claim  to  the  Patents  which  they 
proposed  to  assign  to  Mr.  Holmstrom,  Mr.  Holmstrom  made  no  payment  for 
them  at  all.  There  was  a  nominal  21.  which  was  not  paid,  but  the  considera-  30 
tion  was  that  there  were  a  number  of  Patent  fees  which  ought  to  have  been 
paid  by  him,  and  those  the  designers  would  have  had  to  contribute  towards  if 
they  were  to  have  their  share  of  the  Patents.  There  is  nothing  that  I  can  see  in 
the  least  unfair  as  between  them,  assuming  the  three  designers  were  the  owners. 
They  took  the  papers  away  and  they  considered  what  they  would  have  to  pay.  35 
If  their  recollection  is  now  to  be  relied  upon,  I  think  they  all  thought  that 
they  would  have  to  pay  too  much,  but  I  am  not  quite  clear  about  that.  How- 
ever, they  examined  it  for  themselves  and  came  to  the  conclusion  that  it  was 
not  worth  their  while.  If  they  had  baen  the  owners  I  do  not  see  any  reason  to 
doubt  that  it  was  a  good  assignment,  but  they  did  it  on  a  misapprehension  that  40 
the  Company  had  given  up  its  rights  and  that  they  were  the  real  owners.  Now 
that  was  not  so.  I  think  it  is  plain  on  the  facts  as  I  have  them  that  the  Com- 
pany never  meant  to  do  anything  of  the  sort.  I  do  not  think  I  need  go  through 
the  details  of  the  matter  further  than  that. 

There  was  a  further  point,  that  prior  to  these  three  documents  which  are  now  45 
asked  to  be  registered,  bearing  date  the  3rd  of  June  1902,  there  was  a  document 
of  the  23rd  of  May  1902  which  these  three  designers  had  signed,  admitting  the 
right  of  the  Company.    I  am  glad  that  I  have  not  to  determine  this  case 
on  the  construction  of  that  document,  because  I  think  it  is  exceedingly  difficult 
to  say  what  it  does  exactly  mean,  but  the  word  "  are  "  certainly  points  to  some-  50 
thing  which  had  been  done  before,  being  treated  as  then  existing,  and  I  am  not 
sure  that  the  better  construction  of  that  word  is  not  to  read  '*  Patent  rights  "  as 
"  rights  to  Patents  to  be  obtained  by  us."    There  were  no  actual  Patents,  as  I 
understand,  then  obtained  at  all,  and  if  "  Patent  rights "  means  *'  rights  to 
"  Patents,"  then  the  word  *'  obtained  "  may  very  well  be  "  to  be  obtained,"  55 
because  the  only  right  at  the  time  was  a  right  of  provisional  protection,  which 
is,  perhaps,  hardly  appositely  described  as  a  Patent  right.    I  doubt  if  the  case 
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of  Ex  parte  Bates  and  Redgate  really  has  any  bearing  on  the  present  case, 
because  the  present  Patent  Act  appears  to  me  to  have  altered  the  law,  as  it  stood 
under  the  Act  existing  at  the  time  of  that  decision,  in  a  way  which  makes  the 
question  of  provisional  right  different.  Therefore  I  do  not  think  that  that 
5  authority  has  smy  bearing  on  the  present  case. 

The  only  other  point  that  remains  really  is  the  question  of  costs.  I  have  felt 
some  little  difficulty  about  the  question  of  costs,  but  on  the  whole,  I  think,  as 
Mr.  Jenkinses  clients  do  not  press  for  costs,  and  as  it  was  a  case  obviously  of  a 
common  misunderstanding  befween  a  number  of  perfectly  straightforward  and 
10  honest  people,  that  I  should  do  justice  by  saying  no  costs.  I  refuse  the  Motion, 
therefore,  without  costs. 


In  the  High  Court  of  Justice.— Chanckrt  Division. 

Before  Mr.  Justice  Farwell. 

January  11th,  1905. 

15  In  the  Matter  op  the  Application  of  William  Bbardmore  &  Co.  Ld. 
TO  BE  Registered  as  entitled  to  an  Interest  in  Five  Patents, 

and 

In  the  Matter  of  the  Patents,  Designs,  and 
Trade  Marks  Acts,  1883  to  1902. 


20  Notice  of  Motion  having  been  served  by  William  Beardmore  Jk  Co.  Ld.  that 
the  Re^ster  of  Trade  Marks  should  be  rectified  by  inserting  their  names  as 
entitled  to  the  interest  in  the  Letters  Patent  the  subject  of  the  preceding  case 
(antey  page  213),  the  Motion  came  on  for  hearing  before  Mr.  Justice  Farwell 
on  the  11th  of  January  1905. 

25  WcMer  (instructed  by  Nicholson^  Orafiam^  and  Oraham)  appeared  for  the 
Applicant  Company ;  Ellis  (instructed  by  C.  and  8,  Harrison  &  Co.)  appeared  for 
the  Respondent  Holstrom. 
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Walter  stated  that  the  Comptroller-General  who  had  been  served  did  not 
appear,  but  had  suggested  that  the  Order  should  be  made  in  the  form  that  the 
Applicant  Company  should  be  registered  as  the  proprietors  of  the  interests  of 
Messrs.  Bremberg^  Mascall^  and  Kohler^  who  are  referred  to  in  the  report  of 
the  preceding  case.  Counsel  stated  that  he  appeared  for  them,  and  asked  for 
leaye  to  amend  the  Notice  of  Motion  by  making  them  Respondents. 

Farwbll  «7.,  thought  this  ought  to  be  done,  and,  there  being  no  opposition, 
made  the  Order  in  the  form  suggested. 


Before  The  Solicitor-General. 
November  17th,  1903,  and  April  27th  and  28th,  1904.  iq 


In  the  Matter  of  an  Application  for  a  Patent  by 
Arthur  Hudson. 


Opposition  to  tlie  grant  of  a  Patent  on  the  grounds  (a)  that  tfie  Applicant  had 
obtained  the  invention  from  one  of  the  Opponents  ;  (b)  thcU  the  inventiof},  had 
been  patented  on  an  application  of  prior  date^  and  (c)  tliat  the  Complete  15 
Specification  described  or  claimed  an  invention  other  than  that  described  in  the 
Provisional  Specification^  and  that  sibch  other  invention  formed  the  subject 
of  an  application  made  by  the  Opponents  in  the  interval  between  the  leaving  of 
the  Provisional  Specification  and  the  leaving  of  the  Complete  Specification. 
The  Opposition  on  the  ground  (a)  was  deemed  to  be  abandoned  under  Rule  S3.  20 
The  Chief  Examiner  decided  to  seal  a  Patent. 

Held  by  the  Law  Officer^  on  appeal^  after  adjournment  for  further  evidence^ 
that  a  Patent  be  sealed  subject  to  an  amendment  of  the  Specification  by  striking 
out  one  passage. 

The  Patents  Ac.  Acty  1888 y  section  4,  does  not  introduce  any  new  kind  ofdis-  25 
conformity^  but  the  Law  Officer  must  consider  carefully  whether  t!ie  Patent 
should  be  stopped^  because  his  dedsion^  if  he  lets  a  Patent  go^  will  affect  the 
question  of  disconformity  if  subsequently  raised  in  ilie  Superior  Courts. 
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On  the  30th  of  January  1902,  Arthur  Hudson  applied  (No.  2448  of  1902)  for  a 
Fatent  for  **  Improvements  in  or  relating  to  apparatus  for  preventing  accidents 

and  loss  of  life  in  connection  with  tramcars,  motor  cars,  and  other  road 
"  vehicles." 

5  The  grant  of  a  Patent  was  opposed  by  the  National  Rail  and  Tramway 
Appliances  Company  Ld,  and  Plielam  McGullough,  on  the  grounds  (a)  that 
/a?  ^PP^i^J^*  liad  obtained  the  invention  or  a  part  thereof  from  the  Opponent 
{McCullough)  ;   (b)  that  the  invention,  or  a  part  thereof,  had  been  patented  on 

in  T  ?PP"^*^^^^  o^  prior  date,  No.  11,552  of  1901  (this  was  an  application  made  by 

w  Arthur  Hudson,  and  the  Opponents  were  sole  licensees  thereunder)  ;  and  {c) 
that  the  Complete  Specification  described  or  claimed  an  invention  other  than 
that  described  in  the  Provisional  Specification,  and  that  such  other  invention 
formed  the  subject  of  an  application  made  by  the  Opponents  in  the  interval 
between  the  leaving  of  the  Provisional  Specification  and  the  leaving  of  the 
Complete  Specification,  viz..  No.  3188  of  1902,  filed  the  8th  of  February  1902. 
p  ,  ®  ^^PP^?^*^^'^  ^^  t*ie  ground  (a)  was  deemed  to  be  abandoned  under 
Kule  33,  evidence  in  support  of  it  not  having  been  left  within  the  time 
prescribed  by  the  Rule. 

on     ^^  Provisional  Specification  described  a  life  guard  pivoted  below  the  floor 

^  of  the  tramcar,  and  held  up  out  of  contact  with  the  rails  by  a  knuckle-jointed 

?^     i^S:e-jointed  rod  arranged  in  a  particular  manner.    A  *'gate"  or  feeler  on 

A     ^^  ^^  ^^^  ^*^  ^*®  connected  to  the  hinge-jointed  rod  by  a  connecting- 

^?     1,         arrangement  was  such  that  if  a  body  in  the  way  of  the  car  were 

struck  by  the  gate  or  feeler,  the  latter  would  swing  inwards  and  cause  the 

^D  hmge-jointed  sustaining  rod  to  bend,  leaving  the  pivoted  guard  free  to  descend 
and  pick  up  the  obstructing  body. 

Qn^^  *i^^  Complete  Specification,  which  was  left  at  the  Patent  Office  on  the 

A    u  ^^*^^®^  ^^^2»  *^®  arrangement  of  the  hinge-jointed  rod  was  modified, 

and  there  was  added  a  trip  mechanism,  by    means  of  which  only  a  slight 

•50  movement  of  the  "  gate  "  or  feeler  was  necessary  to  cause  the  descent  of  the 
pivoted  guard  or  «  cradle,"  which  descent  was  further  hastened  by  a  spring. 
,.  oT*^°^^^®*^  ^P®°^^^*^^^  contained  the  following  statement  at  page  3, 
« ??  f    'C''  ^^^^  ^^^^^  ^^^  ^^^^  (^)  I  ^*y  ^°^^^  *^^®  hinge-jointed  rod  (E)  and 

OK  u  I     *°®  ^®^®^  "  (^)  C^'^-'  *^®  connecting-rod)  "  direct  to  the  lever  (D),  but  for 

the  purposes  of  limiting  the  fall  of  the  cradle  I  prefer  to  use  it." 

The    evidence    showed  that  the   Applicant,  before  he  left  his    Complete 

Specification,    discovered    that    the    arrangement    of    the    hinge-jointed    rod 

described   in  his  Provisional    Specification  had   been  included,  without  his 

>iA  xT^^Ti  kF®'  ^^  *^®  Complete  Specification  of  a  prior  application  of  his, 
^\l  i\  ^^  ^^^^'  which  Complete  Specification  was  left  on  the  7th  April  1902 
by  the  Opponents,  who  had  acquired  the  sole  right  of  manufacture  of  the  guards 
protected  under  that  application.  He  thereupon  endeavoured  to  work  out  for 
the  Complete  Specification  of  his  later  application,  No.  2448  of  1902,  a  modified 
Sr°^-  •     *^^    hinge-jointed    arrangement   which,   while  conforming    to    his 

45  Provisional  Specification,  would  differ  from  the  arrangement  patented  on  the 
pnor  application. 

In  the  interval  between  the  leaving  of  the  Provisional  and  Complete 
°P®<^ifi<»*ioM,  on  the  8th  of  February  1902,  the  Opponents  appUed  for  a  Patent 
r         i-      ^^  1902)  for  a  guard  in  which  there  was  no  hinge-jointed  rod,  but 

5U  (according  to  the  Provisional  Specification)  the  connecting-rod  from  the  gate  or 

feeler   was  attached  directly  to  a  lever  arm  on  the  axis  of  rotation  of  the 

cradle.      Their  Complete  Specification,  which  was  not  left  until  the  8th  of 

iQ?foT^^^  1902,   after  the  Applicant's  Complete  Specification  (No.  2448    of 

1902)  had  been  left,  included  trip    mechanism  of  a  similar  kind    to    that 

55  m^oducod  by  the  Applicant  into  his  Complete  Specification. 

The  Chief  Examiner  (acting  for  the  Comptroller-General)  held,  as  regards 
the  ground  (*),  that  •  the  invention  had  not  been    patented    on    the    prior 
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application.  As  regards  the  ground  (c),  he  held  that  the  invention  described 
in  the  Applicant's  Complete  Specification  was  not  the  same  as  that  described 
in  the  intervening  Provisional  Specification  of  the  Opponents,  and  that  it  was 
therefore  not  necessary  for  him  to  express  any  opinion  as  to  the  alleged 
disconformity  between  the  Applicant's  Provisional  and  Complete  Specifications.  5 
The  decision  contained  the  following  statement: — ''I  notice  that  in  the 
"  Applicant's  Complete  Specification,  at  page  3,  lines  27  to  29,  it  is  stated 
^^  that  the,  hinge-jointed  rod  may  sometimes  be  omitted,  bnt  even  then  the 
"  combinsrtiion  which  would  remain  would  include  elements  ^especially  the 
"  spring)  which  I  cannot  find  in  the  Opponents'  Specification.*'  He  decided  10 
to  seal  a  Patent  on  the  application. 

The  Opponents  appealed.  • 

Neill  appeared  as  Counsel  for  the  Appellants ;  and  Gordon  as  Counsel  for 
the  Respondent.  The  appeal  was  directed  mainly  against  the  decision  on  the 
ground  (c).  15 

Neill  contended  that  the  trip  mechanism  which  the  Applicant  had  introduced 
into  his  Complete  Specification  was  invented  by  the  Opponents,  and  that  the 
Applicant  hsul  seen  it  tried  experimentally  before  he  left  his  Complete 
Specification,  that  it  was  not  in  the  Applicant's  Provisional  Specification  ;  and 
that  although  there  might  not  be  such  disconformity  between  the  Applicant's  20 
Complete  and  Provisional  Specifications  as  would  be  held  by  the  Court  to 
invalidate  the  Patent,  the  Law  Officer  had  power  under  the  Act  of  1888  to  stop 
the  Patent. 

Sir  Edward  Carson  S.G.— It  cannot  be  that  it  was  a  new  ground  for 
upsetting  a  Patent,  which  never  existed  before  ?  25 

Neill. — If  the  Patent  goes  through,  the  Courts  could .  not  upset  it  on  the 
ground  of  disconformity.  The  only  remedy  would  be  a  Petition  for  Revocation 
if  it  could  be  shown  that  the  Applicant  had  stolen  the  invention  from  the 
Opponents.  The  Applicant's  Complete  Specification  is  drawn  so  as  to  make 
it  appear  that  he  is  developing  what  is  in  his  Provisional,  then  at  the  end  he  30 
put  in  the  sting  where  he  says  that  he  may  omit  the  hinge-jointed  rod. 
That  is  where  he  takes  the  Opponents'  invention. 

Gordon  contended  that  the  Appellants  could  not  succeed  because  the  trip 
mechanism    of  the   Applicant's  combination  was    not    in  their  Provisionsd 
Specification.    It  may  be  in  their  Complete  Specification,  but  that  was  left  3^ 
after  the  Applicant's  Complete  Specification.    The  Applicant  was  the  first  to 
invent  the  trip  mechanism. 

Sir  Edward  Carson  S.G.^  intimated  that  the  evidence  was  unsatisfactory. 
If  Mr.  Neill  liked  to  ask  him  to  enquire  further  into  the  meaning  of  the 
Provisional  Specification  with  the  aid  of  additional  evidence  he  would  do  so,  40 
but  it  would  be  at  the  peril  of  the  Appellants  as  to  costs.  He  would  like 
to  know  the  whole  truth  of  the  case  from  beginning  to  end.  He  would  like 
to  hear  Hudson  and  the  other  parties,  and  to  have  any  documents  which 
would  fix  the  date  when  the  Opponents  first  made  any  drawings  showing 
the  trip  mechanism.  45 

The  hearing  was  accordingly  adjourned. 

At  the  resumed  hearing  there  was  produced,  among  other  evidence,  a  guard 
as  fitted   on  a    tramcar  in    Glasgow   by  the    Opponents   in  December  1901. 
The  Applicant,  JTt^on,  admitted  in  cross-examination  that  he  had  never  sold . 
a  single  guard  having  the  hinge-jointed  arrangement,  but  that  he  had  sold .  5(J\ 
quantities  of  those  with  the  direct  connection. 

Sir  Edward  Carson  iS.©.— This  is  a  very  important  and  really  difficult, 
case.    I  have  given  a  good  deal  of  time  to  the  consideration  of  it,  and  to  the 
arguments  in  it,  because  I  am  very  anxious  in  a  case  in  which  my  decision 
has  to  be  a  final  decision,  to  do  justice,  as  far  as  I  can,  between  the  parties.    I  55 
should  be  very  glad,  in  a  case  of  this  kind,  if  I  could  let  the  Patent  go,  and 
then  leave  the  parties  to  fight  it  out  before  the  Superior  Courts,  where  they 
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could  give  the  very  fullest  evidence,  and  where  they  could  take  the  opinions  of 
various  very  learned  Judges  ;  but  I  think  it  is  quite  clear  that  if  I  allowed 
this  Patent  of  the  Applicant  to  be  sealed,  my  decision  would  have  a  very 
considerable  effect  upon  any  proceedings  that  would  be  taken  in  the  Superior 
5  Courts.  I  think  it  was  for  that  reason  that  this  particular  jurisdiction  was 
given  by  the  Act  of  1888,  which  compels  me  to  consider — ^adopting  Sir  Robert 
BeicTs  view  in  the  case  of  Edwards'  Patent  (11  R.P.G.  461)  as  to  the  con- 
struction of  the  section — if  there  is  disconf  ormity  (and  I  use  the  word  because  I 
do  not  think  there  is  any  new  disconformity  brought  into  play  by  this  Section) 

Iff  between  a  Provisional  and  Complete  Specification,  and  meanwhile  an  Opponent 
has  in  the  interval  between  the  leaving  of  that  Provisional  and  the  leaving  of 
that  Complete  Specification  made  an  application  for  something  that  is  in  the 
Complete,  and  not  foreshadowed  in  the  Provisional  Specification  of  the 
Applicant,  whether  I  ought  then  to  stop  the  Patent. 

15  In  the  present  case  one  can  really  have  no  doubt  what  the  facts  are, 
Mr.  Hudson^  originally,  in  conjunction  with  Mr.  McGulloughy — ^when  I 
say  in  conjunction,  I  do  not  mean  as  a  joint  applicant,  but  being  interested 
in  the  business  with  him— applied  under  No.  11,552  of  1901,  for  an  automatic 
lifeguard,    described    in    a    certain    way  in  the    Provisional     Specification. 

20  Meanwhile,  before  the  Complete  was  lodged,  Mr.  Hudson  also  formed  the  idea 
of  having  a  knuckle  joint  instead  of  a  straight  arm — I  do  not  know  whether  I 
have  used  the  exact  technical  terms,  but  that  is  what  it,  in  effect,  comes  to— 
and  having  communicated  that  to  Mr.  McOullough  and  to  the  Company  that 
Mr.  McCiUlo^iffh  represents,  in  filing  the  Complete  Specification,  they  included 

25  that,  and  plaiiUy  included  in  the  Drawings  this  knuckle  joint.  Mr.  Hudson^  not 
being  aware  according  to  his  allegation  that  they  had  done  it, — I  am  not  now 
considering  whether  ^ey  had  the  right  to  do  it  or  not,  because  the  Courts  can 
decide  that  if  there  is  any  question — then  filed,  on  the  30th  of  January  1902,  his 
application  for  what*  I  think  he  conceived  to  be  the  very  matter  which  he 

30  eventually  found  out  was  included  in  the  Complete  Specification  lodged  after  the 
Provisional  Specification  which  had  been  dated  the  6th  of  June  1901,  and 
numbered  11,552.  Then  he  finds  that  that  original  application  —  the  first 
application  if  I  may  so  call  it — ^really  has  anticipated  him,  and  he  is  in 
a  difficulty,  and  he  proceeded  as  he  told  me,  with  a  view  of  getting  out  of  any 

85  responsibility  to  himself  or  to  the  Company  represented  by  Mr.  McCuUougfiy 
to  try  and  make  some  difference  which  would  enable  him  to  carry  out  his 
invention  or  carry  out,  at  all  events,  an  invention  without,  as  he  conceives, 
interference  by  the  owners  of  his  original  Patent, 

Meanwhile  the  Opponents  had  made  an  application  on  the  8th  of  February  1902, 

40  and,  on  the  8th  of  December  1902,  lodged  a  Complete  Specification,  and  obtained 
a  Patent  for  a  combination  with  this  direct  lever,  as  I  may  call  it,  communicating 
between  the  tray  and  the  gate.  It  is  a  combination  with  a  great  deal  of  the 
same  mechanism  which  had  been  used.  It  really  was  a  development  of  the 
mechanism  which  had  been  used  in  the  previous  application  of  Hudson  himself, 

45  which  then  belonged  to  the  Company.  Now  I  think  that  anybody, 
understanding  these  &cts,  and  hearing  the  very  fair  evidence  given  by 
Hudson^  would  come  to  the  conclusion  that  not  only  has  he  included  in  the 
Complete  Specification,  which  is  the  matter  undar  consideration  here,  something 
which  he  never  intended,  or  never  had  the  least  idea  of  including  in  his 

50  Provisional  Specification,  but  that  he  has  actually  put  it  in  because  he  has  found 
the  Provisional  Specification  as  originally  lodged  would  be  absolutely 
worthless  to  him.  I  think  that  if  any  case  is  ever  to  come  under  this  Section, 
which  I  am  dealing  with,  it  must  be  one  in  which  an  invention  of  this  kind  is 
intentionally  put  in  for  that  purpose,  and  I  certainly  am  not  going  to  shirk 

55  striking  out  of  the  Complete  Specification  of  Hudson  in  th^  present  case  such 
words  as  seem  to  me  to  have  been  put  in  solely  for  the  purpbse  of  getting  over 
the  fact  that  the  first  originsJ  Specification  of  1901  had  anticipated  this  knuckle 
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joint,  which  had  been  communicated  by  Mr.  Hudson  to  Mr.  McGuUough. 
I  shall,  therefore,holdthatthi8  case  comes  withinmy  jurisdiction  miderthis  Section, 
and  I  shall  strike  out  those  words  which  are  put  in  at  line  27,  page  3,  and  I  may  say 
plainly  put  in,  with  the  specific  purposeof  giving  colour  to  something  different  from 
what  he  knew  had  been  anticipated,  because  we  have  had  in  evidence  that  while  * 
in  reality  this  was  the  only  practical  combination  which  he  was  enabled  to  put 
on  the  market,  or  which  was  of  any  value,  the  other  combinations  to  which  the 
Specifications  referred  were  never  really  any  practical  use  at  all.  I  think, 
therefore,  that  if  there  was  anything  that  showed  that  this  was  simply  put  in 
for  the  purpose  of  feeding,  so  to  speak,  the  Specification,  and  making  something  -lO 
that  would  be  really  valuable  as  a  patentable  matter,  that  fact  shows  it,  because 
anybody  reading  this  would  think  that  this  way  in  which  the  thing  might  be  used 
was  really  the  best  way  or  the  preferable  way,  whereas  we  know,  on  the  facts, 
that  the  real  way  and  the  preferable  way,  as  he  had  found  as  a  matter  of 
business,  was  to  use  the  direct  lever,  and  not  to  use  the  other  methods  which  ^^ 
he  had  referred  to,  at  all.  I  shall  therefore  strike  out  this  passage :  ^  When 
**  using  the  link  (M)  I  may  omit  the  hinge-jointed  rod  (E)  and  link  the  lever  (F) 
•*  direct  to  the  lever  (D),  but  for  the  purpose  of  limiting  the  fall  of  the  cradle 
^^  I  prefer  to  use  it."  I  shall  not  interfere  with  the  Drawings.  I  am  not  at 
all  sure  what  the  effect  of  that  might  be,  but  that  is  a  matter  which  no  doubt  ^ 
can  be  decided  by  the  Courts  if  it  becomes  necessary  to  raise  any  question  as 
to  it.  I  am  doubtful  as  to  what  I  ought  to  do  about  inserting  a  reference. 
I  do  not  know  that  it  would  make  any  difference  if  I  did  insert  a  reference, 
because  undoubtedly  if  with  these  words  struck  out  Mr.  Hudson^s  Specification 
contains  nothing  more  than  the  original  Specification  No.  11,552  of  1901,  then,  ^^ 
the  Opponents  will  have  their  full  remedy  in  the  superior  Conrts,  so 
that  the  only  Order  I  shall  make  is  to  strike  out  lines  27  to  29  leaving  the 
different  parties  to  litigate  anything  else  that  may  arise  between  them.  Having 
regard  to  all  the  circumstances,  I  think  each  party  should  bear  their  own  costs. 


In  the  Court  op  Appeal.  30 

Before  Lords  Justices  Yaughan  Williams,  Rombr,  and  Stirling. 

Janaary  23rd  and  24th  and  February  6th,  1905. 

Bow  V.  Hart. 

Trade  Mark, — Action  for  infringement  in  County  Court. — Jurisdiction  of 
County  Court. — County  Court  held  not  to  have  jurisdiction.-— Appeal  allowed. —  35 
County  Courts  A^,  1S88^  section  66. 
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Bow  V.  Hart. 

The  registered  proprietor  of  a  Trade  Mark  having  brought  an  action  for 
infringement  in  a  County  Court,  tlie  Defendant  gave  notice  that  he  disputed 
the  validity  of  the  Trade  Mark^  and  intended  to  apply  to  the  High  Court  to 
have  the  Trade  Mark  expunged  from  the  Register.  The  Judge  held  that  the 
5  Trade  Mark  was  not  a  franchise  within  the  exception  in  section  56  of  the  County 
Courts  Actj  1888^  so  as  to  exclude  the  jurisdiction  of  the  County  Court,  but, 
having  regard  to  there  being  no  jurisdiction  in  the  County  Court  to  try  the 
issue  of  validity,  made  no  Order.  The  Plaintiff  appealed.  The  Divisional 
Court  held  thai  the  County  Court  had  jurisdiction  to  try  the  action^  but  were 

10  of  opinion  that  if  the  defence  raising  the  issue  of  validity  were  persisted  in  the 
action  ought  to  be  transferred  to  the  High  Court.  The  Defendant  appealed  to 
the  Court  of  Appeal. 

Held  that,  although  a  registered  Trade  Mark  was  not  a  franchise  within 
section  56  of  the  County  Courts  Act,  1888,  the  County  Court  had  no  jurisdictiofi, 

15  eitJier  under  that  Act  or  under  the  Judicature  Act,  1873,  to  entertain  an  action 
for  infringement  of  a  Trade  Mark. 

This  was  an  appeal  from  the  decision  of  the  Diyisional  Court  rerersing  the 
decision  of  the  Judge  of  the  Rochester  County  Court  (21  R.P.C.  718).  .  The 
action  was  brought  for  infringement  of  a  registered  Trade  Mark  (No.  247,723) 

20  of  which  the  Plaintiff  was  proprietor.  The  Plaintiff  claimed  an  injunction  and 
an  account  of  profits  or  damages,  which  he  assessed  at  35/.,  but  the  latter 
claim  ^as  abandoned.  The  Defendant  gave  notice  that  he  would  object  to  the 
jurisdiction  of  the  Court  to  try  the  action,  and  that  he  intended  to  dispute  the 
validity  of  the  Trade  Mark  and  to  apply  to  the  High  Court  to  have  it  expunged 

25  from  the  Register.  The  County  Court  Judge,  in  view  of  the  fact  that  the 
Defence  put  in  issue  the  validity  of  the  Trade  Mark,  which  the  Court  had  no 
jurisdiction  to  try,  made  no  Order  in  the  action.  The  Plaintiff  appealed.  The 
Divisional  Court  held,  first,  that  a  registered  Trade  Mark  was  not  a  franchise 
within  the  exception  in  section  56  of  the  County  Courts  Act,  1888,  so  as  to 

30  exclude  the  jurisdiction  of  the  County  Court,  and,  secondly,  that  the  jurisdic- 
tion of  the  County  Court  was  not  excluded  by  the  provisions  of  the  Patents, 
Designs,  and  Trade  Marks  Act,  1883.  They  therefore  held  that  the  County 
Court  Judge  had  jurisdiction  under  section  56  of  the  County  Courts  Act,  1888, 
to  try  the  action.    But  they  were  of  opinion  that,  if  the  Defendant  really 

35  intended  to  rely  on  the  defence  raising  the  question  of  the  Plaintiff's  right  to 
the  exclusive  use  of  the  Trade  Mark,  the  action  ought  to  be  transferred  to  the 
High  Court.    The  Defendtot  appealed. 

A.  Beddall  and  S.  R.  Earle  (instructed  by  Churchman  and  Winser)  appeared 
for  the  Defendant ;  and  A.  H.  Spokes  (instructed  by  Carter  and  BeU)  for  the 

40  Plaintiff. 

Beddall  and  Earle  for  the  Defendant. — The  County  Court  has  no  jurisdiction 
to  try  an  action  for  infringement  of  Trade  Mark ;  first,  because  a  registered 
Trade  Mark  is  a  franchise  within  the  exception  in  section  56  of  the  County 
Courts  Act,  1888  ;  and,  secondly,  because  according  to  the  true  construction  of 

45  the  Patents  <Sbc.  Act,  1883,  the  Legislature  gave  exclusive  jurisdiction  to  the 
High  Court  in  all  matters  connected  with  the  Act  except  where  otherwise 
mentioned.  Beg.  v.  County  Court  Judge  of  Halifax  (8  R.P.C.  338;  L.R. 
(1891)  1  Q.B.  793  ;  L.R.  (1891)  2  Q.B.  263)  is  an  authority  in  our  favour  on 
both  points.    That  was  a  decision  in  an  action  for  infringement  of  a  Patent, 

50  but  the  principle  of  that  case  applies  here.  As  to  the  first  point — Prior  to  the  Act 
of  1883  there  was  no  right  of  property  ia  a  Trade  Mark  {Singer  Manufacturing 
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Company  v.  Loog^  L.R.  18  Ch.  D.  395,  at  page  412,  per  Lord  Justice  James)^ 
bat  the  Act  altered  the  Datnre  of  the  right  and  conferred  upon  the  registered 
proprietor  a  right  of  property.     [Stirling  L.J. — Lord  Westbury  often  said 
that  there  was  property  in  a  Trade  Mark  (see  Edelsten  v.  Edelsten,  1  D.  J.  &  S. 
185  ;  Leather  Cloth  Company's  Case^  4  D.  J.  &  S.  137  ;  Hall  v.  Barrows^  ihid.^  5 
150 ;  McAndrew  v.  Baasett,  ihid.^  380),  but  the  point  was  never  regarded  as 
settled.]     [Vaughan  Williams  L.J, — At  common  law  a  Trade  Mark  was  not 
recognised  as  property  (see  Nowill  v.  Rodgers,  5  C.B.  109,  at  page  122,  per 
Wilde  C.J.).]      [ROMBR  L.J.,  referred  to  Millington  v.  Fox,  3  My.  &  Cr.  328, 
at  page  352.]    [Vaughan  Williams  L.J.— Lord  Langdale  explains  Millington  10 
V.  Fox  in  Perry  v.  Truefitt  (6  Beav.  66,  at  page  73),  and  he  put  the  ground  of 
relief  upon  the  wrong  done  by  the  Defendant.]    In  Reddaway  ▼•  Banham 
(13  R.P.C.  218 ;  L.R.  (1896)  A.C.  199)  Lord  Mamaghten  expressly  approved  the 
dictum  of  Lord  Justice  James  in  Singer  Manufacturing  Company  t.  Loog,  and 
Lord  Herschell  also  thought  there  could  not  be  property  in  a  Trade  Mark  at  15 
common  law.     [ROMER  L,J. — ^Whichever  is  the  correct  view,  practically  the 
Act  of  1883  does  not  confer  any  new  right,  but  is  intended  to  provide  a  better 
method  of  enforcing  the  right.]    By  section  76,  after  the  lapse  of  five  years  the 
registered  proprietor  acquires  an   absolute  right  to  the  exclusive  use  of  the 
Trade  Mark  in  respect  of  a  certain  class  of  goods.    That  is  a  new  right  20 
conferred  by  the  Act.    The  exclusive  right  to  sell  goods  under  a  particular 
deftignation  is  as  much  a  monopoly  as  a  Patent  or  Copyright,  and  it  is  equally 
a  frsmchise  whether  the  right  is  conferred  by  the  Crown  or  by  Act  of  Parlia- 
ment.   As  to  the  second  point— Section  117  of  the  Act  of  1883  defines  ^Hhe 
"  Court "  in  and  for  the  purposes  of  the  Act  as  meaning  the  High  Court  of  25 
Justice.    The  Act  of  1883  is  a  complete  code  with  reference  to  all  matters 
connected  with  Patents,  Designs,  and  Trade  Marks.    When  this  Act  was  passed 
the  Legislature  meant  that  ^'  the  Court  '^  in  all  proceedings  connected  with  the 
.Act  should  be  the  High  Court,  and  for  this  purpose  no  distinction  is  to  be 
drawn  between  a  Trade  Mark  and  a  Patent.    Section  77a,  which  was  added  to  30 
the  principal  Act  by  the  Amending  Act  of  1888,  authorises  "  the  Court "  in  an 
action  for  infringement  of  a  registered  Trade  Mark  to  certify  that  the  right  to 
the  exclusive  use  of  the  Trade  Mark  came  in  question,  and  that  entitles  the 
Plaintiff  upon  obtaining  judgment  in  his  favour  in  any  subsequent  action  for 
infringement  to  costs  as  between  solicitor  and  client.    That  section  corresponds  35 
to  section  31  with  reference  to  Patents.  If  the  High  Court  alone  can  certify  that 
the  validity  of  the  Trade  Mark  or  Patent  has  been  called  in  question  that  is  a  strong 
argument  against  there  being  any  jurisdiction  in  the  County  Court  to  entertain 
an  action  for  infringement.     Again,  only  the  High  Court  can  rectify  the 
Register,  but  a  motion  to  rectify  is  usually  launched  as  an  answer  to  an  action  for  40 
infringement,  and  the  two  are  heard  together.    In  terms  the  Act  does  not  limit 
the  jurisdiction  to  entertain  an  action  for  infringement  of  Trade  Mark  to  the 
High  Court ;  nor  does  it  in  the  case  of  a  Patent ;  but  in  that  case  the  Court  of 
Appeal  have  held  that  the  intention  of  the  Legislature  was  that  the  action 
should  be  tried  in  the  High  Court.    It  would  be  a  very  narrow  construction  to  45 
hold  that  the  definition  in  section  117  only  applied  where  "  the  Court "  was 
expressly  mentioned  in  the  Act.    Where  the  Legislature  intended  that  another 
Court  should  have  jurisdiction  that  is  expressly  provided  for  {see  section  112a, 
which  was  added  to  the  principal  Act  by  section  28  of  the  Amending  Act  of 
1888).  That  section  confers  on  the  Palatine  Court  of  the  Duchy  of  lAncaster  50 
jurisdiction  in  actions  relating  to  registered  Trade  Marks.     [STIRLING  LJ, — 
The  Palatine  Court  had  jurisdiction  to  try  Patent  cases  and  Trade  Mark  cases 
independently  of  any  special  provision  in  the  Act,  and  the  effect  of  section  112a 
is  merely  to  confer  on  the  Court  the  additional  jurisdiction  provided  by  the 
Act— ^.^.,  to  grant  certificates  and  to  rectify  the  Register.]  55 

Spokes  for  the  Plaintiff.— [Vaughan  Williams  £.»/.— We  are  all  of  opinion 
that  a  registered  Trade  Mark  is  not  a  franchise.]    That  being  so,  the  County 
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Court  has  jurisdiction  to  try  this  action  under  section  56  of  the  County  Courts 
Act,  1888,  unless  that  jurisdiction  is  excluded  by  the  terms  of  the  Patents, 
Designs  and  Trade  Marks  Act,  1883.  The  decision  of  the  Court  of  Appeal  in 
Reg.  V.  County  Court  Judge  of  Halifax  {ubi  supra)  has  no  application  to  the 
5  present  case«  because  that  decision  was  based  upon  the  special  provisions  of 
sections  28-31,  which  are  not  applicable  to  County  Court  actions ;  but  the  Act 
provides  no  special  machinery  in  the  case  of  an  action  for  infringement  of 
IVade  Mark.  The  definition  in  section  117  means  that  whenever  the  word 
"  Court "  appears  in  the  Act  the  High  Court  is  intended,  but  that  word  is  not 

10  used  in  the  provisions  dealing  with  the  infringement  of  Trade  Marks.  No 
doubt  everything  connected  with  registration  and  rectification  is  within  the 
exclusive  jurisdiction  of  the  High  Court,  but  there  is  nothing  in  the  Act  to  ta^e 
away  the  jurisdiction  which  the  County  Court  had  before  the  Act.  It  is  sub- 
mitted that  the  County  Court  had  jurisdiction  to  try  an  action  for  Trade  Mark 

15  at  common  law,  which  was  a  particular  species  of  passing-off  action,  provided 
that  the  damages  did  not  exceed  a  certain  limit.  [ROHBR  LJ. — I  doubt  whether 
the  County  Court  had  any  jurisdiction  to  grant  an  injunction  in  the  case  of  a 
Trade  Mark.]  [Vaughan  Williams  L.J.— The  County  Courts  Act,  1865, 
conferred  an  equitable  jurisdiction  upon  the  County  Court  in  certain  matters,  but 

20  that  did  not  include  Trade  Mark.]  [STIRLINQ  L.J.,  referred  to  Stiles  v. 
Ecdeston  (L.IL.  Q903)  1  K.B.  544).]  That  case  decides  that  wherever  the  damages, 
if  claimed,  would  be  within  the  limit  provided  by  the  County  Courts  Act  the 
County  Court  may  grant  an  injunction.  By^rtue  of  section89  of  the  Judicature 
Act,  1873,  the  County  Court  might  have  granted  an  injunction  in  a  Trade 

25  Mark  action,  and  there  is  nothing  in  the  Act  of  1883  to  take  away  that  power. 
The  effect  of  the  Judicature  Act  is  to  confer  an  equitable  jurisdiction  upon  the 
County  Court  in  every  personal  action  within  its  jurisdiction.  [Vaughan 
Williams  LJ^. — The  Act  of  1883  gave  to  a  person  who  registered  his  Trade 
Mark  a  new  statutory  right  of  action.    Therefore  prior  to  that  Act  the  County 

30  Court  could  not  have  had  jurisdiction  to  try  that  action.]  If  the  County  Courts 
Act  then  in  force— the  Act  of  1846— applied  to  all  personal  actions  within  a 
certain  limit  that  would  include  personal  actions  subsequently  created  by 
Statute,  unless  expressly  excepted.  There  is  no  ground  for  cutting  down  the 
provisions  of  section  56  of  the  County  Courts  Act,  1888,  which  is  a  very  useful 

35  enactment.  In  cases  where  an  application  is  made  to  remove  a  Trade  Mark 
from  the  Register  the  action  could  be  transferred  to  the  High  Court. 

Beddall  in  reply. — Acts  of  Parliament  must  be  construed  not  according  to 
the  letter  but  according  to  the  intent  of  the  Legislature,  and  it  was  the  intention 
of  the  Legislature  that  these  actions  should  be  tried  by  the  High  Court  {Morgan 

40  V.  Strandling,  Plowd.  199,  at  page  205). 

Judgment  was  reserved  and  delivered  on  the  6th  of  February  1905. 
Vaughan  Williams  LJ. — This  is  an  appeal  from  the  Divisional  Court  of 
the  King's  Bench  Division,  which  reversed  the  decison  of  the  Judge  of  the 
Rochester  County  Court.    The  question  in  the  case  is  whether  the  County 

45  Court  Judge  had  jurisdiction  to  try  an  action  brought  in  respect  of  an 
alleged  infringement  by  the  Defendant  of  the  PlaintiflPs  registered  Trade  Mark. 
In  that  action  the  Plaintiff  claimed  an  injunction  to  restrain  the  Defendant 
from  infringing  the  Trade  Mark,  and  also  an  account  or  damages.  The  claim  for 
damages  was  however  abandoned.    At  the  trial  it  was  urged  that  the  County 

50  Court  had  no  jurisdiction  ;  first,  because  the  registration  of  a  Trade  Mark  under 
the  Act  of  lo8B  amounts  to  the  grant  of  a  franchise,  and  section  56  of  the 
County  Courts  Act,  1888,  which  defines  the  jurisdiction  of  County  Courts 
excludes  from  the  cognisance  of  the  County  Court  any  action  in  which  the  title 
to  a  franchise  shall  be  in  question,  and  the  defence  raised  by  the  Defendant  in 

55  this  case  put  the  Plaintiff's  right  to  his  Trade  Mark  in  issue  ;  and,  secondly,  on 
the  ground  that  actions  for  infringements  of  Trade  Marks  can  only  be  brought 
in  the  High  Court.    The  learned  County  Court  Judge  was  of  opinion  that 
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registration  of  a  Trade  Mark  was  not  the  grant  of  a  franchise.  He  had  some 
donbt  as  to  whether  an  action  for  infringement  of  a  Trade  Mark  could  be 
bronght  in  the  Ouanty  Court  even  in  a  case  where  no  question  as  to  the  right 
of  the  Plaintiff  to  the  Trade  Mark  was  in  issue,  but  he  made  the  following 
Order  : — ^^  It  appearing  that  the  defence  to  this  action  puts  in  issue  the  question  5 
''  of  the  Plaintiff's  right  to  the  exclusive  use  of  his  registered  Trade  Mark  and 
*'  his  right  to  have  such  Trade  Mark  continued  on  the  Register,  which  is  a 
''  question  which  this  Court  has  no  jurisdiction  to  « decide,  I  do  not  think 
"  fit  to  make  any  Order  in  this  action."  The  Divisional  Court  of  the  King's 
Bench  Division  reversed  this  decision,  and  held  that  the  County  Court  Judge  10 
had  jurisdiction,  and  we  have  to  consider  whether  the  Divisional  Court  is 
right. 

I  approach  the  case  with  difiSdence,  because  I  agree  with  Lord  Alveratone 
that  it  raises  a  question  of  considerable  importance  and  difficulty,  a  question 
indeed  as  to  which  the.  Chief  Justice  himself  expressed  his  anxiety  that  his  15 
decision  should  be  reviewed  by  the  Court  of  Appeal.    The  case  is  certainly  one 
of  difficulty,  but  I  think  that  in  the  Court  of  Appeal  we  have  had  the  advantage 
of  arguments  on  points  which  were  not  raised  in  the  Divisional  Court.  The 
Lord   Chief  Justice  and  Mr.  Justice  Kennedy  both  agreed  with  the  County 
Court  Judge  that  a  Trade  Mark  was  not  a  franchise  within  the  meaning  of  the  20 
exception  from  County  Court  jurisdiction  contained  in  section  56  of  the  Act  of 
1888.    I  agree.    The  decision  in  Reg.  v.  HcUi/dx  County  Court  Judge  (8  R.P.C. 
338  ;  L.R.  (1891)  2  Q.B.  263)  on  t|^  question  of  franchise  only  applied  to  actions 
relating  to  infringements  of  Patents,  which  actions  were  excluded  from  the 
cognisance  of  the  County  Courts  because  a  Patent  right  is  a  franchise  within  25 
the  meaning  of  section  56  of  the  Act  of  1888.     I  think  that  the  registration  of  a 
Trade  Mark  does  not  give  to  the  owner  of  the  Trade  Mark  a  privilege  granted 
by  the  Crown  in  right  of  its  prerogative.    Registration  of  a  Trade  Mark  under 
the  Patents,  Designs,   and  Trade    Marks  Act,  1883,  only  affects  the  rights  of 
proprietors  of  Trade  Marks  in  legal  proceedings  for  infringement,  and  the  don-  30 
ditions  under  which  actions  for  infringement  can  be  brought,  and  the  effect  of 
proof  of  registration  in  support  of  the  Plaintiff's  case.    There  is  nothing,  it  will 
be  observed,  in  sections  75,  76,  and  77,  in  the  part  of  the  Act  dealing  with  the 
effect  of  registration,  to  suggest  a  grant  of  a  privilege  in  derogation  of  the 
common  law  rights  of  other  subjects  of  the  Crown.    The  Act  assumes  that  in  a  35 
sense  there  may  be  property  in  a  Trade  Mark  and  provides  for  the  protection  of 
that  property  by  a  statutory  system  of  registration,  and  regulates  the  proceedings 
to  obtain  registration  or  to  object  thereto,  and  the  correction  of  the  Register, 
and  regulates  legal  procedure.    But  this  is  all  that  this  Act  or  the  Amending 
Act  of  1S88  seems  to  me  to  do  in  respect  of  Trade  Marks.  40 

But  even  though  the  registration  of  a  Trade  Mark  under  these  Statutes  does 
not  operate  as  the  grant  of  a  franchise,  and  therefore  does  not  make  an  action 
for  infringement  of  a  Trade  Mark  fall  within  the  exception  in  section  56  of  the 
County  Courts  Act,  1888,  as  being  an  action  in  which  the  title  to  a  franchise  is 
in  question,  yet  it  may  be  that  the  jurisdiction  of  the  County  Court  is  excluded  45 
by  the  express  terms  of  the  Patents,  Designs,  and  Trade  Marks  Act.  Great 
reliance  was  placed  by  Counsel  for  the  Defendant  upon  the  definition  in  section 
117  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883:— "* The  Court' 
<(  means  Her  Majesty's  High  Court  of  Justice  in  England,"  and  upon  the  fact 
that  in  sections  62,  71,  72,  81  (5),  (12),  90  (1),  (2),  (3),  the  word  *'  Court"  in  50 
the  sense  of  the  High  Court  of  Justice  in  England  is  used  in  respect  of  Trade 
Marks  ;  and  an  argument  was  also  based  on  the  fact  that  by  section  IS  of  the 
Act  of  1888  it  is  provided  that  in  an  action  for  infringement  of  a  registered 
Trade  Mark  the  Court  or  a  Judge  may  certify  that  the  right  to  the  exclusive  use 
of  the  Trade  Mark  came  in  question,  and  that,  if  the  Court  or  a  Judge  so  certi-  55 
fied,  then  in  any  subsequent  action  certain  consequences  as  to  costs  should 
follow,  and  it  was  urged  that  as  it  was  manifest  that  this  Certificate  could  only 
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be  given  in  the  High  Court  this  pointed  strongly  to  the  conclnsion  that  an 
action  for  the  infringement  of  a  registered  Trade  Mark  could  only  be  brought 
in  the  High  Court  of  Justice.  I  think,  for  my  part,  that  there  is  considerable 
force  in  these  arguments,  especially  as  the  definition  of  "  the  Court "  is  stated  to 
.5  be  **  in  and  for  the  purposes  of  this  Act,"  that  is,  the  Patents,  Designs,  and 
Trade  Marks  Act,  1883.  I  do  not,  however,  think  that  the  decision  in  Beg.  v. 
Halifax  County  Court  Judge  (8  R.P.O.  338)  is  conclusive  in  favour  of  these 
contentions,  although,  in  my  opinion,  it  tends  strongly  in  that  direction.  It 
may  be,  however,  that  the  decision  of  the  Court  of  Appeal  in  that  case  was 

10  based  upon  the  special  provisions  in  the  Act  with  regard  to  the  trial  of  Patent 
actions. 

But  there  is  a  further  point  to  be  considered,  and  that  is,  that  even  assuming 
that  the  definition  of  the  Court  in  the  Patents,  Designs,  and  Trade  Marks  Act, 
1883,  does  not  exclude  the  jurisdiction  of  the  County  Court  in  actions  for 

15  infringement  of  Trade  Marks,  yet  the  County  Courts  Act  must  be  examined 
to  see  if  by  those  Acts  any  jurisdiction  is  given  to  the  County  Courts  in  actions 
for  the  infringement  of  Trade  Marks. 

It  is  said  that  the  jurisdiction  is  given  by  section  56  of  the  County  Courts 
Act,  1888,  which  in  substance  is  identical  with  section  58  of  the  County  Courts 

20  Act,  1846 ;  the  sum  of  50^.  in  the  later  Act  being  substituted  for  the  sum  of 
201.  in  the  earlier  Act.  The  words  relied  upon  as  giving  jurisdiction,  under 
either  Act,  are  the  words,  "all  personal  actions  where  the  debt  demand  or 
**  damage  "  (in  the  later  Act),  *'  debt  or  damage  "  (in  the  earlier  Act),  "  is  not 
"  more  than,"  &c. 

25  Prior  to  the  Judicature  Act,  1873,  there  was  a  difference  between  the  Com- 
mon Law  Courts  and  the  Equity  Courts  with  respect  to  actions  to  enforce  the 
right  to  Trade  Marks.  This  is  well  pointed  out  in  Singer  Manufacturing 
Company  v.  Wilson  (•L.R.  2  CD.  434)  by  Lord  Justice  Melliahy  who  says  at 
page  454,  ''To  give  a  right  of  action  at  common  law,  the  thing  must  have  been 

30  **  done  fraudulently,  it  must  have  been  intended  to  deceive.  But  the  Courts  of 
''  Equity  said — If  you  have  purchased  goods  with  another  man's  Trade  Mark 
''  upon  them,  although  you  may  have  done  it  perfectly  honestly,  not  knowing 
'*  that  it  was  another  man's  Trade  Mark,  or  if  you  have  manufactured  goods  for 
''  somebody  else,  who  has  ordered  you  to  manufacture  them  with  a  certain 

35  ^'  Trade  Mark  upon  them,  and  you  have  manufactured  the  goods  with  that 
"  Trade  Mark  upon  them,  perfectly  honestly,  and  not  knowing  that  you  were 
"  doing  wrong  in  putting  that  Trade  Mark  upon  them,  yet,  nevertheless,  you 
''  cannot  be  allowed  to  put  the  goods  into  the  market  with  that  Trade  Mark 
''  upon  them,  because  the  effect  of  it  will  be  that  the  goods  will  pass  from  hand 

40  ^'  to  hand  as  being  goods  manufactured  by  the  person  whose  Trade  Mark  it  is  ; 
''  and  therefore  you  shall  be  restrained  from  doing  that."  That  case  was  appealed 
to  the  House  ofLords(L.R.3App.  Cas.377),andthedecisionoftheCourtof  Appeal 
was  reversed,  but  Lord  Cairns  says  with  reference  to  the  point  now  under 
consideration — '*  That  there  have  been  many  cases  in  which  a  Trade  Mark  has 

45  '^  been  used,  not  merely  improperly  but  fraudulently,  and  that  this  fraudulent 
^  use  has  often  been  adverted  to  and  made  the  ground  of  decision,  I  do  not 
''  doubt ;  but  I  wish  to  state  in  the  most  distinct  manner  that,  in  my  opinion, 
''  fraud  is  not  necessary  to  be  averred  or  proved  in  order  to  obtain  protection 
^'  for  a  Trade  Mark."    The  present  action  is  not  based  on  fraud ;  it  seeks  to 

50  restrain  (in  the  language  of  Lord  Cairns)  an  "  improper  "  as  distinguished  from 
a  "  fraudulent "  use  of  the  Trade  Mark.  Such  relief  was,  prior  to  the  Judicature 
Acts,  only  given  in  Courts  of  Equity,  and  consisted  in  an  injunction  and  an 
account  of  profits ;  damages  could  not  be  awarded  until  after  the  passing  of 
Cairns'^  Act. 

55  Now,  in  1846  the  County  Courts  had  no  equitable  jurisdiction,  and  the 
Common  Law  Courts  could  not  have  entertained  an  action  for  an  injunction  to 
restrain  the  infringement  of  a  Trade  Mark,  while  the  Courts  of  Equity,  although 
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exercising  this  jurisdiction,  conld  not  have  given  dsgxiages,  and,  even  after  the 
passing  of  Gaims'  Act,  could  only  have  given  damages  by  way  of  a  snbsidiary 
altematiye.  By  section  1  of  the  Act  of  1865,  an  Act  to  confer  on  the  County 
Courts  a  limited  jurisdiction  in  equity,  the  power  and  authority  of  the  High 
Court  of  Chancery  in  certain  suits  and  matters  was  conferred  on  the  County  6 
.Courts,  but  this  Act  certainly  did  not  confer  upon  the  County  Courts  authority 
to  entertain  an  action  for  injunction  or  to  give  damages  under  Cairns^  Act.  I 
find  therefore  nothing  in  the  County  Courts  Acts  to  confer  this  jurisdiction. 

Then  it  is  said  that  the  jurisdiction  is  given  by  the  Judicature  Act  1873, 
8ectio;ns  .24  and  89,  the  former  of  which  sections  gives  to  the  High  Court,  whether  10 
in  the  King's  Bench  Division  or  the  Chancery  Division,  all  the  power  and 
authority  exercised  by  the  Chancery  Division,  while  the  latter  section  gives 
to  every  inferior  Court  which  has  jurisdiction  in  equity  or  at  law  as  regards  all 
causes  of  action  within  its  jurisdiction  the  power  to  grant  in  any  proceeding 
before  the  Court  all  the  remedies  which  could  be  given  in  the  High  Court ;  15 
and  it  is  said  that  the  County  Court,  having  the  jurisdiction  to  entertain 
a  personal  action  where  the  debt,  demand,  or  damage  is  not  more  than  50/., 
can  by  section  56  of  the  Act  of  1888  entertain  the  present  action  and  grant 
an  injunction  to  restrain  the  Defendant  from  infringing  the  Plaintiff's  Trade 
Mark.  I  cannot  agree.  Such  an  action  would  not  have  been  a  personal  action  20 
within  the  meaning  of  that  word  in  section  58  of  the  Act  of  1846,  nor  do 
I  think  that  it  comes  within  the  meaning  of  the  same  word  in  section  56  of  the 
Act  of  1888,  and  section  89  of  the  Judicature  Act,  1873,  only  applies  in  causes 
of  action  within  the  jurisdiction  of  the  County  Court. 

I  think  therefore  that  the  County  Court  Judge  had  no  jurisdiction,  and  25 
rightly  refused  to  make  any  Order  in  this  action;   and  it  follows  that  the 
decision  of  the  King's  Bench  Division  must  be  reversed.    This  is  the  Judgment 
of  the  Court,  and  the  Appeal  will  be  allowed  with  costs. 
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In  the  High  Court  of  Justicb.— King's  Bench  Division. 

Before  Mr.  Justice  Ridley. 

December  13th,  14th,  and  15th,  1904. 

In  the  Court  op  Appeal. 

5  Befot^e  The  Master  of  the  Rolls  and  Lords  Justices  Mathbw  and 

Cozens-Hardy. 

January  11th  and  12th,  1P05. 

Hattersley  &  Sons  Ld.  v.  Hodgson  ^Ld. 

Patent — Action  for  infringemenL — Injunction  granted. — Motion  for  Seques- 
10  t7^ationfor  breach  by  Defendants  of  injunction. — Hearing  of  Motion  by  Judge 
with  Assessor. — Order  for  Sequestration  made. — Appeal  dismissed. — Opinion  of 
Assessor  how  brougJU  before  the  Court  of  Appeal. 

H.  &  Sons  Ld.  brought  an  action  against  H.  Ld.  for  infringement  of  a  Patent. 
The  Patent  was  upheld  by  the  Court  of  Appeal^  and  an  injunction  was  awarded 

15  against  infringement.  The  Defendants  then  made  an  alteration  in  their  appa- 
ratus^ which  they  contended  differentiated  it  from  the  Plaintiffs^  invention  as 
defined  by  the  C'jurt  of  Appeal.  The  Plaintiffs  then  issued  a  Summons  for 
Sequestration  and  committal  against  the  Defendants  and  their  managing 
director  for  brea^ch  of  the  injunction. 

20  Held,  on  tJie  hearing  of  the  Summons^  that  the  Defendants*  altered  apparatus 
was  an  infringement  of  the  Plaintiffs'  Patent^  and  an  Order  for  Sequestration 
was  made  with  costs.  The  Defendants  appealed^  but  the  Court  of  Appeal 
dismissed  tJie  appeal  with  costs. 

At  the  commencement  of  the  hearing  of  the  Summofis  the  learned  Judge 
25  intimated  that  he  required  the  assistance  of  an  expert  Assessor^  and  B.  was 
appointed  such  Assessor  by  consent  of  tlie  parties.  B.  furnished  a  written 
Statement  of  his  opinion  to  the  Judge^  and  the  Judge  intimated  that  this 
Statement  ought  to  come  before  the  Court  of  Appeal^  and  a  copy  of  it  was  by 
arrangement  supplied  to  each  party.    On  the  hearing  of  the  appeal^  the  Cow^t 
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of  Appeal  said  that  in  such  a  case  they  could  not  do  justice  unless  they  were 
able  to  look  at  what  was  said  by  the  Assessor  to  the  Judge^  and  therefore  the 
written  Statement  of  B.  could  be  read^  and  it  was  read  accordingly. 

On  the  29th  of  March  1897  Letters  Patent  (No.  8000*  of  1897)  were  granted 
to   Richard  Longden  Hattersley  and  Simeon  Jackson   for   an   invention   of  5 
"  Improvements  in  dobby  looms  for  weaving." 

In  accordance  with  a  decision  of  the  Comptroller-General  of  the  28th  of 
October  1901  the  Complete  Specification  was  amended  by  striking  oat  Claim  2 
(of  the  original  Specification)  and  parts  of  letterpress. 

The  Complete  Specification  as  amended,  so  far  as  material  for  the  present  10 
purpose,  was  as  follows  :* — *'  This  invention  relates  to  improvements  in  that 
*'  class  of  weaving  looms  in  which  the  shedding  of  the  warp  is  effected  by 
"  what  is  commonly  called  a  *  dobby.' 

"  When  the  draw  hooks  of  a  double  lift  dobby  engage  with  one  of  the  draw 
"  knives  and  are  '  drawn '  or  operated  the  ends  of  the  balks  to  which  the  hooks  15 
"  are  attached  describe  a  curve  or  move  in  a  curved  path  and  rise  and  fall  as 
"  the  case  may  be  according  as  to  whether  the  lower  or  upper  end  of  the  balk 
*^  is  operated  and  consequently  the  hooks  do  not  remain  in  line  with  the 
"  direction  of  motion  which  causes  unnecessary  friction  and  loss  of  power.  To 
"  obviate  this  as  much  as  possible  we  incline  the  upper  and  lower  guides  in  20 
"  which  the  draw  knives  work  towards  each  other  sutficiently  to  raise  the  lower 
'^  knives  and  lower  the  upper  ones  as  the  hooks  are  operated  and  thus  keep  the 
"  hooks  practically  horizontal  or  in  line  with  the  direction  in  which  they 
'*  are  moving. 

"  A  furthop  advantage  in  rnopoot  to  oaoo  of  working  and  to  keeping  the  drcbw  25 
^  hooks  in  lino  io  attained  by  arranging  the  fuloruni  of  the  jaok  lovoro  or  boll 
^^'  crank  lovoro  in  the  same  piano  ao  the  oontro  of  attaohmont  of  the  hooko 

^^  oontro  of  attaohmont  of  the  balk  lovof  o  to- the  jack  lovorn  in  enoh  a  position 
^-in  polation  to  this    plane   that  -whon  oporatod  thoy  oooillato  -botwoon  -two  30 
^points  looatod  oqui distant  from  oaoh  side  of  the  piano. 

'*  In  order  to  enable  the  pick  stopping  and  card  reversing  mechanism  to  be  ope- 
"  rated  by  the  same  operating  rod  we  introduce  levers  into  the  respective  motions 
^^  arranged  in  sach  a  manner  that  on  the  first  movement  of  the  operating  rod  the 
"  said  lever  in  the  pick  stopping  motion  is  in  its  most  active  position  that  is  to  35 
"say:  its  arm  communicating  the  motion  is  moving  in  a  direction  almost 
''  parallel  to  the  direction  of  motion  so  that  the  pick  stopping  mechanism  is 
"  immediately  actuated.  On  the  other  hand  the  said  lever  in  the  card  reversing 
"  mechanism  is  at  first  in  its  most  passive  position  and  at  first  the  arm  commu- 
•*  nicating  the  motion  moves  approximately  at  right  angles  to  the  direction  of  40 
"  motion  and  only  passes  into  an  active  position  after  the  picking  motion  has 
**  been  stopped 

"To  fully  describe  our  invention  reference  is  made  to  the  accompanying 
"  sheets  of  Drawings  forming  a  part  of  this  Specification,  in  which  similar  letters 
"  of  reference  indicate  corresponding  parts  in  each  of  the  figures.  Figure  1,  45 
"  represents  an  elevation  looking  towards  the  front  of  the  loom  of  such  parts  of 
"  a  dobby  as  are  necessary  to  illustrate  the  application  of  our  improvements. 
"  Figure  2,  is  a  separate  view  of  one  of  our  jack  levers  together  with  its  balk 
"  lever  and  hooks.  Figure  3,  is  an  end  view  of  Figure  1  together  with  certain 
"  other  parts.    Figures  4  to  9,  are  views  of  details  hereinafter  referred  to.  50 

"  The  upper  guides  A,  A  in  the  side  frames  A*  of  the  dobby  in  which  the 
"  knives  A'  work  are  inclined  down  towards  the  lower  knife  guides  A*,  A* 

^ — . '.'fc. 

*  The  Speoifloation  will  be  found  folly  set  out  in  21  B.P.G.,  pt«ea  5I8-6S3. 
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"  consequently  as  the  hooks  B,  B  move  backward  and  forward  their  ends  B^,  B» 
"  are  kept  more  in  line  with  thejr  centres  of  attachment  B*  to  the  balks  B^ 

^^-¥he-^arts  aro  oo  rolativolj^  ai'pangod  that  whon-thoy  arc  not  oporatod  by 

"  tho  knivoQ  the  folornm  B^-of  tho  jaok  lov^opo  B^-io  vortioally  bonoath  tho 

5  "■  oontroo  of  attaohmont  B^  of  tho  hooko  B  ao  obe^wi-by  tho  broken  lino  a^-b 

'^  Fignro  3.    And  tho  oontro  of  attoohmont  B»  of  tho  balk  B'^-to  tho  jaok 


^^  lo¥or  B^-lioo,  bofopo  tho  jaok  lovor  io  movod,  oaoh  a  diotanoo  from  tho  lino  a^ 
^h  that  whon  aaid  lovor  is  fally  oporatod-it  paoooo  to^  pooition  oqui  diotant 

^^  from  oaid  lino  bnt  on  tho  oppooito  oido 

10  The  Claims  were— **1.  A  dobby  in  which  the  knife  guides  are  inclined 
<<  towards  each  other,  substantially  as  herein  shown  and  described.  2i  A  dobby 
i*  which,  whon  tho  jaok  lovopo  are  not  *  lifting/  hao  tho  fulomm  of  tho  boll 

R  2 
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"  orank  lovoro  in  tho  oamo  piano  ao  tho  oonfaoo  of  oonnootion  of  tho  hoolro  fee 
*^  tbo  jack  lovopo  in  eaeh  a  pooition  that  in  tho  movomontB  of  tbe  lattor  oaoh 
*"■  oontre  passos-oqnidiotant  on  oaoh  gido  of  oaid  plano^  sabotantially  as  hopoin 
"  shown  and  doooribod?  2.  St  The  combination  of  the  rod  C  having  a  notched 
**  end  adapted  to  be  supported  by  one  of  such  notches  and  the  rocking  shaft  D*  5 
"  having  arms  D,  D^  and  D*,  substantially  as  herein  shown  and  described  and 
"  for  the  purpose  specified.  3.  4rs  The  combination  of  the  levers  K  and  L 
'^  arranged  and  operating  substantially  as  herein  shown  and  described,  and  for 
*'  the  purpose  specified." 

On  the  11th  of  February  1902  George  Hattersley  A  Sons  Ld.  as  owners  of  jq 
this  Patent,  commenced  an  action  for  infringement  against  Oeorge  Hodgson  Ld. 
claiming  the  usual  relief. 

The  Defendants  denied  the  validity  of  the  Patent,  and  also  denied  infringe- 
ment, and  delivered  Particulars  of  Objections  (for  which  see  21  R.P.O.  522) 
setting  up  prior  publication  and  prior  user.  The  action  was  tried  in  July  1903  15 
by  Kekewichy  J.,  who  held  that  the  invention  was  useless  unless  the  centres  of 
the  levers  were  placed  in  certain  particular  positions  ;  that  since  in  the  letter- 
press of  the  amended  Specification  there  was  no  reference  to  the  position  of  these 
centres,  the  invention  was  not  described  in  the  Specification,  and  that  the 
Patent  was  invalid.  20 

The  Plaintiffs  appealed,  and  on  the  hearing  of  the  appeal  it  was,  on  the  12th 
of  May  1904,  held  by  the  Court  of  Appeal  that,  on  the  true  construction  of  the 
Specification,  the  invention  claimed  was  a  dobby  with  the  knife  guides  inclined 
to  one  another  and  having  the  system  of  centreing  shown  in  the  Drawings  ; 
that  the  Claim  for  this  combination  was  good  ;  that  the  Patent  had  not  been  25 
anticipated  and  w^as  valid.    An  injunction  against  infringement  was  awarded.* 

On  the  7th  of  July  1904  the  Plaintiffs  issued  a  Summons  for  an  Order  that 
they  might  be  at  liberty  to  issue  a  Writ  of  Sequestration  against  the  property 
of  the  Defendant  Company  and  a  Writ  of  Attachment  against  M,  E,  Hodgson^ 
managing  director  of  the  Company,  or  in  the  alternative  as  regards  Hodgson  30 
for  committal,  for  their  contempt  of  Court  in  continuing  ta  infringe  the  Patent 
by  making  and  selling  dobbies  constructed  as  described  in  the  Specification, 
or  in  manner  only  colourably  differing  therefrom,  in  defiance  of  the  Order  and 
judgment  of  the  Court  of  Appeal,  and  for  costs.  The  Summons  was  adjourned 
into  Court,  and  came  on  before  Mr.  Justice  RlDLBY.  35 

The  dobby  of  the  Defendants  complained  of  by  the  Plaintiffs  will  be  found 
described  hereafter. 

On  the  Summons  coming  on  in  Court,  Bousfield^  K.C.,  proceeded  to  open  it, 
but  the  learned  Judge  declined  to  hear  it  without  an  Assessor.  After  some 
discussion.  Professor  Boys  was  suggested  by  both  parties  as  Assessor,  and  this  40 
was  adopted  by  the  learned  Judge.  The  case  was  then  adjourned,  and  came 
on  upon  the  following  day  before  the  learned  Judge  sitting  with  Professor  Boys 
as  Assessor. 

Bousfield  K.C.,  Astbury  K.C.,  and  W.  Neill  (instructed  by  Richard  F.  and 
G,  L,  Smithy  agents  for  Spencer^  Clarkson  A  Go.  of  Keighley),  appeared  for  the  45 
Plaintiffs;    Fletcher   Moulton  K.C.,   T.   Terrell    K.C.,   and    J.  G.  Graham 
(instructed  by  Bell^  Brodrick,  and  Gray^  agents  for  Weatherhead  and  Knowles 
of  Bradford)  appeared  for  the  Defendants. 

Bousfield  K.C.,  for  the  Plaintiffs. — This  is  a  Summons  for  Sequestration  and 
committal  for  contempt  of  Court  by  reason  of  the  breach  of  an  injunction  in  50 
reference  to  Patent  No.  8000  of  1897.  The  action  was  tried  before  KeketoicJi,  J., 
sitting  as  an  additional  Judge  of  the  King's  Bench  Division.  He  found  for  the 
Defendants,  but  on  appeal  the  Court  of  Appeal  found  that  the  Patent  was 
valid,  and  granted  an  injunction  against  the  Defendants  enjoining  them  from 

•  21  R.P.C.  632. 
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infringing  it.  Since  the  injunction  the  Defendants  have  sold  and  intend  to 
sell  what  we  say  is  a  modified  form  of  the  machine  which  was  held  to  be  an 
infringement  by  the  Conrt  of  Appeal.  The  question  is  whether  the  present 
machine  so  made  and  sold  by  the  Defendants  is  or  is  not  merely  a  colourable 
5  evasion  of  the  Patent.  The  apparatus  in  question  is  a  dobby,  which  is  an 
adjunct  to  a  loom  to  regulate  the  order  of  the  operations  that  take  place.  It 
regulates  the  pattern  being  woven  on  the  loom.  [The  Specification  was  read, 
and  the  parts  of  the  dobby  and  its  action  were  explained  with  the  aid  of 
models  and  drawings.]    The  invention  relates  in  part  to  the  position  of  the 

10  angled  upper  and  lower  guides  A,  A  and  A*,  A*  respectively  (see  Figure  1), 
Formerly  the  guides  were  parallel,  and  the  object  of  the  invention  is  to  get  a 
straight  pull  of  the  balk.  Liability  to  mislift  is  thereby  avoided,  and  friction 
is  also  obviated.  This  result  is  of  considerable  practical  utility  and  importance. 
The  invention  was  made  in  order  to  obtain  the  inclined  guides,  and  consists  in 

15  the  combination  of  the  inclined  or  angled  guides  with  the  method  of  centreing 
shown  in  the  Drawings — ue.^  the  relative  positions  of  the  centres  of  the  jack 
lever  and  balk  lever.  Soon  after  the  injunction  was  granted  the  Defendants 
wrote  to  the  Plaintiffs  stating  that  they  proposed  to  shift  the  centre  of  their 
jack  lever  three-quarters  of   an  inch.    They  said  that  that  rendered    their 

20  machine  no  infringement  of  the  Patent.  The  question  is  whether  any  sul>- 
stantial  difference  is  made  in  the  character  of  the  apparatus  by  so  shifting  the 
centre  of  the  jack  lever.  In  other  respects  the  arrangement  of  the  machine  is 
the  same.  In  a  letter  to  the  Plaintiffs  enclosing  a  drawing,  the  Defendants* 
solicitors  wrote : — **  You  will  note  that   in  the  machine,  which  our  clients 

25  ^*  propose  to  manufacture,  the  centre  of  the  jack  lever  is  three-quarters  of  an 
"  inch  out  of  line  with  the  centre  of  the  balk  lever."  The  whole  diflftculty  to 
be  overcome  by  invention  was  to  get  such  a  system  of  centreing  as  to  enable 
the  knife  guides  to  be  inclined,  because  under  the  old  forms  of  arrangement 
without  the  improved  centreing  the  moment  the  knife  guides  were  inclined 

30  difficulties  arose.  Inclining  the  knife  guides  alone  was  no  use.  Many  systems 
of  centreiug  had  to  be  tried,  and  the  invention  took  a  considerable  time  to 
perfect.  The  result  was  to  obtain  a  perfectly  smooth  and  almost  frictionless 
working  with  inclined  guides  and  freedom  from  mislifts,  together  with  an 
increased  length  of  draw.    Claim  2  originally  claimed  the  centreing  as  a  new 

35  thing,  but  it  was  subsequently  discovered  that  there  was  nothing  new  in  the 
arrangement  of  centres  taken  apart  from  the  inclination  of  the  guides.  It  was, 
therefore,  disclaimed  and  struck  out.  By  a  misunderstanding,  when  Claim  2 
was  disclaimed  the  description  of  the  centres  was  struck  out  of  the  Specification. 
The  Defendants  contended  before  the  Court  of  Appeal  that  Claim  1  was  bad 

40  because  it  claimed  the  knife  guides  with  any  system  of  centreing,  but  the 
Drawings  were  held  to  be  part  of  the  Specification,  and  the  Court  of 
Appeal  held  that  the  Patentee  claimed  a  dobby  substantially  as  shown  and 
described.  It  is  not  possible  to  say  how  far  it  would  be  necessary  to  move 
the  centre  of  the  jack  lever  in  order  to  make  the  operation  unsuccessful.    The 

45  Defendants  have  probably  shifted  it  as  far  as  they  can.  ITerrell  K.C. — No  ; 
we  say  the  Court  of  Appeal  have  said  :  "  You  are  entitled  to  your  inclined 
*•  knife  guides  in  combination  with  the  system  of  centreing  shown  "  ;  that  is 
one  of  six  very  common  methods  of  centreing,  and  we  have  taken  another  one 
that  was  very  commonly  known  and  has  been  described  in  previous  Specifica- 

50  tions.]  It  does  not  matter  on  this  question  of  construction  of  the  Specification 
what  is  in  any  other  Specification.  [Counsel  read  the  Judgments  of  the  Court  of 
Appeal.]  The  question  is  whether  any  substantial  alteration  is  made  by 
sMfting  the  jack  lever  three-quarters  of  an  inch.  [RiDLBY  J. — Is  there 
anything  besides  that  ?]     ITerrell  K.C. — B^  has  been  changed  (see  Fig.  2)  as 

55  well  as  B*.]  [Certain  drawings  put  in  at  the  trial  were  produced  and 
explained,  together  with  two  models  exhibited  at  the  trial,  and  one  model 
msule  according  to  the  drawing  sent  by  the  Defendants*  solicitors.] 
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Dugald  Clerk  was  called  as  a  witness  on  behalf  of  the  Plaintiffs.  During 
his  cross-examination,  Terrell  K.C.,  was  proiceeding  to  put  to  the  witness  a 
number  of  Specifications  in  which  it  was  alleged  the  centreing  adopted  by  the 
Defendants  was  disclosed.  Bousjield  K.C.,  objected  on  the  ground  that  the  only 
question  before  the  Court  was  whether  the  invention  being  for  a  combination  5 
the  alteration  made  amounted  to  a  substantial  difference.  Moulton  K.C., 
submitted  that  it  was  important  to  show  that  the  method  of  centreing  adopted 
by  the  Defendants  was  a  known  alternative.  RiDLBT  J. — It  seems  to  me  it 
does  not  matter  whether  people  had  in  a  SpecificatioiT  years  before  disclosed 
the  same  arrangement  that  the  Defendants  have  now  taken.  10 

Moulton  E.G.,  opened  the  Defendants'  case. — ^The  Defendants  are  not,  by 
making  their  present  machine,  transgressing  the  judgment  of  the  Court  of 
Appeal.    The  Court  of  Appeal  stated  that  the  invention  could  be  supported  on 
the  ground  that  the  combination  of  the  inclined  guides  with  the  particular 
method  of  centreing  was  useful.    They  said  also  that  the  direction  shown  in  15 
the  Drawings  in  the  Specification  was  adequate  to  tell  the  public  what  the 
relation  of  the  centres  was.    There  is  no  direction  to  enable  one  to  ascertain 
what  is  and  what  is  not  within  the  Patent.    The  Claim  is  a  limited  one.    Where 
merely  the  result  is  the  same,  that  is  not  substantially  taking  the  invention. 
Doing  the  thing  just  as  well  is  not  an  infringement.    The  Patent  was  saved  on  20 
the  interpretation  that  exactly  what  was  shown  in  the  Drawings  was  the  essential 
part  of  the  invention.     [RiDLBY  J. — The  question  here  is  not  "  exactly  "  but 
"substantially."]    The  Appeal  Court  held  that  the  combination  included  a 
particular  method  of  centreing ;  and  that  knife  guides  alone  disconnected  from 
a  particular  method  of  centreing  would  not  be  the  subject-matter  of  a  Patent,  25 
and  that  if  the  Claim  were  to  be  construed  as  applying  to  all  dobbies  whatever 
system  of  centreing  were  adopted  it  would  be  too  wide.    The  judgment  pro- 
ceeded upon  an  admission  at  the  Bar  that  a  particular  system  of  centreing  made 
the  Patent  good.     The  Court  cannot  go  outside  the  admission.    The  whole 
question  is — Is  that  particular  system  the  one  which  is  described  in  the  Speci-  30 
fication  or  not  ?    No  admission  was  made  as  to  a  system  of  centreing  which 
differed  by  an  inch  or  two  inches  from  that  shown,  nor  whether  it  would  be 
safe.    If  the  suggestion  had  been  put  forward  the  Defendants  would  have  said 
"  You  have  not  told  the  public  how  they  can  safely  vary  it."    The  Patentee 
must  show  what  be  intends  to  cover.    The  system  of  centreing  is  that  shown  in  35 
the  Drawings,  and  the  Master  of  the  Rolls  considered  that  the  Drawings  por- 
trayed a  special  mode  of  centreing.    The  Defendants  are  therefore  outside  the 
decision,  because  they  have  not  taken  that  system  which  was  alleged  to  be  the 
only  workable  and  useful  method.    If  the  Defendants'  method  was  the  ordinary 
method  of  centreing  and  the  Plaintiffs  adopted  a  special  method  the  Patent  40 
could  not  be  interpreted  so  as  to  include  the  ordinary  method.    The  Patentee 
narrows  his  claim  to  establish  validity,  but  extends  it  to  establish  infringement. 
He  cannot  do  so.    Ho  says  he  is  not  tied  to  his  system  of  centreing  and  that 
anything  that  will  do  substantially  as  well  is  within  his  Patent.    At  the  trial  he 
was  attacking  a  dobby  in  which  the  three  centres  were  in  the  same  straight  line.  45 
He  now  tries  to  extend  the  Claim  to  different  systems  of  centreing.    In  order  to 
succeed  the  Plain'tiffs  must  show  that  the  machine  is  thesame  in  point  of  invention. 
The  invention  must,  therefore,  be  isolated,  and  in  order  to  do  so  the  state  of  the 
art  must  be  shown.    The  evidence  upon  what  has  been  done  before  has  been 
excluded  by  the   Court.    But  the  Patentee  at  one  time  was  under  the  im-  50 
pression  that  the  particular  arrangement  of  centreing  claimed  in  the  deleted 
Claim  was  new  and  that  he  had  invented  that  and  also  the  sloping  guides.     He 
was  wrong  and  the  second  Claim  was  deleted.    The  Court  of  Appeal,  in  con- 
struing the  Specification  so  amended,  has  found  that  the  iirst  Claim  is  for  a 
combination  of  the  sloping  guides  with  the  arrangement  of  centren  sho^vn  by  55 
the  Drawings.    Construing  the  Specification  strictly  the  Defendants  are  outside 
it.    But  taking  the  definitions  in  the  excised  Claim  and  de^ription,  it  is  clear 
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^hat  the  invention  was.  The  first  characteriBtio  is  that  when  the  jack  levers  are 
not  lifting,  the  three  centres  shall  be  in  a  straight  line,  and  therefore  that  they 
may  be  in  the  same  plane  for  all  the  balks,  an^,  secondly,  that  the  centre  con- 
nection of  the  balk  levers  to  the  jack  levers  shall  be  '*  in  sach  a  position  *'  that 
5  in  movement  the  balk  lever  shall  pass  from  one  slope  to  an  equal  slope  on  the 
other  side  of  the  plane.  Looking  at  the  Defendants'  blae  print  it  is  clear  that 
the  movement  is  not  the  same.  On  the  words  of  definition  of  the  invention  the 
Defendants'  machine  is  not  within  the  jadgment  of  the  Court  of  Appeal ;  and 
if  the  definitions  are  disregarded  and  the  Drawings  only  looked  at,  the  Defen- 

10  dants'  Drawing  is  not  substantially  the  same.  The  Defendants'  movement  is 
not  •*  equidistant,"  for  it  is  three  quarters  of  an  inch  on  one  side  and  two  inches 
on  the  other.  It  is,  therefore,  not  substantially  the  same.  Looking  at  Fig.  2  of 
the  Specification  there  is  a  vertical  dotted  line  on  which  the  hooks  are  attached. 
It  passes  dead  through  the  centre  of  the  jack  lever.     The  consequence  is  that 

15  with  the  proportions  shown  when  it  is  moved  to  the  end  of  the  stroke  the  centre 
of  attachment  of  the  bell  crank  lever  or  jack  lever  is  thrown  to  an  equal 
distance  on  each  side.  The  combination  is  alleged  to  produce  two  peculiarities 
neither  of  which  the  Defendants  care  for,  i.^.,  absence  of  friction  and  mislifts. 
The  Defendants'  machine  has  not  the  essentials  of  the  Patentee's  centreing  and 

20  does  not  produce  his  results.  They  are  entitled  to  a  finding  that  the  movements 
of  the  jack  lever  are  not  such  as  to  leave  the  line  from  the  centre  of  the  bell  crank 
lever  or  jack  lever  to  the  centre  of  the  balk  lever  equally  sloped  at  the  beginning 
and  at  the  end  of  the  stroke.  The  arrangement  of  centres  out  of  a  straight  line 
was  old,  and  to  put  them  out  of  a  straight  line  is  to  abide  by  an  old  practice. 

2b  Every  Patentee  is  bound  to  tell  the  public  clearly  by  his  Specification  what  he 
claims  and  what  they  may  do  or  not  do  without  risk  of  an  action  for  infringing 
his  Patent  (Gibson  v.  Brand  1  Webster  627).  Assuming  that  the  Patentee 
has  stated  clearly  what  he  claims,  which  the  Defendants  do  not  admit,  then 
the  Defendants'  machine  in  order  to  be  held  an  infringement  must  be  an 

30  infringement  of  that  which  is  specified  {Dudgeon  v.  Thomson  L.R.  3  App. 
Gas.  44,  per  Lord  Cairns). 

The  following  witnesses  were  called  for  the  Defendants  : — Messrs.  James 
Swihbumsy  M.  E.  Hodgson  (^managing  director  of  the  Defendant  Company), 
and  Q.  H.  Bailey. 

35  '  Moulton  K.C.,  summed  up  the  Defendants'  case. — The  judgment  of  the 
Court  of  Appeal  is  to  the  effect  that  the  Defendants  may  not  put  the  centres  in 
line  in  such  a  way  as  to  have  the  swing  on  each  side  of  the  vertical  line  through 
the  jack  lever.  The  first  Claim  must  be  read  narrowly.  It  is  a  Claim  for  a 
dobby  with  inclined  guides  constructed  substantially  as  shown  and  described. 

40  The  dobby  substantially  as  described  is  a  dobby  which  has  the  centres  which 
the  inventor  believed  to  be  the  only  centres  which  would  make  it  work.  There 
are  effects  produced  by  the  particular  arrangement  of  centres  but  there  is  no 
reference  to  them  in  the  Specification.  The  centreing  arrangement  is  accurately 
described.    Any  centreing  arrangrement  not  within  the  descriptive  language  is 

45  outside  the  Claim.  The  particular  mode  of  centreing  is  in  a  straight  line.  The 
Defendants  have  not  got  it,  and  looking  at  their  machine  or  Drawing  res  ipsa 
loquitur—they  do  not  get  the  same  geometrical  results.  The  question  is  not 
whether  the  Defendants  obtain  the  same  effects  but  whether  the  machine  is  the 
same  as  the  Plaintiffs'.    That  it  produces  the  same  results  will  not  make  it  an 

50  infringement  (Seed  v.  Higgins,  8  H.L.C.  550).  [Ridley  J.— The  alleged 
infringement  there  was  quite  a  different  machine.  If  there  was  a  totally 
different  system  of  centres  producing  the  same  results  I  do  not  think  I  should 
suggest  that  it  was  substantially  the  same  machine  as  the  other.]  The 
Defendants'  centres  have  no  similarity  to  the  Patentee's.    There  is  no  evidence 

55  of  infringement. 

Bausfield  K.C.,  in  reply. — ^The  second'  Claim  has  nothing  to  do  with  the  case. 
There  the  Patentee  was  defining  the  centreing  for  its  intrinsic  merits  apart  from 
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its  relation  to  inclined  guides,  and  with  that  object  in  yiew  he  defined  it  in  a 
particular  way.  The  first  Claim  deals  with  the  question  of  centreing  in  combi- 
nation with  the  inclined  guides.  Therefore  the  combination  must  be  looked 
at  to  see  whether  what  the  Defendants  are  doing  is,  qud  combination  of  inclined 
guides  and  centreing,  substantially  the  same  as  that  which  the  Patentee  has  5 
described  and  shown  in  his  Drawing.  The  evidence  establishing  that  there 
were  modes  of  centreing  applied  to  dobbies  that  had  not  inclined  guides  is  not 
in  point.  They  are  not  applicable.  One  of  the  great  advantages  of  the  Plain tiflEs' 
invention  was  the  increased  length  of  draw  and  diminution  of  friction  in  the 
balk  levers,  together  also  with  dispensing  with  the  multiplying  gear.  The  10 
partictilar  mode  of  centreing  referred  to  by  the  Court  of  Appeal  does  not  mean 
the  identical  mode  of  centreing.  The  centreing  referred  to  is  the  centreing 
that  works.  The  elements  of  the  two  machines  are  the  same,  but  the  question 
is — Do  they  exist  substantially  in  the  same  mechanical  relation  to  one  another  ? 
It  is  not  a  question  of  whether  the  centres  are  in  line ;  it  is  a  question  of  15 
function.  The  Patentee  solved  the  problem,  and  the  Defendants  have  not 
solved  it  in  a  difi!ei:ent  way.  Their  machine  is  substantially  the  same 
combination. 

Ridley  J. — In  this  case  I  have  arrived  at  a  conclusion  which  I  am  prepared 
to  state.  I  wish  to  say  at  the  outset  that  I  am  very  well  satisfied  indeed  with  20 
the  course  that  was  adopted  two  days  ago  when  the  parties  agreed  that  I  should 
have  an  Assessor  to  assist  me,  because  he  has  been  of  a  great  deal  of  assistance 
to  me,  and  I  am  the  first  to  recognise  it.  I  think  that  cases  of  this  kind  must 
be  disposed  of  much  more  satisfactorily  to  the  parties  if  there  be  an  adviser  of 
the  tribunal  in  whose  judgment  they  can  trust  upon  such  matters  as  those  25 
which  are  of  a  special  clutracter  and  not  familiar  to  a  lawyer. 

I  have  to  decide  this  question  : — Is  a  dobby  constructed  in  this  manner,  as  the 
Defendants  have  been  constructing  theirs,  substantially  different  from  that 
which  is  described  in  the  Specification  and  was  protected  in  the  Court  of 
Appeal  ?    I  think  that  is  the  most  important  and  main  question  in  the  case.    It  30 
is  to  that  that  Mr.  Moulton  has  addressed  most  of  his  argument,  for  he  contends 
that  by  reason  I  am  sorry  to  say  I  think  partly  of  the  deleted  words  which 
appear  in  the  Specification,  but  also  by  reason  of  the  fact  that  in  the  Drawing 
which  is  referred  to  in  the  Specification  the  three  centres  1,  3,  and  4  appear  in 
the  same  line,  therefore  the  Plaintiffs'  Claim  which  has  been  protected  is  for  a  35 
dobby  in  which  the  guides  are  Inclined  towards  each  other,  not  merely  sub- 
stantially as  herein  shown  and  described,  but  in  which  the  centres  1,  3,  and  4 
are  in  the  same  plane.    His  contention  is  that  because  the  Defendants*  dobby 
does  not  show  centres  in  the  same  plane,  but  shows  centre  4  three-quarters  of  an 
inch  to  the  right,  therefore  it  cannot  be  described  as  being  merely  a  colourable  40 
difference  from  the  dobby  of  the  Plaintiffs. 

In  order  to  determine  that  question,  I  think  it  is  necessary  to  look  at  the 
history  of  the  Patent  and  of  the  litigation  in  this  matter.  It  appears  that 
originally  and  in  former  years  the  knife  guides  were  parallel  in  dobbies  of  this 
kind.  It  was  possibly  thought  of  before  the  Patentee  thought  of  it,  but  he  was  45 
the  first  person  who  directed  his  mind  to  the  question  whether  you  could  have 
angular  knife  guides  in  dobbies  of  this  kind  and  be  able  to  work  the  machine 
to  advantage.  There  is  an  advantage  in  getting  them  made  angular — that 
appears  to  be  recognised  by  both  sides— if  you  can  get  the  rest  of  the 
machine  to  work  with  them,  but  that  had  not  been  accomplished  until  the  50 
Patentee,  after  some  experiments,  hit  upon  the  method  which  ultimately  was 
upheld  by  the  Court  of  Appeal.  He  found  that  by  altering  the  arrangement  of 
centres — so  far  that  it  altered  centre  4  and  placed  it  in  a  line  with  centre  1  and 
3,  instead  of  being  to  the  left  of  them — most  of  the  difficulties  with  which  he 
had  to  contend  were  obviated,  and  it  was  in  relation  to  that  matter  that  the  55 
Patent  which  was  carried  to  the  Court  of  Appeal  was  decided.  Accordingly  it 
was  found  by  the  Court  of  Appeal,  reversing  upon  this  point  the  judgment  of 
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Mr.  Justice  Kekewichy  that  the  description  in  Claim  1  :  "  A  dobby  in  which  the 
*^  knife  guides  are  inclined  towards  each  other  in  combination  with  such  an 
"  arrangement  of  centres,"  was  what  the  Patentee  claimed,  and  that  is  what  the 
Court  of  Appeal  said  was  good,  because  there  was  a  sufficient  reference  to  the 
5  words  of  the  Claim  in  the  Drawings.  The  judgment  of  the  Court  of  Appeal  ought 
to  be  referred  to  shortly  in  order  to  establish  the  point  with  which  I  am  now 
dealing  before  J  go  to  the  next.  I  do  not  in  the  least  dispute  with  Mr.  Moulton 
what  he  says  is  the  judgment  of  the  Court.  The  Master  of  the  Rolls  said  : — 
"  Claim  No.  I'is  a  *  dobby  in  which  the  knife  guides  are  inclined  towards  each 

10  ** '  other  substantially  as  herein  shown  and  described,'  and  it  is  said  that  that  is, 
•'  rightly  construed,  a  Claim  merely  for  the  knife  guides  inclined  towards  each 
"  other,  and  if  that  should  be  the  true  construction  of  the  Claim  it  is  a  Claim 
**  that  is  bad  in  itself,  inasmuch  as  it  is  common  ground  that  knife  guides  alone, 
"  disconnected  from  a  particular  mode  of  centreing  the  levers  which  guide  them, 

15  "  would  not  be  the  subject-matter  of  a  Patent,  and  if  this  Claim  is  to  be 
**  construed  as  applying  to  all  dobbies  whatever  system  of  centreing  is  adopted 
*'  in  them,  then  it  undoubtedly  would  be  too  wide,  and,  therefore,  bad.  On 
^*  the  other  hand,  it  is  admitted  that  if  this  is  a  Claim  for  a  combination  of  the 
"  inclined  knife  guides  with  the  particular  mode  of  centreing  which  is  in  point 

20  "  of  fact  described  in  detail  in  the  Drawings  accompanying  the  Specification, 
"  then  no  exception  can  be  taken  to  it.  The  combination  would  be  perfectly  good, 
'*  the  single  Claim  would  be  bad,  and  the  question  then  resolves  itself  into  this — 
"  fairly  construed,  does  this  Specification  show  a  Claim  to  such  combination  ?  " 
Then  he  proceeds  to  discuss  the  matter  and  finds  that  it  does.    Lord  Justice 

25  Romer  in  his  judgment,  which  follows  on  the  main  lines  precisely  that  of  the 
Master  of  the  Rolls,  said  this  : — '^  It  seems  to  be  reasonably  clear  in  itself  that 
"  what  he  claims  is  the  dobby  as  a  whole  which  he  has  specified  with  the  sloping 
"  guides  as  shown  in  the  Figures,  and  that  what  he  warns  persons  they  must  not 
^'  lake  in  imitating  that  is  this  :  they  must  not  substantially  take  that  dobby  as 

30  "  shown  and  described  by  him."  That  is  to  say,  they  find  that  it  is  a  good  Patent 
for  a  combination  of  these  sloping  guides  with  that  arrangement  of  centres.  Now  I 
am  asked  by  Mr.  Moulton  to  say  that  when  they  said  that  they  mean  t : — "  We  protect 
"  only  the  precise  arrangement  in  which  1,  3,  and  4  are  in  the  same  plane."  I 
think  that  would  not  be  a  reasonable  method  of  interpretation.    To  begin  with, 

35  if  you  are  to  adopt  it,  am  I  to  say  that  if  it  is  ^-inch  out  the  Patent  does  not 
protect  it,  or  if  it  is  ^-inch  out  the  Patent  does  not  protect  it  ?  The  present 
centre,  No.  4,  is  |-inch  out.  Where  is  the  line  to  be  drawn  ?  It  seems  to  me 
to  be  an  unreasonable  method  of  interpretation  to  say  that  to  that  amount  of 
nicety  we  are  to  interpret  such  a  judgment ;  it;  makes  it  practically  unworkable. 

40  A  person  could  do  precisely  the  same  thing  as  the  Plaintiffs'  Patent  shows,  and 
yet  come  and  say  : — *'  It  is  not  the  same,  because  I  am  |-inch  different."  I 
really  do  not  see  what  answer  there  is  to  that  argument.  People  may  say, 
"  We  put  |-inch  or  J-inch."  I  will  say  J-inch.  Is  it  not  just  as  absurd  a  con- 
clusion ?    I  cannot  help  thinking  that 'we  must  take  the  word  **  substantially  " 

45  as  really  the  word  that  governs  this  matter.  When  the  Court  of  Appeal  speak 
of  an  arrangement  of  centres  they  do  not  speak  of  the  precisely  particular  line 
drawn  with  a  mathematical  nicety  to  which  Mr.  Moulton  constantly  alluded, 
and  as  to  which  I  think  he  thought  it  was  a  necessary  part  of  his  case,  but  they 
speak  of  practically  the  same  arrangement. 

50  Now  can  I  discover  from  the  facts  in  the  case  anything  that  shows  what  was 
the  point  in  this  arrangement  of  the  centres  ?  I  think  I  can,  although  upon 
such  matters  as  this  I  am  to  be  guided,  and  have  been  entirely  guided,  by  the 
opinion  of  Professor  Boys,  It  seems  to  me  that  the  fault  of  the  old  system,  if 
I  may  use  the  word,  was  that  centre  4  was  to  the  left.    As  long  as  it  was  in  that 

55  position  it  has  been  abundantly  shown  to  me  that  dobbies  of  this  kind  and 
with  these  angular  slides  would  not  work  without  three  serious  difficulties. 
They  have  been  several  times  mentioned.    One  of  them  is  the  friction  on  the 
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guides  ;  the  second  the  rubbing  at  the  stop  ;  and  the  third  the  rocking  of  th^ 
knives  consequent  on  the  rising  or  falling  of  the  hooks  consequent 
upon  the  rising  or  falling  of  the  balk  lever ;  but  I  am  not  going 
into  the  material  questions  upon  that  part  of  the  case  about  the  machine, 
because  I  leave  all  that  to  the  learned  Assessor.  Those  were  the  difficulties  5 
which  had  to  be  dealt  with.  They  were  removed  to  a  large  extent  by  the 
moving  of  that  particular  centre  into  a  straight  line  with  1  and  3,  but  if  you 
moved  it  a  little  further  still  you  got  the  same  advantages.  You  still  dealt  with 
the  same  difficulties,  and  to  a  large  extent  removed  them.  That  seems  to  me 
to  be  so,  and,  again,  the  learned  Assessor  who  is  sitting  with  me  agrees  in  that  iQ 
conclusion.  What  do  you  get  from  that  ?  You  get  a  system  which  is  not 
correct  only  when  the  centres  are  absolutely  in  a  line,  but  you  get  a  certain 
margin  within  which  it  will  continue  to  work  :  get  beyond  that  and  it  will  not 
work.  There  is  a  reference  to  this  subject  on  more  than  one  part  of  the 
evidence,  particularly  I  think  in  that  of  Mr.  Dugald  Glerky  but  that  is  the  way  15 
in  which  it  seems  to  me  that  this  is  worked. 

I  come  to  the  conclusion,  and  I  think  it  is  the  inevitable  conclusion  when  I 
look  at  the  Defendants'  arrangement  of  centres,  that  they  have  got  the  same 
advantages,  though  not  precisely  to  the  same  extent,  and  I  think,  though  I  am 
not  quite  sure  of  this,  not  quite  so  well  as  the  Plaintiffs'  arrangement  gets  them,  20 
but  yet  they  have  got  them.  It  is  certain  that  one  of  the  faults  which  the 
Defendants  have  got  in  consequence  of  the  position  of  centre  4  being  to  the 
right  is  to  a  certain  extent  compensated  when  you  get  to  the  relation  and 
position  of  No.  2  as  against  No.  3,  and  that  the  further  moving  back  of  No.  2 
has  compensated  to  some  extent  for  what  he  has  lost  by  moving  No.  4,  but  he  25 
has  got  the  advantages  which  the  Plaintiffs'  system  got  in  dealing  with  the 
difficulties  which  arose  from  having  angular  guides.  I  have,  therefore,  come  tcr 
the  conclusion,  as  a  matter  of  fact,  that  the  only  reason  why  this  centre  No.  4 
has  been  put  out  of  vertical  line  as  compared  with  Nos.  1  and  3  is  not  for  any 
substantial  advantage,  but  it  is  in  order  that  he  may  get  those  advantages  which  30 
were  obtained  before  and  yet  be  able  to  say  that  it  is  not  in  the  same  straight 
line.  I  come  to  that  conclusion  after  hearing  this  case,  and  I  think  that  is 
practically  conclusive  of  the  case  if  it  should  turn  out  that  my  view  of  this 
machine  is  supported  by  the  learned  Assessor. 

That  being  so,  I  have  to  ask  myself  on  the  contrary  whether  it  is  possible  35 
that  this  is  a  case  in  which  there  is  some  new  principle  which  has  been  aimed 
at  by  the  Defendants,  or  whether  there  is  any  different  system  of  centres  which 
they  have  used  for  some  other  purpose,  and  that  they  have  accidentally  fallen 
upon  the  same  device  which  is  represented  by  the  invention  of  the  Plaintiffs* 
I  think  it  is  true  that  in  the  course  of  years  some  people  have  put  before  them,  40 
and  indeed  have  had  in  use  some  systems  of  centres  which  resemble  the  present 
one.    The  Drawing  that  has  been  put  before  me  shows  some  such,  but  that  is 
not  the  point  in  the  present  case.    They  may  liave  been  in  such  use,  although 
there  is  not  any  precise  evidence  of  the  extent  of  that  user,  though  all  of  them- 
as  far  as  I  know  were  used  with  parallel  slides ;  they  were  not  used  as  part  of  45 
the  combination  with  angular  slides  such  as  is  the  case  in  the  present  instaiice, 
and  if  they  had  been  it  does  not  appear  to  me  that  it  would  be  any  answer  to 
the  question  that  is  now  put  before  us  to  say  that  somebody  else  had  done  this 
before.    That  at  least  is  my  view  on  that  point.    I  think,  therefore  that  the 
Defendants  have  failed  to  show  that  there  is  any  other  object  which  they  have  50 
had  in  mind,  or  aay  other  reason  by  which  you  can  explain  the  dobby  which 
they  have  made  except  this,  that  they  have  been  given  the  advantage  of  the 
Plaintiffs'  dobby,  and  have  simply  moved  the  centre  in  order  that  they  might  have 
the  opportunity  of  saying  that  it  is  not  of  the  same  kind.    I  have  not  been  able 
to  get  beyond  that.    That  being  so  I  asked  Professor  Boys  whether  he  was  55 
satisfied  or  not  satisfied  upon  the  main  question  relating  to  the  mechanical  part 
of  this  case,  and  I  asked  him  whether  he  thought  this  dobby  which  is  now 
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claimed  is  or  is  not  sabstaatialiy  diflEereat  from  that  used  by  the  PlaintifEs,  and 
whether  it  introduces  a  new  principle.    He  tells  me  that  it  does  not.    Under 
those  circumstances  I  think  that  it  is  only  a  colourable  imitation  of  the  Plaintiffs' 
dobby.    I  suppose  the  Defendants  will  appeal. 
5       Terrell  K.C.— Oh,  yes. 

Bousfield  K.C. — I  want  to  ask  what  I  think  is  usual  in  these  cases,  that  the 
Defendants  should  pay  the  costs  as  between  solicitor  and  client,  and  that  the 
Order  for  Sequestration  (but  not  for  Committal)  should  be  made,  and  that  it 
should  be  drawn  up  and  lie  in  the  Office  and  should  not  be  executed  unless  the 

10  Defendants  infringed  again.  After  some  discussion,  the  learned  Judge  gave  the 
Plaintiffs  costs  but  not  as  between  solicitor  and  client. 

Bousfield  K.C.,  asked  fur  a  Certificate  for  three  Counsel.  It  was  a  case  of 
some  difficulty,  and  there  have  been  three  Counsel  on  each  side.  If  my  friend 
succeeds  in  the  Court  of  Appeal  we  shall  not  object  to  his  having  the  same. 

15       Terrell  K.C. — If  you  say  that  I  have  nothing  more  to  say. 

Bo^isfield  K.C.  —Then  your  Lordship  will  certify  for  three  Counsel  ? 
KiDLBY  J. — Very  well.     Now  I  think  the  written  opinion  prepared  by 
Professor  Boys  ought  to  be  before  the  Court  of  Appeal.    I  think  the  Court  of 
Appeal  oDght  to  know  the  way  in  which  he  supports  his  conclusions.    It  may 

20  be  a  question  before  them  whether  this  judgment  is  erroneous.  It  may  be 
erroneous  for  one  or  two  reasons,  either  on  the  point  of  law  as  to  the  way  in 
which  I  construe  the  judgment  of  the  Court  of  Appeal,  or  it  may  be  erroneous 
because  I  have  come  to  the  wrong  conclusion  as  to  the  actual  working  of  this 
machine.    As  to  the  second  point,  Professor  Boys^  written  opinion  is  of  great 

25  importance.    I  think  I  had  better  keep  it,  and  it  can  be  handed  to  the  Court  of 
Appeal  when  the  case  comes  before  them.    Professor  Boys  says  he  will  have  a 
fair  copy  of  it  made.    If  he  does  so  it  can  be  sent  to  the  parties. 
Bousfield  K.C.— Let  it  be  printed  in  the  Notes. 
Terrell  K.C.— No  ;  let  each  party  have  a  copy. 

30  Ridley  J^.— Prof  essor  Boys  said  he  will  get  that  done.  That  quite  meets  my 
wishes  in  the  matter. 

The  written  statement  furnished  by  Professor  Boys  to  Mr.  Justice  RiDLEY 
was  as  follows  : — 

"  The  question  before  the  Court  is  whether  the  changes  made  by  the  Defendants 

35  "  in  the  dobbie  that  was  held  by  the  Court  of  Appeal  to  be  an  infringement  are 
"  sufficient  to  make  that  which  they  have  since  manufactured  substantially 
"  different,  so  as  to  prevent  the  new  article  from  being  an  infringement. 

"  Claim  1  is  for  a  dobbie  with  the  inclined  guides  substantially  as  shown  and 
"  described.    A  system  of  centring  is  shown  which  enables  the  inventor  to 

40  "  derive  the  advantages  of  the  inclined  guides  for  which  he  was  seeking.  The 
**  Defendants  have  altered  the  position  of  the  two  centres  denominated  2  and  4 
**  by  I  and  f-inch  respectively  and  they  maintain  that  this  alteration  in  the 
"  position  of  the  centres  introduces  a  new  principle  of  centring  that  puts  it 
"  outside  the  particular  sort  illustrated  in  Fig.  2.    Great  stress  has  been  laid  by 

45  **  the  Defendants  on  the  effect  of  shifting  back  the  centres  2  and  4  on  the  general 
"  position  of'  the  balk  lever  taken  as  a  whole.  If  the  centres  2  and  4  had  been 
"  shifted  back  by  the  Defendants  from  the  position  shown  in  Fig.  2  to  an  equal 
"  extent,  the  point  2  would  be  at  the  same  level  at  the  two  ends  of  the  stroke 
**  as  it  had  been  before  the  change.    The  Defendants  have  not  shifted  these 

50  "  poiuts  );i  and  4  back  to  the  same  extent,  and  they  maintain  that  in  consequence 
**  the  point  2  moves  so  much  more  in  front  of  the  vertical  plane  through  4  than 
"  it  does  behind  that  plane,  as  to  do  awdy  with  all  semblance  of  the  equality 
*•  which  apparently  had  been  described  in  the  unamended  Specification.  Now 
**  the  Defendants*  own  blue  print  ti*ansparently  shows,  and  Mr.  Swinburne  did 

55  "  not  deny  it,  that  the  whole  vertical  inequality  so  produced  is  only  ^-inch, 
**  a  vertical  disturbance  super-imposed  upon  that  caused  by  the  unequid  fore- 
■*^  shortening  of  that  half  of  the  balk  lever  which  rests  against  the  stops.    This 
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*'  ^-inch  added  or  subtracted,  Mr.  Sunnbu^vie  says,  is  qnite  immaterial,  and  it 
"  clearly  is  so.  The  inequality  therefore  of  the  movement  of  the  point  2  before 
*'  and  behind  the  vertical  plane  through  the  point  4  that  the  Defendants  have 
*'  introduced,  seeing  that  it  does  nothing  that  is  material,  can  hardly  be  con- 
"  sidered  to  introduce  a  new  principle  of  action.  If  the  two  points  were  shifted  5 
"  back  equally  even  this  difference  would  disappear.  The  effect  of  putting  an 
"  angle  into  the  balk  lever  as  the  result  of  the  backward  shift  of  the  point  2, 1 
**  think  was  recognised  by  both  Mr.  Cle?^k  and  Mr.  Swinburne  to  become  very 
**  rapidly  deleterious.  I  have  referred  more  especially  to  the  vertical  dis- 
^'  turbance  of  the  end  of  the  balk  lever  which  rests  against  tiie  stop  rather  than  10 
**  to  the  friction  at  that  place,  which  may  be  modified  by  rolling,  because  the 
^^  Defendants  deny  that  this  friction  is  of  any  consequence,  whereas  it  is  the 
"  vertical  movement  of  the  pivot  1  or  3  which  causes  the  tilting  of  the  hook, 
"  and  it  is  this  which  causes  a  faulty  lift  if  that  is  possible. 

"  I  have  referred  especially  to  certain  results,  not  with  the  view  of  judging  15 
**  by  results,  but  because  it  is  mainly  in  consequence  of  disturbances  of  the  kind 
^'  mentioned  that  one  or  other  system  of  centring  has  any  importance. 

"  I  think  Mr.  Svnnhurne  has  correctly  interpreted  the  meaning  of  the  words 
^'  material  or  substantial  difference,  by  pointing  out  that  we  have  here  a  problem 
''  in  maxima  and  minima,  in  this  case  of  minima.  The  Plaintiffs  have  sought  20 
*'  to  obtain  such  a  centreing  as  will  give  minimum  vertical  disturbances,  and 
**  apparently  they  have  hit  upon  a  solution  which,  if  not  at  the  minimum,  is 
"  very  near  to  it.  About  a  minimum  value — a  small  change  of  condition  pro- 
^^  duces  an  effect  of  negligibly  small  amount,  and  a  moderate  change  of  condition 
"  produces  an  effect  still  of  small  amount.  The  Defendants  have  made  their  25 
'*  moderate  change  in  this  region  and  so  the  effect  is  small  in  comparison.  I 
"  fail  to  see  therefore  how  the  change  of  centre  can  cause  the  combination  to  be 
"  substantially  different,  or  can  introduce  any  new  principle  of  action. 

"  I  therefore  advise  your  Lordship  that  in  my  opinion  the  dobbie  made  by 
**  the  Defendants  with  inclined  guides  is  not  substantially  different  from  that  30 
"  claimed  in  Claim  1. 

^'  I  do  not  understand  that  there  is  any  necessity  to  consider  whether  the 
"  deleted  Claim  2  would  have  been  infringed,  nor  whether  the  statement  of  the 
"  Defendants  that  they  used  the  inclined  guides  for  a  purpose  different  from 
^*  that  described  in  the  Specification,  has  any  bearing  upon  the  case.  35 

(Signed)        **  C.  V.  BOYS," 

"  Assessor." 

The  Defendants  appealed. 

Moulton  K.C.,   T.   Terrell  K.C.,  and  J.  C.  Oraham  (instructed  by  Bell, 
Brodricky  and  Ghray,  agents  for   Weath&rkead  and  Knowles   of   Bradford)  40 
appeared  for  the  Appellants  (the  Defendants) ;  Bottsfield  K.C.,  AstOury  K.C., 
and  W.  Neill  (instructed  by  Richard  F.  and  C.  L.  Smithy  agents  for  Spencer^ 
Clarkson  A  Go.  of  Keighley)  appeared  for  the  Respondents  (the  Plaintiffs). 

Moulton  K.C.,  for  the  Appellants,  read  the  Order  of  Ridley  J.,  and  then 
referred  to  the  amended  Specification  and  the  decision  of  the  Court  of  Appeal  45 
in  the  action  (21  R.P.C.  517),  and  continued  :— It  was  then  admitted  that  it  was 
impossible  to  support  the  Patent  if  the  Claim  was  only  for  inclined  guides,  but 
it  was  said  that  the  first  Claim  was  not  for  a  dobby  with  inclined  guides  only, 
but  that  the  special  arrangement  of  centres  shown  in  the  Drawings  was  brought 
in  as  part  of  the  combination  claimed,  and  it  was  decided  that  Claim  1  was  for  50 
the  combination.    The  special  arrangement  of  centres  was  that  of  having  the 
centres  B,  B^  and  B^  {see  Fig.  2)  in  a  straight  line.    The  Defendants  in  conse- 
quence of  the  decision  adopted  an  arrangement  of  the  three  centres  in  which 
they  are  not  in  a  straight  line ;  one  lies  three-quarters  of  an  inch  out  of  the 
line  of  the  other  two.    That  was  an  old  arrangement.    On  the    Motion  to  55 
commit,  a  new  construction  was  put  forward  on  behalf  of  the  Plaintiffs.    On 
the  previous  decision  of  the  Court,  the  Plaintiffs  cannot  be  heard  to  say  that 
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what  the  Defendants  now  do  is  an  infringement.  [Mathbw  LJ, — It  will  be 
said  for  the  Plaintiffs  that  the  machine  now  made  is  substantially  as  shown  in 
the  Drawings.]  The  Patent  was  saved  by  the  construction  bringing  in  the 
special  arrangement  shown  in  the  Drawings.  The  arrangement  now  adopted 
5  by  the  Defendants  was  used  previously  extensively.  But  the  Plaintiffs  say  it 
works  as  well  as  theirs,  and  is  therefore  an  infringement.  [The  question  then 
arose  as  to  the  course  to  be  adopted  with  regard  to  the  Opinion  of  the  Assessor.] 
The  report  ought  not  to  be  read.  The  Assessor  is  appointed  under  section  28  of 
the  Patents,  &c.  Act,  1883,  or  section  56  of  the  Judicature  Act,  1873.    It  is  his 

10  duty  to  explain  any  technical  matters  to  the  Judge,  but  it  is  no  part  of  his  duty 
to  deliver  a  judgment.  The  evidence  and  the  judgment  of  the  learned  Judge  are 
alone  before  the  Court.  The  Assessor's  Report  is  no  part  of  the  judgment  below. 
It  would  be  impossible  to  call  evidence  to  show  that  the  Assessor  has  made  a 
mistake.  The  Report  is  therefore  not  admissible,  but  I  will  deal  with  it  or  not 

15  as  your  Lordships  decide. 

The  Court  then  adjourned  for  a  short  time.    On  the  hearing  being  resumed, 
Collins  M,R. — Since  we  adjourned  we  have  had  an  opportunity  of  consulting 
our  colleagues  on  the  matter,  and  we  all  are  agreed  that  where  we  are  dealing 
as  the  Court  of  Appeal  with  the  decision  of  a  tribunal  composed  of  a  Judge  and 

20  an  Assessor  we  should  not  be  in  a  position  to  do  justice  to  the  decision  arrived 
at  by  the  Judge,  with  the  assistance  of  the  Assessor,  unless  we  are  able  to  look 
at  what  was  said  by  the  Assessor  to  the  Judge.  In  this  case  the  opinion  of  the 
Assessor  is  in  writing,  therefore  there  is  no  difficulty  about  it,  and  we  are  all 
of  opinion  that  the  writing  can  be  read. 

25       Monlton   K.C. — If    that  is  your  Lordships*  view  I  will  proceed  to  deal 
with  it. 
Collins  Jf.jR.— Lord  Justice  Cozbns-Hardy  will  read  it. 
Cozens-Hardt  L.J.,  then  read  the  opinion  of  Professor  Boys^  for  which  see 
ante,  page  239. 

30  MmUton  K.C. — The  Assessor  has  not  considered  the  Specification  according 
to  what  was  laid  down  by  the  Court  of  Appeal.  That  Court  decided  that  the 
invention  claimed  by  Claim  1  was  a  combination  of  inclined  guides  with  a 
particular  arrangement  of  centreing.  The  Assessor  has  not  considered  the 
matter  from  that  point  of  view,  but,  notwithstanding  his  statement,  from  that  of 

35  the  results  obtained  by  the  Defendants'  apparatus  and  alleged  to  be  the  same  as 
those  obtained  by  the  Plaintiffs*.  But  they  are  not  referred  to  in  the  Specification 
nor  is  there  any  indication  in  the  Specification  that  the  Patentee  was  seeking 
such  advantages.  No  principle  of  action  was  claimed  in  the  Patent.  A  deviation 
from  delineated  plans  does  not  constitute  infringement,  and  identity  of  results 

40  does  not  make  it  so.  The  centreing  adopted  by  the  Defendants  is  not  that 
decided  by  the  Court  of  Appeal  to  be  part  of  the  Claim.  We  do  not  say  ours 
introduces  a  new  principle  but  that  it  is  not  that  referred  to  by  the  Court  of 
Appeal.  The  Assessor  directed  Mr.  Justice  Ridley  that  Fig.  2  represented  a 
'*  system  *'  or  '*  sort  **  of  centreing,  that  is,  a  class  of  centreing.    It  is  not  a  class  : 

45  it  is  a  particular  centreing  to  which  the  Plaintiffs  are  limited.  There  is  no 
definition  of  the  class.  If  one  class  alone  will  suffice  for  the  Patentee's  purpose 
that  class  must  be  defined,  for  if  it  is  not  the  public  is  not  told  what  is  essential 
to  success  and  what  may  cause  failure  [Oandy  v.  Reddaway^  2  R.P.C.  49).  In 
the  present  case  the  Court  of  Appeal  held  that  the  first  Claim  was  saved  because 

50  it  was  a  combination  of  the  inclined  guides  with  the  centreing  shown  in  Fig.  2. 
[Cozbns-Hardy  L.J — You  are  unwilling  to  give  effect  to  the  word 
**  substantially ''  which  seems  to  connote  a  class.]  *'  Substantially  "  is  used  in 
the  Specification  not  with  regard  to  the  centreing  but  with  regard  to  the 
inclined  guides.    It  is  not  possible  to  define  the  class  from  anything  in  the 

55  Specification.  The  public  cannot  find  out  how  far  the  centreing  depicted  may 
be  usefully  employed.  The  Plaintiffs*  argument  is,  ^'if  the  Defendants* 
^  machine  works  successfully  it  is  within  the  Patent ;  if  it  does  not  it  is  not 
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"  within,  and  because  it  worka  it  is  within  the  Specification.*    Scope  of  Patent 
and  validity  are  indistinguishable  terms.    The  scope  of  the  Patent  must  be 
ascertained  by  reference  to  the  Specification  just  as    is    the  nature  of  the 
invention  claimed.    The  Assessor  has  defined  the  "  class  "  he  refers  to  by  the 
results  as  if  class  were  synonymous  with  "  producing  the  same  effects"    In  effect  5 
he  has  compared  the  two  machines  to  ascertain  whether  one  is  as  good  as  the 
other.    There  is  an  abs'ence  of  the  legal  mind  interpreting  the  terms  of  the 
Specification  and  applying  the  interpretation.    The  Court  must  first  decide  what 
the  centreing  is.    That  centreing   is  one  with  three  centres  in  a  straight  line. 
The  centreing  of  the  Defendants'  machine  is  not  a  colourable  alteration.    It  is  10 
substantially  out  of  the  straight  line.    The  learned  Judge,  finding  that  the 
Defendants  had  been  restrained  from  making  a  machine  in  which  the  centres 
were  in  a  straight  line,  has  said  that  they  altered  the  centreing  as  shown  by 
their  Drawing  to  get  the  same  advantages,  and  that  having  got  the  advantages 
the  machine  is  an  infringement.    They  altered  the  centreing,  however,  in  order  15 
to  ^  comply  with  the  judgment  of  the  Court  of  Appeal.    There  is  no  such 
principle  of  construction  known  to  the  law  as  infringing  the  equity  of  a  Patent. 
That  which  is  protected  is  that  which  is  specified ;  and  that  which  is  held  to  be 
an  infringement  must  be  an  infringement  of  that  which  is  specified  (Dudgeon 
V.  Thomson  L.R.  3  App.  Cas.  34,  at  page  44).    If  that  which  is  specified  is  a  20 
particular  centreing  thefactthatadifferentcentreing  produces  the  same  advantages 
is  immaterial.     [Certain  diagrams  of  centreings  alleged  to  have  been  in  use 
before  the  date  of  the  Plaintiffs'  Patent  were  produced  and  explained  to  the 
Court.]    All  these  centreings  were  known,  and  all  with  the  exception  of  one 
were  in  use  before  the  date  of  the  Plaintiffs'  Patent.     IBousfield  K.C.— Not  in  25 
combination  with  inclined  guides.]    The  Defendants'  centreing  is  a  mode  of 
centreing  that  was  well  known.  It  is  substantially  different  from  the  Plaintiffs'. 
The  Plaintiffs  are  limited  to  the  centreing  depicted  in  Fig.  2.    The  straight  line 
was  placed  on  the  figure  to  indicate  what  the  novelty  in  the  dobby  was. 
Apart  from  the  deleted  portions  of  the  Specification,  which  cannot  be  referred  30 
to,  there  is  no  reference  to  the  centreing  or  its  consequences.    Nor  is  there  any 
indication  of  a  chiss. 

Terrell  K.C.— The  history  of  the  art  must  be  regarded  in  order  to  test  the 
question.    Dobbies  of  the  kind  in  question  have  been  made  in  countless  numbers 
with  the  balk  levers  and  the  centreing  of  these  balk  levers  arranged  in  various  35 
ways.    In  the  combination  claimed  by  the  Plaintiffs  a  vertical  centreing  is 
essential ;  that  that  is  so  is  demonstrated  by  their  Drawing.    Notwithstanding 
that,  they  say  that  a  centreing  removed  |  of  an  inch  to  the  right  is  substantially 
the  same.    But  it  is  shown  by  the  Plaintiffs'  evidence  that  if  the  centreing  be 
shifted  I  of  an  inch  to  the  left  the  apparatus  becomes  unworkable.    There  is  40 
nothing  except  the  Drawing  to  indicate  the  mode  of  centreing.    How  then  is 
the  public  to  know  how  far  it  may  be  shifted  so  as  still  to  be  useful  ?    It  cannot 
be  ascertained  from  the  Specification.    "  That  which  is  specified  "  is  the  par- 
ticular form  of  centreing  described  by  Fig.  2.    The  Patent  has  been  held  to  be 
valid.    The  only  description  being  the  Drawing  it  could  only  have  been  held  45 
to  be  valid  on  the  ground  that  that  which  was  patented  was  that  which  was 
drawn.    A  variation  of  centreing  on  one  side  makes  it  unworkable.    It  follows 
as  a  logical  consequence  that  a  variation  of  j  of  an  inch  on  the  other  side  cannot 
be  within  the  Patent.    The  mistake  made  both  by  Bidley  J.,  and  the  Assessor 
was  in  assuming  that  if  the  centre  of  the  balk  lever  was  shifted  and  the  same  50 
results  were  obtained  it  was  in  substance  the  same  invention.    "  Substantially  " 
does  not  mean  "  to  perform  substantially  the  same  functions."    It  means  in  this 
case  substantially  in  a  vertical  line  as  shown.     If  that  is  not  the  Patent  it  is  bad 
because  it  does  not  show  what  will  and  what  will  not  work    (Harrison  v. 
Anderston  Foundry  Company  L.R.  1  App.  Cas.  574  at  page  579 ;  Foxwell  v.  55 
Bostock  4  De  6ex,  Jones  and  Smith  299  at  page  313).    The  Patentee  is  under 
an  obligation  to  the  public  to  entirely  define  and  state  the  limits  of  his  inventipn. 
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It  the  oentreing  described  by  reference  to  the  Drawing  iu  the  Specification  is 
not  limited  to  that  particular  centreing  then  the  limits  are  not  defined.  The 
Plaintiffs  are,  upon  the  construction  put  upon  the  Specification  by  the  Court  of 
Appeal,  limited  to  the  particular  centreing  shown  in  combination  with  the 
5  inclined  guides.  The  Defendants  have  not  taken  that  combination.  The  centres 
have  been  varied,  and  the  results  produced  are  immaterial  to  the  question  before 
the  Court. 

Bouafteld  K.C.,  and  Asthury  K.C.,  for  the  Respondents. — The  Court  of 
Appeal  found  that  the  Claim  was  for  a  dobby  substantially  as  described  and 

10  shown,  the  novelty  of  which  appeared  to  reside  in  the  combination  of  inclined 
guides  with  the  system  of  centreing  shown  in  the  Specification.  The  question 
is — Is  the  arrangement  now  adopted  by  the  DefendantR  substantially  the  same 
dobby  as  that  described  and  shown.  In  order  to  succeed  the  Defendants  must 
show  that  by  shifting  the  centres,  as  shown  by  their  Drawing,  they  have  altered 

15  substantially  the  nature  of  the  combination.  All  that  they  have  endeavoured 
to  show  is  that  they  have  altered  the  centreing.  They  have  not  attempted  to 
show  that  they  have  altered  the  combination  of  the  inclined  guides  and  centreing. 
The  true  principle  of  construction  is  that  laid  down  in  Dudgeon  v.  Thomson 
{ubi  supra).    What  is  specified  in  the  Specification  is  not  a  particular  system 

20  of  centreing,  but  a  particular  combination  of  inclined  guides  and  centreing. 
Therefore  that  which  is  protected  is  the  particular  combination  of  inclined 
guides  and  centres.  The  Defendants'  argument  has  proceeded  on  the  assumption 
that  the  Claim  is  not  for  a  combination  but  for  a  particular  mode  of  centreing. 
The  evidence  at  the  trial  showed  that  the  Patentee  had  been  at  work  for  two 

25  years  trying  to  find  out  a  successful  combination.  A  combination  with  inclined 
guides  with  the  old  system  of  centreing  was  found  to  be  no  improvement.  The 
questions  of  friction  and  loss  of  power  had  to  be  considered.  The  friction  is 
avoided  and  the  power  conserved  by  the  combination  invented.  So  far  as  the 
Judges  of  tne  Court  of  Appeal  referred  to  a  particular  centreing  it  was  a 

30  pai*ticular  system  of  centreing  in  combination  with  inclined  guides  as  compared 
with  any  system  of  centreing.  But  it  is  ai^ued  now  that  the  Court  of  Appeal 
decided  that  the  Patent  was  good  only  for  a  combination  of  inclined  guides 
with  a  precise  system  of  centreing  as  shown,  and  that  the  word  "particular" 
has  the  same  force  as  "  precise.*'    The  question  remains — Have  the  Defendants 

35  substantially  taken  the  combination  of  inclined  guides  and  centreing  as  described 
in  the  Specification  ?  The  question  is  not  whether  the  Defendants  have  infringed 
the  deleted  Claim  for  a  particular  system  of  centreing.  The  machine  is  a 
colourable  departure  only  from  the  patented  machine.  The  alteration  does  not 
in  any  way  alter  the  substantial  character  of  the  combination.    When  the 

40  Assessor  in  his  statement  referred  to  a  sort  or  class  of  centreing  he  was  stating 
the  Defendants'  contention  in  the  Court  of  Appeal.  The  systems  of  centreing 
exhibited  in  the  diagrams  produced  by  the  Defendants,  one  of  which  they  say 
they  have  adopted,  have  no  relation  to  guides  at  all.  Further,  there  is  no 
novelty  in  the  centreing  alone.    It  is   the  relation  of  the  centreing  to  the 

45  inclined  guide. 

MovXton  K.C.,  in  reply. — This  is  an  attempt  to  assert  infringement  of  the  equity 
of  the  Patent.  For  it  is  not  pretended  that  that  which  the  Court  of  Appeal  decided 
constituted  the  Patent  is  now  taken.  It  is  said  that  without  taking  it  the 
Defendants  have  the  same  advantages.    It  was  argued  in  the  Court  of  Appeal 

50  that  the  new  centres  were  essential  to  the  successful  use  of  the  inclined  guides, 
and  that  they  were  an  independent  invention  claimed  in  the  first  Claim. 
"Substantially"  does  not  mean  producing  the  same  effect,  but  being  sub- 
stantially the  same  means.  The  consequences  depend  on  the  sloping  of  the 
sides.    They  are  old.    No  class  of  centreing  is  shown  by  the  consequences. 

55  No  consequence  is  shown  by  the  means  employed  except  so  for  as  the  plans 
show,  and  the  plans  show  a  particular  centreing  that  we  have  not  taken. 
Is  it  to  be. left  to  experts  to  trace  consequences,  and,  upon  discovering  that  a 
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Defendant  gets  them  without  taking  the  Plamtifib'  means,  to  say  that  he  is 
within  the  Patent  ?  If  the  centreing  be  anything  more  than  that  shown  in 
Fig.  2  what  is  the  class  ?  To  this  there  is  no  answer.  There  is  not  one  word 
as  to  consequences  in  the  Specification.  The  Specification  mnst  disclose  the 
invention.  No  class  is  shown.  What  the  Defendants  have  taken  is  not  that  5 
which  was  decided  in  the  action  to  be  within  the  Claim. 

Collins  M.R, — This  is  an  Appeal  from  a  decision  of  Mr.  Justice  Ridley  upon 
a  question  whether  the  now  Appellants  have  infringed  a  Extent  which  has  been 
upheld  in  this  Court.  Mr.  Justice  Ridley  came  to  the  conclusion  that  the 
particular  form  of  dobby  which  they  were  using  did  involve  an  infringement  10 
of  the  Patent  which  has  been  upheld  in  this  Court,  and  he  ordered  a  Writ  of 
Sequestration  to  go  but  to  lie  in  the  Office,  unless  and  until  the  Appellants 
committed  another  infringement  of  the  Patent. 

Ihe  question  appears  to  me  to  be  a  very  simple  one.    We  start  from  the 
decision  of  this  Court.    That  may  have  been  right  or  it  may  have  been  wrong,  15 
but  in  this  Court  at  the  present  moment,  it  must  be  assumed  to  be  right,  and 
therefore  we  start  from  that  as  the  basis.    That  decision  held  that  the  Patent, 
which  was  in  dispute  before  us,  was  good  for  the  combination.    There  had  been  a 
contention  that  the  Patent  was  really  limited  to  the  inclination  of  knive  guides 
towards  each  other.    This  Court  negatived  that  contention  and  came  to  the  20 
conclusion  that,  in  the  words  of  the  Claim,  "  a  dobby  in  which  the  knife  guides 
"  are  inclined  towards  each  other  substantially  as  herein  shown  and  described," 
was  that  which  was  claimed,  and  that  the  Patent  which  was  good  was  for  a 
combination,  the  words  "substantially  as  herein  shown  and  described "  not 
being  limited,  as  was  contended  for  by  the  Respondents  to  the  inclination  of  25 
the  guides  to  each  other,  but  governing  the  whole  of  the  sentence — "  A  dobby 
"  in  which  the  knife  guides  are  inclined  towards  each  other  substantially  as 
"  herein  shown  and  described."    The  dobby  with  the  knives  inclined  and  all 
the    anangements    of  the  dobby  were  shown  in  detail  on  certain   Figures 
attached  to  the  Specification.    The  great  argument  before  us  was  that  that  30 
indication  by  way  of  Figures  only,  without  letter-press,  was  not  sufficient.    We 
came  to  the  conclusion  that  the  invention  was  sufficiently  described  by  the 
Figures,  and  therefore  we  held  that  the  Patent  for  that  combination  was  good. 
Now  that  combination  was  a  combination  of  inclined  knife  guides  with  the 
centreing  shown  in  the  Figures.    That  combination  was  new,  though  each  of  35 
the  members  of  it  were  old,  and  the  Claim,  which  was  held  to  be  a  good  Claim, 
embraced  these  words  "substantially  as  herein  shown  and  described."     It  may 
have  been  right  or  it  may  have  been  wrong,  as  I  have  said,  to  treat  as  a  proper 
Claim  one  which  embraced  those  large  words,  "  substantially  as  herein  shown 
"  and  described,"  but  we  .start  from    this,  that  the    patented  invention  is  40 
adoquat(4y  and  sufficiently  described  by  a  sentence  which  embraces  these  words 
"  substantially  as  herein  shown  and  described,"  and  therefore  the  question  is, 
as  in  my  judgment  Mr.  Justice  Ridley  treated  it,  whether  what  the  Appellants 
on  this  Appeal  have  done,  is  or  is  not  more  than  a  substantial  alteration  of  the 
Plaintiffs'  dobby.    If  what  they  have  done  is  covered  by  the  word  "  substan-  45 
"  tially,"  notwithstanding  the  alteration  they  have  made -if  it  is  substantially 
that  which  is  covered  by  the  Respondents'  Patent,  then  they  have  infringed  it, 
and  Mr.  Justice  Ridley's  Judgment  was  perfectly  right. 

The  question  whether  what  they  have  done  does  involve  more  than  a  substantial 
departure  from  the  invention  which  is  patented,  no  doubt  is  a  technical  question  50 
of  fact,  but  it  is  a  technical  question  properly  to  be  decided  by  a  person 
thoroughly  conversant  with  mechanical  principles  and  also  with  the  nature  of 
the  invention  to  which  this  Patent  relates.  Mr.  Jastice  Ridley^  feeling  that  it 
was  essentially  a  technical  question,  and  one  which  could  not  be  properly 
decided  by  a  Judge  sitting  alone,  asked  for  and  insisted  upon  having,  and  55 
receiver],  the  assistance  of  a  thoroughly  competent  expert.  Before  that  tribunal, 
consisting  of  Mr.  Justice  Ridley  and  Mr.  Boys^  a  well-known  expert,  evidence 
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was  called  on  both  sides — evidence  of  skilled  witnesses  technically  conversant 
with  all  these  details,  and  in  the  result  Mr.  Justice  iSit/Z^f/,  advised  by  Mr.  BoySj 
came  to  the  clear  conclusion  that  what  was  done  by  the  Appellants  was  simply 
a  colourable  alteration  of  the  system  of  centreing  shown  in  the  Patent  which 
5  has  been  upheld.  There  was  a  movement  of  two  of  the  centres,  one  to  the 
extent  .of  three-quarters  of  an  inch,  and  the  other  to  the  extent  of  three-eighths 
of  an  inch.  That  raised  a  technical  question  whether  what  was  done  was  within 
the  ambit  of  the  Patent,  as  substantially  described  in  the  Drawings.  It  was  true 
there  was  a  movement  to  the  extent  that  I  have  named,  but,  nevertheless,  was 

10  that  substantially  the  same  thing  as  the  combination  which  had  been  upheld? 
Mr.  Justice  Ridley y  advised  by  Mr.  BoySy  after  hearing  the  evidence  of  persons 
specially  informed  on  the  matter,  came  to  a  perfectly  clear  conclusion  that  it 
simply  was  a  colourable  alteration,  and  that  the  combination  protected  by  the 
Patent  had  been  infringed.    After  hearing  the  arguments  before  us  now,  I  have 

15  no  hesitation  myself  in  saying  that  I  think  that  decision  was  perfectly  right.  I 
should  have  come  to  the  same  conclusion  myself  on  the  same  evidence,  and, 
therefore,  it  seems  to  me  that  after  this  long  and  elaborate  discussion,  we  get 
back  to  that  short  question  of  fact— is  it,  or  is  it  not,  substantially  within  the 
Claim  as  described  ?    I  think  it  is.    Therefore,  Mr.  Justice  Ridley's  judgment 

20  must  be  affirmed  and  the  appeal  dismissed  with  costs. 

Mathbw  L,J. — The  very  long  discussion  we  have  had  in  this  case  has  this 
merit,  that  it  enables  us  to  dispose  of  tho  case  now  in  a  very  few  words.  It 
was  anticipated  from  the  first  what  the  real  question  would  be,  and  that  turns 
out,  after  all  this  argument,  to  be  the  question  which  we  have  to  determine. 

25  The  question  is — is  the  machine  of  the  Defendants  substantially  the  same  as 
that  protected  by  the  Plaintiffs'  Patent — ^the  one  being  a  combination,  and  the 
other  a  combination  ?  The  first,  the  Plaintiffs'  machine  working  in  a  particular 
way,  its  chief  merit  apparently  being  that  it  avoided  friction  ;  the  second 
machine  working  in  th^  same  way  and  accomplishing  the  same  i*e3ult  of 

30  avoiding  friction,  and  to  any  ordinary  eye — I  do.  not  speak  of  Patent  lawyers 
but  of  ordinary  reasonable  men— the  same  machine,  altered  from  the  original 
machine  for  the  purpose  of  infringing  the  Plaintiffs'  Patent.  I  am  not  going  to 
do  more  than  express  my  entire  assent  to  the  judgment  pronounced  by  the 
Master  of  the  Rolls,  and  I  agree  with  him  that  the  learned  Judge  below  was 

35  perfectly  right,  and  that  this  appeal  therefore  must  be  dismissed. 

Cozbns-Hardy  X.J. — I  agree.  I  was  not  a  member  of  the  Court  by  whom 
the  appeal  in  the  action  was  decided.  Whether  that  has  been  an  advantage  or 
a  disadvantage  on  the  present  occasion  is  not  for  me  to  say  ;  but  in  listening  to 
the  arguments  of  the  Appellants,  I  have  been  unable  to  disguise  from  myself 

40  this,  that  it  really  has  been  an  argument  against  the  validity  of  the  decision  of 

the  Court  of  Appeal — an  argument  that  the  Patent  ought  not  to  have  been 

supported,  because  it  was  too  vague  and  too  uncertain  and  did  not  enable  you 

to  define  the  limits  of  the  invention.    But  that  is  an  argument  which  we 

•  cannot  in  any  way  listen  to     I  accept  absolutely  and  without  qualification  the 

45  view  that  the  Patent  was  perfectly  good,  and  that  the  injunction  which  was 
granted  by  the  Court  of  Appeal  was  purely  consequential  upon  that  view  of  the 
Patent.  We  have  been  told  that  the  present  Motion  and  the  Judgment  of  Mr. 
Justice  Ridley f  assisted  by  the  Assessor,  proceeded  on  the  ground  that  the  new 
machine  produces  the  same  results  as  the  patented  invention,  and  that  if  that 

50  be  so  the  Appeal  must  succeed,  but  that  is  not  in  the  least,  as  I  read  the  decision, 
the  view  either  of  the  Assessor  or  of  Mr.  Justice  Ridley ^  and  certainly  it  is  not 
the  view  of  either  my  Lord,  or  Lord  Justice  MATH bW,  or  myself.  Nor  is  it 
sufficient  for  the  Respondents  to  say  that  the  Defendants  have  desired  to  get 
round  or  outside  the  Patent.    Of  course  if  they  can  get  round  or  outside  the 

55  Patent  they  are  perfectly  at  liberty  to  do  so,  but  at  the  end  of  this  long  discussion 
it  does  seem  to  me  that  the  only  question  for  us  is,  whether  the  combination 
has  been  substantially  taken,  and  whether  the  Appellants'  new  arrangement  is 

S 
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not  practically  and  substantially  that  which  is  shown  and  described  in  the 
Specification  and  in  the  Drawings.  In  my  view  it  is.  That  was  the  view  of 
the  skilled  Assessor ;  that  was  the  view  of  Mr.  Justice  Ridley ;  it  is  the  view  of 
this  Court,  and  we  must  dismiss  this  Appeal  with  costs. 

Bousfidd  K.C.,  asked  for  the  costs  as  between  solicitor  and  client,  but  this   ^ 
was  not  allowed.    He  asked  for  the  costs  of  three  Counsel  as  allowed  by 
Ridley  J.,  below. 

Mouiton  K.C. — There  are  only  two  Counsel  heard  in  the  Court  of  Appeal. 

Collins  M.R.^l  think  the  Respondents  must  have   the    costs  of  three 
Counsel  here.  10 


In  the  Coubt  of  Session  in  Scotland. 
Outer  House.— -Be/or^  Lord  Pearson. 


August  8th  and  24th,  October  25th,  and  November  8th,  L904 ;  February  22nd 

and  March  15th,  1905. 


Saccharin  Corporation  Ld.  v.  Ross  Bros.  &  Co.  15 


PcUent. — Validity  not  contested, — Complainers  the  owners  of  several  Patents 
covering  all  known  ways  of  making  pure  saccharin. — Action  of  interdict  for 
infringement  held  relevant. 

The  Saccharin  Corporation  Ld.  brought  an  action  of  interdict  for  infringe- 
ment  of  seven  PcUents^  or  of  any  of  tJiem^  all  relating  to  the  manufacture  of  20 
saccharin.  Respondents  replied  that  it  was  not  specified  which  of  tlie  seven 
Patents  was  infringed^  and  that  tlie  substance  complained  of  could  not  be  an 
infringement  of  all  tlie  Patents^  they  being  fo'^  alternative  processes.  It  was 
stcUed  at  the  Bar  that  the  seven  Patents  covered  all  known  ways  of  making 
pure  saccharin.  25 

Held,  that  the  action  was  relevant. 


Vol.  XXli,  No.  9.3     AND  ^BADB  kABK  6aSE6.  HI 
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P€Ueni.—Infnflgement,—ImporkUion/or  tMe.— Experimental  use. 

In  an  action  for  infringement  of  certain  Patents  the  fotlowing  was  the 

^    averment  of  infringement  made :  — "  Tliere  was  imported  by  the  Respondents  on 

"  the  12th  of  May  1904  one  pound  of  sweetening  compound  made  in  infringe- 

5  "  ment  of  the  said  Letters  Patent.    Ttie  said  compound  was  received  in  this 

•*  country  by  Messrs.  Sheldon  &  Go.y  forwarding  agents    ....    and  was  by 

•*  them  forwarded  to  the  Respondents  for  use  in  their  brmness  or  for  sale  by 

**  them^  and  has  itis  believed  been^  in  whole  or  in  part,  so  used  or  sold  by  them.^^ 

Respondents  explained  that  they  had  received  one  pound  of  the  substance  ^^for 

10  "  the  purpose  of  analysing  and  testing  the  same,^  and  that  they  had  acted  in 

good  faith  and  in  ignorance  tJuU  they  were  infringing  any  rights  of  Com^ 

plainers.    On  the  hearing  in  the  Procedure  Roll  the  Complainers  were  allowed 

to  amend  the   averment  of  infringement   by  adding  ^^and  averred''  after 

''believed:' 

15      Held,  thcU  there  was  a  relevant  averment  of  infringement. 

This  was  an  action  of  suspension  and  interdict  at  the  instance  of  the  Saccharin 
Corporation  Ld.^  incorporated  nnder  the  Companies  Acts  1862  to  1893,  and 
having  their  registered  office  at  No.  165  Qaeen  Victoria  Street,  in  the  City  of 
London,  against  Ross  Bros.  Jk  Co.,  canning  on  the  business  of  manafactaring 

20  chemistis  in  Edinburgh. 

The  Complainers  stated  that  they  were  proprietors  of  the  following  seven 
Letters  Patent,  viz. :— No.  25,27^  of  1894 ;  No.  5135  of  189.'> ;  No.  1164  of 
1897 ;  No.  3680  of  lh98 ;  No.  9962  of  1899 ;  No.  19,629  of  1899  ;  No.  4525  of 
1900 ;   all  relating  to  the  mannfactnre  of  saccharin.    They  asked  that  the 

25  Respondents  shonld  be  interdicted  from  ''  importing  into  this  realm,  and  from 
''  making,  using,  exercising,  letting  for  hire,  or  vending,  or  supplying  any 
*'  compounds  or  products  manufactured  or  made  or  produced  according  to  or 
'*  in  the  n^inner  described  in  the  said  Specifications,  or  an>  of  them,  or  in 
''  manner  substantially  the  same  ;  and  from  infringing  in  any  other  way  the 

30  "  said  Letters  Patent  or  any  of  them." 

The  Complainers'  averment  of  infringement  was  as  follows : — "  The  Com- 
"  plainers  have  recently  discovered  that  the  Respondents  have  been  infringing 
''  the  said  Letters  Patent.  In  particular,  there  was  imported  by  them  on  12th  of 
'*  May  1904  one  poimd  of  sweetening  compound  made  in  infringement  of  the 

35  **  said  Letters  Patent.  The  said  compound  was  received  in  this  country  by 
'*  Messrs;  Sheldon  in  Co.,  forwarding  agents,  38  Leadenhall  Street,  London,  E.C., 
<«  and  was  by  them  forwarded  to  the  Respondents  for  use  in  their  business  or 
"  for  sale  by  them,  and  has,  it  is  believed,  been  in  whole  or  in  part  so  used  or 
^  sold  by  them.    The  Respondents  refuse  to  recognise  the  Complainers'  rights, 

40  ^  &iid  the  present  action  has  accordingly  been  rendered  necessary." 

The  Respondents  replied  : — ^  Admitted  that  on  or  about  the  date  specified 
^  the  Respondents  ordered  and  received  from  a  foreign  producer  1  lb.  of  a 
^  sweetening  compound.  Quoad  ultra  denied.  Explained  that  the  Respondents 
«  received  a  circular  from  Ant.  Darmet,  97  Chemin  des  Pins,  Lyons  (France), 

45  ^  ofi'ering  to  supply  a  substance  called  *  special  saccharin,'  which  was  widely 
^advertised  and  which  was  stated  to  be  750  times  sweeter  than  cane  sugar. 
'*  The  purchase  complained  of  was  1  lb.  of  this  substance,  which  the  Respondents 
**"  obtained  for  the  purposes  of  analysing  and  testing  the  same.  Their  purchase 
*'  was  made  in  good  faith  and  in  entire  ignorance  that  by  doing  so  they  were 

50  ^*  infringing  any  Patent  Rights  of  the  Complainers,  who  are  not  the  sole 
**  tnanufacturers  of  saccharin  even  in  this  country.    The  Respondents  have  no 
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**  intention  of  purchasing  any  more  of  the  substance  complained  of.  The 
"  present  action  is  therefore  entirely  unnecessary.  The  Complainers  do  not 
*'  specify  which  of  the  seven  Patents  enumerated  are  infringed.  The  said 
^'  Patents  are  for  several  distinct  and  alternative  processes  used  in  the  manu- 
"  facture  of  saccharin  or  of  substances  used  in  the  manufacture  of  saccharin,  5 
'<  and  the  substance  complained  of  caanot  be  an  infringement  of  all  said 
«*  Patents." 

The  Respondents  did  not  dispute  the  validity  of  the  Patents. 

On  the  8th  of  August  1904,  intimation  and  answers  were  ordered.  On  the 
24th  of  August  Counsel  for  the  Complainers  intimated  that  they  did  not  ask  for  10 
interim  interdict  whereon  the  Lord  Ordinary  passed  the  note.  The  Record  first 
came  up  for  adjustment  on  the  25th  of  October,  and  on  the  8th  of  November 
the  Record  was  close!  and  the  case  was  sent  to  the  Procedure  Roll.  Counsel 
were  heard  in  the  Procedure  Roll  on  the  22nd  of  February  1905. 

Counsel  for  the  CompiainerB :— Wilson  K.C.,  and  Culleti  (instructed  by  15 
Davidsofiand  SymeyW.S.);  Counsel  for  the  Respondents,  Younger  and  Lippe 
(instructed  by  Daigleish  and  DobbiCy  W.S.). 

Counsel  for  the  Respondents  contended. — There  is  here  no  sufficient  averment 
of  infringement.  As  to  importation,  the  importation  according  to  the  Complainers 
themselves  was  the  act  of  Messrs.  Sheldon  A  Co.  not  of  the  Respondents.    The  20 
averment  that  the  compound  was  sold  or  used  by  the  Respondents  is  not  definite 
enough  since  it  does  not  give  particulars  of  the  breaches  complained  of.    In- 
fringement as  shown  by  the  form  of  the  grant  consists  in  making,  using, 
exercising  or  vending  the  invention  within  the  kingdom.    The  Respondents 
have  done  none  of  these  things.    It  is  admitted  that  they  did  not  sell  the  com-  25 
pound.    They  obtained  a  pound  of  it  for  the  purpose  of  analysing  and  testing 
it  and  dissipated  it  in  the  process  of  analysis.    Such  merely  experimental  use 
is  not  infringement.  Frearson  v.  Loe  (L.R.  9  CD.  48,  at  pp^  66  and  67).   Nor  was 
the  mere  purchase  of  a  small  quantity  of  the  compound  for  the  purpose  of 
examining  its  nature  an  infrinffement  (^Badische  Anilin  und  Soda  FabrikY.  HO 
Basle  Chemical  Works  L.R.  (18'98)  App.  Cas.  200 ;  14  R.P.C.  919).  Till  they  had 
examined  the  compound  the  Respondents  could  not  know  it  was  not  new.    After 
examining  this  single  sample  the  Respondents  never  bought  any  more,  and  they 
declare  on  record  that  they  do  not  intend  to  buy  more.    In  correspondence 
before  the  action  was  raised  they  made  the  same  declaration.    They  have  not  35 
prevented  the  Complainers  from  enjoying  the  full  profit  and  advantage  of  the 
invention.    They  did  not  expose  the  goods  for  sale,  and  therefore  this  cise  is 
distinguishable  from   the    British    Motor  Syndicate    Ld.  v.   Taylor  &  Son 
(L.R.  (IIW)  1  CD.  577  and  (1901)  1  CD.  122 ;  17  R.P.C  723).    The  ratio 
decidendi  of  the  United  Telephtme  Company  v.  SJiarples  (2  R.P.C  28  ;  L.R.  29  40 
CD.  164)  was  that  the  use  was  not  really  experimental  but  for  the  purpose  of 
teaching,  and  that  the  Pursuers  there  were  prevented  from  reaping  the  full 
advantage  from  their  Patent.    It  is  therefore  different  from  the  ^present  case. 
The  materiality  of  the  infringement  is  here  trifling.    One  pound  of  saccharin 
was  bought,  and  that  in  good  faith  and  with  no  intention  to  infringe.    There  is  45 
no  ground  to  apprehend  repetition  of  the  purchase.     We  also  object  to  the 
relevancy  of  the  action  on  the  ground  that  interdict  is  asked  against  infringe- 
ment of  seven  Patents.    These  form  groups  one  or  other  of  which  Complainers 
say  must  have  been  infringed  ;  they  cannot  say  which.    Indeed  saccharin  may 
be  made  by  other  methods  than  those  seven.   [^Counsel  for  Pursuers. — But  not  50 
pure  saccharin  as  this  was.]    The  Complainers  must  specify  which  Patent  ' 
has  been  infringed.    Otherwise     actions   founded   on  each  of   the  Patents 
by  itself  would  be  bad,  and  therefore  an  action  conjoining  the  seven  can  be  no 
better  (^Saccharin  Corporatvtn  Ld.  v.  Quincy  17  R.P.C.  337).     At  any  rate  the 
Complainers  should  be  restricted  to  a  small  number  of  Patents,  say  three  55 
(Saccharin  Corporation  Ld.  v.  Wild  &   Co.  20   R.P.C.  243).    Certainly  any 
interdict  which  might  be  granted  would  be  limited  to  the  period  of  validity  of 


tol  X3:tt^  No.  9.]     AKD  TIIaD^  IIARK  6aiS1&&.  24f 

Sciccharin  Corporation  Ld.  v.  -Bo««  -Bro«.  Jk  Co. 

the  oldest  Patent  of  the  seven  {Saccharin  Corporation  Ld.  v.  Dawson^  19  R.P.C. 
169 ;  Do.  V.  Jackson^  20  R.P.C.  616),  and  would  only  be  granted  on  special  terms 
as  to  costs  {Saccharin  Corporation  Ld.  v.  White  A  Sons  Ld.^  20  R.P.C.  454). 
The  English  cases  where  an  action  on  several  Patents  was  allowed  were  based  on 
5  special  rales  of  English  procedure  (Order  XVI II.),  and  we  contend  that  here  as 
in  the  case  of  Quincy  the  action  as  it  stands  is  irrelevant. 

Counsel  for  the  Complainers  contended. — We  aver  that  all  the  seven  Patents 
were  infringed.  In  a  question  of  pleading  this  is  sufficient.  The  validity  of 
the  Patents  not  being  challenged  the  Respondents  will  not  be  ])ut  to  any  sub- 

10  stantial  additional  expense  or  trouble  by  there  being  seven  Patents.  The  case 
is  similar  to  Daw8on*8  and  to  Ja^ckson^a.  [Lord  Pearson  intimated  that  so  far 
as  this  objection  was  concerned  he  considered  the  action  relevant.]  Importation 
is  an  infringement  if  it  be  importation  for  use,  thoagh  the  article  may  not  de 
facto  have  been  used  {British  Motor  Syndicate  Ld.  v.  Taylor  A  Son^  uhi 

15  supra).  The  importation  was  by  the  Respondents ;  Slieldon  A  Co.  were  merely 
their  agents.  .Beoides,  here  there  is  an  averment  of  use.  [Lord  Pearson. — 
You  do  not  aver  that.  You  only  say,  **  it  is  believed."]  We  will  amend  the 
action  by  adding  "and  averred."  We  do  not  admit  that  Respondents  used  the 
imported  saccharin  merely  for  experiment.    In  any  case  the  experiment  was 

20  not  such  an  experiment  as  is  covered  by  FrearsorCs  case.  There  the  experiments 
consisted  in  the  manufacture  of  the  patented  goods  by  which  the  Patentee  lost 
nothing,  here  the  saccharin  had  to  be  bought  for  the  experimt^nt,  and  had 
Respondents  not  obtained  it  abroad  they  would  have  had  to  come  to  Com- 
plainers for  it.    The  Patentees  were  deprived  of  the  benefit  of  their  invention ; 

25  this  is  enough  {Saccharin  Corporation  Ld.  v.  Anglo-Continental  Chemical 
Works  17  R.P.C.  307  ;  L.R.  (1901)  1  CD.  414).  It  is  not  necessary  that  the 
infringer  should  have  made  pecuniary  profit.  The  infringement  complained  of 
is  not  trifling.  A  pound  of  saccharin  is  a  good  deal.  The  invention  is  a  valuable 
one  and  it  is  necessary  to  protect  it  carefully. 

30      Lord  Pearson. — I  was  much  impressed  with  the  argument  used  by  Counsel 

for  the  Complainers  that  the  importation  here  was  importation  with  a  view  to 

use  in  the  business  of  the  Respondents.    Otherwise  I  should  have  felt  disposed 

to  hold  that  so  far  as  based  on  importation  no  relevant  case  was  averred. 

As  to  the  statement  that  the  compound  was  sold  or  used  by  the  Respondents, 

35  I  consider  the  case  is  a  very  narrow  one  on  two  grounds.  In  the  first  place,  the 
apprehension  of  future  injury  is  small  as  is  shown  both  by  the  correspondence 
and  the  averments ;  in  the  second  place,  the  relevancy  owing  to  the  state  of  the 
averments  is  doubtful,  but  with  the  amendment  tendered  by  the  Complainers 
(viz.,  that  ^'  it  is  believed  and  averred  "  that  tne  compound  has  been  used  by 

40  Respondents  in  their  business  instead  of  **  it  is  believed  "  only),  I  am  prepared 
to  allow  a  proof,  reserving  the  question  of  expenses. 

The  case  was  then  sent  to  proof,  but  on  the  15th  of  March  it  was  settled  by  a 
joint  minute  for  the  parties. 
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Dawson  v.  Stewart. 


In  thb  Gottrt  of  Sbssion  in  Scotland.  • 


Outer  House.— J56/br«  Lord  Low. 


May  17th  and  24th,  and  July  15th,  1904,  and  January  17th  and  18th,  1905. 


Dawson  v.  Stewart. 


Trade  Mark— Similarity  of  Structure  of  La1)el—''  Dawson's  Perfection  old  5 
Scotch  Whisky"— ''  D.  and  J.  McGallunCs  Extra  SpeQxal  Scotch  Whisky''-- 
Action  to  restrain  use  of  Label  said  to  he  a  colourable  imitation  of  a  registered 
labels  or  at  all  events  to  be  calculated  to  mislead  the  public — Distinctive  feature 
of  labels — Interdict  refused. 

D.,  a  whisky  ex2}ortet\  devised  and  registered  a  square  laAel  for  whisky^  the  10 
colouring  of  which  in  use  was  a  cream  ground  with  black  lettering  in  the  body,  with 
a  strip  of  blue  at  tJiefoot^  the  whole  surrounded  by  a  gold  border j  and  the  dis- 
tinctive  feature  being  a  diagonal  band  from  foot  to  top  containing  the  signature 
"  P.  Dawson^''*  and  dividing  the  square  into  two  triangular  spaces^  on  one  of 
which  was  *^  DawsmCs  Perfection  "  and  on  the  other  "  Old  Scotch  Whisky.'^    He  15 
averred  that  ^^ Perfection"  indicated  his  whisky,  but  as  in  registering  his  label 
he  had  only  claimed  tfie  signature  as  the  essential  particular  of  the  mark^  and 
as  it  appeared  in  the  course  of  the  proceedings  that  ^^  Perfection"  was  not  an 
unusual  name  for  other  traders'  whisky^  D.^s  counsel  gave  up  this  claim  to 
**  Perfection''     McC.  devised  and  used  a  label  oblong  in  shapCy  the  colouring  of  20 
which  was  a  ivhite  ground  with  black  lettering,  there  being  a  diagonal  band 
from  foot  to  top  containing  the  name  "  D.  A  J.  McCallum"  dividing  the  oblong 
tnlo  two  tHangular  spa^ces^  tlie  upper  containing  ^^D.  &  J.  McGallum^s  Extra 
Special  Scotch  Whisky"  and  the  lower  ^^ Edinburgh,  Birmingham  and  London,'^ 
and  all  within  a  border  printed  so  as  to  appear  grey.    It  was  proved  thai  neither  25 
M*C.  nor  his  lithographer  knew  ofB's  label  when  M*C.'fl  was  designed \  and  no 
attempt  was  made  to  prove  actual  deception.   Held,  by  the  Lord  Ordinary,  that 
tliere  was  no  such  resemblance  between  the  two  labels  as  could  deceive  fyi^  mislead 
anyone,  and  Interdict  was  refused. 


YbL  KUU  No.  90      AND  TRADE  MARK  OASES. 


2W 


Dawson  v.  Stewart, 


Jurisdiction. — Patents^  Designs,  and  Traie  Marks  Act,  18 8S  (46  A  47  V., 
c.  67),  sec.  90  A  HI. 

The  Lord  OBJyi^KVLY,foilowing  Dewar  &  Sons,  Ltd.  v.  Dewar  (17B.P.0.  S4i), 
repelled  a  plea  against  the  jurisdiction  of  Uie  Scotch  Court. 

5  This  was  an  action  at  the  instance  of  Peter  Dawson,  distiller  and  Scotch, 
whisky  merchant  in  Glasgow,  against  Duncan  Stewart,  as  an  individaal,  and  as . 
carrying  on  business  ss  D.  Jk  J.  McGallum  whisky  merchants,  Edinburgh. 

The  Pursuer  asked  that  the  Defender  should  be  interdicted  (First)  from  using 
in  connection  with  the  sale  of  whisky,  not  blended  or  provided  by  the  Parsuer, 

10  any  label  or  other  paper  with  the  Purs:ier's  trade  mark,  numbered  92L23,  or 
any  mark  in  imitation  thereof  or  only  colourably  differing  therefrom,  stamped 
or  impressed  thereon,  and  from  in  any  way  infringing  the  exclusive  right  of  the 
Pursuer  in  the  said  trade  mark  :  (Second)  from  selling  or  offering  or  advertising 
for  sale  as  "  Perfection ''  whisky,  whisky  not  blended  or  provided  by  the  Pursuer, 

15  marked  or  designated  in  such  a  manner  as  to  be  calculated  to  lead  purchasers  or 
members  of  the  public  to  believe  that  the  said  whisky  so  sold  or  offered  for  sale 
by  Defender  was  **  Perfection  "  whisky  blended  and  provided  by  the  Pursuer, 
and  from  supplying  or  selling  in  implement  of  orders  for  "  Perfection  "  whisky, 
whisky  not  blended  or  supplied  by  the  Pursuer. 

20       The  Pursuer  also  asked  for  £1,()(X)  damages  and  for  expenses. 

For  a  particular  blend  of  his  whisky  the  Pursuer  devised  and  used  a  label 
having  the  words  "Dawson's  Perfection  Old  Scotch  Whisky,"  with  a  litho- 
graphed copy  of  his  usual  signature  on  a  band  running  diagonally  across  the 
label.    This  label  was  registered  on  the  I5th  of  August,  1889,  under  No.  92123, 

25  as  a  Trade  Mark  by  the  Pursuer.    The  label  as  registered  is  subjoined. 


A  representation  in  black  and  white  of  the  label  as  used  (No.  17  of  process)  is 
given  infra  (page  252). 

The  ground  of  this  label  was  coloured  cream.    The  border,  the  edges  of  the 
diagonal  band,  and  the  three  diamonds  were  gilt.    The  band  at  the  bottom  of 
30  the  label  was  coloured  blue  with  the  words  "Guaranteed,"  etc.,  on  it  printed  in 
white.    The  rest  of  the  letterpress  was  in  black. 

In  his  Condescendence  the  Pursuer  averred  that  "The  Defender  has  infringed 

"  the  Pursuer's  said  Trade  Mark.     He  has  sold,  and  is  selling  and  offering  for 

"  sale,  whisky  not  blended  or  supplied  by  the  Pursuer,  in  bottles  having  affixed 

35  "  thereto  labels  so  expressed  and  designed  as  to  be  substantially  the  ss^me  or 

"  only  6ofo¥irably  different  from  those  used  by  the  Pursuer,  and  baving^  his 
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**  Trade  Mark  stamped  or  impreseed  thereon."  The  Pursner  also  averred  that 
"  Perfection "  had  been  since  1888  used  continuously  to  designate  and  had 
become  identified  with  his  whisky.  He  also  averred  that  "During  the  last 
"  three  or  four  years  the  Defender  has  illegally  and  unwarrantably  used  the 
**  name  *  Perfection '  as  a  trade  name  or  trade  mark  in  connection  with  the 
"  advertisement  and  sale  of  his  whisky  in  such  a  way  as  to  deceive  the  public, 
"  and  to  lead  them  to  believe  that  the  Defender's  whisky  sold  under  the  name 


^  Perfection 
^  Pursuer." 


was  *  Perfection '  whisky  manufactared,  blended,  or  sold  by  the 


The  Defender  explained  that  the  following  statement  and  disclaimer  appeared  10 
in  the  Pursuer's  application  for  registration  of  his  Trade  Mark — "  The  signature 
"  is  the  essential  particular  of  the  Trade  Mark,  and  the  applicant  disclaimB  the 
**  added  printed  matter  except  in  so  far  as  it  consists  of  his  name  and  address." 

He  averred  that  the  Pursuer  had  no  right  to  the  sole  use  of  the  word  "  Per- 
fection" in  connection  with  whisky.  .That  wordiwas  in  common  use  by  several  15 
firms  in  Scotland,  some  of  whom  used  the  word  before  it  was  adopted  by  the  Pur- 
suer. "  The  Defender,  as  carrying  on  business  in  the  name  of  D.  A  J.  McCallum^ 
"  commenced  to  use  the  word  in  1894.  At  this  time  he  was  not  aware  that  the 
"  word  was  being  used  by  the  Pursuer.  The  Defender  uses  the  word  in  quite  a 
"  distinctive  way  on  labels  which  identify  and  distinguish  his  goods,  and  bear  20 
"  no  resemblance  to  the  Pursuer's  labels.  In  no  case  has  any  one  been  deceived 
"by  the  Defender's  labels.    Messrs.  D,  &  J.  McCalhim^s  *  Perfection*  whipky 
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"  is  now  well  known,  and  in  great  demand.  The  Pursuer  has  for  the  last 
*'  eight  years  been  well  aware  that  the  Defender  has  used  the  word  ^  Perfection  ' 
"  in  connection  with  his  business,  and  that  he  has  spent  large  sums  of  money 
'^  in  advertising  and  in  advancing  the  sale  of  his  goods,  under  the  title  of  D.  Jt 
5  "  J.  McCallum's  '  Perfection '  whisky/'  This  was  shown  by  the  Pursuer  having 
chajjenged  such  use  in  1896  but,  when  the  Defender  replied  that  the  Pursuer 
had  no  right  to  the  sole  use  of  the  word,  the  Pursuer  took  no  further  steps. 

The  Pursuer  pleaded  : — (1)  The  Defender  having  infringed,  and  still  con- 
tinuing to  infringe,  the  Pursuer's  said  Trade  Mark  as  condescended  on,  the 

10  Pursuer  is  entitled  to  interdict  as  craved  in  the  first  conclusion  of  the  Summons. 
(2)  '*  Perfection  "  whisky  being  known  and  understood  by  the  trade  and  public 
to  be  whisky  of  the  Pursuer's  blend  and  preparation,  and  the  Defender  having 
offered  for  sale  and  sold,  and  still  continuing  to  offer  for  sale  and  sell,  as 
"  Perfection  "  whisky,  whisky  not  of  such  blend  or  preparation  so  as  to  deceive 

15  the  trade  and  the  public,  the  Pursuer  is  entitled  to  interdict  as  second  concluded 
for.  (3)  The  Pursuer  having  sustained  loss,  injury,  and  damage  through  the 
illegal  and  unwarrantable  proceedings  of  the  Defender  as  condescended  on,  is 
entitled  to  decree  in  terms  of  his  petitory  conclrision. 

The  Defender's  pleas  were  :— (I)  No  relevant  case.    (2)  The  Defender,  not 

20  having  infringed  the  Pursuer's  Trade  Mark,  ought  to  be  assoilzied.  (3)  The 
word  *'  Perfection  "  being  used  in  the  trade  by  different  traders  to  designate 
whisky  manufactured  by  themselves,  the  Pursuer  is  not  entitled  to  the  interdict 
craved.  (4)  Separatim^  the  Pursuer  having  acquiesced  in  the  use  of  the  word 
"  Perfection  "  by  the  Defender  in  connection  with  his  business  for  eight  years  is 

25  barred  by  mora  from  insisting  in  the  present  action.  (5)  The  averments  of  the 
Pursuer,  so  far  as  material,  being  unfounded  on  fact  the  Defender  ought  to  be 
assoilzied.    (6)  In  any  event  the  damages  claimed  are  excessive. 

A  representation  of  the  Defender's  label  (No.  35  of  process)  in  black  and 
white  is  given  infra  (page  254).    As  used  the  ground  of  the  label  was  white, 

30  D.  A  J.  McCallum  was  printed  on  the  diagonal  band  in  white  as  also  were  the 
words  "Guaranteed,"  etc.,  at  the  foot  of  the  label,  and  the  words  "Extra 
"  Special  "  at  the  top.  The  rest  of  the  letterpress  was  in  black.  The  border  of 
the  label  and  the  diagonal  band  were  printed  so  as  to  appear  grey. 

The  action  was  raised  on  the  10th  of  March  1904.    On  the  17th  of  May  the 

35  case  appeared  on  the  Adjustment  Roll,  and  on  the  24th  of  May  was  sent  to  the 
Procedure  Roll  on  the  Defender's  motion.  The  Defender  contended  that  the 
action  was  irrelevant  since  the  jurisdiction  of  the  Court  was  excluded  by 
Section  90  of  the  Patents,  &c.  Act  of  1883  (46  and  47  Vict.  c.  57).  Lord  Low, 
following  the  case  of  Dewar  &  Sons,  Ld.  v.  Dewar  (2  F  249 ;  17  R.P.C.  341), 

40  repelled  the  objection  to  the  jurisdiction.  On  the  15th  of  July  proof  was  fixed 
which  was  taken  on  the  17th  and  18th  of  January,  1905.  On  the  last  date 
Counsel  were  heard.  The  Counsel  for  the  Pursuer  were  the  Solidtoi^'Oenei^al 
and  MacBobert  (instructed  by  W.  Kinniburgh  Morton^  S.S.C).  The 
Counsel  for  the  Defender  were  Hunter  and  D.  Anderson  (^instructed  by  Peter 

45  Macnaughton,  S.S.C). 

Counsel  for  the  Pursuer  admitted  that  the  Pursuer  had  disclaimed  in  his 
Trade  Mark  all  the  printed  matter  except  his  name,  and  that  the  disclaimer 
covered  the  word  "  Perfection."  He  therefore  did  not  insist  in  his  case  so  far 
as  it  was  founded  on  the  use  of  the  word   "Perfection"  by  the  Defender. 

50  Nevertheless,  he  contended,  the  labels  used  by  the  Defender,  and  particularly 
No.  35  of  process,  so  much  resembled  the  Pursuer's  Trade  Mark  as  to  be 
calculated  to  deceive  the  public. 

There  was  a  conflict  of  evidence  whether  customers  would  be  likely  to  be 
deceived  by  the  labels  seeing  them  from  the  outside  ol    the  bar,  but  it  was 

55  admitted  that  if  they  looked  at  them  closely  they  would  see  the  different 
names.  It  was  proved  that  the  word  "  Perfection  "  was  used  by  several  other 
members  of  the  trade.    For  tlie  Defender  the  lithographers  who  designed  their 

T 
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label,  gave  evidence,  and  deponed  that  they  had  not  seen  or  heard  of  the 
Pursuer's  label  nor  been  asked  to  design  one  similar  to  it.  They  had  merely 
been  instructed  to  produce  a  suitable  label  and  had  then  designed  Defender's 
It  appeared  that  both  parties  had  a  considerable  Colonial  trade,  and  the  label 
complained  of  was  chiefly  used  in  the  Trinidad  market. 

Counsel  for  the  Pursuer  contended  that  on  considering  the  probability  of 
deception,  the  Trade  Marks  must  be  looked  at  as  used,  and  not  simply  as 
registered  {Be  Christiansen's  Trade  Mark  3  R.P.C.  54).      The  question  was 


5 


whether  the  ordinary  customer  could  be  deceived,  not  when  examining  the 
bottle  carefully,  but  when  looking  at  the  goods  in  the  ordinary  way,  that  is  10 
when  standing  at  the  bar  and  seeing  the  bottle  within.  The  Judg'e  must  decide 
this  question  of  fact  guided  by  the  evidence,  regarded  not  as  skilled  evidence, 
but  as  evidence  of  the  effect  of  the  marks  in  deceiving  ordinary  persons. 
Colour  was  not  to  be  considered.  A  registered  mark  must  be  compared  with 
another  in  black  and  white,  for  the  owner  of  the  mark  may  choose  his  colour  15 
at  discretion.  In  Worthinglon's  Trade  Mark  (L.R.  14  CD.  8),  the  marks  were 
conspicuously  unlike,  but  it  v,as  considered   they  might  be  so  printed  as  to 
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deceive  the  public.  The  Defender's  mark  in  the  present  case  is  similar  in 
character  and  get  up  to  the  Pursuer's  and,  as  it  is  used,  would  deceive  the  public, 
especially  as  the  Defender  uses  similar  means  of  advertisement  fco  those  of  the 
Pursuer,  and  trades  in  the  same  markets (/o/ins^ori  v.  Orr  Ewing  L.R.,  7  A.C.  219). 
5  We  do  not  attempt  to  prove  speciBc  damages.  In  such  cases  it  is  impossible 
and  unnecessary  to  make  an  exact  calculation  of  the  loss  incurred  through  the 
Defender's  action  :  but  we  are  entitled  to  substantial  damages  {Thomnon  v. 
Dailly,  24  R.  1173). 

Cmmsel  for  the  Defender  contended  that  the  real  ground  of  the  action  as 

10  raised  was  the  use  of  the  word  "  Perfection  "  by  the  Defender.  This  ground 
has  been  abandoned,  though  it  formed  the  greater  part  of  the  record.  It  is  true 
that  though  ''  Perfection  "  is  not  a  Trade  Mark,  we  might  have  written  the  word 
on  our  label  in  a  style  so  similar  to  that  used  by  the  Pursuer  as  to  deceive, 
though  this  would  be  difficult  of  proof  as  we  have  used  the  word  for  ten  years. 

15  But  at  the  bar  the  Pursuer  does  not  insist  on  this  argument  but  prefers  the  case 
only  as  against  the  Defender's  label  No.  35  of  Process  on  which  the  word 
"Perfection"  does  not  occur.  In  cases  of  this  class  where  an  interdict  was 
given  the  trader  had  exercised  his  ingenuity  to  make  a  label  just  so  much 
unlike  the  Complainer's  as  to  escape  (as  he  hoped)  from  interdict  while  like 

20  enongh  to  deceive.  Here  that  was  not  the  case.  The  Defender's  label  was 
designed  without  reference  to  the  Pursuer's.  Nothing  was  said  to  the  designers 
about  the  Pursuer's  mark.  It  requires  a  good  deal  of  ingenuity  to  find  out  the 
similarities.  The  labels  are  distinct  as  regards  size,  shape,  the  border  round 
them,  the  colouring  and  the  name.    The  distinctive  feature  of  Pursuer's  mark  is 

25  the  name  **  Dawson  "  which  the  Defender's  name  does  not  in  the  least  resemble. 
This  is  an  essential  part  of  his  mark.  He  warns  you  to  look  at  the  name.  The 
case  of  Ghristianson  (iibi  supra)  is  really  in  our  favour.  The  ground  of  the 
judgment  there  was  that  Defender  had  designed  his  Trade  Mark  to  be  similar 
to  that  of  the  Pursuer.    So  also  in  the  case  of  Johnston  v.  Orr  Ewing  (ubi 

30  sujrra)  the  essential  characteristic  of  the  design  (two  elephants)  was  taken  and 
there  was  extreme  probability  of  deception  of  the  Indian  public  among  whom 
the  goods  were  sold.  Here  there  is  no  such  probability,  the  distinctive  features 
of  the  two  labels — the  names — being  different.  The  case  resembles  that  of 
Cotvie  Brothers  &  Go.  v.  Herbert  (14  R.P.C.  436  ;  24  R.  353)  where  interdict  was 

35  refused.    There  is  no  similarity  in  the  Defender's  advertisements  to  Pursuer's 

except  what  is  common  to  the  trade,  and  the  Defender  thoroughly  distinguishes 

his  goods  from  the  Pursuer's  (Gelltilar  Glothing  Go.j  Ld.  v.  Maxton  Jk  Murray. 

16  R.P.C.  397  ;  1  F.H.L.  29). 

Lord  Low  : — I  think  this  is  a  very  clear  case.    The  question  is  whether  the 

40  Defender  has  used  a  label  so  like  the  Trade  Mark  of  the  Pursuer  that  dealers  or 
customers  seeing  the  bottle  would  be  likely  to  mistake  it  for  the  Pursuer's. 
The  Solicitor-General  very  properly  restricted  his  argument  to  the  labels 
Nos.  17  and  35  of  Process.  In  regard  to  these  labels  there  is  an  arguable  case, 
while  in  the  case  of  the  others  there  is  no  stateable  case.    The  other  labels  of  the 

45  Defender  are  not  in  the  least  like  the  Trade  Mark  of  the  Pursuer.  I,  therefore, 
confine  myself  to  the  consideration  of  Nos.  17  and  35  of  Process.  It  is  proved 
beyond  any  doubt  that  the  Defender's  label  No.  35  of  Process  was  not  made 
with  the  intention  of  embodying  in  any  way  the  Pursuer's  Trade  Mark  label 
No.  17  of  Process.    We  have  been  told  by  unimpeachable  evidence  what  was 

50  the  origin  of  the  label  No.  35  of  Process,  and  both  the  employees  of  the 
Defender's  firm  and  the  lithographers  say  that  they  had  never  seen  nor  heard  of 
the  Pursuer's  label,  and  that  all  they  wanted  to  do  was  to  make  a  suitable  label 
for  a  particular  branch  of  the  Defender's  trade.  Of  course,  that  goes  a  very 
long  way,  because  it  shows  that  there  is  no  fraud  in  this  case ;  but  it  is  not 

55  conclusive,  for  even  although  there  had  been  no  intention  to  embody  the 
Pursuer's  Trade  Mark  if,  by  accident,  the  desiguers  of  the  label  No.  35  of 
Process  had  hit  upon  something  so  like  the  Pursuer's  Trade  Mark  that  it  was 
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calculated  to  deceive  the  public,  tbeo  I  do  not  doubt  that,  even  although  there 
had  been  no  fraud,  the  use  of  that  label  might  have  been  restrained. 

The  question  is  whether  the  use  by  the  Defender  of  his  label  No.  35  of 
Process  is  calculated  to  deceive,  and  calculated  to  lead  dealers  or  customers  to 
buy  bottles  with  that  label  upon  them  in  the  belief  that  they  contain  DawaorCs  5 
whisky  ?  I  think  it  is  plain  that  although  the  two  labels  are  got  up  according  to 
the  same  general  idea  or  design,  as  used  there  is  not  the  least  resemblance 
between  the  two,  because  the  Pursuer's  label  is  a  coloured  one  and  the  Defender's 
label  is  a  black  and  white  one  ;  the  Pursuer's  label  is  square,  and  the  Defender's 
label  is  oblong.  I  do  not  think  any  person  who  had  ever  seen  the  one  label  10 
could  mistake  it  afterwards  as  being  the  other.  But  since  the  Pursuer  is  entitled, 
as  there  is  no  doubt  he  would  be  entitled — suppose  the  Pursuer  decided  to 
change  the  colours  of  his  label  and  to  make  it  like  the  Defender's — then  there 
would  be  more  superficial  resemblance  between  the  two  than  there  is  at  present. 
Still  the  question  remains,  is  that  calculated  to  deceive  ?  That  must  be  considered  15 
on  the  footing  that  the  customer  or.  the  dealer  takes  the  trouble  to  look  at  the 
labels.  On  the  one  the  distinctive  feature  wh^ch  at  once  catches  the  eye  is  the 
word  "  Dawson,*'  and  on  the  other  the  distinctive  feature  is  the  name  "  D.  &  J. 
McOallum."  These  two  names  are  not  the  least  like  each  other,  and  it  seems 
absurd  that  a  person  who  takes  up  a  bottle  with  the  words  "  D.  &  J.  McCallum  "  20 
staring  him  in  the  face  could  imagine  that  it  was  DawsotVs  whisky  ;  or,  con- 
versely, that  a  person  taking  up  a  bottle  with  the  word  "  Dawson  "  on  the  label 
could  imagine  that  that  was  Z>.  A  J.  McCallunCa  whisky.  Therefore,  I  am  of 
opinion  that  the  infringement  of  the  Trade  Mark  has  not  been  proved,  and  that 
the  Defender  is  entitled  to  absolvitor  with  expenses.  25 
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In   the   High   Court   op   Justice.— Chancery   Division. 

Before  Mr.  Justice  Swinpbn-Eady. 

January  2:ird,  24(h,  25th,  and  26th,  and  February  18th,  1905. 


Sirdar    Rubber   Company   Ld.   and   Maolulich    v.   Wallington, 

Weston  &  Co. 


Patent. — Action  for  infringement.— Construction  of  Specification. — True  and 
first  inventor. — No  sufficient  description  of  nature  of  invention  and  manner 
of  performance. —  Want  of  subject-matter. — Want  of  novelty. — Repair  of  article. 
— Patent  held  invalid. — Infringement  not  found. — Judgment  for  Defendants 
10  with  costs  except  on  the  issue  of  true  and  first  inventor. — Costs  of  that  issue 
given  to  Plaintiffs. 

In  1900  a  Patent  was  granted  to  M.  for  "  Improvements  relating  to  Rims 
"  and  Tyres  for  Vehicle  WJieeW  M.  and  a  Company  for  whom  he  was  trustee 
of  the  Patent  brought  an  action  for  infringement  against  W.  W,  &  Go.    The 

15  alleged  invention  consisted  substantially  of  a  new  rim  with  a  rubber  tyre  made 
to  fit  it.  The  Defendants  denied  infringement  and  put  in  isstie  the  validity  of 
the  Patent,  alleging  (among  other  things)  that  M.  was  not  the  true  and  first 
inventor,  and  that  the  alleged  invention  and  manner  of  performing  the 
same    were   not    sufficiently    described    in    the    Specification.     The   alleged 

20  infringement  consisted  in  the  Defendants  applying  a  rubb&r  tyre  to  a  wheel 
sent  to  them  to  repair  by  the  Plaintiffs,  which  wheel  liad  the  rim  described  in 
the  Specification. 

Held  (i)  that  the  Specification  did  not  particularly  describe  and  ascertain 
the  nature  of  the  invention  and  the  manner  in  which  it  was  to  be  performed ; 

25  {2)  thai  there  was  no  subject-matter ;  (3)  that  there  was  want  of  novelty ; 
(4)  that^  even  if  validj  the  Patent  had  not  been  infringed,  as  what  the  Defendants 
had  done  was  a  fair  repair  and  not  a  reconstruction ;  (5)  that  M.  was  the 
true  and  first  inventor.  The  action  was  dismissed  with  costs  except  that  the 
Plaintiffs  werejgiven  the  costs  of  the  issue  of  true  and  first  inventor. 

V 
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Weston  A  Go. 

On  the  27th  of  June  1900  Letters  Patent  (No.  11,686  of  1900)  were  granted 
to  James  Mecredy  Maclulich  for  "  Improvements  relating  to  Rims  and  Tyres 
"  for  Vehicle  Wheels." 

The  Complete  Specification  was  as  follows  : — ^*^  This  invention  relates  to  rims 
**  and  tyres  for  vehicle  wheels,  particularly  those  of  the  kind  in  which  the  t3rres  5 
"  employed  are  of  solid  india-rubber  or  similar  substance ;  the  chief  objects  of 
'*  my  invention  being  to  obtain  a  tyre  that  shall  be  as  wide  as,  or  approximately 
^^  as  wide  as,  the  base  of  the  rim  and  that  shall  be  held  in  place  in  the  rim 
'*  with  additional  security,  under  pressure.    These  objects  are  attained  by  my 
**  invention  without  interfering  with  what  may  be  termed  the  *  free  access '  of  10 
*'  the  rubber  into  the  rim  when  the  tyre  is  subjected  to  ordinary  pressure  and 
"  without  depending  upon  said  tyre  being  pinched  by  the  edges  of  the  flanges 
**  of  the  rim,  which  not  only  cut  the  rubber  but  prevent  all  the  rubber  within 
^^  the  rim  acting  as  a  cushion  to  support  the  wearing  surface  and  which,  under 
"  side  pressure,  have  a  lever-like  action  that  frequently  causes  tyres  of  the  kind  15 
"  at  present  in  use  to  roll  out  of  the  rim.    I  am  also  able  to  dispense  with  wires 
"  or  bands  for  securing  the  tyre  to  the  rim,  thereby  avoiding  the  destruction  of 
"  the  rubber  which  frequently  occurs  when  such  wires  or  bands  are  employed. 

^  According  to  my  invention  I  construct  the  rim  preferably  of  metal  and  of 
"  such  a  shape  that  the  width  of  the  mouth,  or  space  between  the  inner  edges  of  20 
^*  the  flanges,  is  approximately  as  wide  as  that  of  the  base.    I  make  the  flanges 
"  of  the  rim  with  interior  angles,  the  sides  of  which  are  flat  and  so  arranged  that 
'*  when  an  ordinary  side  pressure  is  exerted  on  the  tyre,  the  lines  of  force  that 
'*  arise  from  the  downward  vertical  pressure  of  the  vehicle  and  the  lateral 
"  pressure  to  which  the  tyre  is  subjected  when  in  use,  and  that  act  through  the  25 
^^  tyre,  enter  the  mouth  of  the  rim  and  meet  the  said  flat  angular  sides  in  such  a 
"  manner  that  the  force  by  which  the  tyre  is  wedged  or  retained  in  the  rim  is 
'^  increased  in  proportion  to  the  vertical  and  lateral  stresses  or  pressures  acting 
*'  upon  it.     If  this  is  done  in  the  manner  herein  described  I  flnd  that  the  tyre 
^  does  not  ^  roll  *  in  the  rim  as  it  would  do  in  a  rim  having  curved  interior  30 
"  surfaces. 

'^  I  construct  the  rubber  tyre  of  such  a  sHape  in  cross-section  that  under  ordinary 
"  pressures  it  will  not  be  caused  to  overhang,  or  spread  laterally  beyond, 
^'  the  flanges  of  the  rim  and  will  not  therefore  retard  the  aforesaid  ^  free 
"  *  access '  of  the  rubber  through  the  mouth  or  space  between  the  flanges  of  35 
**  the  rim  but  permit  the  rubber,  under  ordinary  pressures,  to  be  wedged  into 
"  the  rim. 

"  The  aforesaid  results  are  obtained  by  making  each  of  the  flanges  of  the  rim 
"  in  such  manner  that  the  middle  portion  projects  outward  laterally  beyond  the 
"  bed  of  the  rim,  thereby  causing  each  of  the  said  flanges  to  resemble  in  cross  40 
^'  section  the  sides  of  an  equilateral  or  isosceles  triangle,  with  the  base  thereof 
"  removed  and  the  apex  directed  outwardly.  The  portion  at  the  base  of  the 
"  tyre  is  formed  of  a  shape  substantially  corresponding  with  that  of  the  interior 
"  of  the  rim,  so  as  to  approximately  fit  the  latter  ;  and  the  portion  of  the  tyre 
^'  that  projects  beyond  the  rim  is  made  of  such  a  shape  that  when  sufficiently  45 
"  lai^e  to  support  the  weight  of  a  carriage  under  ordinary  pressure,  it  will  not 
"  overhang  or  project  laterally  beyond  the  flanges  of  the  rim. 

**  In  order  that  my  said  invention  may  be  clearly  understood  and  readily 
^^  carried  into  effect  I  will  proceed  to  describe  the  same  more  fully  with  reference 
"  to  the  accompanying  drawings,  which  illustrate  cross-sections  of  my  improved  50 
"  rim  and  tyre  ;  A  being  the  rim,  B  the  tyre  and  C  the  felloe  of  the  wheel. 

^^  As  before  stated  the  said  rim  is  by  preference  made  of  metal  and  the  width  of 
'*  its  mouth,  that  is  to  say  the  distance  between  the  points  a  a,  is  approximately 
"  equal  to  the  width  of  the  base  between  the  points  a^  a^    a^  a' are  the  inclined 
*'  interior  surfaces  of  the  angular  walls  of  the  rim,  said  surfaces  meeting  together  55 
"  at  a  point  a^  approximately  midway  between  the  inner  siirface  of  th&  base  and 
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"  the  outer  edge  of  the  flange  of  the  rim.    The  inner  surface  of  the  said  base  iq 
**  flat  and  the  edges  a*  of  the  flanges  are  preferably  curved  so  as  not  to  present 
"  a  sharp  surface  to  the  tyre. 
"The  base  of  the  tyre  or  that  portion  which  lies  within  the  rim  is  made 
5  "  approximately  of  the  same  shape  in  cross-section  as  that  of  the  interior  of  the 
"  said  rim,  so  that  the  base  of  the  tyre  is  supported  by  the  bottom  of  the  rim. 
**  The  portion  of  the  tyre  which  projects  beyond  the  mouth  of  the  rim  is  so 
"  shaped  that  it  does  not  overhang  or  project  laterally  beyond  the  flanges  of  the 
**  rim  under  ordinary  pressures,  as  aforesaid." 
10       The  Patentee  claimed  : — "  1.  A  wheel-rim  having  angular  flanges  so  formed 
'*  that  the  lateral  stresses  to  which  its  tyre  is  subjected  while  in  ordinary  use 
"  are  utilized  to  retain  the  said   tyre  in  the  rim  substantially  as  described. 
"  2.  A  wheel-rim  and  solid  rubber  tyre  constructed  substantially  as  described 
"  with  reference  to  the  accompanying  drawings  for  the  purpose  specified." 


15  On  the  24th  of  December  1903  the  Sirdar  Bitbber  Company  Ld.  as  owners 
in  equity  of  the  Patent  and  the  Patentee  as  the  registered  legal  owner,  com- 
menced an  action  against  Wallingtony  Weston  <t  Co.  (manufacturers  of  rubber 
tyres)  for  infringement  thereof,  and  to  restrain  them  from  selling  under  the 
term  "  Buffer  "  any  rubber  tyre  not  of  the  Plaintiffs'  manufacture  or  merchan- 

20  dise,  and  from  passing  off  any  goods  not  of  the  Plaintiffs'  manufacture  or 
merchandise  as  and  for  the  Plaintiffs'  goods.  They  claimed  the  usual  relief. 
At  the  trial  the  Defendants  stated  that  they  did  not  claim  any  right  to  sell 
tyres  as  "  Buffer  "  tyres,  and  accordingly  that  part  of  the  case  was  not  proceeded 
with  by  the  Plaintiffs. 

25  By  the  Statement  of  Claim  delivered  the  24th  of  February  1904  the  Plaintiffs 
stated  (int&ralia)  in  reference  to  the  Patent  that  the  Plaintiff  Company  were  the 
owners  in  equity  and  the  Plaintiff  James  Mecredy  Maclulich  the  registered 
legal  owner  of  the  Patent,  and  that  the  Defendants  had  infringed.  The  usual 
relief  was  claimed. 

30  The  Particulars  of  Breaches  delivered  with  the  Statement  of  Claim  alleged 
that  the  Defendants  had  manufactured,  sold,  offered  for  sale,  and  used  rims 
and  tyres  for  vehicle  wheels  constructed  in  accordance  with  the  invention 
described  in  the  Specification  and  claimed  in  both  the  claiming  clauses  thereof, 
and  that  in  particular  the  Defendants  had  to  the  order  of  one  H.  Thompson,  of 

35  Guildford,  shortly  before  the  date  of  the  Writ,  applied  to  a  motor  wheel  the 
combination  of  the  metal  rim  and  rubber  tyre  constructed  as  aforesaid,  and  that 
the  Defendants  threatened  and  intended  to  continue  to  infringe. 

By  their  Defence,  delivered  on  the  25th  of  April  1904,  the  Defendants  alleged 
{inter  alia)  (1)  that  they  had  not  infringed  the  Letters  Patent  by  making  or 

u  2 
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selling  any  metal  rims  for  vehicle  wheels  constructed  in  the  manner  described 
in  the  Specification  ;  (2)  that  if  they  had  sold  or  supplied  any  rubber  tyres  for 
use  with  or  applied  to  rims  of  the  section  described  and  claimed  in  the  Specifi- 
cation of  the  alleged  invention  in  the  manner  therein  described,  which  they 
denied,  all  such  tyres  were  applied  to  such  rims  or  sold  or  supplied  for  use  5 
therewith  as  repairs  to  wheels  duly  licensed  under  the  Patent,  the  rims  and 

tyres  of  all  such  wheels  having  been  made  *^    sold  by  the  Plaintiffs  or  their 

licensees;  (3)  that  the  Patent  was  invalid  for  the  reasons  set  forth  in  the 
Particulars  of  Objections. 

The  Particulars  of  Objections  were  as  follows  : — (1)  The  person  to  whom  the  10 
Patent  was  granted  was  not  the  true  and  first  inventor  of  the  alleged  invention. 
(2)  William  James  McCormuck^  of  39  Abingdon  Road  Middlesex,  was  the  true 
and  first  inventor  of  the  alleged  invention.    (3)  The  alleged  invention  was  not 
useful.    (4)  The  Complete  Specification  of  the  alleged  invention    did    not 
distinguish  what  parts  of  the  alleged  invention  were  new  and  what  were  old.  15 
(5)  Claim  1  of  the  Complete  Specification  was  too  wide,  inasmuch  as  it  was  a 
Claim  to  a  principle  of  construction.    (6)  The  alleged  invention  was  not  proper 
subject-matter  for  Letters  Patent  having  regard  to  the  state  of  knowledge  and 
to  paragraphs  7  and  8.    (7)  The  alleged  invention  claimed  in  both  the  Claims 
of  the  Complete  Specification  was  not  novel  at  the  date  of  the  Letters  Patent,  20 
having  been  previously  published  in  the  realm  in  the  manner  following  : — 

(a)  By  the  manufacture  and  sale  of  the  "  Shrewsbury-Talbot "  metal  rim  and 
rubber  tyre  by  the  Shrewsbury-Talbot  Company^  of  London,  and  by  their 
successors  the  Shrewsbury  and  ChalUner  Tyre  Company  Ld*,  of  Manchester, 
continuously  during  the  years  1888  to  1900  inclusive,  and  by  the  use  of  such  25 
rims  and  tyres  upon  the  "  Shrewsbury-Talbot  *'  hansoms  in  London,  and  the 
general  upe  of  such  rims  and  tyres  upon  hansoms  and  private  carriages 
throughout  the  Kingdom  during  such  period;  (b)  by  the  manufacture  and 
sale  of  metal  rims  and  rubber  tyres  known  as  the  "  Double  Arch  Tyre  "  by 
William  Cook  &  Co.,  of  SheflBeld,  during  the  years  1897  to  1900  inclusive,  and  30 
by  the  general  use  of  sach  rims  and  tyres  upon  hansoms  and  private  carriat^es 
throughout  the  Kingdom  during  such  period.  (8)  The  alleged  invention 
claimed  in  both  the  claims  of  the  Complete  Specification  was  also  published 

in  this  realm  prior  to  the  date  of  the  Patent  by  the  publication  at  the  Patent 
OfiKce  of  the  following  Specifications,  the  whole  being  relied  on  in  each  case  35 
unless  otherwise  stated  :  -(a)  Bates,  fiidlake,  and  Faulkner  (No.  2791  of  1878). 
Figs.  1  to  4  of  the  Drawings  and  the  letterpress  relating  thereto  were  relied  on. 

(b)  Hamont  (No.  2896  of  1881).    (c)  Carmont  (No.  703  of  1883).    (d)  Carmont 
(No.  3484  of  1883).    Sheet  2  of  the  Drawings  and  the  letterpress  relating 
thereto  were  relied  on.    (e)  Kearsley  (No.  4352  of  1883).    (f)  Shaw  (No.  40 
11,204  of  1886).    (g)  ChalUner  (No.  il,531  of  1888).    (h)  Beale  (No.  18,923 

of  1889).  (i)  Oldfield  (No.  4434  of  1891).  (j)  Fell  (No.  23,650  of  1892). 
(k)  ChaUiner  (No.  11,037  of  1893).  (1)  Connolly  (No.  3346  of  1900).  (9)  The 
Complete  Specification  of  the  invention  did  not  particularly  describe  and 
ascertain  the  nature  thereof  and  in  what  manner  the  same  was  to  be  performed,  45 
inasmuch  as  if  the  base  of  the  rubber  tyre  was  of  the  same  dimensions  in 
cross-section  as  the  rim  it  was  liable  to  come  off,  and  no  sufficient  directions 
were  given  as  to  how  to  construct  the  tyre  so  as  to  permit  the  free  access  of  the 
rubber  through  the  mouth  of  the  rim  and  at  the  same  time  ensure  the  retention 
of  the  tyre  in  the  rim.  50 

The  action  came  on  for  trial  on  the  23rd  of  February  1905  before  Mr.  Justice 
Swinfbn-Eady. 

Moulton,  K.C.,  and  A.  J.  Walter  (instructed  by  Shaen,  Roscoe,  Massey  A  Co.) 
appeared  for  the  Plaintiffs;  BousfleM,  K.C.,  and  W.  Neill  (instructed  by 
CoUyer-Bristow^  Hilly  Curtis,  ^ooth  A  Co.)  appeared  for  the  Defendants.  55 
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MaulUm^  E.G.,  opened  the  Plaintiffs'  case  and  explained  the  invention. 
The  following  witnesses  were  called  for  the  Plaintiffs : — Dugald  Clerk ; 
J.  M.  Madulich  (the  Patentee)  ;  H.  C.  Wilson  (manager  of  the  Wolseley  Motor 
Company  Ld.) ;  James  Young  (a  carriage  builder  at  Bromley) ;  William  Murray 
5  (a  mechanical  engineer  in  the  employment  of  the  North-Eastern  Railway 
Company)  ;  and  James  Jeffreys  Thomas  (chief  superintendent  of  the  Liverpool 
Fire  Brigstde).  During  the  examination  of  this  witness  Bousflsld^  K.C.,  stated 
that  he  did  not  question  that  the  Royal  Sirdar  Buffer  Tyres  were  very  good 
tyres,  but  his  point  was  that  they  were  not    the  Specification    tyres.     It 

10  transpired  in  the  course  of  the  cross-examination  of  the  Patentee  that  the 
motor  wheel,  referred  to  in  the  Particulars  of  Breaches  as  having  had  the 
patented  "  combination  of  metal  rim  and  rubber  tyre  "  applied  to  it  by  the 
Defendants  to  the  order  of  H.  Thompson^  was  a  wheel  the  property  of  the 
Plaintiff  Company,  which  was  taken  to  tiie  Defendants  to  have  a  tyre  fitted  to 

15  it  by  a  clerk  of  the  Plaintiff  Company  who  paid  for  it. 

Walter  summed  up  the  Plaintiffs*  case,  and  submitted  as  to  infringement 
that  the  Defendants,  who  had  supplied  a  suitable  rubber  tyre  and  fitted  it  in 
one  of  the  Plaintiffs'  rims  as  described  in  the  Specification,  had  in  fact  made 
the  combination  described  and  claimed  in  the  Specification.    It  was  not  the 

20  repair  of  an  element  of  a   combination.    The  case  differed    from    Dunlop 

Pneumatic  Tyre  Company  and  Pneumatic  Tyre  Company  v.  David  Moseley  A 

Sons  Ld.  (21  R.P.C.  274).    There  the  Plaintiffs  were  unable  to  prove  that  the 

Defendants  had  made  the  combination  claimed. 

Bousfleldy  K.C.,  having  opened  the  Defendants'  case,  the  following  among 

25  other  witnesses  were  called  for  the  Defendants  : — Professor  Bertram  HopHnson ; 
W.  J.  McCormack  (formerly  London  manager  of  the  Plaintiff  Company,  but 
then  employed  by  the  Defendants),  who  stated  in  the  course  of  his  cross- 
examination  that  he  most  decidedly  suggested  that  he  was  the  inventor 
of   the    invention    protected    by    the    Patent ;     Arthur     Wallington    (one 

30  of  the  Defendants),  who  said  that  all  they  claimed  to  do  was  manufacture 
rubbers  of  the  Plaintiffs'  section  and  to  fit  them  into  rims  by  way 
of  repair;  Charles  Challiner  (managing  director  of  the  Shrewsbury  and 
Challiner  Tyre  Company) ;  Frederick  Richards  Booth  (managing  director 
of  the    Pelham    Rolling    Mills   at    Sheffield),    who  spoke  to  having  rolled 

35  double  arch  rims  for  rubber  tyres  and  supplied  them  before  the  date  of  the 
Patent ;  and  James  Scott  (secretary  and  manager  of  the  London  Improved  Cab 
Company  Ld,). 

Bousfteldf  E.C.,  summed  up  the  Defendants'  case,  and,  as  to  infringement, 
submitted  that  the  Defendants'  act — t.e.,  fitting  a  rubber  tyre  to  a  licensed  rim 

40  the  rubber  of  which  had  worn  out— did  not  constitute  infringement.  The 
owner  of  the  licensed  rim  had  paid  for  the  article  manufactured  under  the 
Patent.  The  case  sought  to  be  made  was  that  the  owner  of  the  licensed  com- 
bination of  rim  and  rubber  having  worn  out  the  rubber  must  be  compelled  to 
use  the  rim  without  the  rubber  or  go  to  the  Plaintiffs  for  repair.    The  Defen- 

45  dants  are  entitled  to  repair  the  tyre  by  fitting  a  new  rubber  tyre.  It  is  not 
alleged  that  the  Defendants  are  not  entitled  to  make  and  sell  rubber  tyres  of 
suitable  section  to  fit  the  Plaintiffs'  rims.  The  view  expressed  by  Cozens- 
Hardy^  L.J.,  in  Dunlop  Pneumatic  Tyre  Company  v.  David  Moseley  A  Sons 
Ld.  (21  R.P.C.  at  page  282)  supports  the  Defendants'  case  :— "  I  certainly  doubt, 

50  **  I  do  not  say  any  more  than  that,  whether  the  holder  of  a  licensed  tyre  may  not 
**  replace  a  worn-out  cover  without  being  guilty  of  an  infringement  of  the 
**  Patent."  If  the  Plaintiffs  wish  to  sell  their  tyres  on  the  condition  that  when 
the  rubber  is  worn  out  the  tyre  shall  be  repaired  by  them,  they  may  do  so. 
That  is  a  matter  of  contract  {Incandescent  Oas  Light  Company  v.  Cantelo,  12 

55  R.P.O.  262).  Dunlop  Pneumatic  Tyre  Company  v.  Neal  (16  R.P.C.  247 ;  (1899) 
1  Ch.  807),  was  also  cited  on  the  question  of  repair. 
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MouUoti^  ELC,  having  replied,  judgment  was  reserved  and  delivered  on  the 
18th  of  February. 

Swinfbn-Eady,   J.  —  The  Plaintiffs  claim  an  injunction  to  restrain .  the 
infringement  of  a  Patent,  and  damages.    By  their  Pleadings  they  also  sought  to 
prevent  the  Defendants  from  selling  tyres  as  *'  Buffer  "  tyres,  but  the  Defen-  5 
dants  stated  that  they  did  not  claim  any  right  to  do  so,  and  accordingly  this 
part  of  the  case  was  not  opened  by  the  Plaintiffs. 

The  Patent  in  question  is  No.  11,686  of  1900,  granted  to  the  Plaintiff  James 
Mecredy  Maclulich  for  "  Improvements  relating  to  rims  and  tyres  for  vehicle 
*'  wheels."  The  Patentee  claims  to  have  invented  a  wheel-rim  of  a  particular  10 
shape,  intended  to  receive  a  solid  indiarubber  tyre.  The  width  of  the  mouth 
of  the  rim,  or  the  space  between  the  inner  edges  of  the  flanges,  is  approximately 
the  same  as  the  width  of  the  base ;  the  flanges  project  outwardly  from  the 
base,  and  then  return  the  same  distance  inwardly  ;  the  inner  sides  of  the 
flanges  are  flat,  and  of  equal  length,  or,  as  the  Patentee  says,  resemble  in  cross-  15 
section  the  two  equal  sides  of  an  isosceles  triangle.  The  rubber,  to  fit  the  tyre, 
is  of  such  a  shape  in  cross-section,  that,  under  ordinary  pressures,  it  will  not 
overhang  or  project  laterally  beyond  the  edges  of  the  flanges,  and  accordingly 
the  Patentee  claims  that  when  under  pressure  it  will  not  be  cut  or  injured  by 
being  pressed  against  the  unyielding  metal  edge,  but  will  have  free  access  20 
within  the  rim  ;  and,  moreover,  the  tyre  will  not  be  pinched  by  the  edges  of 
the  flanges  of  the  rim  as  in  Clincher  tyres.  The  Patentee  also  claims  that  with 
a  tyre  so  shaped,  inextensible  wires  or  bands  for  securing  the  tyres  to  the  rims 
are  unneccessary,  and  he  is  thus  able  to  dispense  with  what  is  frequently  a 
cause  of  injury  to  or  destruction  of  the  rubber.  25 

The  Defendants,  who  arc  rubber  manufacturers,  denied  infringement  and 
disputed  the  validity  of  the  Patent  on  the  usual  grounds.  The  Defendants 
have  not  made  or  supplied  any  rim.  They  have  made,  by  way  of  repair,  a 
new  rubber  tyre  for  an  old  patent  rim  of  the  Plaintiffs,  and  they  have  fitted 
it  into  the  rim  to  replace  the  previous  rubber  tyre  which  was  worn  out.  It  30 
appears  that  this  work  was  in  fact  actually  done  for  the  Plaintiffs,  although  the 
person  sent  with  the  old  rim  did  not  disclose  the  Plaintiffs*  name.  The 
Plaintiffs  admit  that  the  Defendants  are  entitled  to  make  and  sell  rubber 
tyres  of  any  suitable  section  to  fit  their  rims ;  but  they  contend  that  the 
Defendants  cannot  fit  them  into  the  rims,  even  by  way  of  repair,  as  by  so  35 
doing  they  make  the  combinaition  claimed  in  the  second  claiming  clause  of  the 
Specification,  and  infringe  the  Patent. 

The  Defendants  at  the  Bar  admitted  utility — ^that  is  to  say,  they  admitted 
that  the  rims  and  tyres  as  now  sent  out  by  the  Plaintiffs  are  useful — but  they 
contended  that  some  of  the  rims  and  tyres  first  sent  out  were  not  useful,  but  40 
failures,  that  these  failures  were  made  according  to  the  Specification,  and  that 
such  Specification  does  not  contain  any  sufficient  description  of  how  the  tyres 
must  necessarily  be  made  in  order  that  they  may  be  successful  and  practical 
tyres.    It  was  shown  by  the  Defendants,  and  not  disputed  by  the  Plaintiffs, 
tiat  it  is  necessary  that  the  tyre  should  be  **  crowned  "  or  miade  convex  at  the  base,  45 
or  portion  of  it  opposite  to  the  tread,  and  also  that,  where  the  base  of  the  tyre  lies 
in  contact  with  the  base  of  the  rim,  the  rubber  tyre  should  be  made  of  a 
width  approximately  one-eighth  wider  than  the  width  of  the  rim  into  which 
it  is  to  fit,  and  into  which  it  is  forced  by  machinery  with  considerable  pressure  ; 
unless  these  two  points  in  the  shape  and  size  of  the  tyre  are  observed,  the  tyre  50 
fits  loosely  and  leaves  the  rim,  and,  moreover,  by  the  play  of  the  rubber  in  the 
rim,  the  rubber  speedily  becomes  cut,  worn,  pounded,  or  pulverised.    The 
Defendants  contended  that,  not  only  were  these  two  points  omitted  from  the 
Specification,  but  that  the  Specification,  when  properly  read  and  construed,  was 
inconsistent  with  their  being  observed,  whereas  the  Plaintiffs  denied  that  there  55 
was  anything  inconsistent  with  their  observance  in  the  Specification,  and  relied 
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njoa  t^e  t^  that  it  was  co^unon  kuo^le<^  in  tfa^e  trade  that  both  conditipns 
must  .be  observed  to  make  successful  tyres. 

I  proceed,  first,  to  consider  the  Specification.  It  appear s  (from  line  9  on  page 
2)*  that  one  of  the  chief  objects  of  the  Patentee  was  to  obtain  a  tyre  that  should 
5  be  held  in  plac^  ^  in  the  rim,  with  additional  security,  under  pressure."  The 
"  pressure  *'  here  referred  to  is  the  vertical  downward  pressure  of  the  vehicle, 
and  the  lateral,  side  pressure  when  in  use.  He  thought,  and  stated^  thatvjbfy 
making  the  mouth  of  the  rim  as  wide  as  the  base,  and  by  making  the  flanges 
with  interior  angles,  and  their  sides  of  equal  length  and  flat,  he  had  made  an 

10  arrangement  which  secured  that  the  force  by  which  the  tyre  was  retained  in 
the  rim  was  increased  in  proportion  to  the  vertical  and  lateral  stresses  or 
pressures  acting  upon  it.  In  other  words,  that  he  had  secured  an  arrangement 
by  which,  the  greater  the  force  ordinarily  tending  to  tear  off  the  tyre  from  the 
rim,  the  greater  would  the  force  be  (in  his  invention)  tending  to  keep  on. the 

IS  tyre ;  that  the  total  force  holding  the  tyre  on  would  be  increased  in  proportion 
to  the  external  strains  to  which  the  tyre  was  subjected.  He  was,  of  course, 
mi^tc^en  as  to  this,  and  Mr.  Dugald  Clerk,  who  was  called  on  his  behalf,  stated 
quite  frankly,  that  he  could  not  agree  that  the  resultant  of  the  vertical  pressure 
and  the  horizontal  side  pull  increased  the  force  tending  to  keep  the  tyre  on  the 

20  rim,  although  he  agreed  that  that  was  what  the  Patentee  thought.  It  is 
necessary  to  bear  in  mind  this  theory  of  the  Patentee,  in  considering  the  rest  of 
tUe  Specification.  He  says  that  his  objects  are  attained  without  interfering  wiUx 
the  ''  free  access  '*  of  the  rubber  into  the  rim,,  and  without  depending  on  the 
tyre  being  pinched  by  the  edges  of  the  flanges  of  the  rim  ;  thus  the  rubber  will 

25  be  periQitted  under  ordinary  pressures  to  be  welded  into  the  rim,  and  all  the  rubber 
within  the  rim  will  act  as  a  cushion  to  support  the  wearing  surface.  In  my 
opinion  the  Patentee  intended  doing  away  with  the  pinching  or  nipping  action 
at  the  edges  of  the  flanges,  because  he  thought  (iiat  he  had  secured  something 
be.tter  by  his  arrangement.     After  describing  the  shape  of  the  rim,  the  Patentee 

30  proceeds  to  describe  the  tyre — *'  The  portion  at  the  base  of  the  tyre  is  formed  of 
^i  a  shape  substantially  corresponding  with  that  of  the  interior  of  the  rim,  so 
"  as  to  approximately  fit  the  latter."  This  has  reference  to  the  portion  of  the 
tyre  ordinarily  contained  within  the  rim,  as  distinguished  from  the  other 
portion  of  the  tyre,  ordinarily  projecting  beyond  the  rim.    There  wa^  con- 

35  siderable  argument  over  the  meaning  of  the  words  ^^  so  as  to  approximately  fit " 
the  rim,  and  the  importance  of  this  point  lies  in  the  admitted  fact,  that  if  the 
tyre  is  made  exactly  of  the  same  size  and  shape  as  the  rim,  or  if  it  is  made  of 
the  exact  shape  and,  say,  one  hundredth  of  an  inch  larger  than  the  rim,  so  that 
it  requires  some  slight  force  to  place  it  within  the  rim,  where  it  will  then  fit 

40  exactly,  it  would  be  quite  useless  for  practical  purposes — the  tyre  would  not 
keep  within  such  a  rim  as  is  shown  in  the  Plaintiffs'  Specification.  It  is  found 
in  practice  to  be  essential  that,  in  order  to  keep  within  the  rim,  the  rubber  must 
be  about  one-eighth  wider  than  the  groove  into  which  it  is  to  be  inserted,  and 
all  the  other  parts  in  proportion,  and  that  it  must  be  forced  into  the  rim 

45  by  machinery  under  very  considerable  pressure  ;  rubber,  although  readily 
deformed,  is  practically  incompressible  ;  and  if  the  rubber  is  of  the  increased 
size  that  I  had  mentioned,  and  if  it  is  forced  into  a  rim  of  the  Plaintiffs'  shape, 
and  if  the  portion  of  the  tyre  next  to  the  base  of  (he  rim  is  made  crowned  or 
convex,  the  tyre  will  then  properly  hold  on  and  be  a  good  practical  commercial 

50  tyre.  Two  sections  of  rims  and  tyres  were  shown  to  Mr.  Dugald  Clerk^  D.C.  2 
and  D.C.  3.  In  D.C.  2  the  rubber  fits  a  little  more  loosely  than  in  D.C.  3,  but 
in  both  the  tyre  is  made  of  a  shape  approximately  to  fit  the  rim,  and  in  D.C.  3 
the  rubber  fits  quite  tightly  in  the  rim ;  yet  Mr.  JJugcUd  Clerk  admitted  that 


*  AnUe^  page  258,  line  7. 
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these  tyres  would  be  too  loose  for  practical  purposes;  they  would  creep, 
get  hollow  at  the  back,  and  leave  the  rim.  They  lack  two  features  in  the 
Plaintiffs*  tyres,  which  have  been  put  on  the  market,  and  which  have  been 
successful,  namely,  convexity,  and  about  one-eighth  increase  of  size.  Professor 
Bertram  HqpMnson^  who  was  called  by  the  Defendants,  said  that  the  Specifl-  5 
cation  would  not  reveal  to  him,  as  an  engineer,  that  it  was  necessary  to  put  the 
tyres  into  the  rim  with  a  contraction  of  one-eighth,  or  12^  per  cent.,  and  that  it 
was  by  no  means  true  to  say,  that  rubber  three-eighths  of  an  inch  wider  than 
the  widest  part  of  the  rim  (which  was  the  case  with  the  three-inch  motor  rim) 
was  a  tyre  that  approximately  fitted  the  rim,  and  that  the  Specification  conveyed  lo 
to  him  the  idea  that  the  tyres  were  to  be  fitted  in  more  loosely  than  they  had 
been  fitted  hitherto ;  and,  when  pressed  in  cross-examination,  he  said  that  he 
had  never  yet  met  an  engineer  who  would  consider  that  a  compression  of  10  per 
cent,  would  constitute  an  approximate  fit.  The  Plaintiffs  endeavoured  to  meet 
this  point  by  saying  that  convexity  and  increased  size  and  compression  were  15 
common  knowledge  in  the  trade,  and  the  Patentee  did  not  say  that  these  pre- 
cautions were  not  to  be  resorted  to.  But,  in  my  opinion,  the  whole  tenour  of 
the  Specification  is  opposed  to  this  view,  and  inconsistent  with  it ;  the  shape  of 
the  tyre  is  to  substantially  correspond  with  the  interior  of  the  rim  ;  now  the 
base  of  the  rim  is  flat,  and  if  language  has  any  meaning,  the  direction  means  20 
that  the  rubber  is  to  be  flat  where  it  fits  on  the  base  of  the  rim,  and  certainly  it 
does  not  mean  that  the  rubber  is  to  be  crowned,  or  convex.  Again,  the  rubber 
is  "  approximately  to  fit  the  rim,"  and,  in  my  opinion,  a  tyre  does  not  fulfil  this 
direction  where  there  has  to  be  a  compression  or  deformation  of  10  to  12^  per 
cent,  in  order  to  force  it  into  the  rim.  The  result  is  that  this  Specification  does  25 
not  particularly  describe  and  ascertain  the  nature  of  the  invention  and  the 
manner  in  which  it  is  to  be  performed. 

The  next  points  raised  are  as  to  subject-matter  and  want  of  novelty.    In 
substance,  the  Patentee's  claim  is  for  a  rim  of  a  new  shape  and  in'combination 
with  a  tyre  to  fit  it.    No  claim  is  made  to  the  tyre,  except  in  combination  with  30 
the  rim.    Solid  rubber  tyres  have  been  made  of  very  numerous  patterns,  and  it 
is  obvious  that  a  slight  variation  of  the  section  of  the  rubber  could  not  form 
subject-matter  of  a  Patent.    In  my  opinion,  the  same  may  be  said  with  regard 
to  rims.    It  appears  that  the  shape  of  this  rim  has  been  registered  as  a  new 
Design,  and  I  express  no  opinion  as  to  the  effect  of  that  registration  ;  but  the  35 
slight  difference  in  the  shape  or  conj^n^ration  of  the  rim,  having  regard  to  the 
general  use  of  metal  rims,  is  not,  in  my  judgment,  proper  subject-matter  for  a 
Patent.    It  may  be  said  that,  in  addition,  the  Patentee  claims  that  he  does  not 
nip  or  pinch  the  rubber  which  does  not  overhang  the  fianges.    If,  however, 
the  rubber  has  to  be  put  into  the  rim  under  the  great  pressure  admitted  in  this  40 
case,  not  only  does  the  advantage  which  the  Patentee  calls  ''free  access,'* 
disappear,  the  rubber  being  incompressible,  but  it  is  difficult  to  see  how  some 
pinching  can  be  avoided  at  the  edges  of  the  flanges.      The  exhibit  D.0. 11  is  a 
good  illustration  of  what  happens.      The   rim    very   closely   resembles  the 
Plaintiffs'  rim,  and  it  is  scarcely  distinguishable  from  it.    The  rubber  is  made  45 
so  as  approximately  to  fit  the  rim,  and  without  any  "  waist "  or  narrow  portion 
to  be  nipped  by  the  edges  of  the  flanges,  but  where  the  rubber  is  placed  in 
position  in  the  rim,  although  it  does  not  overhang  or  project  laterally  beyond 
the  edges  of  the  rim,  it  is  certainly  nipped  or  pinched  by  the  edges  of  the 
flanges,  as  appears  by  examining  that  end  of  the  section  where  the  metal  and  50 
rubber  are  coterminous. 

Even  if  it  be  true  that  the  Patentee  does  not  pinch  or  nip  the  rubber  by  the 
edges  of  the  flanges,  the  Patent  would  still  fail  for  want  of  subject-matter,  as, 
according  to  the  contention  of  the  Patentee,  extreme  compression  within  the 
rim  is  always  necessary,  and  was  of  common  knowledge,  and  merely  omitting  55 
compression  at  one  point,  namely  the  edges  of  the  flanges,  by  reason  of  the  rim 
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beiDg  of  a  slightly  different  shape,  would  not,  in  my  judgment,  oonstitute 
subject-matter  to  support  the  Patent. 

Want  of  novelty  is  also  a  fatal  objection.  It  appeared  from  the  evidence  of 
Mr.  Challinerj  the  Managing  Director  of  the  Shrewsbury  and  Challiner  Tyre 
h  Company y  that  rims  and  tyres  made  according  to  Figs.  2  and  3  of  Challiner's 
Patent  (No.  11,037  of  1893)  have  been  on  the  market  for  upwards  of  ten  years, 
and  that  he  has  made  and  sold  hundreds  of  tons  of  such  rims.  In  these  t3rres 
there  is  a  waist  in  the  rubber  which  is  nipped  by  the  edges  of  the  flanges,  but 
in  putting  them  in  the  rims,  more  compression  at  the  base  is  used  than  at  the 

10  point  where  the  edges  of  the  rim  nip  the  tyre.  The  mode  of  action  of  this  type 
is  the  same  as  in  the  Plaintiffs',  and  there  is  no  difference  in  principle.  It  is  the 
compression  underneath  the  inturned  edges  which  keeps  the  tyre  in  the  rim. 
Again,  tb»  rims  and  tyres  shown  in  Figs.  6  and  7  of  the  same  Patent  are  still  on 
the  market,  and  have  proved  good,  cheap  tyres.    They  are  not  classed  among 

15  the  best  tyres,  because  the  construction  and  materials  are  of  a  cheaper  manu- 
facture tlmn  in  the  more  expensive  tyres,  but  at  the  prices  charged  they  have 
proved  good  and  satisfactory  tyres.  There  is  no  difference  in  principle,  or  in 
action  between  this  tyre  and  the  Plaintiffs'  tyre.  The  mouth  is  substantially  as 
wide  as  the  base  of  the  rim  ;  the  rubber  is  made  of  the  same  section  as  the  rim 

20  without  any  waist,  and  the  only  difference  is  that  the  rim  is  of  a  slightly 
different  form  from  the  Plaintiffs'  rim.  Again,  it  appears  from  the  evidence  of 
Mr.  Jf\  B.  Booth,  that  before  1900  the  Kelham  Boiling  Mills  at  Sheflfield  were 
supplying  to  the  Double  Arch  Company  Ld.,  large  quantities  of  rims  similar  to 
Drawing  No.  8  on  the  sheet  marked  F.R.B.  1,  and  similar  to  the  section  marked 

25  D.C.  11.  On  a  close  examination  there  is  a  slight  difference  between  the 
section  and  the  drawing,  but,  ac*cording  to  Mr.  Booth,  there  is  no  material 
difference,  and,  for  the  purpose  of  illustration,  the  drawing  suf&ciently  accurately 
represented  the  section  D.C.  11.  The  drawings  are  only  intended  to  give  an 
idea  of  the  sections,  but  in  actual  manufacture  they  work  to  an  approved  and 

30  accepted  tempkite.  The  Drawing  No.  8  and  the  Section  D.0. 11  do  not  differ  in 
any  material  respect  from  the  Plaintiffs'  rim.  Indeed,  if  attention  is  to  be 
directed  to  very  minute  differences  of  shape,  D.C.  11  differs  much  less  from  the 
Plaintiffs'  Patent  than  do  the  sections  in  the  box  F.R.B.  3.  These  are  sections 
cut  off  bare  rolled  and  supplied  to  the  Plaintiff  Company,  and  made  from  their 

35  approved  templates,  and  it  will  be  observed  that  in  almost,  if  not  quite  all  these 
sections,  the  two  sides  of  the  rim  are  not  of  equal  length — there  is  not  the 
isosceles  triangle  claimed  by  the  Plaintiffs,  but  the  side  from  the  edge  of  the 
flange  to  the  apex  of  the  inner  angle  is  much  shorter  than  the  side  from  the  apex 
to  the  base.    It  may  be  urged  that  if  this  be  the  case,  it  merely  shows  that  the 

40  Plaintiffs  in  practice  have  departed  from  their  own  Patent,  but  I  think  it  also 
shows  that,  in  the  opinion  of  the  Plaintiffs,  there  is  no  particular  advantage  in 
adhering  to  the  exact  section  shown  in  the  Plaintiffs'  Patent  down  to  the 
minutest  detail.  It  follows  from  what  I  have  already  said  that  the  Plaintiffs' 
Patent  is  invalid  for  want  of  novelty 

45  If  the  Patent  is  invalid,  there  is  an  end  of  infringement ;  but,  assuming  the 
Patent  to  be  valid,  have  the  Defendants  infringed  it,  and  do  they  threaten  and 
intend  to  infringe  it  in  the  future  ?  The  Defendants  have  supplied  a  new 
rubber  tyre,  and  inserted  it  into  an  old  rim  of  the  Plaintiffs  to  replace  the  old 
tyre  worn  out.    This  was  done  bond  fide  by  way  of  repair.    The  Plaintiffs 

50  contend  this  is  an  infringement  of  their  Patent,  although  they  conceded  that 
anyone  is  entitled  to  make  and  sell  rubber  tyres  to  fit  the  rims.  The  infringe- 
ment alleged  is  placing  the  t3rre  in  the  rim.  This  is  done  in  a  way  which  is 
old,  and  by  use  of  machinery  which  is  old,  and  by  which  all  solid  tyres  of  this 
kind  are  placed  in  metal  rims.    Have  the  Defendants  infringed  the  Patent  ?    In 

55  the  recent  case  of  (he  Dunlop  Pneumatic  Tyre  Company  Ld.  v.  Moseley  A  Sons 
Ld.j  Lord  Justice  Cozens-Hardy  said  ; — **  I  think,  speaking  for  myself,  that  there 
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^^  may  be  a  third  clasp  of  cases,  in  which  the  supply  by  the  D^^ndaii(».  ixughtf)>e 
"  perfectly  lawful,  I  mean  for  the  purpose  of  repair.  The  word '  repair'  ne doabfc 
"  is  a  difficult  one  to  construe,  but  I  do  not  think  that  Dunlop  Pneumatic  Tyre 
"  Company  Ld^  v.  Neal  justifies  the  construction  put  upon  it  by  the  Appellaixts' 
"  Counsel.  I, certainly  doubt,  I  will  not  say  anything  more  than  that>  whether  5 
"  the  holder  of  a  licensed  tyre  may  not  replace  a  worn-out  cover  without  being 
"  guilty  of  an  infringement  of  the  Patent.  It  is  not  necessary  to  decide  that 
"  point  now,  and  I  only  desire  to  keep  that  point  open  for. future  consideration,? 
I  fully  appreciate  the  difficulty  felt  by  Lord  Justice  CoeenS'^Sardy  in  construing 
the  word  "repair,"  but,  in  my  opinion,  it  is  a  question  of  fact  in  eachoaaey  10 
whether  the  work  which  has  been  done  may  fairly  be  termed  a  repair,  regard 
being  had  in  each  case  to  the  exact  nature  of  the  invention.  The  purchaser  o£ 
a  patent  article  has  a  right  to  prolong  its  life  by  fair  repair,  but  he  ha^nqt  any 
right  to  obtain,  without  license  from  the  patentee,  a  substantially  new  article 
made  in  accordance  with  the  invention,  retaining  only  sqme  subordina^  part  of  15 
the  old  article,  so  that  it  may  be  said  that  the  combination  is  not  ^itirc^ly  new. 
Such  a  retention  of  an  old  part  would  be  colourable  only,  and  would  not  prevent 
the  article  from  being  substantially  a  new  article,  instead  of  being  substantially 
a  repair  of  the  old  one.  This  was  the  case  of  Dunlop  Pneumatic  Tyre  Company 
/jd.  V.  Neal,  where  Mr.  Justice  North  held  that  the  tyre  was  really  a  new  tyre  ;  20 
nothing  was  left  of  the  old  tyre  but  the  wires,  and  one  of  these  had  been  broken 
and  mended  by  the  Defendants. 

In  the  present  case,  assuming  validity,  the  Patentee's  real  invention  is  a  metal 
rim  of  a  particular  shape  to  receive  a  rubber  tyre  ;  the  soft  wearing  part  is  the 
rubber  tyre,  and,  in  the  nature  of  things,  the  rim  is  calculated  to  wear  out  25 
several  tyres.  Unless  the  purchaser  is  able  to  have  new  rubbers  placed  in  the 
rim,  he  cannot  obtain  the  use  of  the  patented  article  for  the  fair  period  of  its 
life.  This  is  not  a  repair  amounting  to  reconstruction,  and  a  new  article,  but  a 
fair  repair  ;  the  old  metal  rim,  the  distinguishing  feature  of  the  invention, 
being  retained,  not  colourably,  but  because  essential  and  practically  as  good  as  30 
new,  and  a  fresh  rubber  put  to  replace  the  old  one  worn  out.  In  my  opinion 
there  has  not  been  any  infringement. 

It  may,  however,  be  further  urged  that  in  the  present  case,  the  Specification 
also  claims  as  new  a  wheel  rim  and  solid  rubber  tyre  constructed  substantially 
as  described,  and  that  the  Defendants,  by  fixing  the  tyre  in  the  rim,  have  35 
assembled  the  parts  and  made  the  Patentee's  combination.    But  I  cannot,  in  any 
case,  regard  this  Claim  as  valid,  even  if  the  Patent  were  otherwise  valid  as 
regards  the  rim.    No  doubt  there  may  be  a  valid  Patent  for  a  combination,  even 
though  all  the  parts  be  old,  but  there  must  be  novelty,  invention  and  merit  in 
the  combination,  to  support  validity.    Where  the  only  invention  is  in  the  form   40 
of  one  part  of  an  article  or  machine,  which  part  is  separately  clain^ed  aa  an 
invention,  the  scope  of  the  Patent  cannot  be  enlarged  by  claiming  that  part  in 
every  combination  in  which  it  can  be  used,  however  obvious.    The  Patentee 
having  claimed  the  rim,  cannot  extend  the  scope  of  the  Patent  by  claiming  the 
rim  in  combination  with  a  rubber  tyre,  as  that  is  the  only  and  obvious  manner  45 
in  which  the  rim  is  intended  to  be  used,  and  there  is  no  invention  or  merit  in 
the  combination  apart  from  the  novelty  in  the  shape  of  the  rim  itself. 

If  the  Patent  be  restricted  to  the  form  of  the  rim,  it  is  obvious  that  the 
Defendants  have  not  infringed,  and  that  is  all  that  the  Patentee  can  claim  to 
have  inventel,  he  cannot  extend  the  ambit  of  the  Patent  by  an  additional  50 
claim  for  a  combination  and  so  bring  within  it  something  as  an  infringement, 
which  would  not  have  been  an  infringement  if  the  Patent  had  been  for  the  rim 
alone.  It  was  pointed  out  by  Lord  Cairns,  in  Clark  v.  Adie  (2  House  of  Lords 
Oases,  at  page  321),  that  a  Patent  may  be  granted  for  a  larger  invention  and  also 
for  certain  sabordlnate  integers  properly  spacified  and  claimad,  bat  thjen  the  55 
Patentee  ^'is/'  as  wjls  said  by  the  Lords  Jasticds,  ^'at  the  peril  of  judtiCying 
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^*  those  Bnbordinate  integers  as  themselves  matters  which  ought  properly  to 
"  form  the  subject  of  a  patent  invention."  1  apprehend  that  the  converse  of 
this  proposition  also  holds  true,  that  where  a  subordinate  integer  is  specified  and 
claimed,  and  a  larger  combination  of  which  this  integer  is  part,  is  also  claimed, 
5  the  Patentee  is  at  the  peril  of  justifying  the  combination  as  matter  which 
ought  properly  to  form  the  subject  of  a  Patent  for  an  invention,  and  he  does 
not  discharge  this  burden  where  there  is  no  novelty  or  invention  in  the  lai*ger 
claim,  but  the  combination  is  merely  an  obvious  one,  if  the  subordinate  integer 
is  to  be  used  at  all. 

10  The  only  remaining  question  is  as  to  the  true  and  first  inventor.  Upon  this 
part  of  the  case,  I  accept  the  evidence  of  the  Plaintiff  Jaives  Mecredy  Mczclulich 
in  preference  to  that  given  by  Mr.  William  James  McCormack.  If  the  Patent 
were  otherwise  valid,  the  Plaintiff,  would,  in  my  opinion,  be  the  true  and  first 
inventor.    McCormack  appears  to  be  an   excellent  draftsman,  and   to  have 

15  assisted  in  carrying  out  Maclulich^s  ideas,  but  the  idea  and  invention  was  that  of 
Maclulichy  and  the  only  assistance  given  by  McCormack  is  such  as  an  inventor 
may  properly  receive  from  a  workman  without  in  any  way  ceasing  to  be  sole, 
first,  and  true  inventor  of  an  invention.  All  the  circumstances  of  the  case  ai-e 
in  favour  of  Maclulich.    The  behaviour  of  McCormack  at  the  time  the  parties 

20  were  working  together  in  mutual  confidence,  the  fact  that  no  claim  was  set  up 
hy  McCormack  until  long  afterwards,  the  slip  in  his  evidence  evidently  made 
by  McCormack  as  to  the  date  when,  and  the  person  from  whom,  or  manner  in 
which  he  first  heard  of  the  application  for  the  Patent,  the  fact  that  he  then 
raised  no  opposition  to  the  grant  of  the  Patent,  and  the  manner  in  which  these 

25  two  witnesses  respectively  gave  their  evidence  in  the  witness  box,  lead  me 
irresistibly  to  the  conclusion  that  Maclulich  is  to  be  thoroughly  believed,  that 
the  memorandum  of  McCormack  upon  which  the  Defendants  placed  so  much 
reliance  never  came  to  his  notice  until  after  these  proceedings,  and  that 
Maclulick  wa0,  in  truth  and  in  fact,  the  first  and  true  inventor. 

30  The  result  is  that  the  action  fails  and  must  be  dismissed  with  costs,  except 
that  the  Plaintiffs  must  have  the  costs  of  the  issue  of  true  and  first  inventor  ; 
and  there  will  be  a  set  off. 

A  Certificate  was  given  that  the  Particulars  of  Objections  3, 6, 7,  and  9,  and  (&), 
(c)y  (d),  (g\  (i),  and  (k)  of  8  were  reasonable  and  proper. 


268^  REPORTS  OF  PATENT,  DESIGN,        [May  10, 1905. 

C&rrigcUl  v.  Armstrong^  Whitworth  and  Co.  Ld. 


In  the  High  Court  of  Justice.— Chancery  Division. 

Befo^^e  Mr.  Justice  Farwell. 

February  21st,  1905. 

CORRIGALL  v.  ARMSTRONG,    WhITWORTH    AND  CO.  LD. 

Patent — Action  for   infringement. —  Novelty,  —  Construction  of  Claim. —  5 
Jt4dgment  for  Defendants. 

G.  was  the  Patentee  of  an  Invention  of  Improvements  in  Mounting  Ordnance. 
TJie  improvement  was  a  recoiling  shield  and  the  method  of  mounting  was 
described  in  the  Specification.  In  an  action  for  infringement  tlie  5th  Claim 
only  was  alleged  to  be  infringed.  This  Claim  was  for  "  the  use  for  protecting  10 
'*  a  gun  mounting  of  a  shield  adapted  to  recoil  wheti  struck  by  .a  projectile.^'' 
Recoiling  shields  were  admitted  by  the  Plaintiff  to  be  common. 

Held,  that  tJie  generality  of  Claim  5  must  be  limited  by  the  2^rticularity  of 
the  description  in  the  Specification^  and  when  that  was  done  the  Plainttff^s  case 
failed.    Judgment  was  given  for  the  Defendants  with  costs.  15 

On  the  16th  of  April  1890,  Letters  Patent  No.  5801»  were  granted  to  William 
Edward  Corrigall  for  "Improvements  in  Mounting  Ordnance  and  in  the 
"  Machinery  or  Apparatus  connected  therewith." 

The  Complete  Specification,  as  amended  in  September  1903,  was,  so  far  as 
material  for  the  purposes  of  this  report,  as  follows : —  20 

"  My  invention  has  reference  to  the  mounting  of  guns  with  and  between  two 
"  recoil  cylinders  in  such  a  manner  that  at  all  times  whether  the  gun  be  horizontal, 
"  elevated,  or  depressed,  the  axis  of  the  two  recoil  cylinders  and  of  the  bore  of 
"  the  gun  will  be  in  a  common  plane  at  right  angles  to  the  plane  in  which  the 
"  axis  of  the  gun  is  moved  in  the  act  of  elevating  or  depressing  the  gun,  and  thus,  25 
"  the  recoil  of  the  gun  will  always  take  place  in  the  line  of  fire.  By  this  arrange - 
"  ment  the  strains  on  the  carriage  or  mounting  will  be  reduced  to  a  minimum. 
"  The  mounting  can  be  adapted  to  carry  a  gun  built  with  trunnions  and  such  an 
"  arrangement  is  hereinafter  described  and  ^ewn,  but  trunnions  are  not  necessary 
"  and  a  gun  built  specially  to  work  on  this  mounting  would  not  have  trunnions  30 
**  but  would  be  attached  to  recoil  cylinders  by  bands  holding  the  gun  down  in  a 
**  trough  formed  between  the  two  cylinders  as  hereinafter  explained.  The  rods 
"  attached  to  the  pistons  in  the  recoil  cylinders  are  secured  to  a  frame  I  will  call 
"  for  distinction  the  pivoted  frame  ;  this  frame  is  itself  provided  with  trunnions 
"  mounted  in  bearings  in  the  side  cheeks  or  frames  of  an  under  carriage.  Each  35 
"  side  of  a  carriage  moving  with  the  gun,  which  I  will  call  for  distinction  the 
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'*  upper  carriage,  comprises  a  recoil  cylinder  with  piston  and  rod  yalves^a  running 
'^  ont  cylinder  and  springs.  If  the  gun  be  one  with  trunnions  the  upper  carriage 
"  will  have  also  trunnion  blocks  or  bearings.  The  two  sides  of  the  pivoted  frame 
^^  are  connected  together  by  a  diaphragm  and  transverse  bands  that  serve  also  to 
5  '^  keep  the  axis  of  the  bore  in  the  same  plane  as  the  axis  of  the  recoil  cylinders. 
"  In  one  arrangement  each  recoil  cylinder  has  fixed  longitudinally  within  it  a 
'^  set  of  rods  disposed  symmetrically,  that  is  to  say,  at  a  common  distance 
"  radially  from  the  axis  of  the  cylinder  and  at  equal  distances  apart  around  the 
**  axis  of  the  cylinder ;  these  pass  through  correspondingly  disposed  holes  formed 

10  **  in  the  piston  and  are  made  for  a  portion  of  their  length  of  gradually  decreasing 
"  thickness  as  well  understood  in  such  a  way  that  they  serve  as  valves  for  con- 
^^  trolling  the  passage  of  liquid  through  the  holes  in  the  piston  when  the  recoil 
'^  takes  place  and  admit  of  an  easy  return  to  the  firing  position.  Suitable  springs 
*^  such  as  Belleville  springs  are  threaded  on  the  piston  rods  between  the  pistons 

1;>  "  and  those  ends  of  the  running  out  cylinders  that  are  the  nearer  to  the  muzzle 
"  of  the  gun.  In  the  arrangement  indicated  above  the  recoil  cylinders  travel 
**  with  the  gun  and  the  pistons  and  their  rods  have  no  longitudinal  motion,  but 
"  the  arrangement  might  obviously  be  modified  by  making  the  pistons  to  travel 
"  and  the  cylinders  to  remain  stationary ;  this  being  done  by  connecting  the 

20  "  piston  rods  to  the  gun  and  the  cylinders  to  the  pivoted  frame.  The  gun  can 
"  be  elevated  or  depressed  as  required  by  causing  the  pivoted  frame  to  turn  on 
"  its  trunnions  by  means  of  an  adjusting  screw  or  elevator.  Thus  it  will  be 
^^  understood  it  is  about  the  axis  of  the  trunnions  of  the  pivoted  frame  that  the 
"gun  is  turned  when  being  elevated  or  depressed.    .  .  . 

25  "  To  carry  a  protecting  shield  in  front  I  provide  davits  at  the  upper  part  of 
*'  the  front  of  the  under  carriage  in  conjunction  with  bracket  like  supports  or 
"  rests  constructed  with  projections  and  adapted  to  retain  the  lower  part  of  the 
"  shield  in  place,  buffers  being  so  arranged  as  to  keep  the  shield  normally  against 
**  the  projections  of  the  brackets,  but  in  such  a  manner  nevertheless  as  to  allow 

30  '*  of  the  recoil  of  the  shield  if  it  should  be  struck. 

"  I  sometimes  provide  in  cases  of  between  deck  mountings  a  connecting  beam 
"  between  the  side  or  cheeks  of  the  under  carriage  with  a  socket  to  receive  a  pivot 
'^  depending  from  the  deck  above  that  upon  which  the  carriage  is  mounted. 
"  Referring  to  the  annexed  illastrative  drawings,  Fig.  I  shews  in  plan  a  gun 

35  "  with  a  mounting  constructed  according  to  my  invention  ;  Fig.  2  is  a  side  eleva- 

"  tion  of  the  same  ;  Fig.  3  is  a  cross  section  in  the  line  A  B  of  Fig.  1 ;  Fig.  4  is 

'<  a  sectional  plan  of  the  left  hand  recoil  cylinder,  with  part  of  the  gun  in  plan. 

"  On  each  side  of  the  gun  and  arranged  to  travel  with  it  there  are  a  recoil 

"  cylinder  1  and  a  running  out  cylinder  1*  (shewn  in  dotted  lines  in  Fig,  2). 

40  ''These  cylinders  together  with  other  parts  hereinafter  mentioned  constitute 
'*  the  upper  carriage,  which  carries  the  gun  and  slides  on  a  pivoted  frame  2.  3,  3, 
*^  are  rods  each  attached  at  its  one  end  4  to  the  pivoted  frame  ;  on  these  rods 
'^  are  fixed  the  pistons  of  the  recoil  cylinders  and  running  out  cylinders. 

'^  Fiach  of  the  recoil  cylinder  pistons  has  several  holes  (four  in  the  example 

45  '^  illustrated)  formed  through  it,  these  being  arranged  at  a  common  distance 
'*  radially  from  the  axis  of  the  cylinder  and  at  equal  distances  apart  around  the 
'^  axis  of  the  cylinder.  5,  5,  are  rods  having  a  tapered  formation  as  represented 
"  in  Fig.  5 ;  they  are  secured  longitudinally  in  the  recoil  cylinders,  one  rod 
'^  passing  through  each  hole  in  the  pistons.    On  the  recoil  of  the  gun  the  avail- 

50  '^  able  area  for  the  passage  of  liquid  from  the  front  to  the  rear  of  the  pistons  is 
'^  thus,  by  means  of  the  tapered  rods,  gradually  decreased,  and  the  gun  brought 
'^  to  rest  without  undue  shock  to  the  mounting.  6, 6  are  Belleville  springs  which 
'^  are  threaded  on  the  piston  rods ;  they  are  for  the  purpose  of  running  out  the 
^*  gun  rapidly  into  firing  position,  but  they  also  assist  the  pistons  in  controlling 

55  *^  the  force  of  the  recoil.  ...  A  protecting  shield  31  is  suspended  from  davits 
**  32  ;  clips  33  help  to  retain  the  shield  in  position.  And  in  order  to  adapt  the 
^  shield  to  more  effectually  protect  the  gun  mounting,  I  arrange  it  to  be  capable 
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"  of  recoiling  when  struck  by  a  projectile,  for  which  purpose  34,  34  are  buffers 
"  so  arranged  as  normally  to  press  the  shield  against  the  said  clips,  but  to  allow 
"  it  to  recoil  when  struck. 

"  Dotted  lines  35  shew  an  enlargement  of  the  shield  which  may  be  adopted 
"  when  the  gun  is  in  an  exposed  position,  in  which  case  the  inner  ends  of  the 
"  shield  may  be  movably  supported  by  brackets  or  other  equivalent  means,  and 
"  be  also  provided  with  buffers.  36  is  a  connecting  beam  between  the  cheeks  of 
"  the  under  carriage,  provided  with  a  socket  to  receive  a  pivot  depending  from 
"  the  deck  above.    This  is  used  in  between  deck  mountings  only." 

The  Specification  contained  six  Claims.  The  first  four  were  struck  out  on 
amendment.    Those  left  were  : — 

**  5.  The  use  for  protecting  a  gun  mounting  of  a  shield  adapted  to  recoil  when 
"  struck  by  a  projectile. 

*'  6.  The  combination  and  arrangement  of  parts  constituting  the  improved 
"  gun  mounting  with  automatic  sight  bar  arrangement  and  recoiling  shield  con- 
"  structed,  arranged,  and  operating  substantially  as  described  with  reference  to 
"  and  illustrated  in  Figs.  1  and  2  of  the  annexed  drawings.*' 


10 


15 


On  the  24th  of  June  1902  the  Patentee  commenced  an  acticm  against  Sir  W.  O. 
Amistrongy  Whitworth  A  Co.  Ld.  for  infringement  of  the  Patent,  claiming  the 
usual  relief.  By  his  amended  Statement  of  Claim,  delivered  on  the  29th  of  October  90 
1903,  he  alleged,  irUer  alia^  that  he  was  the  grantee  and  duly  registered  owner 
of  the  Patent,  the  complete  Specification  of  which  had  been  amended  by  way  of 
disclaimer  on  the  2nd  of  September,  1903.  That  both  before  and  since  the  date 
of  the  amendment,  the  Defendants  had  infringed,  and  intended  and  threatened 
to  continue  to  infringe.  He  claimed  (1)  an  injunction,  and  (2)  damages,  or  at  25 
his  option  an  account  of  the  profits  of  the  Defendants  by  reason  of  the  infringe- 
ments committed  since  the  2nd  September  1903,  (3)  delivery  up,  etc.,  and  costs. 
By  his  amended  Particulars  of  Breaches  he  alleged  that  the  Defendants  had 
infringed  by  U3ing  during  and  since  the  year  1891  to  the  present  time  for 
protecting  various  gun  mountings  manufactured  by  them,  shields  constructed  in  30 
accordance  with  his  invention,  and  adapted  to  recoil  when  struck  by  a  projectile 
and  by  his  further  Particulars  of  Breaches,  delivered  the  11th  of  February  1904, 
he  alleged  inter  alia  that  in  the  month  of  January  1904  the  Defendants  made 
at  their  factory  at  Elswick,  and  sold  and  delivered  for  the  service  of  His  Majesty 
at  the  Portsmouth  Dockyard,  certain  gun  mountings  known  as  4  inch  P  1  35 
mountings,  made  in  accoridance  with  the  Plaintiff's  invention  and  without  his 
authority  or  licence,  and  in  infringement  of  the  Patent ;  and  similar  Particulars 
were  given  of  the  month  of  November  1903,  with  regard  to  mountings  known  as 
6  inch  P  III.,  one  of  such  mountings  bearing  the  distinguishing  number  14,910. 


VoL  mn^Vo.  100      -<^^">  TRADE  MARK  CASES.  M 

Gorrigall  v.  Armstrong^  Whitworth  and  Co,  Ld. 

The  Defendants  by  their  Defence,  delivered  on  the  31st  of  December  1902  and 
amended  on  the  19th  X)f  December  1904,  denied  infringement  and  contended  that 
at  the  date  of  the  Writ  in  the  action  they  had  done  no  act  which  entitled  the 
Plaintiff  to  any  relief,  and  consequently  that  the  Plaintiff  had  no  cause  of  action. 
5  Further  that  the  Letters  Patent  were  invalid.  By  their  amended  Particulars 
of  Objections,  the  Defendants  alleged  (I.)  that  the  alleged  invention  was  not 
new  at  the  date  of  the  Patent  but  had  been  published  within  the  realm  by  the 
following  Specifications  :— (1)  The  Specification  of  Letters  Patent  2411  of  1859 
granted  to  T.  8.  Prideaux.    (2)  The  Provisional  Spepification  1659  of  1864  filed 

10  by  Faw  Bureti  Wisher.  (3)  The  Specification  of  Letters  Patent  1983  of  1869, 
granted  to  John  StringfeUow.  (4)  The  Specification  of  Letters  Patent  2831  of 
1875  granted  to  M.  M.  Framini.  (5)  The  Specification  of  Letters  Patent  1398 
of  1878  granted  to  Watson  and  Woodhotise.  (6)  The  Specification  of  Letters 
Patent  12,730  of  1885  granted  to  Andrew  Noble.    (7)  The  Specification  of 

15  Letters  Patent  15,712  of  1885  granted  to  Josiah  Vavasseur.  (8)  The  Specifica- 
tion of  Letters  Patent  527  of  1887  granted  to  Josiah  Vavassenr.  (9)  The 
Specification  6f  Letters  Patent  7265  of  1888  granted  to  Benjamin  Vaughan 
Arhuckle.  The  whole  of  these  Specifications  were  alleged  to  anticipate 
Claims   5  and  6  of   the    amended    Specification    of    the    Plaintiff's    Patent. 

20  (II.)  Having  regard  to  the  state  of  public  knowledge  at  the  date  of  the  Patent 
and  to  the  matters  disclosed  in  the  alleged  anticipations  with  respect  to  gun 
mountings  and  sighting  arrangements,  and  to  the  use  of  shields  for  protecting 
guns  and  to  the  manner  of  mounting  shields  and  armour  plates  upon  elastic 
backings  or  frames,  the  matters  claimed  in  both  the  claiming  clauses  of  the 

25  Specification  of  the  Patent,  if  such  matters  comprise  the  guns  and  shields  com- 
plained of  in  the  action,  are  not  matters  of  invention  and  the  Letters  Patent  are 
invalid  for  want  of  subject-matter. 

interrogatories  were  administered  by  the  Plaintiff,  including  the  following, 
the  answers  to  which  are  set  out  below — 

30  ^  Have  not  the  Defendants  at  various  times  manufactured  and  delivered  for 
**  the  service  of  His  Majesty,  gun  mountings  known  as  4  inch  P  1  mountings  ? 
**  {A\)  Yes.  Are  not  the  said  4  inch  P  1  gun  mountings  provided  with  a  shield 
**  adapted  to  recoil  when  struck  by  a  projectile  ?  (A.)  The  4  inch  P  1  gun 
**  mountings  were  provided  with  shields  which  were  mounted  so  as  to  yield  to 

35  **  a  slight  extent,  but  were  not  adapted  to  recoil  when  struck  by  a  projectile.*' 
The  action  came  on  for  trial  on  the  21st  of  February  1905  before  Mr.  Justice 
Farwbll. 

Bousfield^  K.C.,  and  J.  W.  Gordon  (instructed  by  Walter  Maskell  and  Nisbet^ 
agents  for  Wheeler  and  Spencer^  of  St.  Neots,  Hunts)  appeared  for  the-  Plaintiff ; 

40  Moulton^  K.C.,  and  J.  C.  Graham  (instructed  by  HollamSy  Sons,  Coward  and 
Hawksley)  appeared  for  the  Defendants. 

Bousfieldy  K.C.,  opened  the  Plaintiff's  case. — The  invention  relates  to  improve- 
ments in  mounting  ordnance  and  in  the  machinery  connected  therewith.  Prior 
to  1890  shields  had  been  rigidly  attached  to  the   mountings  of  guns.    The 

45  mountings  of  guns  so  protected  were  liable  to  be  crippled  by  the  impact  of  a 
shot  striking  the  shield.  The  Patentee  conceived  the  idea  of  making  the  attach- 
ment of  the  shield  on  the  mountings  elastic  instead  of  rigid.  The  invention  has 
reference  especially  to  use  on  guns  mounted  on  permanent  mountings.  [The 
Specification  was  read  and  explained.]    Before  the  Patent  every  shield  manu- 

50  factured  and  supplied  to  the  Government  and  other  people  in  this  country  was 
rigidly  attached  to  the  mounting.  Great  merit  is  due  to  the  inventor  in  that  he 
perceived  the  disastrous  effects  that  the  rigidity  of  the  attachment  would  entail  on 
the  mountings  if  the  shield  should  be  struck,  and  that  he  introduced  the  system 
of  making  the  attachment  of  the  shield  to  the  mountings  an  elastic  one,  so  as  to 

55  give  the  capacity  of  regulation  relatively  to  the  mounting,  thus  effectually 
saving  the  mounting  from  the  effect  of  the  impact  of  the  projectile  on  the  shield. 
The  Patentee  has  introduced  a  principle  in  the  protection  of  guns  of  the  greatest 
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importance  and  its  application  is  new.  The  Defendants,  in  lien  of  the  chain 
and  buffer  used  for  suspension,  employ  elastic  stays.  [Far WELL,  J. — Is  not 
Olaim  5  rather  wide  ?]  In  the  Edison  Bell  Phonograph  Corporation  Ld.  v. 
Smith  and  Young  (11  R.P.C.,  148  and  389),  a  claim  similar  to  Claim  5  was 
upheld.  The  claim  operates  by  way  of  disclaimer.  Its  only  function  is  to  5 
limit  what  is  described  in  the  Specification.  It  concentrates  and  limits  the 
Olaim  to  the  particular  thing.  The  dicta  of  Alderson  B.  in  Jupe  v.  Pratt 
(1  Webster  146),  are  in  point.  [Farwbll,  J. — ^The  assumption  there  was 
that  the  principle  was  novel.  Here  it  may  be  a  new  principle  as  applied 
to  guns,  but  it  is  not  a  new  principle.]  The  point  is  the  application  of  10 
the  principle  to  the  particular  case.  If  a  man  wishes  to  change  from  the  old 
system  of  rigid  attachment  to  the  system  of  elastic  attachment,  and  invents  a 
practicable  mode  of  carrying  out  his  idea,  and  he  claims  it  as  his  invention,  he 
must  then  describe  the  principle  he  is  applying  and  the  mode  of  applying  it. 
If  it  is  a  new  application  of  the  principle,  he  is  entitled  to  protection  not  only  15 
against  a  particular  application  of  it  but  against  any  other  application  of  the 
same  principle,  that  being  treated  as  a  piracy  of  his  invention.  The  only 
question  is  anticipation.  It  is  said  that  it  is  not  new  to  have  a  shield  elastically 
attached  to  the  gun  mountings.  The  case  is  covered  by  the  Edison  Bell 
Phonograph  Corporation  Ld.  v.  Smith  (11  R.P.C.  148).  It  was  argued  20 
there  that  the  first  claim  claimed  a  principle  only  and  was  therefore  too  wide. 
The  argument  failed  because  the  underlying  principle  as  in  Jupe  v.  Pratt  (uhi 
supra)  was  a  principle  discovered  in  the  construction  of  a  particular  machine. 
Discovery  of  a  principle  does  not  mean  of  a  principle  of  nature.  [Farwbll,  J. — 
No,  the  applicability  of  it.]  The  Patentee  has  discovered  a  new  principle  in  the  25 
construction  of  guns,  viz.,  the  elastic  attachment  of  the  shield  to  the  mountings.      ^ 

Engineer-Captain  J.  H.  Smith  and  Mr.  Bertram  Hophinson  gave  evidence  on 
behalf  of  the  Plaintiff. 

Moultony  K.C.,  for  the  Defendants. — ^The  body  of  the  Specification  is  very 
meagre  so  far  as  regards  the  description  of  any  particular  construction  of  the  30 
article.  Both  the  witnesses  for  the  Plaintiff  reluctantly  admitted  that  the  idea 
of  making  a  recoiling  shield  was  common.  The  5th  Olaim  is  one  for  a  recoiling 
shield.  The  passage  cited  from  Jupe  v.  Pratt  is  fatal  to  the  Plaintiff^s  case. 
He  did  not  discover  the  principle  of  the  recoiling  shield.  All  he  did  was  to 
show  a  particular  manner  of  carrying  it  out.  The  principle  was  carried  into  35 
effect  at  least  as  well  and  perhaps  better  before  the  Plaintiff's  invention, 

Dugald  Clerk  gave  evidence  for  the  Defendants. 

Mf/ultony  K.C. — That  is  all  my  evidence. 

Gordon. — I  leave  the  case  in  your  Lordship's  hands. 

Farwbll,  J. — For  some  considerable  time  my  mind  has  been  made  up  about  40 
this.    I  think  it  is  clear.    No  witness  has  said  that  there  is  any  novelty  in  this 
invention.    As  to  the  5th  Claim,  I  think  I  ought  to  limit  the  generality  of  it  by 
the  particularity  of  the  description  ;  and  when  I  do  that  the  case  fails.    The 
result  is  that  the  action  is  dismissed  with  costs. 

A  Certificate  was  given  that  the  Particulars  of  Objections  were  reasonable  and  45 
proper. 
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In  the  High  Court  of  Justice.— Chanobry  Division. 

Before  Mr.  Justice  Kbkewich. 

January  19th,  1905. 

Munday   v.   Carey. 

5       Trade   Mark, — Action  for    infringement    and  2^ssin(;   off. — "  CM-tip^ — 
*'  Gluh  "  Enamel  and  "  Hub  "  Enamel. — Injunction  aivairled. 

M.  was  the  registered  p^vjjrietor  of  a  Trade  Mark  consisting  of  an  ^  ace  of 
"  chibs  "  mth  the  ivord  **  Club  "  upon  ity  and  used  the  same  on  labels  pasted  on 
stone  bottles  in  which  he  sold  ^^  Club  Black  Enamel"  with  descriptive  letter*- 

10  press.    C.  commenced  to  sell  "  Hub  Black  Enamel "  in  similar  bottles  car^^ing 

similar  labels  with    the   device  of  an  ^^ace   of  spades"  unth  very  similar 

letterpress.    An  action  was  brought  by  M.  against  C.  claiming  an  injunction^ 

damageSy  and  costs. 

Held,  that  it  was  a  rank  case  of  dishonesty y  and  an  injunction  ivas  auHstrded 

15  to  restrain  infringement  of  Trade  Mark  and  passing  off  with  one  guinea 
damages  and  costs. 

The  PlaintiflE  E.  F.  Munday  (trading  as  the  Silico  Enamel  Company)  was  the 
manafacturer  of  an  Enamel  for  bicycles  and  motor  cars,  and  was  the  registered 
proprietor  of  a  Trade  Mark  consisting  of  the  device  of  an  ace  of  clubs  and  the 
20  word  "  Club  "  printed  thereon  in  white  letters  on  the  dark  background.  This 
Trade  Mark  had  been  registered  under  No.  88,128  of  1889  for  varnish,  paint, 
enamel  in  the  nature  of  paint,  &c.,  by  a  predecessor  in  business,  the  Plaintifl: 
himself  having  been  the  registered  proprietor  thereof  since  the  7th  of  January 
1898.    This  Trade  Mark  is  shown  below. 


25       The  Plaintiff  had  for  many  years  used  the  Trade  Mark  in  connection  with  a 
particular  enamel,  which  was  sold  in  small  stone  bottles  almost  surrounded  by 
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a  paper  label  printed  in  red  with  a  white  edge  and  certain  letterpress  in  white, 
and  showing  prominently  in  the  centre  was  a  representation  of  a  black  ace  of 
clubs  with  certain  letterpress  on  it,  all  in  white  except  "  Special  Hard  Drying  *' 
which  was  in  red.    This  device  is  shown  below. 


THE 

CLUB 

1   BLACK   i 

ENAMEL 


MCIAL 


DRYING 


MOSTBRILLtAWT  &  DURABLE 
DRIES  Ji^jkQUJCKLy. 


In  September  1904  the  Plaintiff  discovered  that  the  Defendant  Edward  Carey 
(trading  as  Care^j  Bros.^  salesmen  of  Enamel  and  kindred  commodities),  who 
had  previously  dealt  in  the  Plaintiff's  goods,  was  putting  ap  and  offering  for 
sale  a  similar  Enamel  in  closely  similar  bottles  nearly  of  the  same  size  and 
shape,  partially  round  which  was  a  red  label  with  letterpress  in  white  and  in 
the  centre  an  ace  of  spades  with  certain  letterpress  on  it,  all  in  .white  except 
**  The  Hub  "  in  the  centre  which  was  red.    This  device  is  shown  below. 


10 


HUB 

BLdCK 

ENAMEL 

BRILLIANT  a  DURABLE 
DRIES   QUfCKLV 


M 


The  Plaintiff  immediately  commenced  an  action  against  the  Defendant 
claiming  an  injunction  to  restrain  infringement  of  his  Trade  Mark  and  an 
injunction  to  restrain  passing  off  the  Defendant's  goods  as  the  Plaintiff's,  and 
also  damages  and  costs. 

The  action  came  on  for  trial  before  Mr.  Justice  Kbkkwtch  on  the  19th  of 
January  1905. 

A.  Cairns  (instructed  by  Alfred  Howard)  appeared  for  the  Plaintiff; 
P^  Calvert  (ipstructed  by  H,  H.  Richards)  appeared  for  the  Defendant, 
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Evidence  was  giyen  by  the  Plaintiff  himself,  and  for  the  Defendant  by 
William  Lee^  a  commercial  traveller,  who  said  that  he  designed  the  Defendant's 
label,  and  by  the  Defendant  himself. 
The  Defendant  had  sold  18  bottles  retail  and  five  or  six  dozen  bottles 
5  wholesale,  and  had  paid  one  guinea  into  Court  in  respect  of  damages. 

Calvert  for  the  Defendant. — ^This  is  not  such  an  imitation  as  is  calculated  to 
deceive,  as  the  lettering  is  different  in  size.  Only  the  device  of  the  ace  of 
clubs  is  registered  by  the  Plaintiff,  and  he  cannot  stop  ^'  Hub  "  any  more  than 
*' Tub  "or  "Cub." 

10  Kbkewich,  J. — ^This  is  a  perfectly  plain  case.  The  Plaintiff  is  the  registered 
owner  of  a  Trade  Mark,  which  I  am  told  represents  the  ace  of  clubs.  It  consists 
of  three  circles,  or  approaches  to  circles,  grouped  together  with  a  little  expanded 
stand,  such  as  you  see  in  arrangements  that  are  placed  on  the  table  to  hold  a 
flask.     It  might  be  something  quite  different  from  the  ace  of  clubs.     On  the 

15  centi'e  of  these  three  circles  at  the  top  is  the  word  "  Club."  According  to  the 
Certificate  of  Registration  the  colour  is  violet.  I  do  not  think  that  is  of  any 
importance.  The  Defendant  uses  for  goods  of  precisely  tha  same  character,  that 
is  to  say  for  Black  Enamel,  to  which  of  coui*se  the  Trade  Mark  is  not  confine<l, 
the  words  ^'  Hub  Black  Enamel,"  and  that  he  places  on  a  scroll,  which  I  am  told 

20  is  an  ace  of  spades.  It  may  be.  It  might  be  something  else.  It  is  a  single 
scroll..  Instead  of  three  circles  it  is  an  irregularly  shaped  scroll  coming  up  to  a 
point,  spread  out  below,  and  ending  in  a  similar  foot  to  that  in  the  Plaintiff's 
Trade  Mark.  That  is  the  whole  of  the  Defendant's  Trade  Mark.  There  is  consider- 
able similarity  in  the  scrolls.    The  one  is  called  "  Hub  "  and  the  other  is  "  Club," 

25  and  if  as  a  matter  or  fact  one  must  identify  one  with  the  ace  of  clubs,  and  the 
other  with  the  ace  of  spades,  one  would  immediately  infer  from  the  similarity 
that  each  adopts  one  of  the  aces  of  a  pack  of  cards. 

It  is  quite  impossible  for  me  to  think  that  there  is  not  an  infringement  of  the 
Plaintiffs  Trade  Mark.    I  am  perfectly  certain  that  if  the  Comptroller  were 

30  asked  to  register  the  ace  of  spades  with  "  Hub  "  on  it,  he  would  peremptorily 
decline  on  the  ground  that  it  was  a  colourable  imitation,  calculated  to  deceive, 
of  an  already  registered  Trade  Mark,  and  I  think  he  would  be  undoubtedly 
right.    That  disposes  of  the  first  point. 

Then  it  is  said  that  the  Defendant  passes  off  his  goods  as  the  goods  of  the 

35  Plaintiff.  There  of  course  one  embarks  on  an  entirely  different  consideration. 
The  Defendant  is  entitled  to  make  and  sell  Black  Enamel.  He  is  entitled 
to  sell  it  in  bottles  of  the  same  shape  and  size  as  those  employed  by  the 
Plaintiff.  As  a  matter  of  fact  he  does  not.  There  is  a  similarity  in  the 
bottles,  but    they  are    not    precisely  the  same  size   and    not    precisely  the 

40  same  shape  ;  but  if  they  were  one  could  not  take  advantage  of  that  to 
say  that  there  was  anything  like  imitation,  and  I  do  not  think  you  can  make 
much,  perhaps  anything,  of  the  recommendations  that  it  is  to  be  used  for 
cycles  and  motors,  and  so  forth,  There  is  a  considerable  difference  in  the 
recommendations  on  the  two  bottles.    If,  as  no  doubt  is  the  fact,  this  Enamel 

45  is  useful  for  cycles  and  intended  to  be  used  for  cycles,  I  think  the  Defendant  is 
perfectly  entitled  to  advertise  his  Enamel  as  useful  for  cycles.  Then,  again, 
in  the  middle  of  the  label  which  is  affixed  to  the  bottle,  there  is  a  centre  part, 
which  in  the  one  case  contains  ^'  Club  Black  Enamel,"  and  the  other  ^^  Hub 
"  Black  Enamel."    If  I  am  right  in  my  view  that  "  Club  "  is  a  colourable 

50  imitation,  used  in  this  connection,  of  '^  Hub,"  the  using  it  in  this  way  is  an 
attempt  to  pass  off  the  Defendant's  goods  as  the  Plaintiff's.  But  besides  that  on  this 
centre  part  the  Defendant  again  uses  the  ace  of  spades  instead  of  the  ace  of  clubs 
that  is  used  by  the  Plaintiff,  and  I  need  say  no  more  about  the  similarity  in  that 
case.    But  then  I  find  that  on  the  centre  part  of  the  Plaintiff's  label  is  this  : — 

55  '^  Most  brilliant  and  durable  ;  dries  quickly."  The  Defendant  has  : — ^^  Brilliant 
"  and  durable  ;  dries  quickly."  Now,  of  course,  the  Defendant  is  entitled  to  say 
that  his  enamel  is  brilliant  and  durable,  and  dries  (][uickl^  ;  but  one  cannot  help 
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being  struck  by  the  exact  collocation  of  words  need  in  both  cases,  and  it  is  straDge 
that  the  Defendant,  desiring  to  advertise  his  goods  in  this  way,  should  not  only 
have  thought  of  the  adjectives  **  brilliant "  and  **  durable,"  and  of  the  statement 
that  it  "dries  quickly";  but  that  he  should  have  put  "brilliant'*  firat,  and 
"  durable "  afterwards,  and  "dries  quickly  "  after  both.  The  suggestion  is  that  5 
that  is  accidentfil.  I  do  not  believe  it.  Then,  on  the  right  hand  of  that  centre 
part,  there  is  on  the  Plaintiff's  : — "  Equals  Stoved  Enamel  in  hardness,  d.urability, 
"  and  appearance."  On  the  other  there  is  "  Equals  Stoved  Enamel  in  hardness, 
"  durability,  and  appearance,"  the  very  words  following  each  other  in  the  same 
order.  I  am  told  that  is  accidental.  Again  I  do  not  believe  it.  I  believe  that  it  10 
is  a  rank  case  of  dishonesty,  and  where  you  see  dishonesty,  then  even  though  the 
similarity  were  less  than  it  is  here,  you  ought,  I  think,  to  pay  great  attention  to 
the  items  of  similarity,  and  less  to  the  items  of  dissimilarity. 

My  judgment  is  that  the  Defendant  has  attempted  to  pass  off  his  goods  as  the 
goods  of  the  Plaintiff,  and  there  must  be  an  injunction  to  restrain  the  Defendants,  15 
their  servants  and  agents — I  think  it  is  Edward  Carey  only,  he  is  carrying  on 
business  as  Carey  Bros. — from  infringing  the  Plaintiff's  Trade  Mark  and 
from  passing  off  goods  not  of  the  Plaintiff's  preparation  or  manufacture  as 
and  for  the  goods  of  the  Plaintiff.  I  do  not  propose  to  go  further.  There  is  a 
long,  and  to  my  mind,  verbose  description  of  the  goods  which  is  given,  and  I  2Q 
think  it  would  introduce  confusion  to  say  anything  about  them.  It  is  quite 
sufficient  to  restrain  the  Defendant  from  passing  off  goods  not  of  the  Plaintiff's 
preparation  or  manufacture  as  and  for  the  goods  of  the  Plaintiff. 

Then  the  Plaintiff  claims  damages.  He  has  not  proved  any  damages  except  so 
far  as  one  is  entitled  to  assume  that  some  damages  have  been  caused  by  the  25 
retail  sale  of,  I  understand,  a  dozen  and  a  half  of  bottles  at  6d.  a  bottle — 9«. 
worth — and  five  or  six  dozen  wholesale.  I  do  not  know  the  wholesale  price, 
but  I  take  it  that  the  profit  on  five  or  six  dozen  would  not  be  great.  The 
Defendant  has  paid  a  guinea  into  Court  by  way  of  satisfaction  of  daniages,  and 
I  think  that  is  quite  enough.  The  Plaintiff  ^ill  have  that  guinea.  The  30 
Defendant  will  pay  the  costs  of  the  action. 
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Jandus  Arc  Lamp  and  Electric  Company  Ld.  v.  Arc  Lamp  Company. 


Ijs  THE  High  Court  op  Justice.— Chancery  Division. 

Before  Mi.  Justice  Kbkbwich. 

January  13th,  14th,  16th,  17th,  and  30th,  and  Febmary  13th,  15th,  20th, 

and  28th,  1905. 

5  Before  Lords  Justices  Yaugh  an  Williams   and   Stirling. 

March  8th,  1905. 

Jandus  Arc  Lamp  and  Electric  Company  Ld.  v.  Arc  Lamp  Company. 

Paisnt. — Action  for  infringement. — Amended  Specification. — Construction. — 

Reference   to   deleted  parts  of  Specification  not  ailowable. — Anticipation. — 

10  Suhfect-matter. — Infringement. — Certificate  under  section  80  of  Patents^  Ac. 

Actf  188S. — Stay  of  injunction  refused  at  trialj  but  granted  on  certain  terms  on 

appeal. — Patents^  Ac.  Act^  1888,  section  18^  subsection  9,  and  section  20. 

The  owners  of  a  Patent  for  "  Improvements  in  arc  lamps  "  brougJU  an  action- 
for  infringement  of  the  same^  and  whilst  the  action  was  pending  obtained  leave  to 

15  amend  the  Specification  by  deleting  certain  portions^  including  some  of  the  Claims. 
The  object  of  the  invention  consisted  mainly  in  increasing  the  life  oftlie  carbons.. 
In  the  SpecificaUony  as  amended^  there  was  described  a  lamp  having  an  envelope 
tightly  closed  but  tvith  means  of  egress  for  the  heated  gaseSy  and  the  Patentee  also 
staled  that  he  was  enabled  to  rnake  the  envelope  three  inches  or  less  in  diameter^ 

20  A^  i^  describing  theenvelopCy  lie  staled  it  was  ^^not  to  exceed  three  inches^  and 
"  preferably  lesSy  in  horizontal  diameter.^'*  The  Claims  had  no  express  reference  to 
the  size  of  the  envelope.  The  Plaintiffs  alleged  that  the  lamp  having  these  features 
described  achieved  a  practical  success.  The  Defendants  denied  infringement^ 
and  alleged  that  the  Patent  was  invalid  on  the  grounds  of  want  of  novelty, 

25  utility y  and  subject-mattsr.  On  the  construction  of  the  Specification  they  con-- 
tended  that  size  did  not  enter  into  the  ClaimSy  and  that,  if  it  didy  the  Plaintiffs 
were  limited  by  the  statement  thai  the  envelope  was  not  to  exceed  three  inches  in 
horizontal  diameter.  TTiey  sought  to  refer  to  the  Specification  as  it  originally 
stood. 

30  Held,  that  section  18y  subsection  P,  of  the  PatentSy  Ac.  Acty  188Sy  precluded  a 
reference  to  the  original  ^pecificalion  on  a  question  of  the  construction  of  the 
amended  Specification ;  thai   on  the  construction  of  the  amended  S^ecijication 

Y 
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smallness  of  the  envelope  as  well  as  tightness  was  an  essential  feature  of  the 
invention;  that  it  w<m  sufficiently  deflnedy  the  limits  being  given  for  the 
maximum  result,  and  that  the  Defendants'  lamp^  having  the  essential  features 
of  the  invention,  infringed  it,  althou^fh  somewhat  larger  than  three  incJies  in 
diameter;  that  utility  was  established,  and  that  the  invention  had  not  been  5 
anticipated.  Judgment  was  given  for  the  Plaintiffs  for  an  injunction,  delivery 
up,  and  an  inquiry  as  to  damages.  Certificates  that  the  validity  of  the  Patent 
came  in  question  and  that  the  Particulars  of  Breaches  were  reasonable  and  proper 
were  granted,  but  a  Certificate  that  the  original  claim  was  framed  in  good  faith 
and  with  reasonable  skill  and  knowledge  was  refused,  that  question  not  having  10 
been  gone  into  or  resei^ved  before  judgment.  An  application  for  a  stay  of  delivery 
up  was  granted,  but  a  stay  of  the  injunction  was  refused.  On  an  appeal  by 
the  Defendants  against  tlie  refusal  of  the  stay  of  injunction,  an  Order  was 
made  staying  tlie  same  on  certain  terms,  including  the  grant  of  a  licence  to  the 
Defendants  without  prejudice  to  their  appeal  in  the  action.  15 

Hattersley  v.  Hodgson  {21  R.P.C.  519)  followed ;  Moser  v.  Marsden  (ISBJ^.C. 
24)  \  anrf  Reason  Manufacturing  Company  v.  Moy  (20  R.P.C.  205)  discussed', 
Kay  v.  Marshall  {2  Webster  P.C.  34)  distinguished. 

On  the  15th  of  Augaet  1893,  Letter3  Patent  (No.  15,479»  of  1893)  were  granted 
to  Louis  Emerson  Howard  for  an  invention  of  "  Improvements  in  Electric  Arc  20 
•*  Lamps." 

The  Complete  Specification  (amended  in  accordance  with  a  decision  of  the 
Comptroller-General  of  the  5th  day  of  May  1904)  was  as  follows  :— "  This  inven- 
^*  tion  relates  to  electric  arc  lamps.    Its  object  is  to  increase  the  life  of  the  carbons 
*'  and,  improve  the  quality  of  light,  and  to  inoroftoo  tho  offioionoy  of  tho  lamp  25 
-^  and  rondor  it  oporativo  with  a  lower  voltago. 

**  In  carrying  out  my  invention  I  surround  the  arc  with  a  transparent  or 
"  translucent  heat  resisting  envelope  tightly  closed  at  all  points  below  the  arc, 
**  and  provided  with  means  for  permitting  the  egress  of  heated  gases  at  the  top, 
**  and  make  this  envelope  sufficiently  small  in  size  oo  that  tho  goaos  supronnding  30 
^  the  aro  may  bo  maintainod  by  tho  boat  thoroof  ie-a  laminouo  or  inoandoooont 
^eefidillefir    In  order  to  permit  the  feed  of  the  upper  carbon,  an  opening  is 
*'  made  in  the  envelope  sufficiently  close  in  fit  to  just  permit  of  the  feed,  and 
'^  the  arc  is  located  near  the  top  of  the  enclosing  envelope  for  the  purpose  of 
"  preventing  a  waste  of  the  positive  carbon  and  preventing  the  ingress  of  air  35 
*<  through  the  feed  opening.    It  has  heretofore  been  proposed  to  enclose  the  arc 
"  in  an  air-tight  envelope,  but  all  such  efforts  have  so  far  as  I  am  aware  resulted  in 
"  failure.    If,  ao  hao  boon  tho  oaoo,  tho  onolooing  onvclopo  io^mado  ooBaepaFa 
"  tively  largo  in  diameter,   say,  five  inohoo  or-upwardo,    it  io  impoooiblo  to 

**  opening  through  which  the  carbon  feeds  is  made  sufficiently  large  to  admit  of 
"  very  free  transit  of  the  carbon  through  it  ingress  of  air  is  permitted  whidi 
"  increases  the  rapidity  of  consumption  of  the  carbons ;  moreover,  where  the 
'*  lamp  is  exposed  to  the  elements,  rain  or  a  draft  of  cold  air  striking  the 
"  containing  chamber  when  made  of  glass  is  apt  to  shatter  it.  With  my  45 
^  construction  these  difficulties  are  overcome.  I  am  enabled  to  make  the 
^  transparent  or  translucent  enclosing  envelope  three  inches  or  less  in  diameter, 
^  a  oiiso  whioh  will  admit  of  maintaining  tho  fflooo  around  tho  aro  ipoandoooont 
^  OP  opaloBOont,  resulting  in  an  agreeable  light  of  large  radiating  area  ;  and  by 
^^  making  the  f^ed  opening  a  comparatively  close  fit  around  the  carbon  and  50 
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**  providing  a  valve  or  trap  for  the  escape  of  heated  gases  when  the  tension 
**  becomes  sufficient  to  endanger  the  envelope,  the  life  of  the  carbon  is  prolonged 
<*  to  an  extraordinary  degree.  A  farther  iDoidonoo  of  groat  importftnoo  whioh 
^^  follows  from  the  rodaotion  in  oiao  of  tho  cncIooiDg  onvetepo  io  that  the  lamp 
5  "  will  oporato  at  a  lower  voltcbgo  thaa  othor  typoo  of  arc  la»po,  -a  rooolt 
^^  probably  duo  to  an  iDoroaocd  dogroo  of  ooDdaotivity  of  tho  are  booauoo  of 

*'  The  several  features  of  novelty  of  the  invention  will  be  more  particularly 
^^  hereinafter  described  and  will  be  definitely  indicated  in  the  claims  appended 

10  "  to  this  Specification. 

"In  the. accompanying  drawings  which  illustrate  the  invention,  Figure  1 
"  represents  one  form  of  an  arc  lamp  constructed  in  accordance  with  my 
'*  invention  ;  Figs.  2  and  3  are  detail  views  of  the  plug  used  at  the  top  of  the 
"  arc-enclosing  envelope  through  which  the  carbon  is  fed,  and  which  is  provided 

15  "  with  means  for  permitting  an  egress  of  the  heated  gas(3S ;  Figs.  4  and  5  ai*e 

"  horizontal  and  vertical  cross-sections  of  a  modified  construction  of  an  arc- 

"  enclosing  envelope,  and  Figs.  6  and  7  are  detail  views  of  the  hood  or  reflector 

"  used  on  the  outer  protecting  globe,  as  shown  in  Fig.  1. 

"  Where  the  lamp  is  exposed  to  the  action  of  the  elements  an  auxiliary  globe 

20  "  A  will  be  provided  around  the  arc  enclosing  envelope  to  prevent  rain  or 
"  drafts  from  striking  its  highly  heated  surface.  The  enclosed  air  and  gases 
"  between  the  outer  and  inner  envelopes  make  the  difference  of  temperature  on 
"  the  two  sides  of  the  arc-enclosing  envelope  less  and  thus  protect  it.  The 
"  feed-regulating  mechanism  which  maintains  the  arc  of  a  substantially  uniform 

25  "  length  irrespective  of  the  gradual  consumption  of  the  movable  carbon  may  be 
"  of  any  suitable  construction,  and  as  it  forms  no  part  of  my  present  invention 
"  need  not  be  specifically  described.  Surrounding  the  arc  is  a  transparent  or 
"  translucent  envelope  B  preferably  made  of  glass,  and  not  to  exceed  three 
"  inches,  and  preferably  less,  in  horizontal  diameter  and  of  any  desired  length. 

30  ^  This  chamber  is  preferably  formed  of  substantially  a  bottle  shape,  having  a 

"  neck  at  the  top,  and  is  open  at  the  bottom,  though  it  may  be  formed  in  the 

^'  shape  of  an  open  cylinder  and  closes  at  the  ends  in  a  suitable  manner,  as 

"  illustrated  in  Fig.  5. 

"  I  will  first  describe  the  mode  of  construction  illustrated  in  Figs.  1,  2  and  3 

35  *'  of  the  drawings.  At  the  bottom  edge  is  formed  by  molding  or  otherwise  a 
"  screw  thread  C,  and  a  metal  cap  D  provided  with  a  socket  for  the  negative 
"  carbon  E  is  provided  with  a  co-operating  thread  forming  a  close  fit  which 
^'  when  screwed  upon  the  bottom  of  the  envelope  B  with  an  interposed  washer 
"  of  asbestos  will  form  a  gas-tight  joint.    This  cap  may  be  spun  from  a  metal 

40  "  capable  of  withstanding  comparatively  high  temperatures,  such  as  copper  or 
^*  an  alloy,  and  the  socket  is  formed  integral  therewith  or  attached  in  any 
"  suitable  manner  so  as  to  form  a  gas  proof  and  heat  resistant  joint.  The  arc  is 
"  located  near  the  top  of  the  enclosing  envelope,  and  the  neck  is  provided  with 
"  a  fire-proof  plug  F  formed  of  asbestos  pulp  or  any  other  suitable  material  into 

45  **  which  screws  a  metal  plug  G  formed  of  two  parts,  as  seen  at  //,  ^^,  Fig.  2, 
"  between  which  may  be  clamped  a  washer  of  soft  heat-resisting  material,  such 
^^  as  asbestos,  indicated  at  g^.  By  this  means  a  comparatively  close  fit  may  be 
"  formed  around  the  positive  carbon  H,  the  asbestos  washer  g^  yielding  sufii- 
"  ciently  although  a  comparatively  close  fit  to  permit  an  easy  feed  of  the  positive 

50  "  carbon  H.  Through  the  body  of  the  plug  G  is  formed  an  opening  I  over  which 
"  rests  a  hinged  metal  valve  J  provided  with  a  limiting  stop  K.  With  this 
"  construction  the  operation  of  the  lamp  will  be  as  follows  : — 

"  Upon  the  closure  of  the  circuit  and  the  springing  of  the  arc  the  air  in  the 
"  enclosing  envelope  B  is  robbed  of  its  oxygen,  and  aftor  a  short  timo  tho  ontire 

55  '^  body  of  tho  gao  ohambor  B  booomoo  highly  luminous,  being  filled  with  an 
'^  inoandoooont  vapor  of  carbon  which  rooulto  in  a  light  emanating  from  all 
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by  their  expansive  force  and  tendency  lo  rise  effectually  prevent  the  ingress  of 
air  through  the  narrow  space  between  the  positive  carbon  and  the  metal  plug, 
and  since  practically  no  air  can  gain  admission  to  the  interior  of  the  envelope 
a  very  slow  consumption  of  the  carbon  results.     Such  small  particles  of  carbon  5 
as  are  carried  through  the  arc  or  rendered  incandescent  therein  are  deposited 
on  the  negative  electrode  and  serve  to  build  up  said  electrode  and  maintain 
the  arc  substantially  stationary  in  position,  or  in  any  event  at  a  point  above 
the  horizontal  center  of  the  envelope  B  and  above  the  heavier  gases  which 
collect  at  the  bottom  of  the  envelope,  while  a  very  slow  destruction  of  the  lo 
positive  electrode  proceeds.    In  time  a  light  deposit  will  be  formed  upon  the 
inner  wall  of  the  envelope  B,  but  tho  boat  of  tho  onoloaod  gaooa  when  thio  onvo 
lopo  io  of  Dubotantially  tho  sigo  opooifiod  io  ouffioiont  to  maintain  thio  dopooit 


in  an  inoandosooDt  or  opaloooont  oondition,  adding  to  tho  offootivonooo  of  the 


■light  and  tho  rapidity  with  which  tho  highly  luminous  oondition«io  offootod.  15 
It  is  important  that  the  plug  G  surrounding  the  positive  electrode  should  be 
metallic  as  it  will  then  by  reason  of  its  high  conductivity  maintain  the  tension 
of  the  thin  film  of  gas  around  the  carbon  in  the  feed  opening  and  better  prevent 
the  ingress  of  the  cold  outside  air.  -  It  is  moreover,  important  that  the  metal 
should  not  come  into  direct  contact  with  the  glass  enclosing  envelope  B,  when  20 
tho  latter  is  made  of  that  material,  in  order  to  prevent  fracture,  and  it  is  for 
this  reason  that  some  heat  non-conducting  and  fire-proof  substance  such  as 
asbestos  is  interposed.    It  is,  moreover,  important  that  the  arc  should  be 
formed  near  the  top  of  the  enclosing  envelope  since  when  so  located  it  will 
localize  the  heat  at  the  top  of  the  chamber  and  the  better  prevent  the  ingress  25 
of  air  by  increasing  the  tension  of  the  enclosed  gases  at  that  point,  thus  con- 
serving the  life  of  the  carbons ;  moreover,  when  so  located  by  a  short  length 
of  the  positive  carbon  will  be  exposed  to  the  high  heat  of  the  arc  and 
surrounding  gaseous  envelope,  thus  lowering  the  temperature  of  the  external 
portion  of  the  positive  carbon  and  reducing  the  amount  of  disintegration.  30 
Besides  this,   carbon  when  exposed  to  a  high  heat  is  subject  to  a  process  of 
*  over-carbonization'  by  which  it  becomes  comparatively    porous   and    its 
resistance  is  increased.    By  exposing  only  a  short  section  of  the  positive 
carbon  such  over-carbonization  is  limited  in  extent  and  the  resistance  of  the 
lamp  is  therefore  lower  than  it  would  be  if  the  arc  were  maintained  lower  35 
in  the  enclosing  envelope.    Another  incident  resulting  from  the  location  of 
the  arc  near  the  top  of  the  envelope  is  the  maintenance  of  steadiness  and  a 
maximum  angle  of  illumination.    I  have  observed,  moreover,  that  when  so 
located  there  is  less  liability  of  the  *  bead  '  formed  on  the  negative  electrode 
by  the  transit  of  carbon  across  the  arc  to  break  off,  and  a  smoother  surface  of  40 
the  negative  carbon  is  presented  to  the  arc  and  a  more  equable  action  of  the 
lamp  maintained.    Accurate  tests  indicate  that  a  lamp  of  my  construction  as 
hereinbefore  described  will  require  only  25  or  30  volts  for  its  operation,  as 
contrasted  with  45  or  50  volts  in  other  types  of  lamps.     I  attribute  this  result 
to  the  dense  body  of  conducting  gas  maintained  in  close  relation  to  the  arc  by  45 
which  its  resistance  is  materially  lowered  and  the  voltage  necessary  to  main- 
tain its  action    is    reduced.    The    small    arc-enclosing    envelope    prevents 
dissipation  of  ihe  gases  and  maintains  them  at  a  greater  density  than  would  be 
possible  with  a  large  envelope.     ^*  Besides — oonsopviug — tho    ODorgy  -in   tho 

-mami"*     umrerotTTr     uuduiiuuli      uuu    suisuu     sivjw      ttivu    iDurucii9cu     Lfriiifuttov      xjj     ?\i| 

^-poaoon  of  tho  groator  donoityr  In  operating  with  my  lamp  I  find  that  the  best 
results  are  obtained  by  using  absolutely  pure  carbons,  and,  I  find  that  the 
negative  carbon  is  increased  in  length  or  held  above  the  center  of  the  envelope 
B,  whereas  the  positive  carbon  is  so  slowly  consumed  that  a  carbon  of  less  than 
12  inches  in  length  will  maintain  the  arc  and  it«  gaseous  envelope  in  continuous  55 
operation  for  more  than  100  hourft  with  a  consumption  of  270  watts,  as 
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"  contrasted  with  a  life  of  7  hours  and  a  consumption  of  500  to  600  watts  with 
'^  other  forms  of  arc  lamps.  I  am  aware  that  it  has  been  proposed  heretofore 
**  to  operate  an  arc  lamp  in  an  air-tight  envelope,  but  when  the  envelopes  are 
*^  sealed  an  explosion  of  the  cylinder  is  liable  to  result,  and  when  not  sealed,  a 
5  ^^  rapid  consumption  of  carbons  will  result  and  a  smoking  of  the  enclosing 
**  envelope.  Valves  which  rely  for  their  action  upon  accumulated  pressure  will 
"  interfere  with  a  good  action  of  the  lamp  and  make  the  light  fluctuate  in 
"  intensity  and  cause  sputtering.  In  my  lamp,  however,  the  enclosure,  although 
''  practically  tight  against  ingress  of  air,  allows  a  steady  outflow  of  gases  fromr 

10  ^*  the  lamp.  By  means  of  my  construction  I  provide  as  hereinbefore  stated  a 
'^  light  of  large  radiating  surface  which  is  far  more  desirable  as  a  source  of 
'^  illumination  than  one  in  which  the  light  is  emitted  from  a  center  of  small 
*'*■  surface  such  as  an  ordinary  arc.  As  hereinbefore  stated  the  arc  enclosing 
"  envelope  is  preferably  surrounded  by  an  auxiliary  outer  transparent  or  trans- 

15  "  lucent  envelope,  shown  at  A  in  Fig.  1,  which  may  be  supported  upon  a  flanged 
"  collar  at  the  lower  part  of  the  lamp  and  secured  in  place  by  thumb  screws  or 
"  in  any  other  suitable  manner.  This  globe  is  provided  with  a  circular  opening 
"  at  the  top  which  is  covered  with  a  closely  fitting  conical  reflecting  hood  L 
"  made  in  two  separable  parts  1^  1',  see  Fig.  6,  so  as  to  admit  of  convenient 

20  ^'  removal  and  replacement.  These  two  parts  are  hinged  to.  each  other  at  1^  and 
^^  are  also  secured  together  at  an  opposite  point  by  a  spring  latch  in  which  takes 
"  hold  of  a  shoulder  m^  but  may  be  easily  lifted  and  disengiged  therefrom. 
"  The  hood  L  is  fitted  with  non-conducting  thimbles  at  0^  and  0^  through 
<*  which  pass  descending  portions  of  the  supporting  arms  for  the  lamp  and  also 

25  *'  with  an  additional  thimble  0'  forming  a  fixed  guide  through  which  passes  the 
"  positive  electrode  H.  The  negative  electrode  may  in  some  cases  be  formed  of 
*'  simply  a  small  piece  or  block  of  carbon,  as  indicated  in  Fig.  5  at  E*,  supported 
"  in  a  solid  rod  of  metal  E,  Fig.  5,  having  considerable  mass  and  being  a  good 
"  conductor  of  heat.    This  construction  will  maintain  the  negative  electrode  at 

30  *'  a  comparatively  low  temperature  and  not  only  mitigate  the  amount  of  its 
"  disintegration  by  the  heat  of  the  arc,  but  assist  in  the  deposit  of  vaporized 
"-  carbon  carried  across  the  arc  and  redeposited  on  the  negative  electrode.  In' 
**  the  form  of  arc-enclosing  envelope  illustrated  in  Figs.  4  and  5  a  simple 
'*  cylinder  open  at  both  ends  is  formed  of  the  transparent  material.  The  cylinder 

.^5  "  may,  for  example,  be  provided,  as  illustrated,  with  a  lug  or  ridge  formed 
"  integral  therewith,  as  indicated  at  ar,  which  ridge  may  engage  a  thread  or 
**  recess  formed  in  caps  to  constitute  the  top  and  bottom  covers  for  the  cylinder: 
"  These  covers  may  be  formed  of  '  vulcabeston '  or  any  other  suitable  non-con- 
*'  ducting  and  non-combustible  material  and  the  whole  arc-enclosing  chamber 

40  "  may  be  supported  by  a  metallic  extension  or  rod  extending  upwardly  from 
"  the  lower  part  of  the  lamp  frame.  The  top  and  bottom  covers  may  be  fitted 
**  air*tight  by  means  of  disks  of  asbestos  felt  «,  e\  The  upper  end  of  the 
*^  cylinder  rises  a  short  distance  above  the  upper  end  of  the  negative  electrode 
^*  and  upon  the  top  cap  may  be  supported  a  hollow  cone  N  which  may  be  con* 

45  ^  veniently  formed  of  aluminium  and  will  then  serve  as  a  reflector  to  throw* 
"  downwardly  and  outwardly  the  rays  of  light  projected  upwardly  from  th®^ 
**  are.  The  top  of  this  cone  N  may  be  provided  with  a  metallic  thimble  or  plug 
•*  P  having  an  axial  opening  through  which  the  positive  electrode  may  freely- 
"  pass.    The  hollow  cone  is  firmly  supported  in  the  top  cap  or  cover  of  the 

50  ^'  cylinder  in  any  suitable  manner  which  will  form  an  air-tight  joint  and  if 
"  desired  a  flanged  cone  or  lining  of  reflecting  metal  may  be  provided  inside  the- 
"asbestos  disk  or  washer  which  will  reflect  downwardly  all  the  rays  of  light 
*^  emanating  from  the  arc.  This  flanged  cone  is  indicated  at  Q  in  Fig.  5.  With. 
**  this  construction  the  arc-enclosing  envelope  may  be  rapidly  assembled  or. 

55  "  taken  apart  by  simply  twisting  the  top  and  bottom  caps  so  as  to  disengage  the 
"  threaded  recesses  formed  therein  from  the  projecting  ridge  formed  on  the 
"  trans{Mirent  cylinder.    No  valve  is  shown  in  the  construction  illustrated  in 
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"  Fig.  5  ;  although  the  valved  opening  will  be  preferably  used,  because  yielding 
**  more  perfect  results,  the   invention  is  practicable  without  it,  the  narrow 
*'  opening  around  the  positive  carbon  between  the  latter  and  the  metallic  plug 
^*  or  thimble  permitting  egress  of  heated  gases. 
The  claims,  as  amended,  were  as  follows  : —  5 

*'  1.  An  are  lamp  having  the  olootrodoo  around  the  aro  onoloood  in  a  omall 
^*  tranoparont  or  tranoluoont  onvolopo  air  tight  at  all  points  bolow'tho  arc  and 
^*  provided  with  a  normally  oloood  valvo  abovo  tho  arc  whopoby  tho  onvolopo  is 
^^  fillod  with  a  highly  luminous  gao  and  tho«lifo  of-tho  olootrodoo  io  prolonged. 

^^.  An  aro  lamp  having  its  olootrodoo  around  tho  are  onoloood  in  a  omall  10 
^  tranoparont  or  tranoluoont  onvolopo  oo  arranged"  as  to  maintoin  tho  gases 

against  ingpopo  of  air  but  affording 


tir>/il     ♦Vki^     r\ttn     r\irk  nl  r\ar\t\     n  rt  .t%     4-^tw%a 

'\jlii\X  u fiu  uru  unuiuDv/U."zii  u  uiuiuu 

'iJ\J      Ull       CZZ^UU      UIU    Ull       LFVilLlUC    UUi^lT         UUU     LULU,       D^      Xv 


mgrooo 
^^  dioohargo  of  gaooo. 


twardly — opening    valvo    for   popmitting  tho 


■4.  An  aro  lamp  having  its  aro  onoloood  in  a  omall  tranoparont  er  tpans    20 


^^  luoont  onvolopo  oloood  air  tight  bolow  tho  are,  so  arranged  ao  to  maintain 
**  tho  gaooo  luminouo  in  oaid  onvolopo,  a  oloooly  fitting  opening  to  permit  food 

^^  the  top  of  tho  onvolopo  adjacent  to  tho  heated  gaooo. 

'^  1.  6.  An  arc  lamp  having  its  arc  enclosed  in  a  transparent  or  translucent 
"  envelope  provided  with  a  metallic  plug  having  a  closely  fitting  opening  to 
«<  permit  feed  of  the  positive  carbon,  and  means  for  permitting  escape  of  the 
"  gases  produced  by  the  arc. 

^^  2.  6.  An  arc  lamp  having  its  arc  enclosed  in  a  transparent  or  translucent 
*'  envelope  closed  air-tight  at  all  points  below  the  arc,  and  provided  with  a  plug  30 
•*  at  the  top  having  a  closely  fitting  feed  opening  for  the  positive  carbon. 

<^  3.  ?•  An  arc  lamp  having  its  arc  enclosed  in  a  transparent  or  translucent 
"  envelope  closed  air-tight  at  all  points  below  the  arc,  a  plug  in  the  top  of  the 
"  envelope  provided  with  a  closely  fitting  feed  opening  for  the  positive  carbon, 
^*  and  a  valved  opening  in  said  plug.  35 

^^  4.  8.  An  arc  lamp  having  its  arc  enclosed  in  a  transparent  or  translucent 
"  envelope  enclosed  air-tight  at  all  points  below  the  arc,  a  closely  fitting  opening 
**  in  the  top  of  the  envelope  to  permit  feed  of  the  positive  carbon,  and  a  heat 
"  non-conducting  wall  between  the  wall  of  the  envelope  and  the  feed  opening. 

"  5.  ©.  An  arc  lamp|  having  its  arc  enclosed  in  a  transparent  or  translucent  40 
**  envelope  closed  air-tight  at  all  points  below  the  arc,  a  plug  in  the  envelope 
"  above  the  arc  provided  with  a  closely  fitting  feed  openiukr  for  the  positive 
"  carbon,  and  an  outwardly  opening  gravity  valve  normally  closing  a  vent  for 
*^  the  gases  developed  by  the  arc. 

**  6.  10.  An  arc  lamp  having  its  arc  enclosed  in  a  transparent  or  translucent  45 
"  envelope  closed  air-tight  at  all  points  below  the  arc,  a  metallic  plug  in  the 
•'  top  of  the  envelope  provided  with  a  feed  opening  for  the  positive  carbon, 
"  and  an  annular    lining   of    yielding   fire-proof   material    such   as   asbestos 
**  producing  a  closely  fitting  wall  around  the  carbon. 

"  7.  44r.  An  arc  lamp  having  its  arc  enclosed  in  a  glass  envelope  provided 
"  with  a  closely  fitting  feed  opening  for  the  positive  carbon  at  the  top,  and  a 
**  gas-tight  metallic  cap  provided  with  a  threaded  rim  engaging  a  thread  on  the 
**  bottom  of  the  glass  envelope,  said  cap  having  a  metallic  socket  for  the  negative 
**  carbon. 


25 


50 
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10 


15 


20 


*'  8.  a.  An  arc  lamp  having  its  arc  enclosed  within  a  transparent  or  trans- 
"  lucent  envelope,  an  auxiliary  transparent  or  translucent  envelope  closed  on  all 
"  sides  surrounding  said  arc-enclosing  envelope,  and  feed  openings  in  the 
**  envelopes,  whereby  the  two  sides  of  the  arc-enclosing  envelope  are  maintained 
"  at  a  comparatively  uniform  temperature  and  fracture  is  avoided. 

*'  9.  43.  In  an  electric  arc  lamp,  the  combination  with  the  positive  and 
"  negative  electrodes,  of  an  enclosing  cylindrical  chamber  or  envelope  of  trans- 
<^  parent  material  surrounding  the  arc,  an  auxiliary  enclosing  transparent 
**  chamber  closed  on  all  sides,  and  a  conical  reflector  within  the  upper  end  of 
"  said  chamber  encircling  the  positive  carbon, 

*'  10.  44.  An  arc  lamp  having  its  arc  enclosed  within  a  transparent  or  trans- 
'^  lucent  envelope  provided  with  a  reflecting  cap  at  the  top,  said  envelope  being 
"  enclosed  in  an  auxiliary  outer  protective  envelope  also  provided  with  a 
"  reflecting  cap,  whereby  all  the  rays  of  light  thrown  upwardly  from  the  arc 
"  are  utilized  externally  of  the  lamp. 

^M-5.  In  ftn-olootrio  are  lamp,  the  oombinatien  with  the  movable  pooitivo 
^^  olootpodo,  of  an  onolooing  globe,  and  a  hood-eleeoly  fitting:  the  open  top  of 

**  the  purpose  doooribod,  "^ 

"  77.  i%.  An  arc  lamp  having  its  arc  enclosed  within  a  transparent  or 
"  translucent  envelope  provided  with  a  separable  top,  an  outer  transparent  or 
**  translucent  envelope  for  the  purpose  described,  said  outer  envelope  being 
"  closed  on  all  sides,  and  being  provided  with  detachable  cover. 


25  On  the  24th  of  March  1903  the  Jandus  Arc  Lamp  and  Electric  Company  Ld.y 
then  the  owners  of  the  Patent,  commenced  an  action  againat  the  Arc  Lamp  Ld. 
for  infringement  of  the  above-mentioned  Patent,  and  also  of  two  other  Patents, 
which  were  not  relied  on  at  the  trial,  the  usual  relief  being  claimed. 
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The  Statement  of  Olaim,  as  amended  after  the  amendment  of  the  Specifica- 
tion and  80  far  as  related  to  the  Patent  relied  on  at  the  trial  (hereinafter 
referred  to  as  "  the  Patent "),  alleged  that  the  Plaintiffs  were  the  owners  of  the 
same,  that  the  Specification  was  amended  as  aforesaid,  that  the  Patent  was 
valid,  that  the  original  claims  in  the  unamended  Specification  were  framed  in  S 
good  faith  and  with  reasonable  skill  and  knowledge,  and  that  the  Defendants 
had  infringed. 

The  amended  Particulars  of  Breaches  alleged  that  the  Defendants  had  at 
divers  times  previously  to  the  commencement  of  the  action,  and  subsequently 
thereto,  infringed  the  Patent  by  manufacturing,  selling,  and  using  electric  arc  10 
lamps  constructed  in  accordance  with  the  invention  described  and  claimed  in 
the  Specification  of  the  Patent ;  that  the  Defendants  on  or  about  the  24th 
of  November  1902  sold  to  Messrs.  Russell  and  Bussdly  of  49  Victoria 
Street,  Westminster,  an  electric  arc  lamp  constructed  as  aforesaid,  and  since  the 
date  when  the  Specification  No.  15,479  of  1893  was  amended  they  had  begun  15 
to  make  and  sell,  and  had  threatened  to  continue  to  make  and  sell,  lamps  which 
were  infringements  of  the  Patent ;  in  particular  on  the  25th  of  July  1904  they 
sold  one  such  lamp  to  N.  C.  PooU,  of  21  Spring  Bridge  Road  Ealing  W. ;  that 
all  the  said  electric  arc  lamps  were  infringements  of  Claims  1,  2,  8,  and  11  of 
the  amended  Specification  of  the  Patent.  20 

The  Defendants  by  their  Defence  denied  infringement,  and  alleged  that  the 
Patent  was  invalid,  and  denied  that  the  original  claims,  as  they  stood  in  the 
unamended  Specification,  were  framed  in  good  faith  and  with  reasonable  skill 
and  knowledge. 

The  amended  Particulars  of  Objections  alleged — (1)  that  the  alleged  invention  25 
was  not  new  at  the  date  of  the  Patent ;  that  the  alleged  invention  was  published 
in  this  realm  prior  to  the  date  of  the  Patent  in  the  following  Specifications  : — 


AnticipationB. 


GlaimB  in  amended 

Speoifioation  whioh  were 

anticipated. 


(a)  Brewer 

(b)  BeardsleCf  U.S.A. 

(c)  Staite 

(d)  Andre 

(e)  Lake 

(f)  Allison 

(g)  Baxter,  U.S.A. 
(h)  Jtistice 

(i)  Baxter,  U.S.A. 
(j)  Barton 


No.  3173  of  1882  ...^ 
No.  265,737  of  1882  ...  j 
No.  11,449  of  1846  ..." 
No.  •-;5G3  of  1881  ... 
No.  3795  of  1882  ... 
No.  2872  of  1883  ... 
No.  288,157  of  1883  ... 
No.  7962  of  1884  ... 
No.  306,998  of  1884  ... 
No.  19,914  of  J  891  ... 


All. 


30 


1  to  8  inclusive. 


35 


The  Defendants  intended  to  rely  on  the  whole  of  each  of  the  above  Specifica- 
tions ;  (2)  that  the  alleged  invention  was  not  proper  subject-matter  for  Letters 
Patent ;  that  the  Defendants  intended  to  rely  in  support  of  that'  objection  upon  40 
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all  the  prior  Specifications  set  out  in  paragraph  1  and  upon  the  common  general 
knowledge  relating  to  the  constrnction  and  working  of  electric  arc  lamps  and 
the  parts  thereof  ;  (3)  that  the  said  alleged  invention  was  not  nsef  al. 
*  The  Defendants*  lamp  had  an  inner  globe  of  a  diameter  which  varied  at 
&  different  parts  from  3|^  to  4  inches  or  thereaboats,  and  it  had,  as  the  Plaintiffs 
alleged,  air  tightness  of  the  inner  globe  with  means  of  egress  of  the  heated  gas. 
The  outer  globe  was  not  tightly  closed. 

Moulton  K.C.,  T,  Terrell  K.C.,  J.  G.  Graham^  and  A,  J.  Walter  (instructed 
by  Faithfull  and  Owen)   appeared  for  the  Plaintiffs ;   Bousfield  K.C.,  and 

10  J,  H.  Gh^ay  (instructed  by  Rackliam  A  Co,)  appeared  for  the  Defendants. 

Terrell  K.C.  opened  the  Plaintiffs'  case. — The  invention  was  one  for  the 
purpose  of  protecting  the  carbons  of  an  electric  arc  lamp  from  rapid  con- 
sumption. The  Patentee  enclosed  the  points  of  the  carbons  in  a  cylinder 
which  was  very  small  and  as  nearly  hermetically  sealed  as  possible,  and  he 

15  found  that  the  smaller  the  glass  the  longer  the  life  of  the  carbons,  whether  all 
the  oxygen  was  burnt  or  not.  The  object  is  to  keep  the  carbons  in  consumed 
air  and  in  as  small  a  chamber  as  possible  without  breaking  the  glass.  If  one 
gets  within  1^  inches  of  the  carbon  one  gets  the  best  advantage.  By  hermeti- 
cally sealing,  the  Patentee  increased  the  life  of  his  carbons  very  much.    The 

20  point  was  to  get  the  glass  as  near  as  possible  to  the  carbon  and  as  nearly  as 
possible  to  get  hermetical  sealing.  The  bottom  carbon  did  not  move,  so  he 
fixed  the  glass  to  this  and  had  at  the  top  of  the  glass  a  metallic  cap  with  a  hole 
for  the  carbon  to  go  through.  The  Patentee  gave  directions  for  getting  the  best 
result.     [The  amended  Specification  was  read.]     There  must  be  provision  for 

25  the  escape  of  the  heated  air,  although  in  practice  a  valve  is  not  necessary,  the 
heated  air  escapes,  although  air  cannot  get  in.  [Claims  1,  2,  8,  and  11  were 
read.]  The  Defendants  in  the  lamp  complained  of  have  an  opaque  glass 
cylinder  tapered  ;  it  is  1  inch  in  diameter  at  the  bottom  and  4  inches  near  the 
top  ;  it  has  the  top  sealed  with  a  metallic  cap  and  the  carbon  passing  through 

30  a  close-fitting  cap,  and  there  is  a  hermetical  seal  at  the  bottom.  The  Defen- 
dants introduced  at  the  bottom  a  small  hole  of  ^V  ^^  *^  \noh.  m  diameter.  The 
Defendants  get  60  hours  duration,  and  get  to  a  large  extent  the  advantage  of  the 
invention.  {^Bousfield  K.C.  said  subsequently  that  the  Defendants  did  not  send 
their  lamps  out  with  a  pin  hole,  and  he  would  not  rely  on  it.]     The  invention 

35  has  two  features — first,  the  globe  of  small  dimensions,  hermetically  sealed  by 
means  of  the  metal  cap  ;  secondly,  saving  the  glass  by  enclosing  it  in  an 
external  envelope,  which  oater  envelope  is  also  hermetically  sealed  as  nearly  as 
possible.  Enormous  utility  will  be  proved.  \_Bou8field  K.C. — My  point  on 
utility  is  that  the  utility  is  not  due  to  the  invention  but  to  the  improvements  in 

40  glass  and  the  carbons.] 

The  following  witnesses  were  called  for  the  Plaintiffs  : — James  Swinburne  ; 
P.  V.  Castell-EvanSy  who  was  in  the  Plaintiffs'  employ,  and  gave  evidence  as 
to  experiments  in  regard  to  the  life  of  the  Plaintiffs'  lamp  ;  and  Dugald  Clerk. 
In  the  course  of  the  cross-examination  of  Dugald  Clerks  Boicsfleld  K.C. 

45  proposed  to  ask  a  question  referring  to  the  Specification  in  its  unamended 
form.  [Kbkbwich  J. — Can  I  look  at  the  original  Specification  for  any 
purpose  ?]  Bousfield  K.C. — Yes,  I  want  to  show  that  there  is  no  reference 
to  smallness  of  size  in  reference  to  duration  of  the  carbons  as  part  of  my 
argument  that  in  the  Specification  as  it  originally  stood  smallness  only  had 

50  reference  to  luminosity.  [Moulton  K.C.  objected.]  The  authorities  are 
somewhat  chaotic  on  this  point.  Before  Moser  v.  Marsden  (13  R.P.C.  24)  a 
plea  was  often  raised  that  an  amendment  made  an  invention  larger  than  or 
different  from  that  originally  claimed.  A  Patentee  cannot  by  amendment  get 
in  something  not  there  before.    ''  Different "  means  a  change  of  character  in 

55  the  invention.  In  Moser  y,  Marsden  liv^B.'A  held  in  the  House  of  Lords  that 
this  plea  could  not  be  raised.  ^Moulton  K.C. — That  was  on  account  of  sub- 
section (9)  of  section  18,  which  says  the  amendment  shall  be  conclusive.]    But 
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in  construing  the  Specification  it  is  necessary  for  the  safety  of  the  public  that  one 
should  be  entitled  to  refer  to  the  original  Specification,  otherwise  the  amended 
Specification  might  be  construed  so  as  to  make  the  invention  larger  than  or 
different  from  that  originally  claimed.  [Lord  WcUaon'a  judgment  in  Moser  v. 
Marsden  was  referred  to.]  The  House  of  Lords  did  not  say  that  one  could  not  5 
consider  the  original  Specification,  and  in  fact  did  so  ;  the  whole  matter  was  fully 
argued  on  that  footing.  The  decision  leaves  intact  the  right  to  refer  to  the  original 
Specification  for  the  purpose  not  of  saying  that  there  was  a  difference  from  the 
original  invention  claimed,  but  for  the  purpose  of  saying  it  is  the  same.  The 
question  has  not  been  discussed  except  in  Hattersley  v.  Hodgson  (21  R.P.C.  519).  10 
An  entirely  different  use  was  there  attempted  to  be  made  of  the  original  Specifi- 
cation. Here,  first,  I  want  to  refer  to  the  original  Specification  on  a  scientific 
question — ^whether  smallness  of  the  globe  has  a  bearing  on  the  duration  of  the 
carbon  and  not  only  on  the  point  of  luminosity.  I  could  refer  to  it  as  a  document 
emanating  from  the  Patentee.  It  is  as  though  the  Patentee  had  written  a  scientific  15 
jiaper.  I  admit  that  in  an  ordinary  contract  a  deleted  clause  cannot  be  referred  to 
on  construction,  and  that  was  the  point  in  Hattersley  v.  Hodgson  ;  but  here  there 
is  a  Statute  which  says  that  an  invention  shall  not  be  enlarged.  If  ever  there 
is  a  suspicion  that  a  Patentee  is  putting  forward  a  construction  larger  than  that 
originally  claimed,  justice  requires  that  he  should  be  held  in  check  by  a  20 
reference  to  the  original  Specification.  [Kbkbwich  J.— As  to  construction, 
that  does  not  affect  questions  to  witnesses.]  I  propose  to  ask  the  following 
question  :  Is  there  any  reference  in  the  Specification  to  smallness  of  size  except 
in  relation  to  producing  a  large  flame  which  has  got  to  fill  a  tube  of  small 
diameter  ?    [Kbkbwioh  J.  refused  to  allow  the  question  to  be  put.]  2ft 

Bousfield  K.C.— Referring  to  page  3,  line  45, 1  should  like  to  ask  Mr.  CUrh  as 
a  scientific  witness  whether  the  light  is  not  the  same  as  that  referred  to  in  the 
deleted  words  at  page  2,  line  40?  [Kbkbwich  J.  refused  to  allow  the 
question  saying  that  the  office  of  a  scientific  witness  was  to  assist  the  Court 
from  his  scientific  experience  as  to  scientific  terms,  but  not  as  to  the  constructibn  30 
of  ordinary  English.] 

The  question  whether  the  deleted  parts  might  be  referred  to  for  the  purpose 
of  construction  was  left  to  be  dealt  with  in  the  arguments. 

On  the  16th  of  January  Bousfield  K.C.  applied  for  an  opportunity  of  making 
experiments  to  meet  the  Plaintiffs'  evidence  as  to  experiments  made  by  them.  35 
[Kbkbwich  J. — ^The  question  of  fact  is— Does  the  adoption  of  the  Patentee's 
directions  ensure  an  increase  in  the  duration  of  the  carbons  ?]  That  is  as  com- 
pared with  some  of  the  alleged  anticipations  ;  the  question  is  a  relative  one. 
The  Defendants  want  to  take  the  Plaintiffs'  lamp  and  some  of  the  anticipations 
and  test  whether  there  is  any  difference  as  to  consumption  of  carbons.  40 

Moulton  K.C. — It  would  be  a  great  disadvantage  to  the  Plaintiffs  if  experi- 
ments are  allowed  to  be  made  after  the  close  of  their  case. 

E[bkbwich  J.  said  that  the  application  had  better  be  renewed  later. 

On  the  conclusion  of  the  Plaintiffs'  case,  Bousfield  K.C.  opened  the  Defen- 
dants' case. — This  is  almost  an  unique  case.    The  Specification  is  only  for  details.  45 
[Kbkbwich  •/. — It  would  be  convenient  now  to  argue  the  point  whether  the 
erased  parts  of  the  Specification  can  be  referred  to.    Take  the  case  of  an  item 
being  struck  out  of  the  schedule  to  a  deed  and  the  deed  re-executed ;  could  the 
erased  words  be  referred  to  on  a  question  of  construction  ?]    Not  on  a.dry 
question  of  construction,  though  it  might  be  on  a  question  of  mistake.     But  50 
that  case  is  one  of  parties  making  an  agreement  and  competent  to  alter  it.    This 
is  a  case  where  it  is  desired  to  refer  to  the  parts  struck  out,  not  merely  on  con- 
struction ;  for  a  Patentee  can  only  amend  in  a  certain  way,  and  he  ought  not  to 
be  allowed  to  get  an  amendment  upon  one  construction,  and  then  to  seek  to  put  a 
wider  construction  on  the  amended  Specification.     The  Law  Officer  only  has  to  55 
consider  whether,  looking  at  the  original  and  the  amended  Specification,  the  scope 
of  the  invention  is  enlarged.  [Kbkbwich  J. — ^The  Statute  says  that  the  amendment 
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is  to  be  conclusive.]  It  is  still  conclnsive  though  the  Court  looks  at  the  original 
to  prevent  the  Patentee  putting  a  wider  construction  on  the  amended  Specifica- 
tion.  Here,  I  say,  that  the  Specification  is  not  enlarged  if  properly  construed. 
In  Moser  v.  Marsden  the  House  of  Lords  said  that  one  could  look  at  the  deleted 
i  parts,  and  they  in  fact  held  the  Patentee  had  not  extended  the  scope  of  the 
grant  The  House  of  Lords  said  that  one  cannot  look  at  the  original  to  say 
that  the  construction  is  altered.  Here,  I  say,  that  it  is  not  altered.  One  is 
entitled  to  look  at  the  original  language  to  prevent  the  Patentee  doing  what  he 
is  debarred  from  doing,  namely,  extending  the  grant.    There  is  no  inconsistency 

10  between  the  decision  of  the  House  of  Lords  and  of  the  Court  of  Appeal. 
[Kekbwich  J. — Is  it  a  judgment  of  the  House  of  Lords  on  the  point  ?  It  was  not 
so  treated  by  the  Master  of  the  Rolls  in  HaiUraley  v.  Hodgson.]  The  fact  is  that 
the  House  did  consider  both  the  original  and  amended  Specifications.  I  am 
precluded  from  saying  that  the  amendment  is  wrong,  but  not  from  preventing 

15  the  Plaintiffs  from  putting  a  construction  on  it  that  would  make  the  amendment 
wrong.  [Kbkbwioh  J, — Suppose  that  there  was  a  sentence  that  was  nonsense, 
could  the  original  be  looked  at  for  the  purpose  of  remedying  a  slip  ?]  In 
Beaaon  Manufacturing  Company  v,  Moy  (20  R.P.C.,  page  211,  line  V6)  the 
Master  of  the  Rolls  referred  to  a  part  of  the  Specification  cut  out.    The  question 

20  here  has  not  been  decided  by  the  Court  of  Appeal,  namely,  whether  the  original 
can  be  referred  to  for  the  purpose  of  keeping  the  Patentee  within  the  limits  of 
his  original  Specification. 

Grray  followed. — The  section  forbids  the  Patentee  from  extending  his  inven- 
tion.    Assuming  that  two  constructions    of  an  amended    Specification    are 

25  possible,  one  wide  and  one  narrow,  one  can  refer  to  the  original  Specification 
for  the  purpose  for  preventing  the  wide  construction  being  adopted.  Beason 
Manufacturing  Company  v.  Moy  really  covers  the  point  here.  We  do  not 
say  the  amendment  is  bad,  but  that  the  invention  would  be  enlarged  if  a 
construction  is  put  on  it  such  as  the  PlaintiflPs  now  contend  for. 

30  MouUon  K.C. — On  principle  and  authority  the  deleted  parts  cannot  be  referred 
to.  [Kbkbwioh  J. — As  at  present  advised  I  do  not  think  it  matters  whether 
a  Patent  is  to  be  regarded  as  a  grant  from  the  Crown  or  as  a  bargain  between 
the  Crown  and  the  subject.]  Once  altered,  the  Specification  is  authoritative  and 
the  alteration  cannot  be  challenged.     This  has  been  so  held  in  all  Courts. 

35  In  Moser  v.  Marsden  there  was  a  plea  which  was  good  under  the  Act  of  1852, 
but  the  Act  of  1883  made  what  the  Comptroller  did  final,  except  in  case  of  fraud, 
The  subsection  is  to  guide  the  Comptroller,  but  his  decision  is  final.  In  Moser 
V.  Marsden^  two  of  the  judgments  distinctly  held  that  the  plea  was  excluded  by 
the  amendment.    I  do  not  understand  what  Lord  Watson  meant  unless  it  was 

40  to  explain  a  term  of  art  used  by  the  Patentee.  The  decision  in  HcUtersley  v. 
Hodgson  decides  the  point  exactly  and  on  general  principles  not  confined  to 
Patent  cases,  so  that  is  a  very  strong  decision,  following  out  what  was  said 
by  Lord  Davey  and  Lord  Shand  in  the  House  of  Lords.  [Kbkbwioh  J. — 
In  wills  on  printed  forms  I  have  often  to  look  at  parts  struck  out.]    There 

45  one  has  to  ascertain  the  intention  of  a  person  not  under  any  contractual 
relations.  As  to  Reason  Manufacturing  Company  v.  Moy  the  adteration  was 
not  used  for  construction,  but  only  as  a  letter  written  by  the  Patentee  might 
have  been  referred  to.  The  Specification,  as  amended,  must  be  taken  as  the 
original  Specification  for  all  purposes. 

50  Terrell  K.C.,  followed. — In  construing  a  Specification  as  opposed  to  wills, 
one  has  not  to  ascertain  what  the  intention  was  in  the  mind  of  the  writer,  but 
what  was  told  to  the  public ;  no  other  document  can  be  referred  to  to  show 
intention. 

Bousfield  K.C.,  in  reply. — The  argument  on  Moser  v.  Marsden  assumes 

55  wrongly  that  I  am  arguing  that  the  amendment  was  invalid.  The  passages  on 
that  point  in  that  case  do  not  touch  the  argument  here.  No  such  point(Was 
before  the  Court  in  HcUtersley  v.  Hodgson.    The  object  of  the  Defendants  there 
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was  to  refer  to  the  original  Specification  to  show  that  the  claim  in  it  was 
broader. 

Kbkbwich  J.  decided  that  the  deleted  passages  could  not  be  referred  to,  but 
stated  that  he  would  deal  with  the  matter  more  fully  when  dealing  with  the 
rest  of  the  case.  5 

Bous/ie/d  K.C.  then  proceeded  with  the  opening  of  the  Defendants'  case,  and 
read  the  amended  Specification,  and  continued: — ^In  the    Specification    the 
smallness  of  size  has  nothing  to  do  with  the  matter  of  duration.    The  object 
stated   is  a  double  one — increasing  the  life  of  the  carbons  and  improving  the 
quality  of  the  light.    "  Sufficiently  close  in  fit  to  just  permit  of  the  feed  "  is  10 
very  like  Bsardslee's  statement.    The  location  of  the  arc  near  the  top  of  the 
envelope  is  said  to  prevent  the  waste  of  the  carbons.    The  two  difficulties  stated 
are  the  opening  being  too  large  and  the  exposure  to  draughts.    The  size  of  the 
inner  envelope  is  stated,  not  to  increase  the  light,  but  to  give  an  agreeable  light. 
The  small  hole,  not  the  smaller  globe,  is  relied  on  as  increasing  the  life  of  the  15 
carbon.    It  is  now  said  that  the  auxiliary  globe  has  to  do  with  the  life  of  the 
carbon ;  that  is  not  the  object  of  it  in  the  Specification.    The  Claims  have  no 
reference  to  smallness  and  are  not  "  substantially  as  described."    If,  as  the 
Plaintiffs  contend,  the  smallness  of  size  is  brought  in,  the  limits  put  must  also 
be  brought  in.    It  is  true  that  a  I^atentee  is  not  bound  to  say  how  near  an  20 
infringer  may  come,  but  there  is  no  statement,  except  the  limits  given,  by  which 
the  public  can  test  how  near  they  may  come.    The  Patentee  says  that  the 
chamber  is  to  be  "  preferably  of  a  bottle  shape,"  but  it  is  said  Beardslee  is 
liable  to  break  on  account  of  having  that  shape.     The  slow  consumption  is  in 
the  Specification  put  not  as  the  result  of  smallness,  but  of  air-tightness.  Taking  25 
Claim  2,  there  is  reference  to  closely  fitting  but  not  to  size.    The  only  point  of 
distinction  from  Andre  is  that  the  latter  is  bigger,  and  the  Patentee  could  have 
said  that  Andre  was  an  infringement  of  Claim  2,  where  size  is  not  brought  in. 
Andre  is  therefore  an  anticipation.    The  whole  theory  stated  is  independent 
of  size.    The  advantage   of  slow  consumption  is  said    to   arise    from    other  30 
points  and  not  from  small  size.    The  small  size  is  not  an  essential  to  the  inven- 
tion.   Everything  else  that  is  material  to  the  invention  is  found  in  Andre.  One 
object  of  the  small  size  is  stated  to  be  the  character  of  the  light.    Another  is  also 
given,  namely,  that  lower  resistance  is  obtained,  the  result  being  that  lower  voltage 
is  necessary.    The  Defendants  have  not  the  limits  of  size  and  do  not  use  a  small  35 
size  for  either  of  these  objects.    The  Defendants  get  the  advantage  of  endurance 
of  the  carbon  but  not  by  size.      In  fact  a  lamp   having  measurements  of 
4^  inches  and  3^  inches  is  the  smallest  lamp  which  the  Defendants  have  made. 
[Kbkbwich  J. — It  is  on  the  Plaintiffs'  evidence  smaller  than  anything  made 
before  the  Patent.]    The  result  stated  as  to  resistance  does  not  as  a  scientific  40 
fact  flow  from  smallness  of  size.    The  Defendants'  lamp  has  got  old  points 
such  as  air-tightness  but  not  smallness  of  size,  but  gets  as  good  results.    The 
reference  to  "  smoking  "  in  the  Specification  bears  out  the  contention  that  the 
difficulty  at  the  date  of  the  Patent  was  getting  good  carbons.    As  to  the  outside 
envelope,  in  the  Defendants'  lamp  instead  of  being  closely  fitting  has  airholes  45 
of  considerable  size.    Outer  envelopes  were  old,  although  not  tight-fitting  ones. 
The  old  ones  were  simply  to  prevent  draughts.    As  to  the  Claims,  Claim  1 
refers  entirely  to  Fig.  2  as  the  metallic  plug  is  to  have  a  closely  fitting  opening. 
So  also  Claim  2.    In  Claim  6  tha  words  are  "feed  opening"  not  "closely 
"  fitting,"    and    so    in    Claims    8  and    11.    The  Claims  are  really   detailed  50 
Claims,  but  if  a  wide  construction  is  put  on  them,  they  are  invalid.    As  to 
the   anticipations,    it    does  not  matter  that  they  have  not  been  worked  if 
they  will  work.     As  to  the  principle  of  lamps  of  this  kind,  the  light  does  not 
depend  on  consumption  of  the  carbons,  and  it  was  known  that  a  practical  sealing 
up  was  good  to  prevent  such  consumption,  and  that  the  way  to  do  this  was  to  55 
make  the  passages  for  ingress  and  egress  of  air  small.    All  this  is  in  the  antici^ 
pations.     The  whole  problem  was  solved  by  Beardslee.    The  Plaintiffs  say. 
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first,  that  his  globe  is  too  big,  but  an  inch  or  two  in  size  really  makes  no 
difference.  The  anticipations  show  how  well  the  principle  of  reducing  the  con- 
sumption of  the  carbons  was  known.  Andre^  Allison^  and  Baxter  are  distin- 
guished by  the  Plaintiffs  on  the  point  of  size.  This  is  a  mere  question  of 
5-  degree,  not  one. of  kind.  Here  there  were  many  different  degrees  of  size  pre- 
yiously  suggested.  The  Plaintiffs*  experiments  only  show  that  it  is  a  question 
of  degree.  It  is  submitted  that  there  is  no  subject-matter.  The  Patentee 
cannot  patent  over  again  old  things,  merely  altering  the  size.  In  incaadescent 
lighting,  cerium  is  bad  in  large  quantities  but  good  in  a  small  percentage ;   that 

10  is  a  difference  in  kind.  Here  more  or  less  in  size  produces  merely  a  difference 
of  degree  and  there  is  no  subject-matter.  As  to  size  in  the  Specification,  hori- 
zontal diameter  is  the  thing  put  forward  as  important,  but  one  may  have  any 
desired  length.  Our  contention  is  that  the  question  is  one  of  capacity.  As  to 
the  double  enclosure,  claimed  in  Claim  11,  the  Defendants  have  not  that. 

15 '  The  following  witnesses  were  called  for  the  Defendants,  namely,  Professor 
Sylvanics  P.  Thompson  and  Professor  J.  G.  Corm^ick. 

At  this  stage  the  case  was  adjourned  to  allow  of  the  Defendants  to  make 
experiments,  and  then,  if  they  should  think  fit,  to  apply  for  leave  to  adduce 
further  evidence.     On  the  30th  of  January,  BousfieFd  K.C.  applied  for  such 

20  leave.  ESKEWIGH  J,  said  that  he  had  allowed  the  adjournment  because  the 
Defendants  had  stated  that  they  were  taken  by  surprise  by  the  Plaintiffs'  experi- 
ments, but  that  the  Plaintiffs  ought  now  to  be  protected  from  surprise,  and 
therefore  particulars  of  the  Defendants'  experiments  should  be  given  to  the 
Plaintiffs.    It  was  arranged  that  the  Defendants  should  show  to  the  Plaintiffs' 

25  experts  the  exact  arrangement  used  in  the  Defendants'  experiments.  On  the 
13th  and  15th  of  February  further  evidence  was  given,  Professors  Cormack  and 
Thompson  being  re-called  for  the  Defendants,  and  Messrs.  Swinburne  and 
Adams  for  the  Plaintiffs.  A  further  adjournment  was  then  allowed  for  the 
Plaintiffs  to  repeat  certain  experiments  made  by  the  Defendants  between  the 

30  13th  and  15th  of  February,  and  on  the  20th  of  February  Professor  Cormack  and 
Messrs.  Swinburne  and  Adams  were  again  re-called. 

Ohray  summed  up  the  Defendants'  case. — The  only  object  dealt  with  by  the 
Patentee  is  to  increase  the  life  of  the  carbons.  The  only  source  of  waste  is  the 
union  of  the  carbon  with  the  oxygen  of  the  air      A  certain  portion  may  also  . 

35  become  deposited  on  the  walls  of  the  envelope  ;  but  the  Patentee  has  described 
no  means  to  prevent  that.  There  never  was  any  difficulty  in  getting  any 
quantity  of  air  required.  It  is  the  quantity  of  air  which  is  of  importance  and 
not  the  size  of  the  envelope.  There  is  only  one  practical  direction  in  the 
Specification  as  to  size,  and  that  is  as  to  horizontal  diameter  and  not  as  to 

40  capacity.  It  is  not  given  as  being  of  the  essence  at  all.  There  is  nothing  in 
the  Claims  to  show  that  a  small  globe  is  an  infringement.  The  point  of  the 
first  Claim  is  tightness,  and  the  same  is  true  as  to  the  second  Claim.  The 
experiments  show  that  tightness,  not  size,  is  the  important  thing.  As  to  the 
alleged  anticipations,  the  only  suggested  difference  between  Beardslee  and 

45  Howard  was  that  there  was  not  a  tight  enough  fit  in  Beardslee ;  but  that  was 
abandoned,  and  it  is  submitted  that  it  is  an  absolute  anticipation.  Andre  has 
been  attempted  to  be  distinguished  in  the  point  of  size ;  but  with  a  globe  of 
12  inches  diameter  it  had  a  life  of  104  hours.  So  also  with  Allison — ^the  only 
difference  is  size,  and  it  is  for  the  Plaintiffs  to  establish  that  that  is  of  importance. 

50  Boater  and  Justice  show  that  the  advantages  of  air  tightness  were  known.  It 
is  of  importance  that  no  lamp  made  according  to  the  drawings  to  the  Howard 
Specification  has  ever  been  put  on  the  market.  As  to  infringement 
the  outer  globe  of  the  Defendants'  lamp  is  not  sealed,  so  that  Claims 
8  and  11,  which  include  an  outer  sealed  globe,  are  not  infringed.     Then 

55  as  to  the  first  and  second  Claims,  there  is  nothing  in  them  as  to  size. 
Even  if  size  is  to  be  read  into  these  Claims,  it  must  be  with  the  express  limit  of 
^  not  to  exceed  three  inches "  contained  in  the  Specification,  and  at  no  point 
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is  the  diameter  of  the  inner  globe  of  the  Defendants*  lamp  within  that  limit 
As  to  sabject-matter,  I  will  assume  that  the  Plaintiffs'  constraction  of  the 
Specification  is  right,  and  that  tightness  alone  apart  from  size  will  not  give  the 
prolongation  of  the  life  of  the  carbons.  There  never  has  been  a  case  in  which 
a  mere  alteration  of  size  has  been  held  to  be  subject-matter  for  a  Patent,  even  5 
though  it  produces  a  better  result ;  there  must  be  a  new  result  or  a  new  article 
requiring  invention  in  the  production  of  it.  A  mere  addition  to  knowledge 
is  not  subject  for  a  Patent — ^for  instance,  the  discovery  that  a  known  machine 
can  produce  certain  effects ;  but  there  must  be  invention  (Moser  v.  Marsden^ 
10  R.P.C.  350;  and  Lane-Fox  v.  Kensington  and  Knightshridge  Electric  10 
Lighting  Company^  9  R.P.C.  413).  Here  the  alleged  discovery  that  the 
smaller  the  globe  the  longer  the  life  of  the  carbons  is  one  of  a  principle,  and 
there  is  no  invention  whatever  in  applying  it.  Further,  if  tightness  alone 
produces  the  result,  there  is  no  subject-matter,  for  anyone  could  obtain 
whatever  degree  of  that  he  wanted.  And  this  is  so  also,  although,  for  a  15 
particular  tightness,  the  addition  of  the  element  of  size  may  assist.  As  to  size, 
I  rely  on  the  following  cases  : — Kay  v.  Marshall  (2  Webst.  P.O.  34,  at  pages  74 
and  78)  ;  Herrhurger  v.  Squire  (5  R.P.C.  581)  ;  Edison  and  Swan  United 
Electric  Light  Company  v.  Woodhouse  and  Bawson  (4  R.P.C.  79) ;  and  Same 
V.  Holland  (5  R.P.C.  459,  and  6  R.P.C.  243).  These  cases  show  that  a  mere  20 
alteration  of  size,  giving  a  better  result,  cannot  be  subject-matter  for  a  Patent ; 
but  it  may  if  it  produces  a  result  different  in  kind  and  there  is  invention 
in  making  the  alteration.  As  to  utility,  if  the  directions  given  in  Howard^s 
Specification  are  followed,  the  globe  is  blackened  by  the  deposit  of  carbon 
on  it.  25 

Kekbwich  (7. — Mr.  Moultonj  I  propose  to  hold  that  Howard  has  claimed  to 
have  invented  a  lamp  enclosed  in  a  small  envelope  practically  tight,  yet 
allowing  the  escape  of  gases  at  the  top,  and  that  he  has  thereby  attained,  what 
he  claimed  to  have  attained,  an  increase  in  the  life  of  the  carbon  ;  further,  that 
that  has  been  commercially  useful,  and  was  not  anticipated.  I  do  not  want  to  30 
hear  you  on  infringement,  but  I  do  wish  to  hear  you  on  the  question  of  subject- 
matter. 

Moulton  K.C.  in  reply. — On  that  I  submit  that  the  cases  cited  are  really  in 
the  Plaintiffs*  favour.  In  Kay  v.  Marshall^  Lord  Cottenham^  L.C.,  said  that  if 
the  Patentee  had  discovered  any  means  of  using  the  machine  which  the  world  35 
had  not  known  before  the  benefit  of,  that  he  had  a  right  to  secure  to  himself  by 
means  of  a  Patent.  But  in  fact  the  mode  of  user  was  known  before,  for  varying 
distances  of  rollers  had  been  used.  In  both  the  Edison  Jb  Swan  cases,  the 
Patent  in  question  was  supported,  although  the  conductor  used  only  differed  in 
size  from  what  had  been  proposed  before,  but  it  produced  a  great  practical  ^ 
result.  A  change  of  scale  may  be  a  most  important  practical  step.  In  the 
present  case  there  was  no  enclosed  lamp  before  the  Patent ;  by  following  the 
Patentee's  directions  as  to  the  small  opening  and  the  small  globe,  success  is 
given.  As  to  Lane-Fox^s  case  there  was  no  new  machine  or  new  saleable 
article  and  no  invention ;  it  was  simply  a  new  use.  ^5 

Judgment  was  reserved  and  delivered  on  the  28th  of  February  1905. 

Kekbwich  J. — As  usual  at  the  conclusion  of  the  arguments  in  a  Patent  case 
you  find  that  the  primary  object  of  decision  is  to  construe  the  Specification — 
that  is  to  ascertain  from  the  Patentee's  own  statements  whether  the  monopoly 
which  he  alleges  the  Defendant  to  have  infringed  is  thereby  sufficiently  50 
described  and  claimed.  But  one  is  met  here  with  the  preliminary  question, 
viz.,  what  is  the  Specification  which  it  is  the  duty  of  the  Court  to  construe  ? 
The  original  Specification  has  been  largely  amended,  and  the  amendments  have 
been  effected  merely  by  the  erasion  of  certain  passages  and  words.  Amend- 
ments may  also  be  made  by  the  addition  of  language  modifying  the  original,  or 
by  the  substitution  of  new  language  for  some  erased,  or  by  a  combination  of  all, 
or  any  two  of  those  methods.    Here  there  is  simple  erasion.    The  question  is 
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whether  for  the  purpose  of  construing  the  Specification  as  it  now  stands,  which 
is  nndoabtedly  the  instrument  to  be  construed,  I  am  at  liberty  to  read,  and 
consider,  the  erased  language.  Before  adverting  to  any  authorities,  or  to  the 
provisions  of  the  Act  of  1883,  let  me  consider  it  as  a  question  of  principle.  It 
5  seems  to  me  that  thus  considered  the  question  admits  of  only  one  answer.  The 
intention  of  the  parties  to  a  document  must  be  ascertained  from  the  language 
in  which  that  intention  is  expressed,  and  there  is  no  reason  for  treating  a 
Specification  differently  from  other  documents,  whether  it  be  regarded  as  a 
grant  from  the  Crown,  or  a  contract  between  the  Patentee  and  the  public.    Here 

10  the  amended  Specification  is  the  document  on  which  the  Plaintiffs  are  suing, 
and  which  the  Defendants  contend  is  either  invalid,  or  does  not  disclose  an 
invention  which  they  have  infringed,  and  therefore  unless  an  exception  can  be 
established  in  favour  of  documents  of  this  particular  character  the  amended 
Specification  alone  can  be  read  in  order  to  establish  the  true  construction 

15  thereof.  In  the  course  of  the  arguments  there  occurred  to  me  several  illus- 
trations of  the  practical  application  of  this  principle.  I  will  mention  one  only. 
Suppose  that  after  the  execution  of  a  conveyance  the  parties  agree  that  one  item 
of  property  shall  be  excluded  from  the  parcels,  and  instead  of  engrossing  the 
conveyance  afresh  they  strike  out  that  item,  and  re-execute  the  original  deed, 

20  and  then  a  question  arises  what  property  passed  by  the  conveyance.  Could  it 
on  the  pure  question  of  construction  be  contended  that  reference  might  be 
made  to  the  erased  words  .^  I  think  not.  It  is  of  course  often  necessary  in 
construing  one  document  to  refer  to  others.  For  instance  in  construing  an  Act 
of  Parliament  one  frequently  has  to  refer  to  earlier  Acts  on  the  same  subject, 

25  and  in  construing  Rules  of  Court  one  has  to  refer  to  old  Rules  ;  but  this  is  done 

in  order  to  instruct  the  mind  respecting  the  circumstances  under  which  the  Act 

was  passed,  or  the  Rules  were  made,  and  not  otherwise  to  affect  the  construction. 

So  far  I  have  dealt  with  the  question  independently  of  authority,  but  there  is 

at  least  one  authority  which  decisively  supports  my  view.     I  refer  to  Hattersley 

30  V.  Hodgson  (21  R.P.C.  517)  where  the  Master  of  the  Rolls  says  :  "  It  is  a  matter 
^^  of  history  in  this  case  that  the  original  Specification  has  been  amended,  and 
*'  certain  parts  of  it  have  been  deleted,  but  in  construing  this  Specification  I 
"  propose  to  omit  those  parts  that  are  deleted,  and  in  doing  so  I  think  I  am 
^'  acting  upon  the  authority  of  the  House  of  Lords.*'    He  then  refei*s  to  the  case 

35  of  Inglis  v.  Buttery  (L.R.  '6  App.  Cas.  552)  in  which  the  House  of  Lords  declined 
to  consider  for  the  purpose  of  interpreting  the  intention  of  the  p  irtie.^  the  deleted 
words  in  a  contract,  and  he  adds  :  "  that  for  the  purpose  of  construction  you 
"  could  not  look  at  that  which  had  originally  been  there,  but  which  had  been 
**  deleted.'*    It  is  argued  that  this  is  inconsistent  with  the  decision  of  the  House 

40  of  Lords  itself  in  Moser  v.  Marsdtn  (13  R.P.C.  24).  There  also  a  Specification 
had  been  amended,  and  the  Defendant  pleaded  that  by  the  amendment  the 
Patentee  had  enlarged  his  claim.  In  the  passages  on  which  reliance  is  placed 
the  learned  Lords  who  took  part  in  the  decision  were  dealing  only  with  this 
plea,  and  they  were  not  at  all  considering  whether  deleted  words  might  be 

45  referred  to  for  the  purpose  of  construing  the  amended  Specification.  Lord 
WatsoHj  whose  written  Judgment  had  been  read  by  the  Lord  Chancellor  and 
was  approved  by  him,  said  "  The  claim  as  it  stood  before  the  amendment  cannot 
'^  be  competently  referred  to  except  as  an  aid  in  the  construction  of  its  language 
"  ufter  amendment."     It  is  impossible  to  regard  this  as  a  decision  that  what 

50  had  been  deleted  could  be  referred  to  for  the  purpose  of  construing  the 
amended  Specification,  and  it  is  to  be  observed  that  in  the  case  before  the  Court 
of  Appeal,  to  which  I  have  above  referred,  Moser  v.  Marsden  was  cited.  The 
Master  of  the  Rolls  could  not  have  expressed  himself  so  distinctly,  and 
positively  on  the  point  if  Lord  Watson's  language  could  have  been  properly 

55  regarded  as  an  authority  on  the  other  side. 

lOven  if  my  view  of  the  principle  be  incorrect,  and  my  conclusion  from  the 
authorities  erroneous,  \  tl^ink  tl^at  the  Patent  Act,  1883,  section  18,  precludes 
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the  Defendants  from  referring  to  the  erased  lines  in  support  of  their  argument 
on  the  construction  of  the  amended  Specification.     That  enactment  enables 
applications  for  leave  to  amend  and  oppositions  thereto  to  be  heard  by  the  Conap- 
troller,  with  a  right  of  appeal  to  the  Law  Officer,  and  provides,  by  subsection  8 : 
'^  No  amendment  shall   be  allowed  that  would  make    the  Specification,  as  5 
''  amended,  claim  an  invention  substantially    larger   than,    or  substantially 
"  different  from,  the  invention  claimed  by  the  Specification  as  it  stood  before 
^'  amendment/*    This,  standing  alone,  might  not  prevent  a  contention  that  an 
amendment  allowed  was,  notwithstanding  the  allowance,  irregular ;   but  that  is 
set  at  rest  by  subsection  9,  which  is,  "  Leave  to  amend  shall  be  conclusive  as  to  10 
'^  the  right  of  the  party  to  make  the  amendment  allowed,  except  in  case  of 
*'  fraud ;  and  the  amendment  shall  in  all  Courts,  and  for  all  purposes,  be  deemed 
"  to  form  part  of  the  Specification."    Does  not  this  exclude  the  reference  to  the 
erased  lines  for  which  the  Defendants  contend  ?    In  order  to  answer  that  ques* 
tion  it  is  necessary  to  ascertain  for  what  purpose  the  Defendants  desire  to  refer  15 
to  them.     I  had  some  difficulty  in  following  the  argument  on  this  point,  and 
even  after  studying  the  notes  of  that  argument  the  difficulty  is  not  entirely 
removed,  but  if  I  apprehend  the  argument  correctly  it  amounts  to  this — It  may 
be  that  on  the  true  construction  of  the  amended  Specification,  standing  alone, 
the  Plaintiffs  are  right,  and  that  there  is  to  be  found  in  it  what  they  say  the  20 
Patentee  claims ;   but  if  we  read  the  whole  original  Specification  we  shall  see 
that,  on  the  construction  of  that  whole,  there  never  was  in  it  what  is  now  said 
to  be  in  the  amended  Specification,  and  it  will  be  found  that  what  is  alleged  to 
be  in  the  amended  Specification  could  not  have  been  established.    In  other 
words  they  say  that  by  erasing  certain  lines  of  his  Specification  the  Patentee  has  25 
made  what  remains  claim  something  which  was  not  claimed  before.    This  is  to 
make  the  amended  Specification  claim  an  invention  substantially  larger  than, 
or  substantially  different  from,  the  invention  claimed  by  the  Specification  as  it 
stood  before  amendment,  and  that  is  precisely  what  the  Statute  says  shall  be 
conclusively  negatived  by  the  allowance  of  the  amendment.      In  Moaer  v.  30 
Marsden  the  House  of  Lords  distinctly  decided  that  such  a  reference  to  the 
erased  parts  is  impossible.     I  will  not  again  quote  what  was  said  by  Lord 
Wat8on^  but  Lord  Shand^s  language  is  to  the  same  effect,  without  mention  of 
any  possible  exception;   and  Lord  Davey  said,  ''The  Appellant  cannot,  of 
"  course,  complain  of  any  irregularity  in  the  amendment,  and  no  such  irregn-  35 
'*  larity,  if  there  be  any,  will  affect  the  validity  of  the  Patent.      In  my  opinion, 
"  to  admit  the  Plaintiffs'  argument  would  be  to  contravene  the  express  provi- 
**  sions  of  the  Statute,  and  to  re-introduce  the  mischief  which  that  Statute  was 
"  intended  to  obviate."     I  ought  not  to  leave  this  point  without  referring  to  a 
case  cited  by  the  Defendants  {Reason  Manufacturing  Go.  Ld.  v.  Ernest  E,  40 
Moy  Ld.^  20  R.P.C.  205),  in  which  it  is  contended  the  Master  of  the  Bolls  did 
allow  reference  to  the  original  Specification.    The  passage  in  which  he  is  said 
to  have  done  this  is  on  page  211  of  the  Report.    The  Master  of  the  Rolls  seems 
to  me  to  have  said  there,  as  clearly  as  he  has  said  elsevirhere,  that  the  amended 
Specification  cannot  be  construed  by  reference  to  the  part  that  is  cut  out  by  45 
amendment ;  but  he  is  dealing  with  an  argument  based  on  the  presumed  prob- 
ability of  what  the  plaintiff  could  or  could  not  have  intended  to  include  in 
the  Patent,  and  says  that  the  probability  for  which  that  argument  contended  is 
not  supported  by  reference  to  the  original  Specification.    This  is  something  like 
looking  at  one  Act  of  Parliament  for  the  purpose  of  determining  what  was  prob-  50 
ably  in  the  mind  of  the  Legislature  in  another  Act  of  Parliament,  and  consti- 
tutes no  exception  to  the  general  rule.    Let  me  add  that  it  is  quite  regular  to 
refer  to  another  document,  including  an  original  Specification,  to  ascertain  the 
meaning  of  words  of  art  employed  in  the  one  requiring  construction,  and  I 
conceive  that  in  this  particular  case  it  would  be  allowable,  if  it  were  necessary,  55 
to  prove  what  the  Patentee  meant  by,  for  instance,  an  arc  lamp  by  reference  to 
the  original  Specification.    The  Master  of  the  Rolls  may  have  been  thinking  of 


Vol.  XXII.,  No.  11.]     AND  TRADE  MARE  OASES.  293 

Jandus  Arc  Lamp  and  Electric  Company  Ld.  v.  Arc  Lamp  Company. 

cases  of  that  character,  and  it  may  be  that  it  ^a»  to  qnestions  of  this  kind  that 
Lord  Watson  referred  in  saying  that  the  claim  as  it  stood  before  amendment 
cannot  competently  be  referred  to  except  as  an  aid  in  the  construction  of  its 
language  after  amendment ;  but  I  will  not  venture  further  to  criticise  that 
5  language. 

My  next  duty  is  to  ascertain  the  meaning  of  the  amended  Specification.    It 
is  a  somewhat  verbose  document  and  shares  the  common  defect  of  Specifica- 
tions, for,  notwithstanding  a  full  description  of  the  manu&ctured  articles  to 
which  it  refers  and  their  practical  operation,  assisted  by  Figures  on  which  no 
10  question  arises,  there  is  a  strange  want  of  precision  and  lucidity  in  the  language 
employed  and  the  Claims  are  not  so  framed  as  to  aptly  fit  the  invention 
described.    That  on  which  special  stress  is  laid  in  the  description  is  omitted 
from  the  Claims  altogether.    Nevertheless  the  point  for  decision  is  a  narrow 
one.    The  object  of  the  alleged  invention  is,  first,  to  increase  the  life  of  carbons 
15  in  arc  lamps  ;  and,  secondly,  to  improve  the  quality  of  light.    With  the  second 
of  these  objects  I  really  am  not  concerned.    A  fair  proportion  of  the  Specifica- 
tion is  devoted  to  it,  and  it  may  or  may  not  be  that  the  inventor's  anticipations 
of  success  in  this  direction  have  not  been  realised,  but  that  does  not  touch  the 
question  here  in  is9ue,  which  is  only  concerned  with  the  increase  of  the  life  of 
20  the  carbons.    That  is  intended  to  be  effected  by  enclosing  the  carbons  in  a 
glass  envelope  carefully  closed,  but  leaving  at  the  top  a  small  aperture  through 
which  the  heated  air  of  the  envelope  can  escape  so  as  to  prevent  explosion. 
So  far  I  have,  in  my  own  language,  described  that  about  which  there  is  no 
contest,  but  the  Plaintiffs  say --and  unless  they  can  say  so  truthfully  they 
25  cannot  maintain  their  action — that  the  glass  envelope  must  be  small,  and  that 
smallness  as  well  as  tightness  is  of  the  essence  of  the  invention.    It  is  reason- 
ably clear  on  the  evidence  that  a  small  envelope  is  essential  to  complete  success, 
but  the  question  is  whether  this  is  clearly  stated  in  the  Specification.    It  is 
impossible  to   treat  this  question  as   one  of   easy  solution.     The    Figures 
30  undoubtedly  point  to  a  small  envelope,  and  that  may  be  taken  in  aid  of 
imperfect  description  in  the  letterpress,  but,  on  the  other  hand,  the  Claims 
contain  no  reference  whatever  to  smallness,  and,  although  that  is  not  a  titail 
defect,  one  must  attribute  some  weight  to  it.    It  is,  to  say  the  least,  strange 
that  a  Patentee  should  omit  from  his  Claims,  which  are  numerous,  all  reference 
35  whatever  to  an  essential  part  of  his  invention.    All  objections  and  criticisms 
notwithstanding,  I  am  of  opinion  that  the  Patentee  knew  that  a  small  envelope 
was  essential,  and  that,  if  not  the  sole  advance,  it  was  intended  to  be  the  main 
advance  on  previous  knowledge,  and  that  he  has  said  this  in  sufficiently 
explicit  terms.    In  the  outset  of  his  description  of  the  manner  in  which  he 
40  carries  out  his  invention  he  states  that  he  makes  the  envelope  ^*  sufficiently 
^  small  in  size."    It  is  an  awkward  expression,  because  *'  sufficiently  '*  ought 
to  be  followed  by  language  explaining  for  what   the  smallness   is   to  be 
sufficient,  but  it  is  left  entirely  at  large.    Still  it  is  a  distinct  indication  that 
the  envelope  must  be  small.    Further  down,  on  the  same  page,  he  says : 
45  *^  I  am  able  to  make  the  transparent  or  translucent  enclosing  envelope  three 
^^  inches  or  less  in  diameter.'*     Later,   when   describing  his  invention  by 
reference  to  Figures,  he  speaks  of   a  transparent  or   translucent  envelope 
preferably  made  of  glass  and  not  to  exceed  three  inches  and  preferably  less  in 
horizontal  diameter  and  of  any  desired  length ;  and  subsequently  he  says  that  the 
50  small  arc-enclosing  envelope  prevents  dissipation  of  the  gases  and  maintains 
them  at  a  greater  density  than  would  be  possible  with  a  large  envelope.    I 
think  that  those  passages,  read  in  connection  with  the  rest  of  the  description, 
not  merely  indicate  the  Patentee's  view  that  a  small  envelope  was  desirable 
and  an  improvement,  but  state  that  his  invention  was  not  complete  without  it. 
55  I  am  entitled  to  regard  the  common  knowledge  at  the  date  of  the  Patent.    The 
Patentee  tells  us  that  the  necessity  of  an  air-tight  envelope  had  been  recognised, 
though  all  efforts  to  produce  it  had,  so  far  as  he  was  aware,  resulted  in  failure ; 
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but  there  is  no  statement  that  the  size  of  the  envelope  had  received  considera- 
tion, and  we. know,  in  fact,  that  the  value  of  this  simple  improvement  had  not 
been  grasped.  Assuming  that  smallness  is  an  essential  part  of  the  invention  as 
described,  there  is  a  further  question  whether  smallness  is  sufficiently  defined. 
I  have  already  mentioned  that  the  Patentee  begins  by  speaking  vaguely  of  an  5 
envelope  sufficiently  small  in  size,  and  he  afterwards  speaks  twice  of  an 
envelope  three  inches  or  less  in  diameter.  Is  he  to  be  restricted  to  an  envelope 
of  that  particular  size  ?  The  question  is  an  important  one,  because,  in  practice, 
it  has  been  found  that  an  envelope  of  a  rather  larger  diameter  produces  better 
results  and  is  commercially  used.  One  must  bear  in  mind  the  object  in  view,  10 
namely,  to  increase  the  life  of  the  carbons,  and  what  I  understand  the  Patentee 
to  mean  is  that  if  you  can  employ  an  envelope  of  three  inches  or  less  in 
diameter,  you  will  thereby  increase  the  life  of  the  carbons  to  the  maximum 
possible.  Then  knowing,  as  he  clearly  does,  that  the  smaller  the  envelope  the 
greater  is  the  risk  of  explosion,  he  does  not  mean  to  incur  that  risk  to  a  15 
dangerous  degree.  What  I  understand  him  to  really  say  is  this — make  your 
envelope  three  inches  or  less  in  diameter  if  you  can  without  destroying  its 
utility,  but  at  any  rate  make  it  so  small  that  it  will  be  useful  in  increasing  the 
life  of  the  carbons.  My  conclusion  therefore  is  that  an  envelope  of,  say,  four 
inches  in  diameter  otherwise  constructed  according  to  the  Specification  is  20 
sufficiently  described  therein,  and  may  fairly  be  said  to  be  made  according  to 
the  Patentee's  invention. 

The  foregoing  comment  on  the  Specification  has  been  devoted  mainly  to  the 
element  of  smallness  because  on  that  the  discussion  has  chiefiy  turned,  but  the 
requirement  of  tightness  must  not  be  left  out  of  sight.    It  is  insisted  on  in  the  25 
clearest  and  strongest  manner  possible,  and  always  with  the  proviso  that  the 
envelope,  though  jiractically  tight,  must  allow  a  steady  outflow  of  gases  from  ' 
the  lamp.    Perhaps  the  Patentee  did  not  really    know  why  by    combining 
tightness  and  smallness  there  could  be  attained  results  which  had  hitherto  been 
unattainable,  but  he  saw  that  it  could  be  done,  and  told  the  public  how  to  30 
do  it. 

Utility  has  been  challenged  and  it  will  be  convenient  to  deal  with  the  point 
next.  There  is  no  question  but  that  lamps  constructed  more  or  less  on  the  lines 
of  the  Howard  Patent  have  been  used  and  sold  in  large  numbers  and  have 
proved  a  commercial  success.  The  Defendants  by  imitating  the  Plaintiffs  have  35 
themselves  given  the  strongest  testimony  to  this  conclusion.  But  it  is  said  that 
what  has  proved  commercially  useful  has  not  really  been  a  lamp  constructed 
according  to  the  Howard  Patent,  but  one  which  constitutes  an  improvement 
thereon  with  such  difference  as  makes  the  two  things  distinct.  In  support  of 
this  it  is  urged  that  the  essential  result,  that  is  the  increased  life  of  the  carbons  40 
can  be,  and,  in  fact,  has  been  attained  without  following  the  directions  of  the 
Howard  Patent,  and  it  is  practically  certain  that  no  lamp  constructed  strictly 
according  to  that  Patent  has  been  in  commercial  use.  On  either  side  there  have 
been  conducted  a  number  of  experiments.  Those  experiments  have  been  proved 
and  a  good  deal  of  time  has  been  spent  in  examining  and  cross-examining  the  45 
witnesses  who  proved  them.  The  result  to  my  mind  is  to  show  the  utter  futility  of 
experiments  conducted  in  the  manner  in  which  they  have  been  conducted  here. 
For  the  purposes  of  research  a  man  must  of  course  work  alone  in  his  own 
laboratory,  but  for  the  purposes  of  evidence  intended  to  carry  weight  with  a 
tribunal  concerned  in  determining  such  a  question  as  here  falls  for  decision  50 
something  far  different  is  required.  I  had  occasion  not  long  ago  to  remark  on 
experiments  intended  to  test  the  quality  of  limestone.  Those  who  objected  to 
the  limestone  as  falling  below  a  certain  standard  made  experiments  with  samples 
selected  by  themselves  without  intimation  to  the  other  side,  so  that  there  was 
no  opportunity  of  ascertaining  what  materials  had  been  employed,  and  still  less  55 
whether  the  experiments  had  been  fairly  conducted.  Something  of  the  same 
kind  has  occurred  here  for,  although  I  do  not  for  a  moment  suggest  that  on 
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either  side  there  has  been  any  intention  not  to  act  fairly  or  to  avoid  discovery 
of  the  truth,  it  is  really  impossible  to  ascertain  by  cross-examination  why  there 
have  been  obtained  first  by  one  and  then  by  the  other  resalts  at  variance  with 
the  experience  of  those  by  whom  the  particular  experiment  was  not  made.  It 
5  was  suggested  on  behalf  of  the  Defendants  that  some  experiments  should  be 
made  by  an  independent  expert.  I  did  not  see  my  way  to  directing  that  to  be 
done,  and  reflection  convinces  me  that  it  would  have  been  useless  to  direct  it. 
Experiments  by  an  independent  man,  however  skilled  and  however  trustworthy 
would  not  be  satisfactory,  because  neither  party  would  be  quite  sure  that  the 

10  experiments  had  been  conducted  precisely  with  the  materials  and  in  the  manner 
alleged  to  be  necessary  for  a  complete  test.  Perhaps  an  independent  expert 
might  be  of  assistance  in  this  manner.  He  might  watch  the  experiments  made 
first  by  one  party  and  then  by  the  other,  and  inform  the  Court  whether  both 
classes  of  experiments  had  been  conducted  with  that  identity  of  material  and  of 

15  all  surrounding  circumstances  which  is  essential  if  it  is  desired  to  test  one  class 
of  experiments  by  another.  But  nothing  of  the  kind  has  been  done,  and  I  repeat, 
that  after  listening  to  the  evidence,  I  am  convinced  that  no  safe  conclusion  can 
be  rested  on  the  experiments,  except,  indeed,  the  one  that  they  are  inconclusive. 
Turning  from  the  experiments  to  the  other  evidence  on  this  question  of  utility, 

20  1  hsLve  already  noticed  that  lamps  have  not  been  made,  and  certainly  have  not  been 
commercially  used  strictly  according  to  the  Howard  Specification.  The  Patentee's 
notion  that  his  lamps  would  require  a  lower  voltage  than  other  types  of  lamps 
has  been  contradicted  by  experience  and  the  methods  described  by  him  for 
securing  the  necessai'y  tightness  have  given  way  to  others  which  have  been 

25  found  more  effective.  It  may  be  that  in  some  other  matters  there  has  been  a 
departure  from  the  terms  of  the  Specification,  and  that  these  departures  have 
not  merely  assured  the  success  of  the  manufactured  article,  but  have  aided  to 
increase  that  success  beyond  the  sanguine  anticipation  of  the  Patentee.  Never- 
theless, it  seems  to  me  clear  on  the  evidence  that  the  Plaintiffs  have  constructed 

30  and  largely  used  lamps  which  are  in  their  essential  character  Howard  lamps, 
and  that  the  variations  are  merely  accretions  which,  notwithstanding  that  they 
are  such  improvements  that  no  one  would  now  think  of  making  lamps  without 
them,  yet  do  not  destroy  or  reduce  to  a  negligible  quantity  the  essential, 
characteristics  of  the  Howard  lamp. 

35  A  few  words  will  suffice  to  dispose  of  the  question  of  infringement.  There 
really  is  no  doubt  that  the  lamps  manufactured  by  the  Defendants  are  substan- 
tially identical  with  those  manufactured  by  the  Plaintiffs.  There  are  differences 
of  detail  of  course  but  in  what  I  have  termed  the  essential  characteristics  of  the 
Howard  lamp  they  really  are  identical.    If  there  are  no  such  essential  charac-- 

40  teristics  or  if  the  variations  and  improvements  which  experience  has  dictated  so 
alter*  the  character  of  the  lamp  that  it  can  no  longer  be  properly  regarded 
as  constructed  according  to  the  Howard  Specification,  then,  of  course,  the 
Defendants  are  entitled  to  succeed ;  but  if  my  view  on  these  subjects  is  right 
it  necessarily  follows  that  the  Defendants  have  infringei  the  Patent  vested  in, 

45  the  Plaintiffs. 

I  will  now  consider  the  question  whether  the  Patent  has  been  anticipated. 
In  support  of  their  contention  that  it  had  been  anticipated  the  Defendants  put 
iu  several  prior  Specifications  and  strongly  relied  on  more  than  one  of  them. 
Nevertheless  I  think  it  necessary  to  mention  one  only,  namely,  that  of  Beardslea^ 

50  1882.  It  may  be  that  if  Howard^s  invention  was  anticipated  by  Beardslee  it  was 
anticipated  by  others  also,  but  i  am  satisfied  that  if  Beardslee" s  Specification  is 
no  anticipation  no  other  is  worth  consideration.  .BeardsleCy  no  doubt,  comes 
near  to  Hotvardy  and  as  admitted  by  Mr.  Swinhjirne  he  had  the  idea  to  which 
practical  effect  was  afterwards  given  by  Howard.    He  saw  the  value  of  tightness 

55  and  the  necessity  of  combining  that  tightness  with  a  contracted  aperture  for  the 
escape  of  heated  gases  from  the  enclosing  envelope.  But  he  did  not  see  the 
importance  of  making  that  enclosing  .envelope  small.    It  is  obvious,  I  thiuk, . 
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from  a  perosal  of  his  Specification  that  this  never  occurred  to  him.  Therefore 
he  cannot  be  said  to  have  anticipated  Howard  unless  it  be  true  that,  as  urged  on 
behalf  of  the  Def endants,  a  competent  workman  might  produce  a  Howard  himp 
with  /'*eard8lee*8  Specification  alone  to  guide  him.  It  is  admitted  that  no  one 
ever  did  this,  and  the  same  remark  is  applicable  to  the  other  Specifications  on  5 
which  the  Defendants  rely.  That,  of  course,  is  not  conclusive,  but  it  is  of  some 
weight.  There  may  be  a  complete  and  unanswerable  paper  anticipation  of  a 
Patent,  and  if  one  be  produced  it  will  not  avail  the  Patentee  to  say  that  no  one 
has  ever  put  it  in  practice.  But  when  as  here  it  was  well  known  that  the 
particular  object  was  highly  desirable  of  attainment  and  that  the  attainment  10 
thereof  would  ensure  commercial  success,  then  the  fact  that  an  alleged  paper 
anticipation  intended  to  attain  that  very  object  has  never  been  put  in  practice  is 
a  remark  strongly  tending  to  the  conclusion  that  the  alleged  anticipation  is  not 
complete.  But  it  is  urg^  that  although  it  has  never  been  done  a  competent 
workman  might  and  readily  would  produce  as  good  a  lamp  as  those  used  by  the  15 
Plaintiffs  and  Defendants  with  Beardslee's  Specification  as  his  only  instructions. 
That  may  be  true,  and,  indeed,  on  the  evidence  I  think  it  must  be  true,  but  there 
is  a  fallacy  in  the  statement  when  used  to  support  the  argument  that  Howard 
was  anticipated  hj  Beardalee.  Since  .Beardslee'a  time  there  has  been  a  large 
advance  in  the  common  knowledge  of  those  versed  in  such  matters,  and  it  by  no  20 
means  follows  that  the  competent  workman  of  1882  could,  or  would,  have 
produced  a  lamp  which  would  come  easy  to  the  workman  of  to-day.  The 
Howard  Patent  is  dated  August,  1893,  and  the  question  is  whether,  at  that  time, 
11  years  after  Beardslee^a  ]^tent^  the  latter  would  have  enabled  a  competent 
workman  to  construct  a  lamp  according  to  HowanPa  Specification  and  with  the  25 
advantages  which  he  secured.  The  evidence  convinces  me  that  the  advance  of 
knowledge  had  not  at  that  time  been  suf&cient  for  that  purpose.  Beardslee  did 
not  instruct  the  public  that  a  small  enclosing  envelope  was  essential  to  secure 
the  desired  result,  tliat  is  to  increase  the  life  of  the  carbons,  and  no  one  had 
discovered  this  before  Howard.  30 

Subject-matter  logically  comes  before  some  of  the  questions  already  discussed 
but  Counsel  treated  it  last  in  argument,  and  I  have  found  it  convenient  to 
follow  the  same  order.  It  struck  me  from  the  outset,  that  is  from  the  time 
when  Mr.  Terrell  first  explained  the  nature  of  HowarcTs  invention,  that  there 
was  a  difficulty  in  supporting  a  Patent  for  it.  The  difficulty  has  haunted  me  35 
throughout  the  case,  and  my  conclusion  on  this  point  has  been  arrived  at  with 
more  hesitation  than  any  other.  I  cannot  help  thinking  that  in  order  to  support 
HowanPa  Patent  as  regards  sul^ject-matter  it  is  necessary  to  go  at  least  as  far 
as  has  ever  been  gone  in  that  direction.  It  is  true  that  he  combined  tightness, 
and  smallness,  and  that  both  are  required  to  produce  a  lamp  having  the  effect  40 
that  he  contemplated,  but  the  necessity  of  tightness  was  thoroughly  known 
before,  and  what  he  really  discovered  was  the  necessity  of  smallness.  Kay  v. 
Marshall  (2  Webster  34)  was  cited  as  a  conclusive  authority  against  the 
Plaintiffs,  but  it  seems  to  me  that  the  real  objection  to  the  Patent  there  was, 
that  the  particular  mode  of  using  the  spinning  machine  which  was  sought  to  45 
be  protected  was  known  before,  and  that  that  is  really  the  explanation  of  the 
whole  case.  On  page  82  Lord  Cottenham^  in  moving  the  judgment  of  the 
House  of  Lords,  says — ^'  If  he  has  discovered  any  means  of  using  the  machine 
"  which  the  world  had  not  known  before  the  benefit  of,  that  he  has  a  right  to 
^  secure  to  himself  by  the  means  of  a  Patent."  May  it  not  fairly  be  said  that  50 
Howard  discovered  means  of  using  the  enclosing  envelope,  the  benefit  of  which 
the  world  had  not  known  before,  when  he  said  that  to  make  it  really  useful  it 
must  be  made  smaller  than  any  which  had  up  to  then  been  employed.  The  decisions 
in  the  Edison  cases  (5  and  6  R.P.O.)  are  useful  towards  the  support  of  the 
Patent,  for,  as  I  understand  them  they  show  that  the  merit  of  Edison's  inven-  55 
tion  consisted  wholly  in  the  use  of  a  carbon  thinner  than  anyone  had  used 
previously,  and  yet  his  Patent  was  upheld.    In  Lane  Fox*s  case  Lord  Justice 
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Lindley  laid  down  a  rule,  which  he  repeated  in  Moser  v.  Marsden  (10  R.P.O. 
358).  Holding,  in  the  latter  case,  that  the  Patent  was  bad  for  want  of  subject- 
maiter  he  applied  the  following  remarks  made  in  Lane  Fox's  case  : — "  A  man 
'^  who  discoTers  that  a  known  machine  can  produce  effects  which  no  one  before 

5  "  him  knew  could  be  produced  by  it  may  make  a  great  and  usef  al  discovery ; 
^'  but  if  he  does  no  more  his  discovery  is  not  a  patentable  invention.  He  has 
*'  added  nothing  but  knowledge  to  what  had  previously  existed.  A  Patentee 
^'  must  do  something  more ;  he  must  make  some  addition,  not  only  to  know- 
*^  ledge,  but  to  previously  known  inventions,  and  must  so  use  his  knowledge 

10  "  and  ingenuity  as  to  produce  either  a  new  or  useful  thing  or  result,  or  a  new 
**  and  useful  method  of  producing  an  old  thing  or  result."  Of  course  it  may 
be  said  with  some  force  that  in  prescribing  a  smiU  envelope  Howard  made  no 
addition  to  previously  known  iaventions,  and  in  one  sense  that  is  perfectly  true, 
because  enclosing  envelopes  were  well  known,  and  it  may  be  taken  for  granted 

15  that  there  was  no  difficulty  in  making  them  small ;  but  still  Howard  did 
discover  what  was  not  known,  namely,  that  a  small  envelope  was  requbred  in 
order  to  increase  the  life  of  the  carbons,  and  thus  he  gave  to  the  world  a  new 
and  useful  method  of  producing  a  result  highly  desired  but  until  then  incapable 
of  attainment.    This  is  an  addition  to  previously  known  inventions  within  the 

20  meaning  of  Lord  Justice  Lindley'a  rule,  and  sufficient  to  support  a  meritorious 
Patent. 

The  Plaintiffs  are  in  my  judgment  entitled  to  the  relief  usual  in  such  cases, 
and  the  costs  of  the  action. 
Terrell  K.C.  asked  for  Certificates  that  the  validity  of  the  Patent  came  in 

25  question  in  the  action,  and  that  the  Particulars  of  Breaches  were  reasonable  and 
proper,  wliich  were  granted.  He  then  asked  for  a  Certificate  that  the  original 
Specification  was  framed  in  good  faith  and  with  reasonable  skill  and  knowledge, 
and  referred  to  section  20  of  the  Act  of  1883. 

Bousfield   K.C.— ^hat  is  an  issue  to  be  tried,  not  a  matter  for  a  Certificate. 

30  My  friend  neither  called  evidence  about  it  nor  argued  it. 

Terrell  K.C. — The  point  is  raised  by  the  Statement  of  Claim.  I  took  the 
view  that  this  was  an  issue  after  judgment,  not  before. 

Ebkbwioh  J. — I  cannot  try  another  issue  after  judgment  unless  it  has  been 
reserved  in  the  course  of  the  argument.    Here  you  opened  your  whole  case.     I 

35  have  given  judgment  on  the  whole  case  as  opened  and  now  you  want  to  start  a 

new  issue.    1  think  it  would  be  a  very  bad  precedent.     Besides,  I  could  not 

possibly  do  it  without  another  trial,  because  I  know  nothing  whatsoever  about  it. 

Bousfield  K.C.  then  asked  for  a  stay  of  the  injunction  pending  an  appeal. 

After  considerable  discussion  this  was  refused. 

40  The  Defendants  appealed  against  the  refusal  to  stay  of  the  injunction.  The 
appeal  came  on  for  hearing  on  the  8th  of  March  1905. 

Bousfield  K.C.,  for  the  Appellants.— The  affidavit  filed  in  support  of  this 
appeal  states  that  the  Appellants  have  been  manufacturing  their  lamps  for  six 
years,  and  that  they  would  suffer  serious  and  irreparable  damage  if  the  sale  is 

45  stopped.  Kekewich  J.  stated  that  the  case  was  a  difficult  one.  The  practice  is 
that  whenever  it  appears,  that,  where  an  injunction  is  granted,  considerable 
damage  would  be  done  pending  appeal  to  a  Defendant  by  the  stoppage  of  his 
business,  which  could  not  be  compensated,  the  injunction  is  stayed.  [  Vaughan 
Williams  LJ — That  is  too  widely  stated.    There  are  cases  in  which  the  Court 

.'.0  will  suspend  the  injunction.]  I  cannot  find  any  case  in  which  a  stay  has  been 
refused  where  irreparable  injury  would  be  done.  In  Le^  Forge  Company 
Ld.  V.  Deighton's  Patent  Flue  and  Tube  Company  Ld.  (18  R.P.C.  233) 
there  was  a  stay,  though,  as  often  happens,  after  the  view  of  the  Court  had  been 
indicated,  the  terms  were  ultimately  arranged  between  the  parties.    [Vaughan 

55  Williams  t^/.— What  proportion  of  your  business  consists  in  what  is  an 
infringement  ?]  A  considerable  part,  but  not  the  whole ;  the  affidavit  does 
not  say  what  proportion,  but  it  shows  that  the  amount  of  business  is  large. 
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Moulton  K.C.  for  the  RespondeDts,  read  an  affidavit  in  opposition  to  the 
application  by  a  director  of  the  Plaintiff  Company,  in  which  he  submitted  that 
it  would  be  the  (jreatest  possible  hardship  upon  the  Company  to  stay  the  injunc- 
tion, and  to  allow  the  acts  of  infringement  to  continue  to  the  great  prejudice  of 
the  Plaintiff  Company  and  other  manufaoturers  who  were  their  licensees.  5 
[Vaughan  Williams  //J^.— The  statement  that  the  injunction  would  do 
serious  and  irreparable  damage  to  the  Defendants  is  not  controverted.]  It  is 
difficult  to  controvert  such  a  statement. 

Vaughan  Williams  LJ,—l  should  have  thought  it  possible  to  do  so. 
Under  the  circumstances  I  have  no  doubt  that/-;nmd  facte  we  ought  to  see  if  10 
we  can,  without  injustice  to  the  Plaintiffs,  keeps  things  in  staiu  quo  until  we 
hear  the  appeal.  I  need  not  say  we  hope  we  can  do  it  without  injustice.  I 
should  like  to  know  what  the  injustice  is.  The  actual  words  used  in  the 
affidavit  on  behalf  of  the  Plaintiff  Company  are  very  general — "greatest 
" possible  hardship "  and  "great  prejudice."  They  do  not  condescend  to  say  15 
what  the  greatest  possible  hardship  to  t^em  is.  Most  of  the  hardship,  it  seems 
to  me,  would  be  met  by  sufficient  security  for  royalties. 

Moulton  E.C. — Is  that  so  ?    People  will  not  take  licences,  and  will  commence 
infringements  under  the  shelter  of  this,  if  the  Defendants  can  go  on.  Supposing' 
we   have    to  bring  another    action    now  against  somebody  who  chooses  to  20 
infringe,  before  we  brought  the  action  to  trial  probably  the  Patent  would  have 
expired.    It  is  an  old  Patent,  and  it  is  one  which  has  not  been  fought  because 
the  whole  trade  has  practically  taken  it.     Under  these  circumstances,  it  is 
rather  hard  to  allow  a  person  to  get  by  illegal  methods  a  benefit  which  we 
are  perfectly  willing  to  give  to  anybody  by  legal  methods.    We  are  perfectly  25 
willing  to  give  the  Defendants  a  licence  on  the  same  terms  as  others. 

Yaughan  Williams  LJ.—Oi  course  if  the  Defendants  accepted  a  licence 
that  would  stop  the  appeal.  They  could  not  take  a  licence  and  go  on  with 
their  appeal.  Are  you  content  that  they  should  take  a  licence  in  the  meantime 
without  prejudice  to  their  appeal  ?  30 

Moulton  K.C. — I  think  that  would  be  a  very  great  concession. 

Vaughan  Williams  LJ.—l  do  not  see  it.  The  Defendants  take  a  licence 
in  the  meanwhile,  and  unless  the  Plaintiff  Company  choose  to  publish  the 
terms  of  the  licence  they  are  not  prejudiced  in  any  way. 

Moulton  K.C. — The    Defendants   are  to  take  a  licence  in  the   meanwhile,  35 
and  pay  the  Plaintiffs  the  same  royalty  as  they  charge  other  people  ? 

Vaughan  Williams  Lu/.—Yes.  Then,  for  the  purposes  of  the  appeal,  it 
stands  in  exactly  the  same  position  as  if  the  Defendants  had  taken  no  licence. 

Moulton  K.C. — ^Then  of  course  the  Defendants  pay  that  royalty  to  the 
Plaintiffs  just  like  all  their  ocher  licensees  ?  40 

Bouafleld  K.C. — On  the  Plaintiffs  undertaking  to  return  ? 

Moulton  K.C. — ^Not  at  all ;  they  will  not  return  it. 

Bouafield  K.C. — You  do  not  mean  that  if  the  Defendants  succeed  on  appeal 
the  Plaintiffs  are  not  to  return  it  ? 

Moulton  K.C. — Of  course  I  do.  45 

Vaughan  Williams,  LJ.—l  did  not  mean  that  The  Plaintiffs  must  return 
it  if  they  are  beaten.  That  is  fair.  On  these  terms,  Mr.  Bousfidd^  the 
Defendants  will  be  allowed  to  go  on  with  their  business. 

Bousjield  K.C. — On  licensee's  terms,  without  prejudice,  and,  in  the  event  of 
the  appeal  succeeding,  the  money  will  be  returned.  .  50 

Vaughan  Williams  /i.J.— That  is  it. 

Stirling  LJ. — It  will  be  on  mutual  undertakings.  The  whole  thing  will 
be  without  prejudice  to  the  right  of  appeal. 

Vaughan  Williams  LJ, — Having  regard  to  something  that  occurred  in 
another  case  the  other  day,  supposing  the  Defendants  succeed  in  this  Court,  and  55 
the  Plaintiffs  then  thought  it  was  a  case  to  take  to  the  House  of  Lords,  this  sort 
of  relation  between  the  parties  ought  to  be  continued  until  the  decision  of  the 
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ultimate  appeal.  I  intimate  that  to  prevent  anyone  saying  that  the  Court  of 
Appeal  deliberately  decided  just  the  contrary  when  the  matter  was  before  them. 
We  leave  it  open.    The  costs  of  this  application  will  be  costs  in  the  appeal. 


In  the  High  Court  op  Justicb.— Chancery  Division. 

5  Before  Mr.  Justice  Parwbll. 

February  24th,  1905. 

In  the  Matter  op  the  Registered  Trade  Mark  op  Hammond  and 

Stow  Ld. 

Trade  Mark. — Application  to  alter  Mark, — Proposed  alteration  by  addition 
10  of  word  "  Limited  "  to  signature.— Addition  of  name  of  Company  in  ordinary 
printing  allowed. — Patents^  Ac.  Act,  1888,  section  92. 

On  the  3rd  of  March  1903,  a  Trade  Mark  (No.  252,743)  was  registered  on  the 
application  of  Hammond  and  Stow  in  Class  39  for  paper  (except  paper  hangings), 
stationery,  and  bookbinding.  The  essential  particular  of  the  Trade  Mark  was 
Xb  stated  to  be  the  signature  of  the  Applicants.  On  the  24th  of  January  1905, 
Hammond  and  Stow  Ld.  were  registered  as  the  proprietors  of  the  Trade 
Mark.    This  Trade  Marie  is  shown  below. 


\IL 


USINCSS^ 


mns 


THE  ''MONTAftUE" 

^St^iZ  HUNG  SYSTEMS 


pmo^mttroms. 


On  the  3rd  of  February  1905,  the  Company  gave  notice  of  motion  for  an 

Order  that  they  mi^ht  be  at  liberty  to  add  to  or  alter  this  Trade  Mark  in  the 

20  following  particulars,  viz.,  by  adding  the  word  "  Limited  "  under  the  signature 

*^  Hammond  and  Stow ''  written  across  the  said  Trade  Mark  above  the  word 

"  Proprietors." 
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In  the  Matter  of  the  Registered  Trade  Mark  uf  Hammond  and  Stow  Ld, 

D.  Warde  (instructed  by  E.  A,  Edmonds)  appeared  for  the  Applicants; 
R.  J.  Parker  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared  for 
the  Comptroller. 

Warde  for  the  Applicants  stated  the  nature  of  the  application  and  the 
proposed  alteration  in  the  Trade  Mark.  5 

Parker  for  the  Comptroller. — *'  Limited  "  has  been  added  in  a  good  many 
cases.*  The  only  difference  between  this  case  and  the  cases  in  which  it  has 
been  done  is  that  here  the  sole  essential  particular  is  the  signature,  and  in  the 
other  cases  the  Applicants  have  not  added  it  to  the  signature,  which  is  an 
essential  particular,  but  have  simply  added  '*  Limited  *^  to  a  trade  name  which  10 
has  not  formed  part  of  an  essential  particular  of  a  Trade  Mark.  In  order  to 
avoid  the  difficulty,  because  the  Act  says  no  essential  particular  is  to  be  added 
to  or  left  out,  I  have  suggested  that  there  should  be  put  in  print  below 
"  Proprietors  "  the  words  "  Hammond  and  Stow  LimitedJ*^  [Farwbll  J.-^ 
I  suppose  the  real  difficulty  is  whether  it  would  be  a  breach  of  section  92  of  15 
this  Act  by  putting  in  the  word  "  Limited  "  as  suggested,  the  signature  being 
an  essential  particular  ?]    Yes,  that  is  really  it. 

Farwell  J, — It  is  the  actual  signature  you  want  to  alter,  Mr.  Warde^  is  it  ? 

Warde. — The  Trade  Mark  now  stands  ^^  Hammond  and  /S^om;  "  in  writing. 
Our  application  is  that  it  should  be  "  Hammond  and  Stow  "  with  the  woiS  20 
"  Limited "  underneath  the  word  *'  Stow^  It  has  been  suggested  by  Mr. 
Parker  that,  instead  of  that,  the  words  ^^  Hammond  and  Stow  Limited  ^^ 
should  be  printed  underneath  the  word  "  Proprietors."  That  suggestion  I  am 
quite  willing  to  adopt. 

Farwbll  J. — That,  Mr.  Parker^  you  do  not  oppose  ?  25 

Parker. — No,  my  Lord.  The  other  is  a  new  point  altogether.  The  Applicants 
will  supply  a  copy  of  the  block  on  which  this  particular  alteration  is  shown« 

Warde. — ^Yes. 

Parker. — And  the  Order  will  refer  to  that  particular  alteration  ? 

Farwbll  /.—Yes.  30 

The  Trade  Mark  as  altered  in  accordance  with  the  Order  is  shown  below. 


^^pE^^p>^tNWRl5E\ 


y'Air 


Business^ 


Concerns" 


THE  ''MONTA&UE" 

\ZZl^^  FILING  SYSTEMS 


PKOPRIETORS. 

HAMMOND    ANS    STOW,    LIMITED. 


*  Ei.ff.  1%  th*  Matter  of  Ouinneu  Jt  Od.'*  Trade  Mark  (6  a.P.0.  316)  ;  and  U  the  Matter  of  tke 
Trade  Marht  ef  Biehard  Hdyioard  j^  Soiu  Li.  (IS  B.P.O.  729). -J.  0. 
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In  thb  Hioh  Court  of  Justiob  (Irbland).— Chanobrt  Division. 

Before  Thb  Mastbr  of  thb  Rolls. 

December  9th,  1904,  and  Janaary  12ihf  1905. 

FiNLAT  V.  Shamrock  Oompant, 

.  5  Trade  Marks. — Word  **  Shamrock^ — Sprig  or  trefoil  of  shamrock. — Infringe- 
ment by  applying  the  ux/rd  "  Shamrocky^  and  a  single  leaf  or  arrangement  of 
leaves^  ofshamrocky  to  the  same  description  of  goods^ — Ir^unctian  granted. 

The  Plaintiff  was  the  registered  proprietor  of  tuH>  Trade  Marks^  one  con* 
sisting  of  the  word  ^^  Shamrock^**  and  the  other  being  a  device  of  a  shamrock^ 

10  arranged  in  a  sprig  or  trefoil^  both  registered  in  Glass  47 y  and  used  by  him  on 
packets  ofpotuder  sold  for  washing  purposes.-  The  Defendant^  the  markoger  of 
a  Company  styled  the  **  Shamrock  Company,"  sold  packets  of  a  powder^  also 
used  for  laundry  purposes^  with  labels  bearing  the  word  ^^Shamrock^^  and 
devices  representing  a  single  leafy  or  a  number  of  single  UaveSy  of  shamrock. 

15  Held,  that  both  the  powders  being  detergentSy  employ^  for  laundry  purposes^ 
and  used  by  the  same  class  of  purchaserSy  the  goods  were  of  the  same  descriptiony 
and  that  the  Defendant  hcuL  infringed.  An  iiyunction  was  grantedy  with 
costs. 

Alexander  Finlay  had  carried  on  baBineas  for  many  years  in  Belfast  as  a 

20  niana&ctorer  of  soap,  starch,  bine,  washing  powder,  and  other  materials  for 

laundry  purposes.    On  the  17th  of  November  1887  he  registered  in  Class  47 

under  No.  58,999  the  subjoined  Trade  Mark.    On  the  4th  of  April  1888  he  also 


registered  under  No.  74,623  in  the  same  class  the  word  ''Shamrock'*  by  itself. 
The  registrations  of  these  marks  were  duly  renewed.  From  1888  down  to  the 
present  time  he  had,  as  he  alleged,  continued  to  use  these  Trade  Marks  on  his 
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goods,  and  they  -were  known  by  the  trade  and  the  public  as  indicative  of  his 
manufactures.    In  1904  James  McClelland  started  in  business  in  Belfast  under 
the  style  of  the  ^^  Shamrock  Company'^  as  a  manufacturer  of  laundry  goods, 
including  a  washing  powder,  which  he  called  "  Shamrock  Washing  Powder," 
and  sold  in  packets  bearing  the  word  ''  Shamrock,"  and  devices  of  single  leaves  5 
or  groups  of  leaves  of  shamrock,  which  he  advertised  extensively,  with  the 
words  "  Trade  Mark  "  and  "  Registered,"  although  in  fact  neither  of  the  marks 
had  been  registered  either  by  him  or  by  his  Company.   On  these  facts  becoming 
known  to  Finlay^  he  wrote  to  McClelland  in  July  1904  calling  his  attention  to 
the  infringement,  infonnihg  him  that  the  detice  of  a  shamrock  and  the  word  10 
"  Shamrock"  were  his  property,  and  requiring  McClelland  to  discontinue  using 
them.    After  some  delay  the  latter  replied — (1)  that  the  word  **  Shamrock  "  was 
the  name  of  his  Company,  and  they  used  it  on  their  labels  to  indicate  that  the 
washing  powder  was  their  manufeicture,  and  he  was  advised  that  Finlay  had 
no^  such  monopoly  in  the  word  as  to  entitle  him  to  prevent  the  Company  from  15 
using  it ;  (2)  that  Finlay^s  device  was  a  trefoil  of  shamrock,  whereas  what  they 
used  was  a  single  leaf,  or  a  number  of  single  leaves,  and  this  was  no  infringe- 
ment ;  (3)  that  Finlay  called  his  article  an  **  Extract  of  Soap,"  whereas  the 
Company  called  theirs  "  Washing  Powder,"  and  they  were  therefore  a  different 
class  of  goods.    Finlay  did  not  allege  that  there  had  been  any  actual  passing  off  20 
or  deception ;  but  contended  that  3ie  use  by  the  Shamrock  Company  of  the 
w(»rd  **  Shamrock "  and  leaves  of  shamrock,  and  applying   them    to   goods 
intended  for  tke  sanie  purposes,  amounted  to  an  infringement.    It  was  proved 
that  the  Company  had  inserted  advertisements  in  the  ''  Sancta  Maria  "  and  other 
publications  in  Belfast,  headed  by  the  words  '*  Encourage  Irish  Industry  by  25 
••using    Shamrock   Washing    Powder,"    and  stating  that    lOOOL    was    being 
difltributed  among  purchasers  in  weekly  cash  prizes. 
.  Finlay^  commenced  an  action  against  the  Sliamrock  Company  claiming — 
(i)  an  injunction  to  restrain  the  Defendants  from  using  the  word  "  Shamrock," 
or  the  device  of  a  shamrock,  upon  any  labels,  boxes,  or  packets  affixed  to  30 
washint  powder,  soap,  or  starch  manu&ctured  by  or  for  the  Defendants,  and 
from  doing  anv  act  or  thing  to  induce  the  belief  that  the  washing  powder  so 
manufactured  by  or  for  the  Defendants  was  the  manufacture  of  the  Plaintiff, 
and  for  damages  for  wrongfully  using  the  Plaintiff's  Trade  Marks  ;  and  (2)  an 
injunction  to  restrain  the  Defendants  from  applying  the  Trade  Mark  '^  Shamrock,"  35 
or  the  device  of  a  shamrock,  to  any  washing  powder,  soap,  or  starch  manu- 
factured or  sold  by  them  unless  manufactured  by  the   Plaintiff,  and  from 
selling  any  washing  powder,  soap,  or  starch  already  marked  with  the  mark  or 
title  c*'  Shamrock,"  unless  such  mark  or  title  had  been  applied  with  the  sanction 
of  the  Plaintiff  ;  and  from  using  any  boxes  or  packages  on  which  the  said  mark  40 
or  title  of  the  Plaintiff  had  been  applied  to  washing  powder,  soap,  or  starch  not 
of  the  Plaintiff's  manufacture,  and  from  affixing  or  using  any  label,  or  card,  or 
other  mark  containing  the  word  ^'  Shamrock,"  or  the  device  of  a  shamrock,  to 
or  upon  any  washing  powder,  soap,  or  starch,  or  packages  containing  same,  not 
of  the  Plaintiff's  manufacture.    The  Plaintiff  also  claimed  delivery  up  of  all  45 
documents,  articles,  and  things  in  the  possession  or  power  of  the  Defendants, 
or  any  of  them,  or  under  their  control,  offending  any  of  the  foregoing  injunc- 
tions.   He  also  claimed  costs. 

On  the  9th  of  December  1904  the  case  came  before  the  Master  of  the  Rolls 
upon  an  application  for  an  interlocutory  injunction,  but  after  some  discussion  50 
it  was  adjourned,  his  Lordship  suggesting  that  it  should  be  brought  on  a  pro- 
ceeding for  a  plenary  injunction,  and  that  the  parties  should  be  at  liberty  to 
examine  witnesses  viva  voce  on  the  hearing.  Accordingly  the  case  came  before 
his  Lordship  on  the  12th  of  January  1905,  on  an  application  by  the  Plaintiff 
that  the  Defendants,  their  servants  and  agents,  should  be  perpetually  restrained  55 
from  using  the  word  '*  Shamrock,"  or  any  device  or  leaves  repreoenttng  a 
ahamroek,  in  or  upon  any  labels  affixed  to  packets  of  washing  powder^  soap^  or 
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Btarch  manufactriped  by  or  for  the  Defendants,  and  from  selling  or  causing 
same  to  be  sold  as  "  Shamrock  "  washing  powder,  soap  powder,  or  soap  extract ; 
and  from  using  the  word  "  Shamrock,'*  or  any  device  of  a  shamrock,  upon 
boxes  or  packages  of  washing  powder,  soap,  or  starch  not  of  the  Plaintiff's 
5  manufacture. 

Matheson  K.C.  and  Jefferson  (instructed  by  F.  Sutton  S  Go.)  appeared  for 
the  Plaintiff  ;  Healy  K.C.  and  Wilson  (Instructed  by  W,  H.  Mussen)  appeared 
for  the  Defendants. 
For  the  Plaintiff,  Robert  Finlay  deposed. — I  carry  on  business  with  my  father 

10  in  Belfast,  and  have  been  connected  with  it  20  years.  My  firm  have  carried  on 
the  business  for  over  100  years,  as  manufacturers  of  soap,  starch,  and  materials 
for  laundry  purposes.  About  the  year  1887  we  made  an  application  to  the 
Comptroller  to  register  the  design  of  a  shamrock  as  our  Trade  Mark,  in  Class  47. 
That  application  v^as  granted.      [Certificate  of  registration  produced.]    In  the 

15  following  year  we  applied  for  the  registration  of  the  word  '*  Shamrock,"  also  in 
the  same  class  of  goods.  That  application  was  also  granted.  [Certificate 
produced.]  Since  the  registration  of  our  Trade  Marks  my  firm  has  continuously 
used  both  the  word  and  the  design  to  indicate  our  manufactures,  and  have 
spent  thousands  of  pounds  in  advertising  them.     Both  the  word  and  design  are 

20  known  by  the  trade  and  the  public  as  indicating  that  the  goods  to  which  they 
are  affixed  are  our  manufacture.  In  July  1904  it  came  to  our  knowledge  that 
the  Shamrock  Oom^any  were  making  and  selling  a  powder  under  the  name  of 
"  Shamrock  Washing  Powder,"  made  up  in  packets  bearing  the  word 
"  Shamrock,"  and  a  device  representing  a  leaf,  or  leaves,  of  shamrock.    I  at 

25  once  wrote  to  them  calling  attention  to  the  infringement,  and  after  considerable 
delay  we  received  a  reply  from  the  Company  stating  that  they  had  been  advised 
that  there  was  no  infringement;  that  '•Shamrock"  was  the  name  of  their 
Company,  that  the  design  on  their  label  was  not  the  same  as  ours,  and  that  we 
called  our  powder  "Soap  Extract,"  whereas  theirs  was  "Washing  Powder." 

30  Washing  powder  is  a  general  name  in  the  trade  to  describe  powders  used  for 
washing  purposes.  Our  '*  Soap  Extract "  is  a  washing  powder.  The  Defendants' 
"  Washing  Powder  "  resembles  ours  in  general  appearance,  and  even  as  to  its 
ingredients.  In  cross-examination^  he  said  : — I  have  never  tried  to  find  out 
whether  any  customers  have  been  deceived  or  misled,  or  whether  the  Defen- 

35  dants  have  passed  off  their  washing  powder  as  our  manufacture. 

Professor  Tichborney  F.C.S.,  Professor  of  Chemistry  at  Carmichael  College, 
Dublin,  deposed  that  he  had  analysed  the  Defendants*  washing  powder,  and 
also  that  manufactured  by  the  Plaintiff.  He  stated  that  the  same  ingredients 
were  present  in  each,  but  tliere  was  soap  in  the  Plaintiff's  powder  and  none  in 

40  the  Defendants'. 

Thomas  O.  Perry y  President  of  the  Grocers'  Association,  Belfast,  deposed  that 
he  had  been  dealing  with  the  Plaintiff  for  many  years  for  soap  and  washing 
powder.  He  regarded  the  expression  "  washing  powder  "  as  the  parent  term 
for  various  articles,  called  by  different  names.    In  his  opinion,  the  placing  by 

45  the  Defendant  of  "  Shamrock  Washing  Powder  "  on  the  market  bearing  as  it  did 
the  word  "  Shamrock  "  on  the  packets,  and  the  device  of  a  shamrock,  and  the 
two  powders  differing  little  in  appearance,  was  calculated  to  damage  the 
Plaintiff's  trade. 
Robert  Orahamy  grocer,  Belfast,  gave  similar  evidence. 

50      The  following  evidence  was  given  for  the  Defendants. 

James  McClelland  deposed  that  be  had  been  carrying  on  business  under  the 
style  of  the  "  Shamrock  Company  "  for  about  a  year.  He  applied  in  1904  to  the 
Comptroller  for  the  registration  as  Trade  Marks  of  the  word  "  Shamrock,"  and 
the  device  of  a  leaf  or  leaves  of  shamrock,  and  got  a  reply  stating  that  the 

55  application  wad  under  consideration.  On  receiving  that  reply  he  used  the  word 
and  the  device  on  his  packets  of  washing  powder,  under  the  belief  that  the 
application  would  be  granted ;  and  he  put  the  word  ^  Registered  **  on  the  labels, 
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and  the  number  '^  263,750,''  that  being  the  number  of  his  application.  Some 
time  afterwards  he  received  a  communication  from  the  Comptroller  that  the 
Trade  Marks  would  not  be  registered.  He  then  discontinued  putting  the  word 
"  registered  "  and  the  number  on  the  labels.  He  had  never  heard  of  any  deter- 
gent being  sold  as  "  washing  powder,"  nor  had  he  ever  known  of  any  article  5 
being  called  "  Shamrock  Washing  Powder,"  until  he  put  his  on  the  market. 
In  cross-examination  he  said  he  was  an  engineer  by  trade,  and  was  with  Harlafid 
and  Wolffy  Belfast,  but  it  was  18  or  20  years  since  he  left  them.  There  were 
two  other  members  of  the  Shamrock  Company^  Mrs.  Agnes  TumhuU  and  his 
wife  Mrs.  McClelland.  10 

Sir  Charles  Cameron^  M.D.,  Professor  of  Chemistry,  and  Public  Analyst, 
Dublin,  deposed  that  he  had  analysed  the  Plaintiff's  ''  Extract  of  Soap,"  and  the 
Defendant's  "  Washing  Powder."  The  two  powders  were  diflEerent.  They  are 
both  correctly  designated ;  one  is  an  extract  of  soap,  the  other  a  washing 
powder.  The  Defendants'  powder  could  not  be  described  as  an  ^'  extract  of  15 
^'  soap,"  as  there  is  no  soap  at  all  in  it. 

Edward  Slavin^  a  commercial  traveller  in  the  employment  of  Defendants, 
deposed  that  he  never  knew  of  any  article  called  "  Washing  Powder,"  until 
the  Defendants  put  their  manufacture  on  the  market.    He  found  his  chief 
difficulty  in  making  sales  was  due  to  the  fact  that  "  Washing  Powder "  was  20 
a  new  article  in  the  trade. 

Edivard  Cush^  another  traveller  for  the  Defendant,  and  Owen  Eiken,  John 
Morrissayy  and  Samtiel  J.  Edgar^  also  gave  evidence. 

Matheson  K.C.  and  Jefferson^  for  the  Plaintiff. — There  has  clearly  been  an 
infringement.    The  Defendant  has  persisted  in  using  the  Plaintiff's  Trade  Marks,  25 
notwithstanding  the  refusal  of  his  application  by  the  Comptroller,  which  was  a 
distinct  notice  that  he  had  no  right  to  use  them,  and  also  notwithstanding  the 
letters  of  July  1904,  calling  his  attention  to  the  infringement.    He  appears  to 
think  that,  because  there  is  no  actual  proof  of  passing-off  or  deception,  he  is  at 
liberty  to  make  use  of  the  Plaintiff's  Trade  Marks ;  but  of  course  it  is  quite  30 
sufficient  that  he  has  used  as  Trade  Marks  a  word  and  device  which  are  the 
Plaintiff's  property.    It  is  no  answer  that  he  has  discontinued  putting  on  his 
labels  the  word  "  Registered  "  and  the  number  of  his  application.    He  says  he  did 
that  only  during  the  period  when  his  application  to  register  was  under  considera- 
tion ;  but  he  had  no  right  to  do  it  at  all ;  and  he  rendered  himself  liable  to  a  35 
penalty  for  putting  on  his  labels  words  which  would  lead  the  public  to  believe 
that  his  marks  had  been  registered,  when  they  had  not  been.    If,  as  he  says  in 
one  of  his  letters,  the  Plaintiff  was  not  legally  entitled  to  register  the  word 
"  Shamrock  "  as  a  Trade  Mark,  his  remedy  would  have  been  by  an  application 
to  rectify  the  Register ;  but  no  such  application  has  been  made,  and  as  long  as  40 
the  marks  remain  on  the  Register  it  must  be  assumed  that  the  Plaintiff  is 
entitled  to  them.    He  has  used  the  Plaintiff's  Trade  Marks  on  the  same  class 
of  goods,  and  we  submit  that  there  should  be  an  injunction. 

Healy^  K.C.,  and   Wilson^  for  the  Defendants.— With  regard  to  the  word 
"  Shamrock,"  it  is  the  name  of  the  Defendant's  Company  ;  and  they  are  con-  45 
spicuously  stated  on  their  labels  as  being  the  manufacturers.    **•  Shamrock  "  is  a 
national  word  in  connection  with  Ireland,  and  is  adopted  by  the  Defendants  to 
denote  that  they  are  an  Irish  Company,  and  that  their  goods  are  of  Irish 
manufacture.    As  to  the  device  of  a  shamrock,  there  are  many  kinds  of  sham- 
rocks, for  instance,  there  is  a  four-leaved  shamrock,  and  a  five-leaved  shamrock.  50 
Is  the  Plaintiff  to  have  a  monopoly,  not  only  in  the  general  national  word 
**  Shamrock,"  but  also  of  all  possible  devices  of  which  a  shamrock  may  form 
part  ?    Is  the  Defendant  to  be  prevented  from  using  a  single  leaf,  or  a  number 
of  single  leaves,  of  shamrock,  or  from  arranging  them  in  the  form  of  a  wreath  ? 
We  submit  not ;  and  that  if  the  Defendants'  labels  are  such  that  there  can  be  55 
no  possibility  of  mistaking  them  for  those  of  the  Plaintiff,  there  is  no  infringe- 
ment.   The  Plaintiff  puts  on  his  labels  the  words  ^'  Extract  of  Soap,"  and  his 
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name  "'  Finlay/*  in  conspicnons  characters,  as  the  manufacturer.  The  Defen- 
dants call  theirs  "Washing  Powder,"  and  print,  equally  conspicuously,  their 
name,  ^^  The  Shamrock  Company.'*  They  are  different  descriptions  of  goods. 
In  Edwards  v.  Dennis^  although  the  goods  were  in  the  same  class,  it  was  held 
5  that,  being  of  different  descriptions,  an  injunction  should  be  refused. 

The  following  cases  were  cited : — Edwards  v.  Dennis  (L.R.  30  CD.  454)  ; 
Australian  Wine  Importers  (6  R.P.C.  311) ;  Hargreaves  v.  Freeman  (8  R.P.C. 
237  ;  L.R.  (1891)  3  Ch.  39)  ;  La  SocUte  Anonyms,  Ac.  (10  R.P.C.  436)  ;  Bovril 
Trade  Mark  (13  R.P.C.  382)  ;  Leaf's  Trade  Mark  (4  R.P.C.  31 ;  L.R.  34  CD. 

10  623);    Alpine    Trade   Mark,   (L.R.    29  CD.  877);   Somatose    Trade   Mark 

(11  R.P.C  84 ;  L.R.(1894)  1  Ch.  645) ;  Lever  y.  Goodwin  (4  R.P.C.  492  ;  L.R.  36 

CD.  1)  ;  Bodega  v.  Owens  (7  R.P.C  31)  ;  Singer  Company  v.   Wilson  (L.R. 

3  App.  Cas.  376,  and  the  observations  of  Lord  Cairns  at  page  391). 

PORTBR  M.R. — This  is  not  a  case  of  passing-off,  or  of  actual  deception.    Such 

15  cases  may,  or  may  not,  depend  on  registration  ;  and  cases  of  that  kind,  some  of 
which  have  been  relied  on  in  the  arguments  of  Counsel,  have  no  application  to 
the  question  here.  The  present  case  is  founded  simply  upon  the  alleged  use  by 
the  Defendants  of  the  Plaintiff's  registered  Trade  Marks.  It  is  not  contended, 
nor  could  it  have  been  alleged,  that  the  Marks  used  by  the  Defendants  have 

20  been  registered  by  them  ;  neither  can  it  be  questioned  that  the  Plaintiff's 
Trade  Marks  have  been  duly  registered  ;  and  the  only  questions  are  whether 
the  Defendants  have  made  use  of  the  Plaintiff's  Trade  Marks,  or  of  marks 
so  nearly  resembling  them  as  to  constitute  an  infringement;  and  whether 
they  have  applied  them  to  the  same  description  of  goods.    The  Defendant, 

25  Mr.  M^Clellandj  it  appears,  had  no  connection  with  the  manufacture  of 
soap  or  laundry  materials  until  about  a  year  ago.  He  was  by  trade  an 
engineer,  in  the  employment  of  Messrs.  Harland  and  Wolff  of  Belfast ;  and 
did  not  engage  in  this  soap  and  laundry  manufacture  until  some  time  in  1904 ; 
and  he  then  started  this  business  under  the  name  of  the  ^'  Shamrock  Company," 

30  one  of  the  partners  being  his  wife,  and  another  a  lady  named  Tumbull ;  and 
he  engages  in  the  same  class  of  business  that  had  been  carried  on  in  the  same 
city  for  years  by  the  Plaintiff,  Mr.  Finlay.  Of  course  the  Defendant  was  quite 
entitled  to  do  that ;  but  why,  instead  of  doing  it  under  his  own  name, 
McClelland,  did  he  adopt  the  name  of  the  "  Shamrock  Company,"  and  why  did 

35  he  affix  the  word  *^  Shamrock  "  to  his  goods  ?  I  presume,  as  a  juror,  that  when 
he  entered  into  this  business  in  Belfast,  where  he  had  lived  for  years,  he  must 
have  known  that  Mr.  Finlay,  who  had  been  so  long  carrying  on  that  manufac- 
ture in  the  same  city,  had  adopted  the  word  '^  Shamrock  "  to  denote  his  goods, 
and  that  that  word  was  identified  with  Finlay  as  the  manufacturer.    If  the 

40  idea  of  patriotism,  and  the  encouragement  of  Irish  manufacture,  was  alone  in  his 
mind,  he  might  have  used  an  Irish  Wolf  Hound,  or  an  Irish  Round  Tower,  or 
some  other  Irish  emblem,  to  indicate  his  goods  ;  but  why  appropriate  the  word 
««  Shamrock,"  and  a  device  of  a  shamrock,  which  he  must  have  known  were 
already  used  by  Mr.  Finlay  f    Trade  Marks  are  justly  regarded  in  this  country 

45  as  of  great  importance,  and  as  constituting  a  very  valuable  property.  They  are 
looked  upon  as  a  protection,  not  only  to  the  trader  who  has  registered  them,  but 
also  to  the  public,  who  are  thereby  safeguarded  against  being  misled  into  pur- 
chasing the  goods  of  one  man  under  the  belief  that  they  are  those  of  another. 
Now,  hsA  the  Plaintiff  a  right  to  adopt  the  word  *^  Shamrock  "  as  his  Trade  Mark  ? 

50  Beyond  all  doubt  it  is  registered  in  his  name ;  and  I  must  assume  that  it  has 
been  properly  registered.  It  has  been  on  the  Register  for  years  ;  it  has  never 
been  expunged  ;  and  as  long  as  it  continues  on  the  Register,  it  remains  the 
property  of  the  Plaintiff,  and  he  alone  has  the  right  to  use  it  in  connection  vnth 
the  description  of  goods  for  which  it  is  registered.    It  is  no  answer  to  the  action 

55  to  say  that  the  Defendant's  Company  is  called  the  "  Shamrock  Company."  On 
the  question  of  the  use  by  the  Defendant  of  the  word  "  Shamrock  "  upon  his 
labels,  I  have  no  hesitation  in  holding  that  there  was  an  infringement.    With 
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regard  to  the  asf)  of  the  design  of  a  ehamrock,  a  somewhat  different  question 
arises,  though,  in  my  opinion,  it  does  not  present  any  difficulty.  It  has  been 
argued  that  the  design  adopted  by  the  Defendant  is  a  different  arrangement  of 
the  leaves  of  a  shamrock  from  that  registered  by  the  Plaintiff ;  but  the  question 
is  whether  the  difference  is  such  as  to  make  it  no  infringement  ?  What  the  i 
Defendant  has  done  is  to  adopt  the  top  leaf  of  the  trefoil,  without  the  other 
two.  Taking  it,  however,  in  connection  with  his  undoubted  use  of  the  word 
"  Shamrock,"  and  bearing  in  mind  that  it  is  put  on  the  same  description  of 
goods,  I  am  of  opinion  that  the  matter  is  free  from  doubt,  and  that  it,  also,  is  an 
infringement.  These  Trade  Marks  of  the  Plaintiff  are  registered  in  Class  47.  10 
The  question  is,  has  the  Defendant  used  them  on  the  same  class  of  goods,  not 
necessarily  the  same  goods,  but  goods  of  the  same  description  ?  The  AtMtralian 
Wine  Importers^  case  is  in  point  on  this  question.  It  was  held  there  that  wine 
and  whisky  were  the  same  description  of  goods,  and  that  a  Trade  Mark  which 
had  been  registered  in  connection  with  one  could  not  lawfully  be  applied  to  the  15 
other.  It  might  have  been  supposed  that  they  were  different  descriptions  of 
goods,  although  they  were  in  the  same  class ;  and  it  certainly  might  be  argued 
that  one  could  not  be  mistaken  for  the  other.  Still,  the  Court  held  that  there 
should  be  an  injunction.  The  case  of  Edwards  v.  Dennis  was  wholly  different, 
for  there  the  goods  were  of  totally  different  descriptions,  though  in  the  same  20 
class,  one  being  sheet  iron,  and  the  other  steel  or  iron  wire.  The  test  is,  not 
whether  the  goods  are  identical,  but  whether  they  are  to  be  regarded  as  of  the 
same  description.  Now,  are  these  two  goods  of  the  same  description  ?  The 
Plaintiff's  is  called  "  Extract  of  Soap  "  ;  the  Defendants  call  theirs  <♦  Washing 
"  Powder.''  The  Defendants'  powder  contains  no  soap,  whereas  the  Plaintiff's  25 
contains  a  considerable  proportion  of  soap,  and  it  is  said  that  therefore  they  are 
different  descriptions  of  goods.  But  they  are  both  detergents,  and  they  are 
both  used  for  the  same  purposes.  I  have  no  difficulty  in  holding  that  they  are 
the  same  description  of  goods  ;  both  are  employed  for  laundry  purposes,  and 
the  same  class  of  customers  would  buy  them.  They  are  far  more  nearly  con-  80 
nected  with  each  other  than  the  goods  in  the  Australian  Wine  Importers*  case. 
There  is  one  circumstance  in  this  case,  as  regards  the  conduct  of  McClelland, 
wbich  I  cannot  but  regard  as  a  very  serious  one.  It  appears  that,  having 
applied  for  a  registration  of  those  two  Trade  Marks,  and  having  received  a 
reply  from  the  Comptroller  stating  that  his  application  was  under  considera-  85 
tion,  he  at  once  proceeded  to  put  the  marks  upon  his  goods,  representing  them 
as  having  been  actually  registered,  and  affixed  a  number,  which  he  says  was 
the  number  of  his  application,  without  waiting  to  see  whether  they  would  be 
registered  or  not.  That  was  a  very  improper  course  for  him  to  take,  and  is  one 
expressly  forbidden  by  the  Act  of  Parliament.  He  says  he  did  it  under  a  40 
mistake,  and  that  he  thought  he  bad  got  a  provisional  registration  ;  but  he  had 
got  nothing  of  the  kind.  He  had  got  merely  a  notice  that  his  application  was 
under  consideration  ;  and  in  the  f^ce  of  that  he  had  the  audacity  to  state  that 
the  Trade  Marks  had  been  actually  registered,  and  affixed  a  number,  purporting 
to  ha  the  number  of  the  registration.  I  am  of  opinion  that  the  Defendant  has  45 
deliberately,  and  after  full  notice,  persisted  in  appropriating  Trade  Marks  which 
did  npt  belong,  and  which  he  knew  did  not  belong,  to  him,  and  lie  must  bear 
the  eonseauetioosof  his  acts.  It  has  lieen  arranged'  that  this  hearing  shall  ^be 
takeat  aa  tie  hearing  of  the  action,^  and  I  am  not  sorry  for'that^'^as  It  FelievBs 
the  Defendant  from  having  to  pay  a  second' set  of  costs.'  There  must  be  aa  50 
injunction,  with  costs  against  the  Defendant. 
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In  the  High  Court  of  Justice-— Chanc|brt  Pivisio^, 

Be/ore  Mr.  Justice  Kekbwich. 

March  20th.  1905. 

HiCKSON  V.  Rbdfbbn. 


5       Patent. — Action  for  infringement. — Construction  of  Specification. — Af^tiot- 
pation  found. — Judgment  for  Defendant 

The  owner  of  a  Patent  for  **  Improvements  in  revolvahle  heel  pads  for  hoot^ 
^'  and  shoes ''  heaving  brought  an  auction  for  infringemsnt^  the  Defendant  ^let^ied 
infringementy  and  contended  that  the  Plaintiff^s  Patent  was  oompletehf  anti- 

10  cipated  by  several  prior  Specifications  for  the  construction  of  rubber  heel  pads. 
The  Claim  was  in  effect  for  a  heelpad^  made  of  rubber  composition^  comprising 
a  thin  bas^piece^  a  surface  piece^  and  between  them  aperforaied  fneM  plate 
extending  nearly  to  the  edge  of  the  pad.  The  holes  in  the  metal  plate  permitted 
the  front  and  back  surfaces  to  have  attachment  to  ec^ch  other.    The  D^endaftt 

15  relied  upon  (among  others)  the  Specification  of  a,  prior  Patent  for  fished  heel 
pads^  in  which  a  perforcUed  metal  plate  was  inserted  between  two  layers  of 
rubbery  although  not  intended  to  form  a  revolving  heel. 

Heldy  that  anticipation  had  been  proved^  and  that  the  PlainfijBT^  Patent  WM 
ther^ar^  invcUid.    Judgment  was  given  for  the  Dtfendant. 

20  On  the  Uth  of  Angnst  1902,  Letters  Patent  (Ko.  23,133*  of  1901)  were  granted 
to  Qeorge  Benry  Utckson  for  '^  ImproTements  in  revolvable  heel  pads  for  boots 
"  and  shoes." 

The  Oomplete  Specification,  as  amended  in  accordance  with  a  decision  of  the 
Chief  Szaminer,  dated  the  23rd  of  Jnly  1904,  was  as  follows  :— 

25  ^  This  indention  relates  to  improvements  in  cevolvmble  heel  pads  for  boots 
^'  and  shoes,  these  improvements  being  embodied  in  the  constrnotion  of  pads 
^'  hereinafter  described  and  illnBtrated  in  the  annexed  drawings  in  which  fig.  1 
'<  is  a  plan  view  from  below  partly  in  section  of  the  principal  form  of  the  im- 
^*  proved  pad  attached  to  a  boot  heel.    Fig.  2  is  a  side  elevation  partly  in  section 

30  *'  thereof.  Fig  3  is  another  side  elevation  partly  in  section  of  a  modified  con- 
'^  struction  of  the  same  heel  pad.  Fig.  4  is  a  plan  view  from  below  partly  in 
<<  section  and  Fig.  5  is  a  vertical  central  section  illuptrating  another  modification 
««  of  the  san^e  heel  pad  In  which  a  metal  cup  is  provided  to  guard  the  screw  he§d. 
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**  Fig.  6  is  a  plan  view  from  below.  Fig.  7  a  detached  part  and  Fig.  8  a  vertical 
^*  central  section  illustrating  another  constmction  of  heel  pad.  Fig,  0  io  a  plan 
'^  from  bolow  and  Figi  10  a  vortioal  oootion  of  another  oonotraotion  of  hool  pftdi 

^'  Referring  to  Figs.  1  and  2  A  is  a  circular  base  of  canvas,  coated,  impregnated, 
*'  or  embedded  in  rubber  and  of  the  same  diameter  as  the  heel  pad  to  be  made.  5 
"  On  this  base  is  placed  the  perforated  metal  plate  B  which  is  a  thin  plate  of 
^  metal  preferably  slightly  dish  shaped  so  as  to  concave  on  the  side  nearer  the 
**  base  aforesaid  and  is  provided  with  a  central  hole  and  other  perforations  in 
"  order  that  the  rubber  or  other  material  forming  the  heel  pad  proper  may  have 
'^  sufficiently  numerous  and  sufficiently  large  areas  of  adherence  to  the  coated  10 
'^  canvas  on  the  other  side  of  the  said  plate  B.    The  plate  B  is  of  nearly  the 
'*  same  diameter  as  the  heel  pad  being  preferably  only  about  ^  of  an  inch  lew. 
"  C  is  the  heel  pad  proper  which  is  made  of  india-rubber  composition  (though  it 
"  may  bo  made  of  loathor,  gntta  poroha  or  any  ofchor  material  if  dosirod) 
"  sufficiently  plastic  when  compressed  to  pass  through  the  perforations  of  the  15 
"  plate  B  and  unite  (with  help  of  any  suitable  cement  if  necessary)  with  the 
^*  base  A.     When  made  up  of  rubbor  oompooition  the  whole  is  vulcanised 
**  together. 

*^  The  modification  shown  in  Fig.  3  differs  only  from  that  shown  above  in  the 
''  omission  of  the  canvas  from  the  base  A,  whereby  the  cost  of  production  is  20 
^^  somewhat  cheapened  although  the  strength  of  the  pad  to  resist  tearing  is  not 
'*  quite  so  great. 

*^  When  mailing  tho  pad  ppopop  C-  of  loathor,  the  baoo  A  may  aloo  bo  a  thin 
i'  loathop  plate  and  tho  parts  A  and  C  may  bo  ooonrod  togothor  by  rivoto 
^^  paooing  oithor  through  tho  opaooo  of  or  through  tho  matoFial  of  tho  porforatod  25 
^  motal  plato  B. — Snob  loathor  pad  C  may  bo  pondorod  more  durablo  by  tho 
^^  addition  of  a  facing  strip  or  plato  of  motal  on  its  wearing  ourfaoo  or  on  that 
<*  part  of  tho  wearing  ourrioo  nooror  tho  odgo  thoroof  ouoh  faoing  strip  boing 
<*  provided  with  opikos  to  bo  fopood  into  tho  loathor  to  hold  tho  otrip  in  plaoo* 

'^  The  heel  pad  made  as  described  forms  a  solid  whole  in  which  the  adherence  30 
^^  of  the  pad  C  to  base  A  is  practically  almost  as  extensive  as  the  area  of  the  pad, 
'*  the  metal  plate  is  fully  protected  and  extends  nearly  to  the  edges  of  the  pad, 
^'  thus  stiffening  it  practically  up  to  the  edges. 

**  This  heel  pad  may  be  secured  to  the  heel  by  a  single  screw  D  passing  through 
**  the  hole  in  the  centre  of  the  metal  plate,  a  recess  being  made  in  the  pad  C  35 
^*  large  enough  only  for  the  head  of  the  screw  as  illustrated  in  Fig.  2  or  Fig.  3. 

'^  If  desired  a  metal  cup  E  flat  on  the  side  nearer  the  plate  B  and  perforated 
^'  for  passage  of  the  shank  of  the  screw  D  may  be  placed  in  a  recess  in  the  pad  C 
"  large  enough  only  to  receive  it  and  the  screw  D  may  also  pass  through  the 
"  cup  so  that  the  latter  not  only  protects  the  head  of  the  screw  from  contact  with  40 
'^  the  ground  but  also  serves  as  a  means  for  preventing  the  slipping  of  the  pad 
^^  upon  the  pavement  when  in  use. 

'*'  If  the  screw  head  is  fiat  enough  to  allow  the  edges  of  the  cup  to  project  far 
**  enough  above  it  a  small  disc  of  leather  could  be  forced  into  the  cup  to  further 
<*  protect  the  screw  head  from  access  of  dirt  and  moisture.  45 

^  I  may  also  make  the  plate  B  with  a  thicker  flange  about  its  rim  or  about 
**  parts  of  the  rim  so  as  to  provide  do'^wardly  directed  pieoes  for  prevention 
^*  of  supping,  thus  in  Figs.  6  an<|  7  the  plate,  designated  by  B^  is  provided  with 
^^  three  such  portions  of  flanges  B',  the  recesses  in  the  plate  B^  between  the  h6m8 
^  of  said  flanges  answer  the  same  purpose  as  the  perforations  in  plate  B  so  that  50 
*^  the  pad  C^may  adhere  to  the  base  A.  Tho  body  of  plato  B^  may  bo  loft  unoovorod 
^  by  tho  pad  C^  and  tho  plate  B^  may  thoroforo  bo  romovod  from  tho  pad* 
^  In  the  example  shown  in  Figs.  6  and  7  the  plate  B^  lias  the  cup  £^  made  in 
*'  one  piece  with  it. 

■*^  In  tho  example  shown  in  FigOi  0  and  10  tho  baoo  A  has  booooo  (y-whieh  55 
*i  paoD  through  tho  porfopationo  in  tho  plato  B'  and  form  tho  pad  ppopoPi— ¥be 
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^^  plftto  B'  io  loft  nnoovojod^  B*  io  ft  holo  foy  tho  paooago  of  tho  oontoal  dopow; 

^Hy  ftpo  flftngoB  for  noD  olipping  puppooofl  DOFgoandiug  thooo  poFfoPfttiono  of 

^*  tho  plftto  B'  throngh  whioh  tho  booooo  C^  paeoi" 
The  Patentee  diBclaimed  the  construction  of  any  metal  heel  plate  stads  or 
5  facing  pieces  of  leather,  indiarnbber,  or  other  suitable  substance  to  project 

beyond  the  &ce  of  the  heel  plate  and  forming  a  silent  wearing  surface,  and  he 

claimed  : — ^  1.  A  heel  pad  for  boots  and  shoes  comprising  the  thin  base  A,  the 

^*  perforated  or  equivalently  recessed  metal  plate  B  and  the  pad  surface  piece  C, 

**  wherein  the  pLate  B  extends  nearly  to  the  edge  of  the  pad  and  is  enclosed 
10  ^'  between  the  base  A  and  pad  C  while  permitting  the  pad  C  to  have  attachment 

^^  to  the  base  A  through  the  perforations  or  recesses  substantially  as  set  forth 

'^  and  illustrated. 
*'  2.  A  heel  pad  as  in  Claim  1  wherein  the  base  A  consists  of  rubber  coated 

'^  canvas. 
15      ^*  3.  A  heel  pad  as  in  Claim  1  in  combination  with  a  cup  for  guarding  the 

^^  head  of  the  central  screw  and  acting  as  a  non-slipping  device  substantially  as 

"  described. 
*^  4.  The  modification  of  the   heel  pad  described  in  Claim  1  in  which  the 

**  metal  plate  is  provided  with  non-slipping  flanges,  substantially  as  illustrated 
20  **  in  Figs.  6  to  8. 

^^  io  ftttftohod  to  tho  bftoo  ftnd  projooto  throngh-popfopfttions^in  tho  motftl  plftto 
^<  flubotftntiftlly  fto  illuotpfttod  in  Figo.  0  and  10." 


nc.L 


On  the  &&  of  March  1904  the  Puteotee  commenced  an  action  against  Bedfim 
35  for  Infringement  of  the  Patent,  claiming  the  usual  relief,  ^y  his  Statement  of 
Claim  the  PlaintifC  aUeg^ed  (1)  that  he  was  the  regiirtered  own^  of  the  Patent 
which  was  valid  and  subsisting ;  (2)  the  amendment  of  the  Specification 
and  that  the  original  claim  was  framed  in  good  faith  and  with  reasonable  skill 
and  knowledge ;  and  (3)  that  the  Defendant  had  infringed. 
30  By  liis  Particulars  of  Breaches  the  Plaintiff  alleged  that  the  Defendant  had 
infringed  the  Patent  in  manner  following,  viz. : — that  the  Defendant  did,  on  the 
29th  of  February  1904,  sell  and  deliver  to  one  Robert  Lee  a  parcel  of  revolvable 
heels  manufactured  by  the  Defendant  in  accordance  with  the  Plaintiff's  patented 
invention  but  without  any  licence  or  authority  from  the  Plaintiff,  and  that  the 


3lQ  REPOBTS  09  PATBirr,  DIlBiaN,        [May  94, 1906. 

Hick^on  v.  Recf^tm. 

said  beel  pads  were  of  patterns  regularly  dealt  in  by  the  Defendant  and  by  bim 
advertised  and  sold  under  the  names  of  Mex^  Qyat,  and  JCL.  * 

The  Defendant  by  bis  Defence  denied  infringement,  and  alleged  the 
invalidity  of  the  Patent  by  reason  of  the  matters  in  tbe  Ps^rticulars  of  Objections 
appej|.ring.  5 

The  Particulars  of  Objections  alleged  (1)  that  the  Plaintiff  was  not  the  first 
and  true  inventor  of  the  alleged  invention  ;  (2)  that  the  alleged  invention  was 
not  new ;  (3)  want  of  subject-matter  having  regard  to  &e  state  of  public 
knowledge ;  (4)  that  the  alleged  invention  was  previously  published  by  the 
manufacture  or  sale  or  use  of  articles  made  by  Messrs.  De  Vere  and  JtSdcUe-  IQ 
sion  at  Blackburn  in  the  County  of  Lancashire  in  1896  and  up  to  1900,  and 
by  Messrs.  Michael  A  Co.^  at  Blackburn  in  1900  and  subsequently  ;  (5)  that 
the  alleged  invention  had  been  published  in  this  realm  prior  to  the  date 
of  the  Patent  by  the  following  Specidcations  left  at  and  filed  in  the  Patent 
Office :— (a)  Wood  (No.  10,185  of  1896)  ;  (b)  De  Vere  andEddkston  (No.  24,518  15 
of  189r>)  ;  (c)  FiUi7igham  and  Fillingham  (No.  1955  of  1888) ;  (d)  Eayne9 
(No.  505  of  1888). 

The  Complete  Specification  of  the  Patent  (No.  24,518  of  1896)  of  De  Vere  and 
Eddleston  for  ^'  Soles  and  heels  for  boots  and  shoes  *'  was,  so  far  as  material  for 
this  Report,  as  follows  : — ^*  Our  invention  consists  of  attachable  soles  and  heels  20 
^'  for  boots  and  shoes  made  of  indiarubber  and  having  a  plate  of  metal  or  like 
^'  rigid  material  imbedded  or  moulded  in  them,  with  holes  passing  through  for 
"  attachment  by  screws  or  nails  to  the  ordinary  leather  soles  or  heels  of  boots 
*'  or  shoes.    These  soles  and  heels  are  made  in  various  shapes,  sides  and 
^*'  thicknesses,  and  the  plate  is  located  near  the  surface  which  tits  against  the  25 
*'  boot  or  shoe  so  that  the  screws  used  in  fastening  them  shall  be  able  to  retain 
^'  the  soles  and  heels  until  fully  worn  down,  and  shall  have  a  rigid  abutment 
**  in    lieu    of    abutting  against  soft  flexible  rubber."     After  describing  the 
eight  Figures  on  the  sheet  of  Drawings,  the  Specification  continued  : — *^  The 
^'  plate  (A)  is  formed  or  cut  out  of  thin  sheet,  metal  to  a  size  and  shape  30 
^  slightly  less  than  the  intended  heel  or  sole,  and  in  it,  at  suitable  distances 
^*  apart,  holes  (B)  and  (C)  are  formed  as   shown  more   clearly  in    Fig.  5. 


FIG. 3. 


*^  In  making  the  improved  soles  and  heels  the  plate  is  placed  in  a  mould,  in 
"  which  small  studs  are  provided,  or  suitable  provision  made,  for  holding  the 
'^  plate  a  slight  distance  from  the  floor  of  the  mould,  so  that  as  the  rubber  35 
''  softens  and  fills  the  mould  it  passes  through  the  holes  (C),  and  beneath  the 
*^  pl^te  and  when  cool  entirely  envelopes  and  intersects  the  plate  aa  ahown  in 
^  fig.  3.    The  xnpold  also  oontains  proyiaion  for  stopping  ok  pliigging  hpl^s  (B) 
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*^  BO  tbat  no  rubber  can  get  into  them,  and  so  that  openings  shall  be  formed  in 
**  the  rubber  corresponding  to  holes  (B)  for  the  reception  of  screws  or  nails  for 
'^  securing  the  heel  or  sole  to  a  boot  or  shoe.  The  plate  being  moulded  near  to 
^'  the  upper  surface  of  the  rubber  it  ensures  of  a  good  fit  against  the  boot,  but 
5  *'  its  chief  advantage  is  that  it  gives  lateral  rigidity  to  the  article  and  forms  a 
^'  solid  resisting  abutment  for  the  heads  of  the  screws,  and  ensures  of  permanent 
*^  attachment/' 

The  action  came  on  for  trial  before  Mr.  Justice  Kbkbwioh. 

T.   Terrell  K.C.  and    J.    W.   Gordon  (instructed  by    W.    V.  H.  Cobbett) 

10  appeared  for  the  Plaintiff ;  Stewart  Smith  K.C.  and  Q.  Lawrence  (instructed 
by  Daniell  and  Olover^  agents  for  F.  Leigh  of  Manchester)  appeared  for  the 
Defendant. 

7}errell  K.C.  opened  the  Plaintiff's  case. — The  value  of  the  Plaintiff's  inven- 
tion is  demonstrated  by  its  enormous  sale.    The  difficulties  experienced  before 

15  this  Patent  were  the  working  loose  of  the  rubber  pad  and  catching  upon  any 
obstacle.  There  was  also  a  sucking  action  due  to  the  expansion  of  the  pad 
when  under  pressure  and  subsequent  contraction  when  the  heel  was  lifted. 
The  Plaintiff's  pad  gradually  works  round  when  in  use,  and  thus  presents  a 
fresh  surface,  thereby  wearing  away  uniformly.    To  enable  it  to  revolve  it  is 

20  hteld  by  one  screw  only  in  the  centre  of  the  pad.  To  secure  rigidity  the  metal 
plate  is  embedded  in  the  rubber,  and  as  much  metal  as  possible  is  cut  out  of  the 
plate  consistent  with  the  maintenance  of  rigidity.  The  spaces  left  are  as  large 
as  possible  so  as  to  secure  firm  adhesion  between  the  upper  and  lower  rubber 
surfaces.    The  plate  in  the  Plaintiff's  pad  is  brought  as  near  the  edge  as 

25  possible  so  as  to  secure  the  pad  from  lateral  expansion  under  pressure.  The 
Plaintiff  also  gives  a  slight  concave  or  dish  shape  to  his  plate  to  attain  additional 
strength.  The  Defendant  infringes  by  adopting  the  large  adhesive  areas  and 
also  by  bringing  his  plate  up  to  the  edge  of  the  pad  in  the  manner  described 
in  Plaintiff*s  Specification. 

30  The  following  witnesses  were  called  for  the  Plaintiff :— Professor  Boy 9% 
Mr.  Roberts^  a  manufacturer  of  rubber  heels  at  Preston,  Lancashire,  m^ker  of 
the  ^  Wood-Milne  Pad "  ;  Mr.  John  de  Vere^  one  of  the  inventors  of  the 
"  De  Vere  Heels  " ;  and  Mr.  Walter  Wyon^  manager  of  the  Liverpool  Bubb^ 
Company^  who  were  makers  of  heel  pads  under  Hickaon^a  Patent. 

35  Stewart  Smith  E.C.  opened  Defendant's  case  by  at  once  calling  the  Defen- 
dant and  the  following  other  witnesses : — Mr.  Hardingham^  M.I.O.E. ; 
Mr.  TF.  H,  Taylor^  a  consulting  and  mechanical  engineer  of  Ikf anchester ; 
Mr.  Jfohn  Ooopery  a  manufacturer  of  rubber  goods ;  and  Mr.  iVtncA,  who 
had  been  employed  for  20  years  by  the  LeyUmd   Rubber   Company^  Ld^ 

40  of  Birmingham. 

Stewart  Smith  K.O.  summing  up  the  Defendant's  case,  submitted  that 
De  Vere  and  JSddlestan  was  a  complete  anticipation  of  the  Plaintiff's  Patent 
The  evidence  had  proved  that  De  Verie  was  not  a  mere  paper  Speoification, 
but  that  under  it  there  had  been  substantial  manufacture  and  sale.    De   Vere 

45  contained  all  the  elements  of  J7idM0tt— viz.,  two  rubber  coats  and  between 
them  a  perforated  plate.  It  was  immaterial  what  was  the  size  or  number  of  the 
perforations  in  the  plate.  [KBKBWIOH,  J.— Dtf  Vere  shows  only  four  holes  in 
his  Fi^re,  but  says  nothing  in  his  Specification  as  to  their  number.  Nor  does 
HvH^&n  speqify  the  number;  he  mesely  sayp  they  must  be  ''suffleieatly 

50  ^  numerous.'^]  One  cannot  patent  the  difference  between  making  lew  holes  or 
many,  or  between  making  them  smaller  or  larger.  There  is  no  novelty  in 
multiplying  the  holes  to  increase  the  adhesive  surface.  It  has  not  been 
suggested  that  the  Plaintiff  has  any  Patent  in  the  revolvable  heel.  His  Patent 
was  for  **  Improvements  in  revolvable  heels."    There  is  no  attempt  to  show  that 

55  the  Defendant  has  infringed  anything  but  Claim  1  of  Plaintiff's  Specification, 
and  I  submit  that  any  invention  in  this  Claim  has  been  completely  antioi^pated 
by  De  Verie  Bpecification. 
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Terrell  K.C.  in  reply. — It  might  be  contended  that  there  was  no  subject- 
matter  left  to  the  Plaintiff  after  De  Vere^  but  there  could  be  no  anticipation  of 
a  revolvable  heel  by  any  Patent  for  a  fixed  heel.  [Kekbwioh  J,,  doubted  this, 
and  referred  to  Oadd  v.  Mayor  of  Manchester  (9  R.P.C.  516).]  The  Defendant 
had  not  secured  lateral  rigidity  by  his  plate  until  he  adopted  the  Plaintiff's  5 
device  and  brought  it  up  to  the  edge  of  the  pad.  Nor  had  the  Defendant 
secured  firm  adhesion  of  upper  and  lower  rubbers  by  the  few  and  small  holes 
in  his  plate,  as  evidenced  by  the  way  in  which  one  witness  tore  the  surfaces  of 
the  pad  asunder.  In  fact  the  Defendant's  plate  was  merely  to  give  a  firm 
abutment  for  the  screws.  Even  the  Defendant  said  he  had  abandoned  10 
De  Vere^s  method  of  manufacture.  De  Vere  had  four  screws  ;  his  object  was 
different;  his  result  was  different.  The  Plaintiff's  article  had  been  a  great 
success,  and  against  it  there  was  nothing  but  theoretical  evidence  that 
De  Vere  could  attain  the  objects  which  are  attained  by  the  Plaintiff. 

Kbkbwich  J. — Notwithstanding  that  the  usual  points  are  raised,  this  case  is  15 
reduced  to  an  extremely  simple  issue,  namely,  whether  HickeorCs  Patent  of 
1901    was   anticipated    by  De   Vere  and  Eddleston's    Specification    of  1896, 
and  I  must  examine  the  two  Specifications  to  see  really  how  far  they  are 
similar,  and  how  far,  if  at  all,  there  is  any  substantial  difference  in  the 
inventions  which  they  respectively  claim.    But  before  looking  at  either  of  the  20 
Specifications,  I  must  remark,  that  the  Specification  of  De  Vere  and  Eddleeton 
has  nothing  to  do  with  a  revolving  heel,  and  that  Hickson's  Specification  claims 
for  a  revolving  heel  and  only  for  a  revolving  heel.     They  both  claim  for 
'^  attachable  "  (I  am  taking  the  words  for  the  moment  from  De  Vere)  ^'  soles 
**  and  heels  for  boots  and  shoes,"  but  not  only  does  De  Vere  not  claim  for  a  25 
revolving  heel,  but  it  is  obvious  on  the  face  of  his  Specification  and  his  Figures, 
that  he  had  no  notion  of  revolving  heels  in  his  mind,  and  that  his  Figures  were  • 
entirely  unsuitable  for  revolving  heels.    If  that  distinction  is  a  feital  one,  it 
is  unnecessary  to  go  further.    Hickson  has  found  some  excellent  means  of 
improving  a  revolving  heel,  and  in  that  point  of  view  it  cannot  be  said  that  he  30 
is  anticipated  by  De  Vere^  who,  as  I  have  said,  to  repeat  my  own  words,  had  no 
notion  of  a  revolvyig  heel  at  all.    To  my  mind  that  is  not  a  fatal  objection,  and 
it  is  not  an  objection  at  all.    I  do  not  think  that  I  am  in  any  way  concerned  to 
consider,  whether  a  revolving  heel  was  in  the  mind  of  one,  or  was,  as  it 
obviously  was,  solely  in  the  mind  of  the  other.    If,  as  a  matter  of  fact,  on  35 
looking  into  the  whole  of  the  case,  the  heel  described  by  De  Vere  in  his  letter- 
press and  Figures  was,  though  not  circular  and  not  claimed  as  revolving,  an 
anticipation  of  Hicksoh's  invention,  then  it  seems  tome  that  Hickson* a inYention 
was  anticipated,  notwithstanding  that  there  was  no  revolving  heel  in  De  Vere*8. 
I  will  take  it  upon  myself  to  say  that  any  competent  man  might  have  converted  10 
the  heel  of  De  Vere  into  a  circular  heel  and  made  it  revolving,  provided  it  was 
suitable  for  the  purpose.    To  turn  that  particular  shape  of  the  human  heel  into 
a  circle  and  put  a  screw  in  the  middle,  round  which  it  would  revolve,  does  not 
seem  to  me,  though  extremely  ignorant  of  such  matters,  to  be  any  advance  on 
knowledge,  if  once  it  is  known  that  you  can  have  revolving  heels,  as  it  certainly  45 
was,  and  a  revolving  heel  is  required.    I  put  that  therefore,  now  entirely  out  of 
the  question,  and  I  will  not  allude  to  it  again. 

Then  I  come  to  the  two  Specifications,  and  perhaps — ^although  it  is  not  the 
way  in  which  the  case,  of  course,  has  been  argued  here — ^the  better  plan  will  be 
to  take  De  Vere^B  Specification  of  1896,  and  to  see  what  he  claims.  I  have  said  50 
De  Vere ;  1  mean  De  Vere  and  Eddleston  of  course  throughout.  He  there  tells 
us  that  the  invention  consists  of  attachable  soles  and  heels  for  boots  and  shoes, 
made  of  indiarubber.  That  is  the  first  part.  It  is  not  a  simple  indiarubber  sole 
or  heel.  It  has  a  plate,  he  says,  of  metal,  or  like  rigid  material  (we  need  not 
dwell  upon  "  like  rigid  material "),  embedded  or  moulded  in  them,  with  holes  55 
passing  through  for  attachment  by  screws  or  nails  to  the  ordinary  leather  soles 
or  heels  of  boots  or  shoes.    So  far  we  have  found  nothing  to  show  how  the 
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rubber  is  to  be  moulded,  when  the  plate  is  to  be  moulded  instead  of  embedded 
in  it,  though  I  am  not  sure  that  ^^  embedded  "  may  not  be  used  in  a  different 
sense  from  that  in  which  I  am  now  using  it — I  mean,  inserted  between  two 
layers  of  rubber  so  as  to  make  what  is  vulgarly  called  a  sandwich.  Then  he 
5  tells  us  in  the  plainest  way,  by  reference  to  the  Figures,  that  the  plate  is  to  be 
cut  out  of  a  thin  sheet  of  metal  slightly  less  than  the  intended  heel  or  sole  and 
in  it,  at  suitable  distances  apart,  the  holes  (B)  and  (G)  are  formed  as  shown 
more  clearly  in  Pig.  5.  Now,  on  turning  to  Pig.  5,  we  find,  as  he  explains 
afterwards,  that  there  are  two  sets  of  holes.    There  are  four  holes  which  are 

10  marked  (C)  and  there  are  four  holes  which  are  marked  (B).  The 
holes  (C)  are  intended  for  the  screws,  and  he  uses  four  of  them« 
He  says  that  they  are  to  be  placed  at  suitable  distances  apart,  that  is  to 
say,  obviously,  that  the  holes  (G)  are  to  be  at  suitable  distances  apart,  suitable 
for  the  purpose  for  which  those  particular  holes  are  applicable.    He  does  not 

15  say  how  many  there  are  ;  he  does  not  say  what  the  distances  are  to  be  at  all. 
He  refers  us  to  a  Figure  which  gives  us  an  idea,  and  shows  us  what  was  in  his 
head,  and  that  he  thought  that  in  all  probability  four  holes  would  be  required 
for  screwing  the  heel,  and  that  four  holes  would  be  required  for  the  other 
purpose,  but  he  in  no  way  limits  himself  to  the  four,  and  any  person  who 

20  thought  he  could  make  a  better  heel  by  putting  in  six  would  have  certainly 
been  making  it  according  to  this  Specification,  and  also  any  person  who  found 
that  he  could  make  a  proper  heel  by  putting  in  two,  would  equally  have  been 
making  a  heel  according  to  the  Specification.  So  that  it  seems  to  me  that  be 
takes  special  care — wisely  or  unwisely  is  another  matter,  but  he  takes  care  not 

25  to  commit  himself  to  any  number  or  any  distance.  Then  he  explains  to  us 
what  has  to  be  done  with  (G),  and  I  think  he  tells  us — perhaps  not  in  the  most 
accurate  language,  but  still  I  think  he  tells  us  perfectly  plainly  for  what 
purpose  the  holes  (B)  are  intended.  He  tells  us  how  it  is  to  be  done.  We  are 
not  at  all  concerned  with  the  method,  but  this  is  the  object.    ^'So  that,  as  the 

30  *^  rubber  softens  and  fills  the  mould,  it  passes  through  the  holes  (G),  and 
^*  beneath  the  plate,  and  when  cool  entirely  envelops  and  intersects  the 
"  plate  as  shown  in  Fig.  3."  Now,  obviously,  though  he  uses  the  word 
"  intersect,"  my  knowledge  of  the  use  of  the  word  in  Euclid  shows  that  he  has 
not  quite  used  the  right  English  word  for  the  purpose.    What  he  intends  is  that 

35  there  shall  pass  from  one  layer  of  the  rubber  to  the  other,  the  rubber  itself 
when  it  cools,  so  as  to  fasten  the  whole  together,  and  that  is  shown  by  his 
stating  further  on,  that  the  chief  advantage  is  that  it  gives  lateral  rigidity  to  the 
article  and  forms  a  solid  resisting  abutment.  That  is  what  he  professes  to 
attain,  and  he  claims  '^  A  thin  metal,  or  like  rigid  plate,  shaped  to  the  general 

40  "  outline  of  a  boot  sole  or  heel "  which  generally  would  be  circular)  "  with 
'^  holes  formed  in  it  in  any  suitable  relation  to  each  other  as  and  for  the 
"  purposes  set  forth."  I  think  we  have  got  perfectly  plainly  what  he  seeks  to  do. 
He  is  to  have  this  attachment  to  the  heel  attached' by  some  one  or  more  screws, 
but  with  a  metal  plate  which  is  no  longer  independent  of  the  rubber  but  which 

45  is  to  form  part  of  it,  so  that  you  have  one  homogeneous  mass — ^homogeneous  in 
the  sense,  1  mean,  that  you  cannot  divide  it  into  parts,  except  by  breaking  it  up, 
and  that  it  now  becomes  the  sole  or  heel  consisting  of  the  metal  plate  and  the 
rubber  welded  together  in  the  way  which  he  has  stated. 

I  observe  in  passing,  that  he  says  nothing  about  vulcanising.    I  do  not  think 

50  that  is  material.  I  conclude  from  what  the  witnesses  say,  that  probably 
any  man  manufacturing  under  that  Patent  would  vulcanise,  but  whether  he 
would  or  not,  it  is  immaterial.  It  is  not  part  of  his  Specification,  and  it  is 
not  part,  I  think,  really  of  Hickson'Sj  to  which  I  will  come,  although  he 
says  that  the  whole  is  vulcanised  together.    What  I  moan  is  this,  that  if  a 

55  man  constructed  an  article  according  to  Hickaon^s  Specification  and  did  not 
vulcanise,  it  would  be  quite  impossible  for  him  to  say  that  he  had  not  infringed 
that  Patent. 
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Now  passing  that  by  for  the  moment,  let  us  tnm  to  Hickson^s  Specification. 
It  seems  to  me  that  he,  in  rather  different  language,  claims  precisely  the  same 
thing.  Of  course  he  is  thinking  of  the  revolving  heel,  but  he  tells  ns  you  must 
have  a  perforated  metal  plate.  De  Vere  says  a  perforated  metal  plate.  He  does 
not  use  the  word  "  perforated,"  but  he  says  "  a  plate  with  holes "  and  he  says  5 
that  there  must  be  holes  at  suitable  distances.  In  Hickson^s  case,  there  being  a 
revolving  heel,  there  is  only  to  be  one  hole  for  a  screw — that  is  a  central  hole. 
Of  course  you  could  not  have  it  otherwise.  Then  we  must  turn  to  the  other 
perforations.  Now  if  Ve  Vere^s  is  intentionally  vague  about  the  position  and 
the  number  of  holes,  HicksorCs  is  equally  so,  and  if  my  criticism,  which  is  not  10 
intended  to  be  severe,  of  De  Vere's  language  is  well  founded,  I  think  I  might 
give  quite  as  large  an  amount  to  Hickson* s.  He  says,  '^  and  other  perforations, 
"  in  order  that  the  rubber  or  other  nmterial  forming  the  heel  pad  proper  may 
**  have  " — and  this  is  to  my  mind  the  whole  point  of  the  case — "  sufficiently 
"  numerous  and  sufficiently  large  areas  of  adherence  to  the  coated  canvas  on  the  15 
"  other  side."  ....  Never  mind  the  canvas,  he  means  to  the  material. 
"What  does  he  mean  by  **  sufficiently  "  ?  The  draughtsman  of  this  Specification  did 
not  for  the  moment  think  much  of  the  English  language  as  used  grammatically. 
You  cannot  use  the  word  "  sufficiently "  except  in  reference  to  something  of 
which  there  is  to  be  a  sufficiency.  You  can  say,  sufficient  of  this  to  produce  20 
such  and  such  an  effect,  but  you  cannot  use  "  sufficiently  "  abstractly,  according 
to  any  proper  use  of  the  English  language.  He  does,  and  I  must  find  out  what 
he  means  by  it.  It  is  quite  clear  what  he  means  by  it,  though  he  has  expressed 
it,  as  I  say,  not  grammatically.  He  says,  "  sufficiently  numerous  and  sufficiently 
"  large  areas  of  adherence."  Now  of  course  **  numerous  "  and  "  of  adherence  "  25 
cannot  be  connected  according  to  any  rules  of  interpretation,  but  I  think  I  must 
take  it  that  that  is  what  he  means.  He  says, "  My  object  is  that  there  should 
*'  be  adherence  to  the  coated  canvas,  and  whatever  these  perforations  are, 
'*  however  many  there  may  be,  however  they  may  be  placed,  there  must  be 
"  enough  to  secure  adherence,  and  the  area  must  be  enough  for  that  purpose."  30 
I  cannot  put  any  other  interpretation  upon  it.  If  I  fail,  I  think  I  must 
find  my  excuse  in  the  extremely  ungrammatical  language  which  the 
draughtsmaii  has  employed,  but  that,  I  think,  is  clearly  what  he  means,  though 
badly  expressed. 

That  being  so,  all  that  the  workman,  who  works  upon  this,  has  to  say  is,  35 
**  How  many  do  I  want  and  shall  they  be  circular  holes  ;  shall  they  be" — ^as  was 
said  in  argument — "  in  the  form  of  a  Maltese  Cross,  with  a  circle  round  it  to 
"  connect  the  extreme  points,  leaving  a  large  area,  or  shall  they  be  in  any  other 
"  form  ?  "    **  Do  as  you  please.    All  that  you  have  to  take  care  of  is,  that  the 
"  perforations  shall  be  numerous  enough  to  secure  adherence,  and  for  that  40 
^'  purpose  also  that  the  areas  shall  be  large  enough.    Small  perforations,  such, 
"  of  course,  as  pin  points,  wquld  not  do,  but  they  must  be  something  through 
"  which  the  rubber  may  pass  and  procure  sufficient  and  thorough  adherence." 
That  is  all  he  asks.    Why  could  not  you  do  that  with  De  Vere  ?    De  Vere  leaves 
you  quite  at  large.    You  may  have  as  many  of  these  holes  as  you  please.    They  45 
may  be  as  large  as  you  please.    The  man  who  works  on  it  has  only  to  make 
them  in  any  form  he  likes.    De  Vere  himself  only  contemplated  perforations 
of  a  circular  character,  but  they  might  have  been  parallelograms  or  not,  or  they 
might  have  taken  the  form  of  a  Maltese  Cross  or  any  similar  form.    It  seems  to 
me  that  you  have  only  here,  put  in  different  language,  and  not  very  plainly,  no  50 
doubt,  until  you  come  to  look  into  it,  what  De  Vere  had  already  put,  not  very 
plainly,  but  plainly  enough  for  anyone  to  understand  it. 

Really  there  is  nothing  else  in  the  Specification  except  that  in  line  44,  page  2,* 
)ie  says  that,  ^  The  metal  plate  is  fully  protected  and  extends  nearly  to  the 

*  AiUe^  page  308,  line  32. 
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^*  edges  of  the  pad. -*  Again,  it  is  unfortunate,  if  Hickson  meant  anything  in 
particular  by  this,  that  he  did  not  say  how  near  it  was  to  extend  to  the  edges  of 
the  pad.  I  have  had  these  heel  pads  handed  up  to  me  manufactured  by 
the  Defendant,  which  ao  not  extend,  in  any  sense,  I  may  say,  hear  to  the 
5  edges  of  the  pad.  But  is  that  of  the  essence  of  it  ?  It  is  more  convenient, 
I  suppose  ;  it  may  produce  greater  rigidity,  it  may  prevent  lamination,  but 
the  Patentee  has  not  told  us  whether  there  is  any  essence  in  it,  or  how 
near  you  are  to  approach,  and  if  I  were  trying  a  question  of  infringement, 
as  I  am  not,  it  seems  to  me  that  I  could  not  stop  and  say  that  a  man  did 

10  not  infringe  because  he  had  found,  otherwise  copying  Hickson  in  every 
point,  that  he  could  make  a  complete  heel  pad  without  going  near  the  edge  of 
the  pad.  I  cannot  think  myself  that  there  is  anything  of  the  essence  of  the 
invention  in  that. 

Then  Mr.  Terrell  says  in  reply,  "  But  De  Vere's  will  not  work."    Well,  I  am 

15  not  satisfied  that  it  will  not  work.  I  have  had  evidence  to  show  that  within — 
I  am  not  told  the  exact  number  of  years,  but  within  a  short  time  after  the 
Patent — some  6001.  worth  of  goods  were  manufactured,  and  I  have  had 
witnesses  here  who  have  manufactured  according  to  this  Patent.  I  think  that 
is  a  complete  answer  to  Mr.  TerrelVs  observation,  but  after  all  that  is  not  the 

20  question.  Could  not  an  intelligent  workman,  having  De  Vere's  Specification  in 
his  hands,  manufacture  the  article  which  Hickson  claims  to  be  his  invention. 
I  am  not  looking  at  it  as  an  intelligent  workman,  of  course.  I  am  only 
looking  at  it  simply  as  reading,  with  the  assistance  I  have  had  to^ay  from 
Counsel  and  witnesses,  the  two   Specifications  and  construing  the  English 

25  language.  It  seems  to  me  that,  though  they  have  described  different  things, 
because  different  things  were  in  their  minds,  still  they  have  substantially 
shown  how  the  effects  were  to  be  produced.  Mr.  Terrell  says  that  the 
heel  pads  made  according  to  De  Vere^s  Specification  laminate  and  will 
not  stand  and    that  the  others   are  perfectly  good.    I  am  not  satisfied  on 

30  the  evidence  that  that  is  so,  but,  if  it  is  so,  it  may  be,  and  there  is  some 
evidence  to  justify  it,  that  the  best  materials  have  not  been  employed  ;  the 
work  has  not  been  done  in  the  best  way.  That  may  be,  but  the  other 
reason  is  that,  up  to  the  present  time,  it  seems  to  me  that  those  who  are 
working  under  De   Vere*s  Patent  have  been  a  a  little  timid  in  not  com- 

35  pletely  working  exactly  according  to  Hickson*s  Specification.  It  seems 
to  me  that  they  have  only  to  take  De  Vere's  Patent  and  see  Hickson^s 
Specification  in  it,  and  then  they  will  produce  that  perfect  article  which 
Hickson  claims. 

I  give  judgment  for  the  Defendant.    As  to  the  Particulars  of  Objectionfl, 

40  I  allow  2,  4,  and  5  so  far  as  it  refers  to  De  Vere's  Specification.  Those  I 
certify  to  be  reasonable  and  proper.  I  cannot  say  anything  about  the  others. 
As  regards  No.  1,  Mr.  Stewart  Smith  asks  for  that.  That  is  the  ordinary 
common  form  of  objection  that  the  Plaintiff  was  not  the  true  and  first  inventor 
— ^not  that  it  is  not  novel,  because  that  is  the  next  one,  but  because  he  is  not 

45  the  true  and  first  inventor  of  these  things  which  he  produced.  He  was  so 
far,  in  fact,  because  that  was  his  invention,  but  it  does  not  seem,  and  never 
has  seemed,  to  me  the  proper  issue. 

Terrell  E.O.— Then    No.  2  will  only  be  certified  for  as  far  as  De  Vers  is 
concerned  ? 

50      Kbkewich  J, — ^No,  absolutely  ;  No.  2  is  that  it  was  not  new. 

Terrell    K.C. — If  your  Lordship  certifies  No.  2  generally,  it  will    mean 
that    the    Defendants  will  have   the   costs    of    everything   that   they    have 
prepared* 
EJBKBWIOH  J. — They  have  absolutely  succeeded  upon  it ;  they  have  proved 

55  the  thinsr  was  not  new. 

Terrell  K.C. — ^Yes,  so  far  as  2>?  Vere  is  concerned,  and  your  Lordship  has 
given  them  D0   Vere.    1  do  not  know  how  it  will  work  out  in  the  'ftudng 
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Office,  bnt  if  your  Lordship  g^veB  them  No.  2  jnst  as  it  stands,  yon  might  as 
well  give  them  all. 

Ebkbwioh  <7. — ^Yoa  most  argue  that  before  the  Taxing  Master.    I  have 
given  the  issue  of  novelty. 


In  thb  Court  of  Appbal. 

Be/are  LORDS  JusTiOBS  Yauohan  Williams,  Rombr,  and  Stirling. 

April  11th,  12th,  and  13th,  1905. 


Patbnt  Exploitation    Ld.   v.    Ambrioan  Elbctrioal  Noyblty  and 
Manufacturing  Company  Ld. 


Patent. — Action  for   infringement. — SpecificcUum   already  construed   and  10 
PaterU  held  valid  by  House  of  Lords. — Infringement. — Anticipation. — Subject^ 
matter. — Judgment  for  Defendants  on  the  grounds  of  non-infringement  and 
invalidity. — Appeal  dismissed  on  the  ground  of  non-infringement 

The  oumers  of  a  Patent  for  an  improvement  in  galvanic  batteries  having 
commenced  an  action  for  infringement^  the  Defendants  denied  infringement  15 
and  alleged  that  the  Patent  uHis  invalid  by  reason  of  being  anticipated^  of 
want  of  subject-matter^  and  of  inutility.  The  Specificationy  after  stating  that 
the  invention  related  to  galvanic  batteries  constructed  and  arranged  as  uhms 
thereinafter  described^  described  a  particular  battery  having  two  layers^  the  outer 
of  which  consisted  preferably  of  sal-ammoniac^  chloride  of  ssinc^  plaster  of  Paris,  20 
and  flour.  The  SpecificcUion  contained  thefoUounng  passage ;— ^  The  materials 
^  mentioned  as  electrodes  and  as  exciting  and  depolarising  agents  and  ttieir 
^  proportions  may  be  varied^  as  the  important  feature  of  the  invention  is  the  inter- 
^  position  between  the  positive  omd  negaHve  electrodes  of  two  layers  of  exciting 
«*  eomposUion,  in  a  semisolid  or  plastic  sUUe,  the  one  in  contact  with  the  25 
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"  negative  electrode  having  intermixed  ivith  it  depolarising  agents  and  the 
"  one  in  contact  with  the  positive  elect7^ode  liaving  no  such  depolarising  agents 
"  in  its  composition ;  "  and  the  Patentee  claimed:  "  A  galvanic  battery  having 
^^  the  space  between  its  positive  and  negative  electrodes  filled  with  a  semi-solid 
b  ^^  or  plastic  exciting  agent  in  two  layers^  the  one  layer  in  contact  with  the 
"  negative  electrode  having  depolarising  agents  intermixed  therewith^  and  the 
"  other  layer  in  contact  with  the  positive  electrode  having  no  such  depolarising 
"  agents,  substantially  as  setforth^  The  Defendants  substituted  in  the  outer 
layer  of  their  cell  folds  of  blotting  paper  for  the  plaster  of  Paris  and  flour ^  and 

10  there  were  other  differences  as  to  proportions.  The  Specification  had  been 
construed  by  the  House  of  Lords  in  an  action  by  the  same  Plaintiffs  against 
Siemens  Bros.  {21  B.P.G.  541\  in  which  it  was  held  that  there  was  novelty  and 
subject-matter^  and  the  meaning  of  the  words  ^''semisolid  or  plastic''^  in  the 
Specification  were  considered.     The  Defendants  in  tfie  present  action  again 

15  contested  the  validity  of  the  Patent,  setting  up  further  anticipations  and 
cuMucing  fresh  evidence  on  the  issue  of  novelty ;  they  also  denied  infringement, 
alleging  that  the  layers  in  their  battery  were  not  semisolid  or  plastic  within 
the  meaning  of  the  Specification.  It  was  held  at  the  trialy  which  took  place 
before  the  delivery  of  the  judgments  of  the  House  of  Lords,  thut  the  alleged 

20  invention  had  been  anticipated ;  and  that,  even  if  the  Patent  were  valid,  the 
Defefidants  had  not  infringed.  The  action  ivas  dismissed  with  costs.  The 
Plaintiffs  appealed,  and  on  the  hearing  of  the  appeal  the  Defendants  relied 
solely  on  noninfringement. 

Held,  that  the  outer  layer  of  the  Defendants'  cell  was  not  semi-solid  or  plastic 
25 .  within  the  meaning  of  the  Specification^  and  that  the  Defendants  had  not 
infringed.    The  appeal  was  dismissed  unth  costs. 

On  the  2l8t  of  January  1890  Letters  Patent  (No.  1110  of  1890)  were  granted 
to  Charles  Addison  Hitchcock,  on  a  communication  from  abroad  by  William 
Burnley,  for  an  invention  of  "  An  improvement  in  galvanic  batteries." 

30       The  Complete   Specification  was  as  follows : — "  This  invention  relates  to 

"  galvanic  batteries  constructed  and  arranged  as  I  will  describe  with  reference 

"  to  the  accompanying  drawings.    Pig.  1  is  a  vertical  central  section  of  the 

"  improved  battery.     Fig.  2  is  a  transverse  section  on  the  lines  x  x  oi  Fig.  1. 

*'  A  is  a  cylinder  of  zinc  or  equivalent  metal  forming  the  one  electrode  and 

35  "  provided  with  a  clamping  screw  B  for  connecting  a  conductor  to  it ;  a  piece 
"  of  carbon  C  is  the  other  electrode.  The  cylinder  A  is  lined  with  an  exciting 
'^  agent  E  consisting  preferably  of  the  following  ingredients,  viz.,  sal-ammoniac 
*'  1  part,  chloride  of  zinc  1  part,  plaster  of  Paris  3  parts,  and  water  2  parts,  to 
**  which  is  added  a  little  less  than  1  part  of  a  comminuted  vegetable  material, 

40  *^  preferably  flour.  For  preparing  the  exciting  agent  E,  the  materials  are 
"  mixed,  forming  a  semi-fluid  which  is  poured  into  the  cylinder  A  around 
"  a  central  core  temporarily  inserted.  Tiie  exciting  agent  soon  sets  to  the 
**  condition  of  a  semi  solid  and  the  temporary  core  is  removed.  The  carbon  C 
"  is  then  inserted  centrally  in  the  space  left  by  the  withdrawal  of  the  core  and 

45  "  the  space  around  the  carbon  is  filled  with  a  compound  F  consisting  preferably 
^'  of  the  following  ingredients  :  Sal-ammoniac  1  part  chloride  of  zinc  or  other 

2  B 
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hygroscopic    analogue    ^\yth    part    and    as    depolarising    agents    pulverised 
peroxide  of  manganese  3  parts  with  pulverised  carbon  3 J  parts. 
**  These  are  mixed  with  water  two  parts  to  form  a  semi  solid  which  is  packed 
in  around  the  carbon  c.    The  top  of  the  cylinder  A  is  then  sealed  around  the 
carbon  c  with  bitumen  or  other  suitable  material  G  substantially  impervious  5 
to  air  or  moisture.    The  materials  mentioned  as  electrodes  and  as  exciting 
and  depolarising  agents  and  their  proportions  may  be  varied,  as  the  important 
feature  of  the  invention  is  the  interposition  between  the  positive  and  negative 
electrodes  of  two  layers  of  exciting  composition,  in  a  semi  solid  or  plastic 
state,  the  one  in  contact  with  the  negative  electrode  having  intermixed  with  10 
it  depolarising  agents  and  the  one  in    contact  with  the    positive   electrode 
having  no  such  depolarising  agents  in  its  composition. 

**  Having  now  particularly  described  and  ascertained  the  nature  of  this 
invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
what  I  claim  is  : —  15 

"  A  galvanic  battery  having  the  space  between  its  positive  and  negative 
electrodes  filled  with  a  semi  solid  or  plastic  exciting  agent  in  two  layers,  the 
one  layer  in  contact  with  the  negative  electrode  having  depolari&ing  agents 
intermixed  therewith,  and  the  other  layer  in  contact  with  the  positive 
electrode  having  no  such  depolarising  agents,  substantially  as  set  forth."  20 


On  the  4th  of  February  1903,  the  Patent  Exploitation  Ld.  commenced  an 
action  against  the  American  Electrical  Novelty  and  Manufacturing  Company  Ld, 
for  infringement  of  the  Patent,  claiming  the  usual  relief.  By  their  Statement 
of  Claim  they  alleged  that  they  were  the  registered  legal  owners  of  the 
Patent,  that  a  certificate  that  the  validity  of  the  Patent  came  into  question  was  25 
granted  by  the  Court  of  Appeal  in  an  action  Patent  Exploitatian  Ld,  v.  Siemens 
Brothers  &  Co,  Ld.,  1900,  P,  No.  25()6'  and  that  the  Defendants  had  infringed. 
The  Plaintiffs  claimed  costs  as  between  solicitor  and  client.  The  Particulars 
of  Breaches  alleged  that  the  Defendants  had  at  divers  times  between  the  date  of 
the  Patent  and  the  issue  of  the  writ  sold  batteries  made  in  infringement  of  the  30 


*  Reported  19  E,P.O.  113 ;  20  B.P.C.  226  ;  21  B.P.O.  641. 
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Patent ;  in  particular  the  Plaintiffs  complained  of  the  sale  of  three  of  such 
batteries  to  one  Frederick  Goj/eland  on  2nd  January  1903  by  the  Defendants  at 
their  premises,  102  Charing  Cross  Road,  London,  W.O.,  and  the  Plaintiffs 
reserved  the  right  to  recover  in  respect  of  all  infringements. 
5  The  Defendants  by  their  Defence  denied  infringement,  and  alleged  that  the 
Patent  was  invalid  by  reason  of  the  matters  in  the  Particulars  of  Objections 
set  out* 

The  alleged  infringement  will  be  found  described  in  the  judgment  of 
Buckley  J.  (20  R.P.C.  703).    The  analysis  of  the  outer  layer  in  the  Plaintiffs' 

10  cell  was  as  follows  : — Sal-ammoniac  12*9  per  cent.,  chloride  of  zinc  12*9  per  cent., 
plaster  of  Paris  38"7  per  cent.,  water  25*8  per  cent ,  and  flour  9*7  per  cent.  The 
analysis  of  the  outer  layer  in  the  Defendants'  cell  was  as  follows  :—  Sal-ammoniac 
8  per  cent.,  chloride  of  zinc  11*24  per  cent.,  paper  47*16  per  cent.,  and  water  33*6 
per  cent.    The  paper  was  blotting  paper,  which  was  placed  in  folds  round 

15  the  inner  side  of  the  cylindrical  vessel. 

Buckley  J.,  who  gave  judgment  prior  to  the  hearing  of  the  appeal  to  the 
House  of  Lords  in  Patent  Exploitation  Ld,  v.  SiemeJis  Bros,  <k  Go,  Ld. 
(21  R.P.C.  541)  held  that  the  Patent  was  bad  for  want  of  novelty,  and  that, 
even  if  it  were  valid,  the   Defendants  had  not  infringed.    The  action  was 

20  dismissed  with  costs  (2U  R.P.C.  689). 
The  Plaintiffs  appealed. 

A.  B.  Shaw  (instructed  by  Jamesy  Mellor,  and  Golemxm)  appeared  for  the 
Appellants  ;  A,  J,  Walter  (instructed  by  Wilsons^  BristoivSy  and  Garpmaet) 
appeared  for  the  Respondents. 

25  Shaw  for  the  Appellants. — In  the  first  action  the  House  of  Lords  affirmed 
the  decision  of  the  Court  of  Appeal  upholding  the  Patent.  But  in  this  case  the 
Defendants  contended  that  the  state  of  knowledge  proved  was  different,  and 
therefore  that  a  different  construction  should  be  given  to  the  Specification. 
Buckley  J.  held  the  Patent  invalid,  and  also  held  that  it  had  not  been  infringed. 

30  The  House  of  Lords  decision  came  subsequently  ;  but  the  decision  in  this  case 
would  have  been  the  same  in  the  view  which  Buckley  J.  took.  [Vaughan 
Williams  LJ. — So  far  as  the  decision  of  the  House  of  Lords  is  one  of  construc- 
tion is  not  that  final  ?]  Yes.  Bicckley  J.  accepted  the  construction  put  on 
the  Specification   by  the  Court  of  Appeal   except  so  far  as  the  fresh  facts 

35  relating  to  the  state  of  knowledge  affected  that  construction.  [  Walter. — 
The  Respondents  do  not  now  contest  the  validity  of  the  Patent ;  they  are 
prepared  to  rest  their  case  on  non-infringement.]  I  shall  then  confine 
myself  to  non-infringement ;  but  I  shall  say  that  there  are  differences  in  the 
construction  put  on  the  Specification  in  the  previous  case  and  by  Buckley  J.  in 

40  this  case.  [The  Specification  was  read.]  The  words  "  substantially  as  described  " 
bring  in  the  elements  described  in  the  Specification  and  shown  in  the  Drawing. 
Between  the  electrodes  there  are  two  plastic  layers  both  excitant  and  one  a 
depolariser.  It  was  held  by  this  Court  and  the  House  of  Lords  that  that 
was  a  new  combination.     [The  judgments  of  the  House  of  Lords  in  Patent 

45  Exploitation  Ld.  v.  Siemens  Bros.  &  Go.  Id.  (21  R.P.C.  541)  were  read.]  The 
Defendants  in  the  outer  layer  have  blotting  paper  instead  of  plaster  of  Paris  ; 
in  the  inner  layer  they  allege  that  they  do  not  pulverise  all  the  mixture  and 
have  less  water,  but  ram  the  mixture  more,  [Vaughan  Williams  L,J. — 
What  is  the  common  denominator  of  blotting  paper  and  plaster  of  Paris  ?] 

50  That  which  will  perform  the  functions  of  an  outer  layer.  [VAUiiHAN 
Williams  L,J, — That  is  not  generally  enough.]  No,  I  must  show  that  it 
comes  within  the  claim  properly  construed.  [The  evidence  as  to  the  con- 
struction and  composition  of  the  Defendants*  cell  was  read.]     The  Defendants 

*  As  the  oase  was  argued  in  the  Court  of  Appeal  entirely  on  the  question  of  infringement,  the 
Partioulars  of  Objections  are  not  set  out.    They  will  be  found  in  full  at  20  B.P.C.  691. 
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use  the  same  excitant  solution.  Both  the  layers  in  the  Defendants'  cell  are 
semi-solid  or  plastic  within  the  meaning  of  the  Specification.  Pulverisation  is 
not  essential.  The  ramming  of  the  Defendants'  mixture  is  within  the  descrip- 
tion of  the  Specification.  There  is  no  difference  between  ramming  and  packing. 
Pulverisation  is  only  important  so  far  as  is  necessary  to  see  what  the  Patentee  5 
meant  by  semi-solid  or  plastic.  The  Defendants  say  that  in  the  inner  layer 
they  have  a  damp  solid.  That  is  the  whole  point  as  to  that  layer.  [  Walter. — 
We  say  that  it  has  been  held  that  neither  layer  is  plastic  or  semi-solid,  and  that, 
if  the  Defendants'  cell  is  covered  by  it,  the  Patent  is  bad.]  Better  conductivity 
is  given  by  tight  packing,  but  one  may  get  a  disadvantage  as  regards  depolaris-  10 
ing.  It  is  a  question  of  the  balance  of  advantage.  The  bulk  of  the  Defendants' 
inner  layer  is  fine  powder.  It  is  very  different  from  what  was  known  before 
the  Patent.  [ROMBR  LJ. — Suppose  a  man  discovers  that  he  can  get  either  the 
inner  or  the  outer  layer  not  serai-solid  and  plastic,  then  he  is  outside  the 
Claim  ?]  Yes ;  but  here  I  say  the  Defendants  are  not  sufficiently  far  away.  15 
The  House  of  Lords  has  not  said  that  the  terms  *'  semi-solid  "  or  "  plastic  "  are  the 
same  ;  they  are  used  in  the  Specification  as  two  descriptions  of  the  same  thing. 
[Vaughan  Williams  Z.J.-^Plastic  means  that  if  a  substance  is  pressed  out  of 
shape  it  will  retain  the  new  shape.]  *  Plastic  is  the  most  significant  term,  and 
plasticity  is  of  great  practical  importance  ;  the  success  of  the  battery  is  largely  20 
due  to  the  physical  state.  "  Semi-solid  "  and  "  plastic  "  are  used  in  the  Specification 
of  the  same  substance  looking  from  different  points  of  view.  There  were  dis- 
advantages in  the  use  of  liquids  and  solids,  with  some  advantages ;  the  balance  of 
advantage  is  with  the  Patentee's  semi-solid  or  plastic  substances.  The  functions 
of  the  Defendants'  layers  are  the  same.  [  Pf  alter. — I  say  they  are  not  the  same  ;  25 
they  are  the  same  as  in  Brandon^'\  On  the  evidence,  the  functions  are  the 
same.  I  do  not  say  that  that  is  sufficient,  but  it  is  important.  [ROMUR  L,J, — 
Does  not  the  Specification  indicate  that  class  of  semi-solid  that  has  some 
plasticity  about  it  ?  Is  blotting  paper  in  any  sense  plastic  ?]  Yes,  especially 
when  wet,  as  it  always  is  in  use  in  the  Defendants'  battery.  Mere  ramming  30 
does  not  alter  the  nature  of  the  mixture  ;  the  Defendants  do  not  carry  it  so  far 
as  to  get  a  solid  ;  the  inner  layer  remains  semi-solid  within  the  meaning  of  the 
Specification.  It  was  known  that  air  should  be  got  rid  of  and  that  tightness  of 
packing  gave  greater  conductivity.  As  to  the  outer  layer,  the  Specification  says 
that  the  materials  may  be  varied,  and  blotting  paper  performs  all  the  functions.  35 
It  had  been  used  as  an  absorbent  in  the.  outer  layer.  It  is  almost  a  known 
equivalent.  Everything  is  "  plastic  "  which  when  wet  will  retain  any  change  of 
shape  given  to  it.  [Stirling  LJ, — Is  not  clay  used  by  a  potter  a  typical 
plastic  substance  ?  It  can  be  made  into  any  shape  he  wants.]  The  definition 
of  your  Lordship  was  approved  by  the  House  of  Lords  The  Specification  40 
means  plastic  as  the  Plaintiffs'  outer  layer  is.  [Vaughan  Williams  L.J. — 
In  my  judgment  the  words  "  semi-solid  "  and  *•  plastic  "  mean  for  the  purposes 
described.  There  are  two  methods  at  which  one  may  arrive  at  one  result,  but 
one  must  consider  both  and  not  take  any  substance  that  would  do  for  either 
method.]  [ROMBR  L.J.— The  Claim  is  "  substantially  as  set  forth."  The  direc-  45 
lions  as  to  the  outer  layer  do  not  apply  to  the  Defendants'  blotting  paper.  The 
outer  layer  is  to  be  poured  in  as  a  semi-fiuid  and  sets  to  the  condition  of  a  semi- 
solid.] That  is  only  a  manufacturing  direction  for  the  particular  substances  taken. 
It  is  not  a  necessary  feature.  One  may  vary  with  anything  that  is  equivalent — 
that  will  perform  the  functions  chemically,  electrically,  and  physically  The  50 
judgments  in  the  House  of  Lords  support  this.  One  has  to  see  what  the 
finished  article  is.  The  equivalent  reaches  the  same  physical  state  when 
finished,  so  that  the  manufacturing  directions  are  not  the  test.    [The  judgment 

*  This  WM  one  of  the  Speoifio«tioiiB  mentioned  in  the  PvtioaUn  of  Ohjeotions.«-J.  0. 
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of  Buckley  J.  was  read.]  [  Walter^  in  reply  to  the  Court,  said  that  he  was  prepared 
to  argue  on  infringement  only.  The  Hoase  of  Lords  had  put  a  narrow  construc- 
tion on  the  Specification.]  The  judgmeuts  in  the  House  of  Lords  make  the 
construction  turn  not  on  pulverisation  but  on  the  layers  being  semi-solid  or 

5  plastic. 

Walter  for  the  Respondents. — The  Appellants  formerly  sought  to  put  a 
different  construction  on  the  Specification.  [The  report  of  the  action  against 
Siemens  Bros,  in  the  Court  of  Appeal  was  referred  to  (20  R.P.C.  225).]  The 
outer  layer,  it  was  said  must  "  set "  as  a  semi-solid.    They  are  now  trying  to 

10  extend  the  ambit.  The  Plaintiffs'  Patent  does  not  cover  a  liquid  battery,  in 
which  there  is  an  absorbent  to  prevent  spilling.  If  the  Defendants  have  one 
layer  different,  they  must  succeed  on  non-infringement,  and  the  outer  layer  is 
quite  different.  Blotting  paper  undergoes  no  physical  change,  and  it  is  old  as 
an  absorbent  for  the  purposes  of  a  battery  ;  see  the  Specifications  of  Skrivanoffy 

15  No.  481)  of  1882  and  SkHvanow,  No.  185,063  of  1887.»  Cellulose  was  used  in 
Oermain's  cell.  These  substances  were  simply  used  to  hold  up  liquids ;  the 
batteries  were  dry  batteries.  The  outer  layer  in  the  Defendants'  cell  is  not 
"  semi-solid  or  plastic  "  within  the  meaning  of  the  Specification.  [He  was 
st4>pped  by  the  Court.] 

20  Vaughan  Williams  L.J.— The  only  question  that  we  have  to  decide  in 
this  case  is  whether  the  Plaintiffs  have  proved  that  the  Defendants  have 
infringed  the  combination  as  described  in  the  Specification.  I  will  first  read 
from  the  Specification  the  Patentee's  definition  of  his  combination.  The  material 
part  runs  thus  : — "A  is  a  cylinder  of  zinc  or  equivalent  metal  forming  the  one 

25  "  electrode  and  provided  with  a  clamping  screw  B  for  connecting  a  conductor 
"  to  it ;  a  piece  of  carbon  C  is  the  other  electrode.  The  cylinder  A  is  lined 
"  with  an  exciting  agent  E  consisting  preferably  of  the  following  ingredients, 
"  viz. :  sal-ammoniac  1  part,  chloride  of  zinc  1  part,  plaster  of  paris  3  parts,  and 
'*  water  2  parts,  to  which  is  added  a  little  less  than  1  part  of  a  comminuted 

30  "  vegetable  material  preferably  flour.  For  preparing  the  exciting  agent  E,  the 
'*  materials  are  mixed,  forming  a  semi-fluid  which  is  poured  into  the  cylinder 
'*  A  around  a  central  core  temporarily  inserted.  The  exciting  agent  soon  sets 
"  to  the  condition  of  a  semi-solid  and  the  temporary  core  is  removed."  I  do  not 
think  I  need  read  any  more  of  that  part  of  the  Specification.    Later  one  finds 

35  this  upon  the  subject  of  variation: — "The  materials  mentioned  as  electrodes 
"  and  as  exciting  and  depolarising  agents  and  their  proportions  may  be 
^*  varied,  as  the  important  feature  of  the  invention  is  the  interposition 
"  between  the  positive  and  negative  electrodes  of  two  layers  of  exciting 
"  composition,  in  a  semi-solid  or  plastic  state,  the  one  in  contact  with  the 

40  '^  negative  electrode  having  intermixed  with  it  depolarising  agents  and  the  one 
"  in  contact  with  the  positive  electrode  having  no  such  depolarising  agents  in 
"  its  composition." 

The  Defendants  have  substituted  blotting  paper  and  the  suggestion  is  that 
this  blotting  paper  sufficiently  comes  within  the  description  of  being  a  compo- 

45  sition  in  a  semi-solid  or  plastic  state,  and  it  is  said  that,  although,  of 
course,  the  difference  is  manifest  upon  a  mere  statement  of  it,  the  difference 
ought  not  to  be  regarded  as  preventing  an  infringement,  because  of 
the  power  of  variation.  It  is  said  that  the  power  of  variation  allows  of  this 
substitution  of  blotting  paper.    It  is  said  that  the  composition,  when  blotting 

50  paper  is  used  in  this  way,  still  comes  within  the  description  '*  semi-wlid  or 
"  plastic,"  and  it  is  said  that  the  judgments  in  the  House  of  Lords  were  &wh 
that  the  House  of  Lords  must  be  taken  to  have  said  that  such  a  variation  will  yet 
leave  the  battery  within  the  description  in  the  Specification. 

*  Then  twoSpeoiflcatioiiB  uid  Germain's  oell  were  mentioned  in  theParticnlftn  of  ObjeotionB.— J.  G. 
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There  are  two  passages  in  the  judgments  in  the  Hoiise  of  Lords  which  were 
particularly  relied  upon.    One  passage  is  that  in  the  judgment  of  Lord  Davey^ 
which  begins  at  line  50  on  page  547  of  21  R.P.C.    "I  think,  though   it  is 
**  not  necessary  to  decide  it  in  the  present  case,  that  the  woi*ds  '  substantially  as 
"  *  set  forth '  would  cover  the  use  of  materials  analogous  to  or  having  similar  5 
*•  chemical  or  electrical  properties  to  those  which  he  has  described  as  preferable, 
•*  and  the  recommendation  of  pulverised  materials  may  be  useful  as  illustrating 
"  the  sort  of  thing  he  intended  by  the  word  '  plastic'     I  do  not  construe  the 
'*  words '  semi-solid  or  plastic '  as  alternatives,  for  they  are  not  true  alterna- 
'*  tives,   but  I  think  that   the   word    '  plastic '   is  meant  to  be  synonymous  10 
**  with  and  explanatory  of  *  semi-solid,'  and  is  used  with  the  intention  of 
*'  giving  some  definiteness  to  a  somewhat  vague  expression."    The  other  passage 
which  is  referred  to  is  a   passage  in  which  Lord  Davey  was  dealing  with 
an  alleged  anticipation  in  that  case  by  the   Specification   of   Castle  Smith, 
He    said  : — "  Cattle    Smith\s    battery    also    contained  two  layers  round  the  15 
*'  central  carbon  electrode.    The  inner  layer  is  described  as  a  paste  made  of 
'*  some  depolarising  substance  enclosed  in  a  porous  bag  which  may,  perhaps, 
*'  be  described  as  plastic.     The  outer  layer,  he  says,  is  transferred  into  a 
'^  thick  sticky,  phle^my  substance  by  adding  gums  and  similar  substances,  such 
'*  as  tragacanth.    Mr.  Sivinhuime  describes  this  substance  as  a  jelly.    The  die-  20 
"  tionary  meaning  of  ^  plastic '  is  '  easily  made  to  take  form,'  and  it  is  said  that  in 
"  the  arts  it  chiefly  applies  to  the  clays  fitted  for  pottery.  Lord  Justice  Stirling 
"  defines  a  plastic  solid  (I  think  he  meant  semi-solid)  as  one  capable  of  being 
"  made  to  change  its  shape  at  the  will  of  the  operator,  and  also  of  retaining  the 
"  shape  into  which  it  is  thrown.     Castle  Smith's  phlegmy  or  jelly  substance  may  25 
'*  possibly  be  described  as  a  semi-solid  one,  but  by  no  fair  use  of  language  can 
"  it,  in  my  opinion,  be  called  plastic.    It  is  not  a  question  of  degree,  but  a 
^'  difference  in  kind.''*     I  do  not  think  that  those  two   passages  which   I 
have  read  from  Lord  Davey^s  judgment  authorise  our  holding  that  this  varia- 
tion— the  introduction  of  blotting  paper — is  a  variation  of  a  character  which  30 
is  covered  by  the  words  in  the  Specification.    I  wish  to  point  out,  in  the 
first  place,  that  the  variation  which  is  covered  by  the  passage  to  which  I  have 
just  referred,  ie  a  variation  which  really  does  not  cover  the  difference  in  the 
present  case.    The  words  are  : — "  The  materials  mentioned  as  electrodes  and  as 
''  exciting  and  depolarising  agents  and  their  proportions  may  be  varied,  as  the  35 
"  important  feature  of  the  invention  is  the  interposition  between  the  positive 
<*  and  negative  electrodes  of  two  layers  of  exciting  composition,  in  a  semi-solid 
"  or  plastic  state."    Now,  for  a  moment,  I  will  assume  Mr.  Shaiu^s  argument  . 
that  the  blotting  paper  came  within   the  word  **  plastic,"  and  I  say  that, 
even  on  the  assumption  that  it  does  come  within  the  word  "plastic,"  yet  40 
the  variation  is  not  such  as  is  covered  by  those  words  in  the  Specification, 
because  even  if  the  blotting  paper  comes  within  the  category  of  the  materials  * 
mentioned  in  that  clause,  one  must  look  at  the  whole  Specification,  and  if  one 
looks  back  at  the  earlier  part  of  the  Specification,  one  finds  these  words  : — "  For 
"  preparing  the  exciting  agent  E  the  materials  are  mixed  forming  a  semi-fluid  45 
"  which  is  poured  into  the  cylinder  A  around  a  central  core    temporarily 
"  inserted  "  ;  and  it  is  quite  plain  that  you  could  not  so  deal  with  the  blotting 
paper.    I  know  that  a  suggestion  was  made  that  you  might  tear  up  blotting 
paper  into  little  pieces  and  pour  it  in  with  some  water,  but  I  do  not  think  that 
that  would  be  sufficient  to  bring  it  within  the  description  when  one  goes  on  50 
and  reads  the  following  words  :— "  The  exciting  agent  soon  sets  to  the  condition 
"  of  a  semi-solid  and  the  temporary  core  is  removed."    It  is  quite  plain  from 
those  words  that  the  condition  of  that  which  is  poured  in  is  not  a  condition 


*  81  B.P.G.  page  6i». 


Vol.  XXIL,  No.  12.]      AND  TRADE  MARK  OASES.  323 

Patent  Exploitation  Ld.  v.  American  Electrical  Novelty  and 
Manufacturing  Company  Ld. 

which  is  intended  to  remain  permanently  in  the  battery,  because  the  fluid 
which  is  poured  in  is  a  fluid  which  is  to  set  to  the  condition  of  a  semi-solid,  and 
in  my  judgment  the  blotting  paper  cannot  po&sibly  come  within  that 
description. 
ft  With  regard  to  the  two  passages  which  I  have  read  from  Lord  Davey's  judgment, 
I  do  not  think  that  what  he  said  as  to  the  words  *'  substantially  as  set  forth  " 
would  cover  such  a  case.  All  he  said  was  that  "  substantially  as  set  forth  " 
would  cover  the  use  of  materials  analogous  to  or  having  similar  chemical  or 
electrical  properties  to  those  which  he  has  described  as  *'  preferable,'*  and  he 

10  says  that  "  pulverised  materials  may  be  useful  as  illustrating  the  sort  of  thing 
'*  that  he  intended  by  the  word  '  plastic'  "  1  do  not  think  that  the  blotting 
paper  is  in  any  way  analogous  or  similar  to  the  materials  and  composition  which 
were  used  by  the  Patentee,  and  having  said  that  I  do  not  think  that  I  need  deal 
with  the  word  "  plastic  "  really  at  all.     But  having  i-ead  the  passage  from  Lord 

15  Davey'^s  judgment  as  to  the  meaning  of  '*  plastic,"  1  do  say  ihat  I  think  that 
that  which  was  shown  to  us  by  an  experiment  with  reference  to  the  blotting 
paper  brings. blotting  paper  within  the  word  "plastic"  as  defined  by  Lord 
Davey,  but  one  must  bear  in  mind  when  one  is  dealing  with  a  description  of 
this  sort  that  it  is  not,  to  my  mind,  everything  that  is  plastic  which  would  come 

20  within  the  definition  in  the  Plaintiffs'  Specification.  One  must  bear  iu  mind, 
when  one  is  considering  the  word  "  plastic  "  here,  as  one  would  any  other 
word  in  any  other  Specification,  the  object  at  which  the  Patentee  was  aiming 
when  he  used  that  word,  and  bearing  that  in  mind,  I  do  not  think  that  the 
Plaintiffs  have  brought  the  blotting  paper  within  the  meaning  of  the  word 

25  "  plastic  "  in  the  sense  in  which  it  is  used  in  the  Specification.  But,  I  say,  even 
if  they  have,  they  are  yet  met  with  the  difficulty  which  I  have  already  pointed 
out  with  regard  to  the  method  to  be  followed  in  the  preparation  of  the  battery. 
It  is  quite  plain  that  it  would  be  impossible  to  use  the  blotting  paper  in  the 
manner  and  with  the  result  specified  by  the  Patentee  in  the  Specification.    In 

30  my  opinion,  therefore,  the  judgment  of  Mr.  Justice  Buckley  must  be  affirmed 
and  this  appeal  must  be  dismissed  with  costs. 

ROMBR  L.J. — I,  also,  do  not  see  my  way  to  differ  in  this  case  from  the 
decision  of  the  learned  Judge  in  the  Court  below  as  to  infringement.  Having 
regard  to  what  was  said  in  the  House  of  Lords  and  to  the  true  effect  of  the 

35  Plaintiffs'  Specification  and  invention,  I  think  that  it  cannot  be  said  that  the 
blotting  paper  wetted  is  "  plastic  "  in  the  sense  in  which  that  term  is  used  in 
the  Plaintiffs'  Specification,  especially  when,  considering  the  judgments  of  the 
House  of  Lords,  you  bear  in  mind  how  the  Plaintiffs'  invention  was  distinguished 
from  the  prior  inventions  which  had  been  brought  to  the  attention  of  the 

40  House  and  to  the  way  in  which  Castle  Smith's  battery  was  distinguished. 
If  the  blotting  paper,  so  wetted,  is  not  plastic  in  the  sense  in  which  that  term  is 
used  in  the  Plaintiffs'  Specification,  it  follows  it  was  not  in  a  semi-solid  or 
plastic  state  within  the  meaning  of  those  words  as  used  in  the  Specification  and 
as  defined  by  the  judgment  of  the  House  of  Lords  in  the  case  I  have  mentioned. 

45  I  also  think  that  view  is  supported  by  the  other  considerations  to  which  my  Lord 
has  called  attention.  The  Claim  is  for  a  semi-solid  or  plastic  exciting  agent  in 
two  layers,  substantially  as  set  forth  and  embodied  in  the  Specification.  Now 
if  you  look  at  the  body  of  the  Specification,  what  kind  of  exciting  agent  is 
substantially  set  forth  ?     It  is  an  agent  formed  of  a  mixture  of  certain  materials, 

50  which  are  referred  to  in  the  earlier  part  of  the  Specification,  forming  a  semi- 
fluid which  is  poured  into  the  cylinder  around  a  central  core  temporarily 
inserted,  and  that  exciting  agent  soon  sets  to  the  condition  of  a  semi-solid  when 
the  temporary  core  is  removed.  It  is  true  that  the  Specification  says  later  on 
that  the  materials  mentioned  as  electrodes  and  as  exciting  and  depolarising 

55  agents  and  their  proportions  may  be  varied,  but  it  is  difficult  to  say  that 
blotting  paper  wetted  is  substantially  set  forth  in  this  Specification,  seeing 
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that  it  cannot  be  described  as  a  semi-fluid  ;  it  cannot  be  poared  into  a  cylinder 
and  does  not  set.  I  think  therefore  it  is  not  substantially  set  forth  in  the  Claim 
or  Specification. 

For  these  reasons  I  think  that  the  outer  layer  of  the  Defendants*  battery  is 
not  within  the  Patentee's  invention  as  set  forth  in  his  Specification,  and  that  5 
being  so  I  need  not  consider  whether  the  inner  layer  of  the  Defendants  may 
also  be  differentiated  from  the  inner  layer  of  the  Patentee.    The  Appeal  there- 
fore must,  in  my  opinion,  be  dismissed. 

Stirling  LJ, — I  am    of  the  same  opinion.      Notwithstanding  that  the 
Specification  provides  that  the  materials  mentioned  may  be  varied,  I  think  that  10 
the  variation  which  is  there  referred  to  must  be  confined  within  certain  limits, 
and  in  dealing  with  the  variation,  which  occurs  in  the  present  case,  I  think  that 
the  blotting  paper  does  not  fall  within  those  limits,     it  is  quite  clear  from  the 
judgment  of  the  House  of  Lords,  that  a  variation  cannot  be  permitted  to  go 
very  far,  because  distinguishing  the  Plaintiffs'  Specification  from  that  of  Cattle  15 
Smithy  Lord  Davey  says — "  Castle  Smith's  phlegmy  or  jelly  substance  may 
"  possibly  be  described  as  a  semi-solid  one,  but  by  no  fair  use  of  language  can 
*'  it,  in  my  opinion,  be  called  '  plastic'     It  is  not  a  question  of  degree  but  a 
"  difference  in  kind."    Now  it  is  quite  clear  that  it  could  not  be  permitted  to 
the  Patentee  to  substitute  for  the  arrangement  which  he  has  chosen.  Castle  20 
Smith's  phlegmy  or  jelly  substance.    Then  can  he  substitute  blotting  paper  ? 
I  think  equally  not.     I  think  Lord  Davey's  language  applies,  and  that  by  no 
fair  use  of  language  can  it  be  called  "  plastic  "  as  used  in  the  Specification,  for 
the  substances  which  in  the  Patentee's  arrangement  take  the  place  of  blotting 
paper  are  a  mixture  of  plaster  of  Paris  and  flour ;  and  a  more  completely  25 
plastic  substance  than  plaster  of  Paris  it  is  difficult  to  conceive. 

I  think,  on  that  short  ground,  that  the  Judgment  of  Mr.  Justice  Buckley  on 
the  point  of  infringement  must  be  affirmed. . 
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In  the  High  Court  of  Justice.— Chanobry  Division. 

Before  Mr.  Justice  Buckley. 

March  31st,  1905. 

Leeds  Forge  Company  Ld.  v.  Clayton  &  Sons  Ld. 


5  Paient. — Action  for  infringement. — Amended  Defence  setting  ^ap  invalidiiy 
of  Patent  and  a  Counterclaim  for  a  declaratum  that  the  Patent  was  invalid, — 
Order  giving  Plaintiffs  leave  to  discontinue. — Action  discontinued.— Motion  by 
Plaintiffs  to  strike  out  Counterclaim. — Undertaking  not  to  bring  afresh  action 
against  the  Defendants  or  Oieir  customers  given  by  Plaintiffs  on  tJie  hearing 
10  of  the  Motion. — Proceedings  on  Counterclaim  stayed. — No  Order  made  as  to 
costs. 

On  the  23rd  of  May  1889  Letters  Patent  (No.  8591  of  1889)  were  granted  .to 
E.  C.  J.  Devis  for  an  improved  boiler  fine.  An  action  having  been  brought  by 
the    Leeds  Forge  Company  Ld.  against  Deighton's  Patent  Flue  and  Tube 

15  Company  (hereinafter  called  the  "  Deighton  Company  ")  for  infringement  of 

this  Patent,  it  was  on  the  16th  of  May  1904  held  by  the  House  of  Lords  that 

the  Defendants  had  infringed  and  that  the  Plaintiffs  were  entitled  to  judgment 

(see  21  R.P.C.  487). 

On  the  27th  of  June  1904  the  Leeds  Forge  Company  commenced  an  action 

20  against  Clayton^  Son  <k  Co.  Ld.  for  infringement  of  this  Patent.  The  Defen- 
dants by  their  amended  Defence  denied  that  the  Patent  was  valid  at  the  time 
when  they  used  and  sold  certain  boiler  flues  which  they  purchased  from  the 
Deighton  Company,  They  stated  that  prior  to  the  date  when  the  Patent 
expired  they  purchased  certain  boiler  flues  from  the  Deighton  Company^  some 

25  of  which  they  used  and  some  of  which  they  sold,  but  they  denied  that  they  had 
thereby  infringed.  They  alleged  that  in  the  above-mentioned  action  against  the 
Deighton  Company  an  inquiry  as  to  damages  had  been  ordered  and  prosecuted, 
and  that  all  the  flues  in  respect  of  which  the  Plaintiffs  were  now  claiming 
against  the  present  Defendants  had  been  brought  into  such  inquiry  and  that 

30  damages  would  be  paid  in  respect  of  the  same,  and  the  Defendants  submitted 
that,  even  if  such  flues  were  infringements  and  the  Patent  was  valid,  the 
Plaintiffs  had  at  present  no  cause  of  action  against  the  Defendants.  The 
Defendants  also  counterclaimed  as  follows: — "The  Defendants  repeat  the 
'*  allegations  contained  in  paragraph  1  above,  and  will  rely  on  the  Particulars 

35  ^'  of  Objections  delivered  with  the  amended  Defence  ;  and  claim  :  A  declaration 
''  that  the  said  Letters  Patent  (No.  8591  of  1889)  were  invalid  at  the  date 
**  thereof  and  were  so  continuously  down  to  the  date  when  the  term  for  which 
"  they  were  granted  expired." 

2  0 
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Particulars  of  Objections  to  the  validity  of  the  Patent  on  the  gronnd  of  prior 
publication  and  want  of  subject-matter  were  delivered  with  the  amended 
Defence. 

The  Defence  was  amended  and  the  Counterclaim  added  pursuant  to  an  Order 
of  the  13th  of  February  1905,  under  which  the  Plaintiffs  had  liberty  to  dis-  5 
continue  the  action  within  one  month  of  the  date  of  the  Order,  and  on  the  13th 
of  March  notice  was  given  by  the  Plaintiffs  wholly  discontinuing  the  action. 
On  the  21st  of  March  1905  the  Plaintiffs  gave  notice  of  a  Motion  that  the 
Counterclaim  might  be  struck  out  on  the  ground  that  it  disclosed  no  reasonable 
cause  of  action  and  was  frivolous,  vexatious,  and  an  abuse  of  the  process  of  the  iQ 
Court.  The  notice  of  Motion  asked  in  the  alternative  for  a  certain  variation  of 
the  Order  of  the  13th  of  February  which  is  not  material  for  the  purposes  of  this 
report. 

The  Motion  came  on  for  hearing  before  Mr.  Justice  BUOKLBY  on  the  31st  of 
March  1905.  15 

Moulton  K.C.,  and  A.  J.  Walter  (instructed  by  Vincent  and  Vincent) 
appeared  for  the  Plaintiffs  ;  Asthury  K.C.,  and  J.  G.  Oraham  (instructed  by 
J,  H.  and  J,  F.  Johnson)  appeared  for  the  Defendants. 

Moulton  E.C. — This  is  a  motion  that  a  Counterclaim,  which  now  is  all  that 
remains  of  this  action,  be  struck  out  on  the  ground  that  it  discloses  no  cause  of  gQ 
action.    In  a  previous  action  brought  by  the  Leeds  Forge  Company  certain 
boiler  flues  used  by  the  then  Defendants  were  pronounced  by  the  House  of 
Lords  to  be  infringements  of  the  Patent.    The  Defence  in  the  present  action  in 
the  first  instance  was  simply  in  substance  that  the  Plaintiffs  were  getting  their 
damages  from  somebody  else,  and  could  not  get  them  twice  over.    Then  there  35 
was  an  application  for  leave  to  amend  the  Defence  and  to  challenge  the  validity 
of  the  Patent.    That  amendment  was  allowed  by  an  Order  on  certain  terms, 
under  which,  as  they  had  a  right  to  do,  the  Plaintiffs  have  discontinued  their 
action.    The  Plaintiffs'  claim  has  therefore  been  abandoned,  but  the  Defendants 
insist  on  going  on  with  the  Counterclaim.    The  question  really  is — Can  a  person,  30 
who  is  not  being  sued  at  all,  after  the  ecxplration  of  a  Patent  bring  an.  action 
against  the  owners  of  the  Patent  for  a  declaration  that  that  Patent  was  invalid 
at  the  date  of  its  grant  and  from  that  date  to  its  termination  ? 

BUCKLBY  J, — Are  the  Plaintiffs  willing  to  undertake  not  to  bring  a  fresh 
action  for  damages  against  the  Defendants  ?  35 

Moulton  K.C. — Yes.  But  I  know  of  no  action  for  a  declaration  that  Letters 
Patent  are  invalid  ;  if  a  man  wants  a  declaration  that  Letters  Patent  are  invalid 
he  must  present  a  Petition  for  revocation. 

BuOKLBY  <7. — ^That  is  a  statutory  means  of  achieving  thitt  result ;  it  is  possible 
there  may  be  another  means.  40 

Moulton  K.C. — ^There  may  be;  but  there  is  no  precedent  for  it. 
BucKLBY  J, — The  Order  will  be  : — ^The  Plaintiffs  undertaking  not  to  sue  the 
Defendants  or  their  purchasers  or  customers  under  the  Patent  in  respect  of  the 
use  and  sale  of  boiler  flues  constructed  in  accordance  with  the  Patent ;   pro- 
ceedings under  the  Counterclaim  to  be  stayed;  45 
Asthury  K.C.,  asked  for  the  costs  of  the  Motion. 

BuOKiiBY  J. — It  appears  to  me  that  the  Motion  has  resulted  in  this  benefit 
to  the  Defendants :  that  they  have  obtained  brevi  manu  by  the  motion  being 
brought  the  relief  they  are  really  seeking,  that  is  to  say,  they  are  relieved  from 
all  proceedings  against  them  or  purchasers  from  them  in  respect  of  this  Patent.  50 
They  have  got  what  they  wanted  by  a  short  step  ;  and  I  think  that,  upon  the 
undertaking  indicated  being  given,  which  is  a  complete  protection  to  them, 
I  shall  be  doing  justice  by  saying  that  there  shall  be  no  costs.  I  stay  all  further 
proceeding^  under  the  Counterclaim,  and  make  no  Order  as  to  costs. 
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In  the  Court  op  Appeal. 

Before  Lords  Justices  Vaughan  Williams,  Rombr  and  Stirling. 

April  3ra,  4tli  and  5th,  1905. 

King  &  Co.  Ld.  v.  Gillard  &  Co.  Ld. 


5  Action  for  passing  off. — ^**  Get  up^ — Smp-packets  put  up  in  steel  boxes. — Points 
of  resemblance  common  to  the  trade. — Injunction  refused. — Untrue  statements  as 
to  medaZs  and  awards. — Costs. 

The  Plaintiffs  and  their  predecessors  for  upwards  of  fifteen  years  had  made 
and  sold  three  varieUes  of  a  special  preparation  of  dried  materials  for  soup  in 

10  packets  of  certain  size^  shape^  and  printing^  and  these  packets  were  put  up  in 
steel  boxes  of  a  peculiar  hind.  They  claimed  that  their  goods  had  become  and 
were  known  and  recognised  and  distinguished  from  all  other  prepared  soups 
by  means  of  their  mode  of  packing  and  get-up.  In  1903  the  Defendants^  who 
had  been  pickle  manufacturers  for  many  yearSf  began  to  make  and  sell  similar 

15  preparations  of  soup  which  were  put  up  in  a  series  of  similar  packets  and  boxeSy 
and  their  name  "  Gillard's "  appeared  where  "  Edwards' "  appeared  on  the 
Plaintiffs^  goods.  T?ie  Plaintiffs  also  complained  of  the  wrappers  of  the  Defen- 
dants  as  containing  untrue  statetnents  as  to  Prize  Medals  and  Awards  in  the 
same  position  as  accurate  statements  on  the  Plaintiffs. 

20  Held,  at  the  trials  by  Kekewich,  J.,  that  the  Plaintiffs'  goods  were  not 
distinguished  from  all  other  goods  by  the  packing  or  get-up ;  that  the  Defen^ 
dants^  goods  were  not  calculated  to  deceive  even  an  unwary  purchaser ;  and 
that  no  actual  deception  was  proved.  Judgment  was  given  for  the  Defendants^ 
but  without  costSy  on  the  ground  that  they  had  made  untrue  statements  on  the 

25  packets  containing  their  goods  as  to  Prize  Medals  and  Awards.    The  Plaintiffs 

appealedy  and  tJie  Defendants  presented  a  cross  appeal  on  the  question  of  costs. 

Held,  on  the  appeal^  that  the  judgment  of  Kekewich,  /.  must  be  affirmed^  but 

on  the  cross  appeal^  that  the  learned  Judge  had  deprived  the  Defendants  of  their 

costs  on  a  ground  which  was  not  open  to  hiniy  and  the  cross  appeal  must  be 

2  0  2 
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allowed  and  the  Plaintiffs  mtist  pay  the  Defendants^  costs  in  (he  action  and 
also  the  costs  of  the  appeal  and  cross  appeal. 

Civil  Service  Co-operative  Society  v.  General  Steam  Navigation  Company, 
L.R.  (1903)  2  K.B.  756,  followed. 

The  Plaintiffs  in  this  action,  Frederick  King  A  Co.  Ld.y9XxA  their  predeceseorB,  5 
were  old-established  mann&cturers  of  and  dealers  in  provisions,  and  for  upwards 
of  fifteen  years  had  made  and  sold  a  special  preparation  of  dri^  materials  for 
soup,  which  from  the  outset  they  designated  ^^  Edwards'*  Desiccated  Soup." 
This  preparation  had  for  many  years  l^en  made  up,  advertised,  and  sold  in 
three  varieties,  viz.,  brown  soup,  white  soup,  and  tomato  soup,  and,  except  for  10 
slight  alterations  in  the  colour  of  the  paper  covers  of  the  packets  of  the  brown 
soup,  which  had  been  gradually  made  during  the  last  three  or  four  years,  there 
had  not  been  for  at  least  seven  years  past  any  variation  in  the  manner  in  which 
the  three  varieties  had  been  made  up  and  sold  in  the  wholesale  and  retail  mar- 
kets, whether  as  to  size  or  shape  of  packets  or  boxes,  colouring,  design  or  letter-  15 
press  of  coverings  or  wrappers,  or  as  to  any  other  features.    The  three  varieties 
were  packed  in  small  oblong  rectangular  packets  of  uniform  size  under  coloured 
wrappers,  in  the  cases  of  the  brown  soup  and  the  white  soup  bearing  letterpress 
printed  longitudinally  on  the  face,  and  statements  as  to  prices  and  directions  for 
use  on  the  back  and  sides,  and  in  the  case  of  the  tomato  soup  under  white  wrap-  20 
pers  bearing  letterpress  and  ornamentations  in  green  and  red,  printed  vertically 
on  the  face,  and  statements  as  to  prices  and  directions  for  use  on  the  back  and 
sides.    Each  of  the  packets  contained  a  reference  to  Exhibition  Awards  actually 
gained  for  the  goods.    These  packets  were  packed  in  dozens  (in  two  layers  of 
six  each)  in  steel  boxes  of  a  special  shape  and  size  which  the  Plaintiffs  alleged  25 
that  they  first  designed,  and  with  a  pecular  mode  of  folding  the  paper  cover  at 
the  ends.    The  three  varieties  were  also  made  up  and  sold  in  round  tin  canisters 
containing  1  lb.,  \  lb.,  and  \  lb.  and  even  larger  quantities. 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  with  regard  to  the  sales  of 
their  goods  as  follows  :— "  (10)  The  popular  and  more  common  sale  of  the  said  30 
*^  preparation  is  in  the  packet  form,  ordinary  retail  customers  usually  buying 
''  one  or  at  most  a  few  of  the  packets  at  a  time.  The  boxes  of  packets  are 
"  commonly  displayed  opened  in  the  windows  or  on  the  counters  of  the  retail 
*'  shops,  so  that  the  packets  themselves  are  exposed  to  view,  and  it  is  an 
^*  ordinary  practice  for  the  packets  themselves  to  be  taken  out  of  the  boxes  by  35 
'^  the  shopman  and  placed  on  trays  or  in  any  convenient  box  or  basket  from 
'^  which  the  customer  can  take  and  does  in  fact  take  what  is  required.  A  large 
"  proportion  of  the  retail  shop  trade  is  done  under  artificial  light  when  the 
^^  differences  in  colours  are  not  readily  discerned.  (11)  The  Plaintiffs'  said 
''  goods  have  become  and  are  known  and  recognised  and  distinguished  from  all  40 
'^  other  prepared  soups  by  means  of  the  said  mode  of  packing  and  get-up,  and 
''  they  have  attained  a  high  reputation  in  association  therewith.  The  business 
"  in  the  said  goods  is  of  great  value  to  the  Plaintiffs  who  have  expended  very 
'*  large  sums  in  advertising  and  developing  the  same." 

The  Defendants,  Oillard  A  Co,,,  Ld,,  were  sauce  and  pickle  manufacturers,  45 
who,  in  September  1903,  began  to  manufacture  and  introduced  upon  the  market 
a  dried  soup  preparation  in  the  same  three  varieties  of  brown  soup,  white  soup, 
and  tomato  soup,  retailed  at  the  same  prices,  but  sold  wholesale  at  a  larger 
discount.  The  sizes,  quantities,  and  mode  of  packing  in  steel  boxes  were  iden- 
tical with  those  of  the  Plaintiffs.  The  wrappers  of  ttie  separate  packets  corres-  50 
ponded  closely  in  the  range  of  the  three  varieties  with  the  corresponding 
preparations  of  the  Plaintiffs,  including  the  longitudinal  and  vertical  printing, 
but  the  colourings  were  not  the  same,  and  the  name  ^^Oillard's'^  appeared 
instead  of  the  name  *^  Edwards*  ^^  in  clear  letters  in   front   of   the   words 
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^  Dedocated  Sonp.^'  The  Defendants'  wrappers  included  reference  to  Exhibi- 
tion Awards  purporting  to  be,  but  not  in  fact,  gained  by  the  Defendants  for 
their  soap  preparations.  The  paper  wrappers  of  the  steel  boxes  were  folded  in 
the  same  way,  and  in  the  case  of  the  white  soup  were  closely  similar  to  those  of 
5  the  Plaintiffs'. 

On  the  21st  of  November  1903  the  Plaintiffs  commenced  this  action  for  an 
injunction  to  restrain  the  Defendants  "  from  selling,  offering  for  sale,  or  adver- 
'*  tising  any  dried  soup  preparation  or  similar  goods  of  their  manufacture  in 
**  packets,  boxes,  tins,  or  canisters,  so  printed,  lettered,  coloured,  labelled,  or 

10  "  otherwise  prepared  or  got  up,  or  by  colourable  imitation  of  the  Plaintiffs' 
'^  packets,  boxes,  tins,  canisters,  or  otherwise  as  to  be  calculated  to  represent  or 
*^  lead  to  the  belief  that  the  goods  therein  contained  are  the  Plaintiffs'  goods,  or 
''  in  any  manner  passing  off,  or  enabling  or  assisting  others  to  pass  off,  any 
"  dried  soup  preparation  or  similar  goods  not  of  the  Plaintiffs'  manufacture 

15   "  as  or  for  the  Plaintiffs'  goods,"  and  for  consequential  relief. 

On  the  11th  of  December  1903,  the  Plaintiffs  moved  before  Mr.  Justice  Joyce 
for  an  interlocutory  injunction,  but  on  the  Defendants  undertaking  to  keep  an 
'  account  till  the  trial,  the  motion  was  ordered  to  stand  over,  with  liberty  to  apply 
to  expedite  the  trial. 

20  The  action  came  on  for  trial  on  the  16th  of  June  1904,  before  Mr.  Justice 
Kekewich^  who  held  that  the  Plaintiffs'  goods  were  not  distinguished  from  all 
other  goods  by  the  packing  or  get-up  ;  that  the  Defendants'  goods  were  not 
calculated  to  deceive  even  an  unwary  purchaser ;  and  that  no  actual  deception 
was  proved.    Judgment  was  given  for  the  Defendants,  but  without  costs,  on 

25  the  ground  that  they  had  made  untrue  statements  on  the  packets  containing 
their  goods  as  to  Prize  Medals  and  Awiods  (21  R.P.C.  589). 

The  Plaintiffs'  appealed,  and  the  Defendants'  thereupon  gave  a  cross  notice  of 
appeal  upon  the  question  of  costs. 
The  appeals  came  on  for  hearing  on  the  3rd  of  April,  1905. 

30  Moulton  K.C.,  Stewart  Smith  K.C.,  and  Waggett  (instructed  by  Neish^ 
Howell  and  Haidane)  appeared  for  the  Appellants ;  Lewis  Edmunds  E.C.,  and 
Vernon  (instructed  by  H.  W,  Christmas)  appeared  for  the  Respondents. 

Moulton  K.C.,  opened  the  Appellants'  case  by  referring  to  the  correspondence 
between  the  Respondents  and  their  printers,  in  which  they  stated  their  desire 

35  to  avoid  an  imitation  of  the  get-up  of  the  Appellants'  goods,  while  copying 
certain  details.  (See  infra  in  the  judgment  of  Lord  Justice  Vaughan  Williams,) 
The  novelty  of  that  get-up,  coupled  with  the  anxious  study  of  it  exhibited  in 
that  correspondence,  should  entitle  the  Appellants  to  relief.  The  similarity  is 
the  closest  one  could  expect  to  find  in  a  passing-off  case,  for  it  is  only  when 

40  the  deception  has  not  been  quite  sufficient  that  one  finds  proceedings  are 
taken.  [Vaughan  Williams  LJ. — Have  we  not  got  on  these  wrappers 
the  Respondents'  own  evidence  as  to  what  they  thought  would  succeed  ?] 
Certainly  ;  it  was  calculated  to  deceive,  because  it  was  meant  to  do  so.  In 
Cellular  Clothing  Company  v.  Maxton  and  Murray  (16  R.P.C.  397  ;  L.R.  (1899) 

45  App.  Cas.  326)  Lord  Halshury^  L.C.,  so  far  from  retreating  from  anything 
which  he  had  ^i^  in  Reddaway  v.  Banham  (13  R.P.C.  218;  L.R.  (1896) 
App.  Gas.  199),  even  more  clearly  emphasised  his  view  upon  this  point. 
Fraud  is  immaterial  where,  as  here,  there  is  a  plain  attempt  to  ** stalk"  the 
Plaintiffs'  label  so  as  not  to  startle  the  game. 

50  Stewart  Smith  K.C.,  followed  for  the  Appellants.  In  Payton  v.  Snelling 
(17  R.P.C.  48)  there  was  evidence  of  the  features  common  to  the  goods  being 
common  to  the  trade.  [ROMBB  L,J, — What  right  had  Mr.  Justice  Kekeurich  to 
deprive  the  Defendants,  although  successful,  of  their  costs  for  doing  wrong 
in  something  which  had  nothing  to  do  with  the  cause  of  action  ?]    Even  though 

55  relief  claimed  by  a  plaintiff  may  be  refused,  a  defendant  may  be  left  to  pay 
his  own  costs  where  his  conduct  has  been  suspicious  or  uncandid  ;  Jliorneloe 
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V.  HiU  (11  E.P.O.  61 ;  L.B,  1894  1  Oh.  569) ;  Ainswarth  v.  WcUmsley  (L.R.  1  Eq. 
518) ;  Newman  v.  Pmto  (4  K.P.C.  508). 

JSdmunds  K.O.,  for  the  Respondents.    There  is  no  case  of  actual  deception 
of  a  purchaser  proved  in  this  case.    [VA0GHA.N  WILLIAMS  L.J.~lt  Mr.  Justice 
Kekewich  is  right  in  saying  t^at  you  tried  "  to  sail  as  near  the  wind  as  possible  "  5 
(21  R.P,C.  at  p.  593X  do  you  say  that  the  Plaintiffs  would  have  no  cause  of 
action  ?]     I  say  we  are  entitled  to  do  what  we  do,  and  that  intention  does  not 
matter    and    the    Court    should    not    make    any    deduction    from    intention. 
[Vaughan  Williams  L.J.— The  remarks  of  Mr.  Justice  Chitty  in  Lever  v. 
Ooodwin  (4  R.P.C.  492,  at  pp.  501,  502)  show  that  we  cannot  treat  as  immaterial  10 
the  correspondence  with  the  printers.]    But  where  the  mode  of  packing  goods 
of  this  kind  is  common,  it  is  enough  that  the  outside  wrappers  should  be  different 
and  the  names  distinctive,  which  is  the  case  here.    With  regard  to  the  statement 
as  to  medals,  such  awards  are  always  given  and  were  in  our  case  given  for  the 
reputation  of  a  firm  in  its  ordinary  general  business;  medals  are  not  awarded  15 
for  the  particular  articles  shown  at  the  Exhibitions.    [VatTGHAN  Williams  L.J. 
— Do  you  mean  to  say  that  a  medal  awarded  on  pickles  may  be  advertised  in 
respect  of  baby-food  ?]     It  would  not  be  unfair  if  the  manufacturer  made 
various  kinds  of  food.    The  Defendants  were  wrongly  deprived  of  their  costs 
on  a  point  which  had  nothing  to  do  with  the  issue  between  the  parties  ;  the  20 
offence,  if  any,  had  no  more  to  do  with  the  action  than  the  non-payment  of  a 
tailor's  bill ;  see  section  49  of  Judicature  Act,  1873. 

Stewart  Smith  K.O.,  on  the  question  of  costs.  The  wrong  statement  as  to 
Medals  is  in  close  connexion  with  the  sabject-matter  of  the  action.  For  similar 
instances,  see  Newman  v.  Pinto  (4  R.P.C.  508)  ;  In  re  Bradley  (9  R.P.C.  205)  ;  25 
Paine  v.  Daniells  A  Sons*  Breweries^  Ld.  (10  R.P.C.  71)  ;  Wart^op  A  Sons,  Ld.  v. 
Warsop  (21  R.P.C.  481).  The  Plaintiffs  actually  had  Medals  awarded  in  respect 
of  their  soups,  and  as  the  Court  has  a  discretion,  under  R.S.C.  Order  65,  rule  1, 
it  is  difficult  to  see  why  it  cannot  deprive  a  defendant  of  his  costs  as  much  as  a 
plaintiff,  where  the  offence  is  connected  with  the  cause  of  action.  30 

Edmunds  K.C.,  in  reply,  on  this  point. — Mr.  Justice  Kekewich  himself  said 
that  he  deprived  the  Defendants  of  costs  because  af  a  dishonest  statement  about 
Medals,  meaning  that  his  decision  had  nothing  to  do  with  the  get-up  of  the  goods. 

Stewart  Smith  K.C.,  in  reply  generally.  Since  the  judgment  below,  the 
Defendants  have  brought  out  another  label  that  does  not  hurt  us,  which  35 
shows  what  they  might  have  done  originally.  If  they  will  undertake  not  to 
bring  out  soups  under  any  labels  which  do  not  substantially  copy  us,  we  can 
come  to  an  arrangement.  [Vaughan  Williams  L.J. — I  rather  think  that  in 
bringing  out  these  new  labels,  the  Defendants  show  that,  as  it  was  no  matter  of 
bai^ain,  they  do  not  wish  to  take  any  advantage  of  you.]  In  Lever  v.  Ooodwin  40 
(4  R.P.C,  501,  at  p.  5ii2),  it  appears  that  there  was  no  actual  deception ;  here 
there  was  plenty  of  evidence  of  temporary  deception  which  would  have  become 
ultimate  if  the  customers  had  not  been  prompted.  The  medals  were  put  on  to 
show  that  the  particular  goods  are  what  won  them  ;  in  all  Exhibitions  they 
are  given  for  a  specific  commodity  and  not  for  the  show-case.  45 

Vaughan  Williams  L,J.— This  is  what  is  called  a  passing  off  case.  In  a 
passing  off  case  it  is  not  necessary  to  prove  deception  in  fact,  but  although  it  is 
not  necessary  to  prove  deception  in  fact,  it  is  necessary  to  prove  that  the 
defendant  has  adopted  some  form  of  getting  up  his  goods  which  is  calculated 
to  deceive,  and  that  he  persists  in  his  right  to  continue  to  adopt  that  mode  of  50 
getting  up.  Therefore,  it  seems  to  me  that  in  any  case,  although  the  chai^ 
against  the  defendant  does  not  always  involve  a  charge  of  fraud,  it  at  least 
involves  a  charge  that  the  defendant  persists  in  doing  that  which  may  mislead 
the  public,  and  mislead  the  public  to  his  advantage  by  the  public  being  liable  to 
suppose  that  the  goods  offered  by  the  defendant  are  the  plaintiff's  goods.  55* 
Mr.  Justice  Kekewich  in  this  case  has  given  judgment   in    favour   of  the 
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Defendants.  Speaking  for  myself  I  think,  upon  the  actual  findings  in  fact  of 
Mr.  Justice  Kekewich^  that  he  ought  to  have  found  on  those  facts  judgment  for 
the  Plaintiffs.  The  particular  passage  in  his  judgment  Tvhich  makes  me  say 
that  I  •will  at  once  read.  The  passage  appears  on  page  593  of  21  R.P.C. 
5  Mr.  Justice  Kekewich  says  : — "  I  have  then  to  consider  how  far  the  Defendants' 
"  goods  are  calculated  to  deceive.  I  find  (not  by  any  means  for  the  first  time) 
"  tiiat  the  Defendants,  being  minded  to  put  desiccated  soup  upon  the  market,  and 
**  therefore  to  compete  with  the  Plaintiffs  in  their  trade,  which  seems  to  have 
"  been  a  successful  one,  have  thought  it  right  to  sail  as  near  the  wind  as 

10  *^  possible ;  to  pack  their  goods  in  tin  boxes  of  precisely  the  same  size  and 
**  shape  that  are  used  by  the  Plaintiffs,  to  make  parcels  of  precisely  the  same  size 
'*  and  shape,  to  fasten  up  those  parcels  in  precisely  the  same  manner  ;  and  in 
"  fact  with  the  intention  that  there  shall  be,  if  possible,  a  confusion  between 
*'  the  two  in  this  sense  that  it  shall  be  difficult  to  distinguish  between  the  one 

15  "  and  the  other,  but  ^yet  to  escape  anything  like  a  really  colourable  imitation. 
'*  That  is  to  say  they  trust,  and  probably  trust  with  wisdom,  to  the  folly  of  the 
**  purchasers,  who  they  suppose  will  not  buy  desiccated  soup  unless  it  is 
"  contained  in  packets  Hke  those  used  by  the  Plaintiffs  who  have  got  a  large 
''  trade,  and  unless  those  packets  are  packed  in  the  same  manner  and  in  the 

20  **  same  sort  of  tins." 

Now  I  think  it  would  be  a  very  unfortunate  thing  for  the  commercial  world 
if  it  were  supposed  that  a  trader  could  adopt  the  course  that  is  described  in 
those  words  of  Mr.  Justice  Kekewich^  and  adopt  that  course  with  the  intention 
that  Mr.  Justice  Kekewich  specifies,  and  yet  be  able  to  say:— I  can  do  this 

2!S  with  perfect  safety,  and  with  no  danger  of  any  injunction  or  other  process 
being  granted  against  me.  Taking  that  view  I  think  that  one  ought  to  consider 
what  are  the  facts  of  this  case,  and  having  found  the  facts  of  this  case  oneself, 
then  say  whether  on  the  facts  so  found  there  is  proved  conduct  by  the 
Defendajits  which  entitles  the  Plaintiffs  to  an  injunction,  or  some  other  remedy 

30  such  as  damages,  or  whether  it  is  on  the  facts  of  the  case  true  to  say  that 
the  conduct  of  the  Defendants  was  not  such  as  to  entitle  the  Plaintiffs  to  their 
remedy. 

The  evidence  in  the  case  really  does  not  take  very  long  to  discuss.  The  facts 
are  so  far  disclosed  in  the  correspondence  that  all  that  is  practically  left  to  be 

35  done  is  to  draw  one's  inference  from  that  correspondence.  It  would  be  well 
before  I  read  that  correspondence,  or  so  much  of  it  as  is  important  here,  that  I 
should  state  what  I  understand  to  be  the  facts  of  the  case  on  the  evidence.  The 
Plaintiffs,  under  the  name  of  King  <k  Co,,  had  for  some  16  years  carried  on  a 
very  successful  trade  in  desiccated  soups.    Apparently  before  the  Plaintiffs  did 

40  tills,  there  had  been  a  firm  of  King  Jk  Edwards,  and  they  had  also  carried  on 
a  business — exactly  how  long  does  not  appear — but  their  successors  for  16  years 
continued  this  business  in  desiccated  soups.  On  the  evidence  there  does  not 
seem  to  be  in  the  English  market  any  large  number  of  traders  who  deal  in 
desiccated  soups  as  such.    The  only  instance  that  we  have  heard  of  is  some  people 

45  who  sell  soups  called  "  Eiffel  Tower  Soup,"  and  upon  the  label  of  the  **  Eiffel 
"  Tower  Soup  "  there  is  printed  in  small  letters  the  word  "  4<?siccated."  There 
is  "  Eiffel  Tower  Soup  "  in  big  letters  in  three  lines,  and  in  the  intermediate 
space  is  the  word  **  desiccated."  It  also  appears  upon  the  evidence  that  if  by 
the  words  "  desiccated  soup*'  you  connote  any  soup  that  is  sold  in  a  dry  form, 

50  t±iere  are  a  considerable  number  of  these  soups  which  are  of  German  manu- 
facture, and  are  imported  into  England,  but,  as  I  understand  the  evidence, 
they  are  not  described  as  **  desiccated  '*  soups,  but  as  "  concentrated  "  or  some 
such  word. 
In  that  state  of  things  the  Defendants,  GHllard  and  Company,  were  minded 

55  to  enter  upon  business  as  manufacturers  of  these  dessicated  soups.  They  were 
people  who  oonducted,  and  had   for  a  long  time  conducted,  business  in  food 
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materials,  very  largely  condimentB  and  pickles,  and  such  like  things,  inclading 
liquid  soups,  and  I  tldnk  soup  squares. 

Now  I  want  to  say  before  I  read  the  correspondence  that  I  pay  in  my 
judgment  no  attention  whatsoever  to  a  matter  which  was  urged  against  the 
Defendants  with  reference  to  a  statement  which  appears  upon  their  wrappers  5 
as  to  Medals  and  as  to  Highest  Awards.  There  is  no  doubt  that,  from  the  way 
in  which  it  was  put  upon  the  wrapper,  it  was  inaccurate  to  say,  as  construed 
strictly  the  wrapper  does  say,  that  these  people  had  any  Medals  or  Highest 
Awards  in  respect  of  the  dessicated  soup  which  was  enclosed  in  the  wrapper. 
I  do  not  think  one  ought  to  say,  with  every  desire  not  to  say  anything  to  10 
encourage  any  sort  of  dishonesty  in  commerce,  that  an  inaccuracy  of  that  sort 
can,  or  ought  in  the  slightest  degree,  to  affect  our  judgment  in  this  case. 

Having  said  that,  I  think  it  is  a  convenient  opportunity  to  deal  with  the 
course  that  Mr.  Justice  Kekewich  took  in  the  matter  of  the  Defendants*  costs  in 
consequence  of  these  statements  which  appeared  on  the  Defendants'  wrappers  15 
in  respect  of  the  Medals  and  the  Highest  Awards  at  the  various  Exhibitions. 
He  says  this  at  the  end  of  his  judgment : — "  Now  I  come  to  the  question  of 
costs,  and  upon  that  I  think  I  am  bound  to  make  some  strong  observations. 
On  this  packet  of  Gilla^^s  Dessicated  Soup  I  find  printed,  *  Highest  Award  at 
the  Goolgardie  Exhibition,  Western  Australia,  1902,'  and,  again,  ^  Highest  20 
Award  '  at  another  Exhibition,  and  '  10  Oold  Medals  awarded '  besides.  Now 
these  Defendants  only  started  this  business  last  September,  and  the  Coolgardie 
Exhibition  was  long  before  that.  They  never  had  these  awards,  and  it  is  untrue. 
The  answer  made  is  : — '  It  is  customary  to  put  upon  any  goods  sold  by  a  firm 
notice  of  the  Awards  which  they  have  received  in  the  shape  of  prizes  in  respect  25 
of  other  goods.'  Custom,  of  course,  in  the  legal  sense  there  cannot  be.  I 
suppose  it  is  meant  that  it  is  usual  to  do  that,  and  I  am  extremely  sorry  to  hear 
that  it  is  usual  to  be  dishonest,  for  it  is  dishonest.  There  can  be  no  possible 
object  in  putting  this  statement  upon  goods  of  this  kind,  except  to  induce  the 
purchaser  to  believe  that  these  awards  have  been  granted  for  these  particular  30 
goods,  and,  therefore,  to  enhance  the  value  in  the  purchaser's  eyes,  and  intended 
to  be  used,  of  course,  as  an  advertisement.  That  seems  to  me  distinct 
dishonesty,  which  the  Court  ought  to  reprobate.  Therefore,  in  giving  judgment 
for  the  Defendants,  I  shall  give  it  without  costs."  I  wish  to  say  for  myself 
that  I  do  not  think  the  facts  with  regard  to  these  Awards  and  Medals  are  such  35 
that  one  ought  on  those  facts  to  impute  to  respectable  people  of  good  commercial 
standing  that  they  were  dishonest  in  the  sense  of  meaning  anything  to  be 
understood  which  was  untrue,  but  I  wish  to  say  beyond  that,  that  even  if  it  had 
been  untrue,  in  my  judgment  it  would  not  have  been  right  to  deprive  the 
successful  Defendants  of  the  costs  by  reason  of  this  wrong  done  to  the  public,  40 
unless  the  wrong  done  to  the  public  was  something  which  was  connected  with 
the  wrong  which  was  done  to  the  Plaintiffs  as  private  individuals.  In  my 
judgment,  where  a  plaintiff  cames  for  relief,  if  the  plaintiff,  in  the  course  of 
establishing  the  title  on  which  he  relies,  has  been  guilty  of  fraud  upon  the 
public,  it  is  right  to  say  to  the  plaintiff  : — You  cannot  come  to  the  Court  to  get  45 
relief  because  of  your  own  conduct  in  establishing  your  own  title,  which  has 
involved  a  fraud  upon  the  public.  But  in  my  judgment,  with  regard  to  a 
defendant,  you  have  no  right  to  deprive  him  of  his  costs  because  he  has  done 
some  act  which  is  a  wrong  to  the  public.  In  my  opinion,  it  must  be  that  he 
has  done  some  act  which  is  wrong  in  the  course  of  that  transaction  which  50 
is  complained  of  by  the  plaintiff.  I  do  not  think  here  that  upon  the  facts 
there  were  any  materials  upon  which  a  judicial  discretion  could  be  exercised 
in  depriving  the  Defendants  of  their  costs. 

I  will  now  deal  very  shortly  with  the  correspondence.    The  first  letter 
I  will  draw  attention  to  is  the  letter  of  the  15th  of  April  which  begins  : — '^  We  55 
*•  also  require  wrappers  for  desiccated  soups,  red  and  blue  or  other  colours. 
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^  We  encloee  specimens  of  Edwards^  Desiccated  Sonps.  These  wrappers  will 
^  have  to  be  l±Le  same  size  as  Edwards^  enclosed,  and  the  colour  of  the  paper 
'<  also  exactly  the  same  size.  The  matW  for  printing  both  sides  of  the  wrapper 
"  and  the  centre  we  also  now  enclose."  Those  words : — "  And  the  coloor  of  the 
5  ^*  paper  also  exactly  the  same  size/'  I  think  mean  this  : — That  the  limit  of  the 
colour  so  as  to  leave  blank  spaces  must  be  exactly  the  same  size  as  Edwards^ 
paper,  and  if  one  looks  at  Edwards^  pap^r  one  of  the  most  characteristic  features 
is  the  limit  to  the  colour  which  appears  on  those  packets. 

Now  the  next  letter  is  dated  the  23rd of  April.    It  does  not  bear  very  directly 

10  upon  the  particular  case  that  we  have  to  deal  with,  but  it  does  show  the  view  that 
Messrs.  Wllard  took  of  their  rights  as  regards  their  rival  traders  : — ^'  We  also 
^  require  some  box  labels  for  the  soup  squares  and  we  enclose  one  of  Lcusenby^s. 
**  We  want  to  follow  out  the  idea  of  having  a  label  that  can  be  easily  read  when 
*'  exhibited  in  the  shop  windows."     Lazetiby  did  deal  in  soup  squares,  and 

15  apparently  that  is  why  they  send  Ltizenby^s  labels  when  they  want  their 
printers  to  make  a  label  for  them.  Then  again  they  say  at  the  end  of  the  same 
letter : — "  We  also  require  a  label  for  brawn  of  which  we  enclose  two  sizes,  also 
"  matter  we  require  to  be  printed.  We  do  not  want  to  copy  Peck's  label  exactly, 
^*  but  we  think  that  you  might  introduce  the  Dart  Trade  Mark,  and  the  rest 

20  ^  of  the  matter  as  per  sketch  enclosed."  Apparently  they  were  thinking — 
I  am  not  saying  that  they  did  not  rightly  think  so,  nor  am  I  saying  to  what 
extent  they  were  entitled  to  think  so,  but  they  did  think  in  entering  upon  a 
business  in  which  there  were  other  traders  carrying  on  the  same  business,  that 
it  was  legitimate  trading  to  have  their  labels  like  the  labels  of  those  who  carried 

25  on  the  trade  already,  provided  they  did  not  copy,  to  nse  the  word  of  this  letter, 
the  rival  traders'  label  exactly. 

The  next  letter  in  which  there  is  anything  important  is  the  letter  of  June 
the  16th  : — ^  With  regard  to  the  Tomato  Desiccated  Soup,  we  have  rather  made 
^'  a  mistake  as  we  thought  that  the  label  was  to  be  wider,  but  we  see  that  the 

30  ^  side  piece  must  be  plain  to  allow  for  the  turnover  the  same  as  Edwards' 
^  pattern.  Therefore  that  would  be  correct.  We  want  you  to  put  in  the 
"  word  *  improved '  if  you  can,  and  the  wording  that  we  have  struck  out " — that 
refers  to  that  part  of  the  letter — to  these  white  ends  which  are  obtained  by 
Edwards  from  his  packet.    Then  in  the  next  paragraph  they  say  : — "  We  now 

35  '«  send  you  what  we  require  for  printing  Desiccated  Soup  labels  for  the  two 
"  canisters.  We  shall  require  these  labels  in  three  sizes,  for  brown,  for  white, 
^^  and  for  Tomato,  that  is  tiie  ^-Ib.,  ^Ib.,  and  1-lb.  We  send  you  these  sizes  in 
^  Edwards*  labels.  We  also  send  you  the  matter  for  printing.  The  Tomato 
"*  label  will  be  a  facsimile  of  the  smaller  one.    We  shall  be  glad  if  you  will  send 

40  ^  us  sketches  for  these  labels,  and  also  the  price  for  1000  of  each  kind,  that  is 
^'  9000  altogether.  We  also  send  you  what  we  require  for  the  box  label  which 
^  will  be  printed  in  the  same  way  as  Edwards'  now  enclosed."  Then  at  the 
end  of  the  letter  they  say  : — '^  We  shall  be  glad  if  in  sending  us  further  proofs 
"  you  will  pull  them  off  in  the  other  colours,  as  we  do  not  wish  to  imitate 

45  ^^  Edwards^  by  having  red  and  blue,  and  the  Tomato  will  be  all  right,  but  for 
^  the  red  and  the  bUe  we  shall  have  to  substitute  other  colours.  Perhaps  you  will 
'^  send  us  a  few  pulls  so  that  we  can  select  what  is  suitable."  Then  there  was 
some  question  with  regard  to  one  of  these  letters  as  to  the  wording,  but  it 
ultimately  turned  out  that  the  original  letter  of  Messrs.  QiUard  expressed  the 

50  desire  to  avoid  an  imitation  of  Edwards'  label  in  very  plain  and  marked  terms. 
I  have  already  pointed  out  that  in  the  case  of  the  '^  Peck  "  label  they  express  the 
same  desire.    They  are  very  anxious  not  to  copy  exactly  the  **  Peck  "  label. 

Then  the  letter  of  June  the  29th  says : — *^  With  regard  to  the  further  proof  sent 
*^  of  the  Soup  Squares  box  label  we  still  do  not  like  the  lettering  of  ^  Purveyors  by 

55  ^  appointment  to  H.R.H.  the  Prince  of  Wales.'  We  hardly  think  that  it  reads 
^  up  so  well  as  the  original  proof  you  sent  us  which  had  a  heavier  letter. 
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f*  Would  it  be  possible  to  put « QiUard  &  Go.  Ld:  in  smaller  letters  ?  Ton  have 
^  not  adopted  the  suggestion  made  in  our  letter  of  the  20th  instant  as  to  making 
**  *  Oillard  ik  Co.  Ld:^^  little  smaller,  and  to  put  underneath  <  London,  England,' 
"  so  as  to  leave  the  whole  space  on  the  other  side  for  the  words  *  Purveyors,  etc.'- 
"  You  see  that  could  then  be  made  with  a  much  more  prominent  and  good  bold  5 
**  letter.  We  should  like  you  to  do  this^if  possible,  and  submit  another  proof  to 
i<  ^g  n  Then  at  the  end  of  that  very  letter  they  repeat  their  desire  with  regard  to 
non-imitation.  They  say  :— "  With  regard  to  the  small  Desiccated  Soup  wrappers, 
"  that  is  for  the  Id.  packets,  the  Tomato  will  be  all  right  printed  on  the  white 
*'  paper,  but  in  our  letter  to  you  of  the  16th  inst.  we  asked  you  to  let  us  have  10 
**  some  proofs  of  the  red  and  blue,  as  that  would  be  an  imitation  of  Edwards'. 
•*  Perhaps  you  will  kindly  let  us  have  these."  Then  there  is  a  postscript :—''  We 
"  think  it  advisable  to  call  your  attention  to  the  small  Desiccated  Soup  wrappers. 
"  The  white  margin  round  will  have  to  be  exactly  similar  to  the  pattern  we 
**  enclose."  Then  on  June  the  30th  : — "  We  sent  you  in  the  first  instance  Edwards'  15 
'*  wrappers  to  go  by,  but  we  presume  that  you  have  overlooked  this.  We  now 
**  send  you  by  this  post  one  of  Edwards',  packed  and  wrapped,  so  that  you  can 
**  see  easily  what  is  required." 

I  think  that  I  have  now  read  all  the  correspondence  that  bears  upon  this 
question.    Mr.  Justice  Kekewichj  I  suppose,  upon  that  evidence  arrived  at  the  20 
conclusion  that  he  has  arrived  at  in  that  passage  of  his  Judgment  which  I  have 
read.    Now  if  I  thought  that  that  was  the  right  conclusion  to  come  to  ;  if  I 
thought  that  the  Defendants  sent  Edwards'  label  with  the  intention  that  it 
should  be  difficult  to  distinguish  Edwards'  Desiccated  Soup  from  theirs,  and  in 
the  hope  that  they  might  achieve  the  result,  but  would  not  render  themselves  25 
liable  to  the  consequences  that  would  flow  from  an  imitation,  I  should  certainly 
in  my  view  think  that  one  ought  to  overrule  the    decision  of  Mr.    Justice 
Kekewich.    The  real  difficulty  in  this  case  is  this  :   No  one  can  possibly  deny, 
and  it  has  not  been  denied,  that  each  one  of  the  characteristics  of  Edwards'  Soap 
packets  is  a  feature  which  is  common  in  any  trade  in  which  you  wrap  up  30 
materials  for  f ood>  for  mixing,  or  for  any  other  things.    It  is  of  a  convenient 
oblong  shape ;  the  packets  are  convenient  and  the  paper  is  such  that  it  will 
retain  safely  and  securely  the  powder  without  the  necessity  of  going  to  the 
expense  of  introducing  a  cardboard  shell.    So  that  it  cannot  be  said  for  one 
moment  that  Messrs.  Edwards  J:ia,Ye  any  special  property  in  any  one  of  the  35 
characteristics  of  their  packets,  nor  can  it  be  said  that  they  have  any  copyright 
in  the  word  *'  Desiccated,"  nor  any  special  rights  in  the  word  "  Desiccated," 
though  apparently  they  for  a  long  time  were  the  only  people  who  sold  the  soup 
under  that  denomination,  and  when  one  looks  at  Qillard's  packets  they  contain 
all  sorts  of  very  obvious  differences,  when  you  examine  at  all  closely  between  40 
Qillard's  and  Edwards',  such  diflEerences  that  it  would  be  impossible  for  any 
intelligent  or  literate  person  to  compare  the  two  without  discovering  them.    On 
the  other  hand,  the  evidence  which  was  given  by  the  witnesses  does  to  a  certain 
extent  support  the  allegation  that  there  is  a  general  similarity  between  Edwards' 
packets  and  GUlard*s  packets  such  as  would  lead  those  who  had  for  a  long  time  45 
been  buying  Edwards'  packets,  and  thus  had  become  familiar  with  the  general 
form,  to  mistake  one  of  OillarSs  packets  for  one  of  Edwards'  packets,  at  all 
events  temporarily  till  their  attention  was  called  to  it  more  particularly,  either 
by  the  intervention  of  somebody  or  by  examination  of  the  packet  when  they  got 
it  home,  and  looked  at  it  for  the  purpose.    Under  those  circumstances  it'  is  an  50 
anxious  question  to  consider  whether  one  ought  to  come  to  the  conclumon  that 
really  these  people,  Messrs.  GhUlardy  did  adopt  their  label  for  what  is  really  a 
fraudulent  purpose.    If  they  adopted  it  with  the  view  of  sailing  as  near  to  the 
wind  as  they  could  in  the  hope  that  there  would  be  a  difficulty  of  distinction 
between  Edwards'  and  Oillard s  goods,  and  that  they  might  get  the  advantage  of  55 
that  confusion,  that  would  be  fraud.    Is  there  sufficient  here  to  lead  us  to  such 
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d  conclusion  ?  Messrs.  CHUarcPa  explanation  is : — "We  nndonbtedly  did  desire 
"  to  pnt  our  Defecated  Soups  in  such  packets  that  anyone  glancing  at  them 
**  would  at  once  say  :  *  Oh,  yes,  this  is  a  packet  of  this  thing,  desiccated  soup  or 
**  *  concentrated  soup,'  and  would  know  in  fact  that  it  was  a  dry  soup  powder." 
5  They  say  that  is  all  they  wanted  and  they  emphasised  that  by  pointing  to  the 
manifest  differences  between  Edwards^  packets  and  Qillard's  packets,  when 
compared,  and  they  refer  also  to  the  expression  in  their  letters  which  shewed  a 
strong  desire,  that  however  much  there  might  be  of  general  similarity  between 
the  two  packets,  there  should  be  sufficient  to  distinguish  between  the  two. 

lO  Under  those  circumstances  I  think  we  ought  not  to  come  to  the  conclusion  of 
fact  that  Mr.  Justice  Kekewich  came  to.  I  am  far  from  -saying  that  there  is  no 
evidence,  but  on  the  other  hand  I  do  not  think  that  one  ought,  in  a  case  where 
there  is  in  substance  a  charge  of  fraud,  to  find  that  there  was  a  fraud,  because 
there  was  some  evidence  which  would  be  evidence  to  go  to  the  Jury  in  the 

15  matter,  especially  in  a  case  where,  if  one  takes  the  finding  of  Mr.  Justice 
Kekeivieh  as  being  intended  by  him  as  a  finding  of  fraud  against  the  Defendants, 
I  cannot  understand  why  he  gave  Judgment  for  the  Defendants. 

Under  these  circumstances,  I  think  we  ought  not  to  differ  from  the  result  of 
Mr.  Justice  KekewicVs  Judgment,  but  as  I  have  already  said  I  have  considered 

20  it,  and  I  say  that  if  Mr.  Justice  Kekewich  meant  that  the  Defendants  ought  not  to 
have  costs  in  the  passage  I  have  read,  that  he  ought  to  have  given  Judgment 
for  the  Plaintiffs.  It  would  be  a  sad  day  for  British  commerce  if  the  contrary 
were  to  prevail. 

Therefore,  this  Appeal  must  be  dismissed,  and  dismissed  on  the  usual  terms. 

25  ROMER  L,J. — I  have  also  come  to  the  conclusion  arrived  at  by  Mr.  Justice 
Kekewich^  namely,  that  the  Plaintiffs  have  failed  to  establish  a  sufficient  case 
entitling  them  to  relief  against  the  Defendants.  Also  I  do  not  agree  with  all 
the  remarks  or  subsidiary  conclusions  made  by  Mr.  Justice  Kekewich^  or  arrived 
at  by  him,  as  set  forth  in  his  Judgment.    My  chief  reasons  for  coming  to  the 

30  conclusion  that  the  Appellants  fail  on  this  Appeal,  are  as  follows  : — Of  course 
the  Plaintiffs  have  no  exclusive  or  peculiar  right  whatever,  in  the  words 
"Desiccated  Soup."  Those  words  simply  describe  a  well  known  article  of 
commerce  which  every  manufacturer  has  a  perfect  right  to  manufacture  and 
sell  under  that  description,  and  indeed  when  the  Defendants  commenced  to 

35  manufacture  and  sell  their  Desiccated  Soup,  the  Plaintiffs  were  not  the  sole 
manufacturers  and  vendors  of  the  article  under  its  appropriate  designation. 
Moreover,  the  Plaintiffs  did  not  establish,  and  as  far  as  I  can  see  have  not  even 
attempted  to  make  out,  that  the  shape  and  size  of  the  tins  and  packets  in  which 
their  goods  were  sold  were  invented  by  them  or  were  peculiar,  or  not  well 

40  known  as  ordinary  means  of  selling  various  products  in,  though  when  the 
tins  and  packets  were  first  used,  they  had  not  been  used  by  others  for  Desiccated 
8oux)S.  The  tins  are  of  a  well  known  size  and  shape,  commonly  used  in  the 
trade  for  various  purposes.  The  packets  themselves  as  to  size  and  form  do  not 
appear  to  be  in  any  way  peculiar  w  uncommon  for  articles  similar  to  Desiccated 

45  Soup,  nor,  as  I  have  said,  have  the  Plaintiffs  made  out,  or  attempted  to  make 
out,  the  contrary.  It  is  clear  that  to  sell  such  an  article  as  Desiccated  Soup  in 
tins  holding  a  dozen  packets,  each  packet  holding  about  an  ounce,  is  an  ordinary 
and  convenient,  probably  the  most  ordinary  and  convenient  way  of  selling  such 
an  article.      Certainly,  the  Plaintiffs,  as  I  have  said,  have  not  attempted  to 

•'  0  prove  any  peculiarity  or  novelty  in  such  means  of  selling  such  an  article.  If 
after  the  Plaintiffs  manufactured  and  sold,  any  other  manufacturer  wanted  to 
sell  Desiccated  Soup,  it  is  clear  to  my  mind  on  the  evidence  as  it  standi  that  he 
would  have  been  perfectly  entitled  to  sell  it  in  similar  sized  and  shaped  tins 
and  packages.    AH  that  he  would  not  have  been  entitled  to  do  was  to  make  his 

55  tins  and  packets  so  like  the  Plaintiffs'  in  what  was  upon  them  as  that  they 
would  be  calculated  to  pa83  off  his  goods  as  and  for  the  goods  of  the  PlaintifBsi 
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The  question  in  this  case  is  whether  the  Defendants  haye  done  that.  I  have 
come  to  the  conclusion  that  they  have  not.  I  have  compared  carefully  the  two 
articles  as  made  up  and  sold^  and  the  conclusion  I  come  to  is  that  no  one  who 
really  knew  the  Plaintiffs'  article  as  vended,  and  wanted  to  get  their  special 
Dessicated  Soup,  and  took  the  lightest  trouble  in  the  matter,  could,  or  would  5 
be  deceived  into  taking  the  Defendants'  tins  and  packets  for  the  Plaintiffs'. 

Now,  in  the  first  place,  the  Plaintiffs'  soup  has  always  been  sold  as  "  Edwards* 
'*  Desiccated  Soup,"  the  word  "  Edwards^ "  being  printed  prominently  on  the 
packets,  and  it  is  not  suggested  by  any  witness  on  the  Plaintiffs'  behalf  that 
the  soup  was  not  perfectly  well  known  as  "  Edwards*  Desiccated  Soup."  Of  10 
course  it  does  appear,  as  one  might  well  have  surmised,  that  a  customer  who 
knew  of  the  Plaintiffs'  goods,  and  had  been  accustomed  to  go  to  a  particular 
shop  to  get  them,  on  going  to  that  shop  would  ask  for  a  packet  of  *'  Desiccated 
"  Soup "  without  mentioning  the  name,  and  would  naturally  expect  to  get 
what  he  had  previously  obtained  at  that  shop ;  but  nevertheless  the  soup  15 
was  known  as  ^"Edwards'*  Desiccated  Soup."  At  any  rate,  the  name  of 
"  Edwards'" "  is  prominently  upon  each  packet,  and  it  is  not  suggested — in  fact^ 
the  contrary  appears — that  Edwards*  soup  has  ever  been  sold  except  with  the 
word  "  Edwards' "  prominently  printed  upon  the  packet.  Now,  when  I  turn 
to  the  Defendants,  I  find  also  on  their  packets  the  word  "  Oillard  "  in  large  and  20 
unmistakable  type,  and  any  person  who  could  read,  certainly  if  he  took  the 
trouble  to  look  at  the  faces  of  the  packets,  could  not  possibly  mistake  the  packet 
of  one  manufacturer  for  the  packet  of  the  other  as  far  as  concerns  the  names  of 
the  makers  of  the  article. 

What   is  the   most  prominent  and  important  part   about   the    Plaintiffs'  25 
packets  ?    To  my  mind  it  is  the  colours.    Now,  when  I  compare  the  two  I 
certainly  find  the  colour  of  the  Defendants'  perfectly  distinct.    No  one  to  my 
mind  on  comparing  these    two  could    possibly  mistake  the  colour  of   the 
Defendants  for  the  colour  of  the  Plaintiffs,  and  not  even  an  illiterate  persoa 
who  was  accustomed  to  buy  the  Plaintiffs'  goods  could  possibly  mistake  the  30 
colour  of  the  Defendants  for  the  colour  of  the  Plaintiffs.    Then  there  are 
other  matters  by  which  the  Plaintiffs'  goods  on  the  face  of  the  packets  are 
distinguished,  namely,  the  form  of  the  scroll,  and  by  other  matters  printed 
upon  the  tins  and  packets.    With  regard  to  those,  on  investigating  them  I  find 
that  they  have  not  been  copied  by  the  Defendants,  and  that  the  Defendants'  35 
goods  are  in  those  respects  sufficiently  distinct  from  the  Plaintiffs',  bearing  in 
mind  the  exigencies  of  trade  and  the  necessity  of  shewing  in  a  certain  form 
what  was  the  nature  of  the  goods,  and  how  those  goods  had  to  be  used.    With 
regard  to  the  printed  matter,  the  label  containing  directions  and  so  forth,  I  may 
point  out  that  it  is  not  even  suggested  by  any  evidence  on  behalf  of  the  40 
Plaintiffs  that  such  printed  matter,  is  not  usual  and  common  so  &r  as  its  general 
nature  is  concerned  in  dealing  with  Desiccated  Soup,  and  such  goods  as 
Desiccated  Soup.    Tou  must  inform  purchasers  how  to  use  the  soup,  and  I  find 
that  though  the  Defendants  of  necessity  on  their  goods  tell  purchasers  how  to 
use  the  soup,  they  have  not  copied  the  words,  or  done  more  than  what  they  45 
were  perfectly  entitled  to  do,  give  directions  to  their  customers  as  to  how  they 
were  to  use  this  soup  when  they  got  it.    I  may  remark,  in  passing,  that  even 
as  to  the  white  ends  of  the  packets  when  folded,  that  was  not  a  novelty 
invented  by  the  Plaintiffs  or  peculiar  to  their  goods.    As  to  the  tins,  I  may 
further  observe  that  they  are  almost  admittedly  perfectly  distinct,  except  that  50 
they  are  of  a  common  size,  and  the  conclusion  I  come  to,  putting  the  tins  side 
by  side  and  putting  the  packets  side  by  side,  is  that  the  Defendants'  goods  are 
not  calculated  to  deceive. 

Then  with  regard  to  the  evidence  in  the  case,  apart  from  the  conclusion  one 
would  arrive  at  from  looking  at  the  tins  and  packets  side  by  side,  the  evidence  55 
appears  to  me  to  support  the  Defendants'  case  strongly.    What  does  it  come  to  ? 
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In  the  Plaintiffs*  favour  it  only  comes  to  this :  that  certain  customers,  who 
were  aware  of,  and  dealt  in,  the  Plaintiffs  Desiccated  Soups,  and  were  not 
aware  of,  and  never  dealt  in,  any  other  Desiccated  Soup,  when  they  went  to 
shops  where  they  had  been  accustomed  to  get  the  Plaintiffs'  Desiccated  Soup, 
5  and  simply  asked  for  **  Desiccated  Soup,"  and  got  the  Defendants',  did  not 
ascertain,  when  they  put  the  packets  away  without  looking  at  them,  merely 
from  the  feel  of  the  packets,  that  is  to  say,  from  the  size  and  shape  alone,  that 
the  goods  they  got  were  not  Edwards'.  If  that  evidence  went  to  anything,  it 
would  be  to  try  and  establish  a  right  of  the  Plaintiffs  to  the  shape  alone  of  the 

10  packets,  a  conclusion,  of  course,  from  which  the  Plaintiffs  naturally  shrink. 
They  have  claimed^  as  against  the  Defendants,  no  such  right  as  to  say  that  the 
Defendants  cannot  use  similarly  shaped  packets,  and  that  is  all  the  Plaintiffs' 
evidence  comes  to  as  far  as  it  was  in  their  favour.  But  it  is  more  strikingly 
against  them  in  another  respect,  for  these  very  witnesses  of  theirs  who  had  put 

15  the  packets  in  their  pockets,  or  took  them  in  their  hands  without  looking  at 
them,  directly  they  did  look  at  them  all  agreed  they  at  once  noticed  the 
distinction  between  the  two,  and  not  one  of  them  said  that  the  one  could 
possibly  be  passed  off  for  the  other,  or  that  they  could  possibly  make  any 
mistake  in  thinking  one  was  the  same  as  the  other.     There  are  no  witnesses, 

2,0  ^  i^ar  BA  \  can  remember,  on  behalf  of  the  Plaintiffs  who  said  that  when 
they  saw  the  Defendants'  packets,  they  were  deceived,  or  could  possibly 
be  deceived,  into  thinking  that  one  was  the  other.  It  appears  to  me,  therefore, 
that,  both  by  looking  at  the  tins,  and  bearing  in  mind  the  other  facts  of  the  case 
to  be  examined,  the  conclusion  I  ought  to  arrive  at  is  that  the  Plaintiffs  have 

25  entirely  failed  to  prove  that  they  have  a  right  to  complain  of  the  Defendants' 

goods,  or  to  obtain  any  remedy  against  them  in  this  action.    I  think,  therefore, 

that  the  Plaintiffs'  case  fails,  and  that  the  action  ought  to  have  been  dismissed, 

and  it  appears  to  me  it  ought  to  have  been  dismissed  with  costs. 

But  there  is  one  other  matter  referred  to  by  my  Lord  about  which  I  should 

30  like  to  say  something,  namely  the  observations  which  were  made  by  Mr.  Justice 
Kekewich  which  were  read  by  my  Lord.  I  am  not  certain  really  what 
Mr.  Justice  Kekewich  meant  by  those  observations.  I  say  so,  because  though 
in  form  he  appears  to  suggest  a  fraudulent  act  on  the  part  of  the  Defendants, 
yet  when  I  come  to  the  rest  of  the  Judgment  I  do  not  find  that  conclusion  pushed 

35  at  all  to  its  logical  result.  But  if  the  Judgment  really  was  to  the  effect  that  the 
Defendants  had  intended  by  the  form  and  shape  of  their  tins  and  packets,  and  their 
labels,  to  try  and  make  their  goods  be  passed  off  as  and  for  the  goods  of  the  Plain- 
tiffs, then  all  I  can  say  is  that  I  cannot,  and  do  not,  arrive  at  the  same  conclusion 
as  the  learned  Judge.    True,  there  was  one  matter  which  I  quite  agree  required 

40  to  be  carefully  considered.  It  so  happens  that  when  the  Defendants  were 
settling  their  labels  they  forwarded  to  their  printei-s  some  of  the  Plaintiffs'  labels, 
for  the  purpose  of,  in  some  respects,  being  a  guide  to  the  printers  in  regard  to 
the  labels  the  printers  were  to  make  for  the  Defendants.  Now  I  quite  agree 
that  that  of  necessity  did  give  rise  to  some  suspicion,  and  it  entitled  the 

45  Court  to  view  what  the  Defendants  have  done  in  that  matter  with  great  jealousy, 
and  to  carefully  scrutinise  what  they  have  done,  but  the  result  I  come  to  on  the 
whole  is  that  a  fraudulent  intent  on  their  part  has  not  been  proved.  I  do  not 
come  to  the  conclusion  that  the  Defendants  had  in  the  matter  any  fraudulent 
intent  whatever.    I  arrive  at  that  conclusion,  not  only  from  a  fair  consideration  of 

50  the  correspondence  which  passed  between  them  and  the  printers,  but  because  I  also 
bear  in  mind  the  Defendants'  evidence,  which  I  see  no  reason  for  disbelieving,  as 
to  the  reason  why  it  was  necessary,  or,  if  not  necessary,  at  any  rate  useful  for  the 
Defendants'  purposes,  without  any  evil  intent  on  their  part,  to  send  copies  of 
the  Plaintiffs'  labels  to  the  printers,  with  a  view  to  the  printers  being  guided  as 

55  to  the  size  of  the  labels,  as  to  the  folding  of  the  labels,  and  as  to  the  position 
the  printed  matter  upon  them  would  have  to  take  up,  when  the  packets  were 
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properly  folded  and  made,  up  for  sale.    Again^  it  is  most  important  to  bear  in 
mind,  when  you  find  the  Defendants  using  tins  and  packets  which  are,  as 
I  have  already  said,  sufficiently  and  properly  distinguished  from  the  Plain- 
tiff8\  that  the  Defendants  were  entitled  to    take  tins  and  packets  of    the 
shape  and  size  of  ttie  Plaintiffs^  which  were  not  peculiar  to,  or  designed  5 
by  the  Plaintiffs,  but  were  of  an  obviously  convenient  and  suitable  form,  and 
probably  the  most  convenient  and  suitable  that  could  have  been  adopted. 
Lastly,  I  may  say  that  in  my  opinion  the  Court  should  not  find  fraud  against 
persons,  unless  they  are  satisfied  that  the  evidence  has  established  that  fraud. 
In  my  opinion  there  is  no  such  sufficient  evidence  to  justify  any  imputation  of  10 
fraud  against  the  Defendants  in  this  case.    Therefore,  as  I  have  said,  in  my 
opinion  the  Plaintiffs^  action  ought  to  have  been  dismissed  with  costs.    But 
Mr.  Justice  Kekewich  has  thought  fit  to  deprive  the  Defendants  of  the  costs  to 
which,  in  my  opinion,  they  were  justly  entitled.    What  is  his  ground  ?     It 
might  have  been  a  ground  which  brought  within  his  power,  as  a  Judge,  the  15 
right  to  say  he  has  exercised  his  discretion  in  the  matter,  though  I  should  not 
have  exercised  the  discretion  in  the  same  way.    If  that  had  been  the  case  I  agree 
that  a  cross  Appeal  on  the  part  of  the  Defendants  as  to  costs  would  not  lie,  but 
that  is  not  so  in  this  case.    Mr.  Justice  Kekewich  has  stated,  and  stated  clearly, 
the  ^ound,  and  the  sole  ground,  on  which  he  was  prepared  to  deprive  the  20 
Defendants  of  their  costs.    What  was  that  ground  ?    The  ground  was  that  the 
Defendants  had  stated  on  their  packets,  and  on  their  tins,  that  they  and  their 
predecessors  had  obtained  10  Gold  Medals  and  certain  Awards,  and  he  came  to 
the  conclusion  that  that  was  a  false  representation  on  their  part — ^as  he  puts  it 
dishonest — and,  as  I  gather,  to  the  public,  because  it  appears  that  the  Medals  and  25 
Awards  were  not  given  in  respect  of  Desiccated  Soup,  but  in  respect  of  other 
food  materials  which  the  Plaintiffs*  firm  had  previously  sold,  and  in  respect  of 
which  they  had  obtained  the  Medals  and  Awards  I  have  referred  to.    Now, 
first,  I  point  out  that,  even  if  that  view  is  correct  in  fact,  and  the  Defen- 
dants had  been  guilty  of  misrepresentation,  still  what  had  that  to  do  with  the  30 
Plaintiffs'  case  here?    The  Plaintiffs  entirely  failed.    The  Plaintiffs'  case  was 
that  the  goods  were  made  up  so  as  to  represent  their  goods.     Mr.  Justice 
Kekewich  has  held,  and  held  rightly,  that  is  not  so.    With  regard  to  a  matter 
concerning  something  on  the  Defendants'  goods  which  might  be  taken  to  be 
inaccurate  qua  the  public  at  large,  and  in  no  way  concerning  the  Plaintiffs  or  35 
their  rights  in  respect  of  which  they  are  suing,  is  that  a  ground  on  which  a 
Judge,  in  the  exercise  of  his  discretion — it  being  in  no  way  a  matter  affecting 
the  subject-matter  of  the  Action  or  the  Plaintiffs'  rights— can   deprive  the 
Defendants  of  their  costs  ?    As  I  have  said,  in  my  opinion  it  was  not.    It  is  not 
a  matter  in  respect  of  which,  in  the  exercise  of  his  discretion,  he   could  40 
judicially  have  deprived   the  Defendants  of   their  costs.     I  am  also  glad  to 
say  in  this  caee  (one  is  always  glad  to  find  that  firms  have  not  been  found 
guilty  of  fraud  in  such  a  case)  that  I,  personally,  do  not  come  to  the  conclusion 
that  the  Defendants  have  been  guilty  of  intentional  dishonesty  as  put   by. 
Mr.  Justice  Kekewich^  or  fraud   in  respect  of  the  way  in  which  they  refer  45 
to   their  Medals    and  tlieir  Awards,  and  I  think  so  for  this   reason — They 
are  referred  to  on  each  tin,  and  how  are  they  referred  to  on  the  tins  ?    They  are 
referred  to  in  this  way — "  Messrs.  Gillard  Jt  Co,  Ld.y  for  their  various  cele- 
brated specialities  have  bjpen  awarded  10  Gold  Medals  and  Highest  Awards  "  at 
one  Exhibition,  and  Highest  Award  at  another.    Can  anyone  say  that  reading  50 
that  fairly  it  was  intended  to  represent  that  they  had  obtained  them  in  respect 
of  Desiccated  Soup  ?    The  answer  is  certainly  not.    That  to  my  mind  fairly 
states  the  facts  as  to  these  Medals  and  Awards.    It  is  true  that  when  I  come  to 
the  packet  I  find  there  is  again  a  reference  to  one  of  the  Awards,  and  as  I  pointed 
out  to  the  Counsel  for  the  Defendants,  put  in  such  a  way  that,  taken  by  itself,  55 
and  apart  from  what  is  on  the  tin,  might  possibly  or  probably  would,  j^'md 
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facpe^  lead  some  peraons  to  suppose  that  the  Award  referred  to  on  that  packet  was 
an  Award  in  respect  of  the  desiccated  soup  in  question,  though  it  is  jiot  so  stated 
on  the  packet.  Still  persons  might  have  inferred  that.  But  in  the  case  of 
dishonesty  to  the  public,  I  think  you  ought  to  bear  in  mind  what  was,  as  I 
5  have  pointed  out,  on  every  tin,  and  the  conclusion  I  should  come  to  as  against 
these  Defendants  is  simply  tlmt  in  respect  of  ^  that  matter  about  the  Highest 
Award  fit  the  Coolgardie  Exhibition,  the  proper  inference  was  it  was  an  inad- 
vertence on  their  part,  and  a  mistake  on  their  part,  but  there  was  no  sufficient 
evidence  he^  of  a  dishonest  intent  to  deceive  the  public.    That  is  the  conclusion 

10  I  come  to  apart  from  the  legal  point  in  the  case,  and  I  say  that  this  Appeal  as  to 
costs  should  be  allowed.  The  Defendants  therefore  succeed,  and  the  Plaintiffs 
in  the  Action  ought  to  be  made  to  pay  the  costs  of  the  Defendants  in  the 
Actio^•  The  Defendants  will  get  their  costs  of  the  Appeal  and  the  Cross 
Appeal. 

15  Stirling  L.J. — I  also  find  myself  unable  to  differ  from  the  conclusion  at 
which  Mr.  Justice  Kekewich  arrived  by  his  Judgment,  and  after  the  very  full 
way  in  which  the  case  has  been  dealt  with  by  my  brethren,  I  shall  make  my 
observations  as  brief  as  possible.  The  case  starts  on  the  part  of  the  Defendants 
with  a  matter  which  undoubtedly  gives  rise  to  great  difficulty,  namely  this  : — 

20  that  the  Defendants  thought  fit,  when  they  proposed  to  embark  on  the  sale  of 
Desiccated  Soup,  to  send  to  their  printers  as  a  pattern  of  the  label  which  they 
proposed  to  adopt  a  copy  of  the  Plaintiffs'  wrapper.  In  the  first  place,  that  act 
necessarily  excites  suspicion  as  to  the  motives  of  the  Defendants  in  taking  that 
course,  and  it  becomes  the  duty  of  the  Court,  I  think,  to  examine  carefully 

25  what  they  did.  In  the  second  place,  the  taking  of  that  course  imposes  on  the 
person  who  does  it,  a  duty  which  has  been  laid  down  in  many  cases  of  taking 
care  to  distinguish  the  new  wrapper  in  such  a  way,  that  the  goods  which  are 
put  into  it  shall  not  be  mistaken  or  passed  off  as  the  goods  of  the  owners  of  the 
old  wrapper,  and  the  question  which  has  to  be  decided  in  this  case  is  whether 

30  the  Defendants  have  discharged  that  duty.  In  the  passage  which  has  been 
referred  to  by  both  my  brethren,  the  learned  Judge  has  expressed  himself  in 
language  which  I  cannot  adopt.  I  do  not  find  it  easy  to  gather  exactly  the 
conclusion  which  the  learned  Judge  intended  to  express.  The  earlier  part 
certainly  seems  to  suggest  that  the  learned  Judge  had  arrived  at  the  conclusion 

35  that  the  Defendants  had  a  fraudulent  intent  in  what  they  did.  I  do  not  think 
when  the  passage  which  has  so  often  been  referred  to  is  read  in  connection 
with  the  rest  of  the  Judgment,  that  that  is  really  what  the  learned 
Ju(^  meant;  but  if  it  is  so,  if  the  learned  Judge  did  intend  to  impute 
fraud,  I  desire  to  say  that  I  do  not  adopt  that  coDclusion.    I  am  unable 

40  to  arrive  at  that  conclusion,  and  if  I  were  satisfied  that  the  intent  of 
the  Defendants  was  fraudulent,  I  should  find  it  very  difficult  to  agree 
with  the  afi&rmance  of  the  learned  Judge's  Judgment.  Having  said  that, 
I  desire  to  say  that  I  have  arrived  at  the  conclusion  that  the  Defendants 
have   discharged   the    duty  which   was   imposed   on   them   in   the  way    in 

45  which  I  have  stated.  I  think  the  wrappers  and  packages  which  are  com- 
plained of  by  the  Plaintiffs  have  been  made  in  such  a  way  as  to  distinguish 
the  goods  of  the  Defendants  from  those  of  the  Plaintiffs,  and  I  think  that  the 
evidence  ^hich  has  been  called  as  to  actual  deception  corroborates  that  conclu- 
sion very  strongly.    Really  not  one  of  those  witnesses  was  misled  by  the  get-up 

50  of  the  Defendants'  packages.  What  happened  was  that  a  witness  went  to  a 
shop  where  he  had  been  in  the  habit  of  purchasing  Desiccated  Soup,  and  got  one 
of  the  Defendants'  packages  and  kept  it  without  looking  at  it,  and  when  it  was 
called  to  his  attention — ^the  moment  that  his  attention  was  called  to  it — ^he  dis- 
covered that  it  was  not  the  package  with  which  he  had  formerly  been  supplied. 

55  It  seems  to  me  that  that  falls  very  far  short  indeed  of  evidence  of  actual  decep- 
tion, and  corroborates  the  view  that  any  person  who  had  taken  reasonable  care 


340  REPORTS  OF  PATENT,  DESIGN,        [May  31»  1905. 

King  Jt  Co.  Ld.  v.  Oillard  Jt  Co.  Ld. 

to  look  at  what  he  was  purchasing  wonld  at  once  haye  detected  the  difference. 
I  therefore  come  to  that  conclusiony  and  I  agree  that  the  Appeal  &il8. 

I  also  agree  with  the  conclusion  which  has  been  arrived  at  with  regard  to  the 
costs.  I  think  that  the  learned  Judge  has  expressly  deprived  the  Defendants  of 
costs  on  a  ground  which  is  not  open  to  him,  and  that  the  case  is  brought  within  ^ 
the  decision  of  this  Court  in  the  case  of  the  Civil  Service  Co-operative  Society  v. 
Oeneral  Steam  Navigation  Company  (L.R.  1903  2  K.B.  756).  No  doubt 
that  case  is  very  near  the  line.  It  seems  to  me  that  if  the  learned  Judge  had 
exercised  his  discretion  on  this  along  with  other  facts  of  the  case,  it  would  have 
been  a  case  in  which  his  discretion  could  not  have  been  disturbed,  but  it  appears  lO 
to  me  he  has  singled  out  this  fact  which  was  not  open  to  him  to  deprive  the 
Defendants  of  their  costs.  I  further  say  I  entirely  agree  with  what  has  been 
said  by  Lord  Justice  ROMER  on  the  question  of  whether  the  statement  on  the 
packets  was  dishonest.  I  think  in  coming  to  a  conclusion  with  regard  to  that, 
one  is  bound  to  remember  the  statement  which  is  found  on  the  exterior  of  the  ^^ 
boxes  in  which  these  packets  are  placed,  which  is  perfectly  accurate,  and  does 
not  convey  the  slightest  idea  of  the  appropriation  of  the  Medals  and  the  Awards 
to  the  Desiccated  Soups  which  are  contained  in  the  packets.  For  these  reasons, 
therefore,  I  agree  with  what  is  proposed  to  be  done,  namely,  that  the  Appeal 
should  be  dismissed  and  the  Cross  Appeal  allowed.*  ^ 


*  Cf.  Ettcourt  y.  Ettcourt  Hop  Eu&noe  Company  (L.B.  10  Gh.  276).- 
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In  the  Housb  of  Lords. 
Present  the  LORDS  Macnaqhtbn,  Lindlby  and  Robbrtson, 
December  9th,  12th  and  13th,  1904,  and  April  11th,  1905. 
Wbingartbn  Bros.  v.  Charles  Bayer  &  Co. 


5  Trade  name  of  goods, —  Whether  descriptive  or  distinctive. — Name  printed  in 
special  type. — Injunction  granted  at  trial  but  dissolved  on  appeal  to  the  Coi^rt 
of  Appeal. — Injunction  restored  with  a  variation  by  the  House  of  Lords. — 
Damages  or  pro/its. 

W.  B.y  an  American  firm^  in  May  1900  ptU  upon  the  market  in  the  United 

10  States  a  special  form  of  straight  fronted  corset  vender  the  name  **Erect  Form,^ 
such  name  being  printed  in  a  special  and  distinctive  type.  Early  in  1901  they 
received  a  large  order  for  these  corsets  for  shipment  to  England^  and  subse- 
quently advertised  the  corsets  and  sold  the  same  in  considerable  quantities  in 
the  United  Kingdom,    In  or  about  October  1901  C.  B.  A  Co.^  an  English  firm^ 

15  put  upon  the  market  in  England  corsets  under  the  name  "  Erect  Form.^'  At 
first  these  words  were  printed  in  similar  type  to  that  used  by  the  Plaintiffs^  but 
after  action  commenced  the  Defendants  ceased  to  use  this  particular  form  of 
type.  W.  B.  commenced  an  action  against  C.  B.  A  Co.  for  an  injmiction  and 
other  relief  J  based  upon  the  ground  that  C.  B.  A  Co.  were  passing  off  tlieir 

20  corsets  as  the  Plaintiffs\  Some  of  the  Defendants'  corsets  sold  as  "  Erect  Form'' 
were  copies  of  the  Plaintiffs^  but  some  tvere  not.  The  main  defences  were  that 
^* Erect  Form"  was  a  descriptive  term  and  did  not  denote  tlie  Plaintiffs'  corsets^ 
and  that  the  initials  "  C.  B,"  were  always  used  by  the  Defendants  in  conjunction 
with  "  Erect  Form,'  and  that,  as  these  initials  tvere  so  well  known  to  tlhe  trade 

25  and  the  public  as  connecting  corsets  on  which  they  appeared  with  a  particular 
manufacture,  no  deception  could  take  place.  Held,  at  the  trial,  that  the 
Plaintiffs  were  entitled  to  an  injunction  to  restrain  the  Defendants  from 
selling  or  causing  to  be  sold  any  corsets  not  of  tlie  Plaintiffs'  manufacture 
under  the  name  of  "  Erect  Form  Corsets  "  tvithout  clearly  distinguishing  such 

OQ  corsets  from  the  Plaintiffs'.  The  Plaintiffs  were  given  the  costs  and  also  an 
account  of  profits  which  they  asked  for.  Held  on  ajjpeal,  by  Vaughan 
Williams,   L-J.,  and   Cozens-Hardy,   LJ.,  that  it   was   not  proved  that 

%  D 
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*' Erect  Form''  had  become  identified  unth  the  Plaintiffs'  corsets^  and  that 
the  Plaintiffs  were  not  entitled  to  any  reliefs  also  that  in  any  point  of  view, 
damages  and  not  an  account  of  profits,  would  he  the  proper  remedy  in  the 
circumstances  of  the  case.  And  held  by  Rombr,  Tj.J.,  without  deciding  whether 
the  Plaintiffs  were  entitled  t^jany  further  relief  that  they  were  entitled  to  5 
an  injunction  and  damages  in  respect  of  the  special  printing.  The  appeal  was 
allowed,  and  the  action  dismissed  with  costs.  The  Plaintiffs^  appealed  to  the 
House  of  iJbrds, 

Held  {Lord  ROBERTSON  dissenting),  that  the  Plaintiffs,  having  regard  to  the 
use  of  the  special  printing,  were  entitled  to  an  injunction,  and  at  their  option  10 
to  an  inquiry  as  to  damages  or  one  as  to  profits,  and  that  the  Order  of  Mr.  Justice 
Joyce  be  varied  accordingly. — The  appeal  was  allowed,  with  costs. 

Weingarten  Brothers,  a  firm  of  corset  manufacturers  carrying  on  business  at 
New  York,  in  the  United  States  of  America,  about  May  1900,  put  upon  the 
market  a  popular  priced  corset  upon  the  same  principle  and  style  as  a  straight  15 
fronted  corset,  and  under  the  name  of  "  Erect  Form,"  -which  name  was  printed 
on  the  boxes  containing  the  corsets  in  a  particular  and  distinctive  type.     They 
shipped  a  iew  of  these  corsets  to  the  United  Kingdom  before  the  end  of  1900, 
Early  in  1901  they  made  further  shipments  to  the  United  Kingdom,  and   in 
April  1901  they  sent  over  a  representative  to  England,  and  from  that  time  20 
forward  they  received  through  their  agent  and  executed  a  considerable  number 
of  orders  for'-their  corsets.    In  June  1901  they  first  had  an  office  in  London. 
In  the  latter^  -part  of  1901  they  discovered  that  Charles  Bayer  (trading  as 
Charles  Bayer  Js  Co,)  was  offering  for  sale  and  selling  corsets  under  the  name 
of  "  Erect  Form,'*  and  thereupon,  after  some  correspondence,  they  commenced  25 
an  action  agaitifst  him. 

The  Plaintiffs  by  their  Statement  of  Olaim  stated  {inter  alia)  as  follows  f-^ 
''  (2)  Among  other  varieties  of  corset  manufactured  and  sold  by  the  Plaintiffs 
"  are  corsets  of  the  pattern  or  style  commonly  known  and  described  as  *  Straight 
*'  *  Fronted  Corsets.*  The  Plaintiffs  were  some  time  since  desirous  of  adopting  30 
*'  a  new  name  for  their  ^  Straight  Fronted  Corsets,*  which  should  distinguish 
"the  'Straight  Fronted  Corsets',  of  their/make  from  the  'Straight  Fronted 
"  *  Corsets '  made  by  other  firms,  and  in  pursuance  of  such  desire  the  Plaintiffs 
"  adopted  as  a  new  and  distinctive  name  for  such  corsets  of  their  manufacture 
"  the  term  'Erect  Form  Corsets,'  and  in  many  cases  they  have  printed  those  35 
"  words  in  a  particular  and  distinctive  manner  so  as  to  constitute  a  distinctive 
"  device.  This  is  shown  at  the  top  of  page  2  hereof.*  The  said  term  '  Erect 
"  '  Form  Corsets '  had  never  been  used  in  respect  of  corsets  before  it  was 
"  adopted  by  the  Plaintiffe  as  aforesaid,  nor  has  it  since  been  used  by  any  other 
"  firm  in  the  United  States  or  the  United  Kingdom  tintil  the  Ddfeiidant  began  40 
"  to  use  the  sa^me  as  hereinafter  stated.  (3)  Prior  to  the  month  of  February 
"1901  some  oi  the  Plaintiffs'  said  'Erect  Form  Corsets'  were  sold  in  this 
"  country  in  response  to  orders,  but  in  that  month  the  Plaintiffs  began  to  send 
"  over  and  they  have  since  continued  to  send  over  to  and  sell  in  the  United 
"  Kingdom  their  said  '  Erect  Form  Corsets '  in  large  quantities,  such  corsets  45 
"  being  always  put  up  for  sale  and  sold  in  boxes  having  printed  on  the  lids 
"  thereof  the  said  words  '  Erect  Form  Corsets '  printed  in  the  said  special  and 
"  distinctive  manner  adopted  by  the  PlainUffs  aforesaid.  The  Plaintiffs  further 
"  use  the  said  woi^ds '  Erect  Form  Corsets '  as  the  distinctive  name  of  their  corsets 
"  aforesaid  on  their  envelopes  and  other  trade  documents,  and  have  expended  50 
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**  large  Bums  of  money  in  advertising  their  said  corsets  under  the  name  kfore- 
^^  B^id  in  the  United  Eangdom  as  wdll  as  in  the  United  States  of  Am^erica. 
"  (4)  In  consequence  of  the  novelty  and  distinctiveness  of  the  said  name  'Erect 
"  *F6rm  Corsets,'  assisted  by  the  special  type  in  which  the  same  was  frequ^ntly 
5  "  printed  by  the  Plaintiffs,  and  also  of  the  merits  of  the  Plaintiffs'  said  corsets 
**  themseflves,  and  of  the  care  and  skill  with  which  such  corsets  are  manufactured, 
''  the  isaid  corsets  have  acquired  under  the  said  name  a  ready  and  large  sale  in 
'*  the  United  Kingdom,  and  the  said  name  was  and  is  universally  understood  as 
"  indicating  that  the  corsets  in  respect  of  which  it  is  used  are  corsets  manu- 

10  "  factured  exclusively  by  the  Plaintiffs.  Persons  who  wish  for  corsets  of  the 
*'  style  and  pattern  in  which  the  Plaintiffs'  said  corsets  are  n^anufactured,  but 
without  desiring  a  particular  make,  ask  for  and  order  them  as  'Straight 
'Fronted  Corsets.'  Persons  who  desire  a  particular  make  of  such  corsets  ask 
"  for  and  order  them  by  one  or  another  of  the  special  names  used  by  particular 

15  "  manufacturers,  and  when  the  make  desired  is  the  Plaintiffs'  make  they  ask 
'•for  and  order  them  by  the  name  'Erect  Form  Corsets,'  and  this  has 
"  been  so  at  least  in  and  since  the  month  of  February  1901.  (5)  In  the  month 
"  of  October  1901  the  Defendant  Charles  Bayer^  who  carries  on  business  as  a 
"  corset  manufacturer  under  the  name  Charles  Bayer  A  Co.,  at  No.  31,  London 

20  "  Wall,  in  the  City  of  London,  and  who  was  already  manufacturing  and  selling 
"  under  other  names  *  Straight  Fronted  Corsets'  similar  in  pattern  and  style  to 
"the  Plaintiffs-  said  'Straight  Fi-Onted  Corsets,'  began  for  the  first  time  to 
*'  adopt  and  use  in  respect  of  his  '  Straight  Fronted  Corsets,'  instead  of  any  of 
"  the  names  previously  used  by  him,  the  said  name  '  Erect  Form  Corsets '  used 

25  "  by  the  Plaintiffs  as  aforesaid^  and  (as  shown  at  the  top  of  page  3  hereof)*  to 
"  print  the  same  on  the  boxes  in  which  such  corsets  were  sold  and  elsewhere  in 
"  the  same  special  type,  in  which  the  same  is  printed  by  the  Plaintiffs,  and  to 
"  describe  such  corsets  as  '  Celebrated,'  whereas  the  Defendants'  said  corsets  were 
"  not  celebrated  under  that  name  at  all,  but  were  in  fact  entirely  unknown  in 

30  "  connection  with  any  such  name,  while,  on  the  other  hand,  the  Plaintiffs' 
"  said  corsets  were  in  fact  celebrated  under  the  said  name." 

The  Plaintiffs  claimed  : — "  (1)  An  injunction  to  restrain  the  Defendant  Charles 
"  Bayer  (trading  as  Charles  Bayer  A  Co.),  his  servants  and  agents,  from  selling, 
"  or  offering,  or  exposing,  or  advertising  for  sale,  or  procuring  to  be  sold,  any 

35  "  corsets  not  of  the  Plaintiffs'  manufacture  under  the  name  of  *  Erect  Form 
"'Corsets'  without  clearly  distinguishing  such  corsets  from  the  Plaintiffs' 
'*  corsets  ;  (2)  and  from  in  any  manner  reproducing  or  imitating  in  connection 
'*  with  or  in  respect  of  any  such  corsets  as  aforesaid  the  special  form  in  which 
"  the  said  words  '  Erect  Form '  are  printed  or  arranged  by  the  Plaintiffs  in 

40  '•connection  with  or  in  respect  of  their  'Erect  Form  Corsets'  so  as  to  be 
*'  calculated  to  deceive;  (3)  and  from  in  any  manner  passing  off,  or  enabling 
«'  or  assisting  others  to  pass  off,  any  such  corsets  as  aforesaid  as  or  for  the 
*'  Plaintiffs'  corsets  ;  (4)  an  Order  for  delivery  up  on  oath  or  (at  the  Plaintiffs' 
*' option)  destruction  of  all  labels,  boxes,  price  lists,  advertisements,  blocks  or 

45  *'  dies  for  producing  the  same,  and  other  documents,  articles  and  things  which 

"  are  in  the  possession  or  power  or  under  the  control  of  Defendant,  or  offend 

'    ''  against  the  foregoing  injunction  or  any  of  them ;  (5)  damages  or  an  account 

«  of  profits  ;  (6)  costs." 

The  Defendant  by  his  Defence  stated  : — "  (1)  The  Defendant  denies  that  the 

50  ".  Plaintiffs  carry  on,  or  have  at  any  material  time  or  times  carried  on,  a  business 
'^  in  the  manufacture  or  sale  of  corsets  which  is  either  old-established  or  extensive 
'^  in  ti^e  United  Kingdom.  He  has  no  knowledge  and  makes  no  admiseioni^  of 
"  or  in  regard  to  the  business  alleged  to  be  carried  on  by  the  Plaintiffs  in  .the 
"  United  States  pf  America.     (2)  He  does  not  admit  that  the  words  '  Erect 
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*' '  Form  CorsetB,'  or  the  alleged  particular  and  distinctiYe  maimer  of  printing  the 
"  same,  had  not  been  used  in  respect  of  corsets  or  by  any  other  firm  before  the  i^op- 
"  tion  of  the  same  or  either  of  them  by  the  Plaintiffs  or  before  the  use  thereof  by 
'*  the  Defendant.  (3)  The  said  words  were  not  at  any  material  time  a  new  or  a 
"  distinctive  name  for  corsets,  but  they  were  and  are  descriptive  words  and  5 
"  common  to  the  trade.  (4)  The  said  manner  of  printing  the  said  words  was 
*'  not  at  any  material  time  particular  or  distinctive,  or  a  distinctive  device,  but 
'*  was  and  is  common  to  the  trade.  (5)  The  Defendant  denies  each  and  every 
''  allegation  in  paragraphs  3  or  4  of  the  Statement  of  Claim  respectively  contained. 
'^  (6)  The  Plaintiffs  did  not  until  shortly  before  the  commencement  of  this  10 
"  action,  or  until  after  the  Defendant  had  begun  to  sell  *  Erect  Form  Corsets,* 
"  use  or  attempt  to  use  the  said  words  as  the  trade  name  of  or  to  distinguish 
"  their  goods,  but  if  they  use  the  said  words  at  all  (which  is  not  admitted)  they 
"  use  the  same  as  descriptive  of  the  pattern  or  design  of  the  goods  only.  The 
"  goods  of  the  Plaintiffs  were  and  are  not  known  or  distinguished  by  the  trade  15 
"  or  purchasers  as  '  Erect  Form  Corsets.'  (7)  The  Plaintiffs  have  never 
'*  employed  the  alleged  particular  and  distinctive  manner  of  printing  upon 
^'  goods  themselves.  (8)  The  Defendant  admits  that  he  has  described  cer^n 
*^  ranges  of  corsets  made  and  sold  by  him  as  '  C.  B.  Erect  Form '  of  corsets  and 
"  as  *  Celebrated  C.  B.  Erect  Form  Corsets.'  He  denies  that  he  has  printed  gQ 
"  '  Erect  Form  Corsets '  in  the  manner  shown  in  the  illustration  at  the  top  of 
"  page  3  of  the  Statement  of  Claim  without  the  letters  *  C.  B.'  in  large  type 


'^  before  and  after  the  said  words  or  otherwise  than  as  part  of  the  descriptions 
<*  aforesaid,  or  one  of  the  same,  the  said  illustration  is  incorrect  and  misleading. 
'*  (9)  The  Defendant  does  not  admit  that  he  first  adopted  or  used  the  said  words  25 
**  or  manner  of  printing  in  connection  with  his  said  corsets  in  the  month  of 
'*  October  1901,  or  that  &e  said  ranges  of  corsets  are  or  were  the  same  as  those 
'<  previously  called  *  Straight  Fronted  Corsets,'  or  by  any  other  name  or  names. 
*'  Save  as  in  paragraphs  8  and  9  hereof  expressly  admitted,  he  does  not  admit 
'<  any  of  the  several  allegations  contained  in  paragraph  5  of  the  Statement  of  30 
**  Claim.  (10)  If  it  be  the  fact  (which  is  denied)  that  the  words  '  Erect  Form ' 
"  or  the  use  of  the  said  manner  of  printing  are  or  were  under  any  circumstances 
*'  known  to  the  trade  or  to  parchasers  as  indicating  or  describing  the  goods  of 
**  the  Plaintiffs.  The  Defendant  has  always  clearly,  suflRciently,  and  effectively 
»*  distinguished  his  goods  in  connection  with  which  he  has  used  the  said  words  35 
"  or  manner  of  printing  by  the  employment  of  his  own  initials  *  C.  B.'  (11) 
<<  The  Defendant's  trade  is  old-established  and  very  extensive,  and  his  goods 
"  are  well  known  and  in  high  repute,  and  are  celebrated  all  over  the  United 
<'  Kingdom  and  elsewhere.  The  said  goods  are  marked  '  C.  B.'  or  the 
"  *  Celebrated  C.  B.,'  and  all  goods  bearing  the  said  marks,  or  either  of  them,  40 
*'  are  known,  and  recc)gnised  by  the  trade  and  purchasers  as  being  of  his 
"  manufacture.  (12)  Except  that  he  knew  that  the  Plaintiffs  were  advertising 
**  their  goods  for  sale  as  *  W.  B.  Erect  Form  Corsets '  and  *  American  Erect 
"  '  Form  Corsets '  before  he  began  to  make  *  Erect  Form  Corsets,'  the  Defen- 
*'  d^pt  denies  each  and  every  allegation  in  paragraph  6  or  7  of  the  Statement  of  45 
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"  Claim  respectively  contained.  •  (13)  This  action  is  brought  by  Plaintiffs  to 
**  endeavour  to  obtain  a  monopoly  of  the  words  *  Erect  Form '  for  corsets.  The 
"  said  manner  of  printing  is  of  no  importance  to  them  or  to  the  Defendant. 
"  No  request  was  made  by  or  on  behalf  of  the  Plaintiffs  to  the  Defendant  before 
"  action  that  he  should  cease  to  employ  it.  The  Defendant  has  in  fact  ceased 
*'to  print  the  words  in  question  in  the  said  manner,  and,  except  for  the 
"  purpose  of  using  up  his  existing  stock,  he  does  not  intend  to  resume  the  use 
*•  of  the  said  manner  of  printing." 


The  action  came  on  for  trial  before  Mr.  Justice  Joyce  on  the  Uth  of  December 

!<•  1902.  He  gave  judgment  for  the  Plaintiffs,  and  granted  an  injunction  to  restrain 
the  Defendants,  their  servants  and  agents,  from  selling  or  causing  to  be  sold  any 
corsets  not  of  the  Plaintiffs'  manufacture  under  the  name  of  "  Erect  Form 
"  Corsets  "  without  clearly  distinguishing  such  corsets  from  the  Plaintiffs'  corsets. 
He  ordered  an  account  of  all  profits  made  by  the  Defendants  by  reason  of  the 

15  sale  by  them  of  corsets  not  of  the  Plaintiffs'  manufacture,  under  the  name  of 
**  Erect  Form  Corsets,"  and  gave  the  Plaintiffs  the  costs  of  the  action.^  The 
Defendants  appealed. 

The  Appeal  was  heard  on  the  18th,  19th  and  20th  of  May  1903.  Judgment 
was  reserved  and  delivered  on  the  8th  of  July  reversing  the   decision  of 

20  Mr.  Justice  Joyce.  It  was  held  by  Lords  Justices  Vav^han-Williams  and 
GozenS'Hardy  that  it  was  not  proved  that ''  Erect  Form  "  had  become  identified 
with  the  Plaintiffs'  goods,  and  that  they  were  not  entitled  to  any  relief  ;  and 
also  that  in  any  point  of  view  damages,  and  not  an  account  of  profits,  would  be 
the  proper  remedy  under  the  circumstances  of  the  case.    It  was  held,  however, 

25  by  Lord  Justice  Romer  (without  deciding  whether  the  Plaintiffs  were  entitled 
to  any  further  relief)  that  they  were  entitled  to  an  injunction  and  damages  in 
respect  of  the  special  printing.  The  Appeal  was  allowed  and  the  action  dismissed 
with  costs.!    The  Plaintiffs  appealed  to  the  House  of  Lords. 

Neville,  K.C.,  and  Sebastian  (instructed  by  C.  Urqukart  Fisher)  appeared  for 

30  the  Appellants;  MouUon,  K.O.,  Asthv/ryy  K.C.,  Ymnger,  K.C.,  and  Kerly 
(instructed  by  Reed  and  Reed)  appeared  for  the  Respondents. 

Neville,  K.C.,  and  Sebastian  for  the  Appellants.— In  this  case  the  Court  «f 
Appeal  reversed  the  decision  of  Mr.  Justice  Joyce  on  what  was  purely  a  question 
of  fact.    Straight  fronted  corsets  were  well  known.    In  the  autumn  of  1902 

35  the  Plaintiffs  introduced  a  variety  of  straight  fronted  corsets  under  the  name  of 
"  Erect  Form  "  into  England,  and  by  October  had  sold  24,000  pairs.  The 
Defendant  was  widely  known  in  the  trade  as  a  manufacturer  of  corsets  and  he 
determined  to  compete  with  the  Plaintiffs.  He  copied  their  corsets  exactly, 
even  to  the  yi^***  part  of  an  inch,  called  his  "  Erect  Form  "  and  exhibited  that 

40  name  on  his  boxes  in  exactly  the  same  style  of  printing  that  the  Plaintiffs  had 
adopted.  He  then  informed  the  trade  of  what  he  was  doing,  and  told  them  he 
could  supply  them  with  the  same  goods  as  the  American  corsets  at  half  the 
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price.  He  sent  oat  his  boxes  so  got  up  to  the  trade,  suggesting  that  they  would 
be  able'to  "compete  with  the  American  ImportAtions."  This  appeal  was  made 
to  the  trade  and  not  to  the  public.  Such  a  course  of  dealing  \v^ould  citable 
dishonest  traders  to  pass  off  his  goods  as  those  of  the  Plaintiffs'.  The  Plaintiffs* 
scroll  \^as  exactly  copied,  not  only  on  the  boxes  and  goods  but  on  the  show  5 
cards  to  be  placed  in  retailers'  windows.  This  was  done  when  the  Defendant 
was  onlj^  commencing  his  competition.  The  advertisements  in  the  Trade 
journsjils  were  not  the  same  as  those  in  the  Ladies'  papers.  The  Defendant  never 
told  the  public  that  there  were  any  "  Erect  Form  "  corsets  on  the  market  except 
his,  and  he  seeks  to  justify  this  course  of  dealing.  The  learned  Judge  at  the  10 
trial,  with  all  the  evidence  before  him,  came  to  the  conclusion  that  the 
Defendant  had  been  passing  off  his  goods  as  those  of  the  Plaintiffs'.  It  was  a 
simple  issue  of  fact,  and  he  granted  an  injunction.  The  Court  of  Appeal 
reversed  that  decision,  the  majority  of  the  Court  finding  that  the  Plaintiffs  had 
not  acquired  a  large  reputation  for  "  Erect  Form  "  corsets.  But  the  Defendant  15 
went  to  great  expense  in  advertising  to  meet  Bomething,  and  that  was  the 
Plaintiffs'  reputation.  He  went  further,  and  at  first  m^de  his  corsets  an  exact 
imitation  of  those  of  the  Plaintiffs' ;  subsequently  he  made  his  own  patterns. 
The  evidence  is  that  the  Plaintiffs'  corsets  were  the  "talk  of  the  trade." 
The  majority  of  the  Defendant's  witnesses  said  they  never  heard  of  the  20 
Plaintiffs'  corsets  until  this  action  was  brought.  Such  evidence  is  purely 
negative  and  is  very  easily  obtained.  The  term  "  Erect  Form  "  is  really  a  happy 
description  of  straight  fronted.  The  evidence  shows  that  the  term  "Erect 
"  Form  "  wab  not  descriptive.  The  corsets  were  all  straight  fronted.  I'he  term 
"  Erect  Form  "  is  not  descriptive,  that  is,  it  is  not  a  natural  term  of  description  25 
as  "  Cellular "  was  in  the  Cellular  Clothing  case  {Cellular  Clothmg  Go,  v. 
Maxton  16  R.P.C.  397),  and,  therefore,  the  reasons  for  that  decision  do  not 
apply  here.  As  to  persons  being  deceived  the  evidence  is  that  "  C.B."  was  well 
known  to  the  trade  as  denoting  a  certain  maker,  but  not  so  well  known  to  the 
public.  Few  knew  of  it.  Many  ladies  do  not  trouble  about  the  names  of  the  30 
actual  makers  of  the  articles.  If  the  ultimate  purchaser  of  the  Plaintiffs' 
corsets  did  not  know  of  the  names  of  the  actual  makers,  and  had  bought  and 
was  pleased  with  them,  such  a  person  would  be  easily  deceived  by  the  Defen- 
dant's boxes  and  goods,  which  were  exact  imitations  of  the  Plaintiffs',  although 
they  had  the  initials  "  C.B."  on  them.  Evidence  of  an  actual  case  of  deception  35 
was  given  by  Miss  Thompson^  of  Edinburgh.  But  purchasers  might  be  deceived 
into  thinking  that  they  had  discovered  who  the  maker  was  of  the  corsets  they 
had  previously  bought,  namely,  the  Defendant.  Articles  which  could  be  easily 
used  for  deception  in  that  manner  were  put  into  the  hands  of  traders  by  the 
Defendant.  The  question  is  not  one  of  the  right  of  the  Defendant  to  use  the  40 
words  "  Erect  Form,"  but  he  must  not  use  them  in  such  a  way  as  to  practise  a 
fraud  ujpon  the  Plaintiff  {Croft  v.  Day  7  Beav.  at  p.  88).  It  has  been  suggested 
that  we  did  not  make  a  point  of  the  scroll  in  the  beginning.  .'We  did  in  the 
Statement  of  Claim,  and  set  out  the  marie  itself.  There  was  no  offer  made  to 
withdraw  its  use,  and  it  was  continued  up  to  the  trial  on  the  show  cards  that  45 
were  exposed  in  shop  windows. 

Moulton,  K.C,  and  Astbury,  K.C.,  for  the  Respondents.— This  action  is  not 
really  one  for  passing  off  at  all,  and  the  argument^  have  proceeded  oh 
both  sides  on  that  supposition.  The  Plaintiffs  are  attempting,  by  means 
of  an  action  for  "passmg  off,"  to  gain  a  monopoly  of  the  use  of  the  50 
words  *^  Erect  Form,'?  which  are  neither  registered  nor  are  capable  of  being 
registered  as  a  trade  mark.  In  this  respect  they  are  attempting  to  do  what  the 
Cellular  Clothing  Company  failed  to  do  {Cellular  Clothing  Co.  v.  Marion 
16  R.P.C.  397).  This  is  apparent  from  the  letter  they  wrote  before  the  action 
was  bi^ought.  The  term  "Erect  Form"  was  iised  by  several  makers.  Thb  55 
Plaintiffs  contended .  that  they  had_lhe.  .^ola  right  f^  uhpi  it,  -The  Act-of  0883^ 
enacts  that  there  shall  be  no  right  of  action  on  an  unregistered  mark.    No 


ToL  X^^No.  14.]     AND  TRADB  MABK  OASBB.  34? 


Weiimartm  xBrqsi.^  Y.  Charles  Bayer  A  Oo, 


rights  in  "  Erect  Form  "  or  other  words  can  be  acquired  except  by  registration, 
unless  the  words  have  acquired  a  secondary  meaning  throughout  the  market. 
That  secondary  meaning  can  only  be  established  by  the  strongest  evidence 
{Reddaway  v.  Banham  13  R.P.C.  218).  There  is  no  intermediate  state  of  things. 
5  The  Defendant  must  not  represent  his  goods  as  being  those  of  the  PlaintiflE 
{Burgess  v.  Burgess  3  De  G.  M.  and  G.  896  ;  22  L.J.,  Ch.  675)  ;  but  the  plaintiffs 
must  prove  that  some  name,  or  some  get  up,  or  some  symbol,  has  comf  in  the 
trade  to  be  identified  with  the  goods  manufactured  or  sold  by  thim,  and 
generally  unless  they  can  prove  that  as  against  the  whole  world  their  case 

10  breaks  down  altogether  {Imperial  Tobacco  Go.  v.  Purnell  21  R.P.C.  per  Vaughan 
Williams  L.  J,  p.  601).  The  law  now  is  that  a  man  cannot  sue  on  an  unregistered 
trade  mark,  and  a  defendant  to  be  held  liable  must  have  done  things  which 
amount  to  telling  a  lie  to  the  persons  who  form  the  market  {Reddaway  v.  Banham 
13  R.P.C.  per  Lord  Herschell  at  p.  229).    Unless  the  Plaintiffs  prove  ^hat  the 

15  words  ''  Erect  Form  "  denote  to  the  English  world  that  the  goods  are  made  by 
the  Plaintiffs  and  no  one  else,  and  that  their  primary  signification  is  loft,  they 
cannot  succeed  {Weingarten  Bros.  v.  Sherwood  21  R.P.C.  per  Far^oell  J. 
at  p.  215)  ;  and  the  Plaintiffs  have  not  appealed  in  that  case.  The  onus  of  proof 
is  on  the  Plaintiffs.    It  has  not  and  cannot  be  discharged.    The  evidence  and 

20  the  amounts  of  business  done  by  the  parties  respectively  show  that  to  have  his 
goods  mistaken  for  the  Plaintiffs'  was  the  last  thing  the  Defendant  \15ished. 
The  scroll  was  not  relied  on  before  action.  The  policy  of  our  law  is  sound  in 
prohibiting  such  distinctive  writing  from  being  registered.  It  may  be  peculiar 
one  day  and  common  the  next.     There  was  only  one  witness  who  attached  any 

25  importance  at  all  to  the  scroll.  In  all  their  advertisements  the  Plaintitts  put 
forward  the 'fact  that  their  goods  were  of  American  manufacture ;  the  Defen- 
dant that  his  were  English.  He  copied  their  goods  as  he  was  entitled  to  do,  but 
not  their  '*  get  up."  He  could  never  crush  competition  by  pretending  his  goods 
were  theirs.    His  object  was  to  destroy  in  the  minds  of  customers  the  effect  of 

30  the  word  "  American  "  ;  and  that  could  not  be  achieved  unless  the  goods  were 
exactly  similar  in  other  respects.  If  the  Plaintiffs'  contention  be  right  a  fort- 
night's start  would  give  them  a  monopoly  in  the  term  "  Erect  Form  "  ;  whereas 
in  the  Cellular  Clothing  case  {ubi  supra)  a  monopoly  was  not  acquired  by  a  use 
extending  over  ten  years,  and  there  were  witnesses  who  proved  that  the  term 

35  "  Cellular "  denoted  the  Plaintiffs'  goods.  As  to  the  addition  of  "  CB^'  the 
test  is  the  opinion  of  the  market  and  not  the  effect  on  the  mind  of  a  customer 
with  a  bad  memory  asking  for  something  that  had  been  previously  made  by  only 
one  maker.  The  argument  comes  to  this  : — **  If  you  make  it  absolutely  clear  that 
"  it  is  you  and  not  we  who  make  the  goods  you  must  be  stopped  "  ;  and  that  is 

40  put  forward  in  an  action  based  on  the  allegation  that  we  are  pretending  our 
goods  are  theirs.  If  a  trader  cannot  meet  competition  by  making  the  same 
articles  and  calling  them  by  the  same  descriptive  names  then  the  trade  cannot 
prevent  the  occurrence  of  a  state  of  things  similar  to  that  in  Reddaway  v. 
BanJiam  {ubsi  supra).    In  this  case  the  trade  did  not  *'  lie  by."    It  is  not  sharp 

45  practice  but  a  deliberate  fight  on  a  fair  ground.  The  issue  here  is  :— Has  a 
secondary  meaning  for  "  Erect  Form  "  been  acquired  thoughout  England  ?  .It 
is  not  a  question  of  the  first  user  of  a  particular  term  or  get  up  {Payton  A  Go, 
V.  Snelling  A  Go.  per  Lindley  M.R.  17  R.P.C.  p.  52  ;  and  Romer,  L.J.  p.  54^  ibid, 
approved  of  and  followed  by  the  House  of  Lords  17  R.P.C.  at  p.  635).    As  to 

50  the  use  of  the  scroll,  we  had  no  reason  to  suppose  the  Plaintiffs  attached  any 
special  importance  to  it.  There  is  no  evidence  that  it  had  acquired  any  special 
signification  in  the  market.  Only  one  witness  (Butterick's  manager)  alleged  it 
was  at  all  deceptive,  and  none  said  it  was  specially  remembered  by  customers.  The 
action  was  brought  to  gain  a  monopoly  in  the  words  "  Erect  Form  "  as  they 

55  attempted  to  do  in  other  actiohs.  We  gave  an  absolute  undertaking  not  to  use 
the  scroll  again.  The  Plaintiffs  did  not  ask  for  an  injunction  and  inquiry  as  to 
the  scroll  alone,  but  claimed  both  in  the  wider  form.    The  injunction  granted 


348  RBPORTS  OP  PATBNt,  DESIGN,       [June  28, 1905. 

Weingarten  Bros,  v.  Charles  Bayer  Jb  Co. 

was  as  to  the  use  of  the  words  and  not  the  scroll.  We  would  have  had  no 
object  in  appealing^  against  an  injunction  directed  against  the  scroll  alone.  If 
the  injunction  granted  by  Joyce^  J.  stands  the  Defendants  will  be  in  a  much 
worse  position  than  the  defendants  to  other  actions,  such  as  Rosentfial  and 
SJienoood  A  Co.    This  appeal  is  substantially  only  for  costs.  ft 

NevilUy  K.C.,  replied. 

Lord  Macnaghtbn. — My  Lords,  this  case  has  divided  equally  the  opinions 
of  four  learned  Judges  in  the  Courts  below.  It  occupied  your  Lordships'  time 
for  three  whole  days.  But,  after  all,  I  cannot  think  there  is  very  much  difficulty 
about  it.  There  are  no  facts  in  dispute.  There  can  be  no  controversy  as  to  the  10 
law.  The  only  possible  questions  are  :  (1)  What  has  the  Respondent  done  ?  and 
(2)  What  relief  are  the  Appellants  (the  Plaintiffs  in  the  action)  entitled  to  if 
their  rights  have  really  been  invaded  ? 

Mr.  Charles  Bayer^  trading  under  the  firm  or  style  of  Charles  Bayer  Jb  Co.y 
is  the  largest  maker  of  corsets  in  this  country.    No  other  trader  comes  near  him   15 
in  that  line.    His  wares  are  on  sale  in  every  town  in  England.     His  advertise- 
ments are  flaunted  on  the  walls  of  every  railway  station  in  the  United  Kingdom. 
Most  women,  it  is  said,  if  not  all,  who  have  come  to  years  of  discretion,  are 
familiar  with  his  trade  mark— the  letters  O.B.  either  standing  alone  or  announced 
as  "  The  Celebrated  C.B."    Much  time  was  spent  in  demonstrating  from  the  20 
evidence  of  Mr.  Charles  Bayer's  travellers  and  others  the  great  position  of  his 
firm  and  the  comparative  insignificance  of  the  Appellants'  sales  in  England. 
So  far  fi'om  contesting  Mr.  Charles  Bayer's  claim  to  pre-eminence  in  the  corset 
trade,  the  Appellants  admitted  it  to  the  full,  but  they  urged,  with  some  show  of 
reason,  that  the  commanding  position  which  he  occupied  made  it  all  the  more  25 
incumbent  upon  him  to  be  very  careful  not  to  trespass  on  the  rights  of  smaller 
men — beginners  in  the  same  line  of  business. 

The  Appellants,  too,  are  corset  manufacturers.    They  claim  to  hold  in  America 
a  position  similar  to  that  occupied  by  Mr.  Charles  Bayer  here.    Until  lately 
they  had  no  footing  in  England.    Not  very  long  ago,  about  a  year  or  so  before  30 
the  events  occurred  which  led  to  this  dispute,  they  designed  an  improved  corset. 
It  was  an  improvement  in  a  make  of  corsets  known  to  the  initiated  as  "  Straight 
•*  fronted  corsets."    They  called  their  new  make  "  Erect  Form  Corsets,"  and  they 
had  the  name  printed  in  their  advertisements  and  on  their  show  cards  and  boxes 
in  a  very  peculiar  and  distinctive  form  of  type,  displaying  the  word  "  Corsets  "  35 
in  white  letters  on  a  curved  band,  broad  and  black  which  was  made  to  form  a 
tail  to  the  initial  letter  of  the  word  **  Erect."    Their  venture  was  successful  in 
America.    And  then  with  this  make  of  corset  and  with  the  name  thus  applied 
to  it,  they  essayed  to  try  their  fortune  on  the  London  market.     They  began  in  a 
very  modest  way,  but  their  position  improved  very  soon.    Their  design  was  40 
quickly  appreciated.    Mr.  Charles  Bayer  admitted  at  the  trial  that  "  it  was 
"  practically  a  new  thing,"  different  from  the  corsets  he  had  previously  sold.    In 
one  of  his  advertisements,  after  he  had  adopted  and  appropriated  the  results  of 
the  Appellants'  skill  and  ingenuity,  he  described  the  "  Erect  Form  Corset "  as 
"a  departure  in  corset  making  which  has  instantly  met  with  practical  re-  45 
"  cognition."    The  name,  too,  took  the  fancy  of  the  public.    It  also  was  new. 
No  one  had  known  it  applied  to  such  a  thing  as  a  corset  before.    It  was  *'  a  happy 
**  description,"  as  one  of  Mr.  C?iarles  Bayer's  witnesses  said — ^happy,  perhaps, 
because  it  left  it  uncertain  whether  the  allusion  was  to  the  cut  of  the  garment 
or  to  the  graceful  and  stately  carriage  which  the  wearer  was  enabled  or  compelled  50 
to  assume.    Then  the  peculiar  and  distinctive  form  of   type,  which  in  these 
proceedings  has  been  referred  to  as  "the  scroll,"  was  a  novelty  when  the 
Appellants'  goods  were  first  introduced  into  this  country.    Up  to  that  time,  as 
far  as  the  evidence  goes,  it  had  never  been  displayed  in  any  advertisement  of 
any  goods  of  any  sort  or  description  in  the  English  market.    It  certainly  55 
presented  a  most  striking  appearance,  well  adapted,  so  long  as  its  novelty  lasted, 
to  catck  the  eye  and  arrest  the  attention  of  anybody  who  happened  to  see  it 
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By  the  sammer  of  1901  the  Appellants  were  making  steady  and  substantial 
progress,  when  Mr.  Charles  Bayer  learned  from  one  of  his  travellers  what  the 
American  firm  was  doing.  He  was,  it  is  said,  "  alive  to  the  occasion.'*  He 
procured  some  of  the  Appellanta'  corsets.  He  examined  their  construction 
5  "very  carefully  indeed."  He  had  them  imitated  exactly  in  his  own  works. 
The  copies  made  were,  he  says,  in  some  instances  '*  absolute  copies  to  the  100th 
"  part  of  an  inch."  He  took  the  name,  too,  and  called  the  copies,  which  may  or 
may  not  have  been  better  than  the  originals,  *'  Erect  Form  Corsets,"  and  in  one 
advertisement  at  least  "Genuine  Erect  Form  Corsets."    He  was  determined  to 

JO  crush  the  foreign  invasion  and,  if  possible,  oust  and  supplant  his  American  rivals. 
By  the  end  of  September  he  had  placed  in  the  hands  of  his  travellers  a  stock 
of  Erect  Form  Corsets  sufficient  to  answer  any  demand.  Now  if  he  had  done 
nothing  more  than  this,  if  he  had  merely  copied  the  article  which  the  American 
firm  had  produced  and  called  the  copies  by  the  name  which  they  had  been  the 

15  first  to  use,  he  might  have  laughed  at  any  threat  of  legal  proceedings.  This  new 
departure  in  corset  making  was  not  protected  by  any  Patent.  Everybody  was 
free  to  copy  it.  The  name  "  Erect  Form  Corsets  "  had  not  acquired  any  secondary 
meaning.  The  words  were  common  English  words  and  simply  descriptive. 
No  one  could  be  prevented  from  using  them.    But  the  scroll  is  a  different  thing 

20  altogether.  No  trader  is  justified  in  taking  the  peculiar  symbol,  device  or  mark 
or  any  **  accompaniment,"  to  use  an  expression  of  Lord  Langdale^s^  by  which 
another  man  distinguishes  his  goods  on  the  market,  and  so  attract  to  himself  the 
custom  which  would  otherwise  flow  to  his  rival.  But  Mr.  Charles  Bayer  took 
the  scroll  just  as  it  appeared  on  the  Appellants*  boxes.    Placing  C.B.  on  the 

25  right  and  C.B.  on  the  left  he  made  it  the  most  conspicuous  object  on  his  own 
show  cards  and  boxes.  He  took  it,  he  said,  "  from  Weingarten^ s  box  and  his 
'*  advertisements."  He  took  it,  he  added,  *' because  it  was  an  effective  and 
"  suitable  form  of  putting  the  words.'*  I  agree  with  Lord  Justice  Romer  in 
thinking  that  there  was  no  excuse  or  justification  whatever  for  pirating  this 

30  scroll.  No  excuse,  indeed,  was  offered.  In  mitigation  of  the  offence  it  was 
said  at  the  Bar  that  it  was  a  very  stupid  thing  to  do.  But  stupidity  is  about  the 
last  thing  to  be  attributed  to  a  shrewd  and  successful  man  of  business  like 
Mr.  Charles  Bayer ^  who,  as  one  of  his  most  experienced  travellers  says  "  knew 
"  more  of  the  heart  of  things  "  than  he  did.    I  agree  with  Lord  Justice  Romer 

35  when  he  says,  "I  cannot  myself  resist  the  conclusion  that  the  Defendants 
*^  adopted  this  form  of  putting  their  goods  on  the  market  in  order  to  make  these 
"goods  like  the  Plaintiffs'  goods.  And,  in  my  opinion,  the  adoption  of  this  form 
"  at  any  rate,  cannot  be  justified  as  fair  and  legitimate  competition,  and  I  think 
*^  its  effect  would  be  to  deceive  to  a  substantial  extent,  not  indeed  the  trade,  but 

^Q  "  the  ultimate  purchasers,  and  to  allow  the  Defendants'  goods  to  be  passed  off  as 
"  and  for  the  Plaintiffs'  goods  to  many  customers  who  knew  and  wanted  to  buy 
**  the  Plaintiffs'  goods." 

That,  my  Lords,  is  really  the  whole  case,  and  if  it  had  not  been  for  the  view 
taken  in  the  Court  of  Appeal,  I  should  have  thought  the  action  was  in  truth  and 

45  reality  an  undefended  action.  I  should  like  to  know  what  would  have  been 
said  if  the  position  of  the  parties  had  been  reversed — if  Mr.  Charles  Bayer  had 
invented  this  new  departure  in  corset  making — if  he  had  hit  upon  the  happy 
description  and  applied  it  with  the  scroll  to  his  goods,  and  then  the  Appellants 
coming  new  to  this  country  had  copied  his  work,  taken  the  name  and  pirated 

5Q  his  scroll,  adding,  of  course,  their  own  initials  or  some  distinctive  mark  to 
attract  purchasers  to  themselves,  and  indicate  where  the  goods  were  to  be 
obtained.  Would  any  human  being  have  believed  them,  however  loudly  they 
might  have  protested  that  what  they  had  done  was  not  calculated  to  deceive, 
and  that  they  had  never  a  thought  of  deception  ? 

55  It  only  remains  to  say  a  few  words  about  the  arguments  advanced  on  behalf 
of  the  Itespondent,  especially  those  that  found  &vour  in  the  Court  of  Appeal. 
There  was  one  extremely  ingenious  argument,  which  I  think  deserves  the 
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foremost  place.  The  learned  ConDBel  for  the  Respondeut  contended  that  there 
were  two  distinct  and  separate  grounds  of  action  combined  in  the  present  case, 
one  of  the  very  highest  importance,  the  other  so  insignificant  as  to  be  almost 
beneath  contempt.  These  giants  in  the  corset  trade,  it  was  said,  knew  what 
they  were  fighting  for  and  they  were  not  fighting  about  trifles.  Weingarten  5 
and  his  firm  fought  for  a  monopoly  in  the  name  "Erect  Form  Corsets." 
Mr.  Charles  Bayer^  on  public  as  well  as  on  private  grounds,  was  determined 
that  no  such  monopoly  should  be  gained.  He  was  resolved  to  throw  the  trade 
in  Erect  Form  Corsets  open  to  all  British  subjects.  That  was  an  honouraMe 
and  praiseworthy  object,  it  was  said.  As  for  the  scroll  nobody  cared  about  it.  10 
It  was  a  minor  point,  a  petty  objection,  a  mere  after-thought.  Mr.  Charles 
Bayer  had  vanquished  his  antagonist  on  the  main  question.  He  was  entitled  to 
the  spoils.  He  had  carried  off  the  real  bone  of  contention.  It  was  not  worth 
while  to  make  a  fuss  over  the  scroll — ^mere  trimming  and  frippery — a  trumpery 
trick  of  the  printers'  art.  Mr.  Charles  Bayer  was  stupid,  ill  advised  if  you  15 
will,  to  carry  off  the  scroll,  but  that  was  a  venial  error.  The  mistake^  such  as  it 
was,  should  make  no  difference  in  the  costs.  At  any  rate  a  very  slight 
deduction  would  meet  the  justice  of  the  case.  Now  that  argument  seems  to  me 
to  be  founded  on  a  complete  misapprehension.  It  is  quite  true  that  when  the 
contest  was  raging  in  the  ^^  Drapers'  Record  "  and  the  other  papers  that  minister  20 
to  the  caprices  of  fashion,  Weingarten's  firm  claimed  an  exclusive  right  in  the 
name  they  had  invented.  Probably  few  laymen  would  imderstand  by  the  light 
of  nature  that  it  waR  permissible  to  take  a  name  and  wrong  to  take  ths  garb  in 
which  it  was  presented  to  the  public.  But  when  the  cause  of  action  was 
formulated  there  was,  I  think,  no  claim  to  any  exclusive  right  in  the  name  25 
except  in  connection  with  the  scroll.  The  action  was  an  ordinary  action  to 
prevent  Mr  Charles  Bayer  selling  his  goods  as  and  for  the  goods  of  the 
Plaintiffs.  It  was  necessary  to  bring  out 'all  the  circumstances  of  the  case,  but 
the  scroll  was  the  one  thing  on  which  the  action  was  based.  Certainly  no  claim 
was  made  at  the  Bar  on  the  part  of  the  Plaintiffs  to  exclusive  property  in  30 
common  English  words,  which,  in  so  short  a  space  of  time  could  not  possibly 
have  acquired  a  secondary  meaning. 

It  was  also  urged  that  if  the  Plaintiffs  really  objected  to  Mr.  Charles  Bayer 
taking  their  scroll  they  ought  to  have  written  to  complain  and  told  him  what 
they  complained  of  before  taking  legal  proceedings.  I  cannot  think  that  there  35 
is  any  substance  in  that  objection.  Why  should  a  person  assailed  and  injured 
by  unfair  competition  teach  his  opponent  how  far  he  may  safely  go  in  under- 
mining a  rival  business  which  he  wishes  to  destroy  ?  Why  should  he  throw 
away  the  only  chance  of  obtaining  by  process  of  law  redress  for  injury  already 
done  ?  40 

Then  it  was  boldly  asserted  that  all  Mr.  Charles  Bayer  wanted  was  to  show 
the  public  that  his  goods,  English  made,  were  better  than  any  foreign  goods 
and  cheaper.  That  was  the  view  of  Lord  Justice  Vaughan-  Williams.  "  The 
'^  real  object  of  the  Defendant^''  says  the  Lord  Justice,  '^  was  not  to  represent 
*'  his  corsets  as  being  the  Plaintiffs'  cornets,  but,  on  the  contrary,  to  invite  a  45 
'^  comparison^  between  the  manufacture  of  his  own  goods  and  those  of  the 
"  Plaintiffs'."  No  dqubt  that  is  what  Mr.  Charlea  Bayer  said  in  advertisements 
in  the  "  Drapers';  Record."  He  was  anxious  to  prove  that,  notwithstanding  the 
silly  prejudice  in  favour  of  foreign  fashions,  ^^nglish  goods  could  hold  the  field. 
But  when  we  come  to  the  show  cards  and  advertisements  intended  to  attract  50 
customers  and  not  simply  addressed  to  the  trade  all  this  flourish  disappears* 
There  is  not  a  single  word  in  any  show  card  or  label  to  tell  the  public  thsA,  Mr. 
Bayer*s  goods  were  English  made  or  to  invite  comparison  between  his  goods 
and  those  of  American  origin.  ,  Anybody  buying  corsets  which  Mr. 
Charles  Bayer  described  as  "Erect  Form  Corsets "  with  the  accompaniment  55 
of  the  scroll  and  the  letters  C.B.  upon  them  mi^ht,  I  think,  wall  suppose 
that  the  goods  were  the  same  as.  those  whicl^  h<tfl  been  .put  on  the  market 
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by  the  PlaintiflEs,  but  with  the  guarantee  of  O.B.,  whoever  O.B.  was,  for 
their  excellence. 

^^3^7^  a  good  deal  was  made  of  a  statement  by  Mr.  Charles  Bayer  in  his 
Defence  to  the  effect  that  he  had  ceased,  to  print  the  scroll,  and  that  except  for 
5  the  purposes  of  using  up  his  existing  stock  he  did  not  intend  to  resume  its  use. 
I  cannot  understand  why  that  statement  is  supposed  to  tell  in  his  faVour.  It 
seems  to  me  to  tell  very  much  against  him.  The  Writ  was  issued  on  the  15th 
November  1901.  And  then,  at  any  rate,  his  attention  was  pointedly  called  to 
the  improper  use  of  the  scroll.    Still  he  went  on  using  it ;  still  he  continued  to 

10  print  it.  He  did  not  cease  to  print  it  till  the  25th  January  1902.  His  Defence 
was  not  delivered  until  the  4:th  of  March,  and  then  he  declared  that  the  scroll 
was  of  no  importance  to  him.  I  think  that  was  very  likely.  The  novelty  of 
such  tricks  in  advertising  passes  off  very  quickly,  and  they  soon  cease  to  be 
effective.    No  doubt  long  before  the  Defence  was  put  in  Mr.  Charles  Bayer 

]5  had  gained  all  the  advantage  that  could  be  derived  from  the  improper  use  of  the 
scroll.  But  even  then  he  did  not  offer  to  pay  the  costs  or  to  niake  any  amends. 
He  insisted  on  using  the  scroll  so  long  as  his  existing  stock  might  last.  Now  it 
has  been  held  over  and  over  again  that  if  a  person  persists  in  using  the 
device  of  a  rival  trader,  which  he  had  no  right  to  use,  after  he  knows  it  is  wrong 

20  to  use  it,  that  is  fraud,  even  if  he  originally  used  it  inadvertently  and  innocently, 
a  suggestion  which  can  hardly  be  put  forward  in  the  present  case  on  behalf  of 
Mr.  Charles  Bayer. 

As  regards  the  form  of  Injunction,  I  think  the  Injunction  granted  by  Mr. 
Justice  Joyce  is  open  to  objection.    It  seems  to  imply  that  the  Plaintiffs  had 

25  some  special  right  in  the  words  "  Erect  Form  Corsets."  I  think  the  Order 
should  restrain  the  Defendants,  their  servants  and  agents  from  selling  or  offering 
for  sale  corsets  in  boxes  bearing  the  scroll  or  an  imitation  of  the  scroll  used  by 
the  Plaintiffs  in  .connection  with  their  corsets  or  any  corsets  designated  by  show 
cards  or  labels  bearing  such,  scroll  or  imitation  or  otherwise  distinguished  by 

«30  such  scroll  or  imitation  and  should  direct  an  account  of  the  profits  derived  by 

the  Defendants  from  the  sale  of  corsets  in  such  boxes  or  so  designated  or 

distinguished. 

.  Ever  since  the  case  of  Edelsten  v.  EdeUten,  in  1863  (1  De  G.  J.  A  S.  185  ; 

7  L.  T.  768),  it  has  been  the  established  rule  that  a  plaintiff  succeeding  in  a  case 

35  of  this  sort  may  at  his  option  take  an  inquiry  as  to  damages  or  an  inquiry  as  to 
profits.  I  do  not  see  any  ground  for  departing  from  that  practice  in  the 
present  case. 

I  do  not  think  the  variation  which  I  have  suggested  ought  to  make  any 
difference  in  costs,  and  I  move  your  Lordships  that  the  Order  appealed  from 

40  be  reversed,  and  that  the  Order  of  Mr.  Justice  Joyce  should  be  restored  with  the 
variation  I  have  mentioned,  and  that  the  Defendants  should  pay  the  costs  both 
here  and  below. 

Lord  Robertson. — My  Lords,  I  agree  with  the  Judgment  of  the  Court  of 
Appeal.    The  grounds  of  my  opinion  may  be  stated  in  a  few  plain  words 

45  untinctured  by  the  rhetoric  of  the  advertisements. 

The  case  differs  from  most  passing  off  cases  in  several  broa<l  features.  The 
party  complaining  is  not  in  the  position  of  one  whose  trade  was  established  and 
well  known  in  English  repute  when  the  Respondents  are  said  to  have  simulated 
it.    Nor  can  it  be  suggested  that  the  operations  of  the    Respondents  were 

50  intentionally  directed  towards  getting  their  goods  mistaken  for  those  of  the 
Appellants  ;  the  opposite  is  the  case.  Nor  again  is  the  relief  which  your 
Lordships  propose  to  give  that  which  the  Appellants  asked,  nor  even  that  which 
the  Judge  of  First  Instance  gave.  Fiually  the  ground  upon  which  your 
Lordships  are  to  proceed  does  not  represent  any  grievance  felt  by  the  Appellants 

55  or  known  to  the  Respondents  until  the  Writ  was  prepared ;  it  was  at  once 
removed  by  the  Statement  of  Defence  ;  and  it  is  not  in  truth  or  substance  the 
question  between  the  parties. 


358:  RBPORTS  OF  PATBOT?,  DESIGN,       [June  S8, 1905. 

Weingarten  Bras.  t.  Charles  Bayer  A  Co. 

In  the  tentative  operations  which  oonstitnted  the  trading  of  the  Appellants  in 
this  country,  the  one  thing  which  they  regarded  as  essentkd  in  the  description 
of  their  corsets  was  the  phrase  '^  Erect  Form.''  At  first  the  fall  title  was 
"W.  B.  Erect  Form  Corset."  Driven  out  of  this  by  a  rival  whose  initials 
were  also  **  W.B."  they  adopted  the  title  '^  America's  Leading  Erect  Form  5 
*^  Corset."  But  the  gist  of  their  case  has  all  along  been  to  claim  the  description 
^  Erect  Form,"  as  their  own.  This  claim  is  bad  in  law,  for  reasons  which  I  do 
not  elaborate,  as  they  are  a  common  ground  with  your  Lordships,  but  which 
have  been  borne  in  upon  the  Appellants  only  in  course  of  this  suit.  But^  such 
as  it  is,  this  has  been  the  sole  ground  of  complaint  against  the  Respondents,  as  10 
against  the  other  traders  whom  they  have  sued,  until  the  acumen  of  Counsel 
fished  up  from  the  sea  of  advertisements  this  scroll  which  is  now  the  sole 
surviving  part  of  the  case. 

Now,  in  a  passing  off  case  it  is,  of  course,  not  necessary  to  prove  intention  to 
deceive  or  actual  deception  ;  but  the  absence  of  both  (as  in  the  present  case)  is  15 
highly  important.    Still  more  important  is  the  fact  that  till  the  Writ,  and  in  all 
the  correspondence  down  to  the  issue  of  the  Writ,  there  is  no  hint  that  the  scroll 
was  in  &ct  calculated  to  deceive.    And  this  is  the  more  important  because,  such 
as  it  is,  the  scroll  was  patent  and  palpable  to  the  Appellants.    Nor  in  the  absence 
of  &cts,  is  the  attempt  to  conjure  up  imaginary  deceived  customers  very  20 
successful,  when,  in  point  of  fact,  every  one  of  the  Respondents'  corsets  has 
*'  C.B."  and  nothing  else,  staring  the  purchaser  in  the  l^e  when  she  first  sees 
them  and  every  time  she  puts  them  on  ?    Indeed,  the  same  obtrusive  frankness 
in  revealing  the  identity  of  ^'  C.B."  is  to  be  observed  in  the  scroll  itself,  on  which 
again  ^'  C.B."  is  as  prominent  as  anything  else.    As  I  have  said,  however,  once  25 
objection  was  taken,  the  Respondents  promptly  withdrew  the  scroll ;  and,  for 
my  part,  I  put  the  incident  to  their  credit.    What  is  proposed  now  is  to  make 
the  scroll  the  ground  of  Judgment  against  the  Respondents,  with  costs.    In  this 
I  cannot  concur.    I  do  not  think  it  is  the  duty  of  Courts  of  Equity,  and  still  less 
of  this  House  to  be  astute  in  discovering  unfelt  grievances  and  adminsteringone  30 
remedy  when  another  is  sought  and  for  a  different  wrong. 

Lord  LiNDLBY. — My  Lords,  if  it  were  not  for  the  scroll  the  Plaintiffs,  who 
are  Appellants,  would  have  had  no  cause  of  action.  But  the  Defendants  cannot, 
in  my  opinion,  justify  their  conduct  in  copying  the  scroll,  and  although  they 
ceased  to  use  it,  its  use  gave  the  Plaintiffs  a  cause  of  action  and  this  has  not  been  35 
put  an  end  to.  Its  importance  may  have  been  magnified,  but  it  cannot  be 
ignored ;  and  for  the  reasons  given  by  Lord  Justice  Romer  in  the  Court  of 
Appeal,  and  by  my  noble  and  learned  friend.  Lord  Maonaghtbn,  whose 
Judgment  I  have  read  and  am  content  to  adopt,  I  am  of  opinion  that  this  Appeal 
should  be  allowed  with  costs.  40 
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Be/ore  the  Solicitor-Gbnebal. 

March  9th,  1905. 

In  thb  Maitbb  op  an  Application  for  a  Patent  by  Meyenberg 
AND  THE  Clayton  Aniline  Company. 

• 
5  Opposition  to  the  grant  of  Letters  Patent  for  a  process  for  producing  sulphur 
dye  stuffs  on  the  growid  of  prior  patenting  of  the  invention.  The  Chief 
Examiner  (acting  for  the  Comptroller-General)  decided  to  seal  a  Patent. 
He  held  (hat  the  Applicants'  process  had  not  been  patented  by  the  Patent  on 
which  the  Opponents'  rdiedy  and  thaty  under  the  circumstances  of  the  case^ 
10  he  would  not  be  justified  in  requiring  a  reference  to  the  Opponents^  Patent. 
The  Opponents  appealed. 

Held,  on  appeal^  by  the  Law  Officer^  that  the  decision  of  the  Chief  BSo^miner 
should  be  affirmed^  tvith  five  guineas  costs. 

On  the  17th  August  1903,  Alexander  Meyenberg  and  the  Clayton  Aniline 
15  Company^  Limited^  applied   for  Letters  Patent  for  '^  Improvements  in  the 
**  manufacture  of  sulphur  dyestuffs." 

The  Complete  Specification  (No.  17,805  of  1903)  was  as  follows  :— "  Hitherto 
*^  in  the  preparation  of  black  substantive  sulphur  dyestuffs  from  dinitro-phenol 

NO, 


vv 


AA. 


NO, 

OH 

'*  it  has  been  found  necessary  to  heat  the  dinitrophenol  with  sodium  sulphide 
20  ^^  and  sulphur  under  various  conditions.  We  have  now  found  that  a  similar 
*'  dyestuff  can  be  made,  without  the  addition  of  sodium  sulphide  or  sulphur,  by 
*'  heating  the  sodium  Sdtlt  of  the  dinitrophenol  (or  its  equivalent  as  hereinafter 
'^  mentioned)  in  the  presence  of  an  excess  of  sulphuretted  hydrogen  (for  instance 
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^*  by  passing  salphuretted  hydrogen  through  an  aqneons  solution  of  the  said 
"  sodium  salt)  with  great  advantages  over  the  methods  hitherto  used  because  the 
^^  method  according  to  this  Invention  is  cheaper  than  such  previous  methods,  as 
'^  sulphuretted  hydrogen  can  be  obtained  almost  without  cost,  and  in  practically 
"  unlimited  quantity,  from  waste  products,  and  because  the  whole  reaction  mass,  5 
'^  obtained  according  to  this  Invention,  when  dried  is  an  almost  pure  dyestuff  of 
^'  a  strength  equal  to  that  which  is  obtained  according  to  the  old  methods  only 
'^  by  precipitating  the  dyestuff  from  a  solution  thereof  by  means  of  air,  acid,  or 
^*  salt ;  so  that,  although  the  whole  reaction  mass,  obtained  according  to  this 
"  Invention,  is  used  in  the  dyeing  bath,  no  useless,  or  even  disadvantageous,  10 
*'  quantities  of  inorganic  salts  are  introduced  into  the  bath,  as  would  be  the  case 
^^  if  the  whole  of  the  reaction  mass  obtained  according  to  the  old  processes  were 
'^  used,  and  moreover  no  waste  liquors  containing  sulphides,  sulphites,  or 
^'  thioBulphates  have  to  be  disposed  of  in  the  manufacture  according  to  this 
"  Invention.  The  results  obtained,  in  accordance  with  this  Invention,  can,  to  15 
'*  some  extent,  be  influenced  by  the  addition  of  such  compounds  as  are  known 
^'  to  influence  the  shade  of  the  products  of  the  older  processes.  This  Invention 
^'  is  not  necessarily  limited  to  the  treatment  of  the  sodium  salt  of  dinitrophenol 
'^  as  the  sodium  salts  of  other  compounds  which,  in  the  treatment  according  to 
**  this  Invention  will  act  as  the  equivalents  of  the  sodium  salt  of  dinitrophenol  20 
'*  (such  as  the  sodium  salt  of  dinitro-cresol  for  example),  can  be  employed 
'^  instead  of  dinitrophenol  sodium  salt.  The  sodium  salts  of  diphenylamine 
'^  derivatives,  obtained  by  means  of  dinitro-chlor-benzene  or.  otherwise  can  also 
^^  be  subjected  to  treatment  according  to  this  Invention,  but  they  do  not 
*^  necessarily  give  the  same  results  as  are  obtained  by  subjecting  them,  to  the  25 
'*  action  of  sodium  sulphide  and  sulphur.  The  sulphuretted  hydrogen  may  be 
'^  used  pure,  but,  in  certain  cases,  it  may  be  of  advantage  to  use  a  mixture  of  air 
"  and  sulphuretted  hydrogen  during  part,  or  the  whole,  of  the  process. 

"  We  give  the  following  example  of  a  way  of  proceeding  in  accordance  with 
"  this  Invention,  but  we  do  not  limit  ourselves  to  the  exact  conditionsf,  or  mode  30 
**  of  proceeding,  given  in  this  example,  as  we  believe  the  method  is  broadly 
"  hovel  in  the  preparation  of  sulphur  dyestuflb. 

"  Example. 

*^  In  a  vessel,  provided  with  a  reflex  cooler  and  a  stirring  arrangement,  dissolve 
"  twenty  four  pounds  of  dinitrophenol  sodium  salt  in  twenty  ^lons  of  water  '35 
'*  and  pass  a  stream  of  sulphuretted  hydrogen  through  the  boiling  solution  until 
^'  the  colour  of  the  solution  ceases  to  change.  Then  the  water  is  slowly  distilled 
'^  off  till  the  mass  becomes  so  thick  that  further  evaporation  would  make  stirring 
'^  impossible.  At  this  stage  the  mass  is  kept  till  no  increase  in  the  formation  of 
'^  colour  takes  place  and  then  the  mass  is  further  heated  till  it  is  dry  and  then  it  40 
"  is  powdered  and  is  ready  for  use. 

*'  Having  now  particularly  described  and  ascertained  the  nature  of  this  Inven- 
"  tion  and  in  what  manner  the  same  is  to  be  performed  we  declare  that  what  we 
^*  claitn  is  : — The  manufacture  of  sulphur  dyestuffs  by  heating  the  sodium  salt 
"  of  dinitrophenol  (or  of  other  bodies  as  hereinbefore  defined)  in  the  presence  45 
**  of  an  excess  of  sulphuretted  hydrogen." 

The  Badische  Anilin  und  Soda  Fahrik  gave  a  Notice  of  Opposition  on  the 
ground  **  that  the  invention  has  been  patented  in  this  country  on  an  Application 
*'  of  prior  date,  namely,  on  Application  No.  16,449,  dated  the  24th  July  1896, 
"  made  by  Henri  Raymond  Vidal"  50 

Vidats  Complete  Specification  (No.  16,449  of  1896)  waft  as  follows  :— "  I  have 
''  found  that  sulphur  not  only  reacts  on  the  disubstituted  derivatives  of  benzene 
<«  or  naphthalene  but  also  upon  certain  trisubstituted  derivatives,  and  among 
^  othei:^^  upon  diamidophenpls  and  upon  diamidonaphthols.    Thus,  by  heating  ' 
«' 3-2'kilograiniu6^  of  duiphur  with  12*6  kilogranim^  diainid^yph^nol  1.2.4  st*  a  '55 
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^  temperature  of  80  to  ISO  fbr'6  tb  8  hours- 1  obtain  a  colouring  matter  soltifole 
^'  in  alkaline  snlphides  M  a  bine  Iv^hieh  dyes  cottcm  black. 

'^'  To  facilitate  the  reaction,  it  is  eicpedient  to  add  salphuret  of  sodinm,  in 
^^  order  to  dissolve  the  snlphnr  and  diamidophenol. 
*       **  I  may  replace  the  diamidophenol  1.2.4  by  the  corresponding  dinitrophenol 
"  0f  the  mixture  of  dinitrophenols  1.2.4  and  1.2.6,  obtained  conjointly  by  the 
"  nitrification  of  phenol.    In  this  latter  case,  it  will  be  necessary  to  previously 
'^  reduce  the  dinitrophenols  by  means  of  snlphuret  of  sodium-  and  to  add 
'*  sulphur  to  the  reduced  mass. 
10      •*  The  dinitrophenols  may  be  replaced  by  dinitronaphthols  such  as  the  1.2.4 
''  or  naphthalene  yellow.    It  will  be  also  useful,  in  this  case,  to  reduce  the 
'^nitrified  compound  by  means  of  sulphuret  of  sodium  and  to  subsequently 
"  add  sulphur. 
"  For  example  :  I  take  : 

1^  "  Snlphuret  of  Sodium  ...        ...    3  kg. 

"Dinitrophenol  ...        ...        ...        1  kg.  840  gr. 

"  I  heat  the  mixture  to  above  140  degrees  Centigrade  in  a  suitable  vessel 
"  provided  with  a  reducing  agit.ator,  and  after  reduction  I  add  : 

"Sulphur 350  gr. 

20      «  When  discharged  from  the  apparatus  the  mass  is  crushed  to  a  state  suitable 
"  for  sale. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
"  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
"  what  I  claim  is  :— The  above  described  improvements  in  the  manufacture  of 
25  (« black  dyestuffs,  these  improvements  consisting  in  causing  sulphur  to  react 
"  either  alone  or  in  the  presence  of  snlphuret  of  sodium,  upon  diamidophenols 
"  and    diamidonaphthols    or   upon    dinitrophenols    and    dinitronaphthols,  as 
"  hereinbefore  described." 
The  Chief  Examiner,  acting  for  the  Comptroller^Oeneral,  decided  to  seal  a 
30  Patent  on  the  application.    He  held  that,  as  certain  operations  in  the  Opponents' 
process  were  not  to  be  found  in  the  Applicants'  process,  it  was  impossible  to  say 
that  the  process  which  the  Applicants  wished  to  patent  had  been  claimed  in 
the  Specification  of  the  Opponents  ;  that  he  would  not  in  the  circumstances  of 
the  case  be  justified  in  requiring  a  reference  to  the  Opponents'  Specification ; 
35  and  that  he  did  not  think  anyone  would  be  misled  as  to  the  scope  of  the 
invention  claimed  by  the  Applicants. 
The  Opponents  appealed  from  the  decision  of  the  Chief  Examiner. 
H.  A.  Colefax  appeared  as  Counsel  for  the  Appellants,  and  J.  W.  Gordon 
appeared  as  Counsel  for  the  Respondents. 
40       Colefax^  for  the  Opponents,  urged  that  a  specific  reference  should  be  inserted 
to  the  prior  Patent,  notwithstanding  the  reference  in  the  Applicants'  Specifi- 
cation to  the  state  of  the  art,  as  such  reference  was  in  fact  a  statement  of  the 
Opponents'  invention.    The  prior  Patent  was  a  "  Master  Patent,"  in  which  for 
the  first  time  the  possibility  was  disclosed  of  obtaining  valuable  black  sulphur 
45  dyes    from    dinitrophenol    or    diamidophenol,    or    the    corresponding    nitro 
compounds.    He  contended  that  at  a  certain  stage  in  the  Applicants'  process, 
certain  bodies  were  formed  which  were  the  very  things  the  Opponents,  started 
with.  At  that  stage  no  dye  was  produced.  Directly  the  Applicants  arrived  where" 
the  Opponents  started,  the  two  then  proceed  identically  and  get  identical  results. 
50  He  further  urged  that  the  public  might  be  misled,  if  no. specific  rrference  were.. 
inserted,  should  the  Applicants'  Patent  lapse  for  non-payment  of  f ee^. 

Sir  E.  Carson,  S.O.—l  do  not  require  to  hear  you,  Mr.  Gordon.    In  my 

opinion  I  ought  to  refuse  this  Appeal.     It  is  quite  clear  to  me,  on  the  first 

X^,  that  I  could  not  possibly  say  jbbat  the  process  the  Applicants  seek  to 

55  patent  has  been  previously  patented  in  this  country.     They  start  from  an 

entirely  different  chemical  *  process  if  I  may  say  so.>   They  produce  a  black 
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dyestnff  which  may  be  the  same,  and  which  is  alleged  to  be  the  same 
as  that  of  the  Opponents,  bat  I  certainly,  with  the  materials  before  me,  am 
not  prepared  to  say  that  the  process  is  what  I  should  have  to  say  it  was  before 
I  could  stop  the  Patent, — a  substantially  identical  process. 

Then,  as  regards  the  question  of  a  Master  Patent,  the  Specification  on  the  face  5 
of  it  sets  out  tiie  state  of  the  art,  or  to  a  certain  extent,  at  all  events,  sets  out 
the  state  of  the  art.  Nobody  can  be  in  the  least  degree  prejudiced,  and  it  only 
comes  down  to  the  question  of  whether  I  ought  to  insert  a  specific  reference 
to  the  Opponents'  Patent.  I  am  not  prepared  to  hold  that,  because,  in  the  course 
of  the  process  certain  re-agents  are  brought  into  existence  and  a  certain  result  10 
is  produced,  and  because  those  re-agents  were  previously  known  to  have 
brought  about  the  same  result,  therefore  those  two  processes  are  in  any  wise 
the  same.  I  am  not  prepared  to  hold  that.  I  think  it  would  lead  to  very 
extraordinary  results  and  therefore  I  am  not  satisfied  that  quoad  the  Applicants* 
process,  the  process  of  the  Opponents  is  a  Master  Patent.  15 

Therefore  I  think  the  Specification  is  properly  drawn,  and  I  shall  affirm  the 
decision  of  the  Chief  Examiner  with  five  guineas  costs. 


In  the  High  Court  op  Justice.— Ohancbrt  Division. 
Before  Mr.  Justice  Swinpen-Eady. 

May  4th,  1905.  20 

TiTUS  ASTLB  LD.  v.  MANSPIBLD. 

Design. — Action  for  Infringement. — Claim  far  2>enaUie8. — Application  by 
Plaintiffs  for  leave  to  administer  interrogatories  refused. 

The  registered  proprietors  of  a  Design  comm^enced  an  action  for  infringe- 
menty  claiming  an  injunction^  damages  or  alternatively  penalties^  and  25 
delivery  up.  The  Plaintiffs^  however^  under  an  Order  elected  to  claim 
penalties  and  not  damages^  and  amended  their  claim  accordingly.  The 
Defendant  denied  infringement  and  alleged  the  invalidity  of  the  Design, 
l^he  Plaintiffs  then  applied  for  leave  to  deliver  interrogatories.  Some  of  the 
proposed  interrogatories  related  to  the  acts  complained  of  and  others  to  the  30 
issue  of  novelty.    The  application  was  adjourned  into  Court. 
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Held,  thcU  the  ctction  w(m  substantially  an  action  to  recover  penalties  and 
leave  to  deliver  interrogatories  was  refused. 

Saunders  v.  Wiel  (9  B.P.C.  459 ;  L.R.  (1892)  2  Q.B.  321)  and  Mexhorough 
V.  Whitwood  Urban  District  Council  (L.R.  (1897)  2  Q.B.  Ill)  followed. 

5  Tit^^s  Astle  Ld,y  who  were  the  registered  proprietors  of  a  Design  for  lace, 
No.  379,539,  registered  on  the  11th  of  September  1901  in  Class  9,  commenced 
an  action  against  Frederick  Mansfield  for  infringement  of  the  same.  By  their 
Statement  of  Claim  they  alleged  inter  alia  (2)  that  the  Defendants,  during  the 
existence  of  copyright  in  the  Design,  had,  without  the  licence  or  written 

10  consent  of  the  Plaintiffs,  applied  or  caused  to  be  applied  the  Design  or  a 
fraudulent  or  obvious  imitations  thereof  to  lace  for  the  purpose  of  sale  ;  (3)  that 
the  Defendant,  during  the  existence  of  copyright  in  the  Design,  had  published 
and  exposed  for  sale  and  sold  the  said  lace  to  which  the  Design  or  a  fraudulent 
or  obTious  imitation  thereof  had  been  applied,  knowing  that  the  Design  had 

15  been  so  applied  without  the  consent  of  the  Plaintiffs,  and  (4)  that  the  Plaintiffs 
had  been  injured,  and  had  lost  profits. 

The  Plaintiffs  claimed  (1)  an  injunction  restraining  the  Defendant  from 
infringing  the  Design;  (2)  Damages  or,  alternatively,  penalties  pursuant  to 
section  58  of  the  Patents  Designs  and  Trade  Marks  Act  of  1888 ;  (3)  Delivery 

20  np  of  all  lace  in  the  Defendant's  possession  or  under  his  control  to  which  the 
Design  or  any  fraudulent  or  obvious  imitation  thereof  had  been  applied  without 
the  licence  or  written  consent  of  the  Plaintiffs,  and  (4)  Costs.  The  Statement  of 
Claim  was  amended  on  the  13th  of  December  1904,  in  pursuance  of  an  Order  of 
the  3rd  of  December,  and  in  the  amended  Statement  of  Claim  the  claim  for 

25  damages  was  struck  out.  The  Defendant  by  his  Defence  (1)  alleged  that  the 
Design  was  not  at  the  date  of  registration  new  or  original  and  was  not  accordingly 
subject  matter  proper  for  registration  (2)  and  (3)  denied  the  allegations  contained 
in  paragraphs  (2)  'and  (3)  of  the  Statement  of  Claim  ;  (4)  denied  that  the 
Plaintiffs  had  been  injured  or  had  suffered  damage,  and  (6)  submitted  that  the 

30  Plaintiffs  had  not  complied  with  the  Order  of  the  3rd  of  December  1904,  and 
by  claiming  the  equitable  relief  of  an  injunction  and  delivery  up,  had  waived 
any  right  to  penalties  which  otherwise  they  might  have  had.  The  Defence 
contained  other  allegations  which  it  is  not  necessary  to  refer  to  for  the  purpose 
of  this  report.    Particulars  of  Objections  to  the  validity  of  the  Design  were  also 

35  delivered  by  the  Defendant.  The  Plaintiffs  applied  for  leave  to  administer 
interrogatories ;  some  of  the  proposed  interrogatories  were  directed  to  the  acts 
complained  of  as  infringements  and  others  of  them  to  alleged  anticipations.  The 
application  was  adjourned  into  Court. 

Gann  (instructed  by  Fieldy  Roscoe  A  Go.y  agents  for  Parker  Woodward  of 

40  Nottingham)  appeared  for  the  Plaintiffs;  St.  John  Gierke  (instructed  by 
F.  Kinch^  agent  for  J.  Wilson  of  Derby)  appeared  for  the  Defendant. 

Gann  for  the  Plaintiffs. — Interrogatories  tending  solely  to  show  that  the 
Defendant  is  liable  to  penalties  may  not  be  administered  {Saunders  v.  Wiel 
9  R.P.C.  459 ;  L.R.  (1892)  2  Q.B.  18  and  321),  but  in  that  case  the  relief  claimed 

45  was  limited  to  penalties  only ;  here  other  relief,  namely,  an  injunction  and 
delivery  up  is  claimed.  [Swinfbn-Eady  J.  (referring  to  one  of  the  interroga- 
tories) :  That  interrogatory  is  proposed  with  a  view  to  showing  that  an  alleged 
anticipation  is  not  good,  and  so  the  Defendant  is  liable.]  Unless  the  object  of 
the  interrogatory  is  to  get  the  penalty,  I  submit  that  the  Plaintiffs  are  entitled 

50  to  put  it.  Their  registered  Design  is  attacked,  and  they  are  entitled  to 
interrogate  to  meet  that  attack.  It  is  in  actions  solely  to  recover  penalties  that 
interrogatories  are  not  allowed  {Hunnings  v.  Williamson  L.R.  10  Q.B.D.  459  ; 
Ghadwick  v.  Ghadwick  22  L.J.Ch.  329  ;  Martin  v.  Treaclier  L.R.  16  Q.B.D.  507) ; 
in  all  those  cases  penalties  only  were  claimed.    The  mere  fact  that  answering 

55  the  interrogatories  may  involve  the  Defendant  in  penalties  is  not  sufficient. 

2  JS 
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The  gist  of  this  action  is  the  injunction.    [Sections  58  and  59  of  the  Patents 
Ac.  Act  1883,  and  section  7  of  the  Patents  Ac.  Act  1888,  were  referred  to.] 

St  John  Gierke  for  the  Defendant. — This  is  an  Action  for  penalties  under  the 
Statute.  The  mere  fact  that  a  claim  for  an  injunction  is  added  cannot  authorise 
the  interrogatories.  The  claim  to  equitable  relief  cannot  stand  at  the  trial  with  5 
the  claim  for  penalties.  The  Statement  of  Claim  has  not  been  amended  as 
ordered,  and  this  point  is  raised  by  the  Defence.  The  principle  is  that 
interrogatories  cannot  be  administered  if  they  assist  towards  recovering 
penalties.  In  Saunders  v.  Wiel  the  plaintiff  refused,  when  the  case  was 
before  the  Divisional  Court,  to  elect  between  penalties  and  damages,  so  that  the  10 
claim  for  damages  remained.  Infringement  is  always  the  ultimate  thing  for  a 
plaintiff  in  a  Design  case  to  establish,  and  interrogatories,  even  as  to  anticipations, 
assist  towards  that.  [The  '^Annual  Practice*'  p.  387,  was  referred  to.]  In 
Mexborough  v.  Whitumd  Urban  District  GouncU  (L.R.  (1897)  2  Q.B.  111)  the 
issues  of  title  and  forfeiture  were  quite  distinct.  1& 

(7ann,  in  reply. — In  the  case  last  cited,  as  here,  there  was  an  issue  as  to  title, 
but  the  decision  was  only  as  to  the  interrogatories  on  the  issue  of  forfeiture. 

Swinpbn-Eadt  /.—This  is  an  application  by  the  Plaintiffs  for  leave  to 
deliver  interrogatories.  The  action  is  one  to  recover  penalties  for  infringement 
of  copyright  in  the  design  of  some  lace.  True  it  is  that  the  action,  as  originally  20 
framed,  claimed  damages,  or,  alternatively,  penalties.  Then  an  Order  was  made 
at  Chambers  on  the  3rd  of  December,  and  the  Plaintiffs  elected  to  claim  penalties 
and  not  damages.  It  was  ordered  that  he  should  amend  his  Statement  of  Claim  in 
accordance  with  that  election.  Whereupon  the  Statement  of  Claim  was  amended, 
the  claim  for  damages  was  struck  out,  and  the  claim  for  penalties  remained.  25 
Therefore  it  is  an  action  for  penalties.  The  Statement  of  Claim  also  contains 
a  claim  for  an  injunction,  and  a  claim  for  delivery  up  of  all  lace  to  which 
the  Design  has  been  applied,  but  there  is  no  allegation  in  the  Statement  of 
Claim  that  there  is  such  lace  in  the  possession  or  control  of  the  Defendant,  or 
that  he  threatens  or  intends  to  continue  the  use  of  the  Design.  I  look  upon  it  30 
as  substantially  an  action  for  penalties,  although  in  form  it  also  claims  an 
injunction.  I  am  of  opinion  that  the  interrogatories  ought  not  to  be  allowed. 
The  answers  to  these  interrogatories  might  certainly  assist  in  maldng  the 
Defendant  liable  for  the  penalties,  to  recover  which  the  Action  is  brought, 
and,  having  regard  not  only  to  Saunders  v.  Wiely  but  also  to  Mexborough  v.  35 
Whitwood  Urban  District  Council^  to  which  my  attention  has  been  called, 
I  look  upon  it  as  substantially  an  action  for  penalties,  in  which  the  interrogatories 
ought  not  to  be  delivered.  Therefore  I  do  not  see  my  way  to  give  leave  to 
deliver  the  interrogatories. 
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In  the  Court  op  Session  in  Scotland.— Outer  House, 

Be/ore  Lord  Stormonth  Darling  (Lord  Ordinary). 

December  6th  and  20th,  1904,  January  10th  and  I7th,  and  March  7th,  16th, 

and  26th,  1905. 

5  Mica  Insulator  Company  Ld.  v.  Bruce  Peebles  &  Co.  Ld. 

Patent. — In/ringetnent. — Action  for  dnmages.^Particiilars  of  Breaclics,'— 
Relevancy. 

The  M.  I.  Co.  as  the  owners  of  two  Paiefits  raised  an  action  against  B.  P.  <fc 
Co.  for  interdict  against  and  damages  for  infringement  of  these  Patents.    Tfiey 

10  averred  that  the  Defenders  had  been  manufacturing  and  continued  to  manu- 
facture  ^^  extra  flexible  micanite  cloth,''^  using  the  patented  inventions  in  this 
manufacture.  Further j  they  averred  that  the  Defenders  had  since  the  begin- 
ning of  1902  infringed  t^ie  Patents  by  purcJiasing  from  other  persons  than  the 
Pursuers  micanite  and  extra  flexible  micanite  cloth  made  in  contravention 

15  thereof  and  in  particular  tliat  at  various  dates  they  Jiad  bought  from  one  B.  in 
Hamburg  and  used  in  their  machines  in  Scotland  micanite  made  in  contraven- 
tian  of  the  Patents^  and  that  they  had  bought  from  the  B.  E.  Oesellschaft  in 
Berlin  machines  insulated  in  infringement  of  the  Patents  and  sold  them  to 
persons  in  Scotland,    The  Defenders  pleaded  that  the  averments  of,  infringe- 

20  ^nent  were  irrelevant  for  want  of  specification  and  ought  not  to  be  remitted  to 
probation. 

Held,  thai  tJie  action  was  relevant^  and  a  Proof  was  allowed. 

Thia  was  an  action  by  the  Mica  Insulator  Company  Ld.^  of  London,  as 
Pursners,  against  Bruce  Peebles  A  Co.  Ld.^  of  Edinburgh,  as  Defenders.    Th(3 

25'  Pursuers  were  manufacturers  of  and  dealers  in  mica  segments,  cut  mica,  and 
micanite.  They  were  the  registered  proprietors  of  a  Patent  (No.  10,430*  A.D. 
1892)  for  ^*  An  improvement  in  electrical  insulating  sheets,"  the  Specification  of 
which  was  amended  in  accordance  with  a  decision  of  the  Chief  Examiner, 
dated  the;2nd  of  August  1904,  and  also  of  a  Patent  (No.  6048*  A.D.  1895)  for 

30:  ^^  Improvements  in  the  manufacture  of  flexible  sheets  for  electrical  insulation,'' 
the  Spt*cificatiou  of  which. was!  amended  in  accordance  with^  decision  of  the 
Chief  Examiner,  dated  the  27th  of  August  1904.  The  Pursuers  manufactureil 
in  accordance  with  the  Patent  of  1892  a  substance  which  was  sold  by  them  as 
^Vmicanite,''  and  in  accordance  with  the  Patent  of  1895  a  substance  which  was 

35  sold  by. them  as  ^* extra  flexible  micanite  cloth"  or  '^ extra  flexible  micanite 
*,'  paper."  The  Defenders  were  engineers  in  Edinburgh,  and  users  of  mica  in. 
various  forms  in  the  construction  of  the  .machines  whi(*.h  they  manufactured. 
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The  action  concluded  (first)  for  500Z.  damages  for  breach  of  a  contract 
whereby  the  Defenders  were  said  to  have  agreed  to  purchase  from  the  Pursuers 
at  specified  prices  their  whole  supply  of  mica  segments,  micanite  segments,  cut 
mica,  and  mica  for  the  year  1904 ;  (second)  that  the  Defenders  should  be 
intei-dicted  from  infringing  the  said  Patents,  and  in  particular  from  making,  5 
vending,  or  using  any  micanite  or  electrical  insulating  sheets,  or  flexible  sheets 
for  electrical  insulation,  constructed  or  used  in  the  manner  described  in  the 
said  amended  Specifications,  or  either  of  them,  or  in  manner  substantially  the 
same,  and  from  infringing  the  said  Patents  in  any  way  ;  and  (third)  for  an 
account  of  the  micanite  insulating  sheets  made  by  Defenders  in  infringement  10 
of  the  Patents,  and  for  500/.  damages  for  infringement. 

The  Condescendence  as  to  infringement  was  as  follows  : — "  (5)  The  Pursuers 
"  further  believe  and  aver  that  the  Defenders  have  been  manufacturing  and 
"  continue  to  manufacture  '  extra  flexible  micanite  cloth.'  In  manufacturing 
**  the  said  micanite  and  extra  flexible  cloth  as  aforesaid,  the  Defenders  have  15 
"  used  and  emploj^ed  the  inventions  protected  by  the  said  Letters  Patent,  or 
"  one  or  other  of  then»,  and  described  in  the  amended  Specifications  relative 
"  thereto,  and  have  infringed  the  said  Letters  Patent,  or  one  or  other  of 
'*  them.  The  Pursuers  further  believe  and  aver  that  since  the  beginning 
"  of  1902  the  Defenders  have  been  purchasing  from  other  persons  micanite  20 
"  and  extra  flexible  micanite  cloth  made  in  contravention  and  infringement 
"  of  the  said  Letters  Patent,  or  one  or  other  of  them,  and  have  thereby 
"  infringed  the  same.  In  particular  thoy  believe  and  aver  that  at  various  dates 
"  during  said  period  the  Defenders  have  bought  from  one  Brandt  in  Hamburg 
'*  and  used  in  their  machines  in  Scotland  micanite  made  in  contravention  of  25. 
"  said  Letters  Patent,  and  have  purchased  from  the  Bei^gmann  Electridtats 
"  Oesellschaft  of  Berlin  machines  insulated  in  infringement  of  said  Letters 
'*  Patent,  and  sold  them  to  various  persons  in  England  and  Scotland."  The 
answer  to  this  was  : — **  Denied.  Explained  that  the  Defenders  prior  to  1904 
"  purchased  from  Mr.  Brandt^  and  that  they  have  purchased  from  the  Bergmann  30 
"  Company.  The  Pursuers  are  called  on  to  specify  the  points  in  which  the 
'*  Defenders  have  infringed  the  Pursuers'  Patents." 

The  Defenders  put  in  a  Statement  of  Facts,  in  which  they  averred  that  the 
Patent  10,430*  of  1892  (as  amended  in  1904)  was  invalid  ;  that  it  did  not 
embrace  any  invention  which  in  the  state  of  knowledge  at  the  time  was  35 
subject-matter  for  a  Patent ;  and  that  there  had  been  anticipation  and  prior 
use.  They  added  : — "  In  an  action  at  the  instance  of  the  Mica  Insulator 
'*  Company  (who  were  the  immediate  predecessors  of  the  Pursuers,  and  who 
"  at  that  time  owned  the  Patent  No.  10,430  of  1892)  against  the  Electrical 
*'  Company  Ld.y  cried  before  Mr.  Justice  Keketvich  in  London  on  the  10th  of  40 
^'  August  1898  and  subsequent  dates,  the  validity  of  said  Patent  No.  10,430 
"  of  1892  came  to  be  in  issue  when  it  was  abandoned  by  the  Plaintiffs,  and  its 
"  invalidity  was  pleaded  by  them  {vide  15  Patent  Cases  489).  In  the  Patent 
'*  Cases  Reports  it  is  entered  in  the  Index  as  a  Patent  which  had  been  declared 
"  void  (15  Patent  Cases  11)."  They  averred  that  Patent  No.  6048*  of  1895  was  45 
also. void  for  want  of  subject-matter  and  by  reason  of  anticipation  and  prior  use. 
The  Pursuers  replied  to  these  averments  : — **•  The  proceedings  in  the  action 
**  mentioned  are  referred  to.  Quoad  ultra  denied."  The  Defenders'  first 
plea  in  law  was: — 1.  The  Pursuers'  averments  are  irrelevant  and  lacking  in 
specification,  and  ought  not  to  be  remitted  to  probation*  50 

The  action  was  raised  on  the  3rd  of  November  1904.  On  the  6th  of  December 
the  Lord  Ordinary  allowed  the  Pursuers  to  answer  the  Defenders'  Statement  of 
Facts,  and  continued  the  adjustment  of  the  record.  Further  continuation  was 
allowod  on  the  20th  of  December  1904,  and  on  the  10th  of  January  1905,  in 
order  that  the  Pursuers,  if  so  advised,  might  have  an  opportunity  of  making  55 
their  averments  as  to  infringement  more  specific.  They  did  not  however  do  so, 
and  on  the  17th  of  January  the  Lord  Ordinary  closed  the  Hecord  and  sent  the 
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case  to  the  Procedure  Roll  in  order  that  the  relevancy  might  be  discussed. 
Counsel  were  heard  on  the  7th  and  16th  of  March. 

The  Counsel  for  the  Pursuers  were  Johnston^  K.C.,  and  Macphail  (instructed 
by  Mackenzie  and  Kermacky  W.S.) ;  the  Counsel  for  the  Defenders  were   Ure, 
5   K.C.,  and  Christie  (instructed  by  E.  I.  Findlay,  S.S.C.). 

Counsel  for  the  Pursuers  contended. — It  will  be  maintained  for  the  Defenders 
that  we  have  given  no  sufficient  specification  of  the  alleged  infringements. 
That  is  simply  a  plea  that  the  averments  are  insufficient  to  support  the  con- 
clusions of  the  summons  and  must  be  decided  by  Scotch  common  law  and 

10  rules  of  procedure.  Section  29  of  the  Patents,  &c.  Act,  1883,  is  a  rule  of 
English  procedure  and  is  not  applicable  here.  No  Particulars  of  Breaches 
beyond  those  in  Condescendence  5  can  be  or  need  be  given  in  this  case.  The 
Defenders  are  not  selling  the  materials  manufactured  in  contravention  of  the 
Patents  in  an  easily  recognisable  form.     We  cannot  buy  micanite  of  them  and 

15  thus  prove  the  infringement.  They  use  the  micanite  they  make  in  their  own 
business  and  in  the  manufacture  of  machines  in  which  its  presence  is  not  to  be 
ascertained  without  taking  the  machine  to  pieces.  We  cannot  therefore  say 
that  any  particular  machine  contains  micanite,  there  being  other  possible 
methods  of  insulation.    Unless  we  have  access  to  the  Pursuers'   books,  it  is 

20  impossible  for  us  to  specify  particular  instances  of  infringement.  But  no 
further  specification  is  needed.  For  the  object  of  such  specification  is 
merely  to  give  fair  notice  of  the  complaint.  Now  in  this  case  the  Defenders 
know  that  it  is  their  manufacture  of  micanite  in  their  own  works  and  their 
trade  in  machines  containing  it  that  we  complain  of.    There  can  be  no  surprise. 

25   The  details  of  the  infringement  they  well  know,  and  they  only  can  know.    As 

to  the  action  against  the  Electrical  Gompany  (15  R.P.C.  489)  we  do  not  admit 

that  in  that  case  the  invalidity  of  the  .  Patent  No.  10,430  was  admitted  for  all 

purposes.    The  Patent  was  only  abandoned  for  that  particular  case. 

Counsel  for  the  Defenders  contended. — ^There  is  here  no  sufficient  averment 

30  of  infringement.  Defenders  are  said  to  have  been  manufacturing  and  purchasing 
micanite  products  made  in  contravention  of  the  Patents,  but  no  specific  instances 
are  given  of  their  having  done  so,  nor  are  any  dates  condescended  on.  Manu- 
facture might  be  innocent  if  not  followed  by  sale ;  purchase  might  be  from 
licensees.    The  only  definite  statement  made  is  that  we  bought  from  Brandt 

35  and  from  Bergmann  machines  insulated  in  infringement  of  the  Patents,  but 
even  here  there  is  no  date  specified  ;  there  is  no  averment  of  bad  faith  or  that 
the  Defendei's  knew  these  machines  contravened  the  Patents.  The  method  of 
insulation  would  not  have  been  discoverable  without  examination.  Therefore 
there  are  here  no  Particulars  of  Breaches  on  which  to  go  to  proof.    The  Defen- 

40  ders  are  entitled  to  notice  of  the  charges  of  infringement  they  will  have  to 
meet.  It  is  provided  by  the  Patents,  &c.  Act,  section  29,  that  Particulars  of  the 
Breaches  complained  of  must  be  delivered.  That  is  an  Act  of  general  applica- 
tion, and  the  provision  must  be  observed  in  Scotland  unless  excluded  by 
section  107.    The  latter  section  no  doubt  saves  the  Scotch  forms  of  pleading, 

45  but  it  surely  cannot  have  the  effect  of  admitting  looser  averments  as  to  infringe- 
ment in  Scotland  than  would  be  sent  to  proof  in  England.  The  reason  why 
Particulars  of  Breaches  need  not  be  given  in  Scotland  as  a  separate  paper  is 
that  they  are  already  set  forth  in  a  relevant  record.  Our  common  law  of 
procedure  requires  as  complete  a  specification  as  section  29  of  the  1883  Act 

50  does  in  England.  This  is  the  reason  why  more  careful  provision  for  such 
specification  in  Scotland  was  considered  unnecessary  in  the  Act.  The  law  of 
Scotland  required  no  such  amendment.  This  may  be  seen  from  the  Househill 
Coal  and  Iron  Company  v.  Neilson  (2  Bell's  Appeals  1  at  pages  18  and  24) 
That  case  was  before  the  present  Act  and  referred  to  5  &  6  Will.  IV.  c.  85,  s.  5, 

55  but  the  provision  there  is  to  the  same  effect  as  that  in  the  1883  Act.  The  rule 
that  the  proof  led  on  issues  in  jury  trials  is  limited  by  the  averments  on  record 
has  been  frequently  recognised.     A  similar  principle  applies  here.     There 
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mnst  be  notice  of  what  infringements  proof  will  be  led  on.  This  case  is 
similar  to  Huichisony  Main  A  Co.  v.  PatvUo  Bros.  (15  R.  644),  where  the 
Court  expressed  grave  doubt  whether  a  relevant  case  of  infringement  had  been 
libelled.  Indeed,  in  that  case  there  was  more  specific  averment  of  infringement 
than  here.  Harrison  v.  Anderston  Foundry  Company  (2  R.  122)  does  not  5 
apply  here.  It  only  decided  that  the  passages  in  Patents  founded  on  need  not 
be  specified.  As  this  is  an  action  for  damages  as  well  as  of  interdict  it  is  still 
more  important  to  give  full  specification  of  the  acts  complained  of.  Much 
depends  on  the  dates  of  these  acts,  for  the  Patents  were  amended  on  the  2nd 
and  25th  of  August  1904  respectively  (vide  Patents  &c.  Act,  1883,  section  20,  10 
and  Daniels*  New  Law  of  Patents,  <&c.  on  the  section).  The  Patent  No.  10,430 
has  already  been  declared  to  be  bad  (15  R.P.C.  489).  It  was  wholly  void  at 
least  till  amendment. 

The  Lord  Ordinary  took  the  case  to  avizandum,  and  on  the  27th  of  March  he 
delivered  the  following  interlocutor  : — The  LORD  ORDINARY,  having  considered  15 
the  cause,  repels  the  first  plea  in  law  for  the  Defenders ;  allows  the  parties 
a  Proof  of  their  averments,  to  proceed  on  a  day  to  be  afterwards  fixed. 

His  Lordship's  Opinion  was  : — The  Defenders  plead  that  the  Pursuers'  aver- 
ments are  irrelevant,  and  lacking  in  specification,  both  as  to  their  claim  of  500/. 
of  damages  for  breach  of  the  contract  of  sale  and  their  claim  of  500/.  of  damages  20 
for  infringement  of  Patent.  As  to  the  first  claim,  they  say  that  a  contract  to 
purchase  their  whole  supply  of  mica  segments,  and  similar  articles,  during  a 
particular  year  does  not  debar  them  from  manufacturing  the  articles  for  them- 
selves, which  is  the  main  part  of  the  Pursuers'  complaint  against  them.  Perhaps 
so;  but  the  Pursuers  go  on  to  say  (Condescendence  4)  that  the  *' Defenders  2& 
''  have  also  been  buying  mica  and  micanite  from  persons  other  than  the 
"  Pursuers,  whose  names  are  unknown  to  the  Pursuers."  I  see  no  objection 
to  the  relevancy  of  this  averment.  If  true,  it  would  constitute  a  breach  of 
contract,  and  the  Defenders  can  hardly  complain  of  it  as  wanting  in  specifica- 
tion, because  it  is  a  fact  within  their  own  knowledge.  30 . 

As  to  the  second  claim  of  damages,  it  certainly  comes  to  a  very  narrow 
point,  because  the  two  Patents  said  to  have  been  infringed  were  each  made  the 
subject  of  amendment  (it  is  not  said  whether  ''  by  way  of  disclaimer,  correction, 
"  or  explanation,"  but  it  must  have  been  by  one  or  other)  in  August  1904. 
Now,  this  action  was  raised  on  the  3rd  of  November  of  that  year,  and  therefore  35 
there  were  only  ten  or  twelve  weeks  during  which  damageable  infringement 
can  have  taken  place  without  the  Patentee  undertaking  an  almost  prohibitory' 
onus  of  proof  under  the  20th  section  of  the  Act  of  1883.  I  can  hardly  suppose 
that  the  Pursuers,  knowing  this,  seriously  intend  to  undertake  that  onus,  and, 
if  not,  the  period  of  available  infringement  is  so  short  that  the  Defenders  40 
cannot  be  put  to  any  real  disadvantage  in  not  being  told  more  particularly  the 
occasions  when  they  are  said  to  have  used  the  Pursuers'  processes  in  manu- 
facturing their  own  machines.  But  I  cannot  bay  that  the  Pursuers  are  abso- 
iutely  debarred  by  the  Statute  from  undertaking,  if  they  please,  the  onus  which 
section  20  lays  upon  them,  and  therefore  it  is  formally  open  to  them  to  prove  45 
infringement  from  1895  downwards.  The  rather  vague  nature  of  the  aver- 
ments in  Condescendence  5  is,  I  think,  to  be  excused  by  the  fact  that  the  thing 
complained  of  is,  not  sale  of  this  or  that  article,  but  use  of  the  patented  process 
in  the  Defenders'  own  works.  The  real  question  between  the. parties,  so  far  as 
I  can  see,  will  thus  come  to  be  whether  the  Patents  are  good^  and  cover  the  50 
shpets  for  electrical  insulation  used  by  the  Defenders. 

I  will  therefore  repel  the  first  plea  for  the  Defenders,  and  allow  a  Proof  on  a 
day  to  be  fixed. 
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In  the  Court  op  Session  in  Scotland.— Outer  House. 

Before  LORD  IjOw. 

25th  October,  Ist  November,  and  13th  December  1904,  7th  March,  and 

3rd  April,  1905. 

5    Alexander  Turnbull  &  Co.  Ld.  v.  Cruikshank  and  Fairweather. 

Patent. — Patent  Agents  permitting  Patents  to  lapse, — Action  for  Damages. — 
Invalidity  of  Patents  not  a  releimnt  Defence. 

T.  &  Co.  were  engineers^  C.  &  F.  were  Patent  Agents^  and  acted  as  agents  for 
T.  &  Co.  in  regard  to  Patents  ivliich  the  latter  held.  T.  &  Co.  averred  that  it 
10  was  part  of  the  duty  of  C.  &  F.  to  give  them  notice  wiven  renewal  fees  were  due^  so 
that  the  Patents  might  not  he  allowed  to  lapse.  In  the  case  of  two  Patents  it  tvas 
averred  that  C.  &  F.  failed  to  do  this.  The  Patents  lapsed.  T.  &  Co.  sued 
C.  &  F.  for  damages.  In  defence  C.  &  F.  pleaded  inter  alia  that  the  Patents 
were  invalid  for  want  of  novelty.  Tliey  did  not  allege  that  thh  Patents  had 
15  been  obtained  or  tised  fraudulently. 

Held,  that  this  defence  was  irrelevant  and  that  no  Proof  as  to  the  validity  of 
the  Palents  could  be  allowed. 

Opinion,  tJiat  the  validity  of  a  Patent  can  be  challenged  only  by  way  ofreduC' 
tion  or  by  way  of  defence  to  an  action  of  infringement. 

20  This  was  an  action  for  damages  at  the  instance  of  Alexander  Tt^mbull  Jt 
Company  Ld.y  having  their  registered  office  at  St.  Mango's  Works  Bishopbriggs 
near  Glasgow,  assignees  to  British  Patent,  No.  3447  of  1893,  and  British  Patent, 
No.  3994  of  1893,  and  also  assignees  to  Belgian  Patent,  No.  104,762  of  1893, 
and   to  French  Patent,  No.  230,089  of  1893,  Pursuers  against   Cruickshank 

25  (xnd  Fairweather^  Chartered  Patent  Agents,  carrying  on  business  at  Glasgow, 
Defenders. 

The  Pursuers,  in  connection  with  their  engineering  business,  acquired  the 
two  British  and  two  foreign  Patents  above  mentioned.  No.  3447  of  1893 
related  to  improvements  in  steam  and  low-water  safety  valves ;  No.  3994  of  1893 

30  related  to  improvements  in  stop  and  other  valves.  The  French  and  Belgian 
Patents  above  mentioned  were  averred  by  the  Pursuers  to  be  based  on  the 
British  Patent  No.  3994  of  1893.  The  Defenders  denied  this,  and  averred  that 
they  were  independent  Patents,  or  based  on  the  British  Patent  No.  6298  of  1893. 
The  Defenders  also  disputed  the  validity  of  the  assignations  by  which  these 

35  French  and  Qerman  Patents  were  transferred  to  the  Pursuers. 

Prior  to  1899,  the  charge  of  these  four  Patents  had  been  entrusted  to  a  firm  of 
Patent  Agents  other  than  the  Defenders.    In  that  year,  after  some  correspondence, 
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the  PurBuers  transferred  the  charge  of  all  their  Patents  to  the  Defenders.  Part 
of  the  dnty  of  the  Defenders  was,  the  Pursuers  averred,  to  inform  the  latter  when 
renewal  fees  became  due,  and  to  prevent  these  from  being  overlooked.  To  enable 
them  to  do  this  they  kept  a  register,  in  which  the  Patents  of  which  they  had  charge 
were  entered  ;  for  giving  this  intimation  they  charged  a  fee  of  \U  Is.  per  annum  5 
for  each  Patent.  The  Defenders  admitted  that  they  kept  such  a  register,  but 
explained  that  it  was  only  for  their  own  information.  Renewal  fees  were  some- 
times paid  through  them,  and  in  that  case  they  charged  a  fee  for  the  agency  and 
correspondence  involved.  They  did  not,  however,  admit  that  they  undertook 
the  duty  of  sending  the  Defenders  intimation  of  renewal  fees  being  due  ;  they  10 
explained  that,  if  they  sent  notice  to  clients  that  the  renewal  fees  were  due,  it 
was  in  the  hope  that  these  fees  would  be  paid  through  them,  so  that  they  would 
earn  their  charge,  and  not  because  it  was  part  of  their  duty  ;  no  charge  was  made 
for  such  Intimation. 

The  Defenders  sent  notice  to  the  Pursuers  in  the  year  1900  that  renewal  J  5 
fees  for  Nos.  3447  and  3994  of  1893  were  about  to  fall  due,  but  in  1901  they 
omitted  to  do  so,  and  the  Patents  were  allowed  to  lapse.  The  three  months 
within  which  the  fees  might  have  been  paid,  with  an  added  penalty,  were  also 
allowed  to  pass  without  notice  to  the  Pursuers,  and,  in  consequence,  the  Patents 
were  entirely  lost.  On  the  Pursuers'  contention  this  loss  also  carried  with  it  20 
that  of  the  French  and  Belgian  Patents.  The  Defenders  admitted  that  no 
notice  was  sent  to  the  Pursuers  regarding  these  Patents  after  1900 ;  but  averred 
that  they  were  deleted  from  their  books  by  the  instructions  of  the  Pursuers. 

The  Pursuers,  after  some  correspondence,  raised,  on  the  12th  of  July  1904,  this 
action  against  Defenders  for  recovery  of  the  damages  they  had  incurred  by  the  25 
negligence  of  the  Defenders  causing  the  loss  of  these  Patents,  rival  firms  being 
now  able  to  manufacture  valves  similar  to  the  Pursuers.    They  sued  for  6,000Z. 
for  Patent  No.  3994  of  1893,  for  500/.  for  each  of  the  foreign  Patents,  and  for 
1,0(X);.  for  No.  3447  of    1893.     Besides  the  Defences  already  indicated,  the 
Defenders  pl^ded  that  the  Patents  in  question  were  all  of  them  invalid  for  want  30 
of  novelty,  and  that  it  was,  therefore,  immaterial  whether  they  lapsed  or  not. 
They  gave  a  long  list  of  Specifications  which,  they  alleged,  anticipated  Pursuers' 
Patents,  and  asked  that  they  should  be  allowed  a  Proof  as  to  novelty.    The 
record  came  up  for  adjustment  on  the  22nd  of  October  1904,  and  was  continued 
on  that  date  and  on  1st  November,  in  order  that  the  Defenders  might  have  time  35 
to  complete  their  search  for  alleged  anticipations.    On  the  13th  of  December 
the  record  was  closed  and  the  case  was  sent  to  the  Procedure  Roll,  where  it  was 
argued  on  the  7th  of  March  1905.     Argument  was  confined  at  this  stage  to  the 
relevancy  and  to  the  plea  in  Law  No.  4  for  the  Defenders,  viz. :—"  The  said 
*'  Letters  Patent  being  invalid,  the  Pursuers  have  sustained  no  loss  through  40 
"  their  lapse." 

The  Counsel  for  the  Pursuers  were  : — APOlennan  K.C.,  and  Macmillan 
(instructed  by  B.  H.  Miller  A  Co.y  S.S.C).  The  Counsel  for  the  Defenders 
was  i^Sandeman  (instructed  by  Martin  and  McOIashan,  S.S.C). 

Counsel  for  the  Pursuers  argued  : — It  is  not  open  to  the  Defenders  to  put  45 
forward  the  plea  that  the  Patents  are  invalid  as  a  defence  in  an  action  for 
damages,  and  no  Proof  as  to  validity  should  be  allowed.    It  is  the  practice  for 
patentees  to  rely  on  their  Patent  agents  for  timely  notice  of  renewal  fees  being 
due,  and  the  Pursuers  did  so  rely  on  the  Defenders.    The  Defenders  having 
failed  in  their  duty,  and  the  Patents  having  in  consequence  lapsed,  they  cannot  50 
be  heard  to  plead  that  these  Patents  are  invalid.    They  were  never  challenged 
till  after  the  lapse  and  when  this  action  was  raised.    They  might  never  bAve 
been  challenged.    The  Pursuers  cannot  be  called  on  to  enter  into  the  question 
of  their  validity  in  this  action.    Being  on  the  Register  of  Patents  they  were 
prima  facie  valid  (46  &  47  Tict.,  c.  57,  s.  23).    Damages  are  to  be  given  as  55 
against  the  Defenders  on  the  assumption  that  they  were  valid  (Stiven  v.  Watson 
1  R.  412  ;  Davidson  v.  Mackenzie  19  D.  226,  and  at  245,  247  &  253 ;   OhaUo 
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V.  Marshall  17th  January  1811,  F.C. ;  McMillan  v.  ffmy  2nd  March  1820,  F.C.  ; 
Begg  on  Law  Agents  258  ;  Outhrie  Smith  on  Reparation  341).  The  fact  that 
what  is  concluded  for  here  is  a  sum  which  has  to  be  ascertained  by  inquiry  is 
immaterial.  That  was  also  the  case  in  Davidson  v.  Mackenzie  (ubi  supra). 
5  Nor  can  the  invalidity  of  the  Patents  be  founded  on,  if  proved,  to  reduce 
damages,  for  the  chance  that  they  would  have  been  challenged  is  not  liable  to 
intimation.  The  oases  quoted  by  the  Defenders  are  to  be  distinguished.  In 
them  the  element  of  agency  did  not  enter. 
Counsel  for  the  Defenders  ai^ued  : — ^This  is  an  ordinary  action  of  damages  ; 

10  actual  loss  must  be  proved.  It  will  not  be  presumed.  In  the  cases  quoted  for 
the  Pursuers  the  defaulting  agents  stood  in  an  official  position,  or  in  a  confidential 
relation  to  their  principals.  A  Patent  Agent  is  not  in  such  a  position.  We  ask 
for  a  proof  as  to  the  validity  of  the  Patents  in  order  to  discover  whether  there 
has  been  real  loss.    If  the  Patents  were  worthless  there  has  not.    It  is  not  open 

15  to  the  Pursuers  to  plead  that  the  invalidity  of  their  Patents  might  not  have  been 
discovered.  That  would  be  to  found  on  a  misrepresentation  to  the  public  (Story 
on  Agency  §  222 ;  BelFs  Commentaries  ed,  by  M^Laren^  i.  531  n ; 
Lillie  V.  MacdonaU  13th  Dec.  1816,  F.C. ;  Campbell  v.  BUison  1  D.  270 ; 
Mayne   on    Damages    (ed.    1903),    p.    579 ;    Dominion    Bank    v.   Bank   of 

20  Scotland  16  R.  1081 ;  Stiven  v.  Watson  ubi  supra ;  Oillespie  v.  McLinnachie 
and  Ellis  2  S.L.T.,  No.  279;  Davis  v.  Oarett,  6  Bingham,  716;  Webster  v. 
De  Tastet  (1897)  7  T.R.  157  ;  4  R.R.  402). 

On  3rd  April,  Lord  Low  (LORD  ORDINARY)  pronounced  the  following 
interlocutor : — The  LORD  Ordinary,  having  considered  the  Cause,  finds  that 

25  the  statements  of  the  Defenders  in  their  Answer  to  Article  VI.  of  the 
Condescendence,  that  the  Patents  No.  3447  of  1893,  and  No.  3994  of  1893  are 
invalid,  are  irrelevant,  and  ought  not  to  be  remitted  to  probation  :  Therefore  to 
that  extent  sustains  the  second  Plea  in  Law  for  the  Pursuers ;  Repels  the  fourth 
Plea  in  Law  for  the  Defenders  ;  and,  before  farther  Answer,  allows  the  parties  a 

30  Proof  of  their  respective  averments  in  the  Closed  Record,  and  to  each  a  conjunct 
probation ;  Appoints  the  same  to  proceed  on  a  day  to  be  afterwards  fixed,  and 
Reserves  all  questions  of  expenses. 

His  Lordship's  Opinion  was  as  follows  : — The  Pursuers  carry  on  engineering 
works  in  Glasgow,  and  they  are  in  right  of  certain  Patents.    The  Defenders  are 

35  patent  agents,  and  acted  as  agents  for  the  Pursuers  in  regard  to  Patents  which 
the  latter  held.  The  Pursuers  aver  that  it  was  part  of  the  duty  of  the  Defenders 
to  give  notice  to  them  from  time  to  time  when  renewal  fees,  necessary  to  keep 
Patents  in  force,  became  payable  to  the  Patent  Office,  so  that  they  might  make 
payment  of  the  fees  in  due  time  and  prevent  the  Patents  from  lapsing.    That 

40  duty,  the  Pursuers  aver,  the  Defenders  failed  to  perform,  in  respect  that  in  1901 
they  omitted  to  give  notice  to  the  Pursuers  that  fees  for  two  of  their  Patents 
had  become  due,  in  consequence  of  which  the  fees  were  not  paid  and  the 
Patents  lapsed.  In  this  action  the  Pursuers  claim  damages  from  the  Defenders 
for  the  loss  which  they  have  sustained  through  the  lapsing  of  the  Patents. 

45  In  their  defences  the  Defenders  allege  that  the  two  Patents  were  invalid 
for  want  of  novelty,  and  the  question  which  was  argued  in  the  Procedure  Roll 
was  whether  that  is  a  relevant  defence. 

There  are  two  Pleas  in  Law,  either  of  which  that  defence  might  be  regarded 
as  supporting.    The  one  is  that  the  '^  Letters  Patent  being  invalid,  the  Pursuers 

50  "  have  sustained  no  loss  through  their  lapse,"  and  the  other  that  "  the  sum  sued 
"  for  is  excessive." 

It  was  practically  conceded  that  the  Defenders  could  not  be  allowed  to  prove 
the  alleged  invalidity  of  the  Patents  merely  for  the  purpose  of  reducing 
the  damages,  because  it  would  be  impossible  to  estimate  the  chances  of  the 

55  validity  of  the  Patents,  if  they  had  not  lapsed,  ever  being  challenged.  The 
Defenders,  however,  argued  that  if  they  could  establish  that  the  Patents  were 
invalid,  the  result  would  be  to  show  that  the  Pursuers  had  not  sustained  auv 
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loss,  of  which  the  law  could  take  cogaisance,  through  the  Patents  beiug  allowed 
to  lapse,  because  no  one  could  lawfully  make  profit  out  of  a  Patent  for  an 
invention  which  was  not  entitled  to  protection.  I  am  of  opinion  that  that 
argument  cannot  be  sustained.  It  is  true  that,  although  Letters  Patent 
are  not  granted  as  a  matter  of  course,  they  are  always  granted  at  the  5 
risk  of  the  patentee,  and  are  liable  to  be  set  aside  if  the  requirements 
of  the  law  have  not  been  complied  with.  But  my  understanding  of  the 
law  is  that  when  Letters  Patent  have  been  duly  sealed  and  registered,  the 
patentee  is  entitled  to  use  the  Patent  unless  and  until  it  is  found  to  be 
invalid  in  an  appropriate  action.  Now,  so  far  as  I  know,  there  are  only  two  10 
ways  in  which  the  validity  of  a  Patent  can  be  challenged.  In  the  first  place, 
the  challenge  may  be  made  by  way  of  defence  to  an  action  of  infringement. 
But  in  that  case,  even  if  the  Patent  is  found  to  be  invalid,  it  is  not  reduced, 
but  it  is  still  open  to  the  patentee,  if  the  circumstances  permit,  to  cure  the  defect 
which  has  been  found  to  invalidate  the  Patent  by  amending  the  Specification.  15 
The  other  mode  of  challenge  is  by  way  of  reduction  of  the  Letters  Patent. 
Unless,  however,  the  Pursuer  in  such  an  action  alleges  that  the  Patent  was 
obtained  by  fraud,  or.  that  he  was  the  true  inventor,  or  that  he  had  manufactured 
or  sold  the  patented  article  before  the  date  of  the  Patent,  he  can  only  sue 
with  the  concurrence,  on  just  cause  shown,  of  the  Lord  Advocate.*  The  20 
way,  therefore,  in  which  the  Defenders  in  this  case  seek  to  have  the  Letters 
Patent  found  to  be  invalid  is  a  novelty.  They  are  in  substance  seeking 
to  have  the  Letters  Patent  reduced  by  way  of  exception  and  without  the 
concurrence  of  the  Lord  Advocate.     I  do  not  think  that  that  is  competent. 

But  however  that  may  be,  I  do  not  think  that  the  result  of  the  Defenders^  25 
e&tablishing  that  the  Patent  was  invalid  on  such  grounds  as  they  allege  would 
be  that  this  action  would  fall  to  be  thrown  out.    If  it  had  been  averred  that 
the  Pursuers  had  obtained  or  used  the  Letters  Patent  fraudulently,  the  case 
might  have  been  different.     But  nothing  of  that  sort  is  suggested.    All  that 
is  said  is  that  if  a  numbef  of  prior  Specifications  are  examined,  it  will  be  found  20 
that  the  invention  did  not  possess  that  novelty  which  entitled  it  to  protection. 
Assuming  that  to  be  true,  I  cannot   assent  to   the   conclusion  for  which  the 
Defenders  contend,  that  during  all  the  years  in  which  the  Pursuers  have  used 
the  Patents  they  must  be  regarded  as  having  acted  dishonestly.     Although 
the  Crown  does  not  guarantee  the  validity  of  Letters  Patent,  the  very  object  35 
of  granting  them  is  that  they  may  be  used,  and  the  patentee  is,  in  my  judg- 
ment, entitled  to  use  them  unless  and  until  they  are  found  to  be  invalid  in  one 
or  other  of  the  ways  recognised  by  the  Statutes. 

I  am,  therefore,  of  opinion  the  defence,  in  so  far  as  it  is  rested  upon  the 
alleged  invalidity  of  the  Patents,  is  not  relevant.  40 


*See  Patents  &c.  Act,  1888,  a.  26  (4).— J.C. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  JUSTICE  BUCKLEY. 

May  17th,  1905. 

Consolidated  Pneumatic  Tool  Company  Ld.  v.  Charlesi  Churchill 
5  &  Co.  Ld. 

Patent  —  Action  for  infringement. — Defence  denying  infringement  and 
validity. — Particulars  of  Objections  delivered. — Defendants  appearing  at  the 
trial  hy  Counsel^  hut  taking  no  part  in  the  proceedings. — Judgment  for  the 
Plaintiffs. — Certificate  of  validity  granted. 

10  On  the  16th  of  April  1895,  Letters  Patent  (No.  7672  of  1895)  were  granted  to 
Joseph  Boyer  for  an  invention  of  "  Improvements  in  pneamatic  and  similar 
"  hand  tools."  The  Complete  Specification  was  amended  pursuant  to  a  decision 
of  the  Comptroller  giving  leave  to  amend  dated  the  27th  of  October  1898. 
This  Patent  is  hereinafter  referred  to  as  the  first  Patent. 

15  On  the  29th  of  October  1896,  Letters  Patent  (No.  24,165  of  1896)  were  also 
granted  to  Joseph  Boyer  for  an  invention  of  "  Improvements  in  pneumatic 
**  hammers  and  valve  mechanism  therefor."  The  Complete  Specification  was 
twice  amended,  the  second  amendment  being  pursuant  to  a  decision  of  the 
Comptroller  giving  leave  to  amend  dated   the  25th   of  October  1898.     This 

20  Patent  is  hereinafter  referred  to  as  the  second  Patent. 

On  the  5th  of  December  190-4,  the  Consolidated  Pneumatic  Tool  Company  Ld. 
the  registered  owners  of  the  Patents,  commenced  an  action  for  infringement  of 
the  same  against  Charles  Churchill  A  Company^  Ld.^  claiming  the  usual  relief. 
The  PlaintiflFs  by  their  Statement  of  Claim  alleged  that  they  were  the  registered 

25  legal  owners  of  the  Patents,  that  the  Specifications  had  been  duly  amended,  that 
the  original  Claims  were  ft^med  in  good  faith  and  with  reasonable  skill  and 
knowledge,  and  that  the  Defendants  had  infringed  both  the  Patents. 

The  Particulars  of  Breaches  alleged : — (1)  That  the  Defendants  had  imported, 
used,  offered  for  sale  and  sold  pneumatic  hammers  for  rivetting  and  chipping 

30  constructed  in  accordance  with  the  inventions  described  in  the  Specifications  of 
each  of  the  Patents  as  claimed  in  the  42nd  and  43rd  Claims  of  the  Specification 
of  the  first  Patent,  and  as  claimed  in  Claims  1-3,  7-16,  28,  and  32-35  inclusive 
of  the  Specification  of  the  second  Patent  (2)  That  a  pneumatic  chipping 
hammer.  No.  34,715,  and    a   pneumatic    rivetter.  No.  93,457,  were,  on  the 

35  22nd  January  1904,  sold  by  the  Defendants  to  Messrs.  Tildesley  Ld.^  and  that 
such  hanmier  and  rivetter  were  constructed  in  infringement  of  the  Patents ; 
and  the  Plaintiffs  claimed  to  recover  in  respect  of  all  infringements. 

The  Defendants  by  their  Defence  (1)  denied  the  title  of  the  Plaintiffs ;  (2) 
alleged  that  the  original  Claims  were  not  framed  in  good  faith  or  with  reasonable 

40  skill  and  knowledge ;  (3)  denied  infringement,  and  (4)  alleged  that  both  the 
Patents  were  invalid.  At  a  subsequent  stage  the  Defendants  admitted  the  title 
of  the  Plaintiffs  and  the  sales  alleged  in  the  second  paragraph  of  the  Particulars 
of  Breaches, 
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The  Particulars  of  Objections  alleged  in  reference  to  the  first  Patent :  (1)  that 
the  alleged  invention  the  subject  matter  of  the  said  Patent  was  not  new  within 
this  realm  but  was  matter  of  common  knowledge,  and  the  mere  use  of  old  and 
well  known  appliances  for  purposes  similar  to  and  identical  with  the  purposes 
for  which  they  had  previously  been  in  common  use  ;  (2)  that  the  said  alleged  5 
invention  was  not  new  but  had  been  previously  published  within  this  realm  by 
the  publication  at  the  Patent  Office  of  the  six  Specifications  therein  referred  to  ; 
(3)  that  the  alleged  invention  was  not  useful,  a  particular  passage  in  the  Specifi- 
cation being  referred  t6 ;  and  with  reference  to  the  second  Patent :  (4)  that 
the  alleged  invention  the  subject  of  the  said  Patent  was  not  new  within  this  10 
realm,  but  had  been  previously  published  by  the  publication  at  the  Patent  Office 
of  the  eight  Specifications  therein  mentioned  ;  (5)  that  the  Specification  of  the 
alleged  invention  gave  no  sufficient  description  of  the  same  and  did  not  show 
in  what  manner  the  alleged  invention  could  be  carried  out  in  reference  to  a 
certain  valve  mentioned  in  the  Specification.  15 

The  action  came  on  for  trial  before  Mr.  Justice  BuCKLBY  on  the  17th  of 
May  1905. 

Moulton  K.C.,  Bousfield  K.C.,  T.  Terrell  K,C.,  and  A,  J.  Walter  (instructed 
by  Linklater,  Addison,  Brown  A  Joties)  appeared  for  the  Plaintiffs  ;  X  W. 
Cordon  (instructed  by  Ingle,  Holmes,  Son  A  Pott)  appeared  for  the  Defendants.    20 

Moulton  K.G.,  for  the  Plaintiffs,  explained  the  nature  of  the  action  and  stated 
that  the  breaches  consisted  of  the  sales  of  a  hammer  and  rivetter  involving 
improvements  patented  by  the  Patents,  which  sales  had  been  admitted. 

Cordon. — My  Lord,  I  do  not  know  whether  it  is  convenient  for  me  to 
interpose  now.     The  real  Defendants  are  people  in  America,  for  whom  the  25 
Defendants  on  the  record  are  merely  agents  in  this  country,  and  I  am  instructed 
not  to  call  any  evidence,  and  not  to  make  any  case  against  the  Plaintiffs. 

Buckley  J, — Do  you  withdraw  the  Defence  in  the  action  ? 

Cordon, — No,  I  simply  do  nothing. 

Moulton  K.C. — Then  I  will  prove  my  case.    After  what  Mr.  Cordon  has  said,  30 
it  will  not  be  necessary  for  me  to  go  into  the  details  of  this  most  ingenious 
hammer.    I  shall  call  a  witness  who  will  prove  the  infringement ;    he  will 
say  also  that  he  has  read  all  the  alleged  anticipations,  and  that  there  is  no 
anticipation. 

J,  Swinburne  was  then  called  as  a  witness  for  the  Plaintiffs.  He  gave  35 
evidence  to  the  effect  that  the  inventions  had  not  been  anticipated  by  the 
Specifications  mentioned  and  were  useful,  that  there  was  real  invention,  and 
that  the  description  of  the  inventions  in  the  Specifications  of  the  Patents  were 
sufficient,  and  that  the  hammer  and  rivetter  mentioned  in  paragraph  2  of  the 
Particulars  of  Breaches  infringed  the  claims  mentioned  in  paragraph  1  of  such  40 
Particulars. 

Moulton  K.C. — I  ask  for  Judgment  and  for  Certificates  that  the  Particulars  of 
Breaches  are  proved  and  that  the  validity  of  the  Patents  came  in  question. 

BnOKLBY  J. — Show  it  to  mo  on  the  Pleadings. 

Moulton  K.C. — II  is  in  paragraph  4  of  the  Defence.  45 

Buckley  J. — Yes,  the  validity  comes  in  question.  You  ask  for  an  injunction 
against  infringement  ? 

Moulton  K.C. — Yes,  and  for  an  inquiry  as  to  damages  and  costs,  and  the 
certificates  I  have  mentioned. 

BuCKLBY  J.— Yes.  50 

Judgment  was  given  accordingly. 
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In  thb  Court  op  Sbssion  in  Scotland. 

INNHB  HonsB— First  Division. 

Be/ore  LORD  Adam,  Lord  McLarbn,  and  Lord  Low. 

November  22nd  1904,  January  11th  13th  and  31st  1905. 

5  ToNi  Tyrbs  Ld.  v.  Palmbr  Tyrb  Ld. 

PiUerU. — Infringement. — Both  Parties  English  Companies. — Alleged  infringe* 
ment  offered  for  sale  at  Exhibition  in  Edinburgfi.^Quasi'Delict. — Jurisdiction 
of  Scotch  Courts. — ^Forum  Conveniens. 

T?is  T.  Company  umre  the  owners  of  a  Patent  for  improvements  in  pneumatic 
10  tyres.  The  P.  Company  manufactured  tyres  which  the  T.  Company  averred 
to  he  infringements.  These  tyres  ivere  exhibited  at  a  Show  in  Waverley  Market^ 
Edinburgh.  The  T.  Company  brot^ght  an  action  against  the  P.  Company  in  the 
Court  of  Session  in  Scotland  for  interdict  against  infringement  of  their  Patent 
in  Scotland.  Both  T.  and  P.  were  English  Companies^  and  there  was  no 
15  effectual  service  within  the  territory.  The  T.  Company  averred  and  the  P. 
Company  denied  that  the  latter  had  a  place  of  bueiness  in  Scotland. 

Held  (affirming  Judgment  of  Lord  Stormonth  Darling)  that  the  Court 
had  jurisdiction  to  interdict  a  foreigner  from  repetition  of  a  quasi-delict  unthin 
the  territory.    Held  furOier  that  in  the  above  circumstances  the  Court  was  a 
20  convenient  forum  for  such  an  action  of  interdict. 

The  interlocutor  of  the  Lord  Ordinary  allounng  a  Proof  was  adhered  to. 

This  was  an  action  of  suspension  and  interdict  at  the  instance  of  Toni 
Tyres  Ld.y  incorporated  ander  .the  Companies  Acts,  1862  to  1900,  and  having 
its  registered  office  at   212    Shaftesbury    Avenue    London,   and    Francesco 

25  Toniy  of  56  Bemers  Street  London,  as  Complainers  against  the  Palmer 
Tyre  Ld.y  incorporated  under  the  Companies  Acts,  1862  to  1900,  and 
having  its  registered  office  at  15  Martineau  Street  Birmingham,  and  carrying 
on  business  at  Silvertown  London,  and  also,  the  Complainers  averred,  at  8 
l^chanan  Street  Glasgow,  and  elsewhere,  as  Respondents. 

30  The  Complainers  founded  on  the  British  Letters  Patent,  dated  the  13th  of  August 
1902,  and  numbered  17,787  of  that  year,  granted  to  the  Compiainer,  Francesco 
Toniy  for  an  invention  entitled  ^^  Improvements  in  and  relating  to  pneumatic 
*«  tyres.'*    Tbeee  Letters  P&tent  were  vested  in  the  Complainers*  Company  in 
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virtue  of  an  Agreement  of  sale,  filed  with  the  Registrar  of  Joint  Stock  CompanieB 
at  Somerset  House.  The  invention  described  in  the  Specification  consisted 
of  an  improved  method  of  making  a  pneumatic  tyre  with  wheel  rim,  and  of 
attaching  the  tyre  cover  to  the  wheel  rim  or  felloe.  The  Patent  was  for  a 
combination,  which  was  applicable  mainly  to  motor  cars  and  heavy  vehicles,         5 

The  Complainers  averred  that  the  Respondents  had  infringed  their  Patent  by 
adopting  their  combination  in  the  manufacture  of  wheel  rims  and  flanges  for 
attaching  the  same.  "  They  have  published  a  catalogue  describing  the  attachment 
"  of  their  tyre  cover  to  the  wheel,  and  the  illustrations  which  they  give  therein 
'*  show  the  flange  attachpient  of  their  tyre  to  be  identical,  or  practically  identical,  10 
"  and  in  fact  it  is  identical  with  that  described  and  patented  by  the  foresaid  Letters 
"  Patent.  The  Respondents  exhibited  and  offered  for  sale  tyres  and  wheel  rims 
"  made  in  accordance  with  the  said  flange  attachment  as  described  in  their  cata- 
**  logues  at  an  Exhibition  of  motor  cars,  cycles,  and  tyres,  held  at  the  Agricultural 
**  Hall,  Islington  London,  in  November  1903,  and  also  at  an  Exhibition  of  motor  15 
"  cars  and  accessories  held  at  the  Crystal  Palace,  Sydenham,  from  18th  to  24th 
**  February  1904,  and  they  were  at  the  date  of  the  presentation  of  the  note 
"  exhibiting  and  offering  for  sale  tyres  with  wheel  rims  and  flanges  of  a 
"  similar  description  at  a  Motor  and  Cycle  Show  being  held  in  the  Waverley 
"  Market,  Edinburgh.  They  had  a  stall  at  that  Show  with  a  large  sign-board  20 
"  bearing  the  Respondents'  name.  They  had  there  a  large  supply  of  tyres  and 
"  tyre  attachments  and  other  goods,  and  they  solicited  and  took  orders  there 
"  for  the  sale  thereof.  They  also  distributed  their  catalogues  at  the  Show  and 
"  throughout  Scotland,  and  they  offered  for  sale  tyres  and  rims  made  according 
^^  to  the  said  flange  attachment  to  many  persons  at  the  Show,  and  also  throughout  25 
"  Scotland  by  correspondence  and  otherwise.  They  have  invariably  re- 
"  commended  their  said  flange  attachment  as  being  superior  to  their  bead 
'^  attachment,  the  superiority  consisting  in  its  close  resemblance  to  the 
"  attachment  described  in  the  Complainers'  Patent." 

The  Respondents  admitted  that  they  had  adopted  a  flange  attachment  of  their  30 
tyres,  but  averred  that  it  differed  materially  from  that  of  the  Complainers,  and 
denied  that  it  was  an  infringement.    They  also  attacked  the  validity  of  the 
Complainers*  Patent  on  various  grounds.    They  admitted  that  they  had  exhibited 
such  wheels  and  tyres  in  London  and  in  Edinburgh. 

Parties  were  at  issue  as  to  whether  the  Respondents  had  a  place  of  business  35 
in  Scotland.    The  Complainers  averred  : — "  The  Respondents  carry  on  business 
"  at  8  Buchanan  Street  Glasgow.     Their  name  is  on  a  brass  plate  at  the  side  of 
"  the  entrance  door.    They  keep  a  stock  of  Palmer  tyres  and  other  goods  there 
"  for  sale.    Orders  sent  to  them  there  are  executed  by  them,  and  invoices  are 
"  sent  out  to  the  purchasers  in  name  of  the  Respondents.    They  announce  in  40 
"  their  trade  catalogues  that  they  have  a   branch    dep6t  there,  and  also  a 
"  registered  telegraphic  address,  viz.  *  Silvergray  Glasgow,'  and  that  they  are 
"  on.  the  telephone  in  Glasgow  at  that  address.     They  are  entered  in  the 
"  Glasgow  Post  Office  Directory,  with  their  sanction,  as  having  a  warehouse 
"  there.    In  point  of  fact,  they  are  on  the  telephone  in  Gla^ow,  and  have  a  45 
^*  postal,  telegraphic,  and  telephonic  address  at    8  Buchanan    Street   there. 
"  The  Note  of  suspension  and  interdict  was  served  on  the  Respondents  there, 
^*  and  also  at  the  registered  office  of  the  Company,  and  a  copy  sent  to  their 
**  known  Agents." 

The  Respondents  replied  : — '*  The  Respondents  have  no  office  or  place  of  50 
'*  business  in  Scotland,  and  are  not  subject  to  the  jurisdiction  of  the  Courts  of 
'*  Scotland.  In  particular,  they  have  no  office  or  place  of  business  at 
*'  8  Buchanan  Street  Glasgow,  where  the  pretended  intimation  or  service  of 
^^  the  present  Note  of  suspension  and  interdict  was  made.  In  any  event,  the 
"  Courts  of  Scotland  are  not  a  convenient  forum  for  adjudicating  upon  the  55 
<'  subject-matter  pf  the.  present  action,    The  Complainers  and  Respondents  are 
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"  both  ^  English  Companies,  and  are  both  subject  to  the  jurisdiction  of  the 

'*  English  Courts,  in  which  the  Respondents  are  ready  and  willing  to  answer 

"  any  writ  or  action  which  the  Complainers  may  bring  against  them  with 

"reference  to  the  subject-matter  of  the  present  process.      Further,  all,  or 

ft  "  nearly  all,  the  necessary  witnesses,  and  the  whole  documents,  plans,  models 

"  &c.  relative  to  the  case  are  in  England,  the    Courts  of    which    country 

"  accordingly  afford  the  most  convenient  forum  for  the  adjudication  of  all 

"  questions  arising  under  the  present  action." 

On  the  subject  of  jurisdiction,  the  Complainers  pleaded  : — "  I.  The  Respon- 

10  "  dents  are  subject  to  the  jurisdiction  of  the  Court  in  respect  that — (1)  At  the 

"  date  of  presentation  of  the  Note,  they  were  carrying  on  business  in  Scotland, 

"  and    had   a  warehouse,  branch  depdt,  postal,  telegraphic,  and    telephonic 

"  address,  at  8  Buchanan  Street  Glasgow.     (2)  At  said  date,  they  were  offering 

'^  for  sale,  at  a  stall  in  the  Exhibition  in  Edinburgh,  tyres  and  attachments 

15  "  made  in  contravention  of  the  Complainers*  Patent,  and  by  the  circulation  of 

"  their  trade  catalogues,  and  by  correspondence,  they  were  offering  such  for 

**  sale  in  Scotland  generally.    (3)  The  Court  in  Scotland  is  the  proper  Court  to 

**  grant  interdict  within  Scotland  against  the  continuance  of  the  wrong-doing 

'*  complained  of.     II.  The  Respondents  by  holding  themselves  out  as  having 

20  '*  a  branch  dep6t,  warehouse,  postal,  telegraphic,  and  telephonic  address  in  Scot« 

"  land  for  carrying  on  business  there  are  barred  from  pleading  that  they  are 

"  not  subject  to  the  jurisdiction  of  the  Court." 

The  Respondents  pleaded  : — "  (1)  The  Court  has  no  jurisdiction  over  the 
"  Respondents.    (2)  Forum  non  conveniens^ 
25       Both  parties  also  pleaded  to  the  merits. 

The  interdict  concluded  for  was  in  these  terms  : — "  May  it  therefore  please 
"  your  Lordships  to  suspend  the  proceedings  complained  of  and  to  interdict, 
'*  prohibit,  and  discharge  the  said  Respondents  during  the  continuance  of  the 
*'  Letters  Patent  numbered  17,787,  and  dated  13th  August  1903,  granted  to  the 
30  "  Complainer,  the  said  Francesco  Toni,  from  manufacturing,  selling,  disposing, 
"  or  using  any  pneumatic  tyres  with  wheel  rims  and  means  of  attaching 
"  pneumatic  tyres  to  wheel  rims,  made  in  accordance  with  the  invention 
**  described  in  the  Specification  filed  relative  to  the  said  Letters  Patent,  and  from 
"  either  directly  or  indirectly  making,  using,  putting  in  practice  or  vending  the 
35  '*  said  invention  in  the  United  Kingdom  of  Great  Britain  and  Ireland,  the 
*^  Channel  Islands,  or  the  Isle  of  Man,  and  from  infringing  in  any  manner  of 
"  way  the  rights  and  privileges  granted  by  the  said  Letters  Patent." 

An  account  of  tho  tyres  so  made  by  the  Respondents  and  interim  interdict 

were  also  concluded  for. 

40      The  case  was  moved  in  the  Bill  Chamber  for  the  first  time  on  the  2nd  of 

March  1904.    On  the  15th  of  March,  the  Lord  Ordinary  on  the  Bills  passed  it  to 

the  Court  of    Session  under  reservation  of   the  Respondents'  plea   against 

jurisdiction  and  refused  interim  interdict  in  respect  of  an  undertaking  given  by 

the  Respondents.    On  the  7th  of  June,  the  record  was  closed  and  the  case  was 

45  sent  to  the  Procedure  Roll,  that  the  question  of  jurisdiction  might  be  discussed. 

The  Complainers  then  moved  that  they  should  be  allowed  proof.    The  Respon* 

dents  moved  that  at  present  the  proof  be  restricted  to  a  proof  as  to  the 

jurisdiction  of  the  Court.    After  debate,  and  after  Counsel  for  the  Complainers 

had  amended  their  prayer  by  substituting  for  the  words — "  or  vending  the  said 

50  *'  invention  in  the  United  Kingdom  of  Great  Britain  and  Ireland,  the  Channel 

**  Islands,  or  the  Isle  of  Man,  and  from  infringing  in  any  manner  of  way  the 

"  rights  and  privileges  granted  by  the  said  Letters  Patent,"  these  words — "  or 

^*  vending  the  said  invention  in  that  part  of  the  United  Kingdom  of  Oreat 

'<  Britain  and  Ireland  called  Scotland,  and  from  infringing  in   any  manner 

55  *'  of  way  within   Scotland   the  rights  and  privileges   granted  by   the   said 

**  Letters  Patent,"  Lord  Stormonth  Darling^  L.O.,  on  the  15th  of  November, 
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pronounced  the  following  interlocutor :— "  The  Lord  Ordinary ^  having  heard 
**  parties,  allows  the  Complainers  to  amend  the  prayer  of  the  Note  of  Suspension 
"  and  Interdict  as  proposed  at  the  Bar,  repels  the  first  and  second  Pleas  in  Law 
"  for  the  Respondents,  and  allows  the  yBHies  a  proof  of  their  averments  to 
"  proceed  on  a  day  to  be  afterwards  fixed,  reserving  all  queations  of  expenses."*  5 

The  Respondents  reclaimed  to  the  First  Division  of  the  Inner  House,  and  on 
the  22nd  of  November  the  Reclaiming  Note  was  sent  to  the  Summer  Roll, 
where  it  came  up  for  debate  on  the  11th  and  13th  of  January  1905. 

Counsel    for    the    Respondents   and    Reclaimers   were    Clyde    K.C.,   and 
Smith  Clark  (instructed  by  J.  and  D.  Smith  Clark  W.S.).     Counsel  for  the  10 
Complainers  and  Respondents  were  Salvesen  K.C.,  and  FituOay  (instructed  by 
Oill  and  Pringle  W.S.). 

Counsel  for  the  Respondents  and  Reclaimers  contended. — ^The  Complainers 
and  Respondents  being  English  Companies,  and  subject  to  the  jurisdiction  of  the 
English  Courts,  the  Respondents  are  ready  and  willing  there  to  answer  any  15 
writ  or  action  which  the  Complainers  may  bring  against  them  with  reference 
to  the  subject-matter  of  the  present  action.  The  Scotch  Courts  have  no  juris- 
diction— at  least,  not  unless  it  be  proved  that  the  Respondents  have  a  place  of 
business  in  Glasgow,  which  they  do  not  admit.  We  therefore  ask  for  a  proof 
before  answer  limited  to  the  question  of  jurisdiction.  The  fact  that  the  Res-  20 
pendents  have  sold  their  goods  in  Scotland  does  not  subject  them  to  the 
jurisdiction  of  the  Scotch  Courts,  unless  they  have  been  found  and  cited  within 
Scotland.  This  is  a  necessary  condition.  The  Judge  of  a  territory  wherein  a 
quasi-delict  has  been  committed  by  a  stranger,  has  jurisdiction  against  him  only 
if  he  be  found  within  that  territory  (Sinclair  v.  Smith  22  D.  1475  at  1481,  25 
and  authorities  cited  there  ;  Kermack  v.  Waison  9  M.  984 ;  Maxwell  v.  Horwoad^s 
Trustees  4  F.  489  at  492  and  493).  Sinclair  v.  Smith  and  Maxwell  v.  Horwoo^s 
Trustees  are  cases  of  breach  of  contract,  but  the  law  as  to  quasi-delict  is  the  same. 
Kermojck  v.  Watson  is  a  case  of  quasi^lict.  So  also  is  Pamell  v.  Walter 
(16  R.  917)  where  it  was  held  that  the  sale  of  an  English  newspaper  in  Scotland  30 
did  not  give  the  Scotch  Courts  jurisdiction  to  entertain  an  action  against  it  for 
slander.  That  case  is  similar  to  ours.  Longworth  v.  Hope  (3  M.  1049)  can  be 
distinguished.  The  jurisdiction  there  was  based  on  arrestment  used  according 
to  Scotch  forms  for  the  purpose  of  founding  jurisdiction.  Waygood  A  Co.  v. 
Bennie  (12  R.  651)  depended  on  Rule  XI  under  the  Judicature  Act  38  &  39,  35 
Vict.,  c.  77.  The  jurisdiction  was  given  by  Statute,  and  the  case  is  therefore 
special ;  see  Whaley  v.  Busfield  (L.R.  32  C.D.  123).  Our  case  is  similar  to 
Laidlaw  v.  Provident  Plate  Class  Insurance  Co.^  Ld.  (17  R.  344). 

The  Complainers  argue  that  this  is  merely  a  preventive  action — an  action  of 
iXLiQT^iai  pro  futuro.    But  substantially  this  is  more  than  a  preventive  action.  40 
The  validity  of  the  Patent  is  brought  into  question.    That  will  be  the  real 
question  in  dispute.    The  action  might  have  been  brought  in  the  form  of  a 
declarator  of  the  validity  of  the  Patent.    Its  difiEerence  from  such  an  action  is 
merely  one  of  form.    There  has  never  before  been  an  attempt  by  two  English 
Companies  to  try  in  Scotland  the  validity  of  a  Patent  belonging  to  one  of  them.  45 
A  Bill-Chamber  action  like  the  present  is  inappropriate  in  a  question  of  right. 
The  preventive  remedy  given  in  the  Bill  Chamber  is  summary  and  is  merely  an 
interim    remedy.     It  is  granted  at  once  and  not  limited  to    the    territory 
(California  Redwood  Company  v.  Merchant  Banking  Company  of  London^ 
13  R.  1202  ;  Young  v.  Barclay,  8  D.  774).    The  Court  might  have  jurisdiction  50 
to  grant  the  interim  remedy  without  having  it  on  the  merits.    The  mere- 
*'  passing  of  the  Note  "  to  the  Court  of  Session  does  not  give  jurisdiction  on 
the  merits.     The    Act  of  Sederunt  of  December  1838,  recognises  that  other 
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conditions  besides  the  finding  of  caution  might  be  adjected  to  the  passing  of  a 
note.  Such  a  condition  might  be  an  undertaking  to  litigate  the  question  in 
England.  At  any  rate  Scotland  \^  forum  non  conveniens,  England  is  the  proper 
forum.  The  parties  and  most  of  the  witnesses  are  there.  The  Respondents  have 
5  only  agents  here,  and  an  interdict  could  be  enforced  against  the  agents  only 
{Marshall  v.  Marshall,  L.  R.  38  C.  D.  330 ;  Williamson  v.  North-Eastern 
Railway  Company,  11  R.  596  ;  Tulloch  v.  Williams,  8  D.  657). 

Counsel  for  the  Complainers  and  Respondents  contended.— TFay^oo^a  case 
(ubi  supra)  is  a  direct  authority  on  the  question  of  jurisdiction.     In  determin- 

10  ing  that  case  the  Scotch  Courts  did  not  proceed  on  Rule  XI.  under  the 
Judicature  Act,  a  rule  of  English  procedure,  but  under  the  general  law.  In 
granting  a  purely  preventive  remedy  the  Court  has  the  right  of  exercising 
jurisdiction  over  a  foreigner  to  the  extent  of  interdicting  him  from  repeating  a 
wrong   within    its    territory,    and    that   whether    service    be    made    on    the 

15  respondent  within  the  territory  or  not.  Here  personal  service  was  impossible. 
Such  service  as  could  be  made  on  a  Company  was  made,  namely,  at  their 
registered  OflBce.  The  cases  cited  against  us  tend  to  show  that  service  within 
the  territory  is  necessary  in  cases  of  breach  of  contract,  but  they  do  not  touch 
the  case  of  quasi^lict.    That  case  is  different.    If  a  quasi-delict  be  committed 

20  in  Scotland,  it  is  not  reasonable  to  suppose  there  will  be  no  interdict  against  its 
repetition  if  the  person  committing  it'  be  an  Englishman,  and  he  has  gone  to 
England  where,  perhaps,  the  same  act  is  not  considered  a  quasi-delict.  The 
distinction  drawn  by  the  Reclaimers  between  the  Bill  Chamber  (where  interim 
injunctions  are  obtained)  and  the  Court  of  Session  is  not  sound.    The  Court  of 

25  Session  exercises  its  preventive  jurisdiction  through  the  Bill  Chamber.  It  is 
not  sound  to  argue  that  the  Bill  Chamber  might  have  jurisdiction  to  grant 
interim  interdict  and  the  Court  of  Session,  when  the  note  passed  to  it,  might 
have  no  jurisdiction.  That  would  be  absurd.  Scotland  is  the  convenient 
forum.    The  breaches  complained  of  took  place  here  and  the  evidence  regarding 

30  them  will  most  easily  be  taken  here.  We  are  taking  no  simultaneous  steps  to 
try  the  question  in  England.  We  cannot  enforce  an  injunction  obtained  in 
England  against  the  servants  of  the  company  in  Scotland,  at  least  without  a 
supplementary  action  here.  No  injustice  will  be  done  by  a  trial  of  the  case 
in  Scotland.    But  this  is  necessary  to  sustain  a  plea  of  forum  non  conveniens 

35  {Longworth  v.  Hope,  ubi  supra). 

The  Court  of  Session  made  avizandum,  and  on  the  31st  January  advised  the 
cause. 

Lord  Adam. — ^This  is  a  suspension  brought  at  the  instance  of  Toni   Tyres 
Limited,  which  is  an  English  Company,  ^ving  its  office  in  London.     The 

40  suspension  is  brought  against  another  English  Company,  the  Palmer  Tyre 
Limited,  also  having  its  registered  office  in  London,  and  also  said  to  be  carrying 
on  business  in  Buchanan  Street  Olasgow.  The  prayer  of  the  petition  is  that  the 
Complainers  seek  to  have  the  Respondents  interdicted  and  prohibited,  during 
the  continuance  of  certain  Letters  Patent,  "from  manufacturing,  selling  .  .  .  any 

45  "  pneumatic  tyres  with  wheel  rims,  and  means  of  attaching  pneumatic  tyres  to 
**  wheel  rims,  made  in  accordance  with  the  invention  described  in  the 
"  Specification  filed  relatively  to  the  Letters-Patent,  and  from  directly  or 
'*  indirectly  using  .  .  .  the  invention  in  .  .  .  Scotland "  ;  so  that  it  has  to  be 
observed  that  the  effect  of  the  interdict  would  be  limited  entirely  to  Scotland — 

50  it  would  not  interfere  with  anything  beyond  Scotland.  The  Complainers  aver 
that  the  Respondents  "were  at  the  date  of  the  presentation  of  the  note 
*^  exhibiting  and  offering  for  sale  tyres  with  wheel  rims  and  fianges  of  a  similar 
**  description  at  a  Motor  and  Cycle  Show  being  held  in  the  Waverley  Market, 
"  Edinburgh.    They  had  a  stall  at  that  Show  with  a  large  signboard  bearing  the 

55  "  Respondents'  name.  They  had  there  a  large  supply  of  tyres  and  tyre  attach- 
<*  ments  and  other  goods,  and  they  solicited  and  took  orders  there  for  the  sale 
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^  thereof.    They  also  distributed  their  catalogues  at  the  Show  and  throoghout 
*^  Scotland,  and  they   offered  for  sale   tyres    and    rims    made   according   to 
*^  the   said    flange    attachment   to    many    persons   at   the    Show,   and    also 
**  throughout   Scotland    by    correspondence    and    otherwise."      Now,  that   is 
all  they  say  in  respect  of  the  Patent  and  the  infringement.     Then  they  go  5 
on  to  say  that  the  Respondents  carry  on  business  at  8  Buchanan  Street  Ola^w, 
and  haye  a  place  of  business  there.    In  answer  to  that  there  is  no  denial  by  the 
Respondents  that  they  did  propose  to  sell  these  tyres  in  Scotland.    They  then 
set  forth  that  their  attachment  differs  from  that  of  the  other  company — but  I 
need  not  go  into  that,  for  that  is  on  the  merits — ^and  in  particular  they  deny  that  10 
they  haye  a  place  of  business  in  Ola^ow,  and  then  they  say  that  **  in  any  eyent 
the  Courts  of  Scotland  are  not  a  conyenient  forum  for  adjudicating  upon  the 
subject-matter  of  the  present  action.    The  Complainers  and  Respondents  are 
both  English  companies,  and  are  both  subject  to  the  jurisdiction  of  the  English 
Courts,  in  which  the  Respondents  are  ready  and  willing  to  answer  any  writ  or  15 
action  which  the  Complainers  may  bring  against  them  with  reference  to  the 
subject-matter  of  the  present  process."    These  are  the  ayerments  and  the  counter 
ayerments  set  forth  in  this  Note  of  suspension,  and  upon  these  the  Respondents 
haye  two  pleas  in  law.    The  first  is  that  the  Court  has  no  jurisdiction  oyer  the 
Respondents,  and  the  second  is  that  the  Court  of  this  country  is  not  2.  forum  20 
conveniens.     The  Lord  Ordinary  by  his  interlocutor  has  repelled  both  these 
pleas,  and  allowed  a  proof,  and  the  question  is  whether  his  Lordship*s  inter- 
locuioris^  right.    Now,  this  question  of  jurisdiction  was  founded  by  the  Com- 
plainers upon  two  grounds,  the  first  being  that  the  Respondents  had  in  point 
of  law  a  place  of  business  in  Glasgow,  and  the  second  was  that  stated  in  the  25 
third  sub-diyision  of  the  first  plea— ^*  the  Court  in  Scotland  is  the  proper  Court 
to  grant  interdict  within  Scotland  against  the  continuance  of  the  wrongdoing 
complained  of."    These  are  the  two  pleas  as  to  the  jurisdiction.     The  Lord 
Ordinary  in  disposing  of  these  pleas  does  not  sustain  the  jurisdiction  on  the 
first,  as  to  the  place  of  business,  because  he  says  that  is  a  question  of  fact  that  30 
would  need  to  be  inquired  into.     But  he  says  the  third  plea— the  plea  I  haye 
just  read — ^is  a  second  plea,  and  has  giyen  effect  to  it.    Now  it  appears  to  me 
that  the  Lord  Ordinary  is  right.    If  the  Complainers'  statements  are  true— and 
we  must  assume  them  to  be  true  at  this  stage  of  the  case — a  wrong  has  been 
done,  and,  it  being  done  in  Scotland,  I  think  it  would  be  singular  if  the  Courts  35 
of  Scotland  had  not  jurisdiction  to  preyent  that  wrong  being  continued.    I 
agree  with  the  Lord  Ordinary  that  there  is  no  analogy  between  jurisdiction 
in  cases  of  delict  or  quasi-delict  and  in  a  case  of  contract.    In  this  case  the  effect 
of  the  jurisdiction  is  confined  entirely  to  Scotland.    The  alleged  illegal  acts 
wre    being  done  in  Scotland,  and  the  object  of  the  suspension  is  to  stop  40 
f  J!!S  iw^  ^**  \ieirxg   done  in  Scotland.      I  accordingly   agree  with  the 
Lord  Ordinary  when  he  says  "the  remedy  sought  is  purely  preyentiye ; 
It  18  not  petitory  or  declaratory.    It  is  directed  purely  to  preyent  the  Respon- 
dents  repeating  a  delict  or  quasi-delict  which  the  Complainers  say  the  Respon- 
dents haye  in  the  past  committed  in  Scotland.    In  an  action  ratione  delicti  for  45 
the  purpose  of  preyenting  the  repetition  of  a  delict,  I  cannot  doubt  that  the 
Courts  of  the  territory  haye  jurisdiction  oyer  a  foreigner,  though  he  be  not 
found  within  the  territory."     I  entirely  agree  with  that  statement,  and  I  think 
the  I^d  Ordinary  has  rightly  sustained  the  plea  of  jurisdiction  on  the  ground 
that  he  has  done.    Then  as  to  the  plea  of  forum  non  conveniens.    If  the  Lord  50 
Ordinary  is  right  in  sustaining  the  jurisdiction,  it  humbly  appears  to  me  that 
\h%  forum  to  which  this  application  is  made  was  not  only  d^  forum  conveniens  but 
the  only  appropriate /orum  before  which  to  bring  it.    On  these  grounds  I  think 
the  judgment  of  the  Lord  Ordinary  should  be  adhered  to. 

Lord  M'Labbn. — It  is  a  proposition  recognised  not  only  in  our  jurisprudence,  55 
but,  I  think,  all  oyer  the  world,  that  patent  rights— rights  to  the  exclusiye 
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priyilege  of  working  an  invention— are  in  the  fullest  sense  rights  of  property. 
They  are  capable  of  being  transferred  for  valuable  consideration,  or  otherwise 
disposed  of,  just  like  any  other  incorporeal  right  of  property.  An  infringement 
of  a  patent  right  is  therefore  an  invasion  of  private  property,  and  is,  I  think, 
5  rightly  described  in  the  Lord  Ordinary's  judgment  as  a  qxmsi-delicL  Now, 
when  an  action  is  brought  in  this  country  alleging  interference  with  the  rights 
of  property  in  a  Patent,  and  stating  reasonable  grounds  for  apprehending  that 
such  infringement  will  be  continued,  I  think  the  Courts  of  this  country  have 
jurisdiction  in  regard  to  such  an  action — in  other  words,  to  exercise  what  is 

10  called  preventive  jurisdiction.  The  question  is  so  elementary  that  I  do  not 
think  it  can  be  made  clearer  by  argument  or  illustration,  but  our  decision 
results  from  the  general  function  of  the  Courts  of  every  country  to  exercise 
their  authority  so  that  law  and  order  may  be  maintained  within  the  territory  of 
the  Court.    But,  further,  it  appears  to  me  that  in  this  case  the  Courts  of  Scotland 

15  are  the  only  Courts  that  have  power  to  prevent  the  continuance  of  this  alleged 
illegal  course  of  action,  because  no  injunction  or  interdict  granted  by  any  other 
Court  could  be  enforced  in  this  country  without  a  supplementary  application  to 
the  Courts  of  this  country,  which  would  just  be  doing  by  a  circuitous  method 
what  is  now  proposed,  and  I  think  rightly,  to  be  done  directly.    I  am  therefore 

20  of  opinion  with  your  Lordship  that  the  Lord  Ordinary's  judgment  is  right. 

Lord  Low. — I  have  no  doubt  that  when  a  delict  or  quasi-delict  is  committed 
in  Scotland  the  Court  has  jurisdiction  to  protect  the  injured  party.  Such 
jurisdiction,  however,  requires  in  the  case  of  foreigners  to  be  carefully  exercised. 
It  ought  not,  in  my  judgment,  to  be  extended  beyond  the  necessities  of  the 

25  particular  case,  and  it  ought  to  be  invoked  in  an  appropriate  form  of  proceeding. 
The  Complainers'  Counsel  supposed  the  ca^e  of  the  Complainers  having,  instead 
of  bringing  a  note  of  suspension  or  interdict  in  the  Bill  Chamber,  raised  an 
action  in  the  Court  of  Session  for  declarator  that  their  Patent  was  valid,  and  for 
interdict  against  the  Respondents  selling  the  protected  article.    It  may  be  (I 

30  express  no  opinion  on  this  point)  that  the  plea  of  no  jurisdiction  would  have  fallen 
to  be  sustained  in  such  an  action,  because  it  would  have  been  the  appropriate 
form  of  action  for  having  the  general  question  of  the  Complainers*  rights  as 
holders  of  the  Patent  determined,  and  would  not  have  been  an  appropriate 
proceeding  if  all  that  the  Complainers  desired  was  to  be  protected  against  an 

Zf,  alleged  wrong  which  had  been  done  to  them  in  Scotland.  But  for  the  latter 
purpose  a  Note  of  suspension  and  interdict  is  a  proper  and  recognised  form  of 
proceeding,  and  one  in  which  the  Court  has  a  large  discretion  in  regard  to  the 
extent  of' the  remedy  which  ought  to  be  given.  It  may  be,  and  often  is, 
competent  and  expedient  to  determine  in  a  note  of  suspension  and  interdict 

40  questions  of  right  or  of  title  which  might  properly  be  made  the  subject  of  an 
action  of  declarator.  On  the  other  hand  the  Court  may,  and  frequently  does, 
refuse  to  do  more  in  a  Note  of  suspension  and  interdict  than  make  interim 
regulations  until  the  question  of  right  or  title  can  be  determined  in  an  appro- 
priate action.    Such  a  course  might  have  been  adopted  in  this  very  case  if  the 

45  circumstances  had  rendered  it  expedient  or  possible.  For  example,  if  it  had 
appeared  that  either  of  the  parties  was  about  to  raise  proceedings  in  the  English 
Courts  to  have  the  question  of  the  validity  of  the  Patent  tried,  then  I  think 
that  the  present  note  might  very  well  have  been  sisted  to  await  the  result 
of  the  English  action,  interim  interdict  being  granted  in  the  meantime,  or  an 

50  obligation  taken  from  the  Respondents  in  such  terms  as  would  have  kept  the 
Complainers  free  from  loss  in  the  event  of  their  establishing  that  the  Patent 
was  good.  But  that  is  not  at  all  the  position  of  matters  here.  Neither  party 
proposes  to  take  proceedings  in  England,  and  neither  party  is  bound  to  do  so. 
The  position  taken  up  by  the  Respondents  is  simply  that,  because  they  are 

55  foreigners,  and  jurisdiction  has  not  been  founded  against  them  by  arrestment  or 
personal  service  in  Scotland,  the  Scottish  Courts  cannot  take  cognisance  of 
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anything  which  they  have  done  or  may  threaten  to  do  in  Scotland.  The 
argument  wonld  have  been  equally  applicable  if  the  Respondents  had  admitted 
both  the  vi&lidity  of  the  Patent  and  its  infringement  by  them.  But  in  that  case 
it  seems  to  me  that  would  be  intolerable  if  the  Court  was  impotent  to  prevent  a 
repetition  of  the  admitted  wrong.  The  only  difference,  however,  between  that  5 
case  and  the  present  is  that  here  the  Respondents  say  that  the  Patent  is  not 
valid.  I  do  not  think  that  it  can  be  maintained  that  the  jurisdiction  of  the 
Court  to  give  protection  against  an  alleged  wrong  depends  upon  whether  the 
wrong  is  admitted  or  denied.  Whether  the  plea  that  the  Patent  is  not  valid  is 
or  is  not  well  founded  cannot  be  ascertained  without  investigation.  I  imagine  10 
that  the  Patent  must  be  presumed  to  be  good  until  the  contrary  is  proved. 
I  therefore  do  not  see  how  any  other  course  could  be  followed  except  that 
adopted  by  the  Lord  Ordinary.  As  I  have  indicated,  if  the  main  issue  which 
had  been  raised  had  been  the  validity  of  the  Patent  for  any  purpose,  and  for 
any  country  which  it  embraces,  the  plea  of  no  jurisdiction  might  have  been  15 
sustained,  even  although  the  occasion  of  bringing  the  action  had  been  an 
infringement  of  the  Patent  in  Scotland.  But  the  question  raised  in  the  present 
proceeding  is  confined  to  this— whethei*  the  Respondents  have  committed  a 
wrong  against  the  Complainers  in  Scotland  alone,  and  whether  they  are  entitled 
to  be  protected  against  a  repetition  of  that  wrong  in  Scotland.  I  am  of  opinion  20 
that  that  is  a  question  which  this  Court  has  necessarily  jurisdiction  to  entertain 
and  to  dispose  of,  and  that  it  is  immaterial  that,  owing  to  the  position  taken  up 
by  the  Respondents,  it  is  necessary,  in  order  to  determine  that  question,  to 
inquire  incidentally  whether  or  not  the  Patent  is  valid.  In  regard  to  the  plea 
of /drum  non  conveniens^  I  think  that  what  I  have  said  shows  that  it  is  in  no  25 
way  applicable  to  a  case  of  this  kind.  I  am  therefore  of  opinion  that  the  Court 
should  refuse  the  reclaiming  note,  and  adhere  to  the  interlocutor  of  the  Lord 
Ordinary, 


In  the  Court  op  Session  in  Scotland.— Outer  House. 

Be/ore  Lord  Ardwall  (Lord  Ordinary).  30 

October  19th  and  November  9th,  1904,  February  11th,  16th,  21st,  24th  &  25th, 

and  April  5th,  1905. 

Reid  v.  Thomson  &   Co. 

Trade  Mark.— Action  for  declaration  that  the  entry  of  a  word  as  a  trade 
mark  on  a  Register  was  invalid  and  illegal,  and  ought  to  he  expunged^  and  35 
that  the  Defenders  had  no  right  to  the  word  as  a  trade  mark  and  also  for 
damages.— Abandonment  by  the  Defenders  of  their  claim  to  the  trade  mark. 
—Pursuer  held  disentitled  to  damages.— J^^mvLXim  absque  injuria.— Ctofo, 
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An  American  flour  had  hem  knotvn  and  sold  in  America  and  in  Glasgow 
and  Liverpool  as  "  DiamonddusV  It  was  mainly  produced  by  om  American 
milly  who  had  had^  for  a  period  of  at  least  ten  years,  agents  in  Glasgow  for  the 
sale  of  it^  and  they  had  sold  it  during  that  period  under  that  name.    T.  &  Co. 

5  were  the  agents  from  August  1901  to  June  1903,  but  they  sold  none,  and  the 
American  mill,  to  the  knowledge  o/T.  &  Co.,  tJien  appointed  R.  in  their  place  as 
agent  for  the  sale  of  (inter  alia)  "  Diamonddust.''  Two  months  afterwards 
T.  &  Co.  registered  *'  Diamonddust ''  as  a  Trade  Mark  of  their  own,  and  after 
verbaUy  interpelling  R.  from  selling,  prosecuted  him  for  doing  so  under  the 

10  Merchandise  Marks  Act  1887.  In  this  prosecution  all  the  facts  about  the 
histo7  y  of  the  mark  came  out,  hut  T.  &  Co.  still  maintained  their  exclusive  rigid  to 
it  and  to  prevent  "Si.  from  selling  flour  under  his  contract  with  the  American  milL 
R.  then  raised  an  action  of  declarator  that  the  entry  byT.&  Co.  in  the  Register 
was  invalid  and  ought  to  he  expunged,  and  for  dam^es  for  wrongful  registra- 

15  tion  and  for  the  loss  sustained  by  him  through  this  wrongful  registration  and 
prevention  of  the  sale  of  flour  under  the  mark.  T.  k  Co.,  a  few  days  before  the 
trials  cancelled  the  registration,  renounced  their  alleged  right  to  the  mark.  The 
case  went  to  proof  on  damages. 

Held,  that  as  T.  &  Co.  had  registered  the  mark  in  pursuance  of  a  right 

20  conferred  upon  them  by  Statute  the  loss  suffered  by  R.  could  not  be  recovered 

either  cU  common  law  or  under  the  StcUute,  which  StcUute  did  not,  by  section  90\ 

enlarge  the  common  law  as  to  dam^es ;  and  that  the  case  was  an  example  of 

damnum  absque  injuria. 

This  was  an  action  by  William  Clarke  Beid,  trading  as  McDonnell  Jt  Reid^ 

25  flour  importers,  of  No.  19,  Waterloo  Street,  Glasgow,  as  Pursuer,  against  George 
M.  Thomson  Jt  Company,  flour  importers,  of  No.  8  Wellington  Street,  Glasgow, 
for  declarator  that  the  entry  in  the  Register  of  Trade  Marks  of  the  Trade 
Mark,  No.  256,926,  and  the  registration  thereof,  dated  3rd  of  September  1903, 
for  flour  in  Class  42  in  name  of  the  Defenders,  and  consisting  of  the  word  or 

30  words  ^^Diamonddust"  was  made  without  sufiftcient  cause,  and  was  invalid 
and  illegal,  and  that  the  same  ought  to  be  expunged  therefrom  accordingly ;  and 
that  the  Defenders  had  no  right  to  the  word  or  words  ^^  Diamonddust "  as  a 
Trade  Mark  for  flour,  and  that  the  Pursuer  was  entitled  to  sell  under  the  name 
of  ^'  Diamonddust "  flour  not  supplied  by  the  Defenders  ;  also  for  500/.  damages 

35  and  for  expenses. 

From  the  Proof  it  appeared  that  in  America  ^'  Diamonddust "  had  been  a  name 
applied  to  brands  of  flour  sold  by  several  mills  for  at  least  forty  years.  Of  the 
mills  using  the  name,  some  Ohio  Mills  were  the  principal,  but  none  of  them 
seemed  to  have  registered  the  name  in  America  or  caused  it  to  be  registered  in  the 

40  United  Kingdom.  In  the  United  Kingdom,  particularly  on  the  Glasgow  market, 
it  became,  to  some  extent,  identified  with  flour  from  the  Empire  Mill,  Roscoe 
Ohio,  but  was  never  regarded  as  a  name  belonging  exclusively  to  one  mill,  and 
for  at  least  twenty  years  flour  had  been  sold  on  the  Liverpool  and  Glasgow 
markets  by  various  firms  under  the  name  '^  Diamonddust.*'    The  Empire  Mill 

45  however,  had  had  agents  in  Scotland  for  their  flours,  including  ^^  Diamonddust " 
for  many  years,  and  the  name  was  well  known  on  the  Glasgow  market  in 
connection  with  the  mill  and  its  agents,  as  well  as  generally.     For  about  ten 
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years  before  1901,  a  firm  of  flonr  importers,  by  name  CasseU^  had  had  the  Rodcoe 
agency  and  sold  large  quantities  of  flour  under  the  name  ^'  Diamonddnst.*' 

From  August  1901  to  June  1903  the  Defenders  were  agents  in  Scotland 
for  the  sale  of  flour  produced  by  the  Empire  Mill,  but  they  sold  none 
of  the  Empire  Mill's  "  Diamonddust,"  although  they  sold  some  of  their  other  5 
flour  under  that  name.  The  Empire  Mill  decided  to  transfer  their  agency,  and 
accordingly,  following  upon  an  application  from  the  Pursuer,  the  agency  of  the 
Empire  Mill  was  in  June  1903  transferred  to  the  Pursuer  and  he  began  to  trade 
in  their  '^  Diamonddust ''  flour,  and  succeeded  in  creating  a  demand  for  it  in  the 
Scotch  and  Irish  markets.  The  Defenders  continued  to  sell  flour  (but  not  10 
ground  in  the  Empire  Mill)  as  "Diamonddust "  flour,  and  on  3rd  September 
1903  registered  the  word  as  above  mentioned.  Prior  to  registration,  an 
advertisement  was  inserted  in  the  Trade  Marks  Journal  in  the  ordinary  way,  but 
this  advertisement  was  not  noticed  by  the  Pursuer.  The  Pursuer  "  believed  and 
"  averred  that  the  Defenders  so  registered  the  said  Trade  Mark  for  the  purpose  l^ 
**  of  enabling  them  to  harass  and  obstruct  the  Pursuer  in  carrying  on  die  said 
"  agency  for  the  Empire  Mill  in  which  they  had  been  superseded  by  the 
"  Pursuer." 

On  the  8th  of  January  1904,  that  is  about  three  months  after  they  succeeded 
in  registering,  the  Defenders,  with  the  concurrence  of  the  Procurator-Fiscal  in  20 
Glasgow  (whose  consent  was  by  Statute  necessary),  presented  a  complaint  in  the 
Sheriff  Court  of  Lanarkshire,  at  Glasgow,  complaining  that  the  Pursuer  had 
been  guilty  of  an  offence  against  the  Merchandise  Marks  Act  1887  by  selling,  or 
having  in  his  possession  for  sale  or  other  trade  purposes,  sacks  or  bags  of  flour, 
to  which  was  applied  the  word  "  Diamonddast,V  "  said  name  being  a  registered  25 
"  Trade  Mark  of  which  the  Defenders  were  proprietors,  and  which  trade  name 
^'  or  forged  Trade  Mark  had  been  falsely  applied  to  the  said  sacks  or  bags  of 
*'  flour,  and  falsely  described  the  contents  of  the  said  sacks." 

This  complaint  was  tried  before  the  Sheriff-Substitute  who  assoilzied  the  present 
Pursuer,  holding  that  he  had  acted  innocently  as  provided  for  in  section  2  (2)  (c)  30 
of  the  Act,  but  did  not  grant  expenses  to  either  party.   *  At  the  hearing  in  this 
prosecution  the  whole  facts,  as  regards  the  common  use  of  ^'  Diamonddust  *'  as 
an  unregistered  trade  name  came  out  and  were  then,  if  not  before  then,  known 
to  the  Defenders.    Although  applied  to  on  several  occasions  by  the  Pursuer  to 
expunge  the  entry  on  the  Register,  or,  at  all  events,  to  allow  the  Pursuer  to  35 
carry  on  his  trade  and  fulfil  his  contract  of  agency,  the  Defenders  declined 
to  do  the  one  or  the  other,  and  in  this  way,  until  8th  February  1905,  the  Pursuer 
was  prevented  from  selling  flour  under  said  trade  name,  and  was  compelled  to 
ref Qse  to  execute  orders  received  for  "  Diamonddust "  flour.    He  accordingly  • 
alleged  that  he  had  thus  suffered  damage  moderately  estimated  at  500Z.  40 

^ter  some  correspondence  the  Pursuer,  on  the  27th  of  June  1904,  raised  the 
present  action.  He  alleged  that  in  the  circumstances  the  word  ^  Diamonddust " 
was  not  capable  of  being  acquired  by  the  Defenders  as  a  Trade  Mark  or  of  valid 
registration.  It  was  not  a  mark  distinctive  of  the  Defenders'  goods.  He 
averred  and  showed  at  the  proof  that  the  trade  name  '^  Diamonddust  *'  had  45 
been  in  use  to  designate  flour  long  prior  to  the  date  of  the  registration,  both  in 
Glasgow  and  in  other  markets,  though  occasionally  only  at  intervals.  In 
particular  it  had  long  been  used  by  the  Empire  Mill  to  designate  a  grade  of 
flour  which  they  imported  into  Scotland  under  that  name.  Various  other 
persons  had  also  sold  flour  by  that  name — always  flour  imported  from  America.  50 

The  Pursuer  pleaded  : — "  1.  The  said  entry  having  been  made  in  the  Register 
*^  of  Trade  Marks  without  sufi&cient  cause,  and  being  invalid  and  illegal, 
*^  and  the  Pursuer  being  aggrieved  thereby,  he  is  entitled  to  decree,  in 
^<  terms  of  the  first  conclusion  of  the  summons.  2.  The  Defenders  having  no 
'^  right  to  the  exclusive  use  of  the  word  or  words  ^  Diamonddust '  as  a  Trade  55 
"  Mark  applicable  to  the  sale  of  flour,  the  Pursuer  is  entitled  to  decree,  in  terms 
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^  of  the  secoifd  conclaBion  of  the  Bummons.  3.  The  Pursuer  haying  suffered 
^  lossy  injury  and  damage,  through  the  wrongous  and  illegal  conduct  of  the 
'^  Defenders  condescended  on,  and  such  damage  being  reasonably  estimated  at 
/*  the  sum  sued  for,  the  Pursuer  is  entitled  to  decree,  in  terms  of  the  third 
5  ^^  conclusion  of  the  summons." 

The  Defenders  pleaded  (a)  irrelevancy,  (Jb)  incompetency  of  the  action,  (c)  that 
the  Pursuer's  statements  were  unfounded  in  fact,  (d)  that  in  any  event  the 
damages  claimed  were  excessive. 
On  the  L9th  of  October  1904,  the  Lord  Ordinary  closed  the  record  and  sent 

10  the  case  to  the  Procedure  Roll,  where  it  was  argued  on  the  9th  of  November.  The 
Defenders  ai^ued  against  the  competency  of  this  form  of  action  for  rectification 
of  the  Register  of  'firade  Marks,  but  the  Lord  Ordinary  {Kyllachy)  upheld  the 
competency  following  Dewar  A  Sons  v.  Dewar  (17  R.P.C.  34),  and  allowed  a 
proof. 

15  In  the  meantime  the  Pursuer  was  still  prevented  from  using  the  nsjne pendente 
ncHone^  but  on  the  8th  of  February  1905,  just  before  the  Proof,  the  Defenders 
intimated  that  they  would  not  any  longer  prevent  the  sale  by  the  Pursuer  of 
flour  under  the  name  in  question  ;  and  on  the  11th  of  February  they  put  a  Minute 
into  Process,  intimating  that  they  would  not  oppose  the  declaratory  conclusions. 

20      The  action  was  thus  restricted  to  one  of  damages.    Proof  was  taken  on  the  16th 

and  21st  of  February,  and  Counsel  were  heard  on  the  24th  and  25th  of  February. 

The  Counsel  for  Pursuer  were  Grdbh  Watt  K.C.,  and  MacRohert  (instructed 

by  W.  K.  Morton  S.S.C.).     The  Counsel  for  Defenders  were   Younger  and 

B.  S.  Broum  (instructed  by  DovSj  Lockart  and  Smart  S.S.C.). 

SS  Counsel  for  the  Pursuer  contended— The  Defenders  have  by  Minute  con- 
sented to  delete  the  Trade  Mark  "  Diamonddust "  from  the  Register.  We  may, 
therefore,  confine  ourselves  to  arguing  as  to  damages.  It  is  averred  that 
the  Defenders  registered  the  Trade  Mark  for  the  purpose  of  enabling  them  to 
harass  and  obstruct  the  Pursuer  in  his  business,  being  well  aware  that  Pursuer 

30  was  using  the  name.  They  did  this  in  a  way  from  which  malice  was  clearly 
deducible.  The  facts  were  very  significant.  The  Defenders  knew  that  a 
common  name  had  acquired  a  certain  value  in  the  market.  They  knew  it  had 
been  chiefly  associated  with  the  Empire  flour.  They  got  the  Empire  agency  ; 
tried  to   aacceed   with  it,  but  failed ;    then  learning   that  the  Pursuer  had 

35  replaced  them  in  the  agency,  they  tried  by  a  registration  without  cause  to 
prevent  him  from  carrying  out  his  agency  contl^ct  and  from  selling  fiour  as 
^^  Diamonddust.''  These  facts  are  indicative  of  malice.  But  malice  need  not 
be  proved.  Malice  and  want  of  probable  cause  need  not  be  proved  in  an  action 
of  damages  for  wrongous  interdict  (Jack  v.  Begg  A  Co.  3  R.  35  at  p.  45),  and 

40  the  case  of  wrongous  registration  of  Trade  Mark  is  analogous.  An  interdict  is 
giyen  periculo  petentis.  It  inverts  or  disturbs  possession.  So  a  trade  name  or 
mark  is  registered  pericuZo  petentis.  If  damage  had  been  caused  to  the  Pursuer 
by  the  registration  the  Defenders  are  responsible,  therefore,  even  if — which 
is  not  admitted— they  acted  in  good  faitk  {Miller  v.  Hunter  3  M.  740),  the 

45  Defenders'  consent  to  deletion  of  the  Trade  Mark  proves  that  it  was  wrongfully 
registered.  The  Pursuer  has  here  a  claim  for  specific  damages  and,  apart  from  that, 
for  exemplary  damages,  i.^.,  compensation  for  inconvenience  and  disturbance  of 
business  which  cannot  be  set  forth  in  detail.  [Lord  Abdwall. — Can  you  give 
any  case  of  injuria  sine  damno  .^]     Webster  v.  Gramond  Iron  Co.  (2  R.  752)  is 

50  an  example  where  damages  were  awarded  because  nominal  damages  only  were 
proved.  But  Thomson  A  Go.  v.  Dailly  (24  R.  1173)  (interdict  against  passing  oflE 
whisky)  illustrates  exemplary  damages.  Here,  with  regard  to  special  damage,  the 
Pursuer  has  proved  that  for  many  years  (since  1877)  the  name  "  Diamonddust "  has 
been  used  at  various  times  to  denote  various  grades  of  fiour.    Various  witnesses 

55  knew  it  for  many  years  as  a  trade  name.  No  one  had  an  exclusive  right  to  it. 
The  Pursuer  got  the  contract  for  the  sale  of  Empire  Mill  "  Diamonddust,"  and 
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established  a  trade  in  it,  which  trade  he  lost  through  the  action  of  the  Defenders. 
It  is  for  the  Court  to  say,  as  a  jury,  what  is  fair  compensation  for  Pnrsaer^s 
loss,  estimating  it  by  the  profits  which  the  Pursuer  had  proved  were 
made  by  him  before  he  was  prevented  from  selling  the  fiour  as  ^'  Diamonddust." 
Moreover,  the  expenses  of  the  prosecution,  under  the  Merchandise  Marks  Act,  5 
form  specific  damage,  for  that  prosecution  was  rendered  possible  by  and  was  the 
reasonable  consequence  of  the  Defenders'  wrongous  registration  of  the  word 
''  Diamonddust "  as  their  Trade  Mark ;  see  Uayne  on  Damages^  p.  3S, 
approved  by  BreU^  M.  R.  in  The  Notting  Hill  (L.R.  9  P.D.  113)  and  Oibson 
V.  Anderson  (2i:  R.  556).  It  is  well  settled  that  the  inquiry  is  simply  whether  10 
the  damage  is  the  natural  and  reasonable  result  of  the  defenders'  act,  which 
must  have  been  contemplated  by  the  parties.  Hadley  v.  Baxendale  (9  Ex.  341) 
is  the  leading  case,  and  the  Den  of  Ogil  Go.  v.  Galedonian  Railway  Go. 
(5  F.  99)  is  a  late  example.  But,  apart  from  special  damage,  there  is  here 
proved  general  injury  to  Pursuer's  trade  through  the  Defenders'  wrongous  15 
conduct.  That  injury  may  be  of  such  a  nature  that  its  amount  and  the  manner 
of  its  incidence  may  not  be  proved  in  detail.  This,  however,  does  not  prevent 
its  being  a  proper  subject  for  an  award  of  damages.  This  is  shown  by  the  case 
of  Thomson  A  Go.  v.  Dailly  (24  R.  1173)  where  damages  were  given  because 
the  defender  had  wrongously  discouraged  the  sale  of  pursuer's  whisky,  though  20 
■there  was  no  proof  of  actual  damage,  and  there  had  been  no  falling  off  in  the 
sale.  The  jury  or  Judge  will  take  all  the  circumstances  into  account  {Jack  v. 
Begg  uhi  supra ;  Bell  v.  Midland  Railway  Go.  10  C.B.  (N.S.)  287 ;  Emblen 
V.  Myers  6  H.  and  N.  54  at  p.  60).  The  Patents  &c.  Act,  1883,  s.  90,  expressly 
provides  that  the  Court  may  award  damages  in  such  cases  as  the  present.  25 

.  Counsel  for  the  Defenders  argued: — In  this  case  there  is  a  twofold  conclusion. 
First,  rectification  of  the  Register  of  Trade  Marks  is  asked  for  ;  to  that  we  have 
agreed  and  the  mark  has  been  deleted.*  [Lord  Ardwall. — Nevertheless  I 
shall  give  decree.]  Secondly,  damages  are  asked  for.  This  claim  is  unprece- 
dented. It  is  founded  on  Common  Law  and  also  on  the  Patents  <&c.  Act  of  1883.  30 
As  to  s.  90  of  that  Act,  there  is  no  reported  case  of  damages  having  been  given 
under  that  section  CKerly  on  Trade  Marks,  p.  291).  The  Act  does  not  enlarge 
the  claim  of  the  Pursuer  whatever  it  may  be  at  Common  Law.  Now  the 
registration  of  the  Trade  Mark  was  a  lawful  act.  Therefore,  even  if  it  be  held 
that  its  motive  was  malicious,  that  will  not  make  Defenders  liable  to  an  action  of  35 
damages.  (Allen  v.  Flood  L.R.  (1898)  App.Cas.  1 ;  Qtiinn  v.  Leathern,  L.R.  (1901) 
App.Cas.  495.)  If  the  act  was  lawful  it  is  useless  to  plead  that  it  was  done  with 
the  intention  of  damaging  Pursuer's  business.  This  case  much  resembles  the 
Mogul  Steamship  Gompany  v.  McGregor^  Oow  A  Go.  (L.R.  15  Q.B.  476,  and 
L.R.  (1892)  App.Cas.  25).  Besides,  we  submit  that  the  Defenders  registered  the  40 
mark  '*  Diamond  Dust  "  in  the  bona  fide  belief  that  they  had  the  right  to  do  so. 
The  registration  was  made  after  advertisement,  and  might  have  been  opposed  by 
the  Pursuer,  who  might  also,  after  registration,  have  applied  to  have  it 
expunged  (Patents  &c.  Act,  1883,  m.  69  and  90).  If  he  suffered  damage  it 
was,  therefore,  due  to  his  own  laches.  The  registration  was  prima  facie  45 
evidence  of  Defenders'  right  to  the  mark  (Patents  <£c.  Act,  1883,  ss.  75  and  76). 
The  analogy  of  interdict  is  a  distant  one.  For  an  interdict  interferes  with  a 
neighbour's  right,  and  therefore  the  petitioner  takes  the  risk  that  such 
interference  is  unjustifiable.  This  argument  applies  in  the  highest  degree  to 
the  cases  quoted  for  the  Pursuer,  for  these  were  cases  of  interim  interdict.  But  50 
a  Trade  Mark  is  different,  for  up  to  the  time  it  is  expunged  the  person 
registering  it  has  the  rights  of  a  proprietor.     It  is  valid  till  reduced,  differing 

*  The  Registration  of  the  Trade  Mark  was  canoelled  on  an  application  made  by  the  registered 
propfrietors,  on  the  11th  of  Fehmarj  1905,  bat  the  OomptroUer  had  no  notice  of  these  proceed* 
ingi.— J.C. 
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therein  from  a  patent,  wluchy  if  inTalid,  is  so  ah  initio.  Porsaer's  only  right  is 
to  apply  that  the  mark  be  expunged  {Paine  A  Co.  t.  DanidU  A  Sons  Breweries 
L.R.  (1893)  2  CD.  567  at  584,  585  ;  10  R.P.C.  232).  Even  if  the  analogy  of 
interdict  be  admitted,  the  present  case  much  more  resembles  interdict  continuing 
5  possession,  where,  though  the  title  of  the  petitioner  be  found  to  be  bad,  he  will 
not  be  liable  for  having  protected  himself  by  interdict  {Olegg  on  Reparation^ 
2nd  edition  218 ;  Moir  v.  Hunter  11  S.  32 ;  MiUer  v.  Htmt^  3  M.  740  at 
745 ;  Glasgow  Railway  Co.  v.  Glasgow  Goal  Co.  12  R.,  1287  at  1292). 
As  to  damages,  no  authority  has  been  produced  in  support  of  the  claim  of 

10  nominal  or  exemplary  damages.  In  the  case  of  interdict,  at  least  actual  damage 
must  be  proved.  Any  person  in  the  trade  could  bring  up  the  same  claim  for 
nominal  damages.  Thomson  v.  Dailly  (ubi  supra)  was  not  a  case  of  nominal 
damages  but  of  damages  for  fraud,  the  amount  of  which  could  not  be  accurately 
ascertained.     As  to  the  cases  of  BeU  v.  Midland  Railway  Company  and 

15  Emblen  v.  Myers  (ubi  sfupra\  they  were  merely  questions  as  to  what  a  jury 
could  take  into  account  in  arriving  at  a  verdict. 

Counsel  for  the  Pursuer  replied. — ^The  cases  of  AUen  v.  Floods  etc. 
{ubi  supra\  are  in  a  different  region  of  law.  No  one  could  plead 
that  the   trade   competition   in   the   Mogul   case   was   not   perfectly    justi- 

20  fiable.  This  case  raised  no  such  question,  and  it  is  obvious  from  the 
statutory  provision  here  as  to  damages,  that  damages  might  be  awarded.  Here 
there  is  not  merely  a  malicious  intention,  but  a  wrongful  act ;  a  registration  of 
a  mark  to  which  Defenders  had  no  right.  This  registration  was  made  on  an 
ex  parte  statement,  and  at  the  risk  of  the  Defenders,  and  for  the  purpose,  as  the 

25  Defenders  admitted,  of  harassing  the  Pursuer.  Allen  v.  Flood  cannot  affect 
s.  90  of  the  Patents  &c.  Act,  which  expressly  provides  that  damages  may 
be  granted.  By  this  means,  and  by  the  prosecution  following  on  it,  they  really 
effected  an  inversion  of  possession,  ousting  the  Pursuer  from  the  use  of  the 
name  to  which  he   had    a   right.     Therefore,  the  cases   of   interdict  were 

30  applicable. 

On  the  5th  of  April,  his  Lordship  pronounced  judgment,  finding  for  the 
Pursuer  in  terms  of  the  first  and  second  conclusions  of  the  Summons,  and 
assoilzieing  the  Defenders  from  the  conclusion  for  damages. 

Lord  Ardwall  said  : — ^The  leading  facts  of  this  case  may  be  very  shortly 

35  stated.  The  Defenders,  since  1891,  have  imported  winter  flour  from  the  United 
States,  and  during  that  period  they  constantly  made  use  of  the  trade  name  of 
^<  Diamonddust  ^*  f  or  designating  their  brand  of  flour.  This  name  apparently 
had  first  been  used  by  some  flour  millers  in  America,  and  was  adopted  by  the 
Defenders  as  an  attractive  trade  name  and  had  become  associated  with  a 

40  particular  brand  of  flour  sold  by  them.  Among  other  American  flour  millers 
who  used  the  name  ^'  Diamonddust "  were  the  proprietors  of  the  Empire  Mills, 
Roscoe,  Ohio,  who  used  that  name  apparently  for  one  of  their  flours  for 
over  20  years.  It  appears  that  the  same  name  was  used  by  other  millers  and 
traders,  but  only  in  connection  with  flour  imported  from  America,  and  which 

45  had  received  that  name  in  that  country.  The  Defenders,  apparently,  were  the 
only  flour  merchants  in  this  country  who  regularly  had  adopted  the  name  to 
designate  a  flour  which  they  kept  constantly  in  stock,  so  that  the  name  as 
rega^s  them  had  become  associated  with  them  as  flour  merchants,  whereas  as 
regards  other  floar  merchants  in  this  country  it  was  associated  with  some 

50  particular  mill  in  America.  The  Defenders,  from  August  1901  till  about  July 
1903,  acted  as  agents  in  Scotland  for  the  said  Empire  Mill,  and  while  selling 
their  own  flour  under  the  name  of  "  Diamonddust "  they  sold  none  of  the  flour 
of  the  Empire  Mill  which  went  by  that  name,  although  it  is  proved  that  it  was 
the  best  patent  flour  that  mill  turned  out.    In  the  month  of  June  1903  the 

55  Pursuer  was  appointed  agent  in  Scodand  fo^  the  said  Empire  Mill,  and  forthwith 
began,  through  his  travellers^  to  push   the   ssde   of   ^'Diamonddust"   flour 
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manufactured  by  the  Empire  Mill,  and  was  successful  in  so  doing  to  a  consider- 
able extent.  When  the  Defenders  ceased  to  act  as  agents  for  the  said  Empire 
Mill,  and  knew  that  the  Pursuer  had  been  appointed  as  agent  for  that  mill,  they 
at  once  became  apprehensive  that  the  Pursuer  might  begin  to  push  the  sale  of 
Empire  Mill  flour  under  the  name  of  "  Diamonddust,"  and  they  anticipated  that  5 
this  might  interfere  with  the  sale  of  their  "  Diamonddust "  flour,  and  indeed  it 
appears  from  what  subsequently  happened  that  their  apprehensions  were  not 
without  some  foundation.  Accordingly  after  some  attempts  to  come  to  an 
arrangement  with  the  Pursuer,  the  Defenders  took  skilled  advice  as  to  the 
registration  of  the  said  name  as  a  Trade  Mark  under  the  Trade  Marks  Registration  10 
Acts,  46  and  47  Victoria  Chapter  57  and  51  and  52  Victoria  Chapter  50,  and  on 
the  3rd  of  September  1903  the  Defenders  registered  as  a  Trade  Mark  the  word 
or  words  "  Diamonddust."  Apparently  it  was  some  time  before  the  Pursuer 
beard  of  the  registration,  having  failed  to  observe  the  advertisement  made  by 
the  Comptroller  in  terms  of  the  Statute,  and  apparently  it  was  first  brought  to  15 
his  notice  in  December  1903.  It  is  apparent,  to  judge  from  his  letter  of  the 
24th  of  December  1903,  that  the  Pursuer  was  willing,  although  he  did  not 
consider  himself  bound,  to  change  the  name  of  the  flour  sold  under  the  brand  of 
"  Diamonddust."  Subsequently,  however,  he  departed  from  this  position,  and, 
on  or  about  the  8th  of  January  1904,  the  Defenders  raised  a  prosecution,  from  20 
which,  however,  the  Pursuer  was  assoilizied,  it  is  said,  on  the  ground  that  he  had 
acted  innocently  in  infringing  the  Trade  Mark,  and  after  some  further 
correspondence  this  action  was  brought  on  the  27th  of  June  1904.  A  Proof  was 
allowed  on  the  9th  of  November  1904,  which  was  originally  fixed  for  Thursday, 
the  22nd  of  December,  and  was  then  postponed  till  the  16th  of  February  1905.  25 
On  the  11th  of  February  1905,  the  Defenders  put  in  a  Minute  in  which  they 
stated  that  they  did  not  intend  to  maintain  their  defence  against  the  first  and 
second  conclusions  of  the  Summons.  Decree  accordingly  falls  to  be  pronounced 
in  terms  of  these  conclusions,  with  the  result  that  the  Defenders'  Trade  Mark  is 
removed  from  the  Register.  The  third  conclusion  of  the  Summons  still  remains  30 
for  consideration,  and  that  is  a  conclusion  for  damages. 

I  am  of  opinion  that  there  is  no  ground  in  law  for  awarding  damages  in  the 
present  action.  The  Defenders  apparently  believed  that  they  were  entitled  to 
have  the  brand  ^' Diamonddusf  registered  as  a  Trade  Mark,  and  they  were 
advised  t^t  such  use,  as  they  knew,  had  been  made  of  that  name  was  not  35 
sufficient  to  disentitle  them  to  its  registration.  It  was,  of  course,  a  question 
how  far  the  fact  of  American  goods  being  sold  under  an  American  trade  name 
was  use  of  such  a  kind  as  to  affect  persons  who  had  used  the  same  name  as  their 
own  Trade  Mark  in  this  country,  and  it  also  appears  doubtful  whether  they 
knew  even  of  the  amount  of  use  that  is  alleged  in  Condescendence  5,  and  40 
which,  it  will  be  observed,  was  exceedingly  intermittent,  both  as  to  the  times 
during  which  it  was  used,  and  the  people  by  whom  it  was  used,  and  in  almost 
every  case,  as  already  noted,  it  was  imported  from  America  as  a  name  of  the 
flour  which  was  designated  by  it.  The  name  was  at  one  time  adopted  by  one 
American  mill,  at  another  by  another ;  at  one  time  it  was  applied  to  a  winter  45 
flour,  and  at  another  to  a  spring  flour,  these  being  the  two  great  distinctive 
classes  into  which  American  flour  is  divided.  Accordingly  the  name 
'*  Diamonddust "  by  itself  did  not  describe  any  particular  kind  of  flour,  or 
the  flour  from  any  particular  mill.  But  if  coupled  with  the  name  of  the 
Empire  Mill,  Roscoe,  Ohio,  it  described  a  particular  kind  of  flour  made  by  that  50 
particular  mill.  Apparently  there  is  no  end  to  such  fancy  names  for  flours. 
"Gold  Medal,"  "White  Lilac,"  "Sweet  Violets,"  are  samples  of  the  names 
various  flours  enjoyed. 

The  registration  of  the  Trade  Mark  was  applied  for  in  the  usual  way,  and 
under  the  safeguards  provided  by  the  Act,  requiring  advertisement  by  the  55 
Comptroller  and  other  matters,     (See  Sectioiui  68  aQd  69  of  the  Patents  and. 
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Trade  Marks  Act  1883.)  As  already  noted,  the  Pursuer  did  not  take  advan- 
tage of  the  provisions  of  the  Act  allowing  him  to  apply  for  cancellation  of  the 
registration,  and,  until  this  action  was  raised,  took  no  steps  to  have  the  registration 
cancelled. 
5  I  am  of  opinion  that  if  the  Pursuer  suffered  any  damage  by  the  actings  of  the 
Defenders  in  registering  the  said  trade  name  as  a  Trade  Mark,  it  is  not  damage 
that  he  is  entitled  to  recover,  the  Defenders  having  been  guilty  of  no  unlawful 
or  illegal  act.  They  merely  exercised  the  right  the  Legislature  gave  them  of 
having  their  trade  name  registered  as  a  Trade  Mark,  and  if  they  were  not 

10  interpelled  from  doing  so  and  were  allowed  to  retain  the  registration  till  the 
present  proceedings  were  raised,  that  is  a  matter  for  which  they  cannot  be  held 
responsible  as  for  a  fault  or  an  illegal  act.  The  cases  of  Allen  v.  Floods 
L.R.  (1898)  App.  Cas.  1  \  Mogul  Steamship  Company,  L.R.  (1892)  App.  Cas.  25 ; 
and  Quinn  v.  Lea4,hem  (L.R.  (1901)  App.  Cas.  495)  were  cited  as  supporting  this 

15  view. 

The  prosecution  also  was  founded  on  as  being  wrongous,  but  I  do  not  think  it 
can  be  brought  under  a  different  category  from  the  registration  of  the  Trade 
Mark.  It  was  one  of  the  rights  secured  by  that  registration  that  the  owner  of 
the  registered  Trade  Mark  should  be  entitled  to  prosecute  for  its  infringement. 

20  On  the  whole,  I  am  of  opinion  that  at  Common  Law  any  loss  sustained  by  the 
Pursuer  must  be  looked  upon  as  a  damnum  absque  injuria. 

The  Pursuer^s  Counsel  also  founded  upon  the  provisions  of  section  90,  sub- 
sections 1  and  2,  of  the  Patents  and  Trade  Marks  Act  1883,  above  cited,  but  in 
my   view  that  section  has  not  the  effect  of  creating  a  statutory  groui;^d  of 

25  damages  or  providing  for  the  recovery  of  any  other  description  of  damages  than 
are  due  at  Common  Law. 

The  question  of  expenses  still  remains.  Upon  this  matter  I  consider  that  the 
Defenders  having  put  the  Pursuer  to  a  great  deal  of  expense  after  full  warning 
of  the  evidence  of  common  use  which  the  Pursuer  intended  to  bring,  and 

30  having  only  withdrawn  their  Defence  by  a  Minute  lodged  on  the  Saturday 
before  the  Proof,  which  was  to  commence  on  the  Thursday  following,  they 
ought  to  be  held  liable  for  all  the  expenses  up  to  and  including  the  day  before 
the  Proof,  so  as  to  bring  the  whole  expense  of  the  first  day  of  the  Proof  except 
the  actual  attendance  at  it. 

35  The  Interlocutor  was  as  follows :— "  The  LORD  ORDINARY,  having  taken  the 
*'  Proof,  and  heard  Counsel  for  the  parties,  and  considered  the  cause  in  respect 
«*  of  the  Minute  for  the  Defenders,  No.  61  of  I^ocess,  finds,  declares,  and 
^*  decerns  interms  of  the  First  and  Second  Conclusions  of  the  Summons ; 
"  Assoilzies  the  Defenders  from  the  Third  Conclusion  of  the  Summons  ;  finds 

40  **  the  Pursuer  entitled  to  expenses  up  to  and  including  the  15th  day  of  February 
'*  1905 ;  allows  an  account  thereof  to  be  given  in,  and  remits  the  same  when 
''  lodged  to  the  Auditor  to  tax  and  report.  Quoad  ultra,  finds  no  expenses  due 
'•  to  or  by  either  party  ;  and  decerns." 
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In  the  High  Court  op  Justice,— Chancbry  Division, 

Before  Mr.  Justice  FarwsTll. 

May  22nd  and  23rd,  1905. 

In  the  matter  of  Jackson's  Patent. 


Patent.^  Petition  for  revocation. — First  and  true  inventor. — Patent  alleged  5 
to  have  been  fraudulently  obtained  by  Patentee. — Charge  of  fraud  disprove. — 
Petition  diamiaaed. 

A  Patent  having  in  1903  been  granted  to  J.  for  ^^  Improvements  in  Sacks  or 
"  Material  for  Wrapping  or  Packing  PurposeSj  applicable  also  for  other 
"  PurposeSy^  B.  presented  a  Petition  for  revocation  of  the  Patent^  alleging  that  10 
he  was  the  first  and  true  inventor  of  the  patented  invention^  that  he  had  com^ 
municated  the  said  invention  to  J.  in  confidence^  and  that  the  invention  had 
been  patented  by  J.  in  fraud  of  him. 

Held  (hat  J.  was  the  first  and  true  inventor^  and^  further j  that  no  fraud 
had  been  proved.    The  Petition  was  dismissed  unth  costs.  15 

On  the  25th  of  February  1903,  Letters  Patent  (No.  4404,  of  1903)  were 
granted  to  Harold  Jackson  for  '^Improvements  in  Hacks  or  Material  for 
"  Wrapping  or  Packing  PnrpoBes,  applicable  also  for  other  Purposes." 

Oswald  Brock  subsequently  presented  a  Petition  for  the  revocation  of  the 
Patent,  by  which  he  alleged  as  follows  : — "  (1)  The  above-mentioned  Letters  20 
"  Patent  were  granted  to  Harold  Ja^kson^  of  the  Oaken  Clough  Paper  Mills, 
**  Oarstang,  in  the  County  of  Lancaster,  Paper  Manufacturer,  by  Letters  Patent, 
"  sealed  as  of  the  25th  of  February  1903,  for  an  invention  entitled  *  Improve- 
** '  ments  in  Sacks  or  Material  for  Wrapping  or  Packing  Purposes,  applicable 
'*  •  also  for  other  Purposes.'    The  said  invention  is  stated  in  the  Complete  25 
'^  Specification  to  consist  essentially  in  the  combination  with  a  woven  fabric  or 
^'  canvas,  such  as  jute  hemp  or  the  like,  of  an  elastic  crinkled  paper  of  strong 
'^  texture,  which  is  attached  to  the  surface  of  the  fabric  by  an  adhesive  materisd 
"  or  by  stitching  or  otherwise.      (2)   Prior  to  the  25th  February  1903  your 
'^  Petitioner  discovered  and  invented  the  said  invention  comprised  in  the  said  30 
^  Letters  Patent,  and  was  the  first  and  tru^  inventor  thereof,  and  prior  to  the 
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"  25th  of  February  1903  your  Petitioner  communicated  the  said  invention  to 
*^  the  said  Harold  Jackson  in  confidence,  in  order  that  the  said  Harold  Jackson 
^'  might  make  and  supply,  and  the  said  Harold  Jackson  did  accordingly  make 
.^  and  supply,  crinkled  paper  for  the  purpose  of  being  used  in  connection  with 
5  "  the  said  invention.  (3)  The  said  Harold  Jackson  subsequently  procured  the 
**  grant  of  the  said  Letters  Patent  to  himself,  in  fraud  of  the  rights  of  your 
"  Petitioner.  (4)  The  said  Harold  Jackson  was  not  the  first  and  true  inventor 
"  of  the  said  patented  invention." 
The  Ptoticulars  of  Objections  delivered  in  support  of  the  Petitioner  alleged  :— 

10  "  (1)   That  the  Patentee  -was  not  the  first  and  true  inventor ;    (2)   That  the 
'^  Petitioner  was  the  first  and  true  inventor ;   and  (3)  That  the  Patent  was 
'^  obtained    in    fraud    of    the   Petitioner's    rights    by  means  of    information 
"  communicated  by  the  Petitioner  to  the  Patentee  in  confidence." 
.    Particulars  were  on  the  Ist  of  May  1905,  pursuant  to  an  Order,  delivered  by 

15  the  Petitioner,  and  were  as  follow : — "  The  Petitioner,  Oswald  Brock^ 
^'  communicated  the  invention  in  question  in  this  matter  to  the  Respondent, 
^'  Harold  Jackson^  verbally  on  the  10th  of  January  1903,  and  the  16th  February 
"  1903,  and  also  in  writing  by  means  of  letters  written  by  the  Petitioner, 
^'  Oswald  Brocky  in  the  name  of  Brunner^  Mond  and  Company,  Ld.y  to  the 

20  *^  Respondent,  Harold  Jackson.  The  dates  of  such  letters  are  the  2nd,  the  6th, 
'*  the  10th,  the  17th,  the  21st  and  23rd  February  1903,  respectively." 

The  Petition  came  on  for  hearing  on  the  22nd  of  May  1905.  Upjohn  K.O., 
and  F.  Thompson  (instructed  by  Forshaw  and  Hawkins)  appeared  for  the 
Petitioner;    Gripps  K.C.,  and    J.  G.   Oraham    (instructed    by    W.  J.    and 

25  E.  H.  Tremellenj  agents  for  Blair  and  Seddon  of  Manchester)  appeared  for  the 
Respondent. 

Gripps  K.C.,  opened  for  the  Respondent's  case. — The  Petitioner  is  a  buyer 
for  the  well-known  firm  of  Brunner^  Mond  and  Company^  Ld.y  of  Northwich. 
Prior  to  the  date  of  the  Patent,  in  the  coarse  of  his  duties  he  found  there  was 

30  a  need  of  a  better  sack  or  bag  for  holding  chemicals  than  was  then  on  the 
market.  Not  only  is  strength  necessary,  but  the  material  should  also  be  impervious; 
to  secure  this  end  jute  bags  with  paper  linings  had  been  tried.  Unfortunately, 
the  jute  material  is  more  elastic  than  the  paper,  and  consequently  the  paper 
linings  tore.    The  Petitioner  received  a  bag  from  America  in  which  the  lining 

35  was  composed  of  a  crinkled  paper,  the  folds  or  corri^ations  of  which  enabled  it 
to  give  with  the  stretching  of  the  bag  without  breaking.  Seeing  the  advantage 
of  this  material.  Brock  made  endeavours  to  procure  paper  of  the  same 
kind  in  this  country.  .Ultimately  it  was  suggested  to  him  to  try 
Mr.  Jackson.^  the  Respondent.     An  appointment  was  made  for  an  interview, 

40  and  on  the  10th  of  January  1903,  Mr.  Brocky  together  with  his  father-in-law, 
Mr.  Whittley  called  on  Mr.  Jackson  at  Garstang.  Brock  showed  a  sample 
of  the  crinkled  paper  and  asked  Jackson  whether  he  could  produce  it.  To  this 
Jackson  replied  that  he  was  willing  to  experiment  and  would  let  Brock 
know  the  results.     The  interview  proper  then  closed,  but   before  parting  it 

45  was  casually  mentioned  by  Brock  that  if  such  a  crinkled  paper  lining  could 
be  united  to  the  canvas  or  jute  an  ideal  bag  would  be  produced.  From  the 
correspondence  it  appears  that  experimentfl  were  made.  Jackson  submitted 
samples,  and  on  the  4th  of  February  1903,  wrote  inquiring  whether  it  was  necessary 
for  the  paper  to  adhere  to  the  canvas.    To  this  letter  Brock  replied  on  the  6th  of 

50  February,  and  stated  that  it  would  be  necessary  to  secure  the  one  to  the  other.  It 
is  alleged  that  in  this  letter  Brock  communicated  the  invention  to  Jackson.  But 
this  letter  contains  no  instructions  as  to  how  they  shall  be  secured.  On  the  16th 
of  February  1903,  Brock  and  Whittle  paid  another  visit  to  Garstang,  and  discussed 
the  details  of  the  paper  and  bjeig  with  Jackson.    Brock  told  Jackson  that  he 

55  congratulated  himself  on  having  found  an  inventor  who  could  produce  what 
they  wanted.    The  communication  of  the  invention  to  Jackson  is  alleged  to  have 
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been  made  during  these  two  interviews  and  by  the  letter  of  the  6th  of  February 
1903.  On  the  4th  of  March  1903,  Jackson  wrote  to  Brunner^  Mond  A  Co.  informing 
them  that  he  had  patented  the  invention  ;  Jackson  also  offered  Brock  from  20  to 
25  percent,  of  the  profits  of  the  invention  in  recognition  of  the  help  he^  Jackson^ 
had  received  from  him.  No  protest  was  made  by  Brock  against  Jackson^s  action  5 
in  patenting  the  invention.  On  the  18th  of  May  1903,  Brock  wrote  to  Jackson 
making  certain  suggestions  as  to  foreign  Patents,  and  admitting  that  legally  he 
had  no  claim  whatever  upon  the  Patent  rights.  This  letter  absolutely  negatives 
any  suggestion  of  fraud.  In  October  1904,  negotiations  were  opened  with  a 
Dundee  firm  which  seemed  likely  to  lead  t<»  a  large  business  in  the  patented  10 
bags.  Following  these,  Brock  asked  Jackson  for  a  larger  share  of  the  profits, 
and  on  this  being  refused  he  for  the  first  time  alleged  that  he,  Brocky  was  the 
actual  inventor.  Further  correspondence  and  interviews  followed,  during  which 
various  terms  were  suggested  and  discussed.  On  the  27th  of  September  1904, 
Brock  wrote  that  without  doubt  the  invention  was  his,  and  should  not  have  been  15 
patented  by  Jackson  without  his  consent.  This  was  the  first  time  there  was 
ever  a  suggestion  of  fraud,  and  Brock  intimated  that  the  Patent  Acts  gave  him  a 
remedy.  Throughout  Brock  gave  no  information  whatever  as  to  the  invention. 
[Farwbll  J. — I  want  to  know  what  is  the  gist  of  the  invention.]  The  validity 
of  the  invention  is  not  in  issue,  being  admitted  by  both  parties.  [Farwbll  J, —  20 
It  is  necessary  for  me  to  know  in  order  that  I  may  decide  as  to  whether  the 
invention  was  communicated  by  Brock  to  Jackson."]  The  essence  of  the 
invention  is  the  uniting  of  the  two  materials  together. 

The  Patentee  was  called  as  witness,  and  bore'out  the  opening  statement  of 
Counsel.  In  cross-examination^  he  stated  that  while  Brock  had  explained  the  25 
requirements  of  his  firm  he  had  given  no  information  as  to  the  invention,  and 
that  he,  Jackson^  had  not  waited  for  information  from  Brock  before  patenting 
it.  OoolCy  a  mechanic  in  Jackson^s  employ,  was  also  called  to  depose  to 
making  experiments  on  the  manufacture  of  crinkled  paper,  and  mode  of  uniting 
same  to  sacking.  30 

This  concluded  the  Respondent's  case. 

ThepetitionerJ?r(;cA;wascalled,and  examinedby  UpjohnK,G,  He  deposed  that 
bags  of  the  nature  of  the  invention  were  a  great  want,  that  he  had  discussed  the 
same  with  his  co-employes,  and  that  at  the  first  interview  with  Jackson^  he  told 
the  latter  that  the  united  material  would  make  a  perfect  bag.  At  a  further  35 
interview.  Brock  suggested  coating  the  cloth  with  an  adhesive  substance,  and 
thus  letting  the  edges  only  of  the  crinkles  adhere.  He  thought  Jackson  had  been 
guilty  of  sharp  practice  in  taking  out  the  Patent.  Whittle  was  called  as  a 
witness  in  corroboration  of  Brock. 

Thompso^i  summed  up  on  behalf  of  the  Petitioner. — Before  the  first  interview  40 
Brock  had  conceived  the  idea  that  union  of  the  fabrics  was  necessary.    Brock 
had  on  the  occasion  of  the  two  interviews,  and  in  the  letter  of  the  6th  of  February 
1903,  divulged  the  invention  to  Jackson.    Not  only  was  the  principle  commu- 
nicated, but  also  the  method  of  carrying  it  out  by  using  pitch  or  tar  as  adhesive, 
and  Jackson's  duty  was  simply  to  carry  out  the  idea  that  Brock  gave  him.  45 
Then,  after  obtaining  the  invention  from  Brocks  Jackson  proceeded  to  take  out 
his  Patent.    So  long  as  Brock  was  negotiating  for  a  share  of  the  Patent,  it  was 
not  necessary  for  him  to  take  steps  to  set  aside  the  Patent,  but  when  Jackson 
denied  Brock^s    right  to    any   such    share,  he    consulted    his  solicitor,  and 
commenced  the  present  proceedings  for  revocation.    It  was  submitted  that  if  50 
A  is  the  first  and  true  inventor,  and  comes  to  B,  and  then  B  patents  the 
invention,  he  does  so  in  fraud  of  A's  rights. 

No  reply  was  called  for. 

Farwbll  J. — Ifi  it  were  not  that  there  is  in  this  case  a  serious  charge  of 
fraud  affecting  the  honour  of  a  gentleman  in  business,  I  should  be  almost  55 
disposed  to  say  the  case  was  of  small  importance.    The  fraud  as  mentioned  in 
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the  Act  is  described  by  Mr.  Justice  Stirling  as  involving  dishonesty  or  grgve 
moral  cnlpability  on  the  part  of  the  person  obtaining  the  Patent.*  That  is  the 
charge  that  is  made  against  Mr.  Jticksan, 

Now  the  facts,  when  they  are. extracted  from  the  evidence  that  I  have  heard, 
5  really  lie  in  a  very  small  compass.  I  do  not  think  there  is  very  much  difference 
between  the  evidence  on  each  side.  I  think  it  is  dlfificnlt  for  Mr.  Brock  \o 
expect  me  to  believe  that  he  has  a  very  clear  recollection  of  anything  beyoiid 
that  which  he  thought  of  sufiftcient  importance  to  put  on  the  contemporaneoas 
note  that  he  made,  namely,  this  :  that  he  **  could  produce  corrugated  paper 'sisch 

10  ^'  as  this  ex  U.S.  Will  experiment  and  communicate ; "  and  he  says  thkt  is 
about  right.  He  is  entitled  to  the  benefit  of  anything  that  Mr.  Jack»m  said  took 
place  as  well,  and  I  think  the  gist  of  it  really  comes  to  what  Mr.  Jdk^ftson  said  in 
chief — ^af  ter  the  gentlemen  had  seen  him  with  respect  to  producing  this  corru- 
gated paper,  which  was  undoubtedly  the  object  of  their  visit,  they  discussed  tlie 

15  bags  which  were  used  by  Messrs.  Brunner^  Mond  A  Co.^  in  their  busihess. 
Mr.  JackMn  says  they  then  walked  away  together,  and  **  Mr.  Whittle  or  Mr.  Btock 
^'  suggested  casually  after  the  gist  of  the  interview  was  over  that  a  sack  having 
^  crinkled  paper  adhering  would  be  perfect.  The  common  sack  had  loose  lining. 
^  Mr.  Brock  asked  if  I  could  unite  crinkled  paper  with  canvas.    I  said  I  bould 

20  *^  not  with  the  existing  n[iachiue,  but  I  would  experiment  further,  after  I  had 
^^  tried  to  make  the  crinkled  paper."  Mr.  Brock^  in  answer  to  Mr.  Grippe^  in 
his  cross-examination  which,  if  he  will  sdlow  me  to  say  so,  had  the  mdat 
charming  novelty  to  me  of  being  extremely  brief  as  well  as  very  effective,  said  this : 
*'  I  asked  only  to  have  the  crinkled  paper  made.      The  method  of  producing  the 

25  ^*'  paper  was  his  business,  not  mine.  I  made  no  suggestion  as  to  that.  I  said  if 
**'  he  succeeded  in  making  the  paper  and  uniting  it  with  doth  it  would  be  a  very 
^'  valuable  combination.**  This  is  the  alleged  communication  of  the  inventton. 
Then  as  to  the  interview  of  the  16th  of  February,  in  eroes-examination  all  that 
he  suggested  was  that  the  adhesive  should  be  put  on  the  cloth  an,d  not  on  the 

30  paper. 

The  result  seems  to  me  to  come  to  this^that  the  buyer  of.  a  large  firm  goes 
with  his  father-in-law,  who  is  engaged  in  the  paper-making  trade,  to  -see  a 
paper  maker,  and  they  tell  him  what  they  want ;  apd  it  is  said  that,  because 
they  tell  him  what  they  want,  they  have  therefore  communicated  to  him  a 

35  valuable  invention.  The  fact  that  there  was  nothing  there  that  Mr.  Brock  at 
the  time  thought  he  had  invented  is  perfectly  apparent  from  his  own  letter  of 
the  18th  of  May.  I  will  not  go  through  all  the  facts  and  dates  again,  but  the 
Patent  was  in  fact  only  taken  out  on  the  %th  of  February,  and  it  was  com- 
municated on  the  4th  of  March  to  Messrs.  Brunner^  Mond  Jt  Co.y  and  Mr.  Brock 

40  heard  of  it  about  that  time.  Mr.  Brocky  on  the  18th  of  May,  writes  a  letter,  and 
this,  be  it  observe<l,  is  a  letter  to  Mr.  Jackeonj  the  man  who,  according  to  his 
present  view,  has  robbed  him,  who  is  a  dishonest  person,  and  who  has  wickedly 
taken  away  the  benefit  of  his  invention.  He  writes  in  this  lett-er  : — ^*'  Of  course, 
your  English   Patent  covers  it  for  nine  months,  and  having  in  mind  your 

45  suggestion  that  I  should  participate  in  the  profits  which  may  accrue,  I  think  it 
only  fair  to  you  that  I  should  bear  a  proportion  of  the  cost  of  protecting  the 
Patent,  and  if  you  will  let  me  know  to  what  extent,  I  shall  be  pleased  to 
subscribe.  I  am  not  overlooking  the  fact  that  legally  I  have  no  claim  whatever 
upon  the  Patent  rights,  but  simply  make  the  suggestion  for  your  consideration." 

50  Is  it  conceivable  that  a  man  who  had,  and  knew  he  had,  conununicated  a 
valuable  invention  to  a  man  who  had  taken  out  a  Patent  in  fraud  of  his  rights, 
could  write  him  such  a  letter  as  that,  and  go  on  communicating  with  him  in  a 
friendly  manner  for  18  months  ?    The  fact  is  that  Mr.  Jackson  was  desirous  of 
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acting  handsomely  by"  Mr.  Brock,  and  offered  to  give  him  20  or  25  per  cent,  for 
the  assistance  that  he  bad  rendered  him,  and  variooa  discussions  went  on  on  that 
footing.  Then  a  very  large  order  was  obtained,  or  appeared  likely  to  be 
obtained,,  from  some  Scotch  paper  makers,  Messrs.  Cox  A  Go.^  and  Mr.  Brock's 
appetite  was  apparently  whetted,  and  he  desired  50  per  cent.,  and  varioas  5 
discussions  went  on  as  to  whether  he  should  have  any  more.  He  then^  for  the 
first  time,  made  the  suggestion  that  it  was  his  Patent,  after  he  had  seen  a 
solicitor.  That  seems  to  me.  somewhat  remarkable.  It  appears  to  me  that  the 
whole  of  this  has  come  from  the  fact  that  Mr.  Brocks  not  having  got  as  much  given 
to  him  as  he  thought  he  would  .like  to  have — ^not  that  he  was  entitled  to  it,  but  10 
that  he  would  like  to  hiavo^^oes  to  the  solicitor  probably  to  consult  him  as  to 
whether  he  had  a  perfect  agreement  omot^  and  the  solicitor  then'  makes  some 
BUggestion  as  to  this  fraud,  which  is  now  put  forward  seriously  as  a  matter  for 
the  Court  to  determine.  I  think  it  would  be  perfectly  shocking  if  a  gentleman 
of  Mr.  Jcick8on*8  position  were  convicted  of  fraad  upon  such  evidence  as  that.       15 

I  am  not  to  be  taken  as  pronouncing  any  opinion  on.  Mr.  JackaotCs  Patent. 
I  am  not  concerned  with  the  validity  of  his  Patent.  What  I  have  to  see  is 
whether  the  Petitioner  brings  himtelf  within  the  26th  Section  of  the  Patents, 
Designs  and  Trade  Marks  Act,  1888 — '^A  petition  for  revocation  of  a  Patent 
^  may  be  presented  by  (c)  any  person  alleging  t^t  the  Patent  was  obtained  in'  20 
^  fraud  of  his  rights  or  of  the  rights  of  any  person  under  or  through  whom  he 
^  claims  *' ;  and  then,  of  course,  he  has  to  prove  that  the  fraud  which  he  alleges 
is  made  out.  I  think  it  is  quite  clear  that  the  fraud  is  not  made  out.  Then  (d) 
<'  any  person  alleging  that  he  or  any  person  under  or  through  whom  he  olaims 
^  was  the  true  inventor  of  any  invention  included  in  the  claim  of  the  Patentee.'' -25 
Now  I  hav«  asked  Mr«  Thompson  to  tell  me  what  his  invention  is,  and  as  far  as 
I  can  make  out,  the  only  invention  is  that  the  man  ordered  a  bag  with  the 
canvas  sticking  to  the  paper.  .  To  say  that  that  is  invention  appears  to  me  to  go 
beyond  any  of  the  numerous  definitions  of  that  much  misused  word  that  I  have 
ever  come  across.  I  think  it  is  really  hard  on  a  man  that  he  should  be  30 
accused  of  fraud  on  such  flimsy  materials  as  these,  and  I  dismiss  the  Petition 
with  costs. 
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Before    Mr.    Justice    Buckley. 


May    12th   and   ISth,    1905. 


McNaught  v.  Dawson. 


5      PtUent— Action  for    infringement-^Prior    iMer.—Subfect-mcUter.'^PcUent 
held  to  be  invcUid. — Jttdgnumt  for  Defendant. 

The  oumer  of  a  Patent  for  improvements  in  machinery  for  scouring  and 
washing  wool  commenced  an  action  for  infringement^  in  which  t?^  Defendant 
alleged  the  invalidity  of  the  Patent  on  the  grounds  of  want  of  subject-matter 

10  CMd  prior  user.  The  Plaintiff  alleged  tJiat  his  patented  combination  was  a 
washing  tank^  thai  such  tanks  formerly  had  an  upper  trough  with  a  false 
bottom  of  per f orated  plates  through  which  the  dirt  fell  to  the  bottom  of  the 
iank^  and  that  the  plates  had  to  be  removed  for  the  purpose  of  cleaning  out 
the  tank^  and  thai  the  novel  feaiwres  of  his  combincUion  were  a  clear  space 

15  at  the  side  of  the  tank  through  which  brushes  could  be  inserted  without 
removing  the  plates^  and  that  the  bottom  of  the  tank  sloped  IcUerally  or  was 
curved  for  the  purpose  of  allowing  the  dirt  to  accumulate  at  one  part  of  the 
bottom  of  the  tank  where  it  could  be  most  easily  reached.  In  one  of  the  alleged 
prior  users  the  washing  trough  wasy  for  a  purpose  other  than  cleaning^  made 

go  to  taper  and  thus  a  tapering  space  was  formed  at  one  side^  and  the  Defendant 

alleged  that  the  tank  was  cleaned  out  by  putting  brooms  doum  through  this 

dear  space.    The  Plaintiff  contended  that  it  was  not  possible  so  to  clean  out 

the  tank  in  question.    T?he  tank  had  a  curved  bottom. 

Heldy  that  there  was  no  patentable  inventionj  and  therefore  no  subject-matter^ 

25  and  further  thai^  even  if  there  were  subject-matter^  the  invention  had  been 

anticipated  by  the  prior  user  above  referred  to.     The  action  wets  dismissed 

with  costs. 

2  I 
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On  the  10th  of  April  1894,  Letters  Patent  (No.  7133*  of  1894)  were  granted  to 
WiUiam  McNav^ht  for  an  invention  of  '*  Improvements  in  or  applicable  to 
"  machinery  for  scouring  and  washing  wool  and  other  fibrous  materials."  The 
Complete  Specification,  as  amended  in  accordance  with  a  decision  of  the  Chief 
Examiner  dated  the  29th  of  November  1904,  was,  so  far  as  material  for  this  5 
report,  as  follows  : — 

'^  My  invention    relates    to  improved    combinations  and    arrangements  of 
"  mechanism  for  scouring  and  washing  wool  and  other  fibrous  materials. 

"  The  liquor  used  in  washing  according  to  my  invention,  is  contained  in  a 
"  wide  trough  having  two  separate  divisions,  one  for  liquor  in  which  the  10 
"  material  is  immersed  while  being  scoured  or  washed,  which  I  will  term  the 
'*  washing  tank,  and  the  other  for  the  liquor  which  has  been  discharged  at  the 
*'  end  of  the  washing  tank,  and  this  latter  division  of  the  trough  forms  and  will 
*'  be  hereinafter  referred  to  as  the  settling  tank,  forming  also  a  reservoir  for  the 
^'  liquor  from  which  it  is  pumped  back  into  the  feeding  end  of  the  washing  15 
^*  tank,  as  fast  as  required. 

^^  That  division  of  the  washing  tank  in  which  the  washing  or  scouring  of  the 
"  fibrous  material  is  effected  is  partitioned  off  [if  desired,  by  a  perforated 
"  partition]  on  one  side  by  preference,  from  the  other  part  of  the  washing  tank, 
*'  and  has  a  perforated  or  false  bottom,  by  this  means  the  fibrous  material,  to  be  20 
^'  treated  is  confined  to  this  portion  of  the  washing  tank,  which  I  will  term  the 
*'  *  washing  trough,'  but  there  is  free  communication  between  the  liquor  in  the 
"  washing  trough  and  that  in  the  washing  tank,  and  the  level  of  the  liquor  in 
'^  both  remains  the  same  when  the  liquor  is  stationary.  The  washing  tank  has 
*'  an  inclined  bottom,  the  incline  commencing  at  it  highest  end  on  one  side  of  25 
S*'  it^  below  the  perforated  or  false  bottom  of  the  washing  trough,  and  extends 
''  nearly  to  the  other  side  of  the  washing  tank,  so  that  sediment  passing  through 
'<  the  false  or  perforated  bottom  of  the  washing  trough  falls  upon  the  inclined 
^*  bottom  of  the  washing  tank  and  by  slight  agitation  of  the  liquor  readily  slides 
^<  or  falls  down  the  inclined  bottom  of  the  washing  tank,  to  that  side  of  it  where  30 
^  there  is  a  clear  and  open  space  in  the  washing  tank  from  end  to  end  for 
\^  agitating  the  liquor  and  washing  out  the  bottom  of  the  washing  tank.  The 
"  bottom  of  the  washing  tank  near  one  side  may  be  inclined  more  or  less  in  the 
"  lengthway  of  the  washing  tank,  so  that  all  the  liquor  may  be  drawn  off  at  one 
"  end,  or  it  may  be  drawn  off  in  the  middle,  if  the  bottom  of  the  side  of  the  35 
''  washing  tank  is  inclined  towards  the  middle  from  both  ends.  The  perforated 
"  bottom  of  the  washing  trough  is  below  the  delivery  end  so  that  the  material 
"  is  partly  pushed  and  floated  over  the  end  of  the  washing  trough  to  the 
"  squeezing  rollers.  The  liquor  passing  along  with  the  material  being  treated 
**  and  that  expressed  by  the  squeezers  is  received  into  a  trough  below,  connected  40 
"  by  a  pipe  or  trough  with  that  end  of  the  settling  tank,  from  the  other  end  of 
"  which  it  is  pumped  by  a  centrifugal  or  other  pump  into  the  feeding  end  of  the 
**  washing  trough.  The  water  going  to  the  washing  trough  passes  through  a 
**  suitable  cock  or  valve  so  that  the  quantity  may  be  regulated  and  is  heated  by 
.*<  a  steam  jet  in  passing.  45 

"  The  mechanism  for  propelling  and  acting  upon  the  material  being  treated 
"  in  the  washing  trough  may  be  similar  to  that  described  in  the  Specification  of 
"  Letters  Patent  granted  to  John  McNaught  and  myself  No.  983  of  1882,  and 
^^  may  be  actuated  in  like  manner.  Or  it  may  consist  of  a  series  of  detached 
"  perforated  immersers  having  teeth  or  prongs  on  their  lower  sides,  these  50 
"  immersers,  forcing  the  material  down  in  the  liquor,  being  attached  at 
<^  intervals  to  a  frame  extending  in  the  lengthway  of  the  washing  trough, 
<*  this  frame  having  movements  imparted  to  it  to  cause  it  to  ascend  and  descend 
"  vertically  and  move  to  and  fro  in  the  lengthway  of  the  trough  horizontally. 

^*  The  propelling  frame  is  cafrled  on  two  shafts  in  bearings  on  standards  from  55 
**  the  washing  tank,  and  these  shafts  have  each  arms  connected  to  th&  frame  by 
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"  rods,  and  the  two  shafts  are  connected  by  a  rod  to  make  them  move  together 
**  and  the  shafts  have  arms  for  weights  to  counter-balance  the  weight  of  the 
**  frame,  or  the  frames  may  be  made  in  two  sets  so  as  to  balance  each  other. 
"  The  vertical  movement  of  the  propelling  frame  is  imparted  by  a  cam  and 
5  "  lever  and  connecting  rod  and  the  horizontal  movement  is  given  by  a  crank,  or 
"  by  a  crank  the  bowl  of  the  pin  of  which  works  in  a  slot  in  a  lever  jointed  on 
"  the  framing  which  lever  is  connected  with  the  propelling  frame  by  a  rod. 

"  Or  modifications  of  the  above  described  mechanism  for  actuating  the 
"  propelling  frame  may  be  used.      Instead  of  a  settling  tank  there  may  be  a 

10  **  small  tank  for  an  elevator  wheel  to  work  in,  or  a  centrifugal  or  other  pump 
"  may  be  used  in  connection  with  the  small  tank.  The  said  washing  tank  may 
"  have  the  washing  trough  in  its  middle  with  a  space  on  each  side  for  washing 
"  out ;  the  bottom  of  the  washing  tank  in  such  case  being  highest  in  the  middle 
"  and  inclined  both  ways  from  the  middle  to  the  two  sides  of  the  washing 

15  "  trough,  or  the  bottoms  may  be  inclined  from  the  sides  to  the  middle  of  the 
"  washing  tank  or  curved  in  the  widthway  of  the  washing  tank. 

"  Fig.  1,  is  a  side  elevation  with  the  part  of  one  side  of  the  washing  tank 
'*  supposed  broken  away  to  show  the  washing  trough  in  section  and  a  view  in 
"  full  line  of  other  parts,  the  propelling  frame  being  arranged  and   worked 

20  **  as  described  in  the  Specification  of  the  aforesaid  Patent  No.  983  of  1882. 
•*  Pig.  2,  is  a  cross  sectional  elevation  about  the  middle  of  the  lengthway  of 
"  the  washing  tank,  at  that  part  where  the  elevator  wheel  is  placed,  this  view 
"  shows  the  *  washing  tank '  *  washing  trough '  and  the  end  view  of  a  small 
"  '  settling  tank '  and  the  elevator  wheel,  but  the  propelling  frame  and  its 

25  "  mechanism  is  omitted.  Fig.  3,  shows  a  cross  sectional  elevation  of  a  modifi- 
"  cation  of  my  invention  with  a  washing  tank,  having  the  washing  trough  in 

"  the  middle,  and  a  settling  tank  on  one  side 

"  In  the  machine  shown  by  Figs.  1  and  2-  a,  is  the  washing  tank ;  6,  the 
"  washing  trough ;  c,  a  small  settling  tank,  supported  on  a  frame ;   6^,  is  the 

30  "  perforated  bottom  of  the  washing  trough.  The  wool  or  material  to  be  treated 
**  is  fed  by  the  ordinary  endless  lattice  or  apron  rf,  to  the  end  of  the  washing 
"  trough  h.  It  is  immersed  in  the  liquor  in  the  washing  trough  and  propelled 
"  along  it  to  the  delivery  end  of  the  machine  from  which  it  is  pushed  by  the 
"  propeller  frame,  up  the  incline  from  the  bottom  of  the  washing  trough  over 

35  "  the  delivery  end  of  the  washing  trough,  the  height  of  which  is  shown  by  the 
"  line  6^,  and  down  or  along  a  surface  6^  with  some  of  the  liquor  to  the  squeez- 
"  ing  rollers  e  and  «^,  and  this  liquor  and  that  expressed  by  the  ordinary 
"  squeezing  rollers  e  and  c^,  is  received  in  a  trough  c^,  under  the  lower  roller  6^ 
'*  hereinafter  more  particularly  described,  and  flows  by  pipes  e",  to  the  small 

40  "  settling  tank  or  cistern  c. 

^^  Before  passing  from  the  pipes  ^,  to  the  settling  tank  c^  it  may  pass  through 
"  a  vessel  /,  of  well  known  arrangement,  into  which  steam  is  blown  to  heat  the 
"  passing  liquor. 

'*  From  the  small  cistern  or  settling  tank  c,  the  liquor  is  elevated  by  the 

45  *'  bucket  wheel  g^  back  into  the  washing  trough  h.  The  liquor  in  the  washing 
"  tank  and  trough  is  at  about  the  same  level. 

"  The  mechanism  d,  for  feeding  the  wool  or  material,  the  pronged  propelling 
**  frame  hy  the  mechanism  for  suspending  and  actuating  it,  the  squeezing  rollers 
"  e  and  e^,  and  the  elevator  wheel  ^,  are  all  well  known  parts,  and  are  fully 

50  "  described    in    the    Specification    of    Letters    Patent    granted    to  John  arid 
"  William  McNaught. 
"  It  will  be  seen  from  Fig.  2,  that  the  bottom  a*,  of  the  washing  tank  a,  is 

.  ,  "  inclined  in  the  widthway  of  the  tank  from  one  side  to  nearly  the  other  side 
•  "  of  the  tank,  and  the  dirt  passing  through  the  perforated  bottom  &*,  of  the 

55  "  washing  trough  6,  can  fall  upon  the  inclined  bottom  a^,  which  extends  or  may, 
'*  extend  or  nearly  so  from  end  to  end  of  the  washing  tank  a.    It  will  be  seen 

2  I  2 
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^^  that  there  is  space  on  one  side  of  the  washing  trough  by  between  the  middle 
*'  partition  ^,  forming  the  inside  of  that  trough  and  one  side  of  the  washing 
**  tank  a,  that  gives  access  for  stirring  up  the  liquor  when  washing  out  the 
"  washing  tank."    .... 

"  Pig.  3,  shows  a  washing  tank  with  the  washing  trough  with  its  perforated 
*'  bottom  h^^  in  about  the  middle,  leaving  a  space  on  each  side  of  the  washing 
^^  trough  for  washing  out  the  tank  a.  The  bottom  a\  of  this  tank  is  inclined  in 
"  both  directions  in  the  widthway  of  the  tank  from  the  middle,  and  the  settling 
'*  tank  0,  along  one  side  of  the  washing  tank  a,  is  also  made  with  a  bottom  c\ 
"  inclined  in  its  widthway  from  one  side  to  the  other,  these  inclines  of-  and  c\ 
^*  extending  in  each  case  &om  end  to  end  or  nearly  so  of  the  machine.  •    •    . 

'*  Fig.  13  44?  shows  the  cross  section  of  a  washing  tank  a,  and  washing  trough 
^'  5,  somewhat  similar  to  Fig.  3,  but  with  a  double  curved  bottom  a\  in  the 
"  widthway  of  the  tank. 

^*  Fig.  14  ^  shows  a  cross  section  of  a  washing  tank  a,  and  washing  trough  ft, 
"  similar  to  that  shown  by  Fig.  18  +6^  but  with  a  single  curved  bottom  a^  des- 
"  cending  from  each  side  to  the  middle  of  the  tank 

**  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
^  invention,  and  in  what  manner  the  same  is  to  be  performed,  /  desire  it  to  he 


10 


15 


Rricj4.  n — p 


'*  understood  thai  the  tanks  referred  to  in  each  of  the  following  claims  are  to  be  20 
"  limited  to  those  in  which  there  is  a  clear  and  open  side  space  as  above  described^ 
**  and  I  declare  that  what  I  claim  is 

^*  1.  The  combination  of  washing  troughs  and  washing  tanks,  having  the 
"  bottom  of  the  washing  tank  inclined  or  curved  in  the  widthway  of  the  wash- 
^'  ing  tank,  substantially  as  and  for  the  purpose  hereinbefore  described,      •    •    •  25 

^*  4,  The  combination  of  washing  tanks  and  washing  troughs,  the  washing 
*^  tanks  having  inclined  or  curved  bottoms  in  the  widthway  of  the  tanks  with 
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^<  meohanical   agitators,   substantially   as   and   for  the   purpose  hereinbefore 

"  described  and  illustrated  by  Pigs.  8  to  14  Wy  inclusive  of  the  Drawings.  .    •   ." 

On  the  5th  of  December  1904,  the  Patentee,  who  traded  as  John  and  William 

AlcNaught^  commenced  an  action  against  John  Dawson  for  infringement  of  the 

5  Patent,  claiming  the  usual  relief. 

The  Plaintiff,  by  his  Statement  of  Olaim,  alleged  (1)  that  he  was  the  owner  of 
the  Patent ;  (2)  that  the  Specification  was  duly  amended  ;  (3)  that  the  Claims  in 
the  original  unamended  Specification  were  framed  in  good  faith,  and  with 
reasonable  skill  and  knowledge  ;  (4)  that  the  Defendant  had  infringed  and 

10  intended  to  infringe.  The  Particulars  of  Breaches  alleged  that  the  Defendant 
had  infringed  Claims  1  and  4  of  the  Specification. 

The  Defendant,  by  his  Defence,  denied  infringement,  and  alleged  that  the 
Patent  was  invalid,  and  that  the  Claims  in  the  original  unamended  Specification 
were  not  framed  in  good  faith,  and  with  reasonable  skill  and  knowledge. 

15  The  Particulars  of  Objections  alleged  (1)  that  the  alleged  invention,  as  claimed 
in  each  of  the  Claims  of  the  Specification  for  which  the  Patent  was  granted, 
was  not  new  at  the  date  thereof,  but  had  been  published  within  this  realm  : 
(A)  By  the  publication  of  the  following  Specifications  : — (1)  The  Provisional 
Specification  1511  of  1870,  of  John  and  William  McNaught^^9,^Q  2,  lines  1  to  7, 

20  being  relied  on  ;  (2)  the  Si>ecification  of  Patent  2772  of  1870,  granted  to  John 
and  William  McNaught^  the  parts  relied  on  being  from  page  5,  line  35,  to  the  end 
of  page  6,  and  figures  3,  4  and  4a  ;  (3)  the  Specification  of  Patent  886  of  1877, 
granted  to  Oscar  Low^  the  whole  being  relied  on ;  (4)  the  Specification  of 
Patent  2720  of  1881,  granted  to  John  Petrie^  junior,  the  parts  relied  on  being 

25  Figures  3  and  7,  and  the  letterpress  relating  thereto ;  (5)  the  Specification  of 
Patent  3591  of  1883,  granted  to  John  Petrie  and  F.  W.Petrie,  Figures  2, 4  and  7 
being  relied  on  ;  (6)  the  Specification  of  Patent  2532  of  1888,  granted  to  Singer 
and  Inddly  Figures  4,  9  and  10,  and  the  letterpress  relating  thereto,  being  relied 
on  ;  (7)  the  Specification  of  Letters  Patent  14,039  of  1888,  granted  to  George  and 

30  Arthur  Btimdly  Figures  1  and  2,  and  the  letterpress  relating  thereto,  being  relied 
on.  (B)  By  the  use  in  public  of  tanks  and  troughs  for  scouring  wool,  similar 
to  those  described  in  the  Plaintiff's  Specification,  and  claimed  in  all  the 
Claims  thereof  by  the  persons  at  the  places  and  on  or  about  the  dates  as 
follows  :— (1)  Messrs.   W.  &  M.  Thompson  Blacky  at  Victoria  Mill,  Rutland 

35  Street  Bradford,  in  and  since  1885 ;  (2)  Campbell  A  Harrison  Ld.  at  their 
works  in  Ripley,  Bradford,  in  and  since  1885  ;  (3)  the  Defendant  at  his  works 
near  Rochdale,  in  July  and  August  1893,  and  in  February  1894 ;  (i)  Messrs. 
Jarmaine  A  Sons^  at  Minerva  Works,  Huddersfield,  in  and  since  1890,  and  in 
and  since  October  1893,  and  February  1894 ;  (5)  Messrs.  Perry  A  Oo.j  at  Shipley 

40  Fields  Ironworks,  Shipley,  Bradford,  about  the  year  1890 ;  (6)  Joseph  Benn  A 
Sons  Ld,  Great  Horton,  Bradford,  in  and  since  1890. 

(2.)— That  the  Patent  was  invalid,  for  the  reason  that  the  alleged  invention 
described  and  claimed  in  the  Specification  thereof  formed  the  subject-matter  of 
a  prior  grant  of  Letters  Patent,  namely  Letters  Patent  No.  15,082  of  1893  granted 

45  to  John  and  William  McNau{/hL 

(3.) — That  having  regard  to  the  state  of  public  knowledge  at  the  date  of  the 
Patent  with  respect  to  washing  troughs  and  washing  tanks  for  washing  and 
scouring  wool,  having  the  bottom  of  the  washing  tank  inclined  or  curved  in  the 
widthway  of  the  washing  tank  as  described  in  the  Specification  of  the  Patent, 

50  and  having  regard  to  the  common  use  of  mechanical  agitators  prior  to  the 
said  date  for  the  purpose  of  cleaning  out  tanks  in  which  washing,  dyeing, 
and  other  such  processes  were  conducted,  no  invention  was  required  to 
produce  the  washing  trough  or  tank  or  the  mechanical  agitators  claimed  in 
the  Claims  of  the  Specification,  and  the  Patent  was  invalid  for  want    of 

55  subject-matter. 

The  action  was  tried  before  Buckle;?  J,  on  May  the  12th  and  13th,  1905. 
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A^i^/ury   KX%  ard  X  C-  Graham  ''insmicted  by  C  Pi^r^^^satUm  J.H. 
(i^jf/f'^  <'^  Ma/*<;h^:«|.vrr;  app^^u^  for  tLe  I>ef er.dar:.:. 

Sf^/t/U//n   K/l.  ^p^n^J  iL^  cai*^  for  the  PUii;:iiL — Thi^  iavcmioo  relates  to  5 
rr.;ii/;h.r.«ji  f/yr  <rl^r,lr./  wool,  ar.d  :h^  Flaiiitiff  xa  the  chief  maker  of  mch  machineBL 
lu  wff^A,  *if^:\'A.\j  in  ah^p'gi  wy^/L  there  ia  a  considerable  amount  of  diit  and 
irr^ikft^,  ^\,\f,u  Vjri<  \^,  (rot  rid  of«  acd  the  inTention  is  for  an  improTemtent  in  the 
t!ink«  rj^/J  for  dolr.^r  thliL     TL^^^e  taoks  are  arranged  in  fleriea,  and  the  <4d 
Hrr^u'^hu,*rux  wm  to  have  perforated  copper  plates  throng  which  the  dirt  ooold  10 
f^tll  Uf  the  bott/yrn  of  the  tanks.     Before  this  inTention  these  plates  had  to  be 
rernore^J  in  or^J^^'r  to  clean  oat  the  lower  part  of  the  tank.    This  was  incooTenient 
and  ^;ari^^]  a  1^/^  of  time,  and  was  dangerous.    Besides  the  ^ates  got  injored 
by  their  remz/vaL    The  invention  introdaced  two  alterations,  fast,  the  inner  tank 
wa«  rna/le  narrower  than  the  onter  one  so  as  to  leave  a  space  at  each  nde  or  one  15 
^ide,  and  the  l>^/ttora  of  the  tank  was  Hloped  croasways  so  that  the  aocnmnlations 
i'jftiUl  1^  ea4<ily  got  rid   of.    By  this  means  the  removal  of  the  plates  was 
avoid#^b    Thr;re  are  two  or  three  different  forms  of  the  new  tank.    [Parte  of  the 
4ymjplete  Hjiecification  were  read.]     The  Claims  must  be  read  in  conjonction 
with  the  disclaiming  clanse.    Claims  I  and  4  are  completely  taken  by  the  20 
li^ffendant.    There  is  no  question  as  to  infringement ;  the  real  question  is  as  to 
validity. 

The  following  witnenw*  were  called  for  the  Phdntiff : — O.  C.  MarkSj  Patent 
agent,  and  F.  Farrer^  the  manager  of  Greenwood  Jt  Co^  Bradford,  wool-combers. 
In  the  c^^urse  of  the  crfiss^xamination  of  the  former,  models 3  and  4,  which  are  25 
Tf.fHrrvA  Ut  in  the  Judgment  and  related  to  the  prior  users  alleged  in  paragraphs 
B  C/tjaud  (i)  of  the  Particulars  of  Objections  were  put  to  the  witness.  The 
maifhines  of  which  thene  were  said  to  be  models  are  described  in  the  Judgment. 
Then;  wan  no  contest  as  to  the  machine,  of  which  No.  4  was  said  to  be  a  model, 
having  been  fixed  before  the  date  of  the  Patent,  but  there  was  as  to  the  construe-  30 
tion  of  it;  and  the  evidence  called  for  the  Defendant  as  well  as  the  rebutting 
evidence  given  for  the  Plaintiff  relating  principally  to  the  construction  of  the 
nia<;hineM  in  ouestion. 

Antlmry  K,0,  opened  the  Defendant's  case :— This  is  simply  a  Patent  for 
making  a  machine  more  convenient  by  providing  a  place  for  putting  in  a  broom.  35 
There  is  al)Holut«5ly  no  subject-matter.  The  authorities  are  collected  in  Frost 
on  PatentH  at  i>{igeH  79  and  83.  Two  of  the  principal  cases  are  Hanvood  v. 
Grml  NorUisrn  Railway  Company  (11  H.L.C.  654),  and  Morgan  v.  Windover 
(7  l{J'.('.  131).  Evidence  will  be  called  to  show  that  machines  were  con- 
Hlriictrd  according  to  models  (3)  and  (4)  and  used  before  the  date  of  the  40 
Pat^'Tit.  TlM^re  v/as  a  side  space  in  each  for  the  purpose  of  cleaning.  The 
bottom  of  No.  4  is  curved. 

The  Dtifo.ndant  was  called  as  a  witness,  and  also  W.  Darhishare^vAxo  had 
been  in  MeHHrn.  Jarmaine  A  Sons'  employ  at  the  date  of  the  alleged  prior  users. 

Tho  IMuintifr  was  allowed  to  call  rebutting  evidence  as  to  the  prior  users  and  45 
Ihe  following  witneKHCH  were  called,  namely,  G,  S,  Jarmaine/1\  W.Hawkins 
a  nianag(5r  for  the  Plaintiff,  and  F.  A,  H,  Beeleyy  the  Plaintiff's  nephew. 

(iruhfun  sununed  up  the  Defendant's  case. — ^There  are  two  questions,  namely  : 
antic!ip.itioii  by  prior  users  and  subject-matter.    As  to  the  first,  it  is  a  mere 
(lUc'Mtion  of  fact,  and  I  submit  that  the  prior  user  is  established.    Secondly,  50 
tlinro  wuH  no  invention  whatever ;  the  introduction  of  the  side  space  was  an 
obvloiiH  way  ()f  getting  at  the  bottom  of  the  tank  for  scrubbing  it  out. 

MnuifoH  Iv.(-.  in  reply.— It  is  submitted  that  the  alleged  anticipation  is  not 
provnd,     Tho  inviMition  wan  the  combination  of  the  side  space  with  the  sloping 
hoiUuii.     Thnro  rtmld  bi»  no  effective  cleaning  out  through  the  side  space,  even  55 
If  the  alli^giMl  anticipation  was  constructed  as  alleged.    As  to  subject-matter, 
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people  had  for  30  years  been  trying  to  get  a  way  of  constmcting  the  tanks  so  as 
easily  to  clean  them  out.  If  there  was  an  acknowledged  need  and  many  effortsr 
were  made  to  satisfy  it,  that  is  strong  evidence  of  invention  ;  the  simplicity  of 
the  arrangement  is  nnder  those  circnmstances  in  favour  of  the  Patentee.  The 
5  solution  was  not  an  obvious  one,  the  old  single  tank  with  a  false  bottom  was 
changed  into  two  tanks.  [The  following  cases  were  referred  to  on  the  question 
of  subject-matter: — Haslam  v.  Hall  (5  R.P.C.  1),  Hayward  v.  Hamilton 
(Griffin's  P.O.  115),  Haldm  v.  Hall  (21  R.P.C.  609),  and  Tayhyr  v.  Annand 
(18  R.P.O.  53).]    Utility  is  not  assailed  in  this  case.    The  combination  was 

10  new  as  a  whole,  and  one  element  in  it  was  novel. 

Buckley,  d. — The  subject  of  this  contest  is  a  machine  for  scouring  and 
washing  wool.  It  seems  to  be  called  a  bowl  by  the  trade.  It  is  what  I  ^ould 
call  a  trough — ^a  thing  of  considerable  length  and  of  comparatively  small  width 
and  breadth.    It  has  a  solid  bottom  and  also  a  false  bottom,  and  the  system  is 

15  one  by  which  the  dirty  wool  is  introduced  into  the  upper  receptacle 
having  a  false  bottom,  which  is  called  the  washing  trough,  and  there 
treated  with  water  and  alkali.  The  dirt  goes  through  the  perforations, 
in  the  false  bottom  into  the  lower  portion,  which  is  a  washing  tank,  and  there 
forms  a  very  considerable  sediment.    Bowls  or  troughs  of  this  description,  thus 

20  formed  with  a  false  bottom  and  a  solid  bottom  below  it,  were  well  known  at 
the  date  of  this  Patent,  and  it  is  not  contested  that  the  first  Claim,  except  as 
controlled  by  that  which  is  introduced  by  the  disclaimer,  was  old  when  this 
Patent  was  granted  in  1894.  By  disclaimer  this  was  introduced,  *<  I  desire 
^Mt  to  be  understood  that  the  tanks  referred  to  in  each  of  the  following  Claims 

25  ^^  are  to  be  limited  to  those  in  which  there  is  a  clear  and  open  side  space 
"  *as  above  described.*' 

What  I  have  to  consider  is  whether  the  addition  to  such  a  machine  as  I  have 
described,  of  a  clear  and  open  side  space,  was  a  new  thing  and  was  an  invention. 
Now  for  the  purpose  of  that  which  the  Patentee  calls  his  invention,  he  started 

30  with  this.  He  was  acquainted  with  the  fact  that  a  fluid  will  always  run  down* 
hill ;  he  knew  that  if  a  fluid  held  a  sediment  in  solution,  it  would  tend  to 
deposit  it,  so  far  as  it  could,  at  the  lowest  point,  and  he  knew  that  if  you  had 
an  adhesive  dirty  matter,  which  you  wanted  to  remove,  it  was  desirable  to  use  a 
brush,  and  that  you  could  not  use  a  brush  if  you  had  not  a  clearance  to  get  it 

35  in  at  the  place  where  you  wanted  to  use  it.  He  was  going  to  apply  two  very 
simple  applications  of  the  law  of  gravitation,  and  the  principle  of  the  lever, 
and  furnished  with  that  very  modest  equipment  of  knowledge,  he  made  what 
he  calls  his  invention.  The  invention  seems  to  me  to  be  this — so  arrange 
the  solid  bottom  of  your  bowl  as  that  the  lowest  point  shall  coincide  in 

40  point  of  line  with  the  place  over  which  you  have  provided  a  clearance,  and  then 
you  will  be  able  to  get  in  the  broom  and  sweep  out  the  dirt  which  there  is  there. 
Now  is  that  an  invention  ?  Is  there  any  subject-matter  at  all  in  that  ?  I  confess 
I  fail  to  see  it.  The  matter  with  which  the  Patentee  was  going  to  deal  of  course 
was  perfectly  common  knowledge.    The  idea  that  if  you  want  to  clean  a  thing 

45  and  to  clean  it  out  with  a  broom,  you  have  to  make  room  to  get  yonr  broom  in, 
is  perfectly  obvious.  It  seems  to  me  that  no  invention  was  required  for  the 
purpose  of  saying  that  if  you  find  it  inconvenient  to  remove  the  false  bottom  of 
the  washing  trough  so  as  to  reach  the  solid  bottom  of  the  washing  tank,  then  leave 
a  clearance  to  reach  it,  and  arrange  that  your  deposited  sediment  shall  find  itself 

50  in  a  position  at  which  it  is  exposed  to  a  brush  introduced  from  the  top.  In  my 
judgment  there  is  no  invention  required  in  order  to  arrive  at  that  result. 
Everything  to  be  the  subject  of  a  Patent  must  involve  somehow  the  application 
of  the  inventive  mind.  I  think  it  requires  no  invention  to  arrive  at  this 
conclusion. 

55  But  suppose  that  I  am  wrong  and  that  there  was  some  invention  in  this,  it 
seems  to  me  further,  that  the  invention,  if  there  was  any,  was  anticipated.    The 
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application  for  the  Patent  in  qnestion  was  made  on  the  10th  of  April  1894,  and 
before  that  date,  namely  in  October  1893  and  February  1894,  there  had  been 
done  that  which  I  am  going  to  state.  The  Defendant,  Mr.  Dawson^  had,  for  a 
firm  of  Jqrmaine  and  Company^  who  carried  on  this  wool  washing  bosiness, 
made  at  the  end  of  1893  a  first  machine,  which  has  been  called  ^^No.  3'*  5 
in  these  proceedings.  No.  3  was  a  failure.  It  was  used  for  a  few  hours 
and  did  not  act.  No.  3  was  constructed  in  this  way.  The  bowl  was  a  thing 
3  feet  2  inches  wide,  and  the  false  bottom  seems  to  haye  been  formed  of  plates 
which  were  3  feet  by  2  feet,  the  3  feet  being  across  the  width  of  the 
bowl.  Dawson  took  these  and  turned  them  the  other  way  round,  so  that  10 
he  got  the  2  feet  width  across  the  bowl.  That  left,  of  cours%  a  space  of 
1  foot,  and  he  introduced  a  plate  there  and  thus  produced  a  bowl  which 
contained  a  washing  trough  of  2  feet  wide,  and  a  washing  tank  which  remained, 
as  it  was  before,  3  feet  wide,  and  there  was  a  space  left  which  roughly  was  a 
foot  wide,  less  the  thickness  of  the  plate.  He  then  supplied  a  continuous  15 
movable  platform  or  apron  composed  of  brass  strips  or  bands,  each  I  think 
an  inch  wide  ;  there  were  23  of  them,  which  filled  up  the  2  feet  allowing 
sufficient  room  for  clearance,  and  those  were  to  convey  the  wool.  It  was  a 
mere  carrying  platform  which  was  carried  forward  as  a  continuous  band 
from  end  to  end  of  the  bowl  to  carry  the  wool.  He  tried  that ;  but  it  failed  20 
altogether.  The  brass  bands  buckled  directly  they  were  exposed  to  heat. 
They  did  not  remain,  as  they  ought  to  have  remained,  horizontal.  They 
assumed,  I  suppose,  a  more  or  less  vertical  position,  leaving  interstices ;  the 
wool  went  through  into  the  washing  tank  below  and  the  thing  was  a  failure. 
It  was  tried  for  a  few  hours,  and  it  would  not  do  at  all,  and  nothing  more  was  25 
done.  But,  however,  Dawson  did  thus  form  a  washing  tank  and  a  washing 
trough  in  which  there  was  a  side  space,  and  it  has  been  proved,  for  what  it  is 
worth,  which  is  very  little,  that  when  they  came  to  clean  out  the  thing  they 
did  use  a  brush  at  the  side,  but  the  user,  of  it  was  very  small,  and  really  nothing 
turns  on  this  No.  3.  30 

Well,  that  thing  having  failed,  he  then  constructed  for  Messrs.  Jarmaine  another 
thing, ''  No.  4.'^  That  was  constructed  in  such  a  way  that  the  washing  trough 
diminished  in  horizontal  width  as  you  passed  from  the  receiving  end  to  the 
delivery  end.  The  purpose  for  which  it  was  reduced  in  width  at  the  delivery 
end  was  this,  that  when  the  wool,  washed  or  partly  washed,  leaves  the  first  35 
bowl  of  the  series,  it  is  passed  through  squeezing  rollers,  to  dry  it  to  a  certain 
extent — ^to  empty  it  of  the  dirty  water  which  is  in  it— and  the  operation  of  the 
squeezing  rollers  is  slightly  to  increase  its  width.  Ton  want,  therefore,  to 
discharge  it  from  the  machine  No.  1  at  a  width  less  than  the  width  of  the 
machine  No.  2  which  is  going  to  receive  it,  in  order  that,  when  extended  by  the  40 
squeezing  rollers,  it  may  not  be  too  wide  for  the  next  bowl  in  the  series.  That 
was  the  purpose  of  it,  and  Dawson  tapered  the  washing  trough  so  that  it  was 
narrower  at  the  delivery  end  that  it  was  at  the  receiving  end.  Well,  he  did  this 
with  one  of  the  well  known  and  existing  rectangular  washing  tanks,  and,  of 
course,  the  result  was  to  produce  at  the  side  of  the  tank  an  open  space  which  45 
diminished  from  a  certain  width — ^the  exact  width  has  been  in  contest — at  the 
delivery  end  of  the  tank  to  nothing  down  at  the  receiving  end  of  the  tank. 
There  was  a  space  left.  The  Defendant  says  that  that  was  7  inches  wide  or 
about  6  inches  clear  open  space  at  the  delivery  end  of  the  bowl.  The  Plaintiff 
says  it  was  not  so  much,  that  it  was  3  or  4  inches  or  something  of  that  kind.  At  50 
any  rate  it  was  a  space  which  diminished,  as  I  have  said,  down  to  nothing  when 
you  got  to  the  further  end.  Evidence  has  been  given  by  a  Mr.  Darbyshire  to 
prove  (there  is  no  question  at  all  about  this)  tiiat  that  machine  was  used  for 
8  years  day  and  night,  he  says,  continuously  used  for  washing  wool,  and,  of 
course,  was  cleaned  from  time  to  time.  Mr.  Darbyshire  says  that  for  cleaning  55 
they  inserted  brusl^es  into  the  side  space  and  brushed  the  thing.     Here  I 
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will  refer  to  something  which,  I  think,  explains  to  a  certain  extent  some  of 
the  contradictions  in  the  evidence,  if  contradictions  there  are.  It  is  obvions  that 
with  this  narrow  space,  if  you  got  the  broom  down  the  side  spaces  of  No.  4,  you 
could  neyer  reach  the  middle  of  the  bottom  of  the  bowl ;  you  could  only  reach 

5  the  side.  You  could  scrub  the  bit  of  the  sides  immediately  below  the  open 
space,  and  you  could  agitate  the  water  and  thus  tend  to  disturb  the  mud  or 
deposit  in  the  middle,  but  you  could  neyer  scrub  the  middle  unless  you  used  an 
appropriate  tool.  Of  course  you  might  have  a  tool  so  made  that  after  its 
insertion  you  could  turn  it  transversely  across  the  bowl  and  reach  the  middle  of 

10  the  bowl  and  scrub  it,  but  nobody  ever  invented  or  supplied  a  brush  for  that 
purpose,  and  that  was  not  done.  The  conflict  of  evidence  as  to  which  I  speak 
is  this — were  the  bottom  plates  of  this  No.  4  taken  out  for  the  purpose  of  clean- 
ing out,  or  were  they  not  ?  The  result  of  the  evidence,  I  think,  is  this,  that 
when,  as  I  have  been  told,  these  things  have  to  be  effectually  and  thoroughly 

15  cleaned  out,  which  is  about  every  three  or  four  months,  I  should  think  very 
likely  the  bottom  plates  were  taken  out,  and  the  thing  was  scrubbed  out  from 
end  to  end,  but  when  the  thing  was  being  cleaned  out  after  each  operation, 
which  is  done  more  or  less  after  each  operation  by  using  a  hose-pipe,  and,  if 
necessary,  using  a  brush,  I  think  the  result  of  the  evidence  is  that  these  spaces 

20  were  used  to  assist,  so  far  as  they  could  assist,  in  the  cleaning  operation  of  that 
which  was  below.  In  other  words,  if  there  is  any  inventive  idea  at  all  in 
passing  a  brush  down  a  hole  for  the  purpose  of  sweeping  below  it,  it  was  a  thing 
which  was  used  with  reference  to  this  thing.  As  I  have  said,  I  cannot  grasp 
myself  that  there  is  any  invention  in  the  idea,  but  for  this  part  of  the  Judgment 

25  I  am  assuming  that  there  was.    If  there  was,  that  idea  was  not  new  at  all ; 

that  process  was  not  new  at  all.    It  was  an  idea  and  a  process  which  was  used,  I 

think,  in  connection  with  this  No.  4  from  the  time  when  it  was  first  employed. 

There  is  only  one  other  matter  which  I  want  to  refer  to  upon  this,  and  that  is 

in  Mr.  Jarmaine's  evidence,  which  seems  to  me  significant.    He  says  himself 

80  that  he  tried  to  get  a  brush  down  the  open  space  in  this  thing,  and  that  he 
could  not  do  it.  Why  did  he  try  to  get  a  brush  down  ?  Because  he  wanted  to 
sweep  below,  of  course,  and  he  only  &iled  to  do  it  because  he  had  not  got  an 
appropriate  brush,  I  suppose.  His  brush  was  too  wide.  Nor  where  is  the 
novelty  or  invention,  taking  his  evidence  alone,  in  saying  that,  if  the  space  is 

35  not  wide  enough  to  get  the  broom  down,  widen  your  space,  or  diminish  the 
width  of  your  broom.  It  seems  to  me  that  if  there  was  any  invention  in  it  at 
all  it  was  forestalled  by  that  which  Mr.  Dawwn  had  done,  and  the  date  of  that 
is  some  time  in  February  1894, 1  think — before  the  application  for  this  Patent 
was  made.    I  arrive  at  the  conclusion,  therefore,  that  there  was  no  subject-matter, 

40  and  that,  if  there  was  subject-matter,  it  was  anticipated.  Being  of  that  opinion 
I  must  dismiss  the  action  with  costs. 

A  Certificate  as  to  certain  of  the  Particulars  of  Objections  was  given,  namely, 
as  to  1  (A),  (B)  (4)  and  3, 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Farwell. 

May  5th,  6th  and  8th,  1905. 

Mappin  and  Webb  Ld.  v.  Leapman. 


Trdde  Name. — Action  for  passing  oj^— "  Mappin's." — False  representations  5 
by  shopmen.^Injunction. — Registration  of  Trade  Marks  in  Classes  12  and  14. 
— Evidence  by  Megistrar  as  to  practice. — Trade  Mark  RuleSy  1890,  Rule  6. 

The  Plaintiffs^  Mappin  and  Webb  Ld.,  incorporated  in  1898,  were  the 
successors  in  business  of  two  old-established  firms  of  Mappin  Brothers  and 
Mappin  and  Webb.  The  Defendant  L.,  a  London  retailer^  sold  goods  similar  \q 
to  the  Plaintiffs^  but  made  by  one  B.,  who  was  alleged^  udthout  strict  proof 
to  have  bought  the  business  in  SJieffleld  of  one  Theophilus  Mappin,  trading  as 
Mappin  and  Sons.  The  goods  sold  by  the  Defendant  were  marked  <'  Mappin 
and  SonSy^  and  bore  price-tickets  with  such  phrases  as  "  Mappings  Al  Quality.^'* 
The  Defendants  salesmen  had  represented  that  tJie  goods  were  the  same  as  the  15 
Plaintiff^'.    Separate  proceedings  were  pending  against  B. 

Held,  that  the  Plaintiffs  wet^e  entitled  to  an  injunction  restraining  the  Defen* 
dant  from  sellifig  goods  not  of  the  Plaintiffs^  manufacture  as  and  for  such 
goods. 

Mappin  and   Webb   Ld.    were   a  company  incorporated  in  1898  upon  the  20 
amalgamation  of  two  firms,  their  predecessors  in  business,  as  manufacturers  of 
and  dealers  in  silver  and  silver-plated  goods. 

The  business  was  originally  founded  by  Joseph  Mappin^  who  carried  it  on 
under  the  style  "  Mappin "  or  "  Mappin  and  Sons "  until  his  death  in  1840. 
Prom  1840  to  1860  his  sons  carried  it  on  as  ^^  Mappin  Brothers^'*'  and  in  1861  25 
one  of  them,  John  Newton  Mappin^  starts  business  in  Sheffield  under  the 
style  "  Mappin  and  Co.j'^  which  shortly  afterwards  was  altered  to  Mappin  and 
Webb.'' 

The  firm  of   Mappin  Brotliers  commenced  business  in  London  in  King 
William  Street  in  1856,  in  Regent  Street  in  1861,  and  in  Cheapside  in  1888.  30 
The  firm  of  Mappin  and  Webb  commenced  business  in  London  in  Oxford 
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Street  and  in  Cheapside  prior  to  1880.    Both  firms  were  Royal  Warrant  holders, 

and  these  were  the  two  firms  amalgamated  in  1898  into  Mappin  and  Webh 

Ld. 

On  the  14th  July  1904  Mappin   and    Webh    Ld.  commenced   an  action 

5  against  Isidore  Leapman^  trading  in  Victoria  Street   and  in  the  Strand,  in 

London,  in  respect  of  plated  goods  not  of  the  Plaintiffs'  mannfactare  sold  by 

the  Defendant  in  the  manner  mentioned  in  paragraph  8  of  their  Statement  of 

Claim,  which  was  as  follows  : — 

"  (1.)  The  Plaintiff  Company  are  manufacturers  of,  and  dealers  by  wholesale 

10  *^  and  retail  in  (among  other  things),  silver  and  silver-plated  articles  at  Sheffield, 
"  in  London  and  elsewhere.  Their  silver  and  silver-plated  goods  are  well 
"  known  and  have  a  great  reputation  all  over  the  world.  The  said  goods  are 
"  known  and  are  frequently  referred  to  and  ordered  by  or  under  the  name  or 
'*  description  of  *  MappirCs^  and  the  said  name  or  description,  when  applied  to 

15  "  silver  and  silver-plated  articles,  formerly  indicated  and  was  understood  by 
'*  the  trade  and  public  to  mean  the  goods  of  one  or  other  of  the  two  firms 
"  hereinafter  referred  to,  and  it  now  indicates  and  is  understood  by  the  trade 
"  and  public  to  mean  the  said  goods  of  the  Plaintiff  Company.  (2.)  The 
"  Plaintiff  Company  was  incorporated  in  the  year  1898,  and  took  over  and 

20  "  has  since  continued  the  business  of  the  firm  of  *  Mappin  and  WelibJ  formerly 
'*  carried  on  as  aforesaid  by  the  said  firm  since  the  year  1860,  or  thereabouts. 
'*  (3.)  The  firm  of  *  Mappin  Brothers  *  was  established  at  Sheffield  more  than 
^^  100  years  ago.  Down  to  the  time  of  the  amalgamation  hereinafter  mentioned, 
'*  it  carried  on  business  as  aforesaid.    In  the  year  1902  the  said  businesses  were 

25  '^  amalgamated,  and  the  goodwill  of  the  said  firm  of  *  Mappin  Brothers  *  was 
^'  assigned  to  the  Plaintiff  Company.  (4.)  Before  the  said  amalgamation 
*'  the  Plaintiff  Company  had  a  large  and  well-known  retail  business 
**  at  the  comer  of  The  Poultry  and  Queen  Victoria  Street,  London, 
''and  the  said  firm  of  Mappin  Brothers  had  a  similar  retail   business  in 

30  '^  Cheapside,  London.  The  said  retail  businesses  are  now  carried  on  at  the 
"  first-mentioned  premises.  (5.)  The  Plaintiff  Company  have  been  appointed 
"  silversmiths  to  His  Majesty,  and  they  were  formerly  appointed  silversmiths  to 
"  Her  late  Majesty  Queen  Victoria.  Many  of  their  said  goods  are  marked  on  the 
'^  goods  or  the  cases  thereof  with  a  Crown  and  with  the  letters  V.R.  or  E.R.,  and 

35  "  some  of  the  same  are  also  marked  *  A.I.'  The  best  description  of  their  silver- 
"  plated  goods  are  known  and  described  as  '  Prince's  Plate '  or  *  Queen's  Plate.' 
**  (6.)  The  Defendant  is  a  retail  dealer  in  plated  goods  and  cutlery  at  Nos.  179 
"  and  181  Victoria  Street,  Westminster,  and  No.  229  The  Strand,  London.  (7.) 
'^  The  Defendant  has  on  numerous  occasions  sold  and  offered  for  sale  silver- 

40  "  plated  goods  which  are  not  the  goods  of  the  Plaintiff  Company  as  or  for  such 
"  goods.  (8.)  Particulars  of  the  instances  of  passing  off  which  are  at  present 
"  known  to  the  Plaintiff  Company  are  as  follows  : — (a)  In  the  month  of  May 
'^  1904,  and  down  to  the  commencement  of  this  action,  the  Defendant  exposed 
''  for  sale  at  his  said  shops  plated  goods  upon  which  were  displayed  cards  bear- 

45  *'  ing  the.  words  *  Mappings  Celebrated  Make,'  and  *  Mappings  A  1  Quality.'  The 
^^  said  goods  or  some  of  them  were  in  cases  upon  which  were  marked  a  Crown, 
"  the  letters  V.R.  and  the  words  '  Mappin  and  Sons^  Sheffield.'  Some  of  the 
"  said  goods  were  stamped  with  the  letters  and  figure  *  M.  &  S.,  A  1.'  (6.)  On 
"  the  2nd  of  May  1904,  at  No.  179  Victoria  Street,  the  Defendant's  salesman 

50  "  sold  to  Charles  Henry  Lawson  a  case  of  fish  knives  and  forks,  which  he 
**  verbally  described  as  being  the  goods  of  the  Plaintiff  Company,  and  which  were 
^^  described  upon  the  bill  given  by  the  said  assistant  to  the  said  GJiarles  Henry 
**  Ijawson  as  *  Mappings  Fish  Eaters.'  (c.)  On  the  19th  of  May  1904,  at  179 
"  Victoria  Street,  the  Defendant's  salesman  sold  to  Henry  Portlock  a  case  of 

55  "  dessert  knives  and  forks  which  he  verbally  described  as  being  the  goods  of 
"  the  Plaintiff  Company,  and  as  *  Prince's  Plate.'    (A)  On  the  14th  of  July,  at 
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"  No.  229  The  Strand,  the  Defendant's  salesman  sold  to  the  said  Hm9^  PorOock 
**  a  case  of  dessert  knives  and  forks,  which  he  verbally  described  as  being  the 
"  goods  of  the  Plaintiff  Company  and  as  *  Prince's  Plate,'  and  which  were 
"  described  upon  the  bill  given  by  the  said  assistant  to  the  said  Henry  Portlock 
"as  *  A  1  Quality  Dessert  Knives  and  Forks,  Mappiyt^sJ"  (9.)  None  of  the  .*> 
"  goods  referred  to  in  paragraph  8  hereof  were  the  goods  of  the  Plaintiff 
"  Company  or  of  either  of  the  firms  aforesaid,  or  *  Prince's  Plate,'  but  they  were 
"  all  goods  of  very  poor  quality  and  workmanship.  (10.)  The  sale  and  offer  for 
"  sale  of  inferior  goods  as  or  for  the  goods  of  the  Plaintiff  Company  is  calculated 
"to  seriously  injure,  and  has  in  fact  seriously  injured  the  reputation  of  their  10 
"  business  and  of  their  genuine  goods.  (11.)  The  description  of  silver  or  silver- 
"  plated  goods,  which  are  not  the  goods  of  the  Plaintiff  Company,  as  *  Mappings ' 
"  or  ^Mappin  and  <Sons,'  or  ^ Mappings  Celebrated  Make,'  or  ^ Mappings  A  1 
^*  Quality,'  or  *  Prince's  Plate,'  either  accompanied  by  the  marks  V.R.  and  a 
"  Crown  or  alone,  is  calculated  to  deceive."  The  Plaintiffs  accordingly  claimed  15 
"  an  injunction  to  restrain  the  Defendant,  his  servants  and  agents,  from  selling 
"  or  offering  for  sale  any  goods  not  being  the  goods  of  the  Plaintiff  Company  as 
"  or  for  such  goods,  and  either  under  the  description  '  Mappin  and  Wehb^ 
"  *  Mappin  and  Sons^  or  any  description  comprising  the  name  *  Mapping  or 
"  under  the  description  *  Prince's  Plate,'  or  in  any  other  manner  whatsoever,"  20 
and  other  relief. 

By    his    defence   the    Defendant   alleged   as   follows : — "  The    Defendant, 
"  Isidore  Leapman^  carries  on,  and  has  for  many  years  past  carried  on,  business 
"  at  Nos.  179  and  181  Victoria  Street  Westminster,  and  No.  229  Strand,  as  a 
"  retail  dealer  in  cutlery,  plated  and  unplated,  and  in  a  great  variety  of  other  25 
"  goodd,  which  he  purchases  from  numerous  manufacturers  and  re-sells  on  his 
"  own  account.      (2.)   Among  the  goods  in  which  the  Defendant  deals  as 
"  aforesaid,  he  has,  for  seven  or  eight  years  last  past,  been  in  the  habit  of 
"  purchasing  and  re-selling  cutlery,  plated  and  unplated,  manufactured  and 
"  supplied  to  him  by  Messrs.  Mappin  and  SonSy  of  Charleston  Works  Sheffield.  30 
"  No  change  in  the  manner  in  which  the  business  of  the  said  firm  is  conducted, 
"  or  in  the  class  of  goods  sold  has  taken  place  since  the  Defendant  has  dealt 
"  with  them  as  aforesaid,  and  Messrs.  Mappin  and  Sons  allege,  and  the  Defendant 
"  believes,  that  their  said  business  has  been  carried  on  in  the  same  manner 
"  and  under  the  same  trading  style  since  the  year  1850,  or  prior  thereto.  35 
"  (3.)  As  to  paragraph  1  of  the  Statement  of  Claim,  the  Defendant  says  that  the 
"  name, '  Mappin^s^^  as  applied  to  cutlery,  plated  or  unplated,  indicated,  prior  to 
"  the  year  1860,  that  the  goods  to  which  it  was  applied  were  the  goods  of  either 
"  Mappin  Brothers  or  Mappin  and  Sons^  and  since  that  date  that  the  goods 
"  to  which  it  was  applied  were  the  goods  of  one  or  other  of  the  said  firms,  or  of  40 
"  Messrs.  Mappin  and  Webb  or  of  Messrs.  Mappin  and  Company ^  of  Birmingham, 
"  and  that  the  question  which  of  the  said  firms  was  meant  has  always  depended 
"  upon  the  circumstances  of  the  particular  case,  and  the  state  of  knowledge  of 
"  the  particular  customer,  and  this  is  so  at  the  present  time.    The  fact  that  two 
"  of  the  Mappin  firms  have  amalgamated  does  not  (the  Defendant  submits)  45 
"  entitle  them  to  interfere  with  the  previous  manner  of  sale  of  the  goods  of 
"  other  Mappin  firms.   (4.)  Save  as  af  )resaid,  the  Defendant  does  not  admit  any  of 
"  the  statements  contained  in  paragraphs  1  to  5,  both  inclusive,  of  the  Statement  of 
"  Claim.    (5.)  The  Defendant  denies  that  he  has  on  numerous  or  any  occasions 
"  sold,  or  offered  for  sale,  any  goods  which  were  not  the  goods  of  the  Plaintiffs  50 
"  as  or  for  such  goods.    (6.)  The  articles  of  plated  cutlery  referred  to  in 
"  paragraph  8  of  the  Statement  of  Claim  were  all  cutlery  manufactured  and 
"  supplied  to  the  Defendant  by  Messrs.  Mappin  and  Sons^  and  in  the  same 
**  condition  in  respect  of  stamps  and  cases  in  which  they  were  received  from 
"  Mappin  and  Sons,  and  in  which  similar  goods  had  been  received  from  55 
"  them  and    re^sold    for  eight    years  previously,  or    thereabouts.    In    some 
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**  cases  cards  were  displayed  in  the  Defendant's  window,  with  the  words 
"  *  Mappings  A  1  Quality,"  but  not  with  the  words,  *  Mappings  Celebrated  Make.' 
^'  The  Defendant  denies  that  in  any  of  the  instances  lettered  (b)  (c)  and  (d)  the 
"  goods  referred  to  were  verbally  or  otherwise  described  by  his  salesmen 
ft  ^*  as  being  the  Plaintiff  Company's  goods  or  '  Prince's  Plate.'  In  each  instance 
**  the  Plaintiffs'  emissary  endeavoured  to  induce  the  Defendant's  salesman  to 
^*  describe  the  goods  as  *'  Mappin  and  WebVa^^  and  in  each  case  he  was  distinctly 
^  informed  that  the  goods  were  those  of  Mappin  and  Sona^  and  not  of 
*'  Mappin  and  Webb.    (7.)  As  to  paragraph  9  of  the  Statement  of  Claim  the 

10  ^'  Defendant  says  that  the  plated  cutlery  referred  to  was  of  good  quality  for  the 
^'  price  paid.  (8.)  As  to  paragraph  10  of  the  Statement  of  Claim,  the  Defendant 
*'  denies  that  any  goods,  not  being  the  Plaintiffs'  goods,  have  been  sold  by  him 
*'  as  or  for  their  goods,  and  he  denies  that  the  Plaintifb  have  been  in  any  way 
'Mnjured  by  anything  done  by  him.    (9.)  The  terms  *  Mappings  Celebrated 

15  ^'  Make '  and  *  Prince's  Plate '  have  not  been  applied  by  the  Defendant  to 
**  any  goods  sold  by  him,  and  no  deception  could  have  been  caused  thereby. 
*<  The  cutlery,  plated  or  unplated,  described  by  the  Defendant  as  ^  Mappings '  or 
** '  Mappin  and  ScnCe '  or  *  Mappings  A  1  Quality '  were  correctly  described  by 
^'  such  descriptions,  and  the  same  were  not  calculated  to  deceive.     Messrs. 

20  '*  Mappin  and  Sons  have,  to  the  knowledge  of  the  Plaintiffs  and  their  predecessors 
'^  in  business,  been  trading  for  many  years  past  in  the  same  manner  as  at 
*^  present,  and  the  Plaintiffs  are  not  now,  nor  were  they  at  any  time,  entitled  to 
**  interfere.  In  any  case  the  Defendant  submits  that  Messrs.  Mappin  and  Sans 
^should  have  been  made  Defendants  to  this  action,  which  has  only  been 

25  **  brought  for  the  purpose  of  obtaining  an  order  against  the  Defendant 
'^  which  might  be  advertised,  and  so  of  destroying  the  business  of  Messrs. 
^  Mappin  and  Sans  by  indirect  means." 

It   appeared   at   the   trial    that   the   goods  sold    by  the    Defendant  were 
manu&ctured  by  Edward  Blyde^  a  manu&cturer  at  Sheffield  of  cutlery  and 

30  plated  articles  for  the  trade,  who,  in  1886,  bought  the  cutlery  business  of 
one  Theaphiltis  Mappin^  and,  in  1888,  registered  the  name  *^  Mappin  and  Sons  '* 
as  a  Trade  Mark  for  cutlery  goods  in  Class  12. 

At  the  date  of  the  trial,  which  came  on  before  Mr.  Justice  Fabwbll,  on  5th 
May  1905,  proceedings  by  the  Plaintiffs  were  pending  against  Blyde  separately, 

35  and  Blyde  was  not  called  as  a  witness  in  this  action. 

Upjohn  E.C.  and  Kerly  (instructed  by  Edwards  and  Oohen)  appeared  for  the 
Plaintiffs  ;  Jenkins  K.C.,  and  Sebastian  (instructed  by  John  Westcott)  appeared 
for  the  Defendant. 
Evidence  on  behalf  of  the  Plaintiffs  was  given  by  John  Newton  Mappin^ 

40  Chairman  of  the  Plaintiff  Company  ;  C.  W.  Blackman^  formerly  with  Mappin 
and  Webb^  now  manager  for  William  Button  and  Sons,  Ld.^  Sheffield  and 
London  ;  Robert  Oonnelly^  formerly  manager  of  the  out-department  of  Mappin 
Brothers^  in  Regent  Street,  from  1861  to  1876 ;  Samuel  Worrall^  formerly  works 
manager  for  Mappin  Brothers  at  Sheffield,  from  1865  to  1882 ;   and  by  the 

45  following  trade- witnesses  :  E.  O.  Haynes^  with  Henry  S.  King  A  Co.^  Comhill ; 
Ernest  Rix^  manager  of  a  department  at  Harrod^s  Stores,  Brompton ;  W.  Harris, 
a  manager  at  Barker*s  Ld.,  Kensington ;  Alfred  Bush,  a  salesman  for  William 
WJiiteley  Ld. ;  W.  Q.  Broughton,  a  foreman  at  the  Army  and  Navy  Stores  ; 
C.  J.  Field,  with  ElkingUms  Ld. ;    0.  K.  Warren^  a  salesman  with  the  Odd' 

50  smiths^  and  Silversmiths^  Company  Ld. ;  G.  H.  Qlaver,  a  traveller  for  ITiomcu 
Bradbury  and  Sons,  at  Sheffield  and  in  London  ;  W.  J.  Durrant  of  Durrani 
and  Sons,  Cheapside  London ;  Louis  Henry  Nathan,  managing  director  of 
S.  Hoffhung  A  Co.  Ld.,  exporters,  of  Fore  Street,  London  ;  E.  W.  Orimwade,  of 
Orimwade,  Ridley  A  Co.,  exporters,  of  Trinity  Square,  London  ;  W.  J.  Orinham, 

55  of  Bow  Lane,  London,  cutlery  engraver ;  and  by  C.  H.  Lawson,  a  surveyor,  and 
Henry  Portlock,  secretary  ^to   the   Plaintiff   Companyi   who  deposed   as   ta 
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pnrohasing  goods  as  ^  Mappin*s  '*  goods,  not  being  the  Plaintiff  Company*s 
manufacture,  at  the  Defendant's  places  of  business.  Eyidence  as  to  the  practice 
t>f  the  Patent  Office  with  regard  to  the  registration  of  Trade  Marks  in  Classes 
12  and  11  was  given  by  the  Registrar  of  Designs  and  Trade  Marks,  who  said  that 
the  OfQce  did  not  register  electro-plated  articles  under  Class  12,  or  steel  knives  5 
under  Class  14 ;  an  electro-plated  article  would  go  under  Class  14  under  the 
words  ''  ShefSeld  and  other  plated  goods,'*  but  if  there  were  any  doubt  about  a 
particular  case,  trade-evidence  would  be  taken  on  the  point ;  he  further  stated 
that  the  officially  published  lists  entitled  **  Classification  of  goods  "  included  all 
decisions  of  the  Comptroller  under  Rule  6  of  the  Trade  Mark  Rules,  1890,  and  U) 
were  prepared  for  the  convenience  of  the  public  seeking  registration. 

Kerly  summed  up  the  Plaintiff  Company's  case.  The  Defendant  Leapman 
has  gone  a  good  deal  further  than  Blyde  the  manufacturer,  by  what  has  been 
on  the  ticket  cards  put  on  the  goods,  and  by  what  his  assistants  have  done. 
It  should  not  be  said  tbat  the  verbal  evidence  for  the  Plaintiffs  is  uneatirfactory  15 
because  the  salesmen  were  not  warned  on  the  occasion  of  the  "  trap  orders,"  for 
otherwise,  if  the  man  in  Victoria  Street  had  been  warned  in  May,  the  man  in 
the  Strand  would  not  have  been  detected  in  July.  It  is  useless  ^^  to  spread  the 
."  snare  in  the  sight  of  the  bird."  If  the  salesman  knew  that  he  was  deceiving 
bis  customer,  that  is  misrepresentation.  With  regard  to  Blyde,  after  purchasing  20 
Thsophilus  Mappings  alleged  business  in  1891,  he  applied  for  the  registration  of 
^'  Mappin  and  Sons  "  as  a  trade  mark  for  plate,  but  unsuccessfully,  because  it 
was  held  it  would  deceive.  The  alleged  purchase  from  Theophihis  Mappin  was 
not  bond  fids—Bee  Holloway  v.  Clent  (20  R.P.C.  525) ;  and  Morrall  v. 
Bessin  (20  R.P.C.  429).  25 

.  For  the  Defendant  evidence  was  given  by  the  following  trade-witnesses  :-^ 
William  McGlory,  of  J.  McGlory  &  Oo.,  Sheffield  ;  Thomas  F.  Parker,  of 
Parker  and  Sons,  Sheffield  ;  E.  Ghard^  silversmith  and  jeweller,  at  Forest  Hill ; 
2>.  Innes^  silversmith  and  jeweller,  of  Great  Toiler  Street,  London  ;  fif.  J.  Brittany 
of  /.  A.  Britton  and  Sons,  Houndsditch  ;  H.  Hamilton^  maAager  of  8,  Smith,  30 
jeweller.  Upper  Street  Islington ;  Warrington  Slater  of  Slater,  Brotliers 
of  Sheffield ;  W.  Delacroix,  traveller  for^ Blyde  trading  as  both  "  Mappin  and  Sons  " 
and  "  Blyde  &  Co."  from  1885  to  1890  ;  and  also  by  W.  Medwin,  W.  Bowem 
md  T.  J.  Garfield,  salesmen  at  the  Defendant's  shops. 

Jenkins  K.C.,  for  the  Defendant. — We  admit  having  sold  as  "  Mappin  and  Sons,"  35 
but  the  Plaintiffs  do  not  make  out  that  deception  has  been  or  will  be  thereby 
caused.    No  case  is  therefore  made  for  an  injunction  to  stop  a  trade  under  a 
name  under  which,  to  the  Plaintiffs'  knowledge,  Blyde  has  sold  these  plated 
goods  in  cases  bearing  the  name  Mappin  and  Sons  with  a  crown  and  **V.R."    By 
the  law  of  this  country  a  man  may  carry  on  business  under  any  name  he  likes,  40 
provided  that  he  does  not  sell  his  goods  as  another's.    It  is  now  impossible  to 
say  that  the  name  Mappin  and  Sons  would  mislead  the  public  into  thinking  that 
they  have  the  goods  of  Mappin  and  Webb  or  Mappin  Brothers.    Blyde  was 
registered  in  Class  12  for  cutlery  as  successor  to  Tkeaphilus  Mappin.    In  this 
case  no  fraud  is  alleged  or  proved  against  Blyde,  and  no  knowledge  has  been  45 
brought  home  to  Leapman  of  what  Blyde  did  or  did  not  do.    The  Court  will 
take  upon  itself  a  heavy  burden  if  it  seeks  to  protect  people  who  are  taken  in 
by  such  "  puffing  "  expressions  as  "  A  1."    There  is  no  objection  to  the  use  of  a 
crown  which  is  very  different  from  the  Royal  Arms. 

Sebastian,  for  the  Defendant,  followed. — "  Mappin's  "  is  a  true  and  adequate  50 
representation  of  Mappin  and  Sons,    Moreover,  it  is  only  since  the  Plaintiffs' 
amalgamation  in  1901  that  the  Plaintiffs  could  possibly  sue  in  respect  of 
**  Mappin's,"  for  until  then  there  were  at  least  three  firms. 

Upjohn  K.C.,  in  reply. — The  argument  that  "  Mappin's  "  is  a  correct  descrip- 
tion for  the  Defendant  to  trade  under  recalls  the  remark  of  Lord  Macnaghten  in  55 
Beddaway  v^  Banham  (13  R.P.C.  at  p.  233 ;  L.R.  1896  App.  Cas.  at  p.  218)  that 
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^^  the  whole  merit  of  that  description  .  .  •  lies  in  its  duplicity.**  [FabWBLL 
J".— Who  do  you -say  had  the  monopoly  of  the  name  before  1902  ?]  The  two 
firms  of  Mappin  and  Webb  and  Mappin  Brothers  had  it  between  them — see  per 
Byrne  J.  in  Jamieson  A  Co.  v.  Jamieaon  (15  R.P.C.  169).  [Farwbll  J. — 
5  How  can  I  give  the  Plaintiffs  the  monopoly  of  the  word  **  Mappings  "  ?]  We 
are  willing  to  take  the  first  part,  only  of  the  injunction  as  asked,  qualified  by 
the  words  ^*  without  clearly  distinguishing.** 

Farwbll  J. — I  do  not  think  in  this  case  I  ought  to  grant  an  injunction  against 
this  Defendant  in  more  than  the  general  terms  contained  in  the  opening  lines 

10  of  the  prayer  of  the  printed  Statement  of  Claim.  I  am  not  at  all  satisfied  with 
Mr.  Blyde^B  conduct  in  this  matter,  but  Mr.  Blyde  is  not  a  Defendant.  I  am 
told  that  he  has  given  a  proof  and  has  been  sitting  in  the  Court  all  the  time  ; 
but  still,  notwithstanding  that,  I  do  not  think  I  ought  now  to  give  any  form 
of  Judgment  not  necessary  as  against  the  actual   Defendant,  which  might 

15  t>rejudlce  the  action  which  is  pending  against  Blyde^  and  which  may  or  may 

not  be  settled,  as  to  which  I  really  do  not  know.    So  far  as  this  action  is 

Concerned  it  really  now  becomes  quite  a  simple  case.    To  some  extent  I  cannot 

help  referring  to  Mr.  Blyde^  but  I  will  not  do  so  more  than  I  am  obliged. 

There  is  no  doubt  theit  the  Plaintiffs'  firm  is  the  successor  by  purchase  of  a 

20  very  old-established  firm  in  Sheffield  and  London,whichwaa  originally  founded 
by  Joseph  Mappin^  and  which  down  to  1840  carried  on  business  under  the  name 
of  either  "  Mappin  '*  or  "  Mappin  and  Sons^  "  Mappin  and  8onSy'  so  far  as  the 
Plaintiffs  are  concerned,  disappeared  in  1840.  From  1840  to  1860  some  of  the 
sons  carried  on  business  as  ^*  Mappin  BrotJiersJ*^     Then  in  1885,  Mr.  John 

25  Newton  Mappin,  who  was  called  as  a  witness,  and  who  had  entered  that  business 
and  left  it  in  1860,  set  up  a  business  of  his  own,  which  ultimately  became 
*^  Mappin  and  Webb^^ — the  name  of  the  Plaintiff  Company — ^which  has 
amalgamated  the  firm  of  ^*  Mappin  Brothers  **  with  it,  and  there  is  no  doubt 
that  those  two  firms  have  carried  on  a  large  business  in  cutlery  and  electro* 

30  plate  for  many  years,  both  in  the  City  of  London  and  in  Sheffield,  and  else- 
where in  England  and  the  Colonies,  and  in  India.  So  far  as  regards  the  firm 
of  *'  Mappin  and  Sons,''  which  the  Defendant  seeks  to  put  forward,  as  the  maker 
who  supplies  him,  there  is  no  firm  carrying  on  business  under  that  name  ; 
there  is  no  factory  with  that  name  upon  it.    There  is  a  Mr.  Edward  Blyde  who 

35  trades  under  that  name,  who  in  18o6  bought  the  cutlery  business  of  a  Mr. 
Theophilxis  Mappin  in  Sheffield,  and  registered  the  name  of  "  Mappin  and  Sons  *' 
in  Class  12  in  18S8.  He  tried  to  register  in  Class  14  in  1890,  but  the  Registrar 
refused  to  register  him  in  that  class  on  the  opposition  of  the  Plaintiffs,  or  the 
predecessors  of  one  of  them,  on  the  ground  that  the  similarity  of  the  name  of 

40  Mappin  with  that  of  the  Plaintiffs,  would  tend  to  deceive.  Mr.  Blyde  appears 
to  have  carried  on  some  sort  of  business — I  do  not  know  whether  it  was  manu* 
facturing  or  buying,  or  whfft  it  was.  There  were  found  in  the  Defendant's 
shop  cases  of  knives  having  ^*M.  &  S.S.**  upon  them,  which,  I  am  told, 
means  Mappin  and  Sons,  each  case  having  within  the  Royal  Arms  and  ^'  Y.R.** 

45  and  '*  Mappin  and  Sons,  Sheffield  **  underneath.  The  Plaintiffs*  predecessors  in 
title  had  a  Royal  Warrant  and  had  the  right  to  use  the  Royal  Arms.  No  explan- 
ation has  been  given  to  me  how  Mappin  and  Sons  came  to  use  the  Royal  Crown 
and  the  letters  "V.R.**  No  explanation  has  been  given  to  me  how  these 
goods  supplied  by  Mr.  Blyde  under  the  name  Mappin  and  Sons  are  made,  or  who 

^0  makes  them.  So  far  as  the  Defendant  is  concerned,  he  has  not  only  sold  these 
but  he  has  put  up  tickets  in  his  window  making  representations  such  as  these  : 
"  Mappings  Al  Quality.  Usual  price  35/-,  to  clear  19/6.**  and  another 
*^  To  clear  19/-,**  and  so  on,  and  another,  '*  Mappings  and  other  makers*  noted 
"  cutlery  **  and  so  on. 

55  In  the  first  place  it  certainly  is  open  to  question  whether  these  tickets  are  not 
intended  to  deceive  by  representing  the  goods  to  be  the  goods  of  the  only  two 
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firms  of  ^^Mappin'^^  which  are,  on  the.  evidence,  really  well  known.  It  is 
idle  to  talk  of  a  firm  of  Mappin  and  Saris^  which  has  no  factory  and  carries  on  no 
business,  bat  has  simply  the  name  registered  by  a  man  called  BlydSy  who  carries 
on  business  under  that  description,  as  a  well-known  or  noted  firm.  On  the 
evidence  I  think  there  is  very  little  doubt  that  *^  Mappings  ^^  would,  to  the  5 
witnesses,  represent  either  Mappin  and  Wehh^  or  Mappin  Brothers^  but  I  do 
not  propose  to  find  that  as  a  fact  so  as  to  restrain  the  Defendant  in  this  action 
to  a  greater  extent  than  I  have  before  stated,  because  I  think  it  may  be  hard  on 
Mr.  Blyde  in  the  other  action.  On  the  evidence  as  it  stands  here,  I  can  see  no 
justification  for  representing  these  goods  as ''  Mappings  *'  at  all.  But  when  I  come  10 
to  the  facts  of  the  case,  I  have  got,  in  addition  to  the  intention  to  mislead  which 
is  shadowed  forth  by  these  tickets,  positive  representations  by  the  two  managers 
at  the  shops  which  are  absolutely  untrue,  because  I  believe  the  evidence  of  the 
two  gentlemen  who  went  there  and  cross-questioned  them,  and  put  questions 
which  I  have  no  doubt  were  answered  in  the  way  stated,  which  answers  did  15 
directly  make  false  representations.  I  have  no  doubt  the  Defendant,  by  his 
managers,  did  attempt  to  pass  off  these  goods  as  the  goods  of  the  Plainti£b,  and 
I  propose  to  grant  an  injunction  in  these  terms,  without  saying  anything  about 
the  particular  words '*  Jfajopin'^  *'  or  *^  Mappin  and  SonSy^  9Jm1^  of  course,  the 
Defendant  must  pay  the  costs  of  the  action,  20 
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In  thb  Court  of  Appbal. 

Before  The  Lords  Justices  Vaughan  Williams,  Rombr  and  Stirling 

May  30th,  31st,  and  June  9th,  1905. 

In  the  Matter  op  E^labbr's  Patent  (No.  21,741  of  1901). 


5  Patent— Petition  for  revocation. — Want  of  subject-matter. — Patent  heid 
invalid.  ^Appeal  of  Respondent  dismissed. — Stay  of  Revocation  granted  on 
terms. 

In  1901  Letters  Patent  (No.  21^741)  were  granted  to  K.  for  ^^Improvements 
**  in  or  relating  to  stencil  sheets  and  the  method  of  attaching  them  to  duplicating 

10  "  machines.''  A  Petition  was  presented  in  November  1902  for  the  revocation 
of  the  Patenty  and  it  was  alleged  in  the  Particulars  of  Objections  that  the 
invention  wets  not  neWy  nor  useful^  and  that  it  was  not  stU^ject-matter.  In 
May  1903  application  was  made  by  the  Respondent  K.for  leave  to  apply  at  the 
Patent  Office  for  leave  to  amend  the  Specification  by  way  of  disclaimer.    On 

15  the  28th  of  October  leave  was  granted  on  certain  conditions,  and  the  Specification 
was  amended  in  due  course.  The  Petition  was  subsequently  proceeded  with.  At 
the  trial  it  was  held  that  tliere  was  no  subject-matter,  and,  even  if  there  were, 
old  things  were  claifned,  and  in  addition  Claims  2  and  3  were  bad  for  want  of 
utility.    The  Patent  was  revoked,  but  a  stay  of  revocation,  on  terms,  was 

20  granted  on  the  application  of  the  Respondent.     The  Respondent  appealed. 

Held,  that  the  Claims  were  too  general  and  wide  to  be  valid,  and  that 
7wthing  was  claimed  that  was  subject-matter  for  a  Patent.  The  Appeal  was 
dismissed.    A  stay  of  revocation  was  granted  on  terms. 

On  the  29th  of  October  1901  Letters  Patent  (No.  21,741  of  1901)  were  granted 
25  to  A.  D.  Klaber  for  "  Improvements  in  or  relating  to  stencil  sheets  and  the 
''  method  of  attaching  them  to  duplicating  machines/' 

The  Complete  Specification  was  as  follows : — "  This  invention  relates  to 
'^  stencil  sheets  and  the  method  of  attaching  them  to  duplicating  machines,  and 
^^  has  for  its  object  to  simplify  the  arrangement  of  the  stencil  sheet  and  the 
30  "  backing  and  protecting  sheets  necessary  for  use  when  producing  the  stencil. 
'*  Further  the  intention  of  the  invention  is  to  ensure  the  accurate  placing  of  the 
'^  stencil  sheet  upon  the  duplicating  machine  and  the  protection  of  this  sheet 
"  from  undue  wear  when  in  position. 
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"  A  stencil  sheet  intended  to  be  used  for  reprodncing  typewritten  matter  has 
"  commonly  to  be  disposed  between  a  protective  sheet  of  thin  paper  which 
"  prevents  the  wax  of  the  stencil  sheet  adhering  to  the  types  of  a  typewriting 
"  machine,  and  a  backing  of  some  suitable  paper  or  material  adapted  to  receive 
**  the  portions  of  wax  struck  out  of  the  stencil  sheet  when  the  latter  is  typed  5 
"  upon.  According  to  this  invention  this  backing  is  formed  of  paper  or  other 
"  material  of  such  a  length  ad  to  leave  a  portion  which  will  overlap  the  upper 
"  end  of  the  stencil  sheet,  and  another  portion  which  will  overlap  the  lower  end 
"  of  the  stencil  sheet.  The  latter,  together  with  the  covering  sheet,  is  inserted 
"  in  this  backing,  the  upper  ends  of  both  stencil  and  covering  sheets  being  10 
"  fastened  together  and  to  the  backing  by  some  suitable  adhesive  substance. 

"  The  improved  arrangement  is  particularly  adapted  for  stencil  sheets  intended 
"  to  be  used  with  rotary  or  similar  duplicating  machines,  where  the  stencil  is 
**  mounted  in  such  a  way  as  to  be  brought  in  contact  at  a  given  point  with  the 
"  paper  to  be  printed  upon.  At  the  point  where  the  paper  is  picked  up  it  is  L*) 
'*  found  that  such  wear  of  the  stencil  sheet  t^ikes  place  as  is  liable  to  cause 
"  damage  and  spoil  the  stencil.  In  order  to  obviate  this  a  perforation  is  made 
"  in  the  backing  sheet  on  a  line  which  will  lie  just  beyond  the  point  of  pick-up 
"  when  the  stencil  sheet  is  in  the  machine,  so  as  to  cover  up  and  protect  the 
"  stencil  sheet  at  the  point  where  the  wear  takes  place.  The  machine  itself  in  20 
"  place  of  the  usual  clamp  for  holding  the  end  of  the  stencil  sheet  is  provided 
"  with  a  bar  in  which  is  a  sloU  The  portion  of  the  backing  sheet  which 
"  normally  overlaps  the  top  of  the  prepared  stencil  sheet  is  intended  to  ]>Q 
."  passed  through  the  slot  in  this  bar  on  the  machine,  and  when  so  passed 
"  through  is  drawn  upon  until  the  stencil  sheet  lies  in  the  proper  place  as  25 
"  determined  by  registering  lines  or  other  marks,  or  by  a  limiting  projection 
"  on  the  stencil  sheet  or  backing  which  prevents  the  flap  being  drawn  too  far. 
"  This  flap  is  now  folded  back  onto  a  portion  of  the  backing  which  still  adheres 
"  to  the  stenqil  sheet  as  hereafter  described,  and  the  edge  of  the  flap  is  stuck 
"  down  to  this  portion  of  the  backing,  the  flap  being  provided  with  the  necessary 
"  adhesive  to  effect  this.  The  backing  is  conveniently  provided  with  an  indi- 
"  eating  line  or  equivalent  to  show  where  the  gummed  edge  of  the  flap  is  to  be 
**  fastened  do-vyn. 

"  Before  the  stencil  is  placed  on  the  machine  and  after  it  has  been  prepared 
"  by  typing  upon  it  the  backing  is  torn  across  at  the  above  mentioned  perfora-  35 
"  tion  near  the  upper  end  of  the  backing,  this  procedure  leaving  a  portion  which 
"  overlaps  the  stencil  sheet  for  a  distance  beyond  that  at  which  occurs  the  pick- 
"  up  of  the  paper  upon  which  the  impression  is  made.  This  remaining  portion 
**  of  the  backing  is  that  to  which  the  attaching  flap  is  fastened  down  when  it 
**  has  been  passed  through  the  slot  in  the  attaching  bar  on  the  machine  and  40 
"  turned  back. 

"  It  is  found  in.  duplicating  machines  of  the  kind  above  referred  to  that  the 
"  portion  of  the  inked  surface  which  lies  near  the  lower  end  of  the  stencil  sheet 
"  requires  to  be  covered  over  in  some  way  in  order  to  prevent  the  ink 
"  from  working  round  the  end  of  the  stencil  sheet  and  marking  the  paper  45 
"  printed  upon  or  otherwise  causing  inconvenience.  The  previously  mentioned 
'*  portion  of  the  lower  end  of  the  backing  sheet  serves  as  an  ink  protector  and 
"  the  backing  is  perforated  at  a  suitable  point  to  enable  this  protecting  piece  to 
"  be  torn  off.  This  ink*protector  can  then  be  placed  in  position  and  secured  on 
"  the  duplicating  machine  after  the  stencil  had  been  fixed.  50 

*'  It  will  be  thus  seen  that  the  stencil  sheet  is  made  up  with  its  covering  sheet 
"  and  a  backing  in  such  a  way  as  to  be  ready  for  immediate  use  in  a  typewriting 
*'  machine  and  be  subsequently  provided  with  the  necessary  means  of  attachment 
"  to  the  machine  and  the  ink  protector.  The  stencil  sheet  can  thus  be  supplied 
"  in  a  complete  state  ready  for  use  and  for  fixing  on  the  machine  without  55 
**  having  to  employ  separate  pieces  of  paper  or  devices  which  are  apt  to  be  lost 
"  or  mislaid. 


30 
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'Mn  order  to  ensure  positioning  the  matter  to  be  typed  npon  the  stencil  sheet 
'*  either  the  stencil  sheet  or  the  covering  sheet  or  the  backing  may  carry  alQng 
"  one  or  bpth  edges  k  scale  or  a  series  of  numbered  or  lettered  marks  or  merely 
"  a  row  of  numbers,  letters  or  other  indications  which  will  enable  any  particular. 
5  "  point  on  the  stencil  sheet  to  be  at  once  identified  with  a  corresponding  point 
'*  on  another  sheet  of  paper,  say  a  sheet  of  note-paper  when  the  latter  is  placed 
"  opposite  the  scale  or  indicating  marks.  A  convenient  arrangement  for  these 
"  indicating  marks  is  to  form  the  backing  for  the  stencil  sheet  slightly  wider 
"  than  the  stencil  sheet  itself,  the  indicating  marks  being  located  upon  each 

10  "  projecting  edge  of  the  backing  sheet  so  that  they  can  be  seen  beyond  the  edge 
"  of  the  stencil  sheet 

'^  As  a  further  assistance  in  positioning  the  attachin^^  flap  of  the  backing 
**  sheet  may  have  indicating  marks  disposed  along  its  edge. 

'*  The  stencil  sheet  or  the  backing  carries  indicating  lines  to  show  the  limits 

15  "  within  which  the  writing  must  be  confined,  and  also  the  exact  position  in 
"which  a  sheet  of  paper  must  be  placed  when  calculating  the  position  for 
"  writing  on  the  stencil  sheet. 

"  In  some  cases  it  is  desirable  to  place  a  thin  sheet  of  tissue  paper  under  the 
"  central  sheet  in  addition  to  that  Avhich  lies  over  it  and  between  the  stencil 

20  "  sheet  and  the  backing. 

"  Referring  to  the  drawings,  Figure  1  is  a  perspective  view  of  a  stencil  sheet 
"  provided  with  backing  and  covering  sheets  in  accordance  with  this  invention  ; 
"  Figure  2  is  a  sectional  elevation  to  an  enlarged  scale  showing  the  sheet 
"  attached  to  the  fixing  bar  in  a  duplicating  machine  ;  Figure  3  is  a  rear  view 

25  "  of  the  backing   sheet  separately  ;    Figure  4  is  a  plan  of  thp  fixing  bar ; 

"  Figure  5  is  a  sectional  view  on  the  line  5 — 5  of  Figure  4,  and  Figare  6  is  a 

*^  perspective  view  of  part  of  the  cylinder  of  the  duplicating  machine  showing 

*'  the  fixing  bar  attached  thereto. 

"  A  is  the  stencil  sheet,  B  the  backing  sheet  and  C  the  coverina:  or  front 

30  "  protecting  sheet.  The  covering  sheet  C  is  provided  at  the  upper  edge  of  its 
"  under  surface  with  adhesive  substance  by  which  it  is  connected  to  tlie 
**  stencil  sheet  A,  and  the  stencil  sheet  is  provided  with  a  similar  portion 
"  coated  with  the  adhesive  substance  by  which  it  is  connected  to  the  backing 
"  sheet  B.    Or  the  adhesive  substance  may  be  placed  upon  the  backing  sheet. 

35  ''  Instead  of  being  attached  to  each  other  by  adhesive  substance  the  sheets 
'<  may  be  otherwise  joined  or  they  may  be  simply  superposed  without  being 
"  attached. 

'^  The  sheets  A,  B  and  C  can  be  handled  and  readily  inserted  into  a  type- 
"  writing  machine  without  being  liable  to  become  detached  or  displaced. 

40  "  The  upper  portion  B^  of  the  backing  sheet  is  provided  with  a  triangular 
"  part  or  flap  B*  as  shown,  which  is  folded  over  in  front  of  the  covering  sheet  C. 
"  and  after  the  stencil  sheet  has  been  written  upon  or  otherwise  impressed  and 
*'  is  to  be  inserted  in  the  duplicating  machine,  this  flap  is  passed  through  a 
«*  slot  D^  in  a  bar  D  (see  Figure  2)  which  takes  the  place   of  the  ordinary 

45  "  clamping  device  in  the  reproducing  machine,  and  is  guided  to  a  central. 

*      "  position  by  means  of  a  line  B'  on  the  flap  which  coincides  with  the  line  or. 
"  mark  D*  on  the  bar.    The  flap  is  pulled  upon  until  the  sheet  is  in  proper 
"  position  and  it  is  then  folded  round  the  bar  D  and  fastened  down  on  to  the  . 
"  sheet  by  means  of  adhesive  substance  B'**  placed  along  its  edges  or  otherwise.., 

50  "  To  prevent  the  flap  being  drawn  too  far  through  the  slot  and  to  determine 
"  the  exact  place  where  the  edge  of  the  flap  is  to  be  fastened  down,  the  slot  is 
*'  made  of  such  a  width  that  it  only  permits  one  thickness  of  the  paper  to  paQ9 
"  freely  through  it  so  that  the  top  of  the  stencil  sheet  forms  a  limiting  stop  or 
'^  some  other  device  such  as  a  line  or  other  indicating  mark  may  be  applied  to . 

55  "  the  backing  or  stencil  sheet  for  this  purpose. 

"  The  body  or  middle  part  B*  of  the  backing  sheet  is  preferably  formed 
^*  slightly  wider  than  the  stencil  sheet  and  is  provided  on  one  or  both  edges . 
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**  with  indicating  scaleB  B^  or  other  marks  by  means  of  which  the  posiiion  of 
**  the  matter  to  be  inscribed  on  the  stencil  may  be  regulated. 

^*  Circumscribing  or  confining  lines  B*  or  other  marks  or  indicators  are  placed 
^  upon  the  backing  sheet  to  indicate  the  space  within  which  the  matter  to  be 
^  inscribed  upon  the  stencil  sheet  must  be  confined.  Scales  B*  or  other  5 
**  indicating  marks  are  preferably  placed  on  the  backing  sheet  as  a  further 
^^  guide  for  the  matter  to  be  inserted.  Or  these  lines  and  scales  may  be  placed 
^'  upon  the  stencil  sheet  or  on  the  covering  sheet.  A  line  B^^  or  other  marks  is 
^^  placed  at  the  to*p  of  the  sheet  to  denote  the  position  in  the  machine,  of  the 
**  upper  edge  of  the  sheet  or  paper  to  be  printed  upon,  and  a  short  distance  10 
^  below  this  line  is  a  row  of  perforations  B*  along  which  the  backing  sheet  is 
'*  torn  in  order  to  be  detached  when  the  stencil  ^eet  is  to  be  inserted  in  the 
**  duplicating  machine.  The  remaining  part  of  the  backing  sheet  to  which  the 
^*  stencil  sheet  is  permanently  attached  thus  projects  between  the  stencil  sheet 
^  and  the  sheet  to  be  printed  upon  when  the  latter  is  picked  up  by  the  machine,  15 
^^  by  the  distance  between  the  row  of  perforations  B^  and  the  line  B^^  at  the 
*'  top  part  of  the  backing  sheet,  and  by  this  means  premature  wear  or  damage 
'^  to  the  stencil  sheet  along  the  line  where  the  picking  up  of  the  sheet  to  be 
^^  impressed  takes  place  is  avoided  and  the  ink  is  prevented  from  passing 
^*  through  the  stencil  sheet  at  this  part.  20 

"  The  flap  B^  at  the  lower  part  of  the  sheet  is  folded  in  front  of  the  covering 
^  sheet  and  a  row  of  perforations  B^  divides  this  portion  from  the  body  part  B' 
^  of  the  backing  sheet,  or  this  flap  may  be  dispensed  with. 

^^  After  the  backing  sheet  has  been  detached  from  the  stencil  sheet  along  the 
^'  row  of  perforations  B*,  the  flap  part  B^  is  disconnected  from  the  backing  sheet  25 
*^  along  the  line  B^  and  is  then  fastened  in  the  reproducing  machine  so  as  to 
*'  form  an  ink  protector  to  prevent  the  ink  from  the  ink  pad  working  around 
"  the  end  of  the  stencil  sheet  and  damaging  or  marking  the  paper  being  printed 
"  upon. 

^  The  bar  D  may  be  formed  with  a  second  longitudinal  slot  through  which  30 
'^  the  end  of  the  ink  pad  may  be  passed  to  secure  it  in  proper  position  in  the 
^*  machine. 

^^  Instead  of  being  attached  to  or  forming  part  of  the  backing  sheet,  the  part 
'^  by  which  the  stencil  sheet  is  connected  to  the  bar  in  the  duplicating  machine 
*'  and  that  which  protects  the  stencil  along  the  pick-up  line  may  be  formed  as  35 
**  part  of  the  covering  sheet  or  may  be  connected  thereto,  the  three  sheets  being 
^'  connected  together  preferably  as  already  described.  Or  the  stencil  sheet 
"  itself  may  be  provided  at  one  of  its  ends  with  an  overlapping  part  or  flap 
^'  which  can  be  passed  through  the  slot  in  the  bar  to  connect  the  stencil  to  the 
"  machine,  this  flap  having  connected  to  it  preferably  a  part  which  protects  the  40 
"  stencil  along  the  pick-up  line. 

"  Instead  of  being  formed  separately  from  the  stencil  sheet  and  connected 
'*  thereto  as  above  described,  the  flap  by  which  the  stencil  is  connected  to  the 
**  duplicating  machine  may  be  formed  as  an  extension  of  one  end  of  the  stencil 
"  sheet  itself.  When  the  flap  forms  part  of  the  stencil  sheet,  an  additional  45 
'^  piece  of  paper  or  other  suitable  materisd  may  be  permanently  attached  to  the 
*'  stencil  sheet  to  protect  it  on  the  pick-up  line  in  the  duplicating  machine,  or 
'^  part  of  the  stencil  sheet  may  be  coated  with  some  protective  substance  or 
"  composition. 

^*  The  flap  at  the  lower  end  of  the  stencil  sheet  which  serves  as  an  ink  50 
^*  protector  in  a  duplicating  machine  instead  of  forming  part  of  the  backing 
^'  sheet  may  be  connected  to  or  form  part  of  the  covering  sheet  or  of  the  stencil 
'^  sheet  itself.  The  arrangement  of  the  stencil  sheet  with  its  backing  and 
'*  covering  sheets  as  above  described  is  more  particularly  adapted  for  use  when 
^'  the  stencil  is  to  be  prepared  in  a  typewriting  machine,  but  in  some  cases,  55 
"such  for  example  when  Uie  stencil  sheet  is  to  be  prepared  or  written  upon  by 
~  **  hand,  that  is  to  say  by  employing  a  stylus  or  other  similar  instrument,  the 


YoL  XXII^  No.  17.]     AND  TRADE  MARK  OASES. 


409 


Klaber'8  Patent. 


'^  covering  sheet  need  not  be  employed  and  the  backing  sheet  may  also  be 
^*  dispensed  with,  the  flap  by  which  the  stencil  sheet  can  be  fixed  to  the 
*'  machine  being  formed  integral  with  the  stencil  sheet  itself  or  as  a  separate 
^'  piece  connected  thereto  as  above  described.  In  this  case  also  the  part  which 
5  **  protects  the  stencil  on  the  pick-up  line  may  be  attached  to  the  flap  or  to  the 
^  stencil  sheet,  or  the  sheet  may  be  coated  with  protective  substance  in  the 
**  manner  above  referred  to.*' 
The  claims  were  : — 

*^  L  Tho  oombination  with  a  otonoil   ohoot  for  duplicating  purpoooQ  of  ft 
10  *^  oovoping  ohoot  and  ft  bftoking  ohoot  and*  ovorlapping  portiono  at  top  ftnd 
^<  bnfcfcnm  nf  nno  nf  tho  ahoota  onbfltftntiftllv  ftfl  (had  for  tho  pnrpoQO  doBoribc 


bottom  of  one  of  tho  ohooto  oubotftutiftUy  fto  ftad  for  tho  pnrpooo  doooribodi 
'^  i.  3r  The  combination  with   a  stencil  sheet  for  dupliting  duplicating 
^*  purposes  of  a  covering  sheet  and  a  backing  sheet,  the  three  sheets  being 


"  connected  together  and  one  of  them  being  provided  with  overlapping  portions 
15  "  at  top  and  bottom  substantially  as  and  for  the  purpose  described. 

*'  2.  3t  The  combination  with  a  stencil  sheet  for  duplicating  purposes  of  a 

'*  backing  sheet  or  a  covering  sheet  provided  with  a  part  such  as  B^  B*  by  which 

"the  stencil  sheet  can  be  fixed  to  the  duplicating  machine  substantially  as 

**  described. 
20       "  3.  4t  A  stencil  sheet  for  duplicating  purposes  having  a  fiap  such  as  B* 

**  formed  integral  with  or  permanently  connected  to  it  substantially  as  and  for 

**  the  purpose  described. 

*<-6;  Tho  oombinfttioft  with  ft   otonoil   ohoot  for  duplioftting  puppoooo  of-ft 

*^  oovoping  ohoot  ftnd  ft  bftoking  shoot  ono  of  tho-ohooto  being  provided  with  ftn 
25  H  ovorlftpping  portion  ftt  ono  op  both  of  ito  ondo  uubotftntiftlly  ftO  ftnd  for  tho 

<<  puppoDcsdooopibodA 


tM  REPORTS  OP  PATENT,  DESIGN;^  •   [Jul^^lVl^OS. 


Kla6e¥'8  Pi^i. 


'  ><"^4.  ^  Tiie  combination  with  a  stencil  sheet  for  duplicating  purposes  of  a 
^tbaoking  sheet  comprising  two  or  more  separable  -poriioviB^  one  portion  being 
**  ttiapM  for  securing  the  stencil  in  the  duplicating  machine^  substantially  as 
"  and  for  the  purpose  described. 

/*  '7.  Tho  method  subotautially  ao  doooribod  of  attaobing-a  steftoil  ohoot  to-a  5 
^^- duplicating  tnochino. 

"  8.  Tho  combination  with  a  bar   ouoh  ao   D  attaohod  te  a  duplioating 
"  machine  of  a  part-ouch  ao  B^  by  which  tho  otonoil  ohoot  can  bo  seeftped-^ 
^^  tho  bar  substantiftlly^ao  doocribodi 
-  ^-9:  Tho  oombmation  with  a  ofconoil  ohoot  for   duplioating  ^ppoooo  of  a  10 

M.  duplicating  maohiBO-oubotantially  aev^dooopibcd. 

"  10.  Tho-oombination  with  a  otonoil  ohoot  fop  duplicating  purpoooo  of  tho 

^'■shcot  whioh  protccto  the  otonoil  ohoot  in  tho- manner  doooribod  in  tho 
"-duplicating  maohino. 

**  S.  44;  The  complete  stencil  backing  and  covering  sheets  substantially  as 
"  described  and  illustrated  in  the  accompanying  drawings." 

In  November  1902  a  Petition  was  presented  by  the  Ellam's  Duplicator  20 
Company  (under  the  authority  of  the  Attorney-General)  for  the  revocation  of 
this  Patent.    At  that  date  the  Specification  had  not  been  amended  as  shown  above. 
The  Petitioners  allepred  that  the  Patent  was  invalid  for  the  reasons  set  forth  in 
the  Particulars  of  Objections.  • 

The  Particulars  of  Objections  were  as  follows  : — "  1.  The  said  A.  D.  E^ber  25 
"  =^as  not  the  true  and  first  inventor  of  the  sail  alleged  invention  claimed  in 
^^  any  of  the  claims  of  the  Complete  Specification  of  the  said  Letters  Patent. 
"  2.  The  said  invention  is  not  new."    The  following  prior  publications   were 
relied  on  : — (a)  British  Specifications  :  Gestetner  (No.  1594  of  1888)  ;  Harkins 
(No.  8805  of  1888)  ;  Morland  (No.  3604  of  1900^  ;  Klaher  (No.  15,016  of  1901)  ;  30 
and  the  American  Specification  of  Dick  (No.  559,697)  ;  (6)  the  manufacture  and 
sale  by  the  Petitioners  at  12  King  Street,  London,  of  stencil  sheets  combined  with 
sheets  and  backing  sheets,  wear  preventing,  ink  mark  preventing,  and  stencil 
securing  devices ;    (c)  by  the  manufacture,  use,  and  sale  by  the    Neostyle 
Manufacturing  Company j  Ld.  of  similar  devices ;   (d)  by  the  publication  and  35 
circulation  of  the  Petitioners'   pamphlet  entitled   *'  Hints  on  Duplicating " ; 
{e)  by  the  common  general  manufacture,  sale,  and  use  of  similar  devices ; 
(/)  by  the  continuous  manufacture,  sale,  and  use  of  paper  having  non-porous 
holders  (to  prevent  ink  marking)  by  the  Petitioners,  D,  Qestetner^  of  Cross 
Street,  Islington,  and  other  traders  ;  (jg)  by  the  manufacture,  sale,  and  use  since  40 
February  1900  by  W.  Johnson  &  Co.,  Ld.,  of  67  King  William  Street,  London, 
of  certain  backing  sheets  stitched  to  carbon  papers.    3.  [Alleged  anticipation  of 
seventh  claim.]     4.  *'  None  of  the  said  alleged  inventions  claimed  in  any  of  the 
'^  claims  of  the  Specification  of  the  said  Letters  Patent  is  subject-matter  for 
^\  valid  Letters  Patent.    In  addition  to  alleging  that  no  invention  sufficient  to  45 
*'  3uppQrt  Letters  Patent  (in  view  of  the  state  of  th^  art  as   hereinbefore 
**  disclosed)  is  to  be  found  in  any  of  the  claims,  the  Petitioners  will  allege 
^^  that  Claim  7  is  a  claim  for  a  principle,  and  Claim  8  is  not  a  claim  for  a* 
"  combination  capable  of  being  protected  by  Letters  Patent,  and  is  no  combina- 
'<  tion  at  all.    5.  The  said  alleged  inventions  claimed  in  all  Uie  claims  are  jpiot  50 
'*  useful.    6.  The  Specification  of  the  said  Letters  Patent  is  insufficient^  vagae, 
"and  mislQading,  in  that  (a)  no  description  is  given' of  how  the  flap  B' is 
•*  fastened  to  the  reproducing  machine,  nor  what  type  of  reproducing  machine 
"  is  intended  to  be  used  ;  (b)  no  description  is  given  identifying  by  name  or 
'*  drawing  what  reproducing  machine  is  to  be  used  to  enable  the  line  B  or  other  55 
•'  marks  to  be  placed  upon  the  stencil  paper,  backing  sheet,  Or  coveribS^  sheelt.-* 
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On  the  18th  of  May  190S  application  by  a  Summons  was  made  by  the 
Patentee  for  leave  to  apply  at  the  Patent  Office  for  leave  to  amend  the 
Specification  of  the  Patent  by  way  of  disclaimer.  The  Summons  was 
adjourned  into  Court,  and  on  the  28th  of  October  1903  the  leave  to  apply 
5  to  the  Patent  Office  was  granted  upon  the  "terms  that  the  Applicant  shall 
"  not  threaten  under  the  said  Letters  Patent  until  after  the  1st  of  March 
"  1904,  but  the  caution  printed  on  the  paper  as  now  sold  is  not  to  be  deemed  a 
"  threat,  and  no  action  is  to  be  brought  in  respect  of  paper  made  up  and  sold  in 
"  the  manner  fn  which  the  said  Petitioners  made  up  and  sold  their  paper 

10  "before  the  23rd' ot  July  1901;  and  it  is  ordered,  that  the  said  Specification 
"  when  so  amended  as  aforesaid  be  used  in  evidence  on  the  hearing  of  the  said 
•*  Petition  ;  and  the  Applicant  and  the  Petitioners  respectively  by  their  Counsel 
"undertake  to  push  on  with  all  possible  despatch  the  said  amendment 
"  proceedings^  and  also  after  amendmelnt  the  said  Petition,"  with  liberty  to 

15  apply,  and  Petitioners  were  to  have  costs  of  the  application  in  any  event.  The 
proposed  amendments  were  set  out  in  the  Orders,  and  were  subsequently 
allowed  in  the  Patent  Office.    They  are  indicated  above  in  the  usual  way. 

The  Petition  came  on  for  hearing  on  the  1st  of  November  1904,  before 
Mr.  Justice  Buckley^  who  on  the  4th  of  November  revoked  the  Patent.*    The 

20  Respondent  appealed. 

MotiUon  K.C.,  Aaibury  K.O.,  and  J.  H.  Gray  (instructed  by'  Wilson^ 
Bristows,  and  Garpmael)  appeared  for  the  Appellant ;  T.  Terrell  K.C.,  and 
A,  J.  Walter  (instructed  by  Pritchardy  EnglefieUd  &  Co,)  Appeared  for  the 
Respondents  on  the  appeal. 

25  Moulton  K.C.,  and  Astbwry  K.C.  for  the  Appellant. — The  invention  is 
substantially  this  combined  article  which  one  may  term  a  cartridge.  The 
Petitioners  use  the  pith  and  marrow  of  the  invention,  in  fact,  all  except 
the  actual  article  itself.  The  first  portion  of  the  Specification  is  a  fair 
depcription  of  the  invention  and  its  object.    The  latter  is  disclosed   in  the 

30  first  paragraph.  After  the  general  description  the  Patentee  proceeds  to  describe 
the  article  in  detail  by  means  of  Drawings.  It  is  at  this  part  of  his  description 
that  he  mentions  alternatives,  and  he  does  so  through  excessive  caution ;  e,g. 
"  Instead  of  being  attached  to*each  other  by  adhesive  substance,  the  sheets  may 
"  be  otherwise  joined  or  they  may  be  simply  superposed  without  being  attached  " 

35  {ante,  p.  407, 1.  35).  That  passage  is  the  basis  of  the  learned  Judge's  Judgment. 
[Vaugh  AN  Williams  LJ. — Does  that  not  prevent  you  from  saying  that  adhesion 
is  the  basis  of  your  invention  ?]  The  Patentee  says  you  may  obtain  the  result 
without  actually  sticking  the  papers  with  gum,  but  that  does  not  mean  that  one 
may  discard  all  that  he  has  written  before.    The  substance  of  the  invention 

40  is  the  real  thing  to  be  considered.  The  learned  Judge  was  in  error  in 
thinking  that  there  was  to  be  no  protection  from  the  blow  in  the  case 
where  the  flap  is  constructed  as  part  of  the  stencil  sheet  itself.  But  there 
is  nothing  in  the  Specification  to  the  effect  that  the  Patentee  had,  in 
any  instance,  the  intention  of  doing  without  the  protection  of  the  stencil 

45  sheet.  [RoMHR  LJ. — The  essence  of  the  invention  appears  to  be  in  the 
flap  and.' thickened  top  of  the  stencil.]  The  flap  may  be  on  any  one  of 
the  three  parts,  but,  however  it  is  made  up,  it  must  result  in  the  flap  the 
thickened  protection  and  stencil.  The  real  meaning  of  the  description  is  that 
the  inventor  wanted  the  stencil  protected  and  the  flap.    There  are  the  three 

50  parts — the  cover,  stencil,  and  back  superimposed  ;  these  must  be  kept  in  the 
same  positions  relative  to  each  other.  But  one  must  not  take  both  variations — 
the  superimposing  without  adhesion,  and  the  flap  on  any  of  the  three  parts — 
together.  The  thing  was  absolutely  new.  No  one  had  thought  of  the  slot  and 
flap  attachment  before.     The  Drawings  show  that  the  three  parts  must  be 
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attached  together.  We  could  not  anticipate  that  the  learned  Judge  would  have 
attached  so  much  importance  to  these  several  variations  mentioned  as  alternatives. 
Throughout  the  Specification  possible  variations  are  mentioned  in  view  of 
possible  infringers.  The  learned  Judge  considered  all  these  as  cumulative,  and 
that  something  -was  claimed  that  was  not  subject-matter.  The  claims  thronghout  5 
refer  to  the  "purpose"  of  the  invention,  including  protection,  and  yet  the 
learned  Judge  read  it  out  of  the  invention  altogether.  The  second  and  third 
claims  are  for  subordinate  integers.  The  fifth  is  for  the  cartridge  itself.  There 
are  no  alternative  suggestions  made  in  the  general  description  in  the  beginning 
of  the  Specification.  It  might  have  been  stated  more  plainly  in  the  Specification  10 
that  the  variations  enumerated  were  not  to  be  simultaneously  adopted.  The 
learned  Judge  was  in  error  about  the  previous  use  in  connection  with  carbon 
sheets ;  they  were  never  fastened  for  this  purpose  in  a  duplicator.  The  novelty 
lay  in  using  the  bend-over  of  the  flap  for  both  fastening  and  registration.  An 
even  hold  in  the  fastening  is  of  great  importance,  as  the  tensile  strain  is  very  15 
great.  No  stencil  sheet  with  a  registering  device  had  been  produced  before. 
The  learned  Judge  erroneously  took  the  invention  as  being  bounded  by  the 
smallest  integer  claimed.  The  invention  is  the  compound  article.  It  is  not 
limited  to  what  is  only  a  subordinate  integer.  Our  evidence  included  that  of 
trade  competitors.  The  article  is  a  new  one,  and  its  utility  is  manifest  from  its  20 
success  (American  Braided  Wire  Co.  v.  Thomson  5  ILP.C.  113,  per  Bowen  L.J. 
at  p.  124). 

Terrell  K.C.,  and  Walter  for  the  Respondents  on  the  Appeal. — One  must 
consider  what  was  already  known.  Wax  sheets  for  stencils  were  old,  so 
too  were  the  protecting  sheet  and  backing  sheet.  The  pinning  of  the  25 
sheets  together  was  known  and  also  the  mode  of  protecting  from  the  initial 
blow  by  means  of  a  piece  of  paper  stuck  on.  [Portions  of  the  evidence  were 
then  referred  to.]  The  learned  Judge  adopted  the  Patentee's  description  of  his 
invention  as  regards  "superimposing."  The  protecting  piece  may  be  a  part 
of  the  back  covering  or  stencil  sheet  itself ;  the  last  would  be  useless.  Again,  30 
one  can  register  by  any  known  method.  All  the  Patentee  has  done  is  to  take 
things  that  before  were  used  separately  and  stick  them  together  and  sell  them 
as  a  single  article.  [ROMBR  Z.J.— There  is  still  Mie  flap— either  in  the  stencil 
or  other  part.]  The  exhibit  D.C.  1  is  sold  by  the  Respondents,  and  bearing  a  notice 
that  it  is  made  under  the  Patent.  This  has  no  flap  at  all.  Kodak  films  were  cut  35 
at  the  end  in  a  triangular  form.  [Stirling  L.J. — But  not  for  the  purpose 
described  here.]  The  Patentee  only  tells  one  to  cut  the  stencil  and  flap  accu- 
rately. It  was  only  gumming  or  pinning  together  things  that  had  been  used 
separately  before.  [Vaughan  Williams  L./.— The  diflBculty  was  to  get  a 
better  method.]    But  the  gumming  is  not  part  of  the  invention  as  described.         40 

Moulton  K.C.,  in  reply. — The  invention  is  belittled  because  only  simple 
means  have  been  used.  Have  those  simple  means  been  employed  with 
ingenuity  ?  What  was  the  true  state  of  art  at  the  time  ?  Three  separate  pieces 
of  paper  had  been  used.  In  the  commencement  of  the  operation  they  were 
used  together  and  separated  afterwards.  Everyone  thought  they  had  to  be  45 
separate  all  through.  The  parts  need  not  be  patentable  separately  for 
the  whole  to  be  subject-matter.  The  invention  is  the  "cartridge."  It  is 
the  invention  described  in  the  general  description  at  the  beginning  of  the 
Specification,  in  connection  with  which  the  claims  should  be  read.  [Vaughan 
Williams  i.J.— The  learned  Judge  dealt  with  each  part  of  it  first,  and  50 
reduced  the  invention  to  the  method  of  attachment  which  is  not 
claimed.]  It  is  a  new  article.  In  Eayward  v.  Hamilton-  (Griffin  P.O.,  121), 
the  invention  was  not  a  method,  merely  a  new  article  formed  by  setting  old 
prisms  in  an  iron  frame.  This  is  a  new  trade  within  the  meaning  of  the  Statute 
of  Monopolies.  The  claim  might  have  been  wider  as  regards  attachment.  55 
{Terrell  K.C. — That  was  disclaimed.]  Disclaimers  cannot  be  referred  to. 
The  claim  is  for  a  new  article  that  can  be  attached  in  a  particular  manner 
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described.  [ROMBR  L.J. — There  are  two  distinct  things — ^the  so-called 
'  cartridge  and  the  method  of  attachment.  I  see  no  invention  in  either.  The 
method  of  attachment  is  not  claimed.]  The  utility  of  the  article  is  admitted. 
The  fair  meaning  of  the  whole  document  must  be  taken,  and  this  compound 
5  article  was  new.  The  general  description  is  quite  plain.  Ambiguities  only 
arise  in  the  case  of  the  variations.  The  article  is  most  useful,  and  produces 
better  results.  Its  simplest  form  D.C.  1  had  never  existed  before.  [STIRLING 
LJ. — How  does  your  Patent  cover  it  ?]      We    can    amend    by    disclaimer. 

EVaughan  Williams  L.J.— You  cannot  ask  the  Court  to  settle  a  disclaimer.] 
Terrell  K.C. — There  is  no  justification  for  a  general  disclaimer.  If  one  claim 
were  good  others  might  be  disclaimed  {Dedey  v.  Perkes^  13  R.P.C.  581).] 
It  was  subject-matter  to  get  a  method  of  rapidly  producing  copies  on  these 
machines  in  a  way  which  had  not  been  done  before.  We  could  amend  so 
as  to  confine  it  to  that.    We  should  confine  our  mode  of  attachment  to  that  of 

15  the  slot,  as  we  have  shown  no  other  mode.    There  is  invention  even  in  the 

substitution  of  a  flat  for  a  round  wick  {Hinks  v.  Safety  Lighting  Go.   L.R. 

4  Ch.  D.  615).    In  this  case  the  Patentee  has  succeeded  in  fixing  a  delicate 

stencil  so  as  to  effect  and  maintain  registration.     His  invention  expedites  work. 

Yaughan  Williams  X.J.— In  this  case  I  think  the  Judgment  of  Mr.  Justice 

20  Buckley  ought  to  be  affirmed.  I  have  come  to  this  conclusion  with  some  regret, 
because  I  have  no  doubt  but  that  the  article  which  the  Plaintiff  indicates  in  his 
Specification,  at  least  in  some  of  the  shapes  indicated  in  the  Claims,  is  one 
which  has  been  recognised  by  those  who  use  the  wax  stencil  rotary  duplicator, 
to  be  practically  very  convenient.     The  large  sales  of  the  article  in  one  or 

25  other  of  these  shapes  are  sufficient  to  show  this.  But  the  truth  of  the  matter  is, 
that,  taking  the  text  of  the  Specification  and  the  Claims,  it  is  impossible  to 
support  the  Letters  Patent  as  they  stand.  The  Claims  are  mutually  destructive, 
because  each  Claim  necessitates  so  wide  an  interpretation  of  the  other  Claims, 
that  nothing  definite  is  left  which  can  constitute  subject-matter  of  a  Patent. 

30  This  is  well  illustrated  by  the  Claim  for  a  combination  of  the  three  sheets 

connected  together  physically.    Claim  1  in  the  amended  Complete  Specification, 

•  which  loses  nearly  all  its  characteristics  if  it  is  to  be  supported  in  conjunction 

with  Claim  3,  for  a  single  stencil  sheet  for  duplicating  purposes  having  a  flap 

such  as  B',  or  in  conjunction  with  the  alternative  mentioned  in  the  text  in 

35  respect  of  Claim  1,  substituting  superposition  for  physical  connection.    I  shall 

content  myself  with  this  general  description  of  the  difficulty  of  supporting  the 

Patent  as  it  stands,  without  going  into  farther  detail,  because  I  can  add  nothing 

in  this  respect  to  the  forcible  criticisms  of  Mr.  Justice  Buckley. 

Mr.  Moulton  suggested  that  the  difficulty  might  be  got  over  by  treating  some 

40  of  the  Claims  as  subordinate  integers,  and  having  a  disclaimer  of  some  of  these 
Claims  coupled  with  such  corrections  and  explanations  of  the  text  as  might  be 
required  for  the  purpose  of  defining  the  disclaimer.  But  having  considered  if,  by 
amendment  and  disclaimer,  good  subject-matter  for  a  Patent  of  sufficient  novelty 
could  be  left,  I  cannot  affirm  that  a  good  Patent  could  be  thus  established. 

45  Mr.  MoiUton  was  asked  to  suggest  what  disclaimer  and  amendment  would  serve 
the  purpose,  and  he  made  no  suggestion,  or,  at  least,  no  specific  suggestion. 
Perhaps  the  best  disclaimer  and  correction  for  the  Patentee  would  be  to  limit 
the  Claims  to  Claim  1,  and  thus  claim  for  a  cartridge  arrangement  of  these 
sheets  with  B\  the  protecting  bit  at  the  top  against  the  impact  of  the  rollers 

50  of  the  duplicator  at  the  point  of  picking  up,  and  with  B'  the  flap  to  be  attache<l 
to  a  slot  machine  in  a  particular  way,  to  be  placed  relatively  to  the  foolscap  sheets 
by  one  of  the  modes  of  registration  carried  out  by  means  of  a  flap,  and  marks 
to  guide  correct  incidence ;  but  I  am  by  no  means  sure  that  this,  even  apart 
from  any  difficulty  arising  from  want  of  subject-matter,  or  from  want  of  novelty 

55  would  do  the  Patentee  any  real  service,  because  I  am  not  sure  but  that  the 
Claim  for  a  single  stencil  sheet,  with  a  flap  suited  for  registration  and  protection 
by  paper  or  thickening  against  the  first  impact,  assuming  what  is  by  no  means 
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cl«ar,  that  thikOlaim,  as  drawn,  inclndes  «nch  proteetiein  as  that  given  by  B^, 
is  not  practically  the  beet  of  the  Patentee's  combinations.  Bnt  be  this  how  it 
may,  I  am  not  so  clear  as  to  the  existetice  of  subject-matter  as  to  feel  that  I 
onght  to  diflFer  from  Mr.  Justice  Bv^ckley. 

ROMBR  LJ. — I  also  think  this  appeal  fails.    I  cannot  diflFer  from  Mr.  Justice  5 
Buckley  in  his  view  that  the  Patentee  in  his  Specification  has  stated  so  many 
alternatives  in  different  parts  of  the  processes  he  describes  and  has  generally  so 
framed  his  Sipecifloation  that  it  cannot  properly  be  gathered  what  the  essen- 
tial parts  of  his  invention  or  the  extent  of  his  claims  are  or  is  intended  or 
supposed  by  him  to  be.    My  impression  is  that  what  he  really  did  that  was  10 
useful  and  that  accounted  for  the  commercial  success  it  attained,  was  to  fasten 
together,  in  a  very  portable  convenient  and  useful  form,  certain  papers  or  devices 
which  had  previously  been  employed  separately,  that  is  to  say,  thSft  three  sheets, 
the  stencil,  the  covering  sheet,  and  the  backing,  and  the  protector  from  the  jar 
caused  by  the  impact  of  the  printing  or  duplicating  press  and  the  ink  protector.  15 
He  has  also  described,  as  attached  to  his  combination  at  the  top,  a  slip  of  paper 
forming  a  convenient  inode  of  attachment  to  the  duplicating  press.     This 
general  combination  is  what  is  referred  to  in  the  Specification  on  page  4,  lines 
7  to  12  (ante  p.  406, 1.  51).  •  Now,  so  far  as  concerns  the  putting  and  fastening 
together  of  the  separate  pieces  previously  known  and  used,  however  convenient  20 
that  may  be,  I  do  not  think  that  could  form  good  subject-matter  for  a  Patent, 
seeing  that  those  pieces  are  to  be  used,  according  to  the  alleged  invention,  in  the 
same  way  and  for  the  same  purposes  as  before.    But  I  need  not  even  consider 
that  point,  for  I  find  on  page  4,  lines  47  to  49  (an ^  p.  407, 1,  35),  the  following: 
'*  Instead  of  being  attached  to  each  other  by  adhesive  substance,  the  sheets  may  25 
"  be '  otnerwise  joined    or  they  may  be    simply  superposed  without    being 
"  attached."    I  also  find  the  following,  at  page  5,  lines  40  to  47  {ante  p.  408, 1.  33) : 
"  Instead  of  being  attached  to  or  forming  part  of  the  backing  sheet,  the  part  by 
**  which  the  stencil  sheet  is  connected  to  the  bar  in  the  duplicating  machine  and 
**  that  which  projects  the  stencil  along  the  pick-up  line  may  be  formed  as  part  30 
"  bf  the  covering  sheet,  or  may  be  connected  thereto,  the  three  sheets  being 
"  connected  together  preferably  as  already  described.    Or  the  stencil  sheet  itself 
*•  may  be  provided  at  one  of  its  ends  with  an  overlapping  part  or  flap  which  can 
**  be  passed  through  the  slot  in  the  bar  to  connect  the  stencil  to  the  machine, 
'•  this  flap  having  connected  to  it  preferably  a  part  which  protects  the  stenfeil  35 
**  along  the  pick-up  line,"  and  at  page  6,  lines  3  to  8  {ante  p.  408, 1.  55  ),  he^says  : 
•*  In  some  cases,  such  for  example  when  the  stencil  sheet  is  to  be  prepared  or 
"  written  upon  by  hand,  that  is  to  say  by  employing  a  stylus  or  other  similar 
"Instrument,  the  covering  sheet  need  not  be  employed  and  the  backing  ^heet 
**  may  also  be  dispensed  with,  the  flap  by  which  the  stencil  sheet  can  be  fixed  40 
"  to  the  machine  being  formed  integral  with  the  stencil  sheet  itself  or  as  a 
"  separate  piece  connected  thereto  as  above  described."     And  the  Patentee  has 
not  made  it  clear  that  by  any  of  his  Claims  he  has  confined  himself  to  a  claim 
for  the  general  combination  as  a  whble,  even  if  that  could  have  formed  good 
subject-matter  for  a  Patent.    Take  Claim  1.    It  is  for  "  The  combination  with  a  45 
'*  stencil  sheet  for  duplicating  purposes  of  a  covering  sheet  and  a  backing  sheet, 
"  the  three  sheets  being  connected  together  and  one  of  them  being  provided 
'*  with  overlapping  portions  at  top  and  bottom  substantially  as  and  for  the 
"purpose  described.^'     This  appears  to  include  the  sheets  being  connected 
together' by  being  superimposed  without  being  otherwise  attached.      This  view  50 
is  borne  out  by  the  statement  in  the  Claim  that  only  one  of  the  sheets  need  be 
provided  with  overlapping  portions.    And  I  need  not  go  through  the  other 
Claims,  for  they  are  clearly  not  restricted  to  the  general  combination.    Claim  5 
claims  the  three  sheets  by  themselves  and  even  omits  any  reference  to  the 
"  purpose  "  described  in  the  body  of  the  Specification.      At  any  rate,  it  appears  55 
that  the  Patentee  does  not  consider  the  fastening  together  and  combination  of 
the  separata  pieces  as<  the- essence^  ^f  his  alleged-  invention;-    Nor  can  I  gather 
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from^  &*■  Spteificaiion  op  «vW©noenin  wtiat  other  respebtB  lie  cdnslders  lie  has 
mSde  or  can  be  treated  as  having  made  a  patentable  invention.  HiB  Counsel  on 
his  behalf  dv^elt  upon  the  virtues  ot  his  bombination  as  containing  an  efficient 
protector  from  the  jar  caused  by  the  impact  of  the  duplicating  press.  But  the 
5  "use  of  an  extra  piece  of  paper  to  effect  that  purpose  (and  this,  in  substance,  is 
what  the  Patentee  does  by  his  combination)  was  well  known  at  the  date  of  the 
Patent.  And  he  claims  the  extra  piece  of  paper,  even  when  used,  not  on  the 
combination,  but  on  the  stencil  alone.  Nor  does  he  even  confine  himself  to  the 
use  of  the  extra  piece  of  paper.    Any  equivalent,  according  to  him,  is  within 

10  hid  Patent.  At  page  5,  lines  47  to  54  (ante  p.  408, 1.  42),  he  says  :  *'  Instead  of 
**  being  formed  separately  from  the  stencil  sheet  and  connected  thereto  as  above 
«*  described,  the  flap  by  which  the  stencil  is  connected  to  the  duplicating  machine 
**  may  be  formed  as  an  extension  of  one  end  of  the  stencil  sheet  itself.  When 
**  the  flap  forms  part  of  the  stencil  sheet,  an  additional  piece  of  paper,  or  other 

15  ♦'  suitable  material,  may  be  permanently  attached  to  the  stencil  sheet  to  protect 
♦'  it  on  the  pick-up  line  in  the  duplicating  machine,  or  part  of  the  stencil  sheet 
"  may  be  coated  with  some  protective  substance  or  composition."    See  also  page 
6,  lines  8  to  10  of  the  Specification  (ante  p.  409, 1. 1). 
:    Then  the  next  thing  urged  on  his  behalf  as  being  impojrtant  is  the  use  of  the 

20  piece  of  paper  like  an  en-selope  flap  on  the  top  of  either  his  combination  of  the 
iStencil,  covering  and  packing  sheets,  or  of  the  stencil  either  alone  or  with  the 
covering  or  backing  sheets.  It  is  said  that  this  piece  of  paper  is  of  great  assistance 
in  placing  the  stencil  srheet  accurately  on  the  duplicating  press— what  is 
technically  called  the  "  registering."      But  here,  again,  the  Specification  fails  to 

25  show  what  is  essential  or  really  important.  The  piece  of  paper  in  question  may 
apparently  be  of  any  shape,  and  the  Patentee,  in  substance,  says  that,  according 
to  his  invention,  you  may  do  the  registering  in  any  convenient  way  you  think 
fit;  even  the  most  obvious  way.  Thus  at  page  5,  lines  3  to  8  (ante  p.  407, 1. 50),  he 
«ay8  :  *'  To  prevent  the  flap  being  drawn  too  far  through  the  slot  and  to  deter- 

30  "  mine  the  exact  place  where  the  edge  of  the  flap  is  to  be  fastened  down,  the 
*'  Slot  is  made  of  such  a  width  that  it  only  permits  one  thickness  of  the  paper  to 
^  pass  freely  through  it,  so  that  the  top  of  the  stencil  sheet  forms  a  limiting  stop, 
♦'  or  some  other  device  subh  as  a  line  or  other  indicating  mark  may  be  applied  to 
*'  the  backing  or  stencil  sheet  for  this  purpose." 

85  Lastly,  it  is  contended  on  behalf  of  the  Patentee  that  the  piece  of  paper  at  the 
top  can  be  and  is  intended  to  be  used  so  as  to  form  a  more  efficient  fastener  of 
the  stencil  sheet  to  the  duplicating  press  than  the  clamp  ordinarily  used  before. 
But  the  Patentee  has  not  expressly  limited  himself  to  the  form  of  fastening  this 
top  piece  of  paper  shown  in  the  Specification,  nor  can  I  gather  that  it  forms  an 

40  essential  part  of  his  Patent.  He  has  certainly  not  claimed  the  use  of  a  machine 
adapted  to  such  a  method  of  fastening  as  being  protected  by  his  Patent,  and  I 
ha^e  no  doubt  he  was  wise  in  not  doing  so.  Even  though  such  a  method  of 
fastening  was  more  rigid  than  the  old  method  of  clamping  and  had  not  been 
actually  used  before  on  a  duplicating  machine,  yet  the  method  was  a  well-known 
alternative  way  of  fastening  in  analogous  cases,  and  I  cannot  think  it  would 
have  formed  good  subject-matter  of  a  Patent  simply  to  have  employed  that 
method.  But  whether  that  be  so  or  not,  the  Patentee,  as  I  have  said,  has  not 
claimed  it.  What  he  has  claimed  is  the  use  of  the  piece  of  paper  on  the  top  of 
the  stencil,  either  alone  or  in  combination  with  one  or  both  of  the  other  sheets, 

50  and  this  piece  of  paper  may  be  of  any  shape,  and,  so  far  as  I  can  see,  may  be 
capable  of  being  fastened  in  any  efficient  way,  as,  for  example,  by  the  fastening 
by  the  three  eyelet  holes  shown  in  exhibit  D.C.  1,  which  has  been  issued  as  made 
under  the  Patent. 

Without  further  discussing  the  Specification  and  its  Claims,  I  may  sum  it  up 
by  saying  that,  as  it  stands,  the  Patentee  makes  claims  which  are  far  too  gener^ 
and  wide  to  be  valid.  Indeed,  this  was  hardly,  if  at  all,  challenged  by  Counsel 
for  the  Patentee.    All  that  was  contended  for  was  that,  by  disclaimer  and 
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amendment,  the  Patent  might  be  made  to  coyer  a  valid  claim.  But  this  is  not 
a  case,  to  my  mind,  where  the  Court  should  listen  to  such  a  contention.  The 
practice  has  become  far  too  common  of  Patentees  unduly  widening  the  scope  of 
their  alleged  inventions  and  their  claims  with  the  result,  even  though  it  may 
not  be  with  the  intention,  that  the  public  are  thereby  prevented  from  properly  b 
gathering  what  the  true  limited  invention  (if  any)  is,  and  may  be  terrorised 
into  yielding  to  unjust  claims  on  the  part  of  the  Patentees.  But  few  members 
of  the  public  have  the  pecuniary  means  or  resources  enabling  them  to  embark 
upon  the  very  expensive  litigation  generally  necessary  in  order  to  show  that  a 
Patent  is  invalid.  The  present  case  is,  in  my  opinion,  an  example  of  that  class  10 
of  Patents  where  it  is  difficult  to  gather  from  the  Specification  what  the  true 
invention  is,  and  where  the  claims  of  the  Patentee  are  made  to  appear  as  wide 
beyond  any  justification.  Nor  is  this  a  case  where  you  find  a  proper  claim 
made  for  some  clearly  good  subject-matter  of  a  Patent,  and  there  is  some  fair 
excuse  for  the  Patentee  making  claims  beyond  what  is  found  to  be  legally  15 
justifiable.  I  think,  therefore,  Mr.  Justice  Buckley  was  right  in  revoking  the 
Patent,  and  that  the  Appeal  should  be  dismissed  with  costs. 

Stirling  LJ. — I  am  entirely  of  the  same  opinion  and  for  the  same  reasons 
as  have  been  given  by  my  learned  brethren.  I  weuld  only  say  that  the  way  in 
which  the  case  presents  itself  to  me  is  this,  that,  as  it  stands,  the  P&tent  is  20 
incapable  of  being  supported.  Conspicuous  examples  of  the  points  in  which 
the  Patent  fails  have  been  mentioned  by  both  my  brethren.  I  would  adduce  as 
examples  what  is  found  on  page  4  of  the  Specification,  at  lines.  48  and  49,  and 
on  page  5  at  lines  40  to  44.  These  have  been  already  read,  therefore  I  need  not 
read  them  again.  25 

The  question,  therefore,  which  we  have  really  to  consider  is  whether  this  is 
a  case  in  which  we  should  give  leave  to  disclaim  and  to  amend  the  Specification. 
Now  I  have  studied  the  Specification  with  a  view  to  see  whether  I  could  frame  in 
my  own  mind  any  form  of  amendment  or  disclaimer  which  would  really  avail  to 
protect  anything  which  is  useful  and  properly  claimed  by  this  Specification,  go 
I  regret  that  I  have  not  had  the  benefit  of  the  assistance  which  should  have  been 
derived  from  some  evidence  in  that  respect  submitted  on  behalf  of  the  Patentees, 
but  my  own  attempts  have  altogether  failed,  and  I  can  only  concur  in  the 
conclusion  which  has  been  arrived  at  by  my  brethren. 

Hume  applied  for  a  stay  of  the  Order  for  Revocation  pending  an  Appeal  to  g5 
the  House  of  Lords.    Notice  of  Appeal  to  be  given  within  one  month. 

Vaughan  Williams  LJ.—li  will  be  the  same  Order  that  Mr.  Justice 
Btickley  made  on  the  Appeal  from  him  to  us,  with  one  month  substituted  for 
14  days. 

T.  Terrell  E.C. — ^We  have  no  objection,  but  the  Patentee  must  not  use  this  as  a  40 
means  of  threatening  anybody.    The  object  of  the  Petition  was  to  get  rid  of 
threats ;  and  not  to  revoke  a  Patent  of  no  value.    The  Patentee  ought  not  to 
threaten  in  the  meantime,  and  of  course  we  will  agree  to  the  usual  undertaking 
to  refund  the  costs  in  the  event  of  an  Appeal  being  successful. 

Hume. — There  is  no  evidence  of  threats,  and  we  undertake  not  to  issue  any.     45 

Vaughan  Williams  L./.— Then  so  be  it. 
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Rigden  t.  Jones. 


In  the  High  Court  of  Justiok— Chanobuy  Division. 

Before  Mr.  Justice  Swinpbn  Eady. 

March  28th,  29th,  30th,  and  Slst,  and  April  1st  and  3rd,  1905. 

Rigden  and  Others  (trading  as  Fownes  Bros.  &  Co.)  v.  Jones. 


5      Passing   off.-^Breach   of  covenant. — "Fownes'    Gloves''— DedaraHQn.-- 
Injtmction. 

The  Plaintiffs  in  the  action^  who  traded  cw  Fownes  Bros.  &  Co.,  were  an  old- 
established  firm  of  manufacturing  gloversy  and  **  Fownes'  Gloves''  meant  gloves 
supplied  by  them.    Before  1899  there  was  a  retail  business^  "  F.  and  A.  Fownes," 

10  of  hosiers  and  glovers  at  Liverpool^  with  a  small  factory  at  Worcester.  The  Defen- 
dant J.  purchased  the  retail  business  of  F.  and  A.  Fownes,  and  also  bouglU  the 
wholesale  business  at  Worcester  but  resold  it  to  the  PlaintiffSj  and  the  Defen^ 
dant  on  the  resale  entered  into  covenants  tvith  the  Plaintiffs  limiting  the  use  by 
tlie  Defendant  of  the  nams  Fownes  in  his  retail  business^  and  the  Defendant 

15  covenanted  not  to  use  the  name  Fownes  as  a  manufacturer  or  wholesale  dealer 
in  gloves.  In  1904  the  Plaifitiffs  commenced  this  action  against  the  Defendant^ 
alleging  certain  acts  by  the  Defendant  to  be  breaches  of  this  covenant  and  to 
represent  the  business  and  gloves  of  the  Defendant  to  be  the  business  and  gloves 
of  the  PlaintiffSy  and  claiming  declarations  that  the  Defendant  was  not  entitled 

20  to  do  certain  specific  things  and  injunctions  against  his  doing  them^  and  against 
the  Defendant  representing  his  business  and  gloves  as  those  of  the  Plaintiffs'. 
As  to  some  of  the  things  complained  qf^  the  Defendant  had  before  the  trial  dis- 
continue themj  and  he  offered  an  undertaking  not  to  carry  on  business  as  a 
glover  in  Manchester  in  tlie  name  of  "  Fownes  "  without  prefixing  "  F.  ^nd  A," 

25  to  such  name.  The  Defendant,  howevei\  claimed  the  right  to  describe  any  gloves 
sold  in  his  shop  as  "  Fownes'  Gloves." 

Held,  tJiat  "Fownes'  Gloves"  meant  the  Plaintiffs'  gloves^  and  that  the 
Defendant  was  not  entitledso  to  describe  gloves  sold  by  him  and  not  supplied  by 
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the  PlatntiffSy  and  that  the  acts  of  the  Defendant  had  been  calculated  to  represent 
his  business  and  gloves  as  the  business  and  gloves  of  the  Plaintiffs^  and  thai  tlie 
Plaintiffs  were  entitled  to  the  relief  ashed  with  some  modifications.  Judgment 
was  given  for  the  Plaintiffs  accordingly  with  costs. 

On  the  12th  of  August  1904  William  Gardiner  Bigden,  Samuel  John  Urwick,  5 
Henry  Urwick^  William  Foumes  Bigden^  and  FJdward  Fownes  Bigden  (trading 
as  Foumes  Bros.  &  Co.),  commenced  an  action  against  George  Henry  Jones  for 
passing  off  and  for  breach  of  certain  covenants  and  agreements,  the  particular 
relief  asked  for  by  the  amended  Statement  of  Claim  being  set  out  below. 

The  Statement  of  Claim  alleged  as  follows :—"  (1)  The  Plaintiffs  carry  on  10 
■**  business  in  partnership  in  Oresham  Street  and  Aldermanbury  in  the  City  of 
"  London  and  in  the  City  of  Worcester  and  elsewhere  under  the  firm  of 
*'  *  Fownes  Bros.  A  Go,^    and  such  business  consists  of  the  manufacture  and 
"  importation  of  gloves  of  all  kinds,  which  are  sold  by  them  wholesale  to 
'^  retail  tradesmen  all  over  the  world,  and  the  gloves  so  sold   have  a  very  15 
*'  high  reputation  amongst    the    persons    who  purchase  them  and   amongst 
*'  the  public  generally.    The  gloves  of  the  Plaintiffs'  manufacture  are  known 
''  throughout  the  civilised  world  as   *  Fownes^  Gloves,'  and  gloves  sold  as 
"  ^Foumes"  Gloves'  are  recognised  and  believed  by  all  persons  purchasing  them 
«<  to  be  made  and  supplied  by  the  Plaintiffs  alone.    It  is  and  always  has  been  20 
♦«  the  practice  of  the  Plaintiffs  and  their  predecessors  in  trade  to  use  the  word 
<♦  *  Fownes '  in  connection  with  their  gloves  without  any  prefix  or  affix  thereto. 
"(2)  The  Plaintiffs'  business  was  originally  established  by  John  Fownes  si 
"  Worcester  in  the  year  1777,  and  w&s  transferred  by  him  to  London  in  the 
«<  year  1808,  and  from  that  date  to  the  present  time  the  business  has  been  25 
*«  continuously  carried  on  by  the  successive  owners  thereof.    (3)  Down  to  the 
<t  year  1893  no  person  or  persons  other  than  and  except  the  Plaintiffs  and  their 
«  predecessors  in  their  said  business  had  ever  manufactured  gloves  in  the  name 
«  of  Foumes  or  in  any  name  of  which  the  word  Fownes  formed  part,  but  in  that 
**  year  Frederick  John  Fownes  and   Arthur  Augustus  Fownes^  who  were  30 
«  descendants  of  the  original  John  Fownes^  and  who  had  for  some  time  carried 
<'  on  a  retail  business  as  hosiers  and  glovers  in  Liverpool,  commenced  business 
"  in  a  small  factory  in  Worcester  as  manufacturers  of  gloves  under  the  firm 
<«*name  (which  was  also  used  in  the  Liverpool  business)  of  F.  and  A.  Fownes. 
<<  This  manufacturing  trade  was  of  a  very  limited  character.    (4)  In  the  latter  35 
**  part  of  the  year  1898  the  Defendant  purchased  from  the  siid  Frederick  John 
«<  Fownes  and  Arthur  Augustus  Fownes  (hereinafter  called  for  brevity  Messrs. 
*'  F.  and  A.  Fownes)  their  said  retail  business  at  Liverpool,  and  the  Plaintiffs 
"  took  advantage  of  the  opportunity  which  offered  itself  to  negotiate  through  the 
"  Defendant  with  Messrs.  F.  and  A.  Fownes  for  the  purchase  of  the  manu-  40 
«  facturing  business  at  Worcester.    The  object  of  the  Plaintiffs  in  making  the 
"  said  purchase  was  to  close  the  said  business  in  order  to  prevent  confusion 
"  with  their  own,  and  directly  they  had  accomplished  such  purpose  as  herein- 
<<  after  stated  they  carried  out  their  said  intention,  and  from  that  date  till  the 
"  present  time  there  never  has  existed  any  manufactory  of  gloves  by  any  person  45 
<'  using  the  name  of  Fownes  except  that  of  the  Plaintiffs.   (5)  In  the  course  of  the 
••-discussions  between  the  Plaintiffs  and  the  Defendant  as  to  the  purchase  of  the^ 
*<  Worcester  business  of  Messrs.  F.  and  A.  Fownes  the  Defendant  induced  the, 
"  Plaintiffs  to  consent  to  a  limited  use  of  the  name  of  the  word  Fownes  in  his^ 
"  Liverpool  retail  business, and  such  arrangement  was  embodied  in  the  documents  50 
"  hereinafter  stated.    (6)  The  Defendant  also  desired  a  similar  concession  in  the' 
«'  event  of  his  purchasing  or  opening  a  branch  retail  business  in  Manchester,  but 
<<  upon  the  Plaintiffs  expressing  their  decided  .objection  to  this,  the  Defendant d^d 
<<  not  press  the  matter  further.    (7)  By  an  Indenture  dated  the  1st  day  of  March 
«'  1899,  and  made  between  Messrs.  F.  and  A.  Fownes,  therein  called  thfe  55 
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'^  v^e^oiBf.of  the  one  part  aodtlte  P^^dndaaif,  thereia(<)i|lled:ih)9  {^art^haien^e^ 
^'  th«  otlxer  part,  after  reoitiog  an  agreement  dated. the  .4th  day  of  January  1899 
'*  for  the  aale  of  the  goodwill  and  premises  thereiaiafter  aeai^ned,  it  is  .witnesded 
"  that,  in  consideration  of  the  sum  of  lOOi  paid  to  the  vendors  by  the  purchaa^r, 
5  «<  the  vendors  assigned  to  the  purchasei;  all  the  beneficial  interest  and  goodwiU.<>f 
**'  the  vendors  in  the  trade  0r  business  of  wjbtolesale  glove  manufacturers  and 
"dealers  for  some  yea,rs  past  carried  oul  by  them  in  the  City  of  Worcester  and 
"  other  places  in  England  (including  the  sole  right  to  use  in'  connection  therd- 
**  within  the  United  Kingdom  the  firm  name  of  *  F.  and  A,  Foumes'),  ejxd 

10  «  covenanted  with  the  purchaser  that  the  vendors  would  not  at  any  time 
"  thereafter  either  by  themselyes  or  in  connection  with  any  other  person  or 
"  persons  directly  or  indireotiy  carry  on  the  'said  trade  or  buflinesd  within  the 
**  United  Kingdom  nor  use  or  permit  to  be  used  in  eonnection  therewith  ttie 
"  said  jSrm  name  of  '  F.  and  A.  Fawnes '  or  any  part  of  it  directly  or  indirectly. 

1;>  (<  (^^  ^]xe  negotiations  resulting  in  the  said  as&lgnment  luud  the  form  thereof 
'<  were. previously  communicated  by  the  Defendant  to  the  Plaintiffs  and  they 
'*^»greed  thereto.  (9)  By  an  Agreeme^it  dated  the  9tb  day  of  February  1899^ 
^^  and  made  between  the  Defendant  of  the  one  part  and  the  Plaintiffa  o£  the 
"  other  part,  the  Defendant  agree.d  to  sell  to  the  Plaintiffs  the  wholesale 

20  <<  business  purchased  by  him  from  Messrs.  F.  and  A.  Fownes  as  aforesaid. 
*•  The  Plaintiffs  refer  to  such  Agreement,  but. as  the  proviaiona  thereof .  were- in 
"substance  reproduced  in  the  assignment,  next  hereinafter  stated,  it  is  not 
'^  necessary  to  set  out  the  terms  of  such  Agreement  in  full.  (10)  By  an  indenture 
"  dated  the  13th  day  of  Maroh  1899,  and  made  between  the  Defendant  (herein 

25  "  called  the  vendor  of  the  one  part  and  the  Plaintiffs  of  the  other  part,  after 
"  reciting  that  for  some  years  previously  to  the  4th  day  of  January  1899 
**  Messrs.  F.  and  A.  Fownea  carried  on  business  as  wholesale  glove  manufac- 
"  turersand  dealers  at  the  cities  of  Worcester  and  Liverpool  under. the  style  or.fijiin 
"  of  *•  F.  <md  A.  Foivnea^'  and  reciting  the  hereinbefore  stated  indenture  of  the 

30  '^  let  day  of  March  1899,  and  reciting  that  the  purchasers  were  old-established 

**  glove  manufacturers  on  a  very  large  scale  and  that  the  gloves  made. by  them 

*  were  known  throughout  the  civilised  world  as  *  Fownes*  gloves,'  in  considera- 

"  tion  of  the  sum  of  300^.  paid  to  the  vendor  by  the  purchasers  the  vendor 

"  assigned  to  the  purchasers  all  the  beneficial  interest  and  goodwill  of  the 

\\i  "  vendor  in  the  said  business  of  wholesale  glove  manufacturers  and  dealers  so 
"  carried  on  by  Messrs.  F.  and  A.  Foumes  as  aforesaid,  including  the  sole 
"  right  to  use  in  connection  therewith  in  the  United  Kingdom  the  firm  name 
"  of  '  F.  and  A.  Fownes '  and  the  benefi  s  of  the  covenants  on  the  part  of 
"  Messrs.  F,  and  A.  Fownes  contained  in  the  said  indenture  of  the  1st  day  of 

40  "  March  189j.     (11)  By  the  same  Indenture  the  Defendant  entered  into  the 
"  following  covenants  with  the  Plaintiffs,  namely  :'—(i)  Not  to  use  the  name' 
"  Fownes  or  the  name  F.  and  A.  Fown$8^  or  either  of  them,  either  alone  or  in  * 
"  combination  with  any  other  words  or  figures  as  a  manufacturer  of  or  wholesale 
"  dealer  in  gloves,  but  the  Defendant  might  have  the  words  ^FowneSy  Liverpool,' 

45  "  or  ^  F.  and  A.  Fownes^  Liverpool,"  stamped  on  the  buttons  of  or  inside  of  any 
"  gloves  sold  by  him  in  the  retail  business  of  glovers,  hosiers,  shirtmakers,  &o., 
"  which  he  had  recently  purchased  from  Messrs.  F,  and  A^  Fownes.  (ii)  Not 
"  to  make  or  sell  or  offer  or  expose  for  sale  any  gloves  not  nMide  by  the  Plaintiffs 
"  on  or  to  which  should  be  stamped  or  affixed  the  words  '  Fownes"  Make  '  or 

50  "  '  Fownes'  Own  Make '  or  'i^.  and  A.  Fownes'  Make  'or  ^F.  and  A.  Fownes' 
*'  '  Own  Make '  either  by  themselves  or  in  combination  with  any  other  word  or 
"  words,  or  any  gloves  not  made  by  the  Plaintiffs  on  or  to  which  should  be 
"  stamped  or  af&xed  any  other  words  or  Qgures  or  combination  of  words  or 
"  figures  or  design  which  might  lead  the  public  to  believe  that  such  gloves 

bi  '*  were  made  by  the  Plaintiffs'  firm,  (iii)  Not  by  himself  or  in  connection 
"  with  any  other  person  or  persons  directly  or  indirectly  to  carry  on  or.be- 
"  concerned  or  engaged  in  the  trade .  or  business  of  glove  maaufactnrers  or 
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**  wholesale  dealers  in  gloves  within  the  United  Kingdom  in  the  name  or  under 
**  any  title  which  should  introduce  the  name  of  Foumes.  (iv)  Provided  always 
'*  that,  notwithstanding  anything  to  the  contrary  hereinbefore  contained,  the 
**  Defendant  should  have  full  power  to  use  in  his  said  retail  business  except 
^'  in  regard  to  the  sale  of  gloves  (such  sale  being  controlled  by  covenants  5 
"  numbered  (i)  and  (ii)  hereinbefore  contained)  the  name  of  Foumes  or  the 
"  name  of  F.  and  A,  Foumes  as  he  should  think  proper."  The  Statement  of 
Claim  then  alleged  an  arrangement  by  the  Plaintiffs  with  Messrs.  J.  and  R. 
Morlet/,  with  the  knowledge  of  the  Defendant,  that  the  wopd  ^*  Foumes  ^^ 
should  not  be  attached  to  or  stamped  upon  gloves  supplied  by  Messrs.  10 
J,  and  R.  Morley  to  him  in  any  other  form  than  "  Made  expressly  for  Foumes, 
*^  Liverpool.'*  The  Statement  of  Claim  then  proceeded  to  state  alleged  breaches 
of  the  Defendant's  covenants  and  acts  alleged  to  deceive  the  public,  the  principal 
of  which  alleged  breaches  and  acts  are  fully  referred  to  in  the  judgment  of 
the  learned  Judge  at  the  trial.  As  to  some  of  the  acts  complained  of,  the  15 
Defendant  had  complied  with  the  requirements  of  the  Plaintiffs  before  or  after 
the  issue  of  the  writ,  and  at  the  trial  the  Defendant  gave  an  undertaking  not 
to  carry  on  business  as  a  glover  in  Manchester  in  the  name  of  Foumss  witiiont 
prefixing  the  letters  F.  and  A.  to  such  name. 

The  Plaintiffs'  claim  was  as  follows  :— '*  (1)  That  it  may  be  declared  that  the  80 
^'  Defendant  is  not  entitled  to  carry  on  his  said  business  in  Liverpool  under  the 
^'  name  of  Fownes  without  prefixing  the  initials  *•  F,  and  A.*  to  such  name  or 
"  otherwise  clearly  indicating  that  his  business  is  not  one  carried  on  by  or 
'*  belonging  to  the  Plaintiffs.    (2)  That  it  may  be  declared  that  the  Defendant 
**  is  not  entitled  to  carry  on  business  at  any  place  other  than  Liverpool  in  the  25 
"  name  of  Fownes,  or  in  the  alternative  without  prefixing  the  letters  *  F,  and  A? 
^^  to  such  name.    (3)  1'hat  it  may  be  declared  that  the  Defendant  is  not  entitled 
*'  in  Liverpool  or  Manchester  or  elsewhere  to  sell  or  offer  for  sale  any  gloves 
'*  not  msmufactured  or  supplied  by  the  Plaintiffs  or  their  firm  of  Foumes  Bros. 
**  <fc  Co.  (a)  which  or  the  buttons  or  fastenings  of  which  are  marked  with  any  30 
"  name  or  stamp   containing  the   word    '  Fownes '  which    does  not  clearly 
*^  indicate  that  the  Defendant  is  not  the  maker  of  such  gloves  and  that  such 
"  gloves  are  not  those  of  the  Plaintiffs,  or  (h)  on  or  to  which  shall  be  or  on  the 
'^  buttons  or  fastenings  of  which  shall  be  stamped  or  affixed  any  words  or 
*^  figures  or  combination  of  words  or  figures  or  design  calculated  to  lead  the  public  35 
"  to  believe  that  the  gloves  were  manufactured  or  supplied  by  the  Plaintiffs 
"  or  their  said  firm,  or  (c)  on  or  to  which  shall  be  stamped  or  affixed  *  Fownes, 
**  *  Manchester,'  or  similar  words  either  alone  or  in  combination  with  any  other 
'<  word  or  words,  or  in  the  alternative  on  or  to  which  shall  be  stamped  or 
"  prefixed  the  words  *  Foumes,  Manchester,'  or  similar  words  either  alone  or  in  40 
^'  combination  with  any  other  word  or  words  unless  the  letters  *F.  and  A  J*  are 
**  affixed  to  the  word  *  FownesJ*    (4)  That  it  may  be  declared  that  the  Defendant 
*^  is  not  entitled  either  by  inscription  on  his  shop  front  or  in  his  circulars  or 
*'  other  communications  to  the  public  or  by  verbal  statements  to  customers  or 
**  others  or  by  exhibiting  on  his  shops  any  such  show  cards  as  aforesaid  or  in  45 
"  any  other  way  to  describe  himself  as  a  glove  manufacturer  or  a  manufacturing 
<'  glover  or  in  any  other  way  to  represent  himself  as  being  a  manufacturer  or 
"  maker  of  gloves.    (5)  Injunctions  to  restrain  the  Defendant,  his  servants  and 
<'  agents,  from  transgressing  the  terms  of  the  declarations  aforesaid.    (6)  An 
*' injunction  to  restrain  the  Defendant,  his  servants  and  agents,  from  in  any  50 
"  manner  representing  or  causing  or  procuring  to  be  represented  or  doing 
<<  anything  which  shall  lead  to  the  belief  or  is  calculated  to  lead  the  belief  that 
"  any  business  carried  on  by  the  Defendant  is  the  business  of  the  Plaintiffs 
*^  and  from  representing  that  any  gloves  sold  by  the  Defendant,  and  not  in  fact 
"  supplied  by  or  being  the  gloves  of  the  Plaintiffs  or  their  said  firm,  are  in  fact  55 
"  the  gloves  of  the  Plaintiffs.    (7)  An  injunctiofi  to  restrain  the  Defendant 
"  from  in  any  other  way  infringing  or  committing  a  breach  of  the  Defendant's 
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**  agreements  and. covenants  in  (a)  an  Agreement  between  the  Defendant  and 
"  the  Plaintiffs'  firm  of  the  9th  of  February  1899,  and  (b)  an  Assignment  by 
"  the  Defendant  to  the  Plaintiffs'  firm  of  the  13th  of  March  1899  or  either 
"  of  them.  (8)  Damages." 
h  The  Defendant  by  his  Defence  stated  as  follows  :— "  (1)  The  Defendant  does 
''  not  admit  any  of  the  allegations  contained  in  paragraph  1  of  the  Statement  of 
"  Claim.  The  Plaintiffs  sell  gloves  not  of  their  manufeicture,  and  such  gloves 
"  are  stamped  on  the  inside  with  the  words  *  Foumes^  London/  and  have  buttons 
"  attached  marked  *  FoumeSy  London.'    (2)  The  Defendant  carries  on  business 

10  "  at  10  Lord  Street  in  the  City  of  Liverpool  as  a  glover,  hosier,  and  shirt  maker, 
"  and  he  purchased  the  said  business  from  Frederick  John  Foumes  and  Arthur 
**  Augustus  Foumes  in  the  year  1898  for  3072Z.  15».  The  Defendant's  said 
*'  business  is  a  very  old-established  one,  and  has  been  carried  on  in  Lord  Street, 
"  Liverpool,  for  upwards  of  100  years.    The  Defendant's  said  business  was 

15  "  carried  on  for  many  years  prior  to  the  year  1851  under  the  style  of  *  F.  and  A. 
"  '  Foivnes,'  afterwards  of  *  F.  Foumes^  afterwards  of  *  F.  J.  Fownes^  and  from 
<'  the  year  1888  down  to  the  date  when  the  Defendant  purchased  it  of  ^F.  and  A, 
** '  Fownes,'^  At  the  date  when  the  Defendant  purchased  the  said  business  and 
**  for  upwards  of  50  years  previously  thereto  the  name  of  *  Foumes  *  without 

20  '*  prefix  or  affix  appeared  in  several  places  on  the  front  of  the  shop  10  Lord 
<*  Street  aforesaid.  The  said  Liverpool  business  has  for  many  years  past  had  a 
'^  large  and  valuable  connection,  and  has  customers  all  over  the  United  Elingdom 
"  and  also  abroad,  and  it  is  and  has  for  many  years  past  been  well  known  under 
"  the  name  of  *  Fownes^  Liverpool,'  and  gloves  sold  in  the  said  Liverpool  business 

26  '*  are  and  have  for  many  years  past  been  well  known  as  *'Foumss^  Gloves.'  (3)  The 
**  said  Frederick  John  Foumss  and  Arthur  Augustus  Fownes^  from  whom  the 
''  Defendant  purchased  the  said  Liverpool  business  in  the  year  1893,  commenced 
^*'  business  as  glove  manufacturers  at  Worcester,  and  such  business  was  carried 
"  on  by  them  down  to  the  year  1899,  when  they  sold  the  United  Kingdom 

30  ''  portion  of  the  said  manufacturing  business  to  the  Defendant,  and  the  Defen- 
*'  dant  subsequently  sold  such  last-mentioned  manufacturing  business  to  the 
<^  Plaintiffs.  Save  as  aforesaid,  the  Defendant  does  not  admit  any  of  the 
'^  allegations  contained  in  paragraphs  3,  4,  5,  and  6  of  the  Statement  of  Claim. 
'<  (4)  The  Defendant  admits  the  Indenture  dated  the  Ist  day  of  March  1899 

35  "  referred  to  in  paragraph  7  of  the  Statement  of  Claim,  and  will  refer  to  the 
<<  same  when  produced.  (5)  The  Defendant  does  not  admit  the  allegations 
^<  contained  in  paragraph  9  of  the  Statement  of  Claim.  (6)  The  Defendant 
**  admits  the  Indenture  dated  the  13th  day  of  March  1899  stated  in  para- 
''  graphs  10  and  11  of  the  Statement  of  Claim,  and  will  refer  to  the  same  when 

40  '*  produced.  (7)  The  Defendant  does  not  admit  that  any  arrangement  was  made 
''  between  the  Plaintiffs  and  Messrs.  J.  and  E.  MorUy  as  alleged  in  paragraph  12 
^*  of  the  Statement  of  Claim,  and  if  any  such  arrangement  was  made  he  had  no 
^'  knowledge  thereof,  and  the  Defendant  does  not  admit  any  of  the  allegations 
"  contained  in  paragraph  12  of  the  Statement  of  Claim."    The  Defence  then 

4.^  referred  to  the  acts  complained  of  by  the  Plaintiffs,  and  in  particular  alleged 
that  the  Defendant  agreed  with  the  Plaintiffs  before  the  issue  of  the  writ  to 
carry  on  his  Manchester  business  under  the  name  of  F,  and  A.  Foumes.  The 
last  paragraph  of  the  Defence  was  as  follows : — '*  (13)  The  Defendant  and  his 
"  predecessors  in  business  have  for  many  years  past  sold  gloves  by  all  the 

50  *'  leading  glove  makers  as  *  Foumes^  Gloves,'  meaning  thereby  that  such  gloves 
*'  were  sold  by  the  Defendant's  firm  in  the  course  of  their  said  retail  business, 
*^  and  the  sale  of  such  gloves  tmder  the  said  description  did  not  in  fact  and  was 
**  not  intended  by  the  Defendant  or  calculated  to  lead  the  public  to  believe  that 
"  such  gloves  were  of  the  Plaintiffs'  manufacture  or  of  the  Defendant's  manu- 

55  **  f»/;ture.  The  Plaintiffs  have  been  aware  for  many  years  past  that  gloves  were 
''  sold  by  the  Defendant  and  his  predecessors  in  the  manner  stated  in  this  para- 
<^  graph,  and  they  have  themselves  supplied  gloves  to  him  which  were  stamped 
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"  inside  ot  on  the  buttons  or  on  both  places  with  the  name  *  Fownes^  Liverpool.' 
"  some  of  which  were  and  some  of  which  were  not  made  by  the  Plaintiffs,  and 
"  the  Defendant  will  rely  npon  the  laches  and  acquiescence  of  the  Plaintiffs  as 
"  stated  in  this  paragraph  as  a  defence  to  this  action." 

The  action  was  tried  before  SWINFEN  Eady  J.  on  the  28th,  29th,  30th,  and  5 
31st  of  March,  and  the  1st  and  3rd  of  April  1905. 

Eve  K.C.,  and  J.  Henderson  (instracted  by  Lindsay^  Greenfield^  and  Mason) 
appeared  for  the  Plaintiffs  ;  Micklem  K.C.,  and  Courthorpe  Wilson  (instructed 
by  F,  Venn  &  Co.^  aorents  for  (7.  E.  Nield.  of  Liverpool)  appeared  for  the 
Defendant.  10 

Eve  K.C.,  having  opened  the  Plaintiffs'  case,  the  following  witnesses  were 
called  for  the  Plaintiffs  :— Mr.  TF.  G.  RigdeUy  one  of  the  Plaintiffs  ;  Miss  J. 
Bryson  ;  Miss  Cockston  ;  Miss  Spinsley  ;  Mr.  A,  Weil,  the  London  repre- 
sentative of  Messrs.  Trefousse  <k  Co.,  glove  manufacturers ;  Mr.  Haerdl 
Williams  ;  Mr.  Henry  UrwicJc,  one  of  the  Plaintiffs ;  Mr.  Gordery,  of  E.  and  15 
S.  Jay  glove  manufacturers ;  Mr.  W.  Woolcot^  formerly  manager  in  the 
employ  of  J.  and  R.  Mar  ley ;  Mr.  Rogers,  one  of  the  Plaintiffs'  travellers ; 
and  Mr.  Watson,  an  assistant  traveller.  Mr.  Rigden  in  cross-examination 
stated  in  effect  that  ^^Fownes''  on  gloves  sold  by  the  Plaintiffs  did  not 
necessarily  mean  that  the  gloves  were  made  by  them  ;  gloves  so  made  bore  the  20 
mark  **  Fownes*  Own  Make  "  ;  "  Fownes,  London,"  on  gloves  sold  by  them,  but 
made  by  other  makers,  meant  gloves  recommended  by  the  Plaintiffs. 

The  witnesses  for  the  Defendants  were  : — Messrs.  A,  A.  Fownes,  one  of  the 
former  owners  of  the  business  of  F.  and  A,  Fownes  ;  A.  Adams,  W.  A.  Large, 
and  F.  G.  Bale,  all  in  the  employ  of  the  Defendant ;  T.  Harvey  ;  H.  Robertson,  25 
for  many  years  a  customer  of  the  Defendant's  business;  and  J.  Macara,  a 
manager  to  Dent,  Allcroft  A  Go. ;  and  the  Defendant. 

Wilson,  in  summing  up  the  Defendant's  case,  contended  that  the  Defendant 
was  entitled  to  sell  gloves  not  manufactured  by  him  as  "  Fownes*  Gloves."  The 
Plaintiffs  used  the  name  Fownes  on  gloves  not  manufactured  by  them,  and  if  30 
such  a  practice  was  fraudulent  in  the  Defendant's  case  it  was  also  in  the  Plaintiffs' 
case.  [  Wood^s  Trade  Mark  (3  R.P.C.  81 ;  L.R.  32  Ch.  D.  247)  was  referred  to.] 
But  if  innocent  in  the  Plaintiffs'  case,  it  was  also  innocent  in  the  Defendant's, 
and  the  expression  ^*' Fownes*  Gloves"  applied  to  his  gloves  meant  gloves 
selected  by  him.  35 

Eve  K.C.  replied. 

SWINPBN  Eady  •/.— The  Plaintiffs  in  this  case  are  a  very  old-established 
firm  carrying  on  business  as  Fonmes  Bros.  A  Go,  The  Defendant  is  George 
Hen^y  Jones.  The  object  of  the  action,  put  shortly,  is  to  restrain  the  Defendant 
from  representing  that  the  goods  sold  by  him  and  not  supplied  by  the  Plaintiffs  40 
are  "  Fownes'  Oloves  "  or  '*  Fownes'*  Make,"  and  from  representing  his  business 
to  be  the  Plaintiffs'  or  connected  with  the  Plaintiffs.  That  is  the  nature  of  the 
case  put  shortly. 

The  Plaintiffs,  as  I  have  said,  are  an  old-established  firm  of  manufacturing 
glovers.  The  business  was  said  to  have  been  established  by  John  Fownes  of  45 
Worcester  so  far  back  as  the  year  1777.  In  1808  John  Fownes  moved  to 
London.  He  died  in  1815.  He  was  succeeded  in  the  business  by  three  of  his 
sons,  who  carried  on  business  as  Fownes  Bros.,  and  they,  or  their  successors  in 
business,  have  continuously  ever  since  carried  on  business  as  Fownes  Bros,  or 
Fownes  Bros.  A  Go,     It  has  been  Fownes  Bros.  A  Go.  for  many  years  past.  50 

Old  John  Fownes  had  two  sons  who  carried  on  business  in  a  retail  shop  at 
Liverpool  as  F.  and  A.  Fownes.  They  were  not  manufacturers,  but  they  had  a 
retail  shop  as  hosiers  and  glovers  amongst  other  things.  Since  the  year  1839 
at  all  events  it  is  conceded  that  the  business  has  been  carried  on  at  10  Lord 
Street  Liverpool.  Originally  the  style  of  that  business  was  F.  and  A.  Fownes-  55 
Then,  when  Frederick  Foivnes,  who  seems  to  have  been  the  survivor  of  the 
two  brothers,  acquired  sole  control,  he  changed  the  name  to  F.  Fownes,  and  it 
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was  carried  on  as  F.  Foivnes  by  his  son  and  his  son's  executors  until  the  year 
1888,  when  two  grandsons,  Frederick  John  Fownes  and  Arthur  Augusitts 
Foiunes  purchased  that  retail  business  from  the  executors  of  their  father,  and 
they  then  reverted  to  the  old  name  of  F.  and  A,  Fownes.  That  business  was 
5  carried  on  under  that  name  until  November  1898. 

The  retail  business  at  Liverpool  was  always  F.  Fownes  {Frederick  Fownes) 
or  F.  and  A.  Foumes.  It  was  never  carried  on  as  "  Fownes  "  simply.  In  the 
year  1893  Frederick  John  Foivnes  and  Arthur  Augustus  Fownes^  the  two 
brothers,  then  trading  in  business  as  F.  and  A.  Fownes,  started  a  glove  manu- 

10  facturing  business  at  Worcester.  It  seems  to  have  been  a  very  small  concern, 
and  the  business  was  closed,  the  factory  shut  up,  and  the  business  discontinued 
some  time  before  the  sale  which  I  will  now  mention. 

It  appears  that  at  the  end  of  the  year  1898  the  Defendant,  George  Henry  Jones, 
purchased  from  F.  and  A.  Fownes  tbe  assets  and  goodwill  of  the  retail  business 

15  at  10  Lord  Street,  Liverpool.  Some  questions  arose  between  him  and  the 
Plaintiffs,  and  there  was  a  meeting  at  Liverpool  between  them  on  the  2nd  of 
December  1898.  The  Plaintiffs  took  advantage  of  their  being  brought  into 
connection  with  the  Defendant,  who  had  acquired  the  retail  business,  to  suggest 
that  he  should  acquire  for  them,  the   Plaintiffs,  this  small  manufacturing 

20  business  ;  not  of  course  that  the  Plaintiffs  were  desirous  of  themselves  carrying 
it  on,  but  if  it  passed  into  unscrupulous  hands  it  might  have  been  made  the 
means  of  fraud,  and  so  the  Plaintiffs  were  desirous  of  acquiring  the  business 
for  themselves.  Accordingly  the  Defendant  did  buy  that  Worcester  business, 
which  was  described  as  a  business  of  Manufacturers  and  Wholesale  Dealers. 

25  He  bought  it  for  lOOl.,  and  resold  it  to  the  Plaintiffs  for  300/.  The  Plaintiffs, 
having  acquired  it,  of  course  did  not  retain  it,  the  business  was  wholly  dis- 
continued, but  in  that  way  the  Plaintiffs  became  entitled  to  the  manufacturing 
and  wholesale  business  of  F.  and  A.  Fownes.  As  part  of  the  transaction  the 
Defendant  suggested  to  the  Plaintiffs  that  he  should  be  entitled  to  use,  in  the 

30  retail  business  at  Liverpool,  the  word  ^^ Foumes*'  only.  The  agreement 
between  the  Plaintiffs  and  Defendant  is  contained  in  a  Deed  of  the  13th  of 
March  1899,  and  by  the  terms  of  that  Deed  it  is  provided  that  the  Defendant 
may  have  the  words  "  Foumes,  Liverpool,"  or  "i^.  and  A.  Fownes,  Liverpool," 
stamped  on  the  buttons  or  inside  any  gloves  sold  by  him  in  the  retail  business 

35  which  he  had  recently  purchased.     By  the  same  Deed  he  agreed  not  directly 
or  indirectly  to  carry  on  or  to  be  concerned  in  any  business  of  glove  manu- 
facturers or  wholesale  dealers  in  which  the  word  "  Fownes "  should  in  any 
shape  or  form  appear. 
The  Defendant  having  thus  acquired  the  retail  business  appears  n<jt  to  have 

40  carried  it  on  in  the  same  way  as  it  had  been  carried  on  by  his  predecessor,  but 
to  have  made  various  changes.  It  appeared  from  the  evidence  of  Arthur 
Augu>8tus  Foumes,  one  of  the  vendors  to  the  Defendant  of  the  business,  that 
the  only  two  stamps  that  had  been  used  in  the  business  up  to  the  time  of  the 
sale  80  far  as  he  knew  were  two  stamps  that  were  called  respectively  the 

45  "  Teck "  stamp  and  the  *'  Queen "  stamp.  The  Defendant  produced  an 
Appointment  dated  the  23rd  of  October  1891  of  Messrs.  F.  Und  A.  Fownes  as 
"  Glove  Makers  to  Her  Royal  Highness  the  Duchess  of  Teck,"  and  the  Defen- 
dant's predecessors  thereupon  had  the  stamp  made  which  has  been  called  the 
"Teck"  stamp,  which  was  one  of  the  two  stamps  used.     In  the  next  year, 

50  1892,  an  Appointment  was  made  to  the  firm  of  "  Hosiers  to  the  Queen,"  and  that 
Appointment  was  renewed.  In  July  1901  they  were  entitled  to  use  the  phrase, 
"  By  Appointment  to  the  late  Queen  Victoria."  Then  a  second  stamp  seems  to 
have  been  prepared  that  was  called  the  "  Queen  "  stamp,  and  that  had  on  it 
^^F.and  A.  Fownes,  Liverpobl,  Hosiers  to  Her  Majesty  the  Queen."    Now, 

55  according  to  Mr.  Arthur  Augustus  Fownes,  those  were  the  only  two  stamps 
that  were  used  prior  to  the  sale  of  the  business.  There  was  a  third  stamp 
produced,  but  there  wad  no  evidence  of  that  ever  having  been  used.    It  is  a 
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Tery  old  stamp,  but  whether  it  was  used  at  all  does  not  appear.     So  that,  down  to 
the  time  the  business  was  sold  to  the  Defendant,  the  only  stamps  that,  as  appears 
from  the  evidence,  were  used  were  the  "  Queen  "  stamp  and  the  "  Teck  "  stamp. 
The  Defendant  thep  appears  to  have  communicated  with  a  well-known  London 
house,  Messrs.  7.  and  R.  Morley^  from  whom  he  was  proposing  to  purchase  5 
gloves,  and  suggested  that  they  should  send  him   gloves   which  should  be       « 
stamped  "  Foumea'  Own  Make,  Liverpool."    Those  were  not  gloves  to  be  made 
or  supplied  by  the  Plaintiffs  ;  they  were  to  be  gloves  to  be  supplied^by  J,  and 
R.  Morley  and  to  be  stamped  "  Foumea"  Own  Make."    That  would  obviously 
be  an  untrue  statement  on  the  gloves,  and  it  appears  from  the  evidence  of  10 
Mr.  Woolcott,  who  for  40  years  and  until  the  end  of  1902  was  in  the  employ- 
ment of  J,  and  R.  Morley^  that  when  in  1898  instructions  came  from  the 
Defendant  to  his  employers  to  stamp  those  words    *'^Fowneff  Own  Make, 
"  Liverpool,"  he  thought  the  matter  so  serious  that  he  brought  the  instructions 
to  the  notice  of  one  of  the  principals  of  the  firm,  and  suggested  that  the  25 
straightforward  course  was  to  see  Mr.  Rigden,  a  partner  in  the  Plaintiffs*  firm, 
upon  it,  and  he  was  instructed  to  do  so  by  Messrs.  /.  and  R.  Morley,    It  seems 
that  Mr.  Rigden  objected  most  strongly  to  any  such  stamp,  and  Mr.  WodcoU 
said  he  thereupon  communicated  that  objection  to  Mr.  Jones.    Then  a  second 
stamp  was  submitted  by  Mr.  Jones,  a  block  stamp.    An  objection  was  raised  20 
by  the  Plaintiffs  to  it  because  it  was  an  oblong  stamp — ^that  is  to  say,  a  stamp 
enclosed  in  a  rectangle  somewhat  similar,  as  the  Plaintiffs  allege,  to  a  stamp  of 
theirs.    The  Plaintiffs  made  objection  to  that,  and  ultimately,  according  to 
Mr.  WookdUy  it  was  agreed  that  a  third  stamp  should  be  used,  of  which  an 
impression  is  produced,  and  this    stamp  is,  "Made  expressly   for  Foumes,  25 
"  Liverpool,"  and  it  is    exhibit   W.6.R.   17.     This  exhibit  was   put  to  the 
Defendant  in  cross-examination,  and  he  said  that  that  was  not  the  stamp  used, 
but  it  was  one  something  like  it.    Now,  it  will  be  observed,  here  is  the  point  of 
difference.     There  is  no  question  that  the   Defendant  abandoned,  after  the 
Plaintiffs'  remonstrance,  the  first  stamp  proposed,  "^OM^n^' Own  Make,"  and  that  30 
passes  out  of  the  case  now ;  he  did  not  press  his  claim  for  that.   The  stamp  actually 
used  on  foreign  gloves  was  not  put  in  evidence,  but  there  has  been  now  produced 
a  book  trom.  Messrs.  Morley  which  shows  what  the  stamp  was,  and  the  stamp 
is  :  *'  Made  in  France  expressly  for  Foumes,  Liverpool."    No  correspondence 
is  produced  and  no  copies  of  letters  from  the  Defendant  to  Messrs.  Morley  with  35 
regard  to  the  way  the  goods  were  to  be  stamped,  or  from  Messrs.  Morley  to  the 
Defendant  communicatinfir  to  him  the  Plainitiffs'  objections.    According  to  the 
evidence  givon  by  Mr.  Rigden,  he  said  that  the  agreement  made  by  him  with 
Mr.  WooUiott  on  behalf  of  Messrs.  Morley  was  that  the  stamp  "  Made  expressly 
"for  F&umeSy  Liverpool,"  was  intended  to  cover  English  gloves.     He  said  40 
Messrs.  Morley  are  now  using  that  stamp  for  English-made  gloves.     It  was 
through  an  error  in  their  house  that  the  English  gloves  supplied  by  them  were 
not  so  marked ;  in  other  words,  that  tbe  stamp  agreed  upon  was  to  be  the 
stamp  on  all  gloves  supplied  by  Messrs.  Morley  to  the  Defendant,  although  of 
course  with  regard  to  gloves  made  in  France  there  would  have  to  be  words  45 
added    showing  yieir  foreign  origin.     According  to  the   Defendant,  as  he 
understood  the  ai^reement,  it  had  only  reference  to  foreign  gloves,  but  the 
original  correspondence  is  not  produced,  and  there  are  no  documents  to  confirm 
that  view.    This  is  merely  an  incident  in  the  case.    I  pass  it  by.    The  only 
importance  of  it  is  that  it  shows  that  so  long  ago  as  the  end  of  1898,  or  the  JO 
beginning  of  1899,  the  Defendant  did  propose  to  use  the  stamp  ^^Fownes*  Own 
"  Make  "  for  gloves  that  were  not  made  or  supplied  by  the  Plaintiffs. 

I  will  leave  that  and  pass  on  to  the  matters  that  gave  rise  to  this  action. 
It  appears  that  in  the  month  of   May  1904  the  Defendant  issued  a  Circular 
with  regard  to  new  season's  goods,  dating  it  from  10  Lord  Street,  Liverpool.  55 
This  is  the  first  act  which  the  Plaintiffs  in  this  case  rely  upon  as  showing 
what  they  say  is,  and  what  they  charge  is,  dishonest  conduct  on  the  part  of 
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the  Defendant.  One  of  the  Plaintiffs  was  pressed  in  cross-examination  as  to 
whether  the  Defendant  had  used  the  word  "  Foumea  "  dishonestly  at  Liverpool, 
and  he  insisted  that  he  had,  and  he  relied  npon  various  matters  in  support  of 
that  contention.  The  first,  and  in  my  opinion  one  of  the  most  important 
5  matters,  is  a  Circular  drawn  up  and  issued  by  the  Defendant  himself,  but 
not  sent  by  the  Defendant  to  the  Plaintiffs  ;  it  was  only  by  chance  that  the 
Plaintiffs  appear  to  have  obtained  a  copy  of  it.  This  Circular  is  headed  from 
10  Lord  Street,  Liverpool ;  it  is  signed  *'  Foumes,  Ladies  and  Gentlemen's  Glove 
"Manufacturers  of  over  100  years  standing."    That  statement  is  absolutely 

10  untrue  so  far  as  regards  the  Defendant's  business.  As  I  have  said,  it  was  only 
his  predecessors  that  were  manufacturers  for  a  very  short  time,  and  they 
disposed  of  their  business  to  the  Plaintiffs.  But  the  statement  is  entirely  true 
with  regard  to  the  Plaintiffs'  business.  They  are  ladies  and  gentlemen's  glove 
manufacturers  of  over  100  years  standing.    I  do  not  for  a  moment  come  to  the 

15  conclusion  that  this  Circular  was  issued  innocently  or  by  a  slip.  I  am  quite 
satisfied  that  when  the  Defendant  framed  and  issued  this  Circular  he  deliberately 
chose  the  language  which  appears  there,  but  hoped  that  the  Circular  would 
not  come  to  the  Plaintiffs'  knowledge.  It  did,  and,  when  a  complaint  was 
made  with  regard  to  it,  he  met  it  in  this  way — "  We  wish  to  make  no  statement 

20  "  but  what  we  believe  to  be  correct."  When  he  is  pressed  as  to  any  information 
or  belief  with  regard  to  that  he  can  give  no  explanation  whatever.  He  did 
not  produce  the  draft;  he  has  not  any  old  Circular  from  which  he  could 
suggest  it  had  been  copied,  and  could  give  no  explanation  whatever,  except 
that  he  drafted  it.    Then  his  letter  goes  on  :  "  However,  to  meet  your  suscepti- 

25  "  bilities,  it  might  be  altered  to  *  Ladies  and  Gentlemen's  Glovers  of  over  100 
"  *  years  standing.' "  I  think  the  suggestion  here,  "  to  meet  your  susceptibilities," 
is  an  impudent  way  of  meeting  what  is  a  very  serious  case,  because  there  can 
be  no  question,  taking  this  language  in  its  ordinary  meaning,  it  refers  and  was 
intended  to  refer  to  the  Plaintiffs'  business  and  to  lead  to  the  impression,  which 

30  I  am  sure  the  Defendant  sedulously  contrives  to  promote,  that  the  Defendant's 
business  is  connected  with  the  Plaintiffs' — not  necessarily  that  it  is  a  branch  of 
theirs  or  identical  with  it — but  that  the  Defendant's  business  is  connected  with  the 
old-established  business  of  Foumea  Bros.  A  Co,^  the  Plaintiffs'  business.  That  is  the 
interpretation  which  I  put  upon  this  statement  "  Ladies  and  Gentlemen's  Glove 

35  "  Manufacturers  of  over  100  years  standing."  I  consider  that  Circular  to  be  a 
thoroughly  dishonest  one.  I  do  not  know  how  many  copies  have  been  issued. 
The  suggestion  was  2,000  or  perhaps  more.  No  printer's  bill  showing  the 
number,  no  order,  no  documents  relating  to  it,  have  been  produced.  Then  it 
is  met  by  saying  :  "  Oh,  if  the  Plaintiffs  can  prove  that  they  have  sustained  any 

40  "  damage  by  it  the  Defendant  will  pay  the  damage."  Of  course  it  is  exceedingly 
difficult  to  prove  damage,  although  the  damage  may  be  very  great.  According 
to  the  Plaintiffs'  evidence,  their  gloves  are  known,  and  practically  it  is 
not  disputed,  that  their  gloves  are  well  known,  all  over  the  world  as 
"  Foiunes^  Gloves  "  and  they  have  an  enormous  reputation.    The  annual  sale  in 

45  Liverpool  alone  is  something  over  10,000  dozen  pairs,  and  if  local  persons  receive 
a  circular  of  this  sort  they  would  probably  say  :  "Oh,  here  is  the  place 'to  get 
"  *  Foumea^  Gloves,'  the  old-established  firm  of  Foumea  ;  we  can  get  their  gloves 
**  at  10  Lord  Street  Liverpool,"  and  they  would  go  there  for  them.  But  how 
are  the  Plaintiffs  to  become  aware  of  that  fact  ?    If  that  Circular  stood  alone, 

50  I  think  it  would  be  a  very  grave  matter  for  the  Defendant,  but  unfortunately 
it  does  not  stand  alone. 

The  next  matter  that  is  complained  of  is  a  button-hook.  It  appears  that 
Mrs.  Wataon  bought  at  the  Defendant's  shop — this  was  at  Manchester,  a  new 
shop  that  he  was  opening— a  button-hook,  and  this  button-hook  had  upon  it  on 

55  one  side  :  "  Fownea^  Liverpool,  Glove  Makers."  Now  the  Defendant  is  not  a 
glove  maker,  and  by  contract  with  the  Plaintiffs  he  has  agiieed  not  to  carry  on 
business  aa  a  glove  maker  under  the  word  ^'  Fownea^^^  or  in  any  combination  of 
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which  that  word  forms  part.  When  he  is  charged  with  this,  the  defence  put  forward 
is  that  it  is  part  of  old  stock.  He  admits  that  the  button-hooks  have  been  sold 
at  the  Manchester  shop,  but  says  that  the  button-hooks  so  sold  were  part  of 
an  old  lot  which  had  been  in  existence  for  some  years,  and  the  Defendant  has 
given  instructions  to  his  salesmen  not  to  sell  any  more  of  the  button-hooks.  5 
When  Mr.  Rigden^  one  of  the  Plaintiffs,  was  cross-examined  as  to  that,  it  was 
put  to  him  that  these  button-hooks  were  part  of  the  old  stock.  That  was  the 
suggestion  put  to  him.  He  declined  to  accept  it.  He  said  :  ^*  I  do  not  belieye 
"  it  is  true,"  and  he  pointed  out  as  one  reason  because  the  words  "  Shirt 
"  Specialists "  appear  on  the  reverse  of  the  button-hook.  However,  the  \{) 
suggestion  was  made.  But  when  the  matter  came  to  be  investigated  the 
original  order  for  these  button-hooks,  or  loops  as  they  were  called,  was  found, 
and  the  Plaintiffs  were  prepared  to  prove  it,  and  thereupon  the  Defen- 
dant admitted  it.  The  original  order  is  dated  the  11th  of  October  1903, 
"1,000  loops  at  84s.  embossed  as  below,"  and  then  in  print  ^^FoumeSy  15 
"  Liverpool,  Glove  Makers,"  and  on  the  reverse  "  Shirt  Specialists ;  delivery 
"  1st  December  1903."  Then  there  seems  to  have  been  some  question  with 
regard  to  the  goods,  and  there  was  a  further  communication  of  the  3rd  of 
February  1904  with  reference  to  the  parcel,  but  the  result  is  that,  instead  of 
being  old  stock,  it  is  new  stock  ordered  by  the  Defendant  himself,  and  upon  20 
which,  in  breach  of  his  agreement  and  in  defiance  of  it,  he  has  caused  to  be 
placed  the  words  "  Glove  Makers."  That  is  the  second  of  the  serious  matters 
of  complaint,  and  it  seems  to  me  in  respect  of  that  part  of  the  case  the  Defendant 
has  offered  no  answer  at  all. 

The  next  matter  is  still  more  serious.    It  is  proved  that  Mr.  Haerell  Williams^  25 
a  witness  who  was  called,  purchased  from  the  Defendant  a  pair  of  gloves, 
which    were    produced,  and  those  had    a  peculiar    button    upon  them.    It 
is  a  black  button  with  the  word  ^^  Foumes''   and   ^^Fownes''   only  on  it, 
but   the    lettering    is    of   a    florid  and    characteristic    kind.      The    "J"'   of 
"  Foumes  "  and  the  "  n  "  half-way  through  the  word  are  of  a  peculiar  character.  30 
Now  it  appears  that  that  button  is  an  exact  copy  of  a  button  used  by  the 
Plaintiffs.    It  was  suggested  that  it  might  be  even  the  very  same  button.    I 
doubt  whether    it  is.    The   Plaintiffs   produced— exhibit    W.G.R.    26 — some 
gloves  sold  by  them,  and  in  each  the  buttons  are  spring  buttons — ^that  is  to 
say,  they  are  dome  spring  fastenings — and  in  each  the  upper  portion  of  the  35 
fastening — that  is  the  characteristic  portion — seems  to  be  identical.    The  lower 
portion  is  a  little  different,  and  they  are  obviously  not  the  same  fastenings. 
Now  the  evidence  with  regard  to  these  gloves  is  this.    An  order  was  sent 
through  Mr.  Weil  for  a  button  of  a  particular  kind,  and  I  accept  Mr.    Weirs 
statement  and  the  Defendant's  statement  as  to  this,  and  believe  it  to  be  the  40 
fact,  that  the  spring  buttons  so  supplied  were  not  the  spring  buttons  so  ordered, 
and  that  the  execution  of  the  order  differed  from  what  was  actually  ordered  by 
some  mistake.    But  the  first  order  was  so  long  ago  as  the  7th  of  August  1901, 
and  the  goods  supplied  under  that  contained  as  I  say  an  eicact  imitation  of  the 
Plaintiffs'  button.     The  Defendant  has  not  sought  to  justify  selling  gloves  with  45 
this  "  Fownes "  in  the  same  distinctive  way  that  the  Plaintiffs  adopt.     With 
regard  to  that  he  has  only  just  noticed  it.     It  seems  from  Mr.   Weirs  evidence 
that  the  first  order,  that  was  executed,  was  on  the  7th  of  August  1901,  and  that 
after  the  supply  of  these  goods  no  mistake  has  ever  been  pointed  out,  but 
repeat  orders  had  been  frequently  given.    I  have  a  very  lai^e  number  of  orders  50 
admittedly  given  by  the  Defendant  to  Mr.  Weil,  who  is  the  agent  of  Tre/ouase 
A  Co.,  for  these  gloves,  in  April,  July,  September,  and  November  1902.    There 
were  repeat  orders  in  1903 — April  the  20th  and  23rd,  July,  September,  October, 
November,  and  December — and  again  in  April  and  August  1904.    Tlu*oughout 
1902,  1903,  and  1904  it  would  appear  that  large  quantities  of  these  gooda  had  55 
been  sold.    The  Defendant  said  that  he  might  even  have  served  some  of  them  . 
himself,  and  having  regard  to  the  way  in  which  the  Defendant  is  ooanductijag 
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this  buedness — until  recently  it  was  apparently  the  only  shop  carried  on  by  him 
until  he  acquired  his  Manchester  shop — I  am  fully  satisfied  that  the  Defendant 
personally  knew  of  the  sale  of  these  goods  and  probably  as  he  said  assisted  in 
the  sale.  I  am  satisfied  that  he  knew  of  it  and  that  he  continued  to  sell  all 
5  these  goods,  not  rectifying  the  mistake  made  originally  ;  but  continuing  to  order 
fresh  quantities  of  these  goods  got  up  in  this  way  with  these  buttons,  and 
continuing  to  sell  them,  is  a  fraud  upon  the  Plaintiffs. 

There  is  another  matter  that  is  complained  of.    It  seems  that  in  the  months 
of  June  and  July  last,  the  Plaintiffs  being  anxious  to  ascertain  what  the 

10  Defendant  was  really  doing,  sent  various  persons  to  buy  gloves  at  his  shop,  the 
Plaintiffs  in  this  matter  acting  through  their  local  agent  in  the  north  of 
England  who  has  charge  of  their  interests,  and  on  three  separate  occasions  two 
ladies  were  sent  to  buy  gloves.  According  to  their  evidence,  on  the  first 
occasion  gloves  not  supplied  by  the  Plaintiffs  were  sold  as  "  Foivnes*  Gloves." 

15  On  the  second  and  third  occasions,  gloves  not  made  by  the  Plaintiffs  were  sold 
as  "  Fownes  Make."  With  regard  to  selling  them  as  "  Fownea'  Gloves,"  the 
Defendant's  case  is  that  he  is  entitled  to  sell  any  gloves  in  his  shop  as 
''  Fownes'  Gloves."  With  regard  to  "  Fownes'  Make  "  he  does  not  raise  that 
contention.    Now,  upon  the  evidence,  the  matter  stands  in  this  way.    The 

20  Plaintiffs'  gloves  are  the  only  gloves  known  as  "  Fownes'  Gloves,"  and  they 
have  been  so  known  for  a  very  long  period  of  time.  The  Defendant  first 
sought  to  prove  that  in  Liverpool  gloves  sold  at  his  shop  were  known  as 
*-  Fownes'  Gloves."  He  failed  in  that  proof  altogether.  It  appears  that  the 
Defendant  has  in  his  shop  at  Liverpool,  and  exhibits,  the  Plaintiffs'  showcards. 

S5  Two  of  them  are  in  evidence.  Each  of  those  two  has  upon  it  the  words 
"  Fownes'  Gloves,"  with  a  Trade  Mark,  and  the  Defendant  also  thought  that  he 
had  another  showcard  with  the  words  ^^ Fownes'  Gloves"  without  a  Trade 
Mark.  Notwithstanding  that,  notwithstanding  the  advertisement  of  the 
Plaintiffs'  gloves,  the  Defendant  had  the  boldness  to  say  that  if  a  person  came 

30  into  the  shop  and  asked  for  **  Fownes'  Gloves,"  which  were  advertised  by 
means  of  these  showcards  of  the  Plaintiffs',  he  would  supply  any  make  of 
gloves  he  had  in  the  place — Dent's  Gloves,  Morley's  Gloves,  Trefovsse's  Gloves 
— ^any  gloves  that  he  might  happen  to  have,  his  contention  being  that  all  gloves 
sold  in  his  shop  were  *'  Fownes'  Gloves,"  because  he  had  the  right  to  oarry  on 

35  business  under  the  name  of  ^^  Fownes."  Three  assistants  of  the  Defendant 
were  called.  They  all  stated  that  the  Defendant  had  given  them  no  instruc- 
tions as  to  how  they  were  to  sell  gloves  in  the  shop,  whether  by  name,  descrip- 
tion, or  otherwise.  The  Defendant  had  taken  no  care  to  see  that  gloves,  not  the 
Plaintiffs'  gloves,  were  not  sold  as  "  Fownes'  Gloves."    Mr.  Large  said  he  only 

40  knew  all  gloves  sold  in  their  shop  as  "  Fownes'  Gloves."  Now  it  appears  from 
the  evidence  of  these  assistants,  and  from  the  evidence  of  the  Defendant 
himself,  that  from  time  to  time  people  do  come  into  the  shop  and  ask  for 
particular  gloves ;  usually  it  is  only  for  a  pair  of  gloves,  or  gloves  their  size, 
or  the  kind  of  glove  they  want,  but  occasionally  people  come  in  and  ask  for 

45  *^  Dent's  Gloves,"  and  it  also  appears  from  several  of  the  assistants  that  they  ask 
for  "  Fownes'  Gloves."  Mr.  Adams  perhaps  let  the  truth  out  unwittingly  when 
he  said,  "  We  have  a  name  at* Liverpool  for  ^Fownes'  Gloves' ;  that  is  why  we 
'*  can  put  off  anybody's  gloves  as  '  Fownes'  Gloves.' "  Then  he  was  pressed  as 
to  the  showcard,  which  was  the  Plaintiffs'  showcard  with  the  words  *'  Fownes' 

50  '*'  Gloves  "  upon  it,  and  he  said  :  ^^  Yes,  we  have  in  our  shop  a  showcs^rd  of  the 
"  Plaintiffs'  with  the  only  words  on  it '  Fownes'  Gloves '  and  a  pair  of  them  "  ; 
and  then  he  said  :  ^^  I  think  this  showcard  might  refer  to  our  gloves  or  to  the 
^^  Plaintiffs'  gloves."  When  he  was  asked  as  to  whether  he  really  said  that 
seriously,  he  said  :  "  Yes,  I  do  say  so  seriously."    Of  course  it  was  obviously 

S^  untrue.  It  was  quite  impossible  for  anyone  to  take  that  as  referring  to  the 
Def endant'3  gloves  ;  it  referred  to  the  Plaintiffs'.    Then  he  was  pressed  further 
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upon  that  as  to  the  showcard,  and  his  evidence  was  to  this  effect.  He  said  : 
"  It  all  depends  upon  who  saw  the  showcard  what  it  refers  to.  To  the  outside 
"  public  it  might  refer  to  our  gloves  or  to  the  Plaintiffs' ;  to  anyone  who  knows 
"  the  trade  it  of  course  refers  to  the  Plaintiffs'."  Mr.  Bale  was  the  other 
assistant  called  as  to  whom  two  of  the  ladies  spoke  of  his  having  served  ihem,  5 
and  the  distinction  which  he  drew  was  this  :  If  a  person  came  into  the  shop 
and  asked  for  "  Foumes'  Gloves  "  he  would  sell  any  gloves  that  he  had,  but  if  a 
person  came  into  the  shop  and  asked  for  **  Fownes*  Gloves,"  at  the  same  time 
pointing  to  the  showcard,  then  he  only  sold  the  Plaintiflfe'  srloves.  He  said : 
"The  showcard  ^ Foivnes"  Gloves'  refers  to  the  Plaintiffs'.  If  a  customer  10 
"  pointed  to  that  card,  I  should  sell  him  a  pair  of  the  Plaintiffs'  make  if  we  had 
**  it.  I  make  no  difference  in  serving  a  customer  whether  I  am  asked  for 
"  '  Fownes"  Gloves '  or  simply  *  a  pair  of  gloves,'  "  and  the  Defendant  himself, 
taking  the  same  view,  supported  his  assistants. 

Now  when  once  one  has  arrived  at  the  conclusion  of  fact  that "  Fownes*  Gloves  "  15 
throughout  Liverpool,  as  elsewhere,  means  the  Plaintiffs'  goods,  it  is  an  obvious 
fraud  if  a  person  comes  into  a  shop  and  asks  for  "  Fownes'  Gloves,"  to  supply 
him  with  gloves  not  made  or  supplied  by  the  Plaintiffs.     It  is  idle  to  say, 
"  Oh,  my  name  is  Fownes :  I  am  entitled  to  trade  in  the  name  of  Foumes^'^ 
when  you  have  well-known  glove  makers'  gloves  known    by  that  simple  20 
description  ^''Fownes'  Gloves"  throughout  the  world,  including  Lord  Street 
Liverpool,  where  the  Defendant's  shop  is,  and  which  gloves  are  advertised  in 
the  Defendant's  own  shop  by  these  showcards  and  plates  with  the  words 
*'  Fownes*  Gloves  "  upon  them.  Then  it  was  urged  upon  me  that,  although  it  could 
not  be  contended  upon  the  evidence  that  the  Defendant  had  been  able  to  establish  25 
what  he  sought  to  prove,  that  in  Liverpool  "  Foumes*  Gloves  "  meant  his  gloves, 
yet  as  a  matter  of  law  the  Defendant  was  entitled  to  represent  his  gloves  as 
*'''Foumes*  Gloves,"  and  that  if  the  Plaintiffs  themselves  were  entitled  to  mark  as 
^* Fownes^  Gloves"  gloves  put  on  the  market  by  them,  but  not  made  by  them, 
why  should  not  the  Defendant  in  like  manner  be  entitled  to  trade  under  the  name  3() 
of  "  Fownes^^^  and  describe  his  gloves  as  "  Fownes*  Gloves  "  although  not  made 
by  him  ?    Now,  with  regard  to  the  Plaintiffs,  the  position  is  this.    Although 
they  manufacture  a  large  quantity  of  gloves  themselves,  and  a  large  quantity 
are  made  in  factories  under  their  supervision  and  in  places  where  the  manufacture 
is  more  or  less  controlled  by  them,  they  also  buy  gloves  wholesale  from  other  35 
makers,  the  manufacture  of    which  they  do    not  directly  or   immediately 
superintend.      But  the  course  of  trade   of    the  Plaintiffs  s^ems    to  be    the 
same    as    the    course  of   trade    of    other    large  houses    in    the    same  way. 
They  both  manufacture  gloves  and  deal  in  gloves  wholesale  and  sell  gloves 
that  they  have  not   manufactured   themselves.     All   the  gloves   for    which  40 
they  are    responsible    which  they  sell,  which  emanate    from    their    house, 
or  nearly  all  of  them,  are  branded  with  their  name,  but  they  are,  it  is  said, 
approved  by  them,  recommended  by  them  ;  at  all  events  they  are  received, 
examined,  checked  and  resold  by  them,  and  the  gloves  so  resold,  not  manu- 
factured by  them,  are  known  as  "  Fotvnea'  Gloves,"  and  they  are  "  Foumes*  45 
"  *  Gloves,'  and  *'  Fownes*  Gloves,"  means  goods  supplied  by  the  Plaintiffs. 
With  regard  to  the  goods  Uiat  they  make,  many,  but  apparently  not  all,  are 
distinguished  by  the  words  *'  Fownes*  Make,"  or  usually  "  Foumes*  Own  Make," 
and  they  are  stamped  ^^  Foumes*  Own  Make."    It  was  suggested  that  some- 
times they  were  spoken  of  as  ^^  Foumes*   Make,"  but  no  pair  of  gloves  so  50 
stamped    has    been   produced ;    "  Fownes*    Own    Make "    is    very    common. 
There  may   be   some  ^^  Fownes^  Make,"   but   that  denotes  what  the  words 
themselves  imply,  that  those  are  gloves  made  by  FoumeSy  as  distinguished 
from  ^Fownes*  Gloves,"  which  includes  gloves  made  by  them,  but  is  not 
restricted  to  gloves  made  by  them,  it  is  restricted  to  and  means  only  gloves  55 
supplied  by  them.    Now  if  the  words  **  Fownes*  Gloves  "  have  thus  universally 
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acquired  that  meaning,  the  Defendant,  when  asked  for  **  Fownes'  Gloves,"  is 
not  entitled  to  supply  other  manufacturers'  gloves.  It  must  be  remembered 
that  the  Defendant  does  not  himself  manufacture,  and  he  is  not  entitled  to 
supply  gloves  obtained  from  other  persons  than  the  Plaintiffs  when  the 
fi  expression  '*  Fownes'  Gloves  "  has  come  to  mean  the  Plaintiffs'  gloves ;  and  it 
is  a  fraud  on  the  Plaintiffs  for  the  Defendant  to  sell  as  ^'Fownes^  Gloves"  and 
to  describe  as  "  Fownes*  Gloves  "  gloves  not  supplied  by  the  Plaintiffs.  He  is 
entitled  of  couree  to  invoice  them  as  "  FowneSy  Liverpool,"  and  to  mark  his 
gloves  "  FowneSy  Liverpool."    There  is  a  contract  with  the  Plaintiffs  by  which 

10  he  is  so  entitled.  He  may  mark  them  '*  FowneSy  Liverpool,"  on  the  buttons ; 
he  may  mark  them  "  Fownes^  Liverpool,"  inside  ;  and  he  may  also  mark  them 
''^F.andA,  Foumes^  Liverpool,"  both  on  the  buttons  and  inside.  But  then 
they  are  not  what  are  known  as  "  Fownes^  Gloves,"  although  they  are  gloves 
supplied  by  Fownes  of  Liverpool. 

15  Under  these  circumstances  I  do  not  stop  to  inquire  into  the  various  other 
matters  complained  of.  I  am  quite  satisfied  that  the  account  which  the  ladies 
gave  of  the  various  sales  made  to  them  was  a  true  account.  One  of  them,  Mrs. 
WatsoUj  had  taken  steps  to  preserve  a  note  and  produced  the  uote  of  what  was 
actually  said.    The  other  witnesses  corroborated  her,  and  I  entirely  accept 

20  their  evidence,  and  I  believe  that  what  they  deposed  to  having  taken  place  in 
the  Defendant's  shop  did  in  fact  take  place. 

With  all  these  points  in  favour  of  the  Plaintiffs  it  is  not  necessary  further  to 
consider  the  various  other  matters  to  which  reference  has  been  made — the 
Circular  issuing  from  "  Fownes^  Manchester,"  at  the  time  of  acquiring  Miss 

25  Lloyd's  business ;  the  adopting  "  F  "  in  the  button,  and  then  the  scroll  "  F," 
both  of  which  are  used  by  the  Plaintiffs;  the  putting  upon  the  door 
"Manufacturing  Hosiers  and  Glovers,"  which  perhaps  might  have  read 
"  Manufacturing  Glovers,"  and  the  retaining  the  eight  large  showcards  in  the 
shop  after  the    manufacturing  business  had    been  sold  having  upon  them 

30  "  F.  and  A,  Fownes^  Manufacturing  Glovers,  Worcester,"  or  something  to  that 
effect,  with  girls  and  men  at  work  showing  the  process  t>f  glove  making.  These 
are  small  matters.  It  may  be  they  indicate  the  way  in  which  the  current  was 
flowing,  but  they  are  small  matters  that  I  should  not  base  my  Judgment  upon. 
What  1  base  my  Judgment  upon  is  really  the  graver  matters ;  as  I  have  said, 

35  the  blue  Circular,  the  button-hooks,  Haerell  Williams''  gloves,  and  the  sales 
proved  by  the  three  ladies. 

Under  those  circumstances  I  am  of  opinion  that  the  Plaintiffs  are  entitled  to 
the  relief  which  they  ask.  With  regard  to  paragraph  2  of  the  claim,  the 
Defendant  has  offered  an    undertaking.     He    undertakes    not    to  trade    in 

40  Manchester  as  a  glover  as  "  Fowfies  "  only  but  as  '*  F,  and  A.  Foumesy  Then 
there  will  be  a  declaration  that  the  Defendant  is  not  entitled  in  Liverpool, 
Manchester,  or  elsewhere,  to  sell  or  offer  for  sale  any  gloves  not  manufactured 
or  supplied  by  the  Plaintiffs  on  or  to  which  shall  be  or  on  the  buttons  and 
fastenings  and  so  on,  taking  it  from  clause  &,  paragraph  3,  of  the  Statement  of 

45  Claim.  Then  "  On  or  to  which  shall  be  stamped  or  affixed "  —the  second 
alternative  in  clause  c  of  paragraph  3.  Then  a  declaration  as  asked  in 
paragraph  4  of  the  claim.  Then  (5)  will  follow  the  two  declarations.  The 
injunction  will  follow  the  declaration  which  has  been  previously  made — ^that  is, 
6,  c,  and  4.    Then  there  will  be  an  injunction  in  the  language  of  paragraph  6 

50  of  the  claim,  and  then  there  should  be  a  clause  inserted,  ''But  nothing 
"  contained  in  this  Judgment  is  to  extend  to  prevent  the  Defendant  from 
"  exercising  such  rights  as  are  specifically  provided  for  in  the  Indenture 
''  dated  the  I3th  of  March  1899,  and  made  between  the  Plaintiffs  and  the 
"  Defendant."    Then  there  will  be  an  inquiry  what  damages  the  Plaintiffs 

55  have  sustained  by  reason  of  the  sale  by  the  Defendant  of  gloves  in  his  shop  at 
Liverpool   not   made  or  supplied  by  the  Plaintiffs  to  which    were  affixea 
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fastenings  with  the  name  of  Fownes  thereon  and  no  other  name  or  description. 
The  costs  of  that  inquiry  will  be  reserved.  Then  the  Defendant  most  pay  the 
costs  of  the  action.  I  make  the  costs  of  the  Motion  which  was  reserved  costs 
in  the  action.  I  do  not  think  it  is  necessary  or  indeed  expedient  for  me  to 
go  through  various  other  more  minute  matters  referred  to,  such  as  the  5 
Foumea'  gloves  that  were  sold  with  ^^ Fownes'^  in  inverted  commas, 
because  I  cannot  bring  myself  to  doubt  that  after  the  trial  of  this  action  the 
Defendant  will  proceed  so  to  conduct  his  business  as  to  prevent  any  possible 
confusion  between  the  Plaintiffs  and  the  Defendant  in  future,  and  that  he 
will  endeavour  to  so  mark  his  goods  as  clearly  to  distinguish  them  from  the  10 
Plaintiffs'. 

The  declarations  and  injunctions  contained  in  the  Order,  as  passed  and  entered, 
were  as  follows  : — "  The  Defendant  by  his  Counsel  undertaking  not  to  carry  on 
"  business  as  a  glover  in  Manchester  in  the  name  of  Fownes  without  prefixing 
'^  the  letters  ^  F.  and  A^  to  such  name  ;  this  Court  doth  declare  that  the  15 
"  Defendant  is  not  entitled  in  Liverpool  or  Manchester  or  elsewhere  to  sell  or 
"  offer  for  sale  any  gloves  not  manufactured  or  supplied  by  the  Plaintiffs  or 
'*  their  firm  of  Fownes  Bros.  &  Co.  on  or  to  which  shall  be  or  on  the  buttons  or 
*'  fastenings  of  which  shall  be  stamped  or  affixed  any  words  or  figures  or  com- 
"  bination  of  words  or  figures  or  design  calculated  to  lead  the  public  to  believe  20 
"  that  the  gloves  were  manufactured  or  supplied  by  the  Plaintiffs  or  their 
"  said  firm  or  on  to  which  shall  be  stamped  or  affixed  the  words  *  Fownes^ 
'*  *  Manchester,'  or  similar  words  either  alone  or  in  combination  with  any  other 
'*  word  or  words  unless  the  letters '  F.  andA^  are  prefixed  to  the  word  '  Fownes ' ; 
*'  and  that  the  Defendant  is  not  entitled  either  by  inscription  on  his  shop  front  or   25 
"  in  his  Circular  or  other  communications  to  the  public  or  by  verbal  statements 
*'  to  customers  or  others  or  by  exhibiting  in  his  shops  any  such  showcards  as 
*'  in  the  pleadings  mentioned  or  in  any  other  way  to  describe  himself  as  a 
**  glove  manufacturer  or  a  manufacturing  glover  or    in  any  other  way  to 
''  represent  himself  as  being  a  manufacturer  or  maker  of  gloves.    And  it  is  30 
'*  ordered  that  the   Defendant,  his  servants  and  agents,  be  restrained  from 
**  selling  or  offering  for  sale  in  Liverpool  or  Manchester  or  elsewhere  any 
*'  gloves,  not  manufactured  or  supplied  by  the  Plaintiffs  or  their  firm  of  Fownes 
'*  Bros.  A  Go.y  on  or  to  which  shall  be  or  on  the  buttonings  or  fastenings  of  which 
'*  shall  be  stamped  or  affixed  any  words  or  figures  or  combination  of  words  or  35 
"  figures  or  design  calculated  to  lead  the  public  to  believe  that  the  gloves 
'*  were  manufactured  or  supplied  by  the  Plaintiffs  or  their  said  firm  or  on  or  to 
*'  which  shall  be  stamped  or  affixed  the  words  '  Fownes,  Manchester,'  or  similar 
"  words  either  alone  or  in  combination  with  any  other  word  or  words  unleffi 
'*  the  letters  '  F.  and  A.'  aro  prefixed  to  the  word  'Fownes.'    And  it  is  ordered  40 
*'  that  the  Defendant  be  restrained  from  describing  himself  either  by  inscription 
"  on  his  shop  front  or  in  his  Circular  or  other  communications  to  the  public  or 
'*  by  verbal  statements  to  customers  or  others  or  by  exhibiting  on  his  shops  any 
''  such  showcards  as  aforesaid  or  in  any  other  way  as  a  glove  manufacturer  or  a 
*'  manufacturing  glover  or  in  any  other  way  representing  himself  as  beins  a  45 
*'  manufacturer  or  maker  of  gloves.     And  it  is  ordered  that  the  Defendant,  his 
'*  servants  and  agents,  be  restrained  from  in  any  manner  representing  or  causing 
''  or  procuring  to  be  represented  or  doing  anything  which  shall  lead  to  the 
"  belief  or  is  calculated  to  lead  to  the  belief  that  any  business  carried  on  by 
"  Defendant  is  the  business  of  the  Plaintiffs,  and  from  representing  that  any  50 
"  gloves  sold  by  the  Defendant,  and  not  in  fact  supplied  by  or  being  the  gloves 
"  of  the  Plaintiffs  or  their  said  firm,  are  in  fact  the  gloves  of  the  Plaintiffs. 
''  But  nothing  contained  in  this  Judgment  is  to  prevent  the  Defendant  from 
'^  exercising  such  rights  as  are  specifically  provided  for  in  the  Indenture  dated 
'*  the  i3th  of  March  1899  in  the  pleadings  mentioned.    And  it  is  ordered  that  55 
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"  the  following  inquiry  be  made — ^that  is  to  say  : — 1.  An  inquiry  what  damages 
"  the  Plaintitfs  have  sustained  by  reason  of  gloves  sold  by  the  Defendant  in  his 
**  shop  at  Liverpool  and  not  supplied  by  the  Plaintiffs  having  borne  the  name 
'' ' Foumes'  oxA^:' 


In  the  High  Court  op  Justice.— Chanckry  Division. 

Before  Mr.  Justice  Joyce. 

May  18th,  19th,  22nd  and  23rd,  1905. 

New  Inverted  Incandescent  Gas  Lamp  Company  Ld.  v.  Globe  Light  Ld. 


Pat&fit. — Actum  for  infringement, — Issue  of  infringement. — Judgment  for 
10  the  Defendcmts. 

Letters  Patent  were  grcmted  to  B,  A  C.  for  "  Improvements  in  or  relating  to 
**  gas  burner sy  The  first  Claim  was  for  "  a  Bunsen  burner  for  incandescent 
"  gas  lighting  in  which  the  mantle  is  suspended  head  downwards  provided  unth 
"  an  isolator  cts  b  preferably  made  of  had  hecUing  conducting  material^  with  a 

15  "  deflecting  cone  on  said  isolator ,  the  latter  terminating  in  a  burner  hecui 
''  provided^  if  required^  with  a  sleeve  with  perforated  side^%  projecting  into  the 
*'  interior  of  the  incandescent  mantle  for  the  purpose  of  obtaining  a  downwardly 
'*  directed  flame  approximately  of  the  shape  of  the  mantle  and  unthout  the 
"  necessity  of  employing  specicU  mechanical  means  for  producing  a  high  gas 

20  "  pre8s^Are^  substantially  as  described.''  In  an  action  for  infringement  of  the 
Patenby  the  Defendants  relied  uUdmateiy  on  infringement  only^  admitting 
validity,  but  contending  that  the  Claims  ought  to  be  construed  as  being  for  the 
particular  combination.  The  burner  complained  of  had  a  tube  of  thin  metal  which 
the  Plaintiffs  alleged  to  act  by  reason  of  its  length  and  thinness  as  an  isolator, 

25  and  an  umbrella-shaped  plate  round  the  tube  with  the  apex  upwards,  which  the 
PljObintiffk  dUeged  toad  as  a  deflector  and  they  contended  that  tlie  Defendqnts 
had  taken  the  two  essentkU  featwr^  ef  the  invention.    ThdDefmdaa^OH  the 
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other  hand  contended  that  the  plate  acted  as  a  concentrator  and  thai  they  had 
neither  of  the  two  features. 

Held,  that  the  Defendants  had  taken  neither  the  isolator  nor^  tJwugh  this  was 
more  doubtful^  the  deflector^  and  had  not  infringed  the  combination.    The  action 
was  dismissed  with  costs^  and  a  Certificate  as  to  certain  of  the  Particulars  of  5 
Objections  was  given,  although  the  Defendants  hadj  at  a  late  stage  in  the  case, 
ceased  to  contend  that  the  Patent  was  invalid. 

On  the  27th  of  March  1900,  Letters  Patent  (No.  5769  of  1900)  were  granted 
to  Josef  Bemt  and  Emanuel  Cervenka  for  an  invention  of  **  Improvements  in 
"  or  relating  to  gas  burners."    The  Complete  Specification  was  as  follows  : —        10 

"  It  is  well  known  that  Bnnsen  burners  are  employed  with  great  advantage 
''  for  the  production  of  incandescent  gaslight.  The  gas  issuing  from  the  burner 
"  head,  when  lit,  renders  the  incandescence  material  luminous.  The  light  from 
''  such  luminous  body  spreading  out  upwards  at  an  angle  of  45°,  it  becomes 
"  necessary  to  provide  the  bamers  with  reflectors  in  order  to  deflect  the  light  15 
*'  rays  downwards.  Up  to  the  present  it  has  been  impossible  in  many  cases  to 
**  do  without  expensive  reflectors  when  required  to  have  the  light  reflected 
'^  downwards  at  an  angle.  Attempts  have  been  made  to  suspend  the  mantle 
"  head  downwards.  The  Bunsen  burner  had,  consequently,  also  to  be  reversed, 
'^  and  then  it  was  found  that  the  gas  issuing  downwards  from  the  burner,  when  20 
*^  lighted,  struck  back  to  the  open  nozzle  of  the  burner.  The  mantle,  therefore, 
"  became  incandescent  only  over  part  of  its  surface  while  the  greatest  portion  of 
^'  it  did  not  come  in  contact  with  the  burning  gas  at  all  and  consequently  gave 
**  no  light. 

^  To  avoid  these  drawbacks,  gas  has  been  used  under  considerable  pressures,  25 
'^  such  as  are  not  used  in  normal  gas  supplies,  and  up  to  the  present  incandescent 
"  devices  shedding  their  light  downwards  have  only  been  obtained  in  combina- 
*'  tion  with  a  method  of  gasifying  suitable  liquids  under  considerable  pressure. 
*'  In  the  case  of  such  reversed  Bunsen  burners  the  drawbacks  above  described 
"  are  caused  owing  to  the  burner  becoming  excessively  hot,  whereby  a  current  30 
"  of  air  is  produced  sufficiently  strong  to  drive  the  flame  back. 

*'  The  present  invention  relates  to  a  novel  construction  of  Bunsen  burner 
''  which  will  render  it  applicable  under  ordinary  gas  pressure  for  incandescence 
"  mantles  shedding  the  light  downwards.     In  the  accompanying  Drawing  a  gas 
"  lamp  for  incandescent  light  is  represented  with  a  reversed  Bunsen  burner  and  35 
^'  mantle,    a  is  a  Bunsen  burner  to  which  is  attached  an  isolator  h  made  of, 
*'  preferably,  bad  heat  conducting  material,  such  as  for  instance  glass.      The 
*^  latter  is  provided  with  a  burner  head  c  projecting  into  the  mantle  d  and  made 
''  of  metal  or  some  suitable  refractory  material.    The  gas  which  meets  with  no 
'*  impediment  whatever  in  the  conduit  part  of  the  lamp  (the  orifice  of  the  40 
'^  burner  head  is  wholly  open)  passes  through  the  Bunsen  body  a  the  isolator  h 
^^  and  the  burner  head  c  into  the  open  and  when  lit  gives  a  beautiful  flame 
"  projecting  downwards  and  is  confined  to  the  mantle  by  the  contrary  air 
'^  currents  produced.    Striking  back  of  the  flame  is  prevented  since  the  isolator 
*'  h  protects  the  burner  against  becomin|^  excessively  heated,  while  a  conical  45 
"  head  /  on  the  isolator  b  deflects  the  hot  air  away  from  the  sides  of  the  burner. 

^*-  With  a  view  of  increasing  the  incandesence  effect  of  the  mantle  and  its 
"  downward  radiation  of  light  the  burner  head  c  may,  with  great  advantage,  be 
<^  provided  at  the  end  with  a  perforated  sleeve  «  or  a  sleeve  of  metallic  netting. 
''  The  gas  issuing  radially  through  the  fine  meshes  is  protected  by  the  principal  50 
^^  jet  of  the  flame  striking  downwards  against  contrary  air  currents,  i.^.,  against 
''  striking  back,  and^  reaching  the  adjacent  parts  of  the  mantle,  causes  the  latter 
**  to  bidcome  imsandiaecent  over  a  maximum  extent  of  surface/' 
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The  Patentees  claimed  : — 

"  1.  A  Bunsen  burner  for  incandescence  gas  lighting  in  which  the  mantle  is 
"  suspended  head  downwards  provided  with  an  insolator*  as  6,  preferably  made 
"  of  bad  heat  conducting  material,  with  a  deflecting  cone  on  said  isolator,  the 
"  latter  terminating  in  a  burner  head  provided,  if  required,  with  a  sleeve  with 
"  perforated  sides,  projecting  into  the  interior  of  the  incandesence  mantle  for 
"  the  purpose  of  obtaining  a  downwardly  directed  iiame  approximately  of  the 
"  shape  of  the  mantle  and  without  the  necessity  of  employing  si)ecial  mechanical 
"  means  for  producing  a  high  gas  pressure,  substantially  as  described. 

"  2.  The  complete  incandesence  gas  burner  substantially  as  described  or 
"  illustrated  in  Uie  accompanying  Drawings." 


On  the  10th  of  October  1904,  the  New  Inverted  Incandescent  Oas  Lamp 
Company  Ld.  commenced  an  action  against  Olobe  Lights  Ld.j  for  infringe- 
ment of  the  Patent,  claiming  the  usual  relief.    The  Statement  of  Olaim  alleged 

15  that  the  Plaintiffs  were  the  registered  owners  of  the  Patent :  that  the  same  was 
subsisting ;  and  that  the  Defendants  had  infringed.  The  Particulars  of  Breaches 
alleged  that  the  Defendants,  on  the  6th  of  October  1904,  sold  to  Harry 
Lutwyche  at  their  place  of  business  in  Regent  Street,  an  inverted  incandescent 
gas  burner,  constructed  in  accordance  with  the  invention,  the  subject-matter  of 

20  the  Patent,  without  any  authority  or  licence  from  the  Plaintiffs  so  to  do,  and  in 


•  This  obvionalj  shonld  be  "  isolator,'*— J.  0. 
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violation  of  the  Plaintiffs'  rights,  and  that  the  Defendants  had  continuously 
since  that  date  offered  such  burners  publicly  for  sale  at  the  same  place,  and 
continued  so  to  do. 

The  Defendants,  by  their  Defence,  denied  infringement,  and  alleged  that 
the'  Patent  was  invalid.  The  Particulars  of  Objections  alleged  (1)  that  5 
Josef  Bemt  and  Emanuel  Gervenka  were  not,  nor  was  either  of  them,  the  first 
and  true  inventors  or  inventor  of  the  alleged  invention  ;  (2)  that  the  alleged 
invention  was  not  useful ;  (3)  that  the  alleged  invention  was  not  new : — {A)  that 
the  alleged  invention  had  been  published  in  this  realm  prior  to  the  date  of  the 
Patent  by  the  publication  in  the  Patent  Office  Library  of  the  Specifications,  of  10 
the  following  Letters  Patent,  upon  the  whole  of  each  of  which  the  Defendants 
would  rely,  as  against  Claims  1  and  2  of  the  Patent : — No.  2035  of  1882  (Imray)  ; 
No.  3241  of  1883  {Lake)  ;  No.  1150  of  1887  {Sellon)  ;  No.  7990  of  1887  {Imray) ; 
No.  60  of  1891  {Glamond) ;  No.  3667  of  1897  {Kent) ;  No.  20,823  of  1897  {Kent)  ; 
No.  24,103  of  1898  {Heime  and  Barg)  ;  No.  23,619  of  1899  {Beese)  ;  {B)  that  15 
the  alleged  invention  claimed  in  both  the  claiming  clauses  was  matter  of 
general  common  knowledge.  Bunsen  burners,  both  inverted  and  erect,  for 
use  with  mantles,  with  and  without  non-conducting  materials  in  such  burners 
to  prevent  the  effect  of  heat,  were  commonly  and  generally  known  long 
prior  to  the  date  of  the  Plaintiffs'  Patent ;  (4)  that  the  alleged  invention  was  20 
not  the  proper  subject-matter  of  valid  Letters  Patent ;  that  the  Defendants 
would  thereunder  refer  to  the  matters  in  paragraph  3  (A)  and  (B)  ;  (5)  that  the 
Complete  Specification  of  the  alleged  invention  did  not  sufficiently  describe  the 
nature  of  the  alleged  invention,  nor  the  manner  in  which  the  same  was  to  be 
performed,  and  that  the  Specification  was  inaccurate  and  misleading.  Particulars  25 
of  paragraph  (5)  referred  to  certain  parts  of  the  Specification,  and  alleged  that 
no  instructions  were  given  as  to  length  and  internal  diameter  of  Isolator  nor 
bore  of  gas  nipple  to  be  used  in  any  case  nor  size  of  air  ports ;  and  that  no 
working  inverted  gas  burner  could  be  made  by  following  the  instructions  in 
the  Specification.  30 

The  sale  of  the  burner  complained  of  in  the  Particulars  of  Objections  was 
admitted  by  the  Defendants,  such  burner  being  marked  and  referred  to  as 
Y.L.  2.  The  Plaintiffs  contended  that  this  burner  had  an  isolator,  namely  a 
long  thin  brass  tube,  corresponding  to  6  in  the  drawing  attached  to  the  Speci- 
fication, and  that  an  umbrella-shaped  plate  of  metal  having  the  narrow  pea*t  35 
uppermost  and  the  tube  passing  through  it  was  the  equivalent  of  the  Plaintiffs' 
defiector. 

The  Defendants  contended  that  this  plate  had  the  effect  of  concentrating  and 
did  not  act  as  a  defiector.  Two  other  gas  burners  were  admitted  by  the 
Defendants  as  having  been  made  by  them  and  were  referred  to  as  V.L.  12  and  40 
V.L.  13.  In  these  as  well  as  in  V.L.  2  the  lower  part  of  the  mixing  chamber 
was  of  globular  form,  it  being  fiuted  in  V.L.  13.  In  V.L.  12  there  was  no  plate 
but  a  gallery. 

The  action  came  on  for  trial  before  Mr.  Justice  Joyce  on  May  18th.  1905, 
Movlton  K.C.  and  J.  W,  Gordon^  (instructed  by  Steadman  Van  Praagh  and  45 
Oaylor)  -appeared    for   the    Plaintiffs;    A,    J,    Walter  and    F.  C.  Sinclair 
(instructed  by  Rubinstein  A  Co.)  appeared  for  the  Defendants. 

Moulton  K.C.,  opened  the  Plaintiffs'  case.  The  main  objection  to  the  Patent 
is  probably  want  of  novelty.  Want  of  utility  is  raised,  but  utility  will  be  fully 
proved.  The  invention  relates  to  the  most  successful  attempt  to  use  incandescent  50 
mantles  upside  down.  The  direct  use  of  gas  for  lighting  has  been  almost  driven 
out.  The  light  given  by  such  direct  burning  of  gas  is  small  compared  with 
that  given  by  a  solid  body  of  the  same  t>emperature.  The  light  given  by  a  flame 
from  oxygen  and  hydrogen  is  very  small  but  becomes  very  bright  when  the 
flame  is  turned  on  to  a  solid  incandescent  body,  such  as  lime  or  magnesia.  55 
Welsbach  discovered  a  practical  method  by  which  for  ordinary  lighting  purposes 
you  could  use  the  ordinary  gas  flame  for  heating  purposes,  using  the  flame  to 
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heat  a  solid  incandescent  body.  Tinder  the  old  system  three  candle  power  per 
cubic  foot  per  hour  was  a  good  result ;  now  by  the  best  incandescent  mantles  one 
gets  20  candle  power.  The  alteration  makes  a  great  change  in  the  condition  of 
burning.  If  gas  is  used  for  heating  purposes,  a  Bunsen  burner  is  used,  thus 
5  having  a  great  deal  of  air  with  the  gas  the  flame  of  which  loses  its  luminosity. 
Luminosity  is  due  to  this — hydrogen  takes  the  oxygen  first  and  the  carbon  is 
greatly  heated  and  behaves  more  or  less  as  a  solid  body  until  it  takes  up  oxygen. 
In  the  Bunsen  burner  both  the  hydrogen  and  carbon  are  supplied  with  ample 
oxygen,  and  the  flame  is  extremely  hot  but  non-luminous.     If  there  is  a  place 

10  iii  the  flame  where  the  carbon  is  not  fully  consumed,  one  may  by  putting 
something  in  the  flame  get  a  deposit  of  carbon.  Welshach  from  the  first 
told  people  to  use  a  Bunsen  burner.  The  system  therefore  implies  the  use 
of  a  non-luminous  flame.  One  may  however  get  an  explosive  mixture,  if 
oxygen  is  too  adequately  supplied.     But  when  somewhat  less  is  supplied  the 

15  combustion  will  go  back  with  some  velocity.  So  in  the  Bunsen  burner  some 
oxygen  must  be  left  to  be  supplied  from  outside.  Now  in  incandescent  lighting 
it  is  an  advantage  to  turn  the  burner  upside  down,  for  the  whole  mantle  sheds 
its  light  below  and  there  is  no  chimney  or  obstruction.  But  there  were 
diflBculties.    The  pressure  of  gas  is  only  about  2  inches  of  water  at  the  consumer's. 

20  Also  the  air  has  to  be  sucked  through.  The  flame  has  a  tendency  not  to  clear  the 
burner,  but  to  bathe  it  in  flame.  There  was  previously  no  practical  way  of  doing  it. 
It  is  desirable  to  get  the  whole  of  the  mantle  bathed  in  non-luminous  flame. 
The  problem  is  thoroughly  solved  by  these  inventors,  who  pointed  out  the  two 
essential  things.     The  commercial  burner  is  not  exactly  that  shown  in  the 

25  Speciflcation,  but  it  has  the  two  things  ;  first,  one  must  protect  the  upper  part 
from  heat  going  up  by  conduction  or  convection.  This  is  necessary  to  prevent 
the  currents  of  air  from  being  interfered  with.  One  necessity  is  distance  obtained 
by  a  long  tube  called  an  isolator,  and  the  other  necessity  is  a  deflector  to  turn 
aside  the  hot  products  of  combustion.     [The  Complete  Specification  was  read.] 

30  The  two  essential  points  are  the  deflector  and  the  isolator.  The  infiinging 
lamp  has  the  deflector  and  the  isolator,  though  not  of  non-conducting  material, 
but  this  is  optional  only. 

The  witnesses  called  for  the  Plaintiffs  were  Professor  Vivian  B.  LetmSj  Sir 
James  Dewar^  James  Bridger^  the  general  manager  of  the  Plaintiff  Company, 

35  and  Charles  George  Brett^  joint  managing  director  of  Brett  A  Co,,  Ld,^  engineers. 

Gordon  summed  up  the  Plaintiffs'  case. — The  first  thing  is  to  consider  the 

^te  of  knowledge  and  the  problem  to  be  solved.    There  was  wide  and  full 

knowledge  of  the  upright  incandescent  burner.     It  was  a  Bunsen  burner 

specialised.     One  condition  was  that  a  chimney  was  used,  having  tlie  advantage 

40  of  confining  the  air-currents  to  the  neighbourhood  of  the  flame.  The  zone 
of  highest  temperature  in  the  flame  should  coincide  with  the  incandescent 
mantle.  The  chimney  aids  this.  The  Patentees  were  proposing  to  render 
incandescent  an  inverted  mantle  of  the  same  form.  There  were  advantages 
to  be  gained  by  an  inverted  burner.    But  one  has  to  get  rid  of  the  chimney. 

45  Beese  retained  it.  The  Patentees  faced  the  problem  of  getting  rid  of  it,  thus 
having  to  contend  with  contrary  air-currents,  tending  to  carry  back  the  flame 
from  the  mantle.  In  an  upright  position  they  are  coincident — ^not  contrary. 
But  when  inverted  the  flame  itself  has  a  tendency  to  rise,  and  the  air-currents 
are   contrary.     The   flame  has  to  burn  downwards,  but  the  air-currents  are 

50  upwards.  The  Patentees  realised  the  difiiculty,  as  shown  by  the  phrase — 
"  confined  to  the  mantle  by  the  contrary  air-currents  produced."  In  the  inverted 
form  the  waste  products  tend  to  be  blown  back  to  the  neighboiirhood  of  the 
mantle.  The  contrary  air-currents  are  an  aid  to  heating,  as  they  confine  the 
waste  products  to  the  neighbourhood  of  the  mantle,  but  a  disadvantage  in  other 

55  ways.  They  tend  to  make  the  fiame  to  bum  back  to  the  open  nozzle  of  the  burner. 
The  Patentees  told  one  to  add  an  isolator  to  carry  the  flame  away  from  the 
"fonmer-  itself.     This  is  for -the  purpose  of  cutting  off  from  the  mixing  ohaxUber 
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the  conducted  heat.    It  is  to  stopinterfereuce  with  that  chamber  by  conduction. 
There  are  two  possible  ways  of  isolating,  one  by  distance,  and  one  by  rising 
a  non-cpnducting  material.      Here  the  Patentees  say  '*  preferably  "  of  a  non- 
conducting material,  but  they  contemplate  other  ways  of  isolating,  e.g.  as  by 
length  and  thinness  of  material.    The  other  difficulty  is  that  the  heat  may  be  5 
carried  by  convection  by  the  heated  products  ;  for  this  the  Patentees  introduce 
a    deflector.     Section    5    of  Patents    &c.   Act,   1883,   imposes   on  a  patentee 
the    obligation    to    describe    his    invention.      A    criticism    has    been    made 
that  the  Patentees  did  not  say  what  nipple  was  to  be  used.     But  it  was  not  part 
of  the  invention.    The  existing  nipples  would  do  very  well.    There  was  no  need   10 
to  tell  people  to  use  a  nipple  or  what  to  use.      Heime^s  Specification  does  not 
show  a  nipple  section.     In  ^ct  it  is  not  practicable  to  show  the  dimensions  of  the 
apertures  in  Drawings  of  reduced  size.    There  is  no  insufficient  direction,  for  it 
was  no  part  of  the  invention.    As  to  the  words  "  striking  back  "  [ JOTCB,  J, — It  is 
an  unfortunate  expression.     My  present  impression  is  that  it  means  ^^  lapping   15 
up."]     '*  Nozzle  "  may  describe  perhaps  two  things,  but  the  Patentees  speai  of 
the  open  nozzle,  making  their  meaning  clear.    But  even  if  the  words  "  striking 
"  back  "  are  improperly  used  they  merely  describe  the  difficulty  and  not  the 
invention.     If  our  invention  is  taken  by  the  Defendants  for  the  purpose  of 
preventing  the  difficulty  of  flashing  back,  there  is  still  infringement.   A  mistake  5W 
or  inaccuracy  in  the  use  of  a  word,  even  though  in  the  description  of  the  inven- 
tion, would  not  invalidate,  unless  it  misleads  the  reader.    Derosne  v.  Fairu^ 
(1  Webst.  15)  and  Simpson  v.  Holliday  (L.R.  1    E.   and   Ir.  App.   315;   12 
If.T.N.S.  99)  show  also  that  the  error  mast  be  of  a  character  to  mislead,  other- 
wise the  Patent  is  not  invalidated  thereby.   Then  as  to  novelty.   The  Specifications  25 
put  in  to  negative  novelty  help  the  Plaintiffs.    They  are  almost  all  regenerative 
burners,  e.g,  returning  the  waste  heat  to  the  flame,  as  in  Clamond's  Specification 
The  Patentees'  invention  is  directly  contrasted  with  that.    They  wanted  to 
keep  the  burner  with  its  mixing  chamber  cool.    Kent's  Specification  was  not  of 
a  regenerative  system;    but  there  the  Bunsen  arrangement  is  erect.      The  30 
Patentees'  problem  was  different ;  they  were  dealing  with  keeping  the  burner 
and  the  mixed  gas  and  air  cool.    Kent  has  not  a  deflector,  and  a  deflector  would 
not  be  useful  to  him.     He  was  unsuccessful,  and  in  his  later  Specification  goes 
back  to  the  regenerative  system.The   re  is  no  anticipation  by  Kent  or  otherwise. 
Then  as  to  infringement.    It  is  said  by  the  Defendants  that  their  burner  is  35 
regenerative.    V.L.  2  is  what  is  complained  of  in  the  Particulars  of  Breaches. 
As  to  V.L.  12  and   V.L.  13,  no  complaint  is  here  made,  for  we  have  not 
considered  them.     In  V.L.  2  there  is  a  modified  Bunsen  burner.     There  is 
a  long  tube  of  thin  section,  forming  an  isolator  ;  it  is  of  brass,  a  bad  conductor 
among  metals.    There  is  also  a  deflector.    It  is  said  to  prevent  oxidisation  of  the  40 
fittings,  but  it  is  put  below  the  mixing  chamber  and  not  below  the  fittings 
merely.    It  is  submitted  that  infringement  is  established. 

Walter  opened  the  Defendants'  case.-- 1  submit  that  there  is  no  infringement 
Secondly,  if  the  true  construction  of  the  Specification  covers  what  the  Defen- 
dants do,  the  Patent  is  invalid.     Thirdly,  the  Defendants  have  only  used  what  45 
was  common  knowledge.    If  the  invention  is  limited  to  the  specific  construction, 
which  I  submit  is  the  proper  construction,  the  Defendants  do  not  infringe,  and 
it  is  immaterial  to  them  whether  the  Patent  is  valid.     One  ought  to  construe 
the  Specification  without  regard  to  the  alleged  infringement  and   then  see 
whether  the  latter  is  within  it.    The  difficulty  pointed  out  is  that  in  lieu  of  the  50 
flow  of  gas  being  up  the  tube,  the  Patentees  say,  when  the  burner  is  inverted, 
we  find  we  have  a  contrary  current,  because  the  heated  gases  rise.     Further,  we 
find  that  if  the  tube  gets  heated,  that  heats  the  gas  and  air  within,  tending 
therefore  to  rise  upwards.  .  Therefore  we  desire  to  construct  an  arrangement  to 
prevent  the  gas  and  air  getting  heated.    We  do  this  by  two  devices,  an  isolator  55 
and  a  deflector ;  the  function  of  each  is  to  prevent  the  tube  from  becoming 
heated.    The  combination  in  Claim  1  ends  at  the  words  ^'  burner  head."    It  is 
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for  an  inverted  Bonsen  burner  with  an  isolator  and  a  deflecting  cone  on  the 
isolator.  The  Defendants'  burner  has  all  the  evils  which  the  Specification  says 
that  one  ought  not  to  have,  and  has  none  of  the  merits.  First,  it  is  of  the 
regenerative  type,  precautions  being  taken  to  heat  the  incoming  gas  and  air. 
5  The  thinness  of  the  tube  allows  the  heat  to  be  carried  through,  for  the  thinner 
the  tube  the  more  the  conduction  from  outside  to  inside.  The  intention  is  that 
the  gas  and  air  shall  be  heated  in  their  passage  down  the  tube.  The  Patentees 
idea  is  to  keep  the  tube  cool.  In  regenerative  lamps  it  was  a  common  precaution 
to  prevent  the  waste  products  of  combustion  from  entering  the  air  holes  of  the 

10  Bunsen  burner.  That  is  all  the  Defendants  do.  There  is  no  deflector  as  in 
the  Specification.  The  Defendants  do  not  by  a  deflector  keep  the  top  cool. 
In  fact,  it  is  hot  in  the  Defendants'  lamp  when  burning.  KenVe  first  Speci- 
fication  has  the  same  precaution  against  the  air  being  contaminated  by  the 
waste  products.    A  series  of  comparative  tests  of  V.L.  2  (with  the  hood),  and 

15  V.L.  6  (without  the  hood)  has  been  made  and  there  is  no  difference,  except  that 
the  top  chamber  in  V.L.  2,  gets  hotter.  If  the  Plaintiffs'  burner  is  stripped  of 
the  deflectors,  it  bums  perfectly  well,  although  it  does  not  operate  as  in  the 
Plaintiffs'  Specification.  With  the  Plaintiffs'  burner,  there  were  difficulties 
before  one  got  a  good  mantle  to  suit  it.     Moreover,  as  shown,  without  a  nipple 

20  the  Plaintiffs'  burner  will  not  work.  The  evidence  will  show  that,  if  a  Bunsen 
burner  is  inverted,  it  will  light  back  unless  a  nipple  is  put  on  different  from 
that  used  for  upright  burning.  No  information  is  given  by  the  Patentees  how 
to  find  a  suitable  nipple.  The  Patent  is  for  the  particular  combination  ;  it  is  not  a 
master  Patent,  and  the  Defendants  have  not  infringed. 

25  James  Swinburne  and  (?.  C  Marks,  Patent  Agent,  were  called  as  witnesses- 
f or  the  Defendants. 

After  the  witness  Brett  had  been  re-called, 

Walter  summed  up  the  Defendants'  case. — The  Patentees  say  "  preferably  *' 
only  as  to  the  isolator  being  of  non-conducting  material.    The  deflector  is 

30  continued  nearly  to  the  bottom  of  the  isolator — ^nearly  down  to  the  junction  with 
the  burner  head.  The  Patentees  see  that,  if  deflector  is  put  where  it  is  shown^ 
the  tube  is  shielded  and  need  not  be  of  non-conducting  material.  It  is  essential 
to  the  combination  to  have  an  isolator — ^a  tube  protected  from  the  hot  products 
of  combustion — shielded  by  a  deflector.     The  combination  is  the  isolator  and  a 

35  deflecting  cone  in  an  inverted  Bunsen  burner.  Nothing  is  an  infringement  that 
has  not  these  two  essentials.  The  Plaintiffs  are  seeking  to  say  that  something  is 
an  infringement  which  has  no  isolator,  and  in  one  form  has  a  plate  at  the  top 
similar  to  those  in  the  Welsbach  C  burner,  and  serving  the  purpose  which  was 
old  in  regenerative  burners.  In  V.L.  12  the  plate  is  to  prevent  the  fittings  getting 

40  black.    The  Defendants  have  no  isolator  and  no  deflecting  cone.    What  they 

use  is  for  the  opposite  purpose,  namely,  to  get  the  tube  hot,  not  to  keep  it  cool. 

Moultrm  K.C.,  in  reply. — It  is  clear  now  that  the  invention  is  not  anticipated 

and  the  validity  of  the  Patent  is  not  disputed.    There  was  no  approach  to  a 

lamp  of  the  nature  and  character  of  the  Plaintiffs'  except  Kent.    The  previous 

45  attempts  had  the  lamp  closed  in  and  used  a  forced  draught.  The  introduction 
of  an  effective  inverted  lamp  was  important,  300,000  of  the  patented  burners 
have  been  put  on  the  market.  Burning  upside  down  is  really  now  simpler 
than  burning  upright.  One  must  look  at  the  commercial  burner  to  see 
what  the  invention  enables  one  to  do,  not  what  the  inventor  thought  the 

50  best  form  at  the  time.  Thus  it  is  seen  now  that  part  of  what  is  shewn  in 
the  Drawings  can  be  omitted,  that  is  to  say  the  upper  projection.  The 
invention  is  the  combination  of  an  isolator  and  deflector  in  an  inverted 
incandescent  burner.  The  purpose  of  the  deflector  is  to  throw  off  the  products 
of  combustion  from  the  sides    of    the    burner.      I  submit  it  is  present  in 

55  substance  in  the  Defendants'  lamp.  The  function  of  the  isolator  is  that  it  is 
interposed  between  the  Bunsen  burner  body  and  head  to  prevent  the  heat 
getting  to  the  former.    It  need  not  be  of  non-conducting  material,  and  if  nor, 

2  M 
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the  purpose  may  be  obtained  in  other  ways,  e.g.y  by  reducing  the  section  of  the 
material  and  by  having  the  tube  long.  The  length  of  the  tube  in  the  Defendants' 
burner  is  much  greater  than  in  the  ordinary  C  burner.  [JOYCB  J. — ^Where  do 
you  define  the  length  ?]  It  must  be  adequate.  It  might  be  good  subject-matter 
to  have  the  tube  long.  However,  the  combination  is  claimed.  If  that  5 
one  element  formed  the  invention,  the  question  might  be  diflFerent.  As  to  the 
different  forms  of  the  Defendants'  burner,  the  plate  acts  as  a  radiator,  but  one 
important  point  is  that  the  products  of  combustion  pass  outside  it,  so  that  it  acts 
exactly  as  the  Plaintiffs'  conical  deflector  does.  The  lines  of  flow  are  the  same 
practically.  The  Defendants  have  in  substance  taken  the  Plaintiffs'  deflector.  10 
The  plate  has  the  same  function.  The  patented  burner  is  the  first  successful 
inverted  burner  and  the  Court  will  not  tie  the  inventor  down  tightly.  IProctor 
V.  Bennis  (4  R.P.C.  333  ;  L.R.  36  CD.  740)  was  referred  to.]  The  Defendants 
are  using  an  equivalent  that  would  be  well  known  to  be  such.  The  effect  on 
the  burner  body  is  the  same,  for  it  shields  it.  The  experiments  show  that  the  15 
plate  keeps  comparatively  cool.  It  acts  as  a  deflector  and  as  a  protector.  If  the 
Defendants  had  their  tube  of  non-conducting  material,  as  porcelain  or  glass, 
there  would  be  clear  infringement.  The  Defendants  isolate  by  a  considerable 
length  of  thin  tube.  It  may  be  difBcult  to  say  what  length  is  an  infringement, 
but  here  the  Defendants'  tube  effects  the  purpose,  namely,  to  prevent  rapid  20 
conduction.  There  is  no  previous  knowledge  with  which  to  compare  the 
lamp,  and  this  is  a  pioneer  invention.  As  to  V.L.  2,  the  burner  head  is  kept 
well  apart  from  the  burner  body,  so  that  the  element  of  the  isolator  is  present, 
and  there  is  a  deflector  in  the  bulb  or  globe  at  the  top  of  the  tube.  [Zt/on  v. 
Qoddardy  11  R.P.C.  354,  was  referred  to.]  A  very  small  step  may  be  of  great  25 
importance  in  an  invention  and  in  fact  the  effective  thing.  Of  course,  however, 
the  case  is  less  strong  on  the  others  than  on  V.L.  2  on  which  the  action  was 
brought.  It  was  a  novel  element  to  protect  the  air  holes  by  a  deflector,  and  in 
■each  form  the  Defendants  have  substantially  a  deflector  for  that  purpose. 

Joyce  J, — The  Patent  in  this  case  is  for  a  combination  of — I  am  not  quite  30 
certain  whether  it  is  of  two  or  three  things — but  it  is  for  the  combination  of  a 
reversed   Bunsen  burner  with  what  is  called  an  isolator,  represented  by  the 
Figure  ^,  and  what  is  called  a   deflecting  cone,  or  a  conical  head,  on  the 
isolator.      I    confess    I  am    not  altogether   without    some    doubt    as  to  the 
Talidity  of  the  Patent,  but  all  I  need  say  as  to  that — ^indeed,  if  it  be  neces-  35 
sary  for  me  to  say  anything  about  it — is  that  there  seem  to  me  to  be  some 
things  disclosed  in  the  evidence  upon  which,  at  least,  an  arguable  objection 
might  be  founded  as  to  its  validity.    I  do  not  say  more  than  that,  because 
Mr.  Walter,  for  the  Defendants,  has  decided  not  seriously  to  attack  the  Patent, 
but  to  stake  the  defence  of  his  clients  upon  the  question  of  infringement  alone.  40 
Now,  upon  the  issue  of  infringement,  I  have  come  to  the  conclusion  that  the 
Defendants  are  entitled  to  succeed,  and  that  there  is  no  infringement  of  this 
Patent  by  the  lamps  which  they  put  upon  the  market.    What  have  the  Defendants 
done  ?    It  appears  to  me  that  they  have  taken  an  ordinary  Bunsen  burner  and 
reversed  it,  and  that  there  has  been  some  adjustment  or  consideration  of  the  45 
nature  or  size  of  the  nipple  to  be  inserted  in  the  aperture  where  the  gas  issties 
from,  and  there  is  no  doubt  that  there  must  be  an  open  nozzle  or  burner  head 
at  the  lower  end  of  the  common  metal  tube.    In  the  Defendants'  lamp  the 
burner  head  is  not  in  any  way  detached  or  separated  from  the  Bunsen  body. 
I  am   using  here  the  phraseology  of  the  Specification,  and,  instead  of  being  50 
separated  or  detached,  the  burner  head  really  remains  and  continues  connected 
with  the  Bunsen  body  by  the  common  and  necessary  metal  tube.    Nor  do  I 
think  that  this  tube  is  unduly  prolonged  or  of  inordinate  length,  if  that  be 
material.    I  compare  it  with  the  model  of  the  arrangement  in  the  Plaintiffs' 
Specification,  and,  as  far  as  I  can  make  out,  the  tube  in  the  Defendants'  lamp  is  55 
a  little  shorter  than  the  whole  arrangement  of  the  Plaintiffs.    It  appears  to  me 
that  the  Patentees  claim  a  separate  thing,  composed  of  bad  heat-conducting 
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material,  intervening  between  the  Bnnsen  body  and  the  burner  head  which  is 
to  be  of  metal.  All  I  can  say  is  that  I  can  find  in  the  alleged  infringement  by 
the  Defendants*  no  snch  isolator  as  described  or  referred  to  in  the  Specification, 
or,  indeed,  any  isolator  at  all.  If  I  am  right  in  that,  there  is  an  end  of  the  case, 
"5  because  that  is  an  essential  element  of  the  combination.  But  the  Patentees 
claim  also  as  part  of  the  invention  a  conical  head  on  the  isolator  deflecting  the 
hot  air  away  from  the  sides  of  the  burner,  or,  as  it  is  called  in  the  Claim,  a 
deflecting  cone  on  the  isolator.  The  Defendants  have  no  deflecting  cone  on  the 
isolator,  because  they  have  in  my  opinion  no  isolator,  nor,  in  fact,  have  they 
10  any  cone  at  all.  What  they  have  done  is  this : — In  some,  and  some  only,  of  the 
lamps  that  are  put  on  the  market  they  have  a  horizontal  circular  metal 
plate,  through  the  centre  of  which  the  tube  between  the  Bunsen  body  and  the 
burner  head  passes.  I  may  be  wrong  in  this,  but  I  think  that  that  circular 
metal  plate  is  not  put  there  for  the  same  purpose  as  the  deflecting  cone.  Upon 
15  this  I  am  not  so  certain.  It  may  partially  have  the  same  effect  as  the  deflecting 
cone  is  said  to  have,  but  I  think  it  is  not  put  there  for  the  same  purpose  ;  if  it 
were,  that  would  not  constitute  infringement,  unless  also  tiiere  was  the 
isolator  also.  The  consequence  is,  in  the  result,  that  in  my  opinion  the 
Defendants  have  not  stolen  or  borrowed  anything  from  the  Plaintiffs' 
20  Specification.  It  may  be,  and  I  am  sure  will  be  considered  by  some  people, 
that  this  is  a  superficial  view  of  the  case,  but  it  is  satisfactory  to  my  mind,  and 
I  hold  that  there  is  no  infringement,  and  that  the  action  must  be  dismissed  with 
the  usual  consequences. 

Walter. — As  regards  the   Particulars  of  Objections  1  and  2,  I  have  not 

25  touched  upon.   As  regards  3  (A),  I  ask  your  Lordship  for  a  Certificate  with  regard 

only  to  the  Specifications  that  have  been  referred  to,  namely,  Sellon.  Clamondy 

the  two  KentSy  Heime  and  Barg^  and  Beese ;  also  as  to  3  (B),  and  paragraphs  4 

and  5. 

Moulton  K.C. — The  Defendants  have  failed  on  the  issue  of  novelty.  I  have 
30  been  stopped  in  dealing  with  the  issue  of  novelty,  both  in  my  cross-examination 
and  in  my  argument,  because  my  learned  friend  admitted  that  the  combination, 
as  I  stated  it  in  my  speech,  and  as  claimed  in  the  Specification,  was  novel. 
The  Defendants  have  failed  on  the  issue  of  novelty  and  failed  on  all  the  issues 
of  validity,  and  I  submit  that  the  Plaintiffs  are  entitled  to  the  costs  of  the  issue 
35  of  validity.  My  learned  friend  cannot  abandon,  especially  after  beginning  to 
cross-examine,  the  issue  of  validity,  and  make  the  Plaintiffs  pay  the  costs  of 
the  issue  of  validity.  I  was  stopped  from  putting  questions  as  to  validity  in 
cross-examination. 

Joyce  .7. — I  am  not  considering  the  question  of  the  costs  of  an  issue.  I  am 
40  considering  whether  certain  Particulars  of  Objections  were  reasonable  and 
proper. 

Moulton  K.C. — The  costs  are  part  of  the  costs  of  the  issue  of  validity.  The 
Defendants  cannot  have  the  costs  of  an  issue  on  which  they  fail. 

Joyce  J. — ^You  mean  that  I  should  separate  the  costs  of  the  issue  of  validity 
45  and  of  the  issue  of  infringement  ? 

Moulton  K.C. — Yes.  Then  if  that  be  so  it  is  quit^  evident  the  Defendants 
cannot  get  the  Certificate  they  ask  for,  and  I  think  I  am  entitled  to  ask  your 
Lordship  to  give  the  Plaintiffs  the  costs  of  the  issue  of  validity,  but  that  of  course, 
is  in  your  Lordship's  hands.  Certainly  the  Defendants  cannot  claim  them.  Why 
50  did  they  attack  the  Patent  ?  The  Plaintiffs  were  obliged  to  defend  it  and  the 
Defendants  cannot  improve  their  position  by  giving  up  the  attack. 

Joyce  J. — Then  they  were  bound  to  fight  out  everything  to  the  bitter 
end  ? 

Moulton  K.C. — The  Defendants  are  not  entitled  to  the  costs  of  an  issue 
'55  which  they  have  fought  and  on  which  they  have  not  succeeded.  I  am  entitled 
to  ask  for  a  Certificate  that  the  validity  of  the  Patent  came  into  question. 

Joyce  J. — I  shall  not  give  it. 
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MotUton  K.O. — I  waa  quite  prepared  to  defend  validity,  but  my  learned 
friend  gave  up  the  attack  on  it,  and  your  Lordship  has  never  heard  my 
argument  on  validity.    Your  Lordship  said  ''  Mr.  Walter  does  not  contest  it." 

Joyce  J. — But  that  was  quite  late  in  the  case. 

MotUton  K.C. — In  Badische  Anilin  v.  Levinstein  (2  R.P.C.  118),  Lord  Justice  5 
Bowen  said  that  parties  ought  not,  even  if  right  in  the  action,  to  add  to  the 
expenses  of  an  action  by  fighting  issues  in  which  they  are  in  the  wrong. 

JOYCB  J. — I  see  no  reason  in  this  case  to  separate  the  issues  of  validity  and 
of  infringement,  and  the  Defendants  in  my  opinion  have  not  been  defeated  on 
the  question  of  validity.  Of  course  I  have  an  opinion — I  will  not  say  a  very  10* 
strong  opinion — as  to  validity,  but  I  will  say  no  more  about  that ;  all  I  have  to 
do  now  is  to  consider  which  of  the  Particulars  of  Objections  are  reasonable  and 
proper. 

A  Certificate  as  to  the  Particulars  of  Objections  asked  for  was  given,  and,  by 
agreement,  the  costs  of  the  shorthand  notes  were  made  costs  in  the  cause.  15 
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In  the  Court  op  Appbal. 

Before  The  Master  of  the  Rolls  and  Lords  Justices  Mathew  and 

Cozbns-Hardy. 

May  23rd  and  24th  and  Jane  2nd,  1905. 

5      Antt- Vibration  Incandescent  Lighting  Company  Ld.  v.  Crossley. 

Patent. — Action  for  infringement. — Svibject-matter. — Prior  user. — Novelty. — 
Patent  held  valid. — Judgment  for  Plaintiffs. — Appeal  by  Defendant  dismissed. 

In  1894  a  Patent  was  granted  for  improvements  in  and  relating  to  the 
suspension  of  incandescent  gas  lamps.    The  object  of  the  Patent  wets  to  avoid 

IQ  vibration  and  thu^  prevent  the  incandescent  mantle  from  being  destroyed.  The 
Patentee  claimed  "  a  gas  burner  fitting  combined  with  a  flexible  connecting  tube 
"  and'  sttspended  by  one  or  more  elastic  cords  or  springs  connected  thereto^  all 
'*  arranged  substantially  in  the  manner  as  shown  and  described  and  for  the 
""^  purpose  as  hereinbefore  set  forth.^^    In  1904  the  Plaintiffs^  in  whom  the 

15  Patent  had  become  vested^  commenced  an  action  for  infringement  of  the  same. 
The  Defendant  pleaded  thai  the  alleged  invention  contained  no  improvement  on 
or  addition  to  tJie  then  state  of  public  knowledge^  but  was  merely  the  application 
to  incandescent  gas  fittings  of  a  device  which  was  a  matter  of  common  knowledge 
in  the  case  of  every  instrument  which  required  to  be  suspended  free  from 

20  vibration^  a^id  he  also  alleged  anticipation  by  certain  prior  users.  There  was 
evidence  that  the  patented  contrivance  was  more  effectual  for  the  purpose  than 
any  otiier  in  use.  It  was  held  at  the  trial  that  the  invention  was  a  new 
combination  of  well-known  devices  and  was  an  application  thereof  to  a  new 
and  useful  purpose^  and  that  it  was  a  combination  requiring  such  invention 

25  to  produce  it  as  to  be  good  subject-matter  for  a  Patent.    Judgment  was  given 

for  the  Plaintiffs  for  an  injunction^  an  inquiry  as  to  damages^  and  costs. 

The  Defendants  appealed^  and  contended  that  the  Patent  was  bad  for  want  of 

suljject-matter. 

Held,  by  COLLINS  M.R.  and  Mathew  LJ.  (Cozens-Hardy  LJ.  dissenting)^ 

30  tluU  there  was  good  subject-matter.    The  appeal  was  dismissed  with  costs. 

In  1894  Letters  Patent  (No.  19,462  of  1894)  were  granted  to  Frank  Ernest 
Nichol  for  improvements  in  and  relating  to  the  suspension  of  incandescent  gas 
lamps.  The  Provisional  Specification  will  be  found  referred  to  in  the  judgment 
of  Collins,  MM.  (jpost,  page  445). 
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The  Complete  Specification  was  as  follows  : — **  The  object  of  this  invention  is 
to  support  the  fitting  to  which  a  gas  burner  is  coupled  or  secured,  by  so 
suspending  the  said  fitting  that  an  incandescent  gas  mantle  may  be  utilized  in 
mills  and  other  places  where  there  is  vibration,  and  thus  by  my  new 
combination  to  overcome  the  difficulty  hitherto  experienced  in  applying  and  5 
utilizing  and  thereby  deriving  an  increased  and  better  light  by  the  use  of 
incandescent  gas  mantles  when  fixed  to  gas  fittings  secured  to  the  gas  supply 
in  places  subject  to  shocks  and  vibrations. 

"  Tne  accompanying  Drawing  illustrates  how  my  invention  may  be  applied  to 
a  gds  bracket  attached  to  a  wall  or  the  like,  and  in  describing  my  invention  in  10 
detail  reference  is  made  to  the  letters  on  the  Drawing, 

'^  The  gas  bracket.  A,  is  one  of  the  ordinary  description,  provided  with  the 
usual  stop  tap  but  without  a  gas  burner,  having  a  metallic  connection  with  the 
said  bracket. 

"  To  the  vertical  portion  of  the  gas  bracket  at  B  is  attached  a  piece  of  flexible  15 
tube,  C,  which  is  also  connected  to  the  gas  burner  fitting,  D,  arranged  to  carry 
a  glass  chimney,  E,  and  an  incandescent  mantle,  M,  within  same,  both  of 
which  are  supported  in  the  usual  manner. 

"  To  the  gas  burner  fitting,  D,  is  secured  a  light  metallic  frame,  F,  or  other 
suitable  attachment  which  is  suspended  from  some  fixture  in  any  convenient  20 
manner  by  one  or  more  elastic  cords  or  spiral  springs,  G,  so  that  should  any 
shock  or  vibration  be  given  to  the  gas  bracket.  A,  the  shock  or  vibration  is  not 
conveyed  direct  to  the  gas.  burner  fitting,  D,  and  incandescent  mantle,  M, 
supported  thereby,  but  absorbed  to  a  great  extent  by  the  flexible  connecting 
tube,  0,  and  suspending  cords  or  springs,  Q,  in  a  manner  that  no  shock  is  25 
transmitted  to  the  mantle  of  a  nature  as  to  damage  same  ;  thus  by  this 
arrangement  and  combination  overcoming  the  difficulty  hitherto  experienced 
with  the  use  and  maintenance  of  incandescent  mantles  in  places  subject  to 
shocks  and  vibrations." 

The  Patentee  claimed  "  a  gas  burner  fitting  combined  with  a  flexible  connecting  30 
tube  and  suspended  by  one  or  more  elastic  cords  or  springs  connected  thereto, 
all  arranged  substantially  in  the  manner  as  shown  and  described  and  for  the 
purpose  as  hereinbefore  set  forth." 


=d 


On  the  15th  of   June    1904,  the    Anti-Vihration   Incandescent  Lighting 
Company    Ld,^    as    owners    of    the    Patent,    commenced    an    action    against  35 
B,  Crosaley  for  infringement  of  the  same,  claiming  the  usual  relief. 
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By  their  Statement  of  Claim  the  Plaintiffs  alleged  (1)  that  they  were  the 
refflstered  owners  of  the  Patent,  and  (2)  that  the  Defendant  had  infringed. 

The  Particnlars  of  Breaches  alleged  that  the  Defendant  had  prior  to  the  issue 
of  the  Writ  in  the  action  and  subsequently  to  the  date  of  the  Patent 
5  manufactured,  sold,  offered  for  sale  and  used  Anti- Vibrators  for  incandescent 
gas  lighting,  constructed  in  the  manner  described  in  the  Complete  Specification 
of  the  Patent  and  claimed  in  the  claiming  clause  thereof,  and  the  Plaintiffs 
complained  in  particular  of  the  manufacture  and  sale  by  the  Defendant  to  the 
Plaintiffs'  manager,  Mr.  CutteU,  on  the  1st  of  April  190 i,  of  one  Anti- Vibrator 

10  Incandescent  Gas  Light,  constructed  as  aforesaid.    The  Plaintiffs  further  alleged 

that  the  Defendant  by  an  illustrated   Price  List  entitled  "Crossley's  Anti- 

"  Vibrator  Incandescent  Light,"  was  offering  for  sale  and  threatened  to  sell  the 

same  Anti-Vibrator  Incandescent  Gas  Light  constructed  as  aforesaid. 

The  Defendant  by  his  Defence  (1)  denied  that  the  Plaintiffs  were  the  pro- 

15  prietors  of  the  Patent ;  (2)  denied  that  Frank  Ernest  Nicliol  was  the  true  and 
first  inventor  ;  and  (3)  denied  infringement. 

By  his  Particulars  of  Objections  (amended  pursuant  to  an  Order  dated  the  25th 
of  October  1904)  the  Defendant  alleged  (1)  that  Frank  Ernest  Nichol  was  not 
the  first  and  true  inventor ;  (2)  that  the  alleged  invention  was  not  useful ; 

20  (3)  that  it  was  not  new  at  the  date  of  the  Patent  by  reason  of  the  matters  set 
forth  in  paragraphs  7  and  8  thereof ;  (4)  that  it  contained  no  improvement  or 
addition  to  the  then  state  of  public  knowledge  ;  (5)  that  it  was  merely  the 
application  to  incandescent  gas  fittings  of  a  device  which  had  been  familiar  and 
matter  of  common  public  knowledge  in  the  case  of  every  instrument,  implement 

25  or  mechanism  whatsoever  which  required  to  be  suspended  free  from  vibration 
so  far  as  possible  ;  (6)  that  neither  the  Provisional  nor  the  Complete  Specification 
described  the  nature  of  the  alleged  or  any  invention,  nor  sufficiently  indicated 
what  was  alleged  to  be  new  therein,  nor,  so  far  as  springs  were  concerned,  how 
the  same  were  to  be  made,  used  or  applied  ;  (7)  that  the  alleged  invention  had 

30  been  published  in  this  realm  prior  to  the  date  of  the  Patent  by  the  filing 
at  the  Patent  Office  of  fthe  Specifications  therein  mentioned*  ;  (8)  that  the 
alleged  invention  was  also  published  within  this  realm  by  the  manufacture 
or  user  of  the  same  or  a  similar  device  for  incandescent  gas  fittings  as  therein 
mentioned.* 

35       The  action  was  tried  on  the  25th  of  November  1904  by  Walton  J.,  who  held 

that  the  invention  was  a  new  combination  of  well-known  devices  and  was  an 

application  thereof  to  a  new  and  useful  purpose,  and  that  there  was  good 

subject-matter.    Judgment  was  given  for  the  Plaintiffs  with  costs.f 

At  the  trial  evidence  was  given  by  the  chief  lamp  inspector  of  the  Gcw  Light 

40  and  Coke  Company  (H.  Dodimead)  of  tests  made  of  anti-vibration  devices, 

Sirticularly  in  reference  to  Lambeth  Bridge,  where  the  vibration  is  very  great, 
e  deposed  that  nothing  was  successful  until   Plaintiffs'   device  was  tried. 
Previously  sometimes  the  nxantles  had  to   be  renewed  twice  in  one  night, 
whereas  after  the  Plaintiffs*  device  had  been  used  six  mantles  only  had  been 
45  used  on  four  lamps  between  the  6th  of  August  and  the  25th  of  November  1904. 
The  Defendant  appealed. 

Moulton  K.C.  and  Atkinson  (instructed  by  J.  Mask^  agent  for  J.  Lord  of 
Burnley)  appeared   for    the   Appellant ;    Boxisfield  K.C.    and  A.  J.    Walter 
Hnstructed  by  Patersons^  Snow,  Bloxam,  and  Kinder,  agents  for  Lupton  and 
50  I'awcett  of  Leeds)  appeared  for  the  Respondents. 

Moulton  E.C.  for  the  Appellants. — The  only  issue  is  want  of  subject-matter  or 
want  of  novelty,  because  the  alleged  invention  is  only  what  had  been  previously 
used  for  oil-lamps.  Suspended  lamps  were,  of  course,  old,  and  in  mills  and 
other  places  it  was  the  custom  to  have  spring  supports  to  prevent  vibration. 


For  whioh  see  ante  page  160.  i  Ante  page  161. 
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Incandescent  lighting  has  largely  taken  the  place  of  ordinary  gas  lighting. 
India-rubber  tubes  have  been  largely  used  as  they  were  previously  for  supplying 
gas  to  lamps.  The  Provisional  Specification  shows  the  nature  of  the  alleged 
invention.  There  the  Patentee  claims  generally  putting  a  gas  lamp  on  a  spring 
bracket.  It  was  the  ordinary  purpose  of  a  spring  support.  The  very  springs  5 
held  to  be  infringements  were  such  as  had  been  used  tor  portable  oil  lamps  for 
many  years.  [The  claim  in  the  Complete  Specification  was  then  read  and  the 
evidence  was  referred  to.]  In  1894  there  was  little  incandescent  lighting, 
therefore  there  is  no  case  here  of  a  long-felt  want.  It  is  one  merely  of 
analogous  user.  [Mathbw  L,J. — It  is  said  that  the  old  devices  did  not  10 
save  the  mantles  and  that  this  device  does.]  There  is  no  case  in  which 
there  has  been  held  to  be  subject-matter  for  a  Patent  where  there  has  been 
such  close  analogous  user  as  here.  [Cozbns-Habdi  LJ. — It  is  said  that 
there  had  never  been  a  gas  lamp  suspended  by  a  spring  and  with  a  rubber 
tube.]  Flexible  tubes  Imd  been  used  to  prevent  vibration.  The  Patentee  15 
claims  the  use  of  springs  broadly.  In  Morgan  v.  Windover  (7  R.P.C.  131)  the 
use  of  C  springs  for  the  front  part  of  a  carriage  was  held  not  to  be  subject- 
matter.  The  fact  that  a  thing  is  better  than  what  has  been  used  before  is  not 
enough  unless  there  is  invention.  The  Plaintiffs  are  attempting  to  stop  the  use 
of  an  ordinary  device  for  its  normal  purpose.  [The  Judgment  was  then  read.]  20 
Walton  J.  was  deceived  by  the  word  "  combination ; "  here  there  is  no  combination 
in  the  Patent  sense.  Merely  putting  two  old  things  together  does  not  make  a 
new  combination  (Williams  v.  Nye  7  R.P.C.  62).  This  is  a  case  of  simply 
patting  an  old  lamp  on  an  old  support.  The  flexible  tube  is  always  used  for 
preventing  rigidity,  to  make  the  lamp  independent  of  the  point  of  supply.  25 
Such  tubes  had  been  used  for  lamps  in  lifts.  The  purpose  of  the  user  cannot 
affect  the  fact  that  the  user  was  old.  [Counsel  for  the  Respondents  were  then 
called  upon.] 

Bousfield  K.C.  and  Walter  for  the  Respondents. — The  flexible  tube  is  a 
most  important  item  in  preventing  the  vibration.     It  is  essential  to  connect  30 
with  the  rigid  pipe  by  something  which  will  not  transmit  vibration.     At  both 
ends  there  is  a  contrivance  for  overcoming  vibration.    There  was  a  problem  to 
solve.    The  Claim  is  for  the  purpose  set  forth,  so  that  it  is  limited  to  incan- 
descent gas  burners.    There  is  evidence  that  this  device  is  successful  And  that 
many  others  have  failed.    There  is  the  combination  of  the  burner,  the  spring  35 
support,  and  the  tube.     In  Williams  v.  Nye  each  part  continued  to  perform  its 
old  function.    Here  that  is  not  so  ;  there  is  a  real  combination.    The  parts  are 
not  merely  additive.    Also  the  combination  is  new.    There  is  evidence  that  the 
Plaintiffs'  device  is  the  best,  and  has  been  the  only  one  successful  in  certain  trials. 
The  combination  is  by  no  means  the  obvious  method  of  solving  the  problem.  40 
The  purpose  of  a  past  user  is  very  materiiil.     In  Goddard  v.  Lyon  (11  R.P.C.  354) 
the  claim  was  for  the  combina);ion  for  the  purpose  described.     There  the 
invention  was    distinguished    from   an    alleged  anticipation   partly    on    the 
ground  that  the  purpose  was  different,  although  the  purposes  were  analogous. 
To  establish   want  of  subject-matter,  it    must  be    shown  that  the  features  45 
relied  on  were  matters  of  common  knowledge.     The  use   of  a  spring  for 
suspended    lamps    was  not    new,  but  it  was  not  common  knowledge.    The 
selection  of  the  two  devices  involved  invention.     [Cozbns-Hardt  Z.J.— The 
Patent  would  cover  not  only  the  particular  form  shown,  but  even  a  flexible  tube 
hanging  from  the  ceiling.]     The  flexible  tube  does  not  merely  conduct  the  gas  50 
to  the  burner.     Both  parts  are  essential  to  the  successful  burner — the  sprinfir 
and  the  tube.    At  each  end  vibration  is  cut  off.    There  is  evidence  that  many 
other  devices  have  been  tried,  and  it  does  not  matter  that  some  of  them  were 
not  tried  until  after  the  date  of  the  Patent.    The  diflftculties  of  the  problem 
must  be  borne  in  mind.    The  lateral  vibration  as  well  as  the  vertical  vibration  od 
had  to  be  taken  into  account,  but  most  devices  only  dealt  with  the  vertical 
vibration.    As  to  the  other  devices,  the  necessity  of  some  sort  of  discontinuity 
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was  realised.  One  device — namely,  the  fluid  bath  of  mercury— only  solved  the 
vertical  vibration ;  besides  the  mercury  ^ot  spilt.  If  there  is  a  spring  alone 
without  any  curbing  device  there  is  no  advantage  in  it.  The  Ghalme-rs  device 
used  by  the  Welsba^h  Company  employed  the  idea  of  inertia,  but  it  failed  to  do 
5  what  the  Plaintiffs*  does.  It  used  also  the  principle  of  discontinuity.  The 
upper  spring  supply  pipe  was  another  method.  The  Plaintiffs*  use  of  the 
flexible  tube  is  to  damp  the  vibration  as  well  as  to  supply  the  gas.  The 
evidence  as  to  the  success  of  the  Plaintiffs'  device  on  Lambeth  Bridge  and  the 
Woolwich  ferry  is  of  very  great  importance.    The  old  use  of  the  flexible  tube 

10  for  gas  lamps  had  nothing  to  do  with  vibration,  and  the  springs  were  only  used 
for  vertical  vibration.  As  to  the  Plaintiffs'  device,  simplicity  is  a  great  recom- 
mendation. There  is  evidence  that  people,  who  were  asked  to  buy  the  patented 
device,  would  not  believe  that  it  would  be  successful.  On  subject-matter,  we  refer 
to  Crane  v.  Price  (1  Webs.  393) ;  Spencer  v.  Jack  (3  D.  G.  &  S.  346 ;  11  L.T.  N.S. 

15  24*^0;  Taylor  and  Scott  V.  Annand  (17  R.P.C.  126;  18  R.P.C.  53)  ;  Hayward 
V.  Hamilton  (Griffin's  P.O.  115) ;  Vickers  v.  Siddell  (7  R.P.C.  292) ;  American 
Braided  Wire  Company  v.  Thommm  (6  R.P.O,  518)  ;  and  Hinks  v.  Safety 
Lighting  Comjxiny  (L.R.  4  Ch.  D.  607),  Here  there  was  at  ouce  a  large  sale 
by  the  owners  of  the  Patent,  and  the  Defendants  advertise  that  they  sold 

20  55,000  in  two  years. 

Moulton  K.C.  in  reply. — The  state  of  the  art  is  most  important.  One  must 
not  look  at  utility  as  an  index  of  patentability,  unless  there  had  been  a  long-felt 
want.  Evidence  of  what  is  done  subsequently  to  the  date  of  the  Patent  cannot 
be  used  to  support  a  Patent  as  showing  invention.    Spring  su[>i)Ci'ts  from  the 

25  ceiling  existed  for  lamps  and  to  stop  vibration.  The  large  sale  is  merely  due 
to  the  incandescent  mantle  coming  into  use,  by  reason  of  which  the  importance 
of  stopping  vibration  has  increased.  The  new  use  of  an  old  article  for  any 
analogous  purpose  cannot  be  patented;  that  is  laid  down  as  a  principle  in 
Losh  V.  Hague  (1  Webs,  208  ;  5  M.  &  W.  387).    Here  there  is  nothing  but  the 

30  use  of  an  old  article  for  an  analogous  purpose.  [Mathbw  LJ^, — Cannot  one 
look  at  the  results  ?]  Not  unless  there  is  invention.  If  an  old  tool  is  applied 
to  a  new  purpose,  results  are  immaterial.  Dredge  v.  Pamell  (16  R.P.C.  625)  is 
an  illustration  of  this.  One  cannot  limit  the  use  of  existing  appliances.  As  to 
Ooddard  v.  Lyon^  dry  steam  could  not  be  used  in  the  alleged  anticipation 

35  although  hot  air  could ;  besides  the  old  thing  could  not  be  used  as  the  patented  one 
could.  Here  the  very  springs  alleged  to  be  infringements  have  been  used  for 
20  years.  Any  lamp,  portable  or  otherwise,  can  be  put  into  them.  The 
flexible  tube  was  old  with  all  the  consequences  and  advantages  of  such  a  tube. 
The  ordinary  movable  gas  lamp  put  into  the  spring  frame  would  be  an  inf ringe- 

40  ment.  [Cozbns-Hardy  LJ. — The  Patentee  may  have  some  difficulty  when 
that  point  arises.  The  claim  is  for  the  purpose  set  forth.]  It  arises  here,  I 
submit.  I  mean  a  portable  gas  lamp  with  an  incandescent  mantle.  There 
was  no  novelty  in  using  an  incandescent  mantle  on  a  portable  gas  lamp, 
[Bcusfield  K.C.— The  evidence  is  to  the  contrary.]    I  do  not  agree.     But, 

45  assuming  that  it  was  new,  that  would  not  be  good  subject-matter.  It  would 
not  be  invention  to  put  a  new  lamp,  e.g.^  an  acytelene  lamp  assuming  that 
that  was  new,  in  an  old  support  (^Morgan  v.  Windover  7  R.P.C.  131).  If 
a  known  article  is  applied  to  an  analogous  purpose,  it  is  not  patentability 
because  it  has   advantages  not  known  before.     In  the    American  Braided 

50  Wire    Company    v.  Thomson  there  was  ingenuity  in  the  application  to  the 
analogous  purpose. 
Judgment  was  reserved,  and  was  delivered  on  the  2nd  of  June  1905. 
Collins  M,R, — The  object  of  the  invention  in  question  is  to  protect  the  mantle 
used  in  incandescent  gas  lamps  from  damage  by  vibration.    The  only  question 

55  before  us  is  one  of  subject-matter.  The  Claim  is  for  a  combination,  all  the 
factors  in  which  are  old.  I  will  read  the  Provisional  Speciflcation  and  the 
Claim  in  the  Complete  Speciflcation.     ''The  nature  of  this  invention  is  as 
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"  follows :— An  elastically  (or  spring)  suspended  frame  (or  holder)  for  use 
"  with  the  incandescent  gas  burners  as  a  preventer  or  destroyer  of  vibration. 
'*  As  the  incandescent  gas  burners  cannot  be  used  at  present  in  mills  and  places 
"  where  there  is  vibration  (the  vibration  rattling  the  mantle  to  pieces)  I  have 
*'  overcome  this  difficulty  by  making  a  wire  (or  metal)  holder  (or  any  other  5 
'*  substance  would  do)  and  by  suspending  it  with  elastic  (or  strings  eould  be 
"  used)  the  gas  being  conducted  by  a  rubber  pipe  thus  all  vibration  is  overcome 
"  and  the  mantles  do  not  get  shaken  to  pieces.    The  frame  may  be  made  in  any 
''  form."    Then  follows  the  Complete  Specification,  and  it  concludes  thus  :— 
*'  Having  now  particularly  described  and  ascertained  the  nature  of  this  inven-  10 
''  tion,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that  what  I 
"  claim  is : — A  gas  burner  fitting  combined  with  a  flexible  connecting  tube 
'^  and  suspended  by  one  or  more  elastic  cords  or  springs  connected  thereto, 
^'  all  arranged  substantially  in  the  manner  as  shown  and  described  and  for  the 
^'  purposes  as  hereinbefore  set  forth."    At  the  date  of  the  Patent  a  common  means  15 
of  mitigating  vibration  in  the  case  of  portable  lamps  was  to  suspend  them  by 
elastic  cords  or  springs.    The  rendering  gas  lamps  portable  by  attaching  tbem 
by  flexible  tubes  to  the  gas  supply  was  also  well  known.    It  is  not  perhaps 
quite  clear  that  incandescent  gas  lamps  had  been  used  in  this  manner,  although 
I  am   inclined  to  think  on  the  evidence  that  they   had   been.    The  object,  20 
however,  of  the  flexible  tube  was  merely  to  admit  of  the  lamp  being  moved 
from  place  to  place  and  not  to  mitigate  or  destroy  vibration,  for  which  special 
purpose,  so  far  as  it  appears,  it  had  never  been  utilised  until  the  P&tentee 
introduced  it  into  his  combination.    I  confess  I  was  much  impressed  by  the 
point  made  by  Mr.  Moulton  in  his  opening,  that  the  efiEect  of  the  Patent  was  to  25 
prevent  a  person,  wbo  at  this  date  possessed  an  elastic  arrangement  or  frame 
for    suspending  lamps,  and  also   possessed  an  incandescent  gas  lamp  made 
portable  by  a  flexible  tube,  from  hanging  the  lamp  in  the  frame.     I  have, 
however,  come  to  the  conclusion  that  the  combination  was  not  so  obvious 
at  the  date  of  the  Patent  as  to  leave  no  room  for  invention.    The  efficacy  30 
of  the  flexible  feeding  tube  as  an  anti-vibrator  had  not  at  that  time  beem 
realised.      All   sorts    of    contrivances    for    breaking    the    rigid    connection 
between  the    source    of   vibration  and  tbe  mantle  had   been    tried  without 
success,  and  it  was  not  until  the  Patentee  had  combined  a  hanging  arrange- 
ment at  the  top,  with  a  gas  supply  through  a  flexible  tube  at  the  bottom,  35 
that  the  problem  was  solved.     Thus  the  contrivance,  which  is  said  to  be  so 
obvious  as  to  require  no  invention,  occurred  to  no  one,  even  under  the  stimulus 
of  an  urgent  demand,  until  the  Patentee  hit  upon  it,  and,  so  unpromising  did  it 
appear  to  users,  that  they  could  not  be  induced  to  try  it  without  an  undertaking 
to  replace  the  mantles  so  often  as  they  were  shattered  by  vibration.     Under  40 
these  circumstances  I  am  unable  to  hold  that  the  learned  Judge  waa  wrong  in 
his  view  that  subject-matter  was  established.    The  Appeal  must  therefore  be 
dismissed. 

Mathew  L.J, — Before  the  liCtters  Patent  in  question  had  been  granted  it 
had  been  found  that  incandescent  lamps  could  not  be  made  available  in  45 
factories  or  other  buildings  where  there  was  much  vibration.    The  motion 
communicated  to  the  lamp  was  sufficient  to  destroy  the  delicate  mantle  upon 
which  the  lamp  depended  for  its  usefulness.    This  was  a  serious  disadvantage 
to  the  owners  of  factories,  and  various  expedients  were  adopted  without  suooets 
to  deaden  the  vibration  and  save  tbe  mantle  from  breakage.     The  Patentee  50 
discovered  that  if  the  lamp  were  placed  in  a  frame  suspended  by  springs,  and  if 
a  loose  flexible  rubber  tube  were  used  to  supply  the  gas  from  the  gas  pipe,  the 
problem  would  be  solved.    The  mantle  would  not  be  disturbed  or  damaged  by 
the  vibration,  and  the  lamp  would  be  as  available  for  the  purposes  of  manu- 
facture as  if  it  were  placed  in  a  building  where  there  was  no  vibration.    There  M 
is  no  doubt  of  the  usefulness  of  the  discovery ;  the  Plaintiff^s  system  was  generally 
adopted  and  with  entire  success.    It  has  been  contended  for  the  Defendant 
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that  in  the  combination  described  in  the  Specification  there  was  no  subject- 
matter  of  a  Patent.  It  has  been  said  there  "was  no  invention.  Springs  had  been 
long  ago  employed  to  lessen  vibration,  and  tubes  had  been  used  for  movable 
gas  lamps  ;  it  was  no  more  than  a  combination  of  old  devices  which  had  been 
5  used  for  similar  purposes.  But  the  flexible  tube  had  never  been  used  with  a 
fixed  lamp  to  lessen  vibration.  Its  prior  use  in  rooms  and  offices  for  portable 
lamps  did  not  show  that  it  had  any  other  use  than  to  make  a  gas  lamp  movable. 
The  combination  in  connection  with  a  fixed  incandescent  lamp  had  never  been 
used  before,    I  think  the  Patent  is  valid.     I  agree  with  the  Master  op  the 

10  Rolls  and  my  brother  Walton^  and  am  of  opinion  that  the  Appeal  should  be 
dismissed. 

Cozbns-Hardy  L,J. — This  is  an  Appeal  from  the  Judgment  of  Mr.  Justice 
Waltonj  who  has  upheld  a  Patent  granted  to  Nichol  in  1894,  and  now  vested  in 
the  Plaintiffs.    The  only  question  which  has  been  argued  before  us  is  this — 

15  whether  the  combination  claimed  by  the  Patentee  is  good  subject-matter  for  a 
Patent,  or  whether  it  is  simply  an  application  of  ordinary  mechanical  devices 
to  an  ordinary  and  obvious  use,  without  anything  which  can  be  dignified  by 
the  name  of  invention.  The  Provisional  Specification,  which  is  very  short, 
declares  the  nature  of  the  invention  in  terms  which  have  been  read  by  the 

20  Master  of  the  Rolls,  and  which  I  will  not  read  again.  The  Complete 
Specification  claims: — "A  gas  burner  fitting  combined  with  a  flexible  con- 
"  necting  tube  and  suspended  by  one  or  more  elastic  cords  or  springs 
"  connected  thereto,  all  arranged  substantially  in  the  manner  shown  and 
"  described  and  for  the  purpose  as  hereinbefore  set  forth." 

25  It  is  apparent  that  the  Patentee  does  not  claim  any  peculiar  form  of  fitting, 
the  only  essential  being  that  the  frame  or  holder  should  be  suspended  by  an 
elastic  cord  or  a  spring,  and  that  the  gas  should  be  conveyed  by  a  rubber  pipe, 
so  that  there  may  be  no  direct  metal  or  rigid  connection  between  the  gas  pipe 
and  the  gas  burner.     By  this  means  it  is  clearly  established  that  the  effects  of 

30  vibration,  which  speedily  destroys  the  mantle  used  with  incandescent  gas 
burners,  are  reduced  to  a  minimum,  and  I  am  satisfied  that  the  Plaintiffs'  con- 
trivance is  far  more  effectual  for  the  purpose  than  any  other  contrivance  in  use. 
The  difficulty,  however,  in  the  case  may  be  shortly  stated.  A  frame  or  holder 
suspended  from  the  ceiling  by  a  spring  was  undoubtedly  old.    It  had  been 

35  need  with  petroleum  lamps  to  a  large  extent.  Portable  gas  lamps  with  a  rubber 
pipe  were  also  in  common  use.  There  is  some  doubt  upon  the  evidence 
whether  movable  gas  lamps  with  incandescent  burners  were  used  at  the  date  of 
the  Patent  in  1894,  but  I  am  not  satisfied  that  this  is  a  point  of  great  importance. 
The  claim  of  the  Patentee  really  involves  this — that  he  is  entitled  to  prevent 

40  a  man  who  had  in  1894  a  spring  suspended  frame,  designed  and  used  for 
holding  a  lamp,  from  putting  into  the  frame  a  movable  gas  lamp  which  he 
then  possessed.  The  frame  was  fastened  to  the  ceiling  for  the  sole  purpose  of 
holding  a  lamp.  It  is  available  for  any  kind  of  lamp,  though  it  may  doubtless 
be  specially  valuable  for  holding  some  particular  kind  of  lamp,  inasmuch  as 

45  the  more  fragile  requires  a  more  delicate  suspension.  While  I  assent  to  the 
view  that  the  Court  ought  not  to  be  astute  to  find  reasons  for  invalidating  a 
Patent,  which  has  been  proved  to  be  commeroially  of  value,  on  the  mere 
ground  that  it  is  very  simple,  on  the  other  hand,  I  am  bound  to  consider 
whether  there  is  any  invention  in  putting. a  well-known  form  of  lamp  into  a 

50  well-known  spring  suspended  frame.     I  assume  in  favour  of  the  Patentee  that 

*  movable  incandescent  lamps  were  not  knov^ni  at  the  date  of  the  Patent.     But  I 

do  not  think  the  Patent  could  be  supported  by  reason  only  of  the  substitution 

of  an  incandescent  lamp  for  any  other  form  of  lamp.    The  use  would  be,  if 

not  identical,  at  least  so  analogous  and  so  obvious  as  to  negative  the  idea  of 

55  invention.  Upon  the  whole,  I  think  there  is  no  subject'-matter  sufficient  to 
support  the  alleged  invention,  and  that  this  Appeal  should  be  allowed.  I 
regret  that  I  differ  from  the  Master  OF   THB   Rolls  and  Lord  Justice 
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Mathbw  in  the  result,  but  I  entirely  agree  with  them  as  to  the  principles 
which  oaght  to  be  applied  in  a  case  like  this. 

WaUer, — ^The  Appeal  will  be  dismissed  with  costs  ? 

The  Mastbr  of  thb  Rolls.— Yes, 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Farwbll. 

June  1st  and  2nd,  1905. 

Eratz-Boussac  <&  Wild  v,  Bechmann  <&  Ullmann. 


Patent. —  Action  for  infringement.  —  Invention.  —  Anticipation.  —  Action 
dismissed.  10 

The  owner  and  the  exdimve  licensee  of  a  PcUentfor  improvements  in  PneumcUic 
Arrows^  brought  an  action  for  infringement.  The  alleged  infringing  arrows 
were  sfiibstantiaUy  the  same  as  those  patented^  differing  only  in  the  flexibility 
of  an  angular  attcu^hment  of  the  rubber  tips  or  cap.  The  Defendants  relied 
mainly  on  insufficiency  of  invention^  on  anticipcUiony  atidon  non-infringement.  15 

Held,  that  the  Defendants  succeeded  on  all  the  above  three  grounds^  and 
tlie  action  fuas  dismissed  with  costs. 

On  the  24th  of  April  1900,  Letters  Patent  (No.  24,866  of  1899)  were  granted 
to  the  Plaintiff  Henri  Othon  Kratz-Boussac  for  '^  Improvements  in  the  con- 
"  struction  of  Pneumatic  Arrows."  20 

The  Complete  Specification  was  as  follows  :— 

'^  In  pneumactic  arrows  as  heretofore  constructed  it  has  been  usual  to  form  the 
^<  stem  int6g]:al  with  the  elastic  arrow.h^  either  by  molding  the  latter  around 
^  a  ferrule  provided  at  the  end  of  the  wooden  stem  and  securing  all  together  by 
*'  the  aid  of  a  rivet ;  or  by  placing  a  ring  around  the  upper  portion  of  the  arrow-  25 
'^  head  and  securing  such  ring,  rubber  and  wooden  stem  together  by  a  rivet. 

**•  These  nlountings  have  the  following  inconvenience  :  Whenever  the  arrow 
''  encountered  an  obstacle,  and  especially  when  the  shqt  wks  made  from  a  short 
''  distance,  the  wooden  stem  of  the  arrow  rebounded,  tsiking  with  it,  and  detach- 
'*  xAg  from  the  target  or  other  surface,  the  rubber-head  with  which  it  was  firmly  30 
*'  connected,  thus  the  arrow  did  not  remain  attached  to  the  surface  to  which  the 
«'  shot  was  directed  and  consequently  the  result  desired  was  not  obtained. 
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"  Now  this  invention  has  for  its  object  to  obviate  these  defects  by  rendering 
"  the  wooden  stem  independent  of  the  head,  and  in  carrying  my  invention  into 
"  effect  I  form,  while  moulding  the  head,  a  recessed  part  or  passage  therein 
"  which  terminates  in  a  cavity,  adapted  to  receive  an  enlarged  end  of  the  stem 
"  of  the  arrow. 

"  Referring  to  the  accompanying  Drawings  in  which  :  Figure  1  is  a  section  of 
"  a  pneumatic  arrow  head  constructed  in  accordance  with  this  invention, 
"  Figure  2  an  elevation  of  the  stem  of  an  arrow,  and  Figure  3  an  elevation  of 
"  the  complete  arrow.  The  wooden  stem  b  is  provided  at  each  end  with  a  metal 
"  ferrule  6"  provided  with  a  flanged  or  enlarged  end  and  one  end  of  said  stem 
^^  is  entered  into  the  head  in  such  a  manner  as  to  cause  a  portion  of  the  wood 
"  and  the  ferrule  b^  thereof  to  be  embedded  in  the  rear  part  of  the  head.  This 
^'  result  is  obtained  by  simply  forcing  the  stem  into  the  head  of  the  arrow,  so 
"  that  «aid  ferrule  ¥  engages  in  the  recess  a*  therein. 


FIC.2 


FIC.I. 


15  "  Thus  the  stem  and  the  head  of  the  arrow  are  absolutely  independent  of  each 
"  other,  being  only  temporarily  connected  by  means  of  the  ferrule  b^  engaged  in 
'*  the  recess  a^.  When  the  arrow  strikes  the  object  at  which  it  is  aimed  and  the 
"  stem  b  has  any  tendency  to  recoil,  it  can  do  so  without  harm,  as  the  rubber  of 
'*  which  the  h^ul  is  made  is  sufficiently  elastic  to  yield  to  such  an  extent  as  to 

20  "  enable  the  ferrule  ft*  to  disengage  from  the  recess  a\  thus  permitting  the 
"  detachment  of  the  stem  from  the  head,  or  at  least  its  withdrawal  into  the 
'*  recessed  part  or  passage  a.  The  result  is  that  in  all  cases  the  head  of  the  arrow 
"  adheres  to  the  spot  on  the  target  or  other  object  struck,  there  being  no  tendency 
'*  for  it  to  follow  the  retrograde  movement  of  its  stem. 

25  **  If  the  stem  completely  leaves  the  head  it  is  only  necessary  to  detach  the 
"  latter  from  the  object  to  which  it  is  adhering  and  re-insert  the  stem,  when  the 
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'^  arrow  is  again  ready  for  use.  If  the  Btem  has  not  become  completely  detached 
'^  from  the  head  but  has  recoiled  only  sufGcient  for  a  portion  to  remain  in  the 
''  recessed  part  or  passage  before  described,  the  stem  b  will,  by  itself,  re-occapy 
''  its  proper  position  owing  to  the  pressure  exerted  upon  the  head  in  charging 
"  the  gun.  5 

"  Withthis  improved  arrow  a  single  stem  may  be  used  concurrently  with  a 
''  large  number  of  heads,  each  head  being  left  in  the  position  where  it  struck 
*^  the  target  or  other  object, 

"  Instead  of  forming  the  ferrule  6^  with  a  flange,  I  may  find  it  desirable  to 
"  dispense  with  the  flange  in  order  to  render  the  insertion  and  extraction  of  the  10 
'^  stem  from  the  head  easier. 

*'  In  order  to  prevent  accidents  in  the  case  of  children  shooting  with  the  stem 
^^  only  without  tne  head  being  attached  thereto,  I  may  provide  around  the  ferrule 
"  h^  a  small  protecting  cap  of  rubber  or  the  like,  the  diameter  of  the  recessed 
"  part  or  passage  being  arranged  to  enable  the  insertion  of  the  stem  into  its  15 
**  rubber  cap." 

The  Patentee  claimed  : — "  1.  A  pneumatic  arrow  consisting  of  an  elastic  head 
"  formed  at  its  rear  portion  with  a  hole  a  terminated  in  a  recess  a^  of  larger 
"  diameter,  and  of  a  stem  furnished  with  a  ferrule  h^  formed  with  a  flange 
"  adapted  to  engage  in  the  said  recess  a^  for  the  temporary  connection  of  the  SJO 
**  head  and  stem,  there  being  no  other  means  of  connection  between  the  two 
"  parts,  so  that  at  the  impact  of  the  arrow  with  the  object  struck  the  stem,  when 
"  recoiling,  withdraws  from  the  head  either  entirely,  or  simply  into  the  hole  a, 
**  without  the  head  falling  off  the  target  or  other  object  struck  substantially  as 
"  hereinbefore  described  and  illustrated  by  the  accompanying  drawings.    2:  In  25 
**  combination  with  the  elastic  head  of  a  pneumatic  arrow  as  claimed  in  Claim  1 
"  having  a  hole  a  without  the  recess  a\of  greater  diameter,  of  a  stem  fitted  with 
"  a  ferrule  without  flange  and  covered,  or  not,  with  a  rubber  cap,  the  diameter 
^^  of  this  extremity  of  the  stem  being  such  as  to  enable  the  stem  to  penetrate 
"  into  the  hole  a  of  the  head,  the  whole  substantially  as  described  and  for  the  30 
**  purpose  specified." 

The  Patentee  and  Lewis  Wildy  who  was  the  exclusive  licensee  under  the 
Patent,  commenced  an  action  against  Bechmannand  CWmann  for  infringing  the 
Patent  and  claimed  the  usual  relief.  The  infringements  complained  of  con- 
sisted in  pneumatic  arrows  and  arrow  heads  made  and  sold  by  the  Defendants,  35 
which,  as  the  Plaintiffs  alleged,  were  constructed  in  accordance  with  the  inven- 
tion described  in  the  Complete  Specification  above  set  out  and  claimed  in  the 
1st  and  2nd  claiming  clauses  thereof  ;  51  dozen  of  the  Defendants'  arrows  and 
arrow  heads  had  been  sold  to  the  Bon  Marche  Ld.,  of  Brixton  Road  London. 

By  their  Defence  the  Defendants  denied  that  they  had  infringed  or  threatened  40 
or  intended  to  infringe  the  Patent  as  alleged  or  at  all,  and  by  their  Particulars 
of  Objections  denied  that  KrcUz-BouMOC  was  the  true  and  first  inventor  of  the 
subject-matter  of  the  alleged   Patent,  and  proceeded  as  follows : — "  (2)  The 
<^  alleged  inventions  claimed  in  both  of  the  claiming  clauses  of  the  Specification 
*'  of  the  said  Letters  Patent  had  been  published  in  this  realm  prior  to  the  date  of  45 
<'  the  said  Letters  Patent  by  the  filing  in  the  Patent  Office  Library  of  the 
"  Specifications  of  the  following  Letters  Patent,  No.  2912  of  1889,  *  Improve- 
"  '  ments  in  Arrows,'  granted  to  Philip  Watson  Pratt^  the  whole  of  the  said 
'*  Specification  will  be  relied  upon  as  against  both  the  said  claiming  clauses ; 
"  No.  429,953  U.S.A.   'Glazed  Target,'  granted  to  Philiqi  Watson  Pratt,  Fig.  2  50 
"  and  page  1,  lines  7  to  15,  and  lines  76  to  80  will  be  relied  upon  as  against  both 
*'  the  said  claiming  clauses.     (3)  The  said  alleged  inventions  claimed  in  both  of 
"  the  said  claiming  clauses  are  not  useful.     (4)  The  said  alleged  inventions 
"  claimed  in  the  said  claiming  clauses  were  not  the  proper  subject-matter  of  a 
"  valid  grant  of  Letters  Patent.    This  objection  will  be  relied  upon  as  against  55 
<'  both  the  said  claiming  clauses.     Hereunder  the  Defendants  rely  upon  the 
'^  j^atters  appearing  in  paragraph  2  hereof  and  the  public  general  knowledge 
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"  referred  to  in  pai'agraph  5  hereof.  (5)  The  said  alleged  inventions  claimed  in 
"  both  of  the  said  claiming  clauses  were  at  the  date  of  the  said  Letters  Patent 
"  matters  of  public  general  knowledge." 

Frauds  Specification,  No.  2912  of  1889  was  for  "  an  arrow,  composed  of  a  shaft 
•*>  *'  and  an  elastic  or  yielding  tip  or  head,  suitably  secured  to  the  shaft,"  and  he 
claimed  "  (I)  The  combination  of  an  arrow  shaft  and  a  vacuum  or  pneumatic 
"  arrow  head  secured  to  one  end  thereof.  (2)  The  combination  of  a  vacuum 
"  arrow  head,  an  arrow  shaft,  and  a  connecting  device  secured  to  one  end  of  the 
"  arrow  shaft  and  having  a  flange  or  head  secured  in  the  vacuum  arrow  head,  as 

10  "set  forth.  (3)  The  combination  of  a  vacuum  arrow  head,  an  arrow  shaft,  a 
**•  shank  connecting » the  same,  and  a  ferrule  surrounding  the  head  of  the  arrow 
"  shaft,  as  set  forth.  (4)  An  elastic  arrow  head  having  a  concave  front  side,  a 
**  yielding  level  edge,  and  an  attaching  device  whereby  it  may  be  secured  to  a 
"  shaft,  as  set  forth." 

15       PraWs  U.S. A.  Patent,  No.  429,953  of  1890,  was  for  a  "glazed  target,"  and 
Figure  2  of  the  accompanying  Drawing  represented  "  an  arrow  c,  provided  with 
"  an  elastic  head  d,  having  a  concavity  e,"  serving  to  show  the  utility  of  his 
invention. 
The  action  was  tried  by  Mr.  Justice  Farwbll  on  June  Ist  1905. 

20  Upjohn  K.C.,  and  Walter  (instructed  by  Qresham^  Davies  and  Dallas) 
appeared  for  the  PlaintiflEs.  T.  Terrell  K.C.  and  Golefax  (instructed  by 
Golaherg^  Ba7^7*eit  <k  Newall)  appeared  for  the  Defendant. 

Upjohn  K.C.,  opened  the  Plaintiff's  case. — The  Patent  is  not  a  mere  meohanioal 
equivalent  of  Pratt's^  in  the  case  of  whose  arrow,  as  nut  on  the  market,  the 

25  tapering  intended  to  minimise  the  leverage  Rhows  that  the  oap  was  not  meant  to 
be  fixed.    The  American  Specification  was  for  a  target  only. 

Evidence  for  the  Plaintiffs  was  given  by  T.  A.  Hearson^  F.I.C.P.A.,  M.I.C.E.,  who 
said  that  Pratt's  Specification  contained  nothing  about  separable  construction, 
whereas  the  valuable  element  in  the  Plaintiffs*  arrow  copied  by  the  Defendants 

30  was  the  angular  elasticity  which  the  Patentee,  Kratz-Boussac^  himself  did  not 
clearly  see.  L,  Wildj  a  commission  agent,  gave  evidence  of  the  large  output  of 
the  Plaintiffs'  goods,  which  rose  until  recent  German  competition. 

For  the  Defendants  Reginald  Haddan,  F.I.C.P.A.,  deposed  that  in  his  opinion 
the  invention  in  the  Plaintiffs'  Patent  was  difficult  to  find,  but  seemed  to  oongist 

35  only  of  the  looseness  of  the  head  upon  the  stem,  so  that  it  became  disengaged 
upon  impact. 

At  the  conclusion  of  the  Defendant's  evidence  judgment  was  delivered. 
Farwbll  J. — I  do  not  wish  to  hear  you  Mr.  Terrell.    1  cannot  see  invention, 
while  if  there  is  invention,  then  there  is  certainly  anticipation,  and  I  do  not  see 

40  if  there  is  invention  that  you  have  infringed  it.  It  seems  to  me  that  every  one 
of  your  defences  succeed,  and  the  action  is  dismissed  with  costs.  Really  the 
time  of  the  Court  ought  not  to  have  been  taken  up  with  this  action. 

Terrell  K.C. — I  ask  your  Lordship  for  a  Certificate  as  to  the  Particulars  of 
Objections. 

45     Farwbll  J.— Yes. 
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In  the  Court  of  Appeal. 
Bejore  LORDS  JUSTICES  Vaughan  Williams,  R0MBR,'and  Stirling. 
April  5th  and  June  2nd,  3rd,  and  5th,  1905. 
Gammons  v.  Singer  Manufacturing  Company. 


Patent. — Action  for  infringement — Novelty. — Anticipation. — Prior  riser. —  5 
Patent  invalid. — Appeal  dismissed. 

The  Patentees  of  an  invention  of  '*  Improvements  in  attaching  bindings  to 
**  brims  of  hats"  who  had  been  successful  in  an  action  against  the  users  of  a 
machine  which  they  alleged  to  be  an  infringement  of  the  Patent^  brought  an 
action  against  the  makers  of  the  machine.    Evidence  was  produced  by  the  10 
Defendants  that  the  msthod  of  binding  hcUs  which  was  carried  out  by  the 
Plaintiffs'  invention  had  for  many  years  been  practised  in  England  by  tJie  use 
of  other  machineSy  which  they  alleged  to  bean  anticipation  of  the  Plaintiffs'* 
invention.    It  was  held  at  the  trial  that  the  invention  was  anticipated,  and 
that  the  Plaintiffs'  Patent  was  invalid.    The  Plaintiffs  appealed,  and  applied  25 
to  the  Court  of  Appeal  to  be  allowed  to  addu4)e  furtlier  evidence  as  to  the  prior 
users.    This  application  was  ordered  to  stand  over  to  the  hearing  of  the  ajjpeal, 
when  it  was  renewed  as  to  one  alleged  prior  user  only. 

The  Ax^psal  was  dismissed  with  costs,  as  well  as  the  application  to  adduce 
further  evidence,  the  Court  holding  that,  apart  from  the  prior  user  which  20 
was  the  subject  of  the  application^  the  Patent  was  invalid. 

On  the  23rd  of  June  1897  Letters  Patent  (No.  15,048*  of  1897)  was  granted 
to  Welcoms  Pennson  Gammons,  jun,,  and  George  Stephen  Bracher  for 
"  Improvements  in  attaching  bindi^gs  to  the  brims  of  hats." 

The  Complete  Specification,  as  amended  in  accordance  with  a  decision  of  the  25 
Comptroller-General  of  the  3rd  dky  of  April  1901,  was  as  follows: — "Our 
*'  invention  relates  to  the  art  of  attaching  bindings  to  the  brims  of  hats,  and  it 
*'  consists  in  fitting  a  hat,  having  a  stiff,  curled,  or  rolled  brim,  ft»4  with  a 
*'  binding  wi^  having  its  inner  edge  connected  to  the  inner  side  of  the  brim 
^*  by  stitches  extending  through  the  same  and  being  turned  over  the  edge  of  30 
"  the  brim  so  as  to  cover  said  edge  and  also  cover  and  protect  the  connecting 
"  stitches  ;  the  said  binding  having  its  ends  "■  snappod  '  of  connected  together 
"  subsequent  to  its  connection  to  the  brim  and  prior  to  its  being  turned  or 
^^  snapped  over  the  edge  of  the  same,  for  a  purpose  hereinafter  ix>inted  out. 
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^^  The  invention  also  consists  in  a  sewing  machine  which  although  designed 
"  more  especially  for  connecting  one  edge  of  bindings  to  stiff,  curled,  or  rolled 
'^  hat  brims,  may  be  used  to  advantage  in  connecting  one  edge  of  bindings  to 
"  soft  hat  brims. 
5  '*  Other  objects  and  advantages  of  the  invention  will  be  fully  understood 
^^  from  the  following  description  and  claims  when  taken  in  connection  with 
"  the  annexed  drawings,  in  which  :  Fig.  I,  is  a  perspective  view  of  our  Improved 
"  sewing  machine.  Fig.  2,  is  a  vertical  longitudinal  section  of  the  same  with 
'^  parts  in  elevation.    Fig.  8,  is  i  a  detail  longitudinal  section  on  an  enlarged 

10  ^^  scale  of  the  work  supporting  arm.  Fig.  4,  is  a  detail  section  taken  in  the 
'*  plane  indicated  by  the  line  x  x^  of  Fig  3.  Figs.  5  and  6,  are  detail  views  of 
"  the  shuttle  removed  from  the  race,  and  Figs.  7  and  8,  are  views  of  a  hat 
'*  with  the  binding  applied  in  accordance  with  our  invention.  In  the  said 
**  drawings,  similar  letters  designate  corresponding  parts  in  all  of  the  views, 

15  "  referring  to  which  :  A,  indicates  the  base  of  the  machine,  and  B,  indicates 
"  the  overhanging  arm  having  the  head  C,  at  its  forward  end,  in  which  are 
"  arranged  the  needle  bar  l>,  the  pressor  bar  E,  having  the  foot  a,  at  its  lower 
"  end  and  the  feed  bar  F.  The  said  needle  bar,  pressor  bar,  and  feed  bar  may 
^^  be  similar  in  construction  to  those  embodied  in  sewing  machines  at  present 

20  *'  in  use,  and  the  bars  D  and  F,  may  be  operated  by  the  drive  shaft  G,  through 
"  the  medium  of  mechanism  contained  in  the  head  C  ;  the  needle  bar  D,  being 
**  reciprocated  vertically  while  the  feed  bar  F,  is  given  respectively  an  up  and 
"  down  movement  and  a  forward  and  backward  horizontal  movement  in  relation 
*'  to  the  work  plate  in  order  to  feed  the  materials  f orwardly  as  will  be  hereinafter 

25  "  more  fully  described.  Extending  forwardly  from  the  forward  end  of  the 
"  base  A,  is  the  work  supporting  arm  H,  of  our  improved  machine.  This  arm  H 
"  has  the  rear  portion  of  its  underside  concaved  as  indicated  by  I,  to  accommo- 
"  date  the  crown  of  a  stiff  hat  to  which  the  binding  is  being  connected,  and  this 
"  concavity  may  be  afforded  by  recessing  the  underside  of  the  arm  or  by  bending 

30  *'  the  arm  into  a  concavo-convex  form  as  illustrated  ;  the  latter  manner  being 
**  preferable  for  obvious  reasons.  At  its  forward  end  which  rests  beneath  the 
"  needle,  feed,  and  pressor  bars,  as  shown,  the  arm  H,  is  made  straight,  flat,  and 
**  comparatively  thin  for  reasons  which  vnll  presently  appear,  and  it  is  provided 
"  adjacent  to  its  forward  end   with  the   vertically  disposed  needle  receiving 

35  "  aperture  b^  and  preferably  has  the  portion  c,  in  which  said  aperture  is  formed 
"  raised  as  illustrated  so  that  its  upper  side  will  rest  flush  with  the  plate  J,  upon 
"  which  the  guage  K,  presently  described,  is  mounted. 

'*  L,  indicates  the  horizontal  race  for  the  loop  taking  device  M,  which  may  if 
"  desired,  be  an  oscillatory  shuttle  of  the  well  known  construction  illustrated. 

40  "  This  race  L,  which  communicates  with  the  needle  opening  6,  as  better  shown 
**  in  Fig.  3,  is  normally  covered  by  the  plate  J  ;  and  the  shuttle  M,  which  it 
'^  contains  is  oscillated  by  the  same  shaft  6,  that  operates  the  needle  bar  and 
"  feed  bar  through  the  medium  of  the  cam/,  the  lever  ^,  the  reciprocatory 
"  rack  A,  the  gear  wheel  t,  and  the  pinion  y,  or  any  other  suitable  intermediate 

45  "  mechanism  ;  the  pinion  y,  (when  employed)  being  removably  splined  to  the 
"  shuttle  as  shown  so  as  to  permit  of  the  latter  being  readily  removed  when  the 
"  plate  J,  is  swung  to  one  side  on  its  pivot  e.  to  open  the  race  L. 

'*  The  corners  of  the  upper  side  of  the  arm  H,  at  the  forward  end  of  the  same 
"  are  rounded  or  beveled  as  indicated  by  jo,  so  that  no  sharp  angles  which  would 

50  '*  tend  to  injure  a  hat  brim  are  presented  to  the  same  as  it  is  fed  beneath  the 
"  needle. 

"  N,  indicates  the  binding  guide  of  the  machine  which  is  preferably  formed 

"  of  sheet  metal,  although  other  material  may  be  employed  if  found  desirable. 

,  "  This  guide  N,  is  shown  as  formed  in  one  piece  and  attached  to  the  side  of 

55  "  the  arm  H,  and  it  has  its  free  portion  r,  bent  so  as  to  rest  in  a  vertical  plane 
<'  parallel  to  and  close  against  the  forward  end  of  the  said  arm  and  also  has  the 
**  retaining  hoop  8y  which  rests  upon  the  upper  side  of  the  arm  H,  close  to  one 
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"  end  of  the  portion  c,  thereof,  and  the  retaining  loop  t^  which  restfl  slightly 
"  below  the  arm  as  shown. 

"  K,  indicates  the  guage  against  which  the  edge  of  the  hat  brim  is  pressed  by 
"  the  operator,  in  order  to  have  all  the  stitches  take  through  the  brim  and  binding 
'^  at  a  uniform  distance  from  the  edge  of  the  former  so  as  to  make  a  neat  and  5 
*'  finished  job.  This  guage  K,  may  be  formed  and  may  bo  formed  and  may 
"  be  adjusted  and  adjustably  fixed  in  any  suitable  manner,  but  w©  prefer  to 
<*  form  it  of  sheet  m^tal  and  provide  it  with  the  upturned  lip  1;,  at  its  forward 
*•*'  end  and  with  the  longitudinal  slot  w^  and  adjustably  connect  it  with  the 
"  plate  J,  by  a  binding  screw  a;,  as  by  this  construction  it  may  be  readily  10 
''  adjusted  and  adjustably  fixed  so  as  to  permit  of  taking  the  stitches  through 
"  the  brim  at  various  distances  from  the  edge  of  the  rim. 

''  In  the  practical  operation  of  our  improved  machine,  after  the  guage  K,  has 
'<  been  properly  adjusted,  the  binding  I,  is  placed  in  the  guide  N,  so  that  its 
"  upper  portion  will  overlap  the  forward  thin  and  flat  end  of  the  work  supportiDg  15 
<<  arm  as  illustrated  by  dotted  lines  in  Fig.  1.     The  brim  2,  of  the  hat  3,  is  then 
''  placed  upon  the  end  of  the  arm  over  the  binding  and  its  edge  is  pressed 
'*  against  the  guage  E,  by  the  operator  when  the  machine  is  started  and  the 
<<  stitching  of  the  binding  to  the  brim  is  commenced  and  continued  until  the 
"  binding  is  connected  throughout  its  length  to  the  brim.     We  prefer  in  practice  20 
«'  to  start  the  stitchinfir  at  the  back  of  the  hat  and  stitch  entirely  around  the  hat 
(<  to  the  point  of  commencement.    While  the  stitching  of  the  binding  to  the 
<(  front  or  back  end  portions  of  the  hat  brim  is  going  on,  the  hat  rests  and  is 
<<  held  with  the  crown  depending  but  as  the  stitching  progresses  toward  and 
«<  along  the  side  of  the  brim,  the  hat  must  be  gradually  turned  until  the  crown  25 
««  rests  in  a  horizontal  or  approximately  horizontal  position  with  the  inside  of 
«  the  hat  toward  the  operator  and  the  crown  in  the  concavity  above  mentioned, 
'^  and  as  the  stitching  further  progresses,  the  hat  must  be  turned  so  that  when 
«« it  reaches  the  end  of  the  brim  opposite  to  the  point  of  commencement,  It  will 
««  rest  in  the  position  first  mentioned,  viz. :  with  its  crown  depending.     From  30 
«<  this  point,  the  operation  is  completed  to  the  point  of  commencement,  that 
"  is  to  say  the  hat  is  slowly  turned  until  when  the  «titching  reaches  the 
<'  middle  of   the  side  of  the  hat  brim,  its   crown  rests  in  an   approximately 
'<  horizontal  position  beneath  the  arm  H  ;  and  from  this  point  to  the  point  of 
*'  commencement  the  hat  is  slowly  turned  until  when  it  reaches  the  point  of  35 
»'  commencement  its  crown  will  rest  in  a  depending  position.    The  concavity 
^  of  the  arm  H,  permits  of  the  hat  being  turned  freely  into  the  horizontal 
^'  position  stated,  and  it  is  absolutely  necessary  to  get  the  hat  into  such  position 
^'  in  order  to  sew  the  binding  to  the  sides  of  the  brim  in  a  finished  manner 
«*  especially  when  the  brim  is  provided  with  the  fashionable  deep  rolls  or  curls,  40 
*^  it  will  be  appreciated  that  the  concavity  of  the  said  arm  H,  forms  an  important 
"  feature  of  our  invention. 

**  After  the  piece  of  binding  has  been  attached  along  one  edge  and  throughout 
''  its  length  to  the  inner  edge  of  the  stifiE  hat  brim  by  stitches  4,  (see  Fig.  8)  its 
*•  ends  are  -  onappod  or  ^  sewed  together  as  indicated  by  5,  after  which  it  is  45 
"  turned  outwardly  or  snapped  over  the  curled  brim,  when  it  will  be  snugly 
'*  and  tightly  held  thereon.  This  is  due  to  the  fact  that  the  outer  side  of  the 
**  brim  is  larger  than  the  inner  side  and  consequently  when  the  ends  of  the 
"  binding  are  ^  onappod  ^  of  connected  together  after  one  edge  of  said  binding 
"  is  connected  to  the  brim,  and  before  it  is  turned  over  the  same,  the  free  edge  50 
*'  of  the  binding  is  strained  and  sprung  over  the  brim  under  considerable 
'*  tension,  varying  according  to  the  thickness  of  the  felt.  This,  as  stated, 
^'  renders  the  binding  tight  upon  the  brim,  but  in  order  to  avoid  any  possibility 
^*  of  tke  binding  coming  off  during  use,  its  outer  edge  may  if  desired  be  stitched 
^*  by  hand  to  the  brim  or  otherwise  suitably  secured.  55 

'^  In  virtue  of  the  binding  being  connected  to  the  brim  and  turned  over  the 
'^  edge  of  the  same  in  the  manner  described,  it  will  be  seen  that  said  binding 
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"  will  snugly  fii  the  brim  and  hold  itself  in  position  thereon  without  the 
**  employment  of  stitches  or  other  fastening  means  ;  and  it  will  also  be  seen 
"  that  said  binding  will  cover  the  connecting  stitches,  thus  preventing  the  same 
**  from  being  rottened,  faded  or  otherwise  deteriorated,  which  is  an  important 
5  "  advantage. 

'*  It  is  obvious  when  a  piece  of  binding  is  to  be  attached  to  a  hat  brim,  the 
"  distance  of  the  line  of  stitches  from  the  edge  of  the  brim  may  be  varied  to 
"  suit  various  kinds  of  hats  by  suitably  adjusting  and  adjustably  fixing  the 
*'  guage  K. 

10  *'  During  the  operation  of  stitching  the  binding  to  the  hat  brim,  the  feed 
"  bar  F,  by  its  up  and  down  and  forward  and  backward  horizontal  movements 
'*  serves  to  feed  the  hat  and  consequently  the  binding  forwardlv  and  at  the  same 
^*'  time  holds  the  hat  brim  to  the  needle  plate  while  it  is  being  fed. 

**  It  will  be  observed  that  our  machine  is  very  simple,  and  that  its  construction 

15  *•  is  such  that  the  parts  are  not  likely  to  get  out  of  order,  and  it  will  also  be 
"  observed  that  the  stitching  of  the  binding  to  the  brim  may  be  accomplished 
"  as  easily  when  the  brim  is  deeply  curled  or  rolled,  as  when  it  is  but  slightly 
"  curled  or  rolled,  and  this  without  in  any  way  damaging  the  brim  or  changing 
"  or  destroying  its  shape. 

20  *'  The  shuttle  M,  co-operates  with  the  needle  in  the  usual  manner,  and  it  is 
^'  disposed  horizontally  as  described  so  as  to  permit  of  the  arm  H,  being  made 
"  thin  in  order  to  enable  it  to  readily  take  between  the  brim  and  crown  of  the 
"  hat  as  illustrated  in  Fig.  3.  The  shuttle  M,  alone  forms  no  part  of  our 
"  invention  and  any  suitable  loop  taking  device  maj'  be  employed  in  lieu  of 

25  "  the  same. 

"  The  needle  bar,  feed  bar,  and  pressor  bar  with  mechanism  for  transmitting 
'*  motion  to  the  same,  when  considered  alone  also  do  not  form  a  part  of  the 
^'  invention  and  any  suitable  mechanism  which  embodies  a  practical  feed  device 
"  may  be  employed  in  lieu  of  the  same. 

30  *'  While  our  improved  machine  is  designed  more  especially  for  connecting 
"  the  edge  of  bindings  to  the  inner  sides  of  stiff,  rolled,  or  curled  hat  brims,  it 
"  may  be  used  to  advantage  for  so  connecting  bindings  to  soft  hat  brims." 

The  Patentees  claimed  : — "  1 — A?  The  herein  described  method  of  attaching 
**  to  a  hat  having  a  stiff,  curled  or  rolled  brim,  €bft4  a  binding  having  its  inner 

35  "  edge  connected  to  the  inner  side  of  the  brim  by  stitches  extending  through 
^*  the  same  and  being  turned  over  the  edge  of  the  brim  so  as  to  cover  said  edge 
''  and  also  cover  and  protect  the  connecting  stitches  ;  the  said  binding  having 
"  its  ends  ^  snapped  '  op  connected  together  subsequent  to  its  connection  to  the 
*'  brim  and  prior  to  its  being  turned  over  the  edge  of  the  same,  substantially  as 

40  *'  specified. 

"  2 — ^A  sewing  machine  comprising  a  work  supporting  arm  having  the 
"  comparatively  thin  and  flat  portion  at  its  forward  end  adapted  to  take 
"  between  the  brim  and  crovni  of  a  stiff  hat  and  the  concavity  I,  in  its  under- 
'*  side  in  rear  of  said  thin  and  flat  portion  adapted  to  receive  the  crown  of  a 

45  "  hat ;  the  said  concavity  I,  extending  above  the  lower  side  of  the  forward 
«<  flat  and  thin  portion  and  being  disposed  at  right  angles  to  the  length  of  the 
*'  arm,  a  loop  taking  device  arranged  in  said  arm  adjacent  to  its  forward  end, 
'^  a  hat  guage  arranged  upon  and  adjustably  connected  to  the  upper  side  of  the 
^  work  supporting  arm  adjacent  to  the  forward  end  thereof,  the  binding  guide 

50  **  arranged  upon  the  forward  end  of  the  work  supporting  arm  and  haTing  the 
^^  lower  loop  t^  adapted  to  receive  the  lower  edge  of  the  binding  and  support 
''  the  same  and  the  upper  horiaontally  disposed  loop  «,  arranged  upon  the 
^'  upper  side  of  the  work  supporting  arm,  an  overhanging  arm  carrying  a  ineedle 
'*  bar  and  a  feeding  device,  and  means  for  operating  the  needle  bar,  feeding 

55  "  deviee  and  loop  taker,  substantially  as  specified. 

"  3 — A  sewing  machine  comprising  a  work  supporting  arm  having  the 
**  comers  of  its  upper  side  beveled  at  its  forward  end  as  indicated  byp,  a  hat 
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'  gauge  arranged  upon  and  adjustably  connected  to  the  upper  side  of  the  ^\ork 

'  supporting  arm  adjacent  to  the  forward  end  thereof,  the  binding  guide 

'  arranged  upon  the  forward  end  of  the  work  supporting  arm  and  having  the 

lower  loop  ^,  adapted  to  receive  the  lower  edge  of  the  binding  and  support 

the  same  and  the  upper  horizontally  disposed  loop  8,  arranged  upon  the 

upper  side  of  the  work  supporting  arm,  a  feeding  device,  and  a  suitable 

'organized  stitch  forming  mechanism,  substantially  as  specified. 

"  4"— A  hat  sewing  machine  comprising  the  work  supporting  arm  H,  having 

the  comparatively  thin  and  flat  portion  at  its  forward  end  adapted  to  take 

between  the  brim  and  crown  of  a  stiiff  hat.  and  the  concavity  I,  in  its  under 

'  side  in  rear  of  said  thin  and  flat  portion  adapted  to  receive  the  crown  of  a 

'  hat ;  the  said  concavity  I,  extending  above  the  lower  side  of  the  forward 

flat  and  thin  portion  and  being  disposed  at  right  angles  to  the  length  of  the 

arm,  a  hat  guage  carried  by  the  arm  H,  a  binding  guide  carried  by  said 


arm  and  a 
specified." 


10 


suitable  organized  stitch  forming  mechanism,  substantially  as   1^ 


In  May  1901,  the  Patentees  brought  an  action  for  infringement  of  the  Patent 
against  Battershy  &  Co.  Ld.  At  the  trial  and  also  on  appeal  it  was  held  that 
the  Patent  was  valid  and  the  Defendants  had  infringed.*  In  that  case  the 
Court  of  Appeal  held  that  although  Claim  3  included  a  straight  work-supporting  20 
arm,  without  any  concavity,  such  a  machine  would  work,  and  that  this  Claim 
did  not  invalidate  the  Patent 

On  the  25th  of  June  1904  the  Patentees  commenced  an  action  against  the 
Singer  Manufacturing  Company  Ld.  for  infringement  of  the  Patent,  claiming 
the  usual  relief,  including  costs  as  between  solicitor  and  client  on  the  ground   25 


20  EJP.C.  640 ;  21  E.P.C.  822. 
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of  a  certiflcate  that  the  validity  of  the  Patent  came  in  qneetion,  having  been 
granted  by  Mr.  Justice  Buckley  in  the  above-mentioned  action  of  Qammons  v. 
BaUersby  (20  R.P.C.  544). 
The  Particnlars  of  Breaches  alleged  infringement  by  mannfactnring,  supplying, 
5  letting  on  hire,  and  using  certain  machines  as  therein  specified. 

The  Defendant  Company  denied  infringement,  and  further  alleged  that  the 
Letters  Patent  were  invalid  by  reason  of  the  matters  set  forth  in  the  amended 
Particulars  of  Objections.  The  Particulars  of  Objections  will  be  found  set 
forth  at  length  ante  page  134.    The  parts  material  for  the  purpose  of  this  report 

10  alleged  as  follows  : — "  (3)  That  the  said  alleged  invention  was  not  new.  (C) 
'^  The  said  alleged  invention  claimed  in  the  second,  third,  and  fourth  claiming 
"  clauses  of  the  said  Specification  had  been  publicly  manufactured,  sold,  and 
"  used  in  this  realm  for  binding  hats  having  stiff  or  rolled  brims — (a)  by 
"  Messrs.   Thomc^  ds    Oo.   and    the    Thomas   Manufacturing   Company^  of 

15  "  Aldersgate  Street,  London,  in  and  since  the  year  1883  ;  (b)  by  Messrs. 
"  Carver  ds  Oo.^  of  Manchester,  for  the  last  30  years ;  (c)  by  Messrs.  Bradbury 
"  ik  Go.y  of  Manchester,  continuously  for  the  last  30  years." 

The  action  was  tried  on  the  26th,  27th,  28th,  and  29th  of  October  1904  by 
Buckley^  J.,  who  held  that  the  Patent  was  invalid  for  want  of  novelty,  having 

20  been  anticipated  in  particular  by  the  prior  user  of  machines  of  which  the 
exhibit  marks  were  J.S.  9  (3  (C)  (a)  of  the  Particulars  of  Objections),  J.S.  4  and 
J.S.  5  (3  (C)  ((?)  of  the  Particulars  of  Objections).  These  machines  will  be 
found  fully  described  in  the  judgment  of  BuckUy  J.  at  the  trial.  The  action 
was  dismissed  with  costs.* 

25  The  Plaintiffs  appealed,  and  gave  notice  of  a  Motion  to  the  Court  of  Appeal 
for  an  Order  that,  on  the  hearing  of  the  appeal,  they  might  be  at  liberty  to 
adduce  further  evidence  by  oral  examination  of  witnesses  in  Court  as  to  the 
origin,  nature,  and  user  of  the  machine  marked  J.S.  9,  and  as  to  the  user  of  the 
machine  known  as  ^^  Bradbury's  Practical  Hatter,"  of  which  the  examples 

30  marked  J.S.  4  and  J.S.  5  were  produced  on  the  examination  of  Charles  ShaWj 
and  as  to  the  origin  and  user  of  the  guide  marked  T.C.  1,  upon  the  grounds  that 
the  evidence  proposed  to  be  adduced  was  fresh  evidence  discovered  after  the 
trial  of  the  action  which  was  not  available  for  the  Plaintiffs  on  the  trial  of  such 
action. 

35      The  Motion  came  on  upon  the  5th  of  April  1905  but  was  ordered  to  stand 
over  till  the  hearing  of  the  appeal. 
The  appeal  came  on  for  hearing  on  the  2nd  of  June  1905. 
Moulton  K.C.,  and  Whinney  (instructed  by  Slacks  Monroy  and  Atkinson) 
appeared  for  the  Appellants  ;  Astbury  K.C.,  A,  J.  Walter ^  and  H.  A.  Cole/ax 

40  (instructed  by  J.  Roberts  Hall)  appeared  for  the  Respondents. 

Moulton  E.C.,  and  M^hinney  for  the  Appellants. — The  Motion  to  adduce 
fresh  evidence  is  with  regard  to  what  is  the  critical  prior  user.  The  Appellants 
want  to  call  witnesses  to  show  that  the  machine,  J.S.  9,  never  worked  as  alleged. 
The  Appellants  were  taken  by  surprise,  and,  although  they  called  rebutting 

45  evidence,  they  did  not  know  of  the  evidence  which  the  proposed  witnesses  can 
now  give.  [  Wa2te7\  asked  by  the  Court  whether  he  objected,  stated  that  he  did, 
and  commented  on  the  affidavit  in  support  of  the  Motion.  Ultimately  the 
Court  said  that  the  Application  might  be  renewed  when  the  Court  had  heard 
the  evidence  in  the  case.]     We  will  then  refer  at  once  to  the  evidence.    The 

50  Appellants  admit  that  if  J.S.  9  was  a  machine  which  was  ever  completed  as 
shown  in  the  exhibit  J.S.  10  it  would  have  been  an  anticipation  ;  but  it  wanted 
the  peculiar  shuttle  to  make  it  work,  and  cams  and  arrangements  for  driving  it 
and  for  timing.  It  was  asserted  by  the  Defendants*  witnesses  that  such  parts 
had  once  existed.    [The  evidence  was  then  referred  to.]    We  ask  to  be  allowed 


*  Ante,  page  129. 
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to  adduce  the  farther  evidence.    If  J.S.  9  is  displaced  there  is  no  anticipation. 
[Vaughan  Williams  LJ.—We  should  not  allow  you  to  adduce  the  fresh 
evidence  if  there  were  other  prior  users  or  anticipations  or  anything  else 
which  would  support  the  judgment  of  BvckUy  J.]    Then  we  will  deal  with 
the  case   first  apart  from  J.S.  9.      [ROMBB  LJ. — ^Will  you  first  read  the  5 
Judgment  of  this  Court  in  Oammons  v.  Batterahy  (21  R.P.C.  322)  ?    My 
recollection  is  that  the  Court  thought  that  a  very  doubtful  case.]     [The 
Judgment  of  the  Court  of  Appeal  in  that  case  was  then  read.]    There  were 
three  points  there.    Claim  1  was  held  to  be  limited  to  the  method  of  attaching 
by  the  use  of  the  machine  ;  secondly,  no  machine  was  known  before  the  Patent  10 
that  would  do  this  work.    As  regards  that,  it  is  argued  for  the  Defendants  that 
Claim  3  includes  a  straight  arm  and  that  there  is  evidence  that  the  work  could 
be  done  by  the  old  straight-arm  machines.     Thirdly,  there  were  only  paper 
anticipations  before,  but  at  the  trial  in  this  case  the  Defendants  attempted  to 
show  that  machines  were  in  existence  before  the  date  of  the  Patent.    J.B.  9  and  15 
the  guide  T.C.  1,  which  was  said  to  be  affixed  to  J.S.  5,  were  the  only  attempts 
to  show  that  machines  specially  designed  for  doing  this  work  existed  prior  to 
the  Patent.    [The  evidence  as  to  J.S.  5  and  T.C.  1  was  then  referred  to.]     It  is 
submitted  that  as  to  J.S.  5  the  Defendants'  case  is  not  proved  on  the  evidence. 
Then  it  was  said  that  the  ordinary  machine  for  hatters'  work  would  do  this  20 
work  and  had  been  so  used  before  the  date  of  the  Patent,  and  evidence  was 
called  in  support  of  that.    It  is  hardly  possible  to  believe  this,  seeing  how  the 
special  machine  of  the  Plaintiffs  has  been  taken  up  for  the  purpose.    The  only 
trade  expert  called  said  that  the  ordinary  machines  would  not  do  the  work 
properly.    The  Defendants  themselves  took  out  a  Patent  for  a  machine  for  the  25 
purpose.    [The  evidence  on  this  point  was  referred  to.]    [VAUGHAN  Williams 
LJ. — You  admit  that  there  is  a  very  considerable  body  of  evidence,  although 
you  criticise  it    We  cannot  let  you  call  fresh  evidence  unless  we  think  that  if 
it  is  called  there  is  a  reasonable  probability  of  reversing  the  finding.    You  have 
got  to  show  that  there  is  a  reasonable  probability  that  any  Judge  having  the  30 
additional  evidence  before  him  would  arrive  at  a  conclusion  different  from  that  at 
which  Buckley  J.  arrived.]     The  issue  we  were  dealing  with  is  not  a  decisive 
one.    [Yaughan  Williams  LJ. — There  are  J.S.  9  and  J.S.  5,  and  you  only 
ask  to  call  fresh  evidence  as  to  J.S.  9.    Buckley  J.  heard  the  witnesses  and 
saw  the  experiments,  and  it  is  impossible  to  my  mind  to  arrive  at  the  conclusion  H5 
that,  if  the  case  stood  on  J.S.  5  alone,  we  should  be  justified  in  saying  that  his 
judgment  was  wrong.]     It  is  submitted  that  J.S.  5  was  not  an  anticipation. 
[The  Judgment,  of  J  Bi«cA;%  J.  was  then  read.]    As  to  Claim  3,  it  does  not 
mention  a  concavity  of  the  lower  arm,  but  it  includes  it.    The  work  supporting 
arm  must  be  substantially  as  described.    Claim  3  does  not  include  a  straight  40 
arm.    The  description  in  the  Specification  shows  that  a  concavity  is  intended 
throughout.    [ROMER  L.J, — Claims  2  and  4  expressly  mention  the  concavity, 
but  Claim  3  does  not  mention  it.]     The  whole  Specification  must  be  considered. 
[  TToZ^^.— Claim  3  was  construed  by  this  Court  in  Oammons  v.  Battershy 
(21  R.P.C.  322)  as  being  for  a  machine  without  that  concavity.]    [Stirling  45 
X.J, — Buckley  J.  was  of  the  same  opinion  (20  R.P.C.  542).]    Even  without 
the  concavity  Claim  3  is  for  a  new  combination.     [ROMBR  LJ. — ^We  considered 
it  a  doubtful  case  before  ;  but  the  evidence  then  showed  that  this  was  the  first 
machine  to  do  the  work.]    The  evidence  now  is  that  it  was  the  first  machine 
to  do  the  work  satisfactorily  on  hard  hats.  50 

Counsel  for  the  Respondents  were  not  called  on. 

Yaughak  Williams  L.J.—I  think  that  the  judgment  of  Mr.  Justice  Buckley 
must  be  af&rmed.  If  one  in  a  case  of  this  sort  allowed  one^s  sympathies  to 
have  any  weight  whatsoever,  I  confess  that  my  sympathies  would  be  very 
much  with  the  Appellants.  There  have  been  two  trials  in  this  case,  and  55 
in  the  course  of  the  argument  it  was  urged,  with  reference  to  the  evidence 
which  was  given  at  the  second  trial,  as  a  reason  why  great  weight  should  not 


Vol.  XXII.,  No.  18.]     AND  TRADE  HARE  OASES.  459 

.  Oamnums  v.  Singer  Manufacturing  Company. 

be  given  to  it,  that  it  was  very  odd  that  this  evidence,  if  it  was  true,  was  not 
•given  in  the  first  case,  and  very  odd  that  Mr.  Batter  shy  ^  who,  I  think,  was  the 
Defendant  in  the  first  case,  or  some  people  from  his  firm,  were  not  called  to 
give  evidence  in  the  second  case.    Mr.  Walter  answered  those  observations  by 

5  saying  that,  although  Mr.  Battersby  was  the  nominal  Defendant  in  the  first 
case,  really  the  present  Defendants  ought  to  be  considered,  for  the  purpose  of 
his  then  observation,  as  the  Defendants  in  the  first  case.  I  think  he  said  that 
the  Defendant  in  the  first  case  was  defending  under  an  indemnity  given  to 
him  by  the  Singer  Manufacturing  Company.    Even  if  that  is  so,  it  does  not 

10  technically  entitle  the  Plaintiffs  in  this  case  to  rely  upon  the  judgment  in  the 
first  case  as  a  judgment  which,  by  estoppel  or  otherwise,  is  conclusive  upon  the 
Defendants,  the  present  Respondents,  in  this  case.  But  although  that  is  quite 
true,  and  the  present  Respondents  are  in  no  way  affected  by  that  judgment,  one 
cannot  help  feeling  that  the  Plaintiffs  here  are  being  vexed  by  the  same  people 

15  twice  over  in  respect  of  the  impeachment  of  the  same  Letters  Patent.    But 

although,  as  I  have  already  said,  the  Appellants  cannot  rely  in  any  way  on 

the  previous  judgment  as  being  an  estoppel,  still  I  think  it  is  rather  hard 

upon  them. 

Now  the  principal  ground  which  is  relied  on  in  the  judgment  of  Mr.  Justice 

20  Buckley  is  prior  public  user  of  the  invention,  which  is  the  basis  of  this  Patent, 
in  respect  of  the  sewing  of  bindings  upon  hats,  and,  in  particular,  upon  hard 
felt  hats.  With  regard  to  this  prior  public  user  there  are  two  cases  in  particular 
which  are  relied  upon  :  the  case  of  J.S.  5  and  the  case  of  J.S.  9.  With  regard 
to  the  case  of  J.S.  9,  an  application  has  been  made  to  us  to  allow  fresh  evidence 

25  to  be  given  in  that  case  ;  and,  although  in  the  general  affidavit  which  asked  for 
this  allowance  of  fresh  evidence  there  is  no  particular  indication  of  the  evidence 
intended  to  be  relied  on,  yet  Mr.  Moulton  told  us  what  the  evidence  was ;  and 
he  had  in  his  hand  the  affidavits  which  were  sworn  at  the  same  time  as 
the  general  affidavit,  although  not  filed  in  Court,  and  I  suppose  not  filed 

;M}  because  it  was  thought  that  the  particular  affidavits  might  give  too  much  advan- 
tage to  the  opposing  litigant  as  to  the  evidence  which  he  would  have  to  meet. 
It  is  quite  plain  that  an  application  for  an  Order  to  allow  further  evidence  to 
be  given  ought  not  to  be  made,  unless  it  is  reasonably  probable  that,  if  that 
evidence  were  given,  a  result  might  be  looked  for  different  from  that  arrived 

35  at  by  Mr.  Justice  Bitckley.  When  considering  whether  there  is  such  a 
reasonable  probability,  one  must  bear  in  mind  that  the  prior  public  users 
relied  on  in  the  judgment  of  Mr.  Justice  Buckley  were,  not  only  in  respect  of 
J.S.  9,  but  in  respect  of  J.S.  5,  and,  of  course,  the  fresh  evidence  in  respect  of 
J.S.  9  would  not  affect  the  conclusion  one  ought  to  arrive  at  in  respect  of  J.S.  5. 

40  Therefore  I  thought,  and  I  told  Mr.  Moulton  so,  that  his  application  must  fail 
unless  he  first  satisfied  us  that  there  was  some  ground  for  saying  that,  on  the 
evidence  as  it  stood,  the  conclusion  of  Mr.  Justice  Buckley  on  J.S.  5  was  wrong, 
and  Mr.  Moulton  accordingly  addressed  himself  to  that  point. 

It  is  quite  impossible  for  one  moment  to  say  that  there  was  not  evidence  upon 

45  which  the  conclusion  of  Mr.  Justice  Buckley  might  be  based.  There  were,  in 
fact,  two  classes  of  witnesses  in  respect  of  this  prior  public  user,  the  one  class 
of  witnesses  being  the  manager,  the  foreman  and  the  engineer  in  the  factories, 
or  witnesses  of  that  sort,  speaking  generally  to  the  prior  user  of  this  machine 
(which  I  think  was  called  a  Bradbury  machine),  successfully  for  the  purpose 

50  of  sewing  these  hats,  and  producing  the  very  result  and  overcoming  the  very 
difficulties  which  were  attained  and  overcome  by  the  Plaintiffs'  Patent. 
But  in  addition  to  calling  these  superior  officers  in  the  factories  where  the 
Bradbury  "machine  was  thus  used,  there  were  called  a  great  number  of 
workers,  chiefly  women,  who  spoke  of  the  Bradbury  machine  being  success- 

55  fully  used  for  this  purpose.  Both  Mr.  Moulton  and  Mr.  Whinney  have 
criticised  that  evidence.  I  do  not  say  that  there  was  not  a  good  deal  of  force 
in  their  criticisms.    I  think  it  is  obvious  upon  the  evidence  that  the  successful 
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user  of  the  Bradbury  machitie  for  this  pttfpoae  was  only  proved  to  a  very 
limited  extent.    Mr.  Whinney  said  a  few  instances  only  were  given,  but  I  do 
not  think  that  is  quite  accurate.    Miss  Burchinough  spoke  of  hundreds  of  hats 
that  she  had  done  in  that  way.    It  is  quite  true  that  the  answer  was  a  little 
disappointing  to  her  Counsel,  Mr.  Asthury^  who  said  :  '^  Hundreds  of  dozens,  5 
^  do  you  meanPV  and  she  said,  ^'  No,  not  hundreds  of  dozens,  but  hundreds.*' 
There  was  also  a  criticism  with  reference  to  the  sort  of  hats  that  it  was  used 
for,  and  it  was  suggested  that  this  Bradbury  machine  was  only  used  success- 
fully with  soft  hats.    But  it  is  plain  that  it  was  used  successfully,  not  only 
for  soft  hats,  but  for  hard  hats.    When  I  say  successfully,  I  am  not  forgetting  |^q 
the  evidence  of  Mr.  Randall  from  Lincoln  and  Bennett ;  and,  speaking  for 
myself,  treating  Mr.  Randall  as  an  honest  witness — and  I  see  no  reason  why 
I  should  not — I  should  have  some  hesitation  in  saying  I  could  as  well  judge  as 
to  whether  binding  was  well  put  on  hats  as  Mr.  Randall  the  expert  from 
Lincoln  and  Bennett's  could ;  but,  be  that  as  it  may,  Mr.  Justice  Buckley  is 
perfectly  well  founded  when  he  says  that,  however  honest  a  witness  Mr.  15 
Randall  may  be,  he  was  a  witness  who  could  not  resist  the  temptation  to 
exaggerate — both  Counsel   and  witnesses  sometimes  do  that — and  when  he 
spoke  of  one  of  these  hats  which  was  sewn  in  the  presence  of  the  Court  as 
being  '^  cut  to  pieces,"  it  obviously  was  an  exaggerated  description.    But  to 
my  mind  we  ought  not  lightly  to  overrule,  even  if  we  differ  from  it,  the  20 
decision  of  Mr.  Justice  Buckley^  who  saw  these  experiments  and  heard  the 
witnesses,  upon  a  point  like  this,  as  to  whether  this  Bradbury  machine  was 
successfully  used  for  this  purpose.     To  my  mind,  the  strongest  thing  that 
Mr.  Moulton  had  to  say  was  that,  if  this  machine — the  user  spoken  of  being 
a  good  deal  of  it  18  or  19  years  ago— was  so  successful,  it  is  very  odd  that  25 
the  trade  found  themselves  at  the  date  of  the  Patent,  in  1897,  still  looking 
about  for  a  sewing  machine  which  would  effectively  achieve  this  difficult 
matter. 

Taking  all  these  things  into  consideration,  I  do  not  think  we  ought  to  over- 
rule this  decision  of  Mr.  Justice  Buckley ^  even  if  we  thought  it  was  wrong ;  30 
I  think  it  is  open  to  the  criticisms  that  I  have  made,  but  I  am  not  at  all  sure 
that  I  should  not  have  arrived  ultimately  at  the  same  conclusion,  and  for  the 
same  reasons,  as  Mr.  Justice  Buckley  did.  I  think,  therefore,  that  this  Appeal 
must  be  dismissed  with  costs. 

ROMBR  L.J. — I  need  only  say  that,  having  regard  to  the  evidence  adduced  35 
in  this  case  on  behalf  of  the  Defendants,  I  cannot  differ,  and  do  not  differ,  from 
the  conclusion  arrived  at  by  Mr.  Justice  Buckley^  and  for  the  reasons  given  by 
him  for  that  conclusion.  It  does  not  appear  to  me  thai  I  can  usefully  add 
anything  to  what  Mr.  Justice  Buckley  has  said.  I  also  think  that  this  is  not  a 
case  in  which  the  application  for  further  evidence  should  be  acceded  to,  aud,  40 
therefore,  I  think  that  the  Appeal  should  be  dismissed. 

Stirling  L,J. — I  am  of  the  same  opinion. 

Walter. — ^Tour  Lordships  give  the  costs  of  the  Motion  as  well  as  the  costs  of 
the  Appeal  ? 

Vauohan  Williams  Z/.J.— Yes.  45 
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."  5      Patent.  —  Action  for   infringement.  —  Non-infringement   found. — Action 
dismissed. 

A  Patent  was  granted  to  the  Plaintiffs  and  another  in  1897  for  ^^  Improved 

^       "  Apparatus  for  use  in  the  production  of  Acetylene^    The  apparcUus  was  so 

constructed  as  to  cause  the  a^cetylenej  in  its  passage  from  the  generator  to  the 

10  gas'hotder^  to  he  washed  by  parsing  through  water  in  a  vessel  arranged  on  the 

outside  of  the  gas-holder  and  supplied  with  water  from  a  second  vessel  at  a 

higher  level.    By  means  of  valves  controlled  hy  the  motion  of  the  gas-holder  the 

vessels  and  generator  cotUd  be  put  in  commimication  so  that  the  washing  unUer 

could  be  caused  to  pass  gradually  into  the  generator  and  be  used  for  the  hydration 

15  of  calcium  carbide^  a  saving  of  the  acetylene  dissolved  in  the  water  being  alleged 

to  be  thereby  effected.    In  the  Defendants'  apparatus  tlie  water  that  had  been  used 

for  uHMhing  the  acetylene  passed  from  the  part  of  the  vessel  in  which  the  washing 

•  took  place  under  and  over  partitions  to  another  part  of  the  vessel  and  thence 

to  a  lower  vessel  and  into  the  generator ^  its  passage  being  controllable  by  the 

20  motion  of  the  gas-holder. 

Held,  tha4i  only  a  particular  form  of  apparatus  was  claimed  and  that  the 
Defendants  had  not  infringed. 

On  the  11th  of  November  1897,  Letters  Patent  (No.  26,269  of  1897)  were 
granted  to  George  Edward  Arkell  and    James  William  Bailey  and  John 
25  Glapham^  trading  as  Bailey  and  Glapham^  for  '^  Improved  apparatus  for  use  in 
"  the  production  of  acetylene." 

The  Complete  Specification  was  as  follows  : — ''  It  relates  to  improved  apparatus 
:  •     "  for  use  in  the  production  of  *  acetylene '  for  lighting  and  other  purposes  and 
•«<  consists  essentially  of  at  least  three  vessela  or  containers  and  ft  receiver  with 
SO.^^'th^advantagBB  hereinafter  explained.  '         , 

2  P 
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"  In  the  accompanying  sheets  of  drawings,  which  are  illnstrative  of  ourinven- 
*^  tion.  Figs.  1  and  2  are  elevation  and  plan  of  our  improved  apparatus.  Figs. 
"  3  and  4  are  sectional  elevation  and  sectional  plan  respectively,  of  parts  shown 
"  by  Figs.  1  and  2.  Figs.  5  and  6  are  similar  views  to  Figs.  1  and  2,  respectively, 
'*  but  illustrate  a  modification  hereinafter  explained.  Similar  letters  and  figures  5 
'*  of  reference  indicate  similar  parts  throughout  the  several  views. 

"  In  the  production  of  our  improved  apparatus  we  employ  the  usual  and  well 
^'  known  kind  of  gas-holder  consisting  of  an  inverted  shell  a  operating  within  a 
"  water  tank  b,  and  in  proximity  with  this  holder  we  arrange  a  receiver  c  for  the 
"  water  supply  (for  the  reason  and  with  the  modifications  hereinafter  explained)  10 
"  a. vessel  S  at  a  lower  level  than  this  receiver  for  regulating  the  supply  to  the 
"  calcium-carbide  and  a  vessel  /  beneath  this  for  receiving  said  calcium-carbide. 

'*  The  vessel  c  communicates  with  the  vessel  rf  by  a  pipe  g  in  which  is 
**  mounted  a  valve  or  cock  g^  while  a  similar  pipe  h  having  a  valve  or  cock  h\ 
"  preferably  of  the  same  dimensions  as  the  valve  or  cock  g^y  couples  this  vessel  15 
"  d  with  the  vessel/.  The  vessel /has  also  a  pipe  k  (carried  high  enough  to  be 
"  above  the  level  of  the  head  of  water  in  the  vessel  c)  leading  from  its  upper 
"  part  into  the  lower  part  of  the  vessel  d  so  that  the  gas  generated  in  said  vessel 
"/passes  through  the  water  in  the  vessel  d  into  the  gas-holder  a  in  which  it  is 
"  conducted  by  a  pipe  m  to  enter  the  holder  above  the  water  contained  by  the  20 
"  tank  b. 

"  The  valves  or  cocks  g^  and  h^  are  coupled  by  lever  arms  n  and  p  and  con- 
•*  necting  rod  q  so  that  they  may  be  operated  by  the  rising  and  falling  move- 
'*  ments  of  the  gasholder  a. 

"  The  actions  of  the  apparatus  are  as  follows  :— On  the  generator /having  had  25 
'*  a  supply  of  calcium  carbide  placed  in  it,  and  the  receiver  c  and  the  regulator 
"  vessel  d  received  their  proper  quantities  of  water  as  indicated  by  Fig.  3,  the 
'*  two  valves  g^  and  h^  are  opened  simultaneously  by  depressing  the  end  2  of  the 
"  aim  n,  so  that  water  from  the  vessel  c  descends  into  the  vessel  d  while  at  the 
"  same  time  and  in  about  the  same  quantity  water  is  allowed  to  flow  from  the  30 
^^  vessel  d  to  the  generator /wherein  it  acts  upon  the  carbide.    By  this  action  of 
<'  the  water  on  the  carbide  the  acetylene-gas  is  generated  and  rising   passes 
•'  through  the  pipe  A,  through  the  water  contained  in  the  vessel  d  and  forward 
•*  through  the  pipe  m  to  the  gas-holder  a  which,  by  its  pressure,  it  causes  to  rise. 
"  This  rising  of  the  holder  a  transmits  motion  to  the  arm  n  by  the  projection  r,  35 
^^  fixed  upon  it,  taking  between  the  bifurcations  on  the  end  2  of  said  arm  n,  such 
<'  motion  (which  is  in  a  vertical  direction)  causing  said  levers  n  and  p  to  close 
"  the  valves  g^  and  h}  so  that  the  supply  of  water  to  the  generator /is  cut  oflE  at 
**  this  time  and  until,  by  the  gas  being  withdrawn  from  the  holder  a,  it  (said 
"  holder  a)  again  falls  in  order  to  bring  its  projection  r  to  depress  the  lever  n  40 
"  and  so  again  open  the  valves  g^  h^  to  allow  the  water  to  fiow  to  the  carbide  to 
"  effect  a  further  production  of  the  gas.    The  simultaneous  operations  of  the 
"  two  valves  g^  h^  insures  the  vessel  d  being  kept  supplied  with  an  approximately 
'*  even  quantity  of  water,  and  by  the  gas  being  conducted  through  this  vessel  d 
**  it  is  constantly  meeting  fresh  water  which  frees  it  from  its  impurities  and  cools  45 
"  it  before  it  passes  into  the  holder  a,  while  all  the  impurities  that  are  thus 
"  collected  from  the  gas  by  this  water  are  carried  back  again  by  it  into  the 
"  generator  /so  that  it  is  carried  away  with  the  spent  carbide  or  refuse  therein 
"  as  will  be  understood,  thus  all  the  parts  are  kept  clean  and  free  from  accumu- 
"  lation  and  the  production  of  the  gas  is  automatically  regulated.    Further  by  50 
"  utilizing  the  water  thus  arranged  to  clean  the  gas,  for  afterwards  hydrating 
"  the  carbide,  any  gas  that  it  has  absorbed  will  be  given  up. 

"  The  several  parts  for  producing  the  gas,  that  is  the  vessel  c  d  and  /and 
"  their  pipe  and  lever  connections  may  be  duplicated  and  used  in  connection 
^*  with  one  gas-holder  a  as  shown  in  the  several  drawings,  and  still  only  one  set  55 
"  of  such  parts  need  be  in  use  at  anytime,  since  by  arranging  the  holder  <» 
"  to  have  its  projection  r  at  varied  heights  or  positions  upon  it  each  to  come  into 
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"  contact  with  ita  respective  end  2  of  the  lever  n  as  the  holder  a  descends  one 
"  set  of  the  said  vessels  will  be  brought  into  use  during  the  movements  or 
**  operations  of  the  holder  a  in  one  part  of  its  vertical  path,  while  another  set 
"  will  be  thus  requisitioned  at  another  time  or  during  the  movements  of  said 
5  "  holder  a  in  another  part  of  its  said  path,  consequently  when  the  carbide  in  the 
"  generator  firstly  used  is  exhausted,  the  holder  a  will  descend  to  bring  the 
'^  second  generator  into  use  so  that  while  this  latter  is  producing  gas  the  contents 
"  of  the  former  may  be  removed  and  renewed. 

"  We  preferably  employ  a  receiver  c  for  the  water  (which  may  if  desired  be  of 

10  "  sufficient  size  to  meet  the  requirements  of  both  of  the  vessels  d  as  shown  by 
"  Figs.  5  and  6  and  which  although  herein  shown  as  in  contiguity  with  the 
"  holder  a  may  at  any  desired  distance  therefrom  as  may  be  found  convenient) 
^'  since  had  such  water  to  be  supplied  direct  from  a  main  or  supply  pipe  its 
"  pressure  might  be  different  to  the  pressure  it  had  in  the  vessel  d  so  that  the 

15  "supply  into  this  latter 'could  not  be  so  easily  regulated  relatively  with  the 
**  quantities  that  were  allowed  to  escape  through  it  into  the  generator  /as  is  the 
"  case  when  the  parts  are  arranged  as  we  describe." 
The  Patentees  claimed  : — 
'*  1.  In  apparatus  for  generating  acetylene-gas,  means  whereby  the  water  for 

20  "  removing  the  impurities  therefrom  is  afterwards  used  for  hydrating  the  calcium 
"  carbide  substantially  as  herein  specified. 

'*  2.  In  apparatus  of  the  class  described  means  whereby  the  flow  of  water  for 
*'  acting  upon  the  calcium  carbide  is  regulated  and  controlled  substantially  as  set 
"  forth. 

^  ^'  3.  In  apparatus  for  generating  acetylene-gas,  the  several  parts  constructed 
"  and  arranged  to  operate  in  combination  substantially  as  herein  specified." 


FIC.I. 


The  pipe  k  shown  in  Fig.  3,  was  wholly  independent  of  the  pipe  connecting 

c  d  and  /.    This  was  made  clear  by  other  Drawings  in  the  Specification  in 

addition  to  the  letter-press. 

30      On  the  10th  of  February  1905  James  William  Bailey  and  John  Glapham 

commenced  this  action  for  infringement  of  the  said  Patent  against  Lawrence 
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Airey  A  Co.  and  The  Kendal  Equitable  Industrial  Go^€pereUit>e  Society  Ld^ 
claiming  the  usual  relief. 

The  Plaintiffs  by  their  Statement  of  Olaim  alleged  that  they  "v^ere  the 
proprietors  of  the  Patent,  and  that  the  Defendants  had  infringed,  and  in  their 
Particulars  of  Breaches  they  alleged  the  manufacture  of  apparatus  made 
accordins:  to  the  alleged  invention  by  the  first  Defendants,  and  the  sale  thereof 
to,  and  the  user  thereof  by,  the  second  Defendants. 

The  Defendants  by  their  defence  denied  infringement  and  all^^  that  the 
Patent  was  invalid  by  reason  of  the  matters  aet  out  in  the  Particulars  of 
Objections,  which  alleged  (inter  alia)  that  (2)  the  alleged  invention  was  not 
new,  that  the  said  alleged  invention  claimed  in  all  the  claiming  clauses  of  the 
Specification  of  the  Patent  had  been  published  in  this  realm  |n*ior  to  the  date 


10 


of  the  Patent— (A)  At  the  Patent  Office  Library  in  the  Specifications  of  the 
following  Patents,  the  whole  of  each  of  which  was  relied  upon  against  each 
of  the  claiming  clauses  in  the  Specification  of  the  Plaintiffs*  Patent : — Gearing  15 
(No.  6777  of  1895),  Haviland  and  others  (No.  15,122  of  1896),  Resener  and 
another  (No.  24,440  of  1896),  Resener  and  another  (No.  29,320  of  1896),  Dargue 
(No.  29,768  of  1896),  Alexandre  (No.  5913  of  1897).  (B)  (1)  By  the  public 
manufacture,  sale  and  use  by  William  Henry  Dargue  of  Grey  Street^ 
Newcastle-on-Tyne,  continuously  in  the  years  1896  and  1897,  of  apparatus  con-  20 
structed  in  accordance  with:  the  Specification  29,768  of  1896;  ^2)  by  the 
public  manufacture,  sale,  and  use  by  the  Thorn  and  Hoddle  Acetylene 
Oompany  Limited  of  135   Victoria  Street,  Westminster^  of  the.  "Incantp*' 
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Acetylene  €tonerator^  In  the;  yearcr  1896  and  1897.  (0)  By  the  common  general 
knowledge  of,  and  common  general  use  by  the  trade  of  apparatus  and  systems 
for  washing  acetylene  in  water  which  was  subsequently  used  for  acting  upon 
calcium  carbide  to  produce  acetylene.  The  Particulars  also  alleged  t^t  tiie 
5  Patentees  were  not  the  first  and  true  inventors,  and  that  the  alleged  invention 
was  not  the  proper  subject  matter  of  Letters  Patent  and  was  not  useful. 

In  the  Defendants'  apparatus,  of  which  a  Drawing  used  by  the  parties  at  the 
hearing  is  shown  on  p.  464,  the  gas  from  the  generators  passed  up  through  the 
pipes  h  h\  througCT  the  water  in  the  vessel  D,  and  through  a  pipe  A;,  which 

10  passed  up  inside  the  fl»s-holder  to  a  point  near  the  top.  Water  poured  into  the 
vessel  E,  passed  into  D,  and  flowed  under  one  of  the  partitions  shown  and  over 
the  other  into  F,  from  which  it  passed  down  to  a  vessel  G,  and  could  be  caused 
to  flow  into  the  generators  by  the  opening  of  the  cock  on  the  descent  of  the 
gas-holder. 

15  In  the  "  Incanto  **  apparatus,  of  which  a  Drawing  that  was  made  an  exhibit 
at  the  trial  is  given  below,  the  gas  from  the  generator  G,  passed  up  through 
the  pipe  H,  bubbled  through  the  water  in  the  gas-holder,  and  passed  out  by  the 
service  pipe  S.  On  the  descent  of  the  gas-holder,  a  piece  L  depressed  the  ball 
M,  and  admitted  water  through  the  valve  K  to  the  generator. 


20      The  action  came  on  for  trial  before  Mr.  Justice  Parwbll. 

Bousjield  K.G.,  and  W.  NeiU  (instructed  by  Richd.  F.  A  O.  L.  Smith,  agents 
for  Spencer,  Olarkson  A  Oo.  of  Keighley),  appeared  for  the  Plaintiffs ;  A.  J. 
Waiter  and  •/.  H.  Gray  (instructed  by  Hulberts,  Huesey  A  Metcalfe^  agents  for 
Moaer  A  Sons  of  Kendal)  appeared  for  the  Defendants. 

25  Bmisfield  K.C.  opened  the  Plaintiffs'  case. — Acetylene  generated  from  calcium 
carbide  contains  impurities,  chiefly  ammonia  and  sulphuretted  hydrogen,  and 
requires  washing  for  their  removal.  Various  forms  of  purifying  apparatus  had 
been  constructed  before  the  date  of  the  Patent.  The  "Incanto"  apparatus* 
shows  the  high-water  mark  to  which  the  contrivances  had  gone.    In  it,  however, 

30   only  one-fortieth  of  the  volume  of  the  water  in  the  gas-holder  is  taken  into  the 


*  A  dravring  of  thd  **  Inoanto"  appftratos  will  be  fonnd  abore. 
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generator  for  each  charge,  and  only  that  proportion  of  the  washing  water  is 
renewed ;  thus  the  washing  water  becomes  more  and  more  impure,  and  the 
washing  becomes  inefficacious.  Washing  outside  the  gas-holder  seems  to 
be  the  correct  way.  The  invention  consists  in  liaving  a  small  washing  chamber 
and  supplying  this  from  time  to  time  with  fresh  water  that  is  afterwards  used  5 
for  the  hydration  of  the  carbide.  In  this  way,  acetylene  is  saved,  because, 
before  the  hydration,  acetylene  has  already  been  taken  up  by  the  water.  There 
is  subject-matter ;  doing  the  washing  in  a  comparatively  small  vessel  outside 
the  gas-holder,  and  passing  that  water  into  the  generator  was  new.  The  essence 
of  Claim  1  is  the  use  of  a  separate  vessel ;  Claim  2  refers  to  the  combination  of  10 
the  cisterns,  valves,  levers,  etc. ;  Claim  3  is  for  the  general  arrangement  and 
combination.  Each  Claim  is  infringed.  Nothing  like  the  Plaintiffs'  apparatus  is 
to  be  found  in  the  alleged  anticipations.  In  the  Defendants'  apparatus,  the 
additional  chamber  is  a  mere  difference  of  arrangement;  if  it  has  an  advantc^e  of 
its  own,  that  could  not  prevent  the  apparatus  being  an  infringement,  and  although  15 
the  two  vessels  are  placed  side  by  side,  the  Defendants  have  substantially  the  same 
means  as  the  Plaintiffs.  The  Defendants'  apparatus  for  regulating  the  supply -of 
water  to  the  generator  is  also  substantially  the  same  as  the  Plaintiffs'. 

M.  A.  Adam  gave  evidence  for  the  Plaintiffs  and  said  that  their  arrangement 
was  a  great  step  in  advance.    He  described  experiments  he  had  made  showing  30 
that  the  Plaintiffs'  apparatus  purified  the  acetylene  more  effectively  than  the 
"  Incanto  "  apparatus,  and  had  a  higher  efficiency  in  respect  of  the  production  of 
acetylene.    He  could  not  explain  where  the  difference  of  yield  of  acetylene 
went  to  in  the  *'  Incanto."    It  was  necessary  to  have  clean  water  for  the  effective 
washing  of  the  gas.    In  the  Plaintiffs'  apparatus  the  washing  water  was  relatively  25 
pure,  practically  the  whole  of  the  contents  of  the  washing  vessel  being  replaced 
for  each  charge  of  carbide  hydrated.      It  was  important  to  use,  as   in  the 
Plaintiffs'  apparatus,  not  more  water  for  washing  than  was  used  for  hydrating. 
The  water  in  the  Defendants'  apparatus  would  be  changed  and  used  as  in  the 
Plaintiffs'  contrary  to  the  view  of  the  Defendants,  who  had  said  that  it  was  30 
optional  how  often  it  was  changed  or  whether  it  was  used  over  again ;  to  ensure 
purification,  the  water  in  E  and  D  would  have  to  be  replaced  and  it  would  fllow 
under  one  of  the  partitions  and  over  the  other  into  F  to  be  used  for  hydration. 
In  the  "  Incanto  "  apparatus  the  impurities  escaped  into  the  air  and  made  a  bad 
smell,  and  the  large  volume  of  impure  water  was  difficult  to  get  rid  of  without  35 
causing  a  nuisance.    There  was  no  substantial  difference  between  the  Plaintiffs' 
apparatus  and  the  Defendants'.   The  Plaintiffs  always  used  a  purifier  in  addition 
to  their  washing  apparatus,  but  that  was  for  the  removal  of  impurities  other  than 
sulphuretted  hydrogen  and  ammonia,  such  as  phosphoretted  hydrogen,  and  a 
purifier  other  than  water  was  used.    A  small  intermediate  washing  vessel,  taken  *0 
by  itself,  was  not  new. 

Walter  opened  the  Defendants'  case. — The  Defendants  have  not  infringed. 
Everything  that  is  to  be  found  in  the  Plaintiffs'  apparatus  was  known  before 
the  Patent.  In  the  Defendants'  apparatus  there  is  not  the  intermittent 
admission  of  water  that  there  is  in  the  Plainiiffs'.  No  tests  of  the  efficiency  of  *5 
the  Defendants'  apparatus  have  been  made.  Claim  1  is  for  the  particular 
apparatus  and  does  not  cover  what  the  Defendants  have  done,  or  it  is  too  broad 
and  covers  the  "  Incanto  "  apparatus,  Dargvs  and  Risener. 

James  Swinburne  gave  evidence  in  support  of  the  Defendants'  case  and  said 
that  their  combination  of  parts  was  different  from  the  Plaintiffs'.  In  the  50 
Defendants'  apparatus  the  double  partition  was  necessary.  In  the  Plaintiffs' 
apparatus  the  valve  g^  was  unnecessary,  and,  the  tube  from  c  being  over  the 
tube  to/,  the  water  would  go  straight  down  from  c  to  /.  The  Defendants  did 
wash  in  a  separate  vessel  and  put  the  fresh  water  that  was  going  to  be  used  into 
that  vessel  and  take  out  the  dirty  water  that  had  been  used  for  washing  and  55 
use  it  for  the  generator.  The  nearest  approach  to  anybody  having  done  what 
the  Plaintiffs  did  was  to  be  found  in  Risener  (No.  24,440  of  1896).    Washing 
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''he  gas  in  a  separate  yessel  would  not  necessarily  giye  more  complete  purification  ; 
the  only  apparent  object  of  using  a  separate  vessel  was  that  the  smell  from  the 
gas-holder  might  be  prevented.  The  experiments  of  Mr.  Adam  would  be  very 
difficult  to  make  in  such  a  way  that  they  could  be  relied  upon ;  the  results 
&  would  depend  on  many  conditions,  such  as  the  degree  of  saturation  of  the  water 
in  the  gas-holder,  the  different  sizes  of  the  generating  chambers  and  the  pro- 
portions of  carbide  used.  In  the  Defendants'  apparatus  the  water  flowed  from 
E  to  D,  although  the  vessels  were  on  the  same  level.  The  stages  interposed  in 
the  Defendants'  apparatus,  through  F  and  then  into  the  generator,  did  not  make 

10  any  substantial  difference.  So  far  as  mere  arrangement  was  concerned  the 
Plaintiffs'  apparatus  was  different  from  anything  that  had  been  done  before  and 
was  a  good  working  apparatus.  In  respect  merely  of  general  arrangement,  the 
Plaintiffs'  and  Defendants'  forms  of  apparatus  were  similar.  If  fresh  water 
were  used  in  the  generator  acetylene  would  be  absorbed  by  that  water  and 

15  wasted.    The  whole  contents  of  d  were  not  discharged  at  one  time ;  it  was  a 
continual  outgoing  of  dirty  liquid  and  incoming  of  clean  liquid,  and  d  would 
get  finally  to  a  permanent  strength  of  impurity. 
Walter  summed  up  the  Defendants'  case. 
Bousfield  K.C.  replied. — The  fact   that  the    Plaintiffs'    apparatus  is  more 

20  effective  than  the  "  Incanto  "  apparatus  is  shown  by  Mr.  AdanCe  experiments  ; 
Mr.  Swinburne  had  mere  theory  to  oppose  to  them.  It  is  admitted  that  the 
Plaintiffs'  apparatus  has  the  advantage  of  having  the  mass  of  the  washing  water 
clear  from  impurities.  Utility  and  novelty  are  practically  conceded  ;  the  only 
serious  question  is  as  to  infringement,  and  the  Defendants'  apparatus  is  clearly 

25  a  copy  of  the  Plaintiffs' ;  the  differences  are  merely  in  matters  of  detail.  This 
is  not  a  case  of  the  type  of  Curtis  v.  Piatt  (L.R.  3  C.  D.  135  n),  but  rather 
resembles  Proctor  v.  Bennis  (4  R.P.C.  333  ;  L.R.  36  C.  D.  740). 

Farwbll  J. — In  my  opinion,  this  Specification  claims  simply  an  apparatus, 
and  nothing  more.    It  is  not  one  of  those  cases  in  which  there  is  any  novel 

30  feature  which  would  allow  the  Plaintiffs  to  complain  of  the  use  of  a  mechanical 
equivalent.  As  I  read  the  Specification,  I  do  not  think  the  Patentees  had  any 
such  idea  as  is  now  suggested,  namely,  of  claiming  some  sort  of  principle  in 
Claim  1,  but  that  they  were  really  claiming  the  particular  apparatus  which 
operated  in  that  manner.    Then,  treating  this  simply  as  the  case  of  a  Patent  for 

35  an  apparatus,  and  nothing  more,  that  relieves  me  from  the  necessity  of  con- 
sidering whether  the  Patentees  claimed  any  more  and,  treating  it  simply  as  that, 
in  my  opinion  it  is  plain  there  has  been  no  infringement,  and  I  do  not  think 
that  it  is  capable  of  ai^ument  that  there  has  been.  There  are  one  or  two  points 
which  clearly  show  that  there  was  not.      One  of  the  essential  parts  of  the 

40  Plaintiffs'  apparatus  is  their  c  at  the  top,  because  of  the  necessity  of  keeping  d 
underneath  it  full.  There  is  nothing  of  the  sort  in  the  Defendants'.  The 
Defendants'  has  nothing  equivalent  to  c^  or  rather  has  not  got  c^  but  has  got  a 
tank  E,  and  a  tank  F  by  the  side  of  it,  and  there  is  nothing  equivalent  to  the 
F  of  the  Defendants'  in  the  Plaintiffs'  apparatus.  The  Defendants  have  got  no  Cy 

45  and  the  Plaintiffs  have  got  no  F.  Further  than  that,  the  matters  pointed  to  in 
the  Specification  at  lines  22  to  25  on  page  3*  show  the  material  difference  between 
the  operation  of  the  two  apparatus.  £i  the  Defendants'  the  construction  is  not 
the  same.  The  essential  difference  is  that  the  supply  of  water  is  not  under 
pressure  in  the  Defendants',  and  the  flow  through  is  not  intermittent.    So  far 

50  as  I  can  see,  treating  this  simply  as  a  Patent  for  an  apparatus,  there  is  no  such 
infringement  as  would  justify  the  granting  of  an  injunction ;  and,  that  being 
BO,  the  action  &ils  with  the  usual  consequences. 

•  AiUe  page  462,  lines  42  to  46. 
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In  the  High  Court  op  Justiob,— Gha^ncbry  Division. 
Before  Mr.  Justice  Farwkll. 
June  22nd,  23rd,  and  26th,  1905. 
Chadburn's  (Ship)  Tblbgraph  Company  Ld.  v.  Robinson. 


Patent. — Action  for  infringement  of  two  Patents. — Defendants  at  the  trial  5 
submitting  on  one  Patent  before  any  evidence  was  given  and  upon  tJie  other  at 
the  close  of  the  evidence. — Certificates  of  validity  given. 

A  PcUent  was  granted  to  G.  in  1894  for  ^^Improvements  %n  apparatus  for 
"  transmitting  orders^  notifications^  and  the  like  from  one  part  or  station  of  a 
'*  navigable  vessel  to  another^  and  analogoits  purposes.'^    A  second  Patent  was  10 
granted  to  C.  and  B.  in  1898  for  "  Improvements  in  or  connected  with  ships' 
*•  and  analogous  telegraphic  apparatus^    At  the  trial  of  an  auction  brought  for 
infringement  of  both  Patents,  the  Defendants,  before  any  evidence  had  been       \ 
given^  submitted  to  an  injunction  on  the  second  Patent.    Evidence  as  to  the 
validity  of  the  second  Patent  was  then  given,  the  Defendants  taking  no  part  15 
therein.      After  all  the  evidence  as  to  the  first  Patent  had  been  hea^xl,  the 
Defendants  submitted  to  an  injunction,  with  costs  and  agreed  damages,  with 
regard  to  that  Patent,  the  Plaintiffs  agreeing  to  grant  them  a  licence.    A 
Certificate  of  validity  in  respect  of  each  of  the  Patents  was  given. 

On  the  20th  of  November  1894,  Letters  Patent  (No.  22,391  of  1894)  were  20 
granted  to  William  Chadbum  for  "  Improvements  in  apparatus  for  transmitting 
*•  orders,  notifications  and  the  like  from  one  part  or  station  of  a  navigable  vessel 
"  to  another,  and  analogous  purposes.'*    The  Claims  in  the  Complete  Specification 
were  as  follows  : — 

'*  1.  The  improvement  in  ships'  telegraphic  apparatus  comprising  transmitting  25 
'^  and  receiving  instruments,  and  transmission   shafting  or  equivalent  means. 


YaL  Z^n^lfo. .19.]     AND  TBADS  MARE  OASES.  4«9l 

Okadb%frfC8  (Shig)  Telegraph  Company  Lck  r.  Bobifieofir. 

^'  wherein  the  transmittdng  instrament  is  coDstruoted  and  adapted  to  impart  to 
'^  the  trausmissioQ  shafting  or  other  means,  a  movement  substantially  in  excess 
"  of  that  which  the  receiving  pointer  is  required  to  move  (for  each  order  or 
''  notification  transmitted) ;  and  at  the  receiving  instrument  a  mechanism  by 
5  **  which  only  a  fraction  of  the  movement  of  the  transmitting  shafting  or  means 
^'  is  used  to  actuate  the  pointer,  and  the  rest  of  the  movement  conveyed  to  it  by 
''  the  transmission  shafting  or  means  is  inoperative  thereon,  or  free,  the  pointer 
**  being  held  in  position  over  the  dial  after  each  actuation  ;  operating  substan- 
**  tially  as  set  forth  for  the  purposes  specified.     2.  In  a  ship's  telegraphic 

10  '^  apparatus  comprising  transmitting  and  receiving  instruments,  and  intermediary 
'^  transmitting  shafting  or  equivsdent  means,  Sie  combination  of  a  wheel  or 
'^  crank  adapted  to  be  moved  one  revolution  for  each  order  or  notification  to  be 
'*  transmitted,  and  by  which  the  transmission  shafting  is  given  a  substantial 
<<  excess  of  movement  over  that  required  to  move  the  receiving  pointer  from 

15  ''  one  order  to  another ;  and  mechsmism  connected  with  ^he  receiving  instru- 
<<  ment,  such  as  herein  described,  by  which  only  a  fraction  of  the  movement  of 
^'  the  transmitting  shafting  or  means  is  used  to  actuate  the  pointer,  and  the  rest 
*'  of  the  movement  conveyed  to  it  by  said  transmission  shafting  is  inoperative 
"  thereon,  or  free,  the  pointer  being  sharply  moved  by  said  means  in  moving 

20  "  from  order  to  order,  and  held  in  position  over  the  dial  after  each  actuation  ; 
*'  substantially  as  and  for  the  purposes  set  forth.  3.  In  a  ship's  telegraphic 
'*  apparatus  comprising  a  transmitting  and  receiving  instrument,  and  wherein 
'^  the  transmission  shaiting,  or  equivalent  means,  has  an  amount  of  movement 
"  imparted  to  it,  in  excess  of  that  which  the  receiver  pointer  requires  to  have 

25  ^^  imparted  to  it,  in  each  action,  in  moving  from  one  order  to  the  other,  the 
'^  employment  in  combination  of  a  wheel  or  crank  on  the  transmitting 
*'  instrument  adapted  to  be  rotated  one  revolution  for  each  order  transmitted, 
*'  and,  in  connection  with  said  receiving  instrument,  of  duplex  gongs  and 
"  striking  mechanism,  for  the  purposes  described,  interposed  between  the  means 

30  **  by  which  the  fractional  motion  is  imparted  to  the  pointer  from  the  shafting 
^*  or  the  like,  and  the  pointer  itself  ;  substantially  as  set  forth.  4.  In  a  ship's 
"  telegraphic  apparatus  of  the  kind  herein  referred  to,  the  employment  in 
'*  connection  with  the  transmitting  instrument,  of  the  mechanism  /  /^  substan- 
*'  tially  as  described,  by  which  the  pointer  of  said  instrument  is  actuated,  and  a 

35  "  stop,  by  .which  the  limit  of  movement  of  the  actuating  wheel  or  handle  and 

^'  number  of  revolutions  thereof,  is  afforded.     5.  The  apparatus  for  ships' 

'^  telegraphic  or  analogous  purposes,  having  its  parts  combined,  arranged,  and 

*^  adapted  to  operate  particularly  as  set  forth  with  reference  to  the  drawings." 

On  the  26th  of  March  1898,  Letters  Patent  (No.  7315  of  1898)  were  granted 

40  to  William  Chadlmm  and  Resial  Ratsey  Bevis  for  '^Improvements  in  or 
**  connected  with  ships'  and  analogous  telegraphic  apparatus.''  The  Claims 
in  the  Complete  Specification  were  as  follows  : — 

^'  1.  The  herein  described  improvement  in  ships'  and  analogous  telegraphic 
"  apparatus  of  the  *  Rotary '  type,  consisting  of  means  for  effecting  the  positive 

45  "  stopping  of  the  actuating  wheel  or  crank  when  the  order  at  either  end  of  the 
"  series  of  orders  has  been  reached  by  the  mechanism,  comprising  a  stop  device 
'^  which  is  moved,  and  adapted  to  engage  with  the  wheel,  by  the  mechanism  of 
*'  the  instrament,  when  the  said  terminal  orders  are  reached  ;  and  to  move  out 
*^  of  engagement  when  the  mechanism .  is  moved  away  from  the  said  terminal 

50  "  orders ;  for  the  purposes  specified.  2.  Jn.a  transmitting  Instiument  of  a  ship's 
**  or  analogous  *  Rotary'  telegraphic  apparatus,  the,  wheel  (or  crank) /,  and  a 
'^  bolt,  such  as  i,  adapted  to  be  moved  by  the  mechanism  of  the  instrument,,  into 
"  the  path  of  a  part  of  or  on  the  said  actuating  wheel,  whereby  the  said  wheel 
**  is  positively  stopped  when  the  terminal  orders  of  the  series  have  been  reached 

55  *^  by  the  apparatus  or  mechanism,  and  moye^  out  of  said  path  when  the 
*'  mechanism  is  moved  away  irom  the  said  terinijaal  orders  ;  subatantially  a»  set 
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^'  forth.  3.  In  apparatus  of  the  character  herein  described,  the  wheel  /,  bolt  % 
"  working  in  a  guide  h  and  cam  j\  the  said  cam  being  operated  from  a  part 
^*  having  a  reduced  amount  of  movement ;  substantially  as  set  forth.  4  In 
'*  apparatus  as  herein  before  described  and  claimed,  the  spring  arm  /^  on  the 
^*  wheel  /,  adapted  to  work  in  connection  with  the  bolt  t,  as  herein  set  forth.  5 
'^  5.  The  stop  mechanism  of  a  ship's  or  analogous  telegraphic  transmitting 
*^  instrument  having  its  parts  constructed  and  adapted  to  operate  particularly  as 
"  shewn  in  and  set  forth  with  reference  to  the  drawings." 

On  the  8th  of  November  1904,  the  owners  of  the  Patents,  Ohadburh*8  (Ship) 
Telegraph  Company  Ld.y  commenced  an  action  against  A.  Robinson  A  Co.  for  10 
infringement  of  both  these  Patents,  claiming  the  usual  relief. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  they  were  the  owners 
of  the  two  Patents,  that  the  same  were  valid,  and  that  the  Defendants  had 
infringed,  and  by  their  Particulars  of  Breaches  they  alleged  the  manufacture  by 
the  Defendants  of  apparatus  constructed  according  to  the  inventions  described  15 
in  the  Specifications  of  the  Patents  and  sold  by  the  Defendants  to  four  named 
firms  and  fitted  on  board  four  specified  ships. 

The  Defendants  by  their  Defence  did  not  admit  that  the  Plaintiffs  were  the 
owners  of  the  Patents  or  either  of  them,  and  they  denied  the  validity  of  the 
Patents  and  that  they  had  infringed.  20 

By  their  Particulars  of  Objections  they  alleged  (inter  aXia)^  (1)  that  William 
Chadbum  was  not  the  first  and  true  inventor  of  the  alleged  inventions  ;  (2)  that 
the  said  inventions  were  not  new  by  reason  of,  (A),  prior  publication  in  certain 
Specifications,  therein  mentioned,  including,  as  a  prior  publication  of  the  second 
Patent,  the  Specification  of  the  first  Patent;  (B),  the  manufacture  by  the  Plaintiffs  25 
and  the  user  in  numerous  ships  of  ships'  telegraphs  constructed  as  described  in 
the  Specifications  of  the  Patents.    And  (1)  as  to  the  1894  Patent,  they  alleged 
prior  user,  (ii),  by  the  use  of  the  alleged  invention  in  manufactures  by  John 
Alexander  Cameron  RtUhven  of  ^  Lower  Sackville  Street  Dublin^  or  his 
licensees  for  use  in  ships  ;  (iii),  by  the  notorious  and  common  general  use  of  the  30 
Geneva  stop  motion  in  watches,  clocks,  meters,  counters,  recording  devices  in 
cabs  and  omnibuses  and  bell  punches.    (2)  As  to  the  1898  Patent,  they  alleged 
prior  user,  (ii),  by  the  prior  use  of  the  alleged  invention  by  John  Taylor  and 
SonSy  Queen's  Road  tfottingham^  in  numerous  hoists  erected  by  them ;  (iii),  by 
the  notorious  and  common  general  use  of  stop  motions  in  steering  gear ;  (iv),  by  35 
the  notorious  and  common  general  use  of  stop  motions  in  looms,  braid-making 
machines,  hoists  and  elevators.    The  Particulars  of  Objections  also  alleged  that 
the  alleged  inventions  were  not  the  proper  subject-matter  of  Letters  Patent, 
and  that  the  first  of  the  Patents   was  bad   for  disconformity,  in  that  the 
Provisional  Specification  contained  no  reference  to  the  stop  described  in  Claim  L  40 
The  Defendants  made  certain  admissions  with  regard  to  their  Particulars  of 
Objections  and  delivered  further  Particulars  with  respect  to  the  prior  users 
alleged  in  paragraphs  2  (B),  sub-paragraphs,  etc.,  (1)  (ii)  and  (2)  (ii,  iii  and  iv), 
and  in  answer  to  Interrogatories  stated  that  they  had  made  for  specified  ships 
mechanical  telegraphs  in  the  form  shown  by  Drawings  delivered  with  the  45 
Interrogatories. 

The  action  came  on  for  trial  before  Mr.  Justice  Farwbll. 

Motdton  K.C.  and  A,  J.  Walter  (instructed  by  Pritchard^  Englefield  &  Co.^ 
agents   for    A.    W.    Birkett   of     Liverpool)    appeared    for    the    Plaintiffs; 
Bousfield  K.C.,  and  F.  E.  Smith  (instructed  by  Pritchard,  Englefield  &  Co.,  50 
agents  for  Simpson,  North,  Harley  d:  Co.,  of  Liverpool)  appeared  for  the 
Defendants. 

Moulton  K.C.  opened  the  Plaintiffs*  case 

During  the  first  day's  proceedings  and  before  any  evidence  had  been  given, 
the  Defendants  submitted  to  an  injunction  in  respect  of  the  Patent  of  1898.  55  ■ 
The  case,  then  proceeded  in  reference  to  the  Patent  of  1894. 
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The  witnesses  called  for  the  Plaintiffs  were  Messrs.  Dugald  Clerks  E.  R. 
RaysUmy  J.  Surinburne  and  Admiral  J.  A.  Smith. 

In  the  examination  of  Mr.  I>ugald  Clerk  a  question  was  asked  by  Walter  as 
to  the  Patent  of  1898. 
5      BousfieUd  K.C. — Is  this  to  be  gone  into  after  what  I  have  stated? 

Farwbll  J. — Mr.  Walter  thinks  he  will  not  be  able  to  get  his  costs,  or  I 
shall  not  be  able  to  give  him  a  Certificate  without. 

Bousflsld  K.C. — The  giving  of  a  Certificate  is  a  matter  in  which  I  am  not 
interested  and  in  which  I  shall  take  no  part. 
10      Farwbll  J. — But  I  cannot  give  a  Certificate  unless  I  have  evidence. 

Botisfield  K.C. — Whether  your  Lordship  will  do  it  or  not,  is  a  matter  for  your 
Lordship.  I  only  say  I  shall  take  no  part,  and  I  shall  ask  your  Lordship  to  do 
as  was  done  in  a  case  once  which  went  before  the  Court  of  Appeal,  where  the 
Court  of  Appeal  said  they  should  disregard  it,  because  its  only  effect  was  as 
15  regards  solicitor  and  client  costs  in  a  subsequent  action.  As  I  say  I  shall  take 
no  part,  nor,  I  hope  will  my  clients  be  ordered  to  pay  any  costs  which  are 
incurred  in  getting  a  Certificate. 

Walter, — ^The  costs  so  far  as  that  is  concerned  will  be  very  little. 

Evidence  was  then  given  shortly  as  to  the  validity  of  the  Patent  of  1898,  the 
20  Defendants  taking  no  part  in  the  matter. 

Bousjield  K.C.  opened  the  Defendants*  case  on  the  Patent  of  1894. 

Evidence  for  the  Defendants  was  given  by  J.  E.  L.  Barnes, 

After  an  adjournment,  the  hearing  was  resumed  on  the  26th  of  June. 

Bousfleld  K.C— At  the  beginning  of  this  case  I  stated  that  I  was  not  able  to 
25  advise  my  clients  that  they  had  any  hope  of  succeeding  on  the  second  Patent. 
My  clients  have  now  come  to  the  conclusion  that  they  must  submit  upon  the 
first  Patent  also  ;  therefore  they  submit  upon  that.  The  Plaintiffs  have  met  us 
by  assessing  the  damages  at  the  amount  of  300Z.,  and  they  are  to  grant  us  a 
commercial  licence  during  the  continuance  of  the  Patent  upon  terms  which 
30  have  been  arranged  between  the  parties. 

Moulton  K.C. — I    want    it   fully    understood    that    the    Defendants    have 
submitted  to  an  injunction  and  to  pay  the  costs,  and,  with  regard  to  the  six 
ships  that  have  been  fitted  up,  damages  at  50^.  a  ship  which  is  quite  substantial ; 
so  that  the  case  has  been  fought  out. 
35      Farwbll  J.— Yes,  I  think  so. 

Moulton  K.C. — I  ask  your  Lordship  to  certify  with  regard  to  the  first  Patent. 

Farwbll  J. — Yes.   I  am  quite  satisfied  to  do  that. 

Moulton  K.C. — In  regard  to  the  other  Patent  it  also  came  into  question,  and  I 
can  give  your  Lordship  authority  with  regard  to  that  point. 
40      Farwbll  J. — I  have  been  looking  at  section  31  of  the  Act.    It  does  not  bind 
any  subsequent  judge  to  give,  necessarily,  solicitor  and  client  costs. 

Moulton  K.C. — ^No.    Your  Lordship  will  certify  that    the    Particulars    of 
Breaches  have  been  proved. 

Farwbll  /.—Yes. 
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In  the  Court  of  Session  in  Scotland 

Inner  House.— First  Division. 

Before  Lord  Dunedin  (Lord  President),  LORD  ADAM  and  LORD  KiNNEAR. 

2lBt  December,  1904,  and  22nd  June,  1905. 

Arnot  v.  Dunlop  Pneumatic  Tyre  Company  Ld. 


PaienL-^Action  for  infringement.— Utility. — Subject-matter. — Infringement. 
— Anticipation, — Jiidgment  of  Lord  Ordinary  upholding  the  Patent  reversed 
on  Appeal. 

Letters  Patent  were  granted  to  A.  for  an  improvement  in  driving  apronSy 
consisting  in  forming  at  the  lower  part  of  the  apron  horizontaily  projecting  10 
pockets  or  footholds  into  which  the  wearers' feet  were  inserted  so  as  to  be  protected 
from  the  weather  and  which  at  the  same  time  assisted  in  keeping  the  apron  in 
position.  In  an  action  for  infringetnent  brought  by  A.,  it  was  held  by  the 
Lord  Ordinary  t?uU  there  was  sufficient  subfect-matter  for  a  Patent ;  that 
the  invention  was  useful  and  showed  some  ingenuity  ;  also  that  it  had  not  been  lb 
anticipated  and  that  the  Defenders  had  infringed.     The  Defenders  redaimed. 

Held,  by  the  First  Division  of  the  lyiner  House  that  the  PoUent  Jutd  been 
anticipated  by  P.'s  Specification  **  of  a  coveriyig  for  the  lower  part  of  tJte  body 
^^at%d  kneesy  which  is  continued  down  to  the  feet  where  it  is  adapted  to  receive 
"  and  enclose  them^  opening  thence  above  the  heels  on  the  under  side  upwards.'^'*  20 

The  Defenders  were  assoilzied. 

This  was  an  action  by  Robert  Amoty  residing  at  505  Lawnmarket  Edinburgh, 
against  the  Dunlop  Pneumatic  Tyre  Company  Ld.y  carrying  on  business  at 
61  Bath  Street  Glasgow,  and  whose  registered  office  is  at  14  Regent  Street 
London.     The  Pursuer  was  assignee  of  Letters  Patent,  No.  16,509  of  1902,  25 
granted  to  David  Lenson  for  improyements  in  driving  aprons. 
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The  Complete  Specification  was  as  follows  : — ^'  This  inyentu>n  has  reference 

'*  to  and  comprises  improTements  in  driving  aprons,  particmarl  j  waterproof 

"  aprons,  by  which  the  drivers'  feet  will  be  perfectly  protected  from  rain  and 

''  the  apron  will  at  the  same  time  be  held  down  more  perfectly  in  position 

ft  **  against  the  tendency  of  the  wind  to  lift  it. 

"  The  improvements  consist  in  forming  at  the  lower  part  of  the  driving  apron 
"  horizontally  projecting  pockets  or  footholds  into  which  the  users*  feet  are 
**  inserted  so  as  to  be  protected  from  the  weather  and  at  same  time  assist  in 
**  keeping  the  apron  in  position. 

10  **  The  pockets  may  be  formed  in  various  ways  such  as  by  cutting  a  narrow 
*^  angled  piece  from  the  bottom  of  the  apron  upwards  leaving  a  portion  at  the 
**  bottom  at  one  side  shaped  to  form  one  side  of  the  pocket.  The  other  side  of 
"  the  pocket  is  formed  by  inserting  a  gusset-shaped  piece  and  the  cut  formed 
**  above  the  pocket  is  closed.    A  sole  piece  preferably  of  stronger  material  such 

*15  *'  as  strong  waterproof  cloth  or  leather  is  inserted  to  complete  the  pocket, 
^^  which  is  open  at  the  back  for  the  insertion  of  the  drivers'  feet  and  projects 
« to  the  front." 

The  Specification  then  referred  to  an  explanatory  Drawing  in  which  the  pro- 
jecting footholds  were  shown,  and  continued  : — "  Having  now  particularly 

^20  ^'  described  and  ascertained  the  nature  of  my  said  invention  and  in  what 
^  manner  the  same  is  to  be  performed  I  declare  that  what  I  claim  is : — First. 
^  Driving  aprons  formed  with  footholds  or  pockets  for  the  insertion  of  the 
^  users  feet  substantially  as  herein  described  and  illustrated  by  the  accom- 
^  panying  Drawings.    Second.    Driving  aprons  formed  with  footholds  or  pockets 

25  ^  for  the  insertion  of  the  users*  feet  and  fitted  with  sole  pieces  of  leather  or 
^  equivalent  material  substantially  as  herein  described  and  illustrated  by  the 
**  accompanying  Drawings.'* 

The  Pursuer  manufactured  aprons  substantially  in  accordance  with  the  above 
Specification,  modified  by  certain  slight  improvements  he  had  made  on  it. 

30  These  aprons  were  a  commercial  success  being  especially  useful  to  motor  car 
drivers.  The  Defenders  manufactured  similar  aprons,  which  the  Pursuer 
averred,  embodied  the  substance  of  the  invention,  being  formed  with  projecting 
footholds  or  pockets  into  which  the  wearer  might  insert  his  feet.  The 
Defenders  denied  that  their  aprons  were  an  infringement  of  the  Pursuer's  Patent, 

'35  but  it  appeared  at  the  proof  that  if  the  Pursuer's  Patent  was  good  and  if  it 
covered  the  combination  of  projecting  footholds  with  aprons  and  not  merely 
the  particular  method  of  forming  these  footholds  described  in  the  Specification, 
no  difference  could  be  pointed  out  between  the  Defenders'  aprons  and  the 
Pursuer's  sufficient  to  serve  as  a  defence  to  the  action  of  interdict.    The 

40  Defenders  however,  denied  the  validity  of  the  Patent  and  averred  that  ^Uhe 
^^  alleged  invention  was  not  the  proper  subject  of  Letters  Patent.  Explained 
*'  that  at  the  date  of  the  Letters  Patent,  the  alleged  invention  was  part  of  the 
*'  stock  of  the  public  general  knowledge,  and  the  said  alleged  invention  was  not 
'^  new  as  to  the  public  use  and  exercise  thereof  in  the  United  Kingdom  of 

45  ^^  Oreat  Britain  and  Ireland,  and  Isle  of  Man,  or  the  proper  subject  of  a  grant 
'*  of  Letters  Patent,  having  regard  to  the  common  and  public  knowledge  at  the 
'^  date  thereof.  In  particular  the  alleged  invention  was  anticipated  by  PamaJVs 
"  Specification  No.  3173  of  1860,  Emery  and  White's  Specification  No.  9700  of 
"  1884,  and  DunhilVs  Specification  No.  8176  of  1902." 

50  PamalVa  Specification  was  for  an  invention  of  "  improvements  in  means  for 
"  promoting  warmth  and  comfort  in  railway  and  other  travelling,"  The  Specifi- 
cation staiwl,  **  We  form  of  thick  woollen  or  other  suitable  fabric  or  material  a 
**'  covering  for  the  lower  part  of  the  body  and  knees,  which  is  continued  down 
'^  to  the  feet,  where  it  is  adapted  to  receive  and  enclose  them,  opening  thence 

^^55  **  above  the  heels  on  the  under  side  upwards,  yet  so  that  the  parts  may  meet  and 
^^  overlap  and  be  held  together  by  elastic  or  other  loops  iuid  buttons,  or  other 
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**  fasteningg,  and  also  adapted  to  pass  under  the  seat  and  there  form  a  cushion, 
*'  so  as  readilyiknd  entirely  to  enclose  the  lower  part  of  the  body,  knees,  and 
"  feet.  The  pai't  enclosing  the  feet  as  well  as  other  of  the  parts  where  it  may 
^'  be  desirable  we  pad  or  otherwise  line,  so  as  more  efficiently  to  retain  the  heat.** 
This  Specification  contained  several  Drawings,  in  some  of  which  the  part  of  5 
the  rug  containing  the  feet  projected,  while  in  one  the  toes  of  the  two  feet 
were  in  two  separate  recesses.  The  Specification  concluded — "Having  thus 
"  described  the  nature  of  the  said  improvements,  we  would  have  it  understood 
"  that  we  do  not  confine  ourselves  to  the  precise  details  shown  and  described, 
"  as  these  may  be  varied  without  departing  from  the  peculiar  character  of  10 
"  the  improvements ;  but  what  we  claim  is  the  adaptation  or  combination  of 
"  means  for  promoting  warmth  and  comfort  in  railway  and  other  travelling 
"  substantially  as  described." 

In  Emery  and  White's  Specification  the  claim  was  for  "  the  combination  of 
**  pockets  or  pouches,  bags,  and  muffs,  or  any  of  them,  with  travelling  or  carriage  15 
"  rugs,  wraps,  and  apron  coverlets  or  counterpanes,  or  the  addition  or  application 
"  of  pockets  or  pouches,  bags,  or  muffs  to  travelling  or  carriage  rugs,  wraps,  and 
**  apron  coverlets  or  counterpanes."  The  Specification  was  sufficiently  wide 
to  cover  any  such  combination,  but  it  contained  no  mention  of  the  feet. 

In  these  circumstances  the  present  action  was  raised  to  try  the  question  of  80 
the  validity  of  the  Pursuer's  Patent,  and  to  interdict  the  Defenders  from  in- 
fringing it!  The  Summons  concluded  for  declarator  "  that  the  Pursuer  is  in 
"  full  right  and  title  of  the  Letters  Patent  No.  16,509  of  25th  July  1902,  relating 
**  to  improvements  in  driving  aprons,"  and  for  declarator  that  the  Defenders 
had  infringed  the  Patent,  and  for  interdict  against  future  infringement ;  also  25 
that  the  Defenders  should  be  ordained  to  deliver  up  to  the  Pursuer  all  aprons 
made  in  infringement  of  his  Patent,  and  in  their  possession,  or  in  course  of 
manu&cture,  to  be  destroyed  or  otherwise  disposed  of  as  the  Court  should 
direct,  and  for  500/.  damages,  with  expenses. 

The  Summons  was  signeted  on  the  5th  of  July  1904.    On  the  19th  of  October  30 
the  record  was  closed  and  the    case  sent  to  procedure  roll,  but  after  the 
Defenders  had  condescended  on  Particulars  of  the  anticipations  alleged  by  them, 
that  Order  was  discharged,  and  on  the  2nd  of  November  a  Proof  was  ordered, 
which  was  taken  on  the  18th  and  19th  of  November  1904. 

After  hearing  counsel,  the  Lord  Ktllaohy  (Lord  Ordinary),  on  the  1st  of  35 
December  1904,  granted  a  decree  of  declarator  and  interdict  in  terms  of  the 
Summons,  together  with  a  Certificate  that  the  validity  of  the  Patent  had  come 
into  question.  His  Lordship  proceeded  on  the  ground  that  the  invention  of 
the  Pursuers  though  slight  was  useful,  and  had  not  been  anticipated  by  the 
prior  Specifications  libelled.  A  report  of  the  argument  and  judgment  in  the  40 
Outer  House  will  be  found  supra^  page  105. 

The  Defenders  reclaimed  to  the  First  Division  of  the  Inner  House.  On  the 
21st  of  December  1904,  the  reclaiming  note  was  sent  to  the  Short  Roll,  where  it 
was  heard  on  the  22nd  of  June  1905. 

Counsel  for  the  Defenders  and  Reclaimers   Ghuthrie  K.C.  and   Orr  Deas,  45 
(instructed  by  Deas  A  Co.  W.S.)    Counsel  for  the  Pursuer  and  Respondent 
Sandeman  and  Ballingal  (instructed  by  William  Oeddea  Solicitor). 

For  the  Reclaimers  it  was  contended  that  there  was  here  no  infiingement. 
The  Pursuer's  Patent  if  good  only  covered  the  particular  way  of  forming  the 
pocket  for  the  foot  described  in  his  Specification.  The  Defenders  employ  50 
another  method  of  doing  this.  If  on  the  other  hand  the  Pursuer's  Patent  be  con- 
strued to  claim  all  combinations  of  the  pocket  and  the  apron  it  is  invalid, 
having  been  anticipated  by  the  prior  Specifications  condescended  on,  particularly 
PamalVs.    These  prior  Specifications  left  no  subject  matter  for  invention. 

At  this  point  counsel  for  the  Defenders  were  stopped  by  the  Court  who  called  55 
on  counsel  for  the  Pursuer  to  support  the  Lord  Ordinary's  judgment. 
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CoTuiBel  for  the  Pursuer  and  Respondent  contended  that  the  Pursuer's  Patent  was 
for  the  combination.  The  description  of  the  mode  of  formation  of  the  article  was 
merely  by  way  of  example.  Infringement  is  plain,  if  the  Patent  be  good.  It 
is  good,  for  it  is  useful  and  new.  It  differs  from  PamaZVs  Specification. 
S  Parnall  has  a  sack  and  the  Patentee  has  a  rag.  This  difference  is  im- 
portant, for  it  means  that  it  is  easy  to  walk  in  the  patented  apron  and  very 
diflBcult  to  walk  in  ParnalVs.  The  practical  result  is  the  test  of  the  invention. 
There  is  here  sufficient  invention  to  support  a  Patent ;  the  amount  of  invention 
involved  need  not  be  great  {Hinka  v.  Safety  Co,  L.R.  4  CD.  at  pp.  615, 616). 

10  The  Lord  President. — ^This  case  turns  on  a  very  small  point.  The  action 
IS  one  brought  by  the  assignee  of  Letters  Patent,  granted  to  David  Lenson^  to 
prevent  the  Defenders  from  infringing  these  Letters  Patent,  by  the  manufacture 
of  certain  driving  aprons  alleged  to  be  made  according  to  the  Specification 
annexed  to  the  Letters  Patent.    As  regards  infringement  there  cannot  be  any 

15  doubt.  Tou  have  only  got  to  look  at  the  articles  to  see  that  there  is  really  no 
difference,  and  that  being  so,  I  think  that  there  was  nothing  in  the  argument  of 
the  Defenders  that  the  Pursuer  was  the  user  of  a  particular  way  of  making  a 
gusset  which  forms  a  projecting  foothold  and  that  the  Defenders  employed 
another  method  of  making  that  gusset  projection.    I  think  that  is  not  a  fair 

20  construction  of  the  Specification.  I  think  what  Lenaon  has  done  was  quite  what  a 
patentee  ought  to  do.  While  not  tying  himself  down  to  a  particular  method, 
he  has  shown  one  way  in  which  it  could  be  done.  On  that  point  I  agree  with 
the  Pursuer.  But  the  point  on  which  I  am  constrained  to  differ  from  the 
Lord  Ordinary  is  the  point  which  arises  upon  the  prior  Specification  of  Parnall^ 

25  because  if  the  prior  Specification  of  Parnall  really  disclosed  the  so-called 
invention  of  Lenaon^  for  which  he  got  his  Patent,  then  of  course  the  case  must 
be  at  an  end,  because  the  Patent  is  bad.  I  am  of  opinion  that  the  invention, 
such  as  it  is,  was  entirely  disclosed  by  the  prior  Specification  of  PamcUl,  and 
that  any  one  having  ParfUtlFa  Specification  before  him  could  construct  what  I 

30  may  term  the  Lenson  covering  without  the  addition  of  any  inventive  faculty  at 
all.  They  are  both  coverings  for  the  feet,  le;;s  and  knees,  which  are  meant  for 
the  purposes  of  warmth  and  for  use  in  travelling  of  whatsoever  description. 
They  have  both  got  the  peculiarity — ^which  really  constitutes  the  only  possibility 
of  a  Patent  in  this  matter— of  these  projecting  footholds,  which  have  a  double 

35  purpose,  although  one  of  them  is  not  particularly  specified  by  either  inventor, 
the  one  I  allude  to  in  that  matter  being  for  the  purpose  of  allowing  the  foot  to 
be  more  or  less  free  and  being  used  as  a  foot,  while  at  the  same  time  not  exposed 
to  the  weather.  The  other  purpose  is  that  by  this  foothold  they  assist  in 
keeping  the  covering  down,  preventing  its  being  blown  off  the  lower  limbs. 

40  The  Pursuer  says  that  the  discriminating  distinction  between  what  is  disclosed 
in  PamalVa  Specification  and  what  is  shown  in  Lenaon^a  is  that  ParndlVa  is  a 
sack  formation  and  LenaorCa  is  a  rug.  It  is  noticeable  that  Parnall  does  not 
mention  the  word  "  sack  "  from  beginning  to  end.  What  Parnall  says  is  this  : — 
*'  We  form  of  thick  woollen  or  other  suitable  fabric  or  material  a  covering  for  the 

45  "  lower  part  of  the  body  and  knees,  which  is  continued  down  to  the  feet." 
That  is  just  as  applicable  to  what  you  call  a  rug  as  to  what  you  call  a  sack. 
Parnall  further  says : — "  It  is  continued  down  to  the  feet  where  it  is  adapted 
*^  to  receive  and  enclose  them,  opening  thence  above  the  heels  on  the  under- 
'^  side  upwards  yet  so  that  the  parts  may  meet  and  overlap  and  be  held 

to  "  together  by  elastic  or  other  loops."  It  is  true  that  in  his  Drawing  he 
shows  that  particular  opening  as  not  beginning  exactly  at  the  heel,  but  opening 
at  a  place  which  one  would  guess  from  the  Drawing  was  about  the  middle 
of  the  calf.  But  that  is  just  an  illustration  of  how  it  could  be  carried 
out,  and  I  cannot  doubt,  looking  at  the  Specification,  that  anyone  would  have 

55  been  entitled  to  make  his  covering  as  carried  out  in  the  Specification,  that 
is  to  say  immediately  above  the  heels.     If   it   is   made  opening  above   the 
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heels  then  the  whole  dilB^erence  between  the  two  garments  is  gone  with  this 
sole  exception  that  in  PamcUPs  case  there  is,  from  ttie  way  in  which  it  is 
described,  an  underneath    platform — ^that  is  to   say  the  feet  are   connected 
not  only  in  front  by  the  piece  of  material  which  extends  between  the  ankles, 
and  shins,  but  also  underneath  by  the  material  which  is  underneath  the  5 
soles  of  the  feet.    In  Lenson^s  case  that  underneath  platform  does  not  exist 
although,  of  course,  there  is  the  same  underneath  material  extending  between 
the  shins  and  the  ankles.    I  cannot  think  there  was  patentable  material  in,  so 
to  speak,  cutting  that  away.    In  everything  else  the  two  garments  are  exactly 
the  same.      PamcUrs  garment  is  not,  in  any  necessary  sense  of  the  word,  a  10 
"  sack."    It  is  a  sack-like  projection  in  which  you  put  the  feet,  but  so  to  a 
very  appreciable  extent  is  Lenson^Sj  because  there  you  put  the  feet  into  a 
projection,  and  that  projection  is  an  embryo  sack,  with  which  you  are  wrapped 
round  as  by  PamalVs.    If  that  is  so  I  do  not  think  there  is  any  invention 
on  which  to  found  Letters  Patent  for  Lenscniy  and  I  think  the  Defenders  are  15 
entitled  to  be  assoilzied. 
Lord  Adam  : — I  agree.' 
•Lord  KiNNEAR  : — I  concur. 
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In  thb  High  Coubt  of  Justicb.— Ghangbby  Division. 
Be/ore  Mr.  JusTiOB  Warrinoton. 
May  24th,  1905. 
Haskbll  Oolf  Ball  Company  Ld.  t.  HuroHiaoN. 


5  Patent.^Action  for  infringement  discontinued  under  Order.— Second  action 
for  infringement  commenced  immediately  after  such  discontinuance  against  the 
same  Defendants. — Application  in  the  first  action  to  stay  taxation  of  costs  untU 
after  tfie  trial  of  the  second  action, — Application  refused. 

The  Haskell  Qolf  Ball  Company  Ld.^  the  ownors  of  Letters  Patent,  No. 

10  17,554  of  1898,  commenced  an  action  (No.  1904  H.  1276)  against  Richard 
HiUchison  and  John  Main  for  infringement  of  the  same. 

On  the  24th  of  December  1904,  this  action  was  discontinaed  under  an  Order 
made  on  the  12th  of  December  1904.  On  the  24th  of  December  1904,  the 
same  Plaintiffs  commenced  a  second  action  (No.  1904  H.  4175),  against  the 

15  same  Defendants  for  infringement  of  the  same  Patent.  On  the  1st  of  February 
1905,  the  Defendants  gave  a  notice  of  Motion  in  the  second  action  to  stay  all 
further  proceedings  therein,  and  also  a  notice  of  Motion  in  the  first  action,  to  vary 
the  Order  of  the  12th  of  December  1904.  The  hearing  of  these  Motions  is 
reported  ante  p.  205,  where  the  facts  will  bo  found  fully  stated.    Both  Motions 

20  were  dismissed. 

On  the  16th  of  May  1905,  the  Defendants  gave  notice  of  Motion  in  the  first 
action  for  an  Order  directing  that  all  further  proceedings  under  the  Order  of 
the  12th  of  December  1904,  so  far  as  it  related  to  the  taxation  of  costs,  and  the 
payment  of  the  balance  found  by  the  Taxing  Master  to  be  due,  might  be  stayed 

25  under  the  trial  of  the  second  action,*  and  that  the  coiits  of  the  Motion  might  be 
made  the  Defendant's  costs  in  any  event  in  the  first  action  or  costs  in  the 
second  action. 

This  Motion  came  on  for  hearing  on  the  24th  of  May  1905.    J.  C.  Qraham 
(instructed  by  JBurton,  YecUes  and  Hart)  appeared  for  the  Applicants  \A.J. 

30  Walter  and  Sinclair  (instructed  by  .Wilsons,  Bristows  and  Carpmasl)  appeared 
for  the  Respondents. 

•  The  second  action  oame  on  for  trial  on  the  39th  of  May,  1905,  and  the  trial  is  reported 
infra  p.  478. 
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Warrington  J.— It  it  had  not  been  for  the  Order  of  Mi.  JuBtice  Buckley^ 
in  the  Consolidated  Pneumatic  Tool  Company  Ld,  v.  Churchill  Jt  Company 
Ld.,*  I  should  have  had  no  doubt  what  I  ought  to  do.  I  cannot  help  thinking 
that  in  that  case  Mr.  Justice  Buckley  was  told  something  as  to  expenditure  incnrred 
by  the  Defendants  between  the  date  of  the  original  Defence  and  the  subsequent  5 
delivery  of  Amended  Particulars  of  Objections,  which  induced  him  to  diink 
that  an  injustice  might  be  done  if  the  Order  allowing  discontinuance  of  the 
Action  were  allowed  to  be  worked  out.  I  have  had  no  such  case  told  to  me 
here.  The  matter,  of  course,  is  one  in  the  discretion  of  the  Judge.  The  Order 
in  question  was  made  as  long  ago  as  the  12th  of  December  1904.  Discontinuance  10 
took  place  some  considerable  time  ago,  and  in  February  1905, 1  was  asked,  first, 
to  stay  the  second  action,  and,  secondly,  to  vary  the  Order  of  the  12th  December. 
The  matter  is  purely  in  my  discretion.  I  think  in  this  case  at  all  events  I  ought 
to  exercise  my  discretion  by  not  interfering  with  the  taxation  and  allowing  it 
to  go  on  under  the  Order.  15 

The  Motion  was  dismissed  with  costs. 


In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Buckley. 

May  29th,  30th,  and  31st,  June  1st,  2nd,  3rd,  5th,  6th,  7th,  8th,  and  28th  ; 

and  July  10th,  1905.  30 

Haskell  Golf  Ball  Company  Ld.  v,  Hutchison  (No.  2). 

Patent.— 'Action  for  infringement.-— Construction.— Suffidmcy  of  Specifica- 
tion.— Prior  user. — Patent  field  invalid. — Costs  on  higher  scale  and  of  three 
Counsel. — Costs  of  particular  issues. 

In  1898  a  Patent  was  granted  for  "  Improvements  in  balls  for  use  in  golf  and  25 
^' other  games.''    The  improvements  consisted  informing  the  halls  with  a  core 
of  rubber  thready  wound  under  high  tension  into  spherical  form,  or  of  analogous 
m^alerial^  with  or  without  a  central  core-section  or  kernel  of  relatively  non- 
elastic  material^  and  unth  a  closely-fitting  cover  or  shell  of  gutta-percha  or  other 

*  Ante^  p.  209. 
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material  hard  and  inelastic  relatively  to  the  core.  In  an  action  for  in/rings' 
ment  brought  by  the  oumers  of  the  Patent  it  was  proved  that  the  haUs  so  made 
were  a  great  commercial  success.  The  Defendants  manufactured  and  sold  golf 
halls  having  a  kernel^  a  core  of  wound  rubber  thready  and  a  cover  made  of  a 
5  material  called  '^Springvale  material^  The  Defendants  alleged  thai  the 
Plaintiffs^  Specification  was  insufficient ;  that  the  use  of  a  cover  of  ^^  Springvale 
"  matericU  "  was  not  tvithin  the  Patent^  and  thai  accordingly  the  Defendants  had 
not  infringed.  Evidence  was  given  to  show  that  F.,  in  1893^  had  Tnade  and  sold 
(though  not  on  a  large  scale)  golf  halls  with  a  kernel  of  corky  covered  tvith  strips 

10  of  rubber  wound  under  tension  and  tied  with  thready  the  whole  being  covered 

unth  gutta-percJia ;  also  that  S.jfrom  about  1871  to  1879,  had  made  golf  balls 

of  wound  rubber  thread  with  a  cover  of  gutta-percha^  and  had  disclosed,  to  a 

limited  extent,  the  method  of  construction. 

Held,  that  the  Patent  was  for  a  principle  of  construction  and  a  mode  of 

15  carrying  it  into  effect,  and  that  the  Specification  was  not  insufficient  as 
alleged;  that  if  the  Patent  were  valid'  the  balls  made  by  the  Defendants 
would  he  infringements ;  that  the  commercial  success  of  the  balls  made  under 
the  Patent  went  far  to  show  subject-matte^^  utility,  aftd  novelty ;  but  that  the 
balls  made  by  F.  and  S.  were  constructed  in  a^ccordance  with  the  patented 

20  invention ;  thai  the  commercial  failure  of  the  balls  made  by  F.  arose  merely 
from  imperfection  of  manufacture ;  that  the  action  of  S.  had  proceeded  beyond 
mere  incomplete  experimental  user ;  and  that  on  these  grounds  the  Patent  was 
invalid.  The  action  was  dismissed,  tvith  costs  on  the  higher  scale,  and  the  costs 
of  three  Counsel  were  allowed.    A  Certificate  in  respect  of  the  Particulars  of 

25  Objections  relating  to  the  users  of  F.  and  S.  was  granted. 

A  subsequent  Motion  by  the  Plaintiffs,  asking  that  they  might  be  given  the 
costs  of  the  issues  upon  which  they  alleged  that  they  had  succeeded,  was  dismissed 
with  costs. 
Jupe  V.  Pratt  (i  Wehst.  PC.  146)  followed. 

30  On  the  15th  of  August  1898  Letters  Patent  (No.  17,554*  of  1898)  were  granted 
to  Alfred  Julius  Boult  for  "  Improvements  in  balls  for  use  in  golf  and  other 
"games,"  being  a  communication  to  him  from  Bertram  Oeorge  Work  and 
Cobum  Haskell,  both  of  Ohio  in  the  United  States  of  America. 
The  Complete  Specification  (as  amended  in  1903)  was  as  follows  : — "  This 
35  **  invention  is  in  the  nature  of  an  improved  ball  for  use  more  especially  in  the 
"  game  of  golf,  though  it  may  be  used  in  other  games  where  a  ball  of  similar 
"  properties  is  desired. 

"  The  object  is  to  provide  a  ball  which  shall  possess  the  desired  qualities  of 
**  lightness,  elasticity  and  resilience,  coupled  with  sufficient  hardness  to  give  it 
40  "  the  requisite  wearing  qualities. 

*<  The  object  sought,  is  accomplished  by  making  the  main  body  of  the  core 

is  prGfcFftbly  of  higher  elastic  material,  such  as  rubber  thread  wound  under  high 

**  tension  into  spherical  form,  and  covering  the  same  with  gutta-percha  or  one  of  its 

"  substitutes,  such  as  Balata  gum,  the  covering  possessing  the  attributes,  com- 

15  "  paratively  speaking,  of  inelasticity,  toughness,  hardness  and  lightness. 

"  The  invention  is  shown  in  its  preferred  form  in  the  accompanying  Draw- 
"  ings,  in  which— Fig.  1  is  a  view  of  the  exterior  of  the  ball ;  Figs.  2  and  3, 

2  Q  2 
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^  interior  views  of  the  two  halveB  of  the  outer  shell  or  covering  laid  open ; 
*'  Fig.  4,  an  enter  view  of  the  elastic  core  employed  ;  Fig.  5,  a  section  taken  on 
"  line  5  of  Fig.  1  ;  and  Fig.  6,  a  view,  partly  in  section,  of  a  modified  form  of 
"  the  elastic  core,  showing  the  mbber  thread  from  which  it  is  preferably  made 
**  as  wonnd  npon  a  central  core-section  of  gntta-percha,  or  the  like.  The  pre-  5 
'*  ferred  manner  of  making  the  ball  is  to  wind  a  rubber  thread  t  npon  itself, 
*^  nnder  a  tension  approaching  the  elastic  limit,  to  produce  a  spherical  core  A, 
"  and  to  cover  this  core  with  a  gntta-percha  shell.  The  preferred  method  of 
*^  applying  the  covering,  is  to  wrap  or  inclose  the  core  in  a  suitably  cut  sheet  or 
'*  sheets  of  gutta-percha,  previously  heated  sufficiently  to  give  the  gutta-peroha  10 
^*  a  certain  degree  of  plasticity,  as  by  dipping  it  in  boiling  water,  and  then  place 
^*  the  core  thus  wrapped  in  a  mold  and  subject  to  sufficient  pressure  to  mold  it 
^^  to  the  exact  shape  desired,  which  shape  is  retained  on  cooling.  B  is  the  com- 
"  plete  ball  and  B^  B*  the  halves  of  the  comparatively  inelastic  shell  which 
**  receives  the  elastic  core  A.  The  exterior  surface  of  the  ball  may  be  roughened,  15 
*'  as  shown  in  Fig.  1,  by  using  a  mold  having  intersecting  ridges  on  its  inner 
*^  surface.  Fig.  5  shows  a  complete  half-section  of  the  ball,  the  core  being  shown 
**  as  made  simply  by  winding  a  rubber  thread  upon  itself  to  form  a  sphere.  Fig.  6 
**  shows  the  rubber  winding  inclosing  a  small  central  core  section  C,  which 
'*  may  be  of  any  suitable  material,  serving  to  &cilitate  the  winding  and,  if  go 
^'  desired,  to  regulate  to  some  extent,  the  weight  of  the  ball.  The  outer  coating 
'*  or  shell  may  be  applied  by  repeatedly  dipping  the  core  into  a  solution  of  gutta- 
^'  percha  till  the  desired  thickness  of  accretion  is  reached,  after  which  the  ball 
^'  may  be  placed  in  a  mold  for  receiving  a  true  spherical  form  and  a  roughened 
"  surface.  The  core  itself,  though  preferably  wholly  or  mainly  of  rubber  wound  25 
**  under  a  high  degree  of  tension,  may  be  made  from  any  analogous  Doi table 
^'  material  and  in  any  ouitablo  manDor  to  produoo  a  highly  olaotio  ooro^and  the 
*^  feature  of  the  gutta-percha  still  be  preserved  with  advantage.  It  is  to  be  nnder- 
^*  stood  that  it  is  an  essential  feature  of  the  construction  that  the  core  shall  closely 
**  fill  the  interior  of  the  shell,  and  desirable  that  the  core  be  confined  under  some  30 
"  compression. 

"  A  core  produced  by  winding  a  mbber  thread  under  high  tension  into  spherical 
"  form  possesses  a  remarkably  high  degree  of  elasticity,  coupled  with  high  rigidity, 
<*  in  the  sense  of  resistance  to  distortion,  which  impart^  to  the  ball  the  property  of 
"  very  great  resilience.  As  the  result  of  the  described  construction,  therefore,  our  35 
"  golf  ball  Jias  exceptionally  high  *  driving '  qualities  owing  to  the  fact  that  the 
'*  impact  of  a  golf  club  is  capable  of  distorting  it,  and  little  tendency  to  bound,  by 
"  reason  of  the  fact  that  little,  if  any,  distortion  takes  place  upon  contact  with  the 
^^  ground.  The  very  great  resistance  to  change  in  form  which  the  core  possesses 
*'  is  due  to  the  fact  that  the  thread  is  at  all  parts  of  the  ball  under  a  tension  close  40 
*<  to  the  elastic  limit  tending  to  maintain  a  perfect  sphere,  and,  hence,  the  slightest 
^'  distortion  is  resisted  by  approximately  the  full  strength  of  the  material. 

«  The  covering  of  gutta-percha  acts  not  only  as  a  protection  to  the  softer  and 
**  more  highly  elastic  material  beneath  it,  but  also  as  a  muffle  to  the  latter  pre- 
^'  venting  excessive  springiness  under  slight  impact  and  yet  permitting  the  con-  45 
'*  cussion  of  the  golf  club  to  act  sufficiently  on  the  elastic  core.  It  is  evident  that 
^  the  elasticity  of  the  ball  as  a  whole,  maybe  regulated  within  limits  by  regulating 
<*  the  thickness  of  the  outer  shell.  The  thicker  this  shell  the  less  the  elasticity, 
"  and  vice  versa.  \ 

"  In  the  appended  claims  the  term  ^  olaotio  oord  ^  io  meant  to  oovor  that  50 
i^  portion  of  the  ball  inoludod  within-tho-  outer  oholl  and  oompoood  wholly 
ii  or  mainly  of  rubbop  or   aDalogouo  matorialj  whilo  the  term  *  gutta-percha 
'* '  shell '  is  intended  as  limiting  the  claims  wherein  employed  to  gutta-percha 
**  or  one  of  its  substitutes,  such  as  the  one  mentioned  above."  | 

The  Patentee  claimed  : — "  i — A  ball,  oomprioing  an  olaotio  ooro,  and  a  gntta    55  ! 

^<  porohtt  oholl  inolooing  ooid  ooro^  oubotantially  ao-and  for  tho  pnrpooo  Pot  I 
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*^  forthi  i.  ^A  ball,  comprising  a  core  formed  with  a  rubber  thread  wound 
^'  into  spherical  form  under  tension  approaching  the  elastic  limit,  and  a  shell  of 
**  relatively  hard,  inelastic  material  inclosing  said  core,  substantially  as  and  for  the 
"  purpose  set  forth.  2.  3 — A  ball,  comprising  a  core  composed  wholly  or  in  part 
**  of  rubber  thread  wound  under  high  tension,  and  a  gutta-percha  shell  inclosing 
"  said  core,  substantially  as  and  for  the  purpose  set  forth.  5.  4 — A  ball,  com- 
"  prising  a  central  core-section,  rubber-thread  wound  therein  under  tension,  and 
'*  an  inclosing  shell  of  relatively  hard,  inelastic  material,  substantially  as  and  for 
"the  purpose  set  forth.  4.  S — A  ball,  comprising  a  central  core-section  of  relati  vely 
**  non-elastic  material,  rubber-thread  wound  thereon  under  tension,  and  an 
"  enclosing  shell  of  gutta-percha,  substantially  as  and  for  the  purpose  set  forth." 


FIC  I 


ric.2, 


ric.3. 


On  the  19th  of  April  1904,  the  Haskell  Oolf  Ball  Company ^  a  Oompany  incor- 
porated under  the  laws  of  the  State  of  Ohio,  commenced  an  Action  against 
Richard  HtUchison  and  John  Main  for  infringement  of  this  Patent.    On  the  24th 

15  of  December  1904  that  Action  was  discontinued,  and  on  the  same  date  the 

present  Action  was  conmienced  by  the  Company  for  infringement  of  the  same 

Patent  against  the  same  Defendants,  the  usual  relief  being  claimed.    (See  ante^ 

page  205.) 

The  PlaintiflEs,  by  their  Statement  of  Claim,  alleged  that  they  were  the  regis- 

20  tered  owners  of  the  Patent,  and  that  the  Specification  was  amended  as  allowed 
by  a  decision  of  the  Comptroller-General  of  Patents  dated  the  29th  of  January 
1903,  that  the  original  claims  of  the  Specification  were  framed  prior  to  the 
amendment  in  good  faith  and  with  reasonable  skill  and  knowledge,  and  that  the 
Defendants  had  infringed  and  threatened  and  intended  to  infringe. 

25  By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  infringement  by  the 
manufacture  and  sale  by  the  Defendants  of  golf  balls  known  respectively  as  the 
"  Springvale  Eagle,"  the  **  Springvale  Haw^"  and  the  "  Springyale  Kite." 

The  Defendants,  by  their  Defence,  did  not  admit  that  the  Plaintiffs  were  the 
registered  owners  of  the  Patent,  and  they  denied  that  the  original  elaims  in  the 
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Specification  were  framed  in  good  faith  and  with  reasonable  skill  and  know^ 
ledge.  They  denied  that  they  had  infringed  or  thrsatened  to  infringe,  and  they 
alleged  that  the  Patent  was  invalid  for  the  reasons  set  out  in  the  Particulars  of 
Objections,  which  alleged  (inter  alia)  that  (1)  the  invention  in  respect  of  which 
the  Patent  was  granted  had  been  published  prior  to  the  date  thereof  :-^a)  By  5 
the  publication  of  the  following  Specifications  and  Dictionary  : — Nicholson^ 
1860  No.  1478  ;  Wolfgang,  1869  No.  1424 ;  Greaves,  1897  No.  21,803 ;  Giblin, 
1875  No.  165,994  of  the  United  States ;  and  Castle,  1883  No.  281,238  of  the 
United  States  (the  whole  of  each  of  the  Specifications  being  relied  ou)  ;  and 
"  Knight's  Practical  Dictionary  of  Mechanics,"  Vol.  I.,  p.  218,  published  in  10 
London,  1877.  (b)  By  the  manufacture  of  balls  suitable  for  racquets,  golf  and 
other  games  by  winding  elastic  threads,  sheets,  and  strips  and  other  materials 
under  high  tension,  and  enclosing  the  same  in  gutta-percha,  leather  and  other 
substances,  and  by  the  sale  and  use  thereof  in  public  by  seventeen  specified 
persons  or  firms  at  dates  and  places  specified,  including  (10)  Oeorge  Femie,  at  15 
Dumfries,  about  1893  and  1894 ;  (11)  John  Stanley,  at  Birmingham,  about 
1870  ;  (12)  Spalding  &  Co.,  since  1899,  in  London  ;  (15)  Captain  Duncan  Stewart, 
of  Campbeltown,  Argyleshire,  in  the  years  1876  to  1883,  at  Edinburgh  ;  and  (16) 
Walter  R.  Hewitt,  of  Carnoustie,  Forfarshire,  in  1896  and  subsequently,  (c) 
By  the  exhibition  and  use  in  public  of  balls  made  according  to  the  said  inven-  20 
tion,  which  were  imported  into  this  country  shortly  prior  to  the  date  of  the 
Patent  by  the  Plaintiffs,  or  their  agents  or  other  persons  unknown  to  the  Defen- 
dants. (2)  The  Patent  was  invalid  for  the  reason  that  the  Specification  did  not 
sufficiently  describe  and  ascertain  the  nature  of  the  invention,  (a)  The  method 
of  forming  the  outer  coating  or  shell  by  dipping  the  core  as  described  at  line  12,  26 
page  2,  of  the  Specification  was  of  no  utility,  and  was  not  sufficiently  described 
to  enable  the  method  to  be  put  in  practice,  {h)  There  were  not  sufficient 
directions  in  the  Specification  to  make  it  possible  to  wind  india-rubber  threads 
into  a  spherical  form  at  a  tension  approaching  the  elastic  limit.  (3)  The  Patent 
was  invalid  for  want  of  sufficient  subject-matter  to  support  Letters  Patent  At  30 
the  date  of  the  Patent  it  was  well  known  that  balls  for  cricket,  ractjuets,  golf 
and  other  games  might  be  wound  with  elastic  threads  and  thin  sheets  or  strips 
of  india-rubber  under  high  tension  and  with  worsted,  cotton,  &c.,  threads  under 
high  tension,  and  that  such  balls  might  be  covered  with  leather,  sheepskin, 
woven  materials,  india-rubber,  or  gutta-percha,  &c.,  according  to  the  use  for  35 
which  they  were  intended.  And  it  was  also  well  known  at  the  said  date  that  a 
covering  of  gutta-percha  would  diminish  the  springiness  or  elasticity  of  a  ball 
to  an  extent  depending  on  the  thickness  of  the  gutta-percha.  The  Defendants 
also  relied  on  the  matters  in  paragraphs  1  (a)  and  1  (ft)  above. 

The  Defendants  in  answer  to  Interrogatories  stated,  as  to  the  balls  referred  to  40 
in  paragraph  1  (h)  of  the  Particulars  of  Objections,  that,  in  twelve  of  the 
seventeen  instances,  the  balls  were  made  with  a  core  of  rubber  in  the  form  of 
thread  or  strips  wound  under  tension  and  with  a  covering  of  leather,  and,  with 
regard  to  the  instances  numbered  (10),  (11),  (12),  (15),  and  (16),  the  balls  were, 
in  the  instances  (11)  and  (15),  made  of  rubber  thread,  and,  in  the  other  instances,  45 
of  rubber  strips,  wound  under  tension  and  covered  with  gutta-percha.  In  almost 
all  of  the  instances  the  balls  were  stated  to  have  a  central  core  or  kernel  of  cork 
or  other  mateiial. 

The  action  came  on  for  trial  before  Mr.  Justice  BuCKIiBT. 

Moulton  K.C.,  Asthury  K.C.,  and  A.  J.   Walter  (instructed  by    Wilson,  50 
Bristows,  and  Carpniael)  appeared  for  the  Plaintiffs ;  Bousjield  K.C.,  Btick' 
master  K.C.,  and  J.  C.  Oraham  (instructed  by  Burton,   Yeates,  and  Hart) 
appeared  for  the  Defendants. 

Moulton  K.C.  opened  the  Plaintiffs'  case.— In  1900  the  ball  made  under  this 
Patent  came  into  the  market  and  practically  drove  out  the  solid  gutta-percha  55 
ball  that  had  until  then  been  the  standard  golf  ball.    That  shows  some  marked 
and  real  advantage  in  the  construction.    The  Haskell  ball,  by  reason  of  its 
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core  of  rubber  thread  wound  under  tension,  has  the  resilient  quality  required 
in  driving,  and,  by  reason  of  its  gutta-percha  cover,  has  the  inelastic  quality 
required  for  putting.  The  covering  of  gutta-percha  acts  not  only  as  a  protection 
to  the  softer  and  more  highly  elastic  material  beneath  it,  but  also  as  a  mufiBe 
5  to  the  latter,  preventing  excessive  springiness  under  slight  impact  and  yet 
permitting  the  concussion  of  the  golf  club  to  act  sufficiently  on  the  elastic  core. 
The  Claims  are  all  practically  the  same ;  they  are  varied  to  accord  with  the 
various  descriptions  given  of  the  tension  of  the  rubber  thread.  The  balls  sold 
by  the  Defendants  are  made  in  the  same  way  as  the  Plaintiffs'.    They  are  the 

10  "  Eagle,"  the  "  Hawk,"  and  the  "  Kite  "—the  **  Kite  "  being  the  last  one  the 
Defendants  have  put  on  the  market.  The  behaviour  of  a  tightly  wound  India- 
rubber  core  is  totally  different  from  that  of  a  tightly  wound  string  or  worsted 
core,  such  as  is  found  in  a  cricket  ball.  In  the  rubber  thread  there  is  resilience 
transversely  as  well  as  longitudinally.    People  were  doing  their  very  best  to 

15  get  golf  balls  that  would  be  better  than  the  ordinary  gutta-percha  ball,  and  no 
one  succeeded.  That  a  ball,  such  as  the  Plaintiffs',  of  very  much  higher  price, 
should  come  in  suddenly  and  take  the  place  of  all  the  others  makes  it  very 
improbable  that  it  was  not  at  that  date  not  only  novel  but  also  a  thing  that 
required  ingenuity  and  invention  (see  j?^  Bowen  L.J.  in  ihQ  Ame^rican  Braided 

20  Wire  Company  v.  Thomson  5  R.P.C.  113,  at  page  124),  Practically,  with  the 
exception  of  the  Defendants,  the  whole  of  the  golf  ball  manufacturers  in  the 
country  are  the  Plaintiffs'  licensees. 

The  following  witnesses  were  called  for  the  Plaintiffs: — Mes^irs.  James 
Swinburne^  Dugald  Clerks  George  Sutton  (managing  direokor  of  the  Henley 

25  Telegraph  Works  Company  Ld,\  G.  H.  Gray  (manager  of  the  India-^^ubber^  tkc, 
Works  at  Silvertown),  H.  G.  Hutchinson  (author  of  articles  on  golf  in  the 
Badminton  Library  and  the  Encyclopasdia  Britannicdy  and  amateur  golf 
champion  in  1886  and  1887),  R.  Appleyard  (manager  of  the  gutta-percha 
department  at  Silvertown),  J.  G.  Robertson  (of  the  St.  Mungo  Manufacturing 

30  Company  of  Glasgow). 

Astbury  K.C.  summed  up  for  the  Plaintiffs. — ^The  only  matter  that  has  been 
seriously  raised  by  the  Defendants  up  to  the  present  is  the  question  of  dipping. 
In  the  Specification  that  is  only  given  as  an  alternative  to  the  ordinary  method 
of  moulding  the  cover.    There  is  no  claim  to  the  alternative.     It  has  never  been 

35  held  that,  if  a  person  gives  a  complete  method  of  carrying  his  invention  into 
practice,  his  invention  would  be  rendered  void  because  he  has  given  an  alterna- 
tive method  which  may  create  difficulty.  It  is  not  as  if  there  was  any  danger  in 
the  process.  The  St.  Mungo  Company  carried  out  the  process  three  years  ago  ; 
Mr.  Robertson  said  that,  in  order  to  prevent  the  rubber  threads  flying  when  the 

40  core  was  dipped,  he  smeared  it  with  a  protecting  coating  of  rubber  dissolved  in 
carbon  bi-sulphide.  It  is  not  necessary  to  use  extremely  thin  rubber  thread 
such  as  Mr.  Robertson  used  ;  it  is  within  the  Specification  to  use  thread  of 
various  thicknesses  and  widths.  The  Specification  is  addressed  to  people  who 
deal  in  rubber ;  three  of  the  largest  dealera  in  the  country  have  given  evidence 

45  that  it  would  be  obvious  that  a  certain  amount  of  care  would  be  required.  The 
witnesses  from  the  Silvertown  works  said  they  could  carry  out  the  process  quite 
easily.  If  a  few  threads  do  fly,  they  can  be  cut  off  and  a  further  layer  put  on. 
Even  if  a  ball  prepared  by  this  method  is  inferior,  it  is  a  rubber-cored  ball. 
The  alternative  in  a  Patent,  as  long  as  it  will  work  at  all,  and  proves  in  result 

50  useful,  is  quite  sufficient. 

Bousfidd  K.C.  opened  the  Defendants'  case.— With  regard  to  the  dipping  pro- 
cess, the  Specification  is  addressed  to  the  ordinary  manufacturer  of  golf  balls — 
the  ordinary  golf  professional ;  not,  as  in  Hopkinson  v.  St.  James^  Ac.  Electric 
Light  Company  (10  R.P.C.  46),  to  experts.     The  golf  professional  is  not  an 

55  expert  in  gutta-percha  and  india-rubber.  It  is  said  that  the  difficulty  may  be 
got  over  by  putting  on  a  protective  covering  of  rubber  solution,  wax  or  collo- 
dion.   It  is  also  said  that  for  golf  balls  one  should  use,  not  gutta-percha  simply, 
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but  gutta-percha  from  which  the  resin  has  been  extracted,  the  resin  being  about 
50  per  cent,  of  the  whole.    This  appears,  up  to  about  the  date  of  the  Specifica* 
tion,  to  have  been  a  trade  secret,  known  only  to  two  or  three  large  manufac- 
turers.   But  even  if  it  were  not  so,  the  knowledge  that  a  protective  coating  is 
required  could  not  be  attributed  to  the  ordinary  workman's  common  know-  5 
ledge,  and  the  Specification  is  insufficient.    The  dipping  process  seems  to  have 
been  imported  without  any  trial  for  the  purpose  of  extending  the  ambit  of  the 
Patent,  but  the  Patentee  does  that  at  his  peril.    The  question  arose  in  Nobel  v. 
Anderson  (11  R.P.C.  115,  519;  12  R.P.C.  164),  but  there  it  was  held  that  the 
Patentee  had  excluded  the  useless  variety  of  gun-cotton.    If  two  methods  are  10 
described,  one  of  which  is  useful  and  the  other  useless,  the  Patent  is  bad  until 
the  useless  method  is  disclaimed.     If  one  follows  the  Specification,  and  on 
dipping  obtains  a  bad  ball,  that  would  not  invalidate  the  Patent ;   but  the 
Defendants  say  that  if  one  follows  the  Specification  accurately,  with  a  good 
will,  and  with  the  knowledge  that  the  ordinary  golf  professional  possesses,  then  15 
one  does  not  get  a  golf  ball  at  all.    The  Defendants  have  taken  gutta-percha  and 
dissolved  it  in  coal-tar  naphtha  and  also  in  shale  naphtha.     If  the  solution  in 
coal-tar  naphtha  is  warmed  slightly  and  a  ball  is  dipped  into  it  and  laid  down, 
it  begins  fiying  all  over  and  unwinding  itself  until  it  gets  to  a  form  described 
as  being  like  a  bird's  nest.     It  is  said  that  the  solution  is  not  thick  enough.  20 
If  it  is  made  thicker  it  ceases  to  be  a  solution,  and  would  have  to  be  spread 
on    by    hand,    not   by   dipping.      It    is  not  stated  that  the  rubber  thread 
must  be  thick,  and  the  Defendants  have  not  found  any  difference  of  result  with 
different  thicknesses.    With  regard  to  what  may  be  called  the  main  invention 
in  the  Patent  Mr.  Swinburne  admitted  that  to  take  a  core  of  wound  rubber,  85 
such  as  the  well-known  toy  ball,  and  put  a  cover  of  gutta-percha  on  it  to  protect 
the  threads  would  not  be  invention,  but  he  said  there  was  invention  here 
because  the  purpose    must   be   taken    into   account.      The   invention    here 
is    to    have    tiie   combination   in   the   sense   of    having   two   things    that 
interact  in  a  way  that  tends  to  reconcile  conflicting  qualities  or  properties.  30 
The  getting  of    that    effect  must  depend  upon  the  proportions    of    rubber 
and   gutta-percha.     The  Patentee  had  the  idea,  as  appears  from  his    first 
Claim,  of  including  other  elastic  cores  besides  rubber- wound  threads,  and  his 
amendment  is  to  cut  out  any  core  except  a  rubber  thread  core.    In  some  of  his 
Claims  he  has  confined  himself  to  gutta-percha  or  its  substitutes,  but  in  his  35 
other  Claims  the  material  of  the  cover  is  claimed  only  by  reference  to  its 
properties.    He  has  not  confined  himself  to  making  a  ball  which  should  drive 
like  a  rubber- wound  ball,  but  putt  like  a  gutta  ball ;  with  the  purpose  of  other 
games  in  view,  he  has  drawn  his  claims  more  widely.  With  regard  to  infringe- 
ment, at  present  what  a  golfer  desires  is  a  ball  that  will  drive  as  far  as  possible,  40 
even  though  it  be  a  little  more  lively  on  the  green.    The  *^  Eagle  "  ball  is  very 
much  like  the  Haskell^  but  the  material  of  the  cover  is  different.  The  ^Hawk," 
as  Mr.  Hutchineon  said,  plays  substantially  like  a  gutta-percha  ball ;  it  has  a 
thin  rubber  winding,  and  then  a  thickish  cover.  At  the  other  end  is  the  *^  Kite,'* 
which  has  manifested  an  absolute  superiority  over  the  HaskeU.    In  the  '^  Kite,"  45 
the  cover  is  made  of  a  substance  called  "  Springvale  material,"  which  is  of  the 
nature  of  vulcanised  india-rubber,  and  not  of  a  plastic  nature  like  gutta-percha, 
and  the  cover  is  made  of  the  least  possible  thickness  that  will  serve  as  a  pro- 
tective covering  and  take  the  markings  of  a  golf  ball.    It  is  not  an  infringement ; 
or,  if  it  is,  then  the  alleged  invention  is  not  pi'oper  subject-matter  for  a  Patent.  50 
It  is  said  that  the  object  of  the  cover  is  that,  in  putting,  it  acts  as  an  arch — ^that  it 
takes  the  blow  in  itself  without  transmitting  it  to  the  core,  and  that  therefore  one 
has  a  ball,  as  it  were,  of  lower  elasticity  under  light  blows.    That  is  not  so.    If 
the  Plaintiffs  want<ed  the  muffling  effect,  gutta-percha— ^s  described  in  the 
Specification — would  give  it  to  them  to  the  greatest  extent.    Instead  of  that,  55 
they  are  using  gutta-percha  with  the  resin  removed  from  it.    [BUCKLBT  J. — 
If  you  take  the  resin  out  it  is  very  much  harder.]    And  its  resiliency  is  much 
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greater.  MoreoTer,  the  Plaintifffi,  in  their  moBt  recent  ball,  are  reducing  the 
thickness  until  they  get  down  practically  to  that  of  the  *'  Edte  "  ball,  with  which 
it  is  obvions  that  they  are  endeavooring  to  compete.  The  Plaintiffs  cannot,  as 
regards  the  material  of  the  cover,  limit  the  meaning  of  the  words  ^*  relatively 
5  ^  hard,  inelastic  material "  to  gntta-percha  substitutes,  and  exclude  some  of  the 
anticipations,  such  as  the  leather-covered  balls.  Rubber  acts  perfectly  well ;  so 
does  a  thin  coat  of  paint.  The  ideal  ball  has  as  much  rubber  wound  core 
and  as  thin  a  cover  as  possible.  The  Patentee  makes  a  combination  sacrificing 
some  of  the  driving  quality  to  get  a  muffle.     It  is  only  on  such  a  theory  as  that 

10  that  he  can  have  subject-matter.  The  Defendants  do  not  want  the  qualities  of  the 
combination ;  they  take  one  of  the  old  toy  balls  of  wound  rubber  thread  and  put 
on  it  the  thinnest  possible  cover,  simply  to  protect  it.  '*  Springvale  material "  is 
quite  different  from  gutta-percha.  It  was  invented  and  patented  in  1902  without 
any  reference  to  this  question  which  has  arisen  between  the  parties.    There  is 

15  not  much  difference  between  it  and  gutta-percha  deprived  of  its  resin.  The 
Plaintiffs  are  using  that  hard  substance,  gutta-percha  deprived  of  its  resin,  for 
their  covers,  although  according  to  their  theory,  it  injures  the  putting.  They 
are  departing  also,  in  their  latest  ball,  from  the  Specification  in  respect  of  the 
thickness  of  the  cover.    The  Plaintiffs  say  that  rubber  is  too  lively  for  a  putt ; 

20  the  ^^  Springvale  material "  is  more  lively  than  rubber.  Mr.  Swinburne  said 
that  anyone  who,  before  the  Patent,  took  a  toy  ball  and  put  a  cover  of  gutta- 
percha  on  it  to  protect  the  threads  would  not  have  made  the  Plaintiffs*  inven- 
tion, but  would  accidentally  have  prevented  the  Patentee  from  taking  out  a 
Patent  for  that  invention.    That,  in  ^t,  was  done. 

25      The  following  witnesses  were  called  for  the  Defendants : — Mr.   Q.  H.  A. 
CastlSy  Mrs.  Ann  Hickinhottom^  Mrs.  Jane  Hawkesworthy  Messrs.   William 
Carter  J  A,  Carmichaely  W.  Mounts  and  H.  C.  Hammond. 
Mr.  AppUyard  was  re-called  for  the  Plaintiffs. 
Further  evidence  for  the  Defendants  was  given  by  Captain  Duncan  Stetvart 

30  (late  R.N.)  and  Mr.  J.  Stanley. 

Mr.  AppUyard  was  again  re-called. 

The  Defendants'  evidence  was  continued  by  Messrs.  George  Femie  and 
William  Femie  (golf  professionals),  James  Evans^  O.  W.  Frowd^  William 
Wingate^  W.  R.  Hewitt  (a  maker  of  golf  clubs  and  golf  balls),  /.  Lane  (a 

35  cricket  ball  maker),  William  Thomson^  J.  Stanley  (re-called),  E.  R.  H. 
Blackwelly  Professor  C.  V.  Boys  (who  described  experiments  he  had  made  with 
a  machine  for  measuring  the  co-efficient  of  restitution  of  the  material  used  in 
golf  balls),  Messrs.  W.  H,  Hull,  J.  Sime  (consulting  engineer  and  Patent  agent 
of  Glasgow),  and  D.  Crow. 

40      J.  Swinburne  was  recalled  by  the  Plaintiffs. 

Wctlter  read  the  depositions   (taken  on  commission  at  St.  Andrews)  of 
R.  H.  Johnston  (Recorder  of  the  Honourable  Company  of  Edinburgh  Oolfers) 
and  Tom  Morris. 
RebuttiDg  evidence  was  given  for  the  Plaintiffs  by  T.  M.  Motion,  A.  Forgan, 

45  and  Job  Welding. 

Buckmaster  K.C.  summed  up  the  Defendants*  case. — It  was  conunon  know- 
ledge at  the  date  of  the  Patent  that  rubber  wound  under  tension,  or  high  tension, 
possessed  a  high  degree  of  elasticity.  The  use  of  gutta-percha  as  a  covering  was 
also  well  known.    In  Oiblin^s  Specification  a  cover  was  described,  and  Nicholson 

50  used  a  cover  of  gutta-percha  for  golf  balls,  and  made  it  by  moulding.  GastU 
made  it  by  the  Plaintiffs'  second  method— by  dipping.  Knight's  Dictionary 
states  that  balls  can  be  made  of  rubber  strips  wound  into  spherical  form.  They 
must  be  wound  under  tension  ;  rubber  could  not  be  wound  into  a  ball  without 
being  under  tension.    Mr.  Sunhbume,  speaking  of  the  toy  balls,  admitted  that 

55  the  properties  of  a  ball  of  rubber  thread  wound  in  tension  were  known.  The 
Patent  is  not  limited  to  any  particular  tension,  except  such  as  will  make  a  tight 
contact  with  the  body  within.     That  was  used  in  the  toy  balls.     It  is  admitted 
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that  at  the  date  of  the  Patent  the  only  substance  used  as  a  covering  for  golf  balls 
was  gntta-percha,  and  that  to  pat  a  gutta-percha  cover  on  a  ball  of  wound  rubber 
thread  for  protection  would  not  be  invention.  If,  when  one  has  done  that,  one 
finds  that  there  is  the  dual  effect  alleged  by  the  Plaintiffs,  is  one  to  be  stopped 
from  using  the  ball  ?  It  is  what  has  been  done  in  the  "  Kite  "  ball.  Does  the  5 
question  of  infringement  depend  on  the  measure  of  gutta-percha  that  is  put  on  the 
ball  ?  Is  the  Court  going  to  determine  at  what  moment  the  cover  ceases  to  be 
protection  and  becomes  something  else  ?  The  point  of  the  invention  is  that  there 
is  a  core  which  is  appealed  to  when  the  ball  is  struck  hard,  but  not  when  it  is 
struck  gently  ;  if  the  cover  is  so  thin  that  the  core  is  appealed  to  in  driving  and  10 
in  putting  that  is  outside  the  invention.  It  is  impossible  to  patent  a  ball  for  use 
in  one  game  ;  if  it  was  used  for  another  game  that  would  not  prevent  its  use 
being  an  infringement.  To  say  that  it  is  for  use  in  golf  merely  means  that  it 
will  be  found  useful  in  golf.  In  Claims  1  and  3  it  is  stated  that  the  shell  is  to 
be  of  "  relatively  hard,  inelastic  material."  [BuCKLBY  J. — I  suppose  you  would  15 
say  that,  inasmuch  as  the  Patentee  dwells  upon  the  inelasticity  of  the  cover,  he 
must  be  contemplating  a  cover  of  such  a  thickness  that  its  inelasticity  becomes 
an  important  factor.  If  it  were  a  mere  film  of  inelastic  material  it  would  be  irrele- 
vant whether  it  is  elastic  or  inelastic ;  it  would  have  approximately  no  effect] 
Yes.  It  is  not  the  relative  qualities  of  the  materials  of  the  cover  and  the  core  20 
which  give  the  advantage.  [BuCKLBY  J, — Then  you  say  that  the  evidence  is 
wrong  which  is  to  the  effect  that  when  you  strike  a  convexity  of  inelastic  sub- 
stance the  result  is  to  distribute  pressures  largely  over  the  internal  resilient  core, 
and  produce  a  different  result  from  that  which  you  would  have  if  there  was  no 
inelastic  cover,  and  you  struck  the  core  itself.]  In  effect  that  is  wrong.  It  is  25 
answered  by  Professor  Boys  and  Mr.  Blackwell,  [BuOKLBY  J.— When  you  get  to 
lines  32  to  35*  the  Patentee  speaks  of  this  thing  as  being  a  protection,  and  also 
a  muffle  to  the  core  preventing  excessive  springiness  under  light  impact  which 
may,  I  agree,  mean  either  impact  with  the  ground  or  impact  with  the  club.  It 
will  cover  both.  Now  which  does  it  mean  ?  Because  he  goes  on — "  And  yet  30 
"  permitting  the  concussion  of  the  club  to  act  sufficiently  on  the  elastic  core." 
Does  not  that  look  very  much  as  if  he  meant  the  golf  club,  which  in  this  case  is 
going  to  be  the  putter — the  putter  will  still  reach  the  core,  but  there  will  not  be 
the  excessive  springiness  under  slight  impact,  such  as  that  on  a  worm-cast  or  a 
little  pebble  which  may  be  on  the  ground  ?]  That  is  not  the  way  the  experts  35 
have  read  it.  [BuOKLBY,  J.— I  have  been  looking  to  see  where  the  Patentee 
discriminates  between  the  two  clubs  or  between  two  strokes  which  are  going 
to  be  made  with  the  club.]  The  Plaintiffs  have  said  that  there  are  these 
properties,  which  have  been  called  contradictory  properties,  from  the  tee  and  on 
the  green  ;  the  Defendants'  evidence  has  all  been  directed  to  that  This  other  40 
point  has  not  been  put  against  the  Defendants.  The  sudden  success  of  the 
Haskell  ball  is  due  to  the  fact  that  it  is  only  recently  that  the  play  has  been  so 
developed  as  to  render  a  ball  of  this  character  attractive  ;  it  is  also  due  to  the 
perfection  of  its  winding  by  the  machine  patented  in  1900.  It  was  not  a  success 
from  1898  to  1901.  The  reasons  were  partly  the  prejudice  against  a  ball  with-  45 
out  a  click,  and  partly  the  fact  that  winding  by  hand  produced  inequalities  that 
are  absent  from  the  ball  wound  by  machinery.  With  regard  to  the  dipping 
process,  the  balls  were  constructed  by  very  highly  skilled  men.  Mr.  AppUyard 
tried  and  failed ;  then,  by  reason  of  his  expert  knowledge,  he  concluded  that 
his  solution  was  too  weak.  He  always  manipulated  the  1^11  by  rolling  it  in  his  50. 
hand.  The  ordinary  golf  ball  maker,  who  is,  amongst  others,  the  golf  pro- 
fessional, would  have  given  up  the  attempt.  The  Patent  does  not  contemplate 
the  removal  of  the  resin  from  the  gutta-percha.  Mr.  Robertson  had  to  coat  the 
core  with  rubber  solution  before  dipping  it  into  the  gutta-percha  solution.     No 


*  Ante,  page  480,  lineB  48  to  46. 
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dangers  or  safegaards  are  pointed  oat  in  the  Specification.  The  Patent  is  bad 
unless  it  is  amended  by  striking  out  the  statement  relating  to  the  method  in  the 
Specification  (Badische^  Ac,  Fahrik  v.  La  Societd  Ghimiqtie^  14  R.P.r!.  875; 
Simpson  v.  HoUiday,  13  W.R.  577).  As  to  infringement,  in  the  "  Eagle  "  the 
5  measurements  are  the  same  as  those  of  the  ball  that  has  been  described,  but  not  the 
patented  Haskell.  In  the  '*  Hawk  "  the  kernel  nearly  fills  the  shell ;  there  is  a 
very  thin  layer  of  india-rubber  and  about  the  same  cover  outside.  The  "  Kite  " 
differs  in  another  way ;  the  cover  is  as  thin  as  possible.  The  material  of  which 
these  balls  are  made  is  substantially  elastic.    If  gutta-percha  in  the  Specifica- 

10  tion  is  to  be  construed  as  the  material  before  the  resin  is  extracted,  this  is  not 
the  material. 

R.  Hutchison,  one  of  the  Defendants,  was  called,  and  said  that  he  made  solid 
golf  balls,  as  well  as  the  covers,  of  "  Springvale  material,"  which  was  manu- 
factured as  described  in  the  Specification  of  his  Patent  of  1902.    The  material 

15  was  composed  of  60  parts  of  balata  from  which  the  resin  (amounting  to  40  or 
50  per  cent.)  had  been  extracted,  40  parts  of  caoutchouc,  5  parts  (un- 
slacked)  of  lime,  which  was  slacked  before  being  added  to  the  mixture,  and 
2^  parts  of  flowers  of  sulphur.  It  was  known,  a  few  years  before  1898,  that  for 
golf  balls  it  was  advantageous  to  take  out  the  resin  from  gutta-percha.    The 

20  gutta  so  obtained,  and  '*  Springvale  material,"  were  both  more  elastic  than 
gutta-percha  before  the  resin  had  been  removed. 

Stanley  was  again  recalled,  and   Oeorge  Welding  gave  evidence   for  the 
Plaintiffs,  contradicting  that  of  Stanley. 
Buckmaster  K.C.  resumed    his  summing  up   for  the   Defendants. — If  the 

25  Patent  protects  any  ball  made  for  golf,  that  has  an  inner  core  of  tightly, 
wound  rubber  thread  and  a  cover  of  such  a  character  that  it  is  reasonable 
and  commonly  used  for  playing  golf,  then  the  balls  made  by  the  Defendants 
come  within  that  description.  The  Specification  has  not  said  that,  but  has 
expressly  confined  itself  to  certain  special  materials  having  certain  special 

30  qualities.  It  is  said  that  gutta-percha  must  be  taken  to  mean  gutta-percha  with 
the  resin  extracted.  The  correct  term  for  that  is  gutta  ;  it  is  so  used  in  the 
Cantor  lecture  for  1897.  In  the  market,  gutta-percha  has  the  resin  in  it,  and 
that  was  the  common  material  for  making  golf  balls.  Balata  gum  is  mentioned 
in  the  Specification  as  a  substitute  for  gutta-percha ;  that  must  mean  gutta- 

35  percha  with  the  resin  in.  Probably  after  the  Plaintiffs  began  to  make  the  ball 
they  found  they  could  improve  the  cover  by  removing  the  resin.  That  would 
explain  why  their  ball,  and  also  Captain  StewarVSy  did  not  at  once  become 
popular.  There  is  no  evidence  to  show  that  gutta-percha  with  the  resin  out  is 
sold  in  sheets,  which  are  mentioned  in  the  Specification ;  it  is  sold  as  gutta  rods 

40  or  gutta-percha  rods.  Leather  would  not  give  the  qualities  of  resilience  and 
mufiBe,  but  it  possesses  all  the  qualities  mentioned  in  the  Specification.  In 
Olaims  1  and  3  the  Patentee  has  not  limited  himself  to  any  particular  material. 
The  use  is  not  confined  to  golf.  If  the  material  has  the  narrower  meaning,  if 
it  is  gutta-percha  or  balata  gum,  the  Defendants'  material  is  not  that ;   if  it  has 

45  the  wider  meaning,  the  claim  is  bad  as  being  far  too  wide.  [BuOKLET  /. — Why 
is  it  bad  because  it  is  far  too  wide  ?  If  it  be  a  claim  limited,  not  to  gutta-percha, 
but  to  gutta-percha  or  something  which  will,  like  gutta-percha,  give  certain 
qualities,  nobody  suggests  there  is  anything  other  than  gutta-percha  that  will 
do  it.]    India-rubber    would    muffle.     [Buoklhy   J. — That   would    not    be 

50  inelastic,  light  and  hard,  and  so  on.]  A  thick  leather  cover  could  be  made  as 
rigid  and  hard  as  a  ball  can  be.  It  is  necessary  to  limit  the  Claim  to  the 
narrower  meaning  of  material.  The  Defendants'  material  could  not  be 
applied  by  dipping  it  into  boiling  water  and  wrapping  it  round  the  core. 
Liveliness  on  the  green  is  not  a  disadvantage ;  as  Mr.  Sutton  says,  it  is  all  a 

55  matter  of  practice.  The  experiments  of  Professor  Boys  show  thiBtt  the  theory 
that  the  little  stroke  does  not  give  the  same  elastic  effect,  to  use  a  general  phrase, 
as  the  heavy  stroke,  is  a  mistake.     Mr.  Blackwell  tried  putting  with  a  **  Kite  " 
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ball  and  a  robber  core  wound  up  to  the  size  of  the  "  Kite,"  and  found,  roughly 
speaking,  that  there  was  no  difference.  The  Defendants'  cover  has 
not  done  what  the  Plaintiffs  have  to  prove  it  should  do  in  order  to 
establish  their  case.  As  to  the  "Hawk,"  if  the  Patent  is  for  a  core 
or  centre  mainly  composed  of  wound  rubber  thread,  then  the  "Hawk"  5 
is  not  that.  As  to  prior  user,  it  is  admitted  that  the  toy  balls  were  made. 
There  is  a  substantial  body  of  evidence  that  boys  took  these  cores,  wound  them 
round  with  thread,  and  covered  them  with  kid.  As  to  Carter^  who  made  a 
hand  ball,  if  his  ball  involved  the  principle  that  the  Plaintiffs  attempt  to 
protect,  it  would  be  an  anticipation.  That  is  so,  even  if  were  a  soft  ball  for  10 
catching,  unless  the  Plaintiffs'  invention  is  a  new  method  of  msJking  it  hard. 
If  the  boys  who  made  balls  took  a  rubber-wound  core  covered  with  gutta- 
percha and  covered  that  with  wool,  Ac,  there  would  be  no  invention  in  taking 
off  the  outer  covering  and  using  the  centre  for  golf.  Of  the  prior  users,  those 
who  used  a  robber  core  with  a  gutta-percha  cover  are  Stanley^  Stetvart^  the  15 
Femies,  and,  in  a  modified  way,  Hewitt^  who  used  bits  of  rubber  in  the  middle. 
Unless  Captain  Stewards  evidence  is  completely  discredited,  he  did  make  a  ball 
which,  if  made  now,  would  be  an  infringement  of  the  Plaintiffs'  Patent.  The 
account  he  gives  of  the  match  in  which  the  ball  was  used  publicly,  is  corrobo- 
rated by  the  Record  of  the  golf  club,  and,  in  his  statement  that  he  made  the  balls  20 
in  Morrises  shed,  he  is  corroborated  by  the  evidence  of  Morris,  With  regard  to 
Stanley  J  he  had  no  interest  in  the  case,  and  did  not  wish  to  come.  That  being 
so,  it  is  difficult  to  believe  that  he  would  have  tried  to  persuade  Job  Welding 
to  give  evidence.  lAstbury  K.C. — There  was  a  Summons  to  add  Stanley  to  the 
Particulars  in  the  first  action  on  the  8th  of  November,  so  that  about  that  time  25 
there  must  have  been  some  information  about  this.]  He  had  no  reason  for 
concealing  Welding's  name.  It  was  through  him  that  Welding's  evidence  had 
been  obtained,  and  there  has  been  no  difficulty  in  getting  the  information  from 
him.  The  details  of  his  evidence  could  not  have  been  concocted.  It  may  be 
that  he  did  not  play  with  Weldings,  but  did  play  with  others.  If  the  com-  30 
bination  can  be  arrived  at  for  one  purpose,  and  in  one  way,  without  invention, 
it  does  not  become  subject-matter  for  a  Patent,  because  you  arrive  at  it  for  a 
different  purpose  by  a  more  roundabout  way  which  might  involve  invention. 
If  the  Defendants  show  that  the  same  combination  had,  in  fact^  been  previously 
made  for  a  different  purpose  the  Patent  is  invalidated,  though  the  Patentee's  35 
purpose  was  not  in  view.  Whether  the  combination  for  a  different  purpose  had 
or  had  not,  in  fact,  been  made,  cannot  in  law  affect  the  matter.  If  a  combina- 
tion not  per  se  inventive  may  be  held  inventive  by  reason  of  a  new  purpose, 
then  the  "invention "  can  only  be  infringed  when  this  purpose  is  kept  in  view. 
When  the  cover  does,  in  fact,  discharge  the  protective  purpose  for  which  the  40 
Defendants  would  be  entitled  to  use  sudi  a  cover,  can  the  Patentee  be  heard  to 
say,  ^  You  cannot  use  the  cover  for  this  purpose,  because  you  cannot  help  at  the 
**  same  time  achieving  my  purpose."  In  any  case,  when  a  Patent  can  only  be 
supported  because  of  an  underlying  idea,  it  can  only  be  infringed  if  the  under- 
lying idea  is  borrowed  by  the  alleged  infringer.  45 

Moulton  K.C.  in  reply.— The  great  success  of  the  HaskeU  ball  shows  subject- 
matter.  It  is  said  that  tiiere  had  been  these  covered  toy  balls,  and  therefore  to 
cover  a  golf  ball  is  not  invention.  It  may  be  if  it  produces  a  new  and  useful 
result  {NeOson  v.  Harford  1  Webst.  P.O.  295).  The  Specification  is  sufficient; 
it  gives  tiie  most  practical  directions  that  could  be  given.  For  forming  the  50 
cover  the  Patentee  gives  an  alternative  method  that  can  easily  be  carried  out ; 
there  is  nobody  who  has  failed.  The  language  he  uses  must  be  intelligible,  not 
to  the  people  who  used  to  carry  out  an  old  method,  but  to  the  people  who  will 
have  to  carry  out  his  invention.  In  Simpson  v.  Holliday  (13  W.R.  577)  both 
the  methods  given  were  claimed  ;  here,  that  is  not  so.  The  Specification  must  55 
be  intelligible  to  a  competent  workman  ;  the  emphasis  is  on  *^  competent  *' 
{Badische  Ac.  Fabrik  v.  Levinstein  4  R.P.O.  449  at  page  467 ;  L.R.  12  App. 
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Oas.  710  at  page  720 ;  Ediion  v.  Holland  6  R.P.C.  243  at  page  277).  There 
are  many  obvions  ways  of  protecting  the  threads  from  the  solvent.  The 
Patentee,  though  he  rightly  considered  the  absence  of  bonnding  the  more 
important  point,  does  attribute  difference  to  striking  with  one  club  and  then 

5  with  another  club,  and  to  giving  with  the  same  club  a  lighter  blow.  He 
mentions  high  **  driving  "  qusdities ;  he  says  that  the  covering  '*  acts  as  a  mufiQe 
"  to  the  elastic  material  preventing  excessive  springiness  under  slight  impact*' — 
that  may  be  ground  or  club.  And  he  uses  the  word  **  concussion  "  in  the  sense 
of  the  driving  blow.    [BUOKLBY  J. — I  thought  you  were  going  to  say  the 

10  putter.  And  yet  permitting  the  action  of  the  putter  to  act  sufficiently, 
but  not  unduly  on  the  elastic  core.  You  get  something  out  of  it  in  that 
way.]  It  may  be  so.  That  is  in  accordance  with  the  evidence  of  Professor 
Boys.  [BUOKLBT,  «7. — You  are  going  to  say  that  the  violent  blow  reaches 
more  deeply  in  the  centre  of  the  ball,  and  a  slight  blow  only  reaches  a  certain 

15  distance.]  Yes.  There  are  many  cases  in  which  any  bouncing  of  the  ball  is  a  dis- 
tinct disadvantage.  Mr.  Hutchison  says  that  for  a  golf  ball  the  best  compromise 
between  the  quality  required  for  driving  and  the  quality  required  for  the  green 
is  the  most  useful,  and  is  found  in  the  rubber-cored  ball.  Claims  1  and  3  are 
sufficiently  explicit ;  they  are  not  a  mere  claim  to  a  result— they  say  how  one 

20  is  to  get  it.  The  core  is  defined  absolutely  ;  the  material  of  the  cover  is 
defined  relatively  to  it.  If  anyone  hereafter  discovered  a  new  substance 
which  had  the  quality  of  gutta-percha  he  could  not  use  it  in  this  combination 
(Jupe  V.  Pratt  1  Webst.  P.C.  146 ;  Chamberlain  and  Hookham  v.  Mayor  of 
Bradford  20  R.P.C.  673,  at  page  684).    The  Patentee  has  limited  himself  in 

25  the  Claims ;  the  core  is  described  as  being  of  rubber  or  analogous  material  to 
include  any  substitute  that  may  be  found  for  rubber  possessing  all  its 
properties.  Gutta-percha  means  the  material  of  high  quality — that  is,  the 
natural  product  containing  little  resin  or  one  from  which  the  resin  has  been 
artificially  removed.    The  quality  is  defined.    As  to  infringement,  on  Claims  1 

30  and  3  there  can  be  no  question.  The  ^'  Springvale  material "  forms  a  relatively 
hard,  inelastic  shell.  The  infringer  rarely  takes  the  exact  thing  (Clark  v.  Adie 
L.R.  2  App.  Cas.  315,  at  page  320  per  Lord  Cairns  L.C.).  The  Claims  are  directed 
exactly  to  meet  the  Defendants.  They  say  the  material  is  elastic  ;  when  they 
are  asked  why  they  do  not  make  the  whole  ball  of  the  material  they  have  no 

35  answer ;  such  a  ball  would  have  no  chance  against  a  rubber-cored  ball  covered 
with  the  material.  On  the  question  of  prior  user,  the  toy  ball  must  have  been 
a  very  rough  article ;  at  the  price  there  could  be  very  little  wound  rubber 
thread  on  it.  It  could  not  help  to  make  a  golf  ball.  Wingate  was  contradicted 
by  the  man  from  whom  he  said  he  bought  a  ball  with  a  leather  cover.    George 

40  Fernie^s  user  was  clearly  an  abandoned  experiment.  His  ball  was  of  most 
imperfect  construction;  it  cracked  because  the  cover  was  not  closely-fitting. 
In  the  Patent  taken  out  by  his  brother  the  point  is  the  cork  core.  Stanley's 
evidence  is  uncorroborated,  and  unworthy  of  being  acted  upon.  He  was  said 
to  be  disinterested,  but  he  was  the  inventor  of  a  ball  which  is  being  made  by 

45  his  employers,  and  in  which  rubber  thread  is  used.  Captain  Stewart's  user 
was  an  alra^ndoned  experiment^  secret,  and  simply  for  the  purpose  of  testing 
results  for  his  own  satisfaction.  It  is  impossible  to  ascertain  from  his  evidence 
to  what  ball  his  answers  relate.  He  said  that,  in  and  out  with  other  experi- 
ments, he  used  rubber  thread,  but  that  it  did  not  last  long,  and  he  gave  it  up  for 

50  his  composition.  Thornton^  who  was  his  agent,  was  not  called.  All  that 
Thornton  did  was  to  get  the  balls  tried,  and  he  never  paid  Captain  Stewart 
any  royalty  before  the  date  of  the  latter's  Patent  for  his  composition  ball. 
The  evidence  is  vague  and  would  require  clear  corroboration.  Captain  Stewart 
said  he  had  played  with  the  ball  with  William  FemiSj  and  had  met  him  a  hundred 

ii  thousand  times  in  Tom  Morris's  shop.  It  was  the  composition  ball  they  played 
with ;  Femie  had  never  known  any  other,  and  he  had  never  worked  in 
Morris's  shop.    Femie  would  know  if  he  was  playing  with  a  rubber-cored 
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ball.  [B0OKLBY  /.— ^That  depends  on  whether  you  mean  a  rubber-cored  ball  of 
to-day  or  such  a  rubber-cored  ball  as  Stewart  made.]  If  it  was  so  imperfect 
that  it  had  not  the  properties,  that  is  a  different  matter.  He  said  he  played  with 
it  in  a  match,  but  that  turned  out  to  be  in  1878,  after  the  date  of  his  Patent.  If  it 
was  his  best  ball  he  would  not  have  dropped  the  use  of  it  for  twenty  yeara  He  5 
said  he  gave  the  balls  to  Morris^  but  Morris  said  he  had  never  played  with  a  rubber- 
cored  ball  and  that  he  would  know  if  he  had  done  so.  There  is  no  evidence  of 
anything:  but  confidential  disclosure.  The  onus  is  very  strongly  on  those  who 
put  forward  his  evidence.  If  he  had  sold  the  ball  without  disclosing  the 
method  of  manufacture  there  would  be  a  difficulty,  but  there  is  no  satisfactory  10 
evidence  of  sale.  He  said  he  thought  he  asked  Mr.  Laidlay  to  try  a  ball  in 
which  he  put  rubber  thread.  Mr.  Laidlay  was  not  called.  Captain  Stewart  is 
said  to  have  mentioned  his  ball  to  Kirkcaldy^  but  he  was  not  called. 
[Buckley  J.  referred  to  Tennanfs  Case  (1  Webst.  P.O.  125).]  That  was  com- 
mercial user.  I  am  not  going  to  dispute  that.  It  is  not  experimental  user.  15 
Haskell  is  still  the  inventor  if  Stewart  has  not  communicated  with  the  public 
(DolloncTs  Case  1  Webst.  P.C.  43).  I  do  not  say  that  if  he  had  sold  the 
balls  substantially  he  would  not  have  communicated  to  the  public,  although 
the  public  did  not  know  it,  but  there  is  no  adequate  evidence  of  sale.  If  Cap- 
tain Stewart  could  have  taken  out  a  Patent  the  Plaintiffs  can  take  out  a  Patent  20 
{Newall  V.  Elliot  4  C.B.  N.S.  269,  at  page  294).  "  Experimental  and  tentative  " 
is  the  note  that  rings  right  through  this  evidence  of  Captain  Stewart.  Playing 
in  the  match  would  not  be  publication  at  all,  Gomish  v.  Keene  (1  Webst.  P.C. 
501),  Galloway  v.  Bleaden  (1  Webst.  P.C.  521,  at  page  529),  Hills  v.  London 
Gas  Company  (5  H.  &  N.  312,  at  page  337),  and  Pneumatic  Tyre  Company  v.  25 
Marwood  (14  R.P.C.  240),  were  also  cited. 

Judgment  was  reserved  and  delivered  on  the  28th  of  June  1905. 

BUCKLBT  J. — The  fascination  of  golf  lies  largely  in  the  great  variety  of 
strokes  and  the  consequent  difficulty  of  ensuring  success  in  all,  or,  speaking  for 
myself,  in  any  of  them.  There  is  an  irresistible  attraction  in  a  game  in-  which  30 
skill  seems  at  one  moment  to  have  been  attained  only  to  be  lost  the  next  with 
bewildering  suddenness.  Eye  and  muscle  must  be  trained  to  a  perfect  obedience, 
and  that  an  obedience,  not  to  repeat  the  operation  last  performed,  but  to  perform 
a  new  operation  varied  according  to  the  altered  circumstances  of  the  case.  For 
success  the  golfer  must  master  not  only  the  swing  and  follow  of  the  drive  but  35 
also  the  accuracy  of  the  approach  stroke  and  the  nice  judgment  and  perfect 
control  of  the  putt  on  the  green.  More  holes,  it  has  been  said,  have  been  lost 
on  the  green  than  have  been  won  by  the  length  and  accuracy  of  the  drive.  The 
ideal  golf  ball  must  be  one  which  will  assist,  or,  at  any  rate,  not  hinder  the 
player  in  any  variety  of  stroke  that  he  has  to  make.  The  Plaintiffs  claim  that  40 
their  Patentee  invented  such  a  ball  in  that  it  combines,  as  they  say,  two  con- 
tradictory qualities,  namely,  first,  a  high  resiliency  in  answer  to  a  heavy  blow 
on  the  tee,  and,  secondly,  a  muffle  upon  that  resiliency,  so  that  the  ball  becomes 
relatively  inelastic  for  the  purpose  of  putting  on  the  green. 

The  questions  to  be  determined  are,  first,  what,  upon  the  true  construction  of  45 
the  Specification,  is  the  invention  claimed  ;  secondly,  whether  the  Specification 
sufficiently  and  accurately  describes  the  method  of  manufacture,  or  whether  in 
one  particular  respect  directions  are  given  which  cannot  be  followed ;  thirdly, 
whether  the  Defendants,  in  the  construction  of  their  ball,  adopt  the  compound 
ball  which  is  the  subject  of  the  Patent ;  and,  fourthly,  whether  the  Patentee  50 
was  the  first  and  true  inventor  of  a  compound  ball  having  the  characteristics  on 
which  the  Plaintiffs  rely,  or  whether  sach  a  ball  had  been  made  and  used 
before  the  date  of  the  Letters  Patent. 

The  ball  which  the  Patentee  describes  is  a  composite  ball  made  up  of  a 
kernel,  a  core,  and  a  cover,  or  at  least  of  two  of  these,  a  core  and  a  cover.  55 
Nothing  turns  upon  the  kernel  for  the  purposes  of  this  case  unless  its  dimen- 
sions are  so  large  relatively  to  the  rest  of  the  ball  ae  to  reduce  the  core  to 
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relatWely  small  dimensions.  The  two  essential  parts  of  the  ball  are  the  core 
and  the  cover.  The  core  is  to  consist  of  highly  elastic  material,  snch 
as  rabber  thread  wound  under  high  tension  into  spherical  form,  page  1,  line 
12,*  or  may  be  made  from  any  analogous  material,  page  2,  line  16.t  This  the 
5  Patentee  says  possesses  a  remarkably  high  degree  of  elasticity  coupled  with 
high  rigidity  in  the  sense  of  resistance  to  distortion.  The  fact  is  that  the 
rubber  thread  under  high  tension  is  already  so  deformed  and  by  the  accumu- 
lation of  pressures  produces  so  great  a  pressure  (said  to  amount  to  something 
like  a  ton  at  the  centre  of  the  ball)  as  that  a  sphere  thus  formed  offers  a  very 

10  high  resistance  to  any  further  deformation,  and  possesses  an  extraordinary 
rapidity  of  return  from  deformation.  The  result  is  to  produce  a  high  degree  of 
elasticity  in  the  sense  of  resistance  to  deformation  and  rapidity  of  restitution. 
The  Patentee's  cover  is  to  possess  the  attributes,  icomparatively  speaking — 
compared,  that  is  to  say,  to  the  core— of  inelasticity,  toughness,  hardness  and 

15  lightness.  By  employing  such  a  core  and  such  a  cover,  the  Patentee  says  that 
his  ba]l  has  exceptionally  high  driving  qualities  owing  to  the  fact  that  the 
impact  of  the  golf  club  is  capable  of  distorting  it,  and  little  tendency  to  bound 
by  reason  of  the  fact  that  little,  if  any,  distortion  takes  place  upon  contact  with 
the  ground.    The  cover,  he  says,  acts  not  only  to  protect  the  core,  but  also  as 

20  a  muffle  to  the  core,  preventing  excessive  springiness  under  slight  impact,  and 
yet  permitting  the  concussion  of  the  golf  club  to  act  sufficiently  on  the  elastic 
core.  He  tells  you  that  you  may  regulate  the  elasticity  of  your  ball  by  regu- 
lating the  thickness  of  the  cover.  The  thicker  the  cover  the  less  the  elasticity, 
and  vice  versa.    As  the  case  was  opened  to  the  Court,  the  advantage  principally 

25  relied  upon  was,  that  a  golf  ball  thus  constructed  was  highly  resilient  on 
the  tee,  and  was  comparatively  inert  to  the  light  stroke  of  the  putter  on 
the  green.  I  am  not  sure  that  a  greater  reliance  has  not  been  placed  upon 
this  than  is  justified  by  the  language  of  the  Specification.  The  Patentee 
discriminates    between   contact    with    the    golf    club    and   contact  with  the 

30  ground  (see  page  2,  line  21%)  but  doe^  not  in  so  many  words  discriminate 
between  the  different  action  of  the  ball  when  in  contact  with  one  class 
of  golf  club  or  another  at  one  stage  or  another,  at  the  task  of  driving,  approach- 
ing and  putting.  At  the  same  time,  by  the  woixl  ^*  sufficiently,^*  at  page  2,  line 
35,§  he  does,  1  think,  mean  to  convey  that  the  muffle  of  his  cover  will  enable 

35  the  player  to  permit  the  concussion  of  the  golf  club  to  act  upon  the  elastic  core 
only  to  a  sufficient  extent,  meaning  that  a  slighter  blow  will  make  less  appeal  to 
the  latent  resilient  core.  The  result  of  the  evidence  as  to  the  action  of  the  ball, 
in  my  opinion,  is  that  under  a  heavy  blow  from  the  driver  on  the  tee  the  effects 
of  deformation  are  felt  deeply  down  to  the  centre  of  the  ball,  and  a  large 

40  amount  of  the  resilient  material  with  its  rapid  power  of  restitution  is  called  into 
action.  The  cover,  it  is  said,  will,  in  the  ball  at  rest,  be  slightly  in  tension. 
Probably  that  is  the  case,  but  the  tension  will  in  any  case  be  slight.  Under  the 
action  of  the  blow,  the  tension  will  be  rapidly  followed,  I  think,  by  compression 
of  the  cover,  with  the  result  that  the  weight  of  the  blow  taken  up  by  the  con- 

45  vexity  of  the  cover  will  be  imparted  rapidly  to  a  large  part  of  the  surface  of  the 
core,  and  will  penetrate  the  core  rapidly  from  the  different  points  of  contact  of 
the  large  surface.  Where,  on  the  other  hand,  the  ball  is  struck  lightly  with  the 
putter  on  the  green,  Uie  tension  will  in  like  manner  be  rapidly  followed  by 
compression  ;  but  the  blow,  while  it  will  penetrate  to  some  extent,  no  doubt,  to 

50  the  resilient  core,  will  do  so  but  to  a  small  extent,  and  the  behaviour  of  the  ball 
will  approach  more  nearly  to  the  behaviour  of  a  solid  gutta  ball  without  such  a 
resilient  core  as  the  Patentee  has  introduced.  It  seems  to  me  that  the  Patentee 
has  suggested  an  object  which  is  achieved  by  the  means  which  he  suggests  for 
its  attainment. 

*  Ante,  page  479,  line  42.  f  AnU,  page  480,  line  26. 

X  Ante,  page  48Q,  line  38.  §  Ante,  page  480,  line  46. 
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Upon  the  constraction  of  the  Specification,  the  next  qnoBtion  for  considera- 
tion is  the  proper  meaning  to  be  attached  to  the  word  *<  firntta-percha ''  as  there 
found.  Outta-percha  is  a  natural  product,  which,  as  taken  from  the  tree  in  the 
forest,  varies  widely  in  its  constitution  as  regards  the  percentage  of  resin,  and 
what  I  call  ^^  gatta  "  found  in  it.  The  percentage  of  resin  upon  the  evidence  5 
may  vary  from  something  like  14  per  cent.,  or  25  per  cent.,  up  to  something  like 
98  per  cent.  There  may  be  a  substantial  amount  of  resin,  or  it  may  be  nearly 
all  resin.  In  1898,  the  date  of  the  Plaintiffs*  Patent,  the  material  which  was 
used  for  the  manufacture  of  golf  balls  was  not  gutta-percha  as  drawn  from  the 
tree,  nor  the  same  material  cleansed  simply  from  dirt ;  it  was  gutta-percha  10 
from  which  the  resin,  or  the  greater  part  of  the  resin,  had  been  removed, 
and  the  resultant  product  used  for  the  purpose  of  making  a  golf  ball 
was  called  gutta-percha.  The  highly  resinous  natural  product  may  not 
improperly  be  called  impure  gutta-percha,  and  the  product  from  which  the 
resin  or  the  greater  part  of  it  has  been  removed,  called  gutta-percha.  In  15 
this  Specification  I  think  that  gutta-percha  does  not  mean  the  natural 
product  containing  its  resin,  but  the  substance  arrived  at  by  dealing  with 
gutta-percha  so  as  to  produce  that  material  which  was  at  that  date  (1898)  used 
for  the  making  of  golf  balls. 

When  I  come  to  the  Claims,  I  find  that  in  Claims  2  and  4  the  cover  is  to  be  20 
made  of  gutta-percha,  while  in  Claims  1  and  3  it  is  made  of  any  relatively  (that 
is,  relatively  to  the  core)  hard  inelastic  material  enclosing  the  core,  and  from 
the  language  at  page  2,  line  40,*  it  is  plain  that  in  Claims  1  and  3  the  Patentee 
is  extending  his  claim  beyond  gutta-percha,  and  including  any  substance  which 
is,  in  relation  to  the  core,  hard  and  inelastic.    Under  these  circumstances  I  25 
arrive  at  the  conclusion,  upon  the  construction  of  the  Specification,  that  that 
which  the  Patentee  is  claiming  is  a  compound  ball,  comprising  such  a  core  and 
such  a  cover  as  are  described,  substantially  as  and  for  the  purpose  set  forth  iu 
the  Specification,  of  which  the  core  is  to  be  composed  of  rubber  thread  wound  under 
tension,  or  any  analogous  material,  and  the  cover  is  to  be  composed  of  gutta-  30 
percha  in  the  sense  which  I  have  stated,  or  a  material  hard  and  inelastic 
relatively  to  the  core.    Under  these  circumstances  the  Patent,  I  think,  is  for  a 
ball  constructed  on  a  particular  principle  according  to  a  particular  mode  of 
construction,  and  so  as  to    produce  a  particular  result,  and  not  for  a  ball 
composed  of  defined  materials  treated  in  a  defined  manner.   In  such  a  case,  as  35 
was  stated  by  Mr.  Baron  Alderaon  in  Jupe  v.  Pratt  (1  Webst  P.C.  146),  the 
Patentee  having  taken  out  a  Patent  for  a  principle  coupled  with  a  mode  of 
carrying  the  principle  into  effect,  can  protect  himself  from  all  otiier  modes  of 
carrying  that  principle  into  effect    This  passage' was  cited  by  Lord  Davey  in 
Chamberlain  and  Hookham  v.  Mayor    of    Bradford    (20    R.P  C.    673,   at  40 
page  684)  as  stating  a  principle  of  law  which  is  free  from  doubt    In  this  view 
Claims  1  and  3  are  not  too  wide,  even  though  they  extend  to  all  other  relatively 
hard  and  inelastic  materials  as  well  as  gutta-percha ;  but  if,  contrary  to  my 
opinion,  the  Patent  is  not  for  a  principle  or  mode  of  construction,  and  a  way  of 
carrying  it  into  effect,  but  is  for  the  use  of  particular  materials  used  in  combi-  45 
nation  so  as  to  produce  a  defined  result,  then  I  think  that  the  Patent  would  be 
bad,  in  that  the  Patentee  has  not  told  the  public  what  are  the  materials,  other 
than  iicutta-percha,  that  are  to  be  used  for  his  cover.    Being,  however,  of  opinion 
that  this  is  a  Patent  for  a  ball  constructed  upon  a  certain  principle — ^that  is, 
constructed  in  a  particular  manner— coupled  with  a  mode  of  carrying  the  50 
principle  into  effect,  I  shall,  when  I  come  to  the  alleged  prior  users,  have  to 
consider  whether  that  principle  or  mode  of  construction  is  new. 

A  principal  part  of  the  Defendants'  case  lay  in  an  attack  upon  an  alternative 
method  of  putting  on  the  cover  which  is  given  by  the  Patentee  at  page  2,  lines 

*  iifif«,pH«^801ins68L 
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12  to  15,*  namely,  by  dipping  the  core  into  a  Bolation  of  gatta-percha.  Upon 
this  matter,  a  number  of  experiments  were  made,  and  a  large  amount  of 
evidence  was  given.  The  result  of  these,  in  my  opinion,  is  that  the  alternative 
process  suggested,  although  it  requires  knowledge  and  care,  is  workable.  An 
5  argument  was  strongly  pressed  upon  me  that  the  professional  employed  upon 
every  golf  links  in  the  country  has  for  years  been  in  the  habit  of  making  golf 
balls,  and  that  such  a  person  could  not  successfully  employ  this  alternative 
method.  I  agree  that  he,  perhaps,  would  fail  if  he  attempted  it,  but  he  is  not 
the  person  who  is,  for  this  purpose,  the  ordinary  and  competent  workman 

10  acquainted  with  this  industry.  The  professional  only  made  golf  balls  in  the 
sense  that  be  bought  the  gutta-percha  ready  prepared,  heated  it,  and  compressed 
it  in  a  mould,  or  he  took  golf  balls  which  had  been  used  and  were  deformed, 
heated  them,  and  renewed  their  true  form  by  the  use  of  the  mould.  He  was  in 
no  proper  sense  a  workman  acquainted  with  the  industry  of  dealing  with 

15  gutta-percha.  A  Patentee  is  not  bound  to  introduce  into  his  Specification 
knowledge  which  is  elementary  to,  or  is  already  known  by,  those  who  are 
conversant  with  the  subject-matter  with  which  he  is  dealing.  He  must 
disclose  everything  which  it  is  necessary  to  add  to  the  previously  existing 
knowledge  of  the  world  to  enable  the  public  to  carry  his  invention  into  effect 

20  but  in  this  sense  the  existing  knowledge  of  the  world  does  not  mean  the 
knowledge  of  those  who  have  never  studied  the  subject,  but  the  knowledge  of 
those  who  have  done  so  and  are  conversant  with  the  existing  knowledge  with 
reference  to  that  subject-matter.  I  am  satisfied  upon  the  evidence  that  persons 
conversant  with   india-rubber  and  gutta-percha,  and  the  solvents  of   those 

25  respective  substances,  would,  by  the  application  of    ordinary  skill  and,  if 

necessary,  by  trial  and  experiment,  which  they  may  be  called  upon  to  make 

{Edison  v,  Holland  6  R.P.C.  278),  using  their  existing  knowledge,  have  been 

able  to  use  that  alternative  method  of  putting  on  the  cover. 

The  Defendants  are  attacked   in  respect  of  three  balls,  called  respectively 

30  the  "Eagle,*'  the  "Hawk,"  and  the  "Kite."  In  the  relative  size  of  kernel, 
core,  and  cover,  the  "  Eagle "  is  substantially  identical  with  the  Plaintiffs' 
ball.  In  the  "Hawk"  the  kernel  is  much  enlarged  and  the  core  is  of 
comparatively  small  dimensions  but,  in  my  opinion,  not  so  small  as  that 
the  quality  of  resilience  of  wound  rubber  thread  is  not  employed.    In  the 

35  "Kite"  the  kernel  and  the  core  are  substantially  the  same  as  the  Haskell^ 
but  in  the  aggregate  are  slightly  larger,  so  that  the  cover  is  thinner,  and  the 
Defendants  say  materially  thinner.  None  of  the  variances  of  the  Defendants' 
three  balls,  or  any  of  them  are,  I  think,  such  as  to  carry  them  outside  the 
applicalion  of  the  principle  upon  which  the  Plaintiffs  rely.    It  may  be  that,  if 

40  the  cover  were  reduced  to  a  mere  film,  or  as  nearly  as  possible  a  film  of  gutta^ 
percha,  so  as  to  act  only  as  a  protection  to  the  core  without  having  any  action 
as  a  mufiBe,  the  ball  might  be  outside  the  Plaintiffs*  principle,  but  that  I 
think  is  not  true  of  the  "  Kite."  The  Defendants*  cover  is  made  of  a  material 
called  "  Springvale  material,"  which  is  not  identical  with  the  gutta-percha  used 

45  by  the  Plaintiffs.  "  Springvale  material "  is  composed  of  caoutchouc,  gutta 
(that  is  to  say,  gutta-percha  with  the  resin  removed),  lime  and  sulphur  in  the 
proportions  given  by  Mr.  Hutchison.  As  the  result  of  the  vulcanisation  of  this 
compound  there  is  produced  a  material  which  has  some  extraordinary  qualities. 
It  is  no  longer  plastic  as  gutta-percha  is,  in  the  sense  that  when  heated  the 

50  particles  fiow  into  a  new  relative  position  which  they  subsequently  retain  when 
heated  a  second  time.  It  is  a  substance  which  is  not  plastic  in  that  sense 
although  it  may  under  compression  be  moulded  into  a  form.  If  it  has  been  so 
moulded,  and  then  be  heated  again,  it  resumes  it  former  shape.  These  fitcts 
would  be  material  if  the  Plaintiffs  were  using  "  Springvale  material,"  and  the 
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Defendants  were  alleging  that  in  so  doing  they  were  infringing  some  Patent 
belonging  to  the  Defendants,  bnt  they  are  immaterial,  I  think,  for  the  purpose 
of  this  case.  The  question  is  not  as  to  these  peculiar  properties  of  **  Springvale 
"  material,''  but  is  whether  that  material  falls  within  the  description  which  the 
Patentee  gives  of  the  substance  which  is  to  be  used  for  his  cover,  namely,  5 
gutta-percha,  or  one  of  its  substitutes,  or  some  other  material  possessing  the 
attributes,  comparatively  to  the  core,  of  inelasticity,  toughness,  hardness  and 
lightness.  The  Defendants  could  not,  I  think,  succeed  upon  non-infringement 
upon  the  ground  that  their  cover  is  of  "  Springvale  material,"  if  the  Plaintiflb 
succeed  in  upholding  the  validity  of  their  Patent.  The  Defendants  have  sought  10 
to  set  up  that  **  Springvale  material "  is  not,  comparatively  to  the  core,  inelastic. 
It  seems  to  me  that  certainly  it  is.  If  the  contrary  were  the  fact  they  would 
construct  their  ball  of  "  Springvale  material "  throughout,  and  not  insert  within 
their  cover  the  more  resilient  substance  composed  of  wound  rubber  thread. 

Under  these  circumstances,  the  case  falls  to  be  decided  upon  the  issue  of  15 
novelty.    Upon  this  point,  the  Plaintiffs  start  with  some  undisputed  facts  which 
tell  largely  in  their  favour.    Some  40  or  50  years  ago  the  golf  ball  was  made  of 
compressed  feathers  with  a  gutta-percha  cover.    That  was  succeeded  by  the 
solid  gutta  ball,  which  was  made  by  a  great  many  people  in  a  great  many  ways* 
One  maker  speaks  of  having  made  at  one  time  60  different  kinds  of  gutta  balls,  80 
or  at  any  rate  balls  by  60  different  names,  differing  each  from  the  others  more 
or  less ;  the  "  Eclipse  "  and  the  "  Ocobo  "  were  two  well-known  forms  and  there 
were  many  others.    Down  to  1902  the  solid  gutta  ball,  in  some  one  or  other  of 
its  many  makes,  held  the  field.   In  1902,  the  Haskell  ball,  with  its  wound  rubber 
core  came  on  the  market.    The  result  was  that  it  swept  the  field.    One  large  25 
manufacturing  firm,  which  had  a  large  number  of  gutta  balls  in  stook,  had  to 
melt  them  down  because  they  commanded  no  sale.    Substantially,  the  advent 
of  the  Haskell  ball  was  the  death-blow  to  the  solid  gutta  ball.    Facts  snch  as 
these  go  far  .to  show  that  there  must  be  subject-matter,  and  there  must  be 
i^ility,  and,  until  displaced,  go  largely  to  show  novelty.     Every  subsequent  30 
invention   or  improvement  of  the  golf  ball  has  been,  I  am  told,  upon  the 
system  of  the  rubber-cored  ball.    The  Plaintiffs  start  with  this  position  of 
advantage.    Was  then  that  which  Plaintiffis  allege  to  be  their  invention  new  ? 
In  the  language  of  the  Statute  of  Monopolies,  was  it  one  '<  which  others  at  the 
"  time  of  making  "  the  Letters  Patent  of  1898  "  did  not  use."     Upon  this  part  35 
of  the  case  there  is  a  large  mass  of  evidence.    It  is  established  beyond  dispute 
that,  from  a  time  dating  back  to  25  or  35  years  ago,  balls  made  by  winding 
rubber  thread  were  manufactured  and  sold.      There  was  an  industry  of  a 
humble  kind,  but  ample  for  this  purpose,  which  existed  at  Derby,  or  principally 
at  Derby,  in  making  such  balls  of  india-rubber  thread,  and  one  old  lady.  Mis.  40 
Hickinbottony  was  a  witness  who  wound  such  a  ball  by  my  side.    She  may, 
perhaps,  not  improperly  be  described  as  the  principal  manufacturer  in  that 
humble  trade.     She  boaght  rubber  thread  waste  for  a  small  sum,  consisting  of 
rubber  thread  in  mixed,  short,  and  long  lengths — it  might  be  a  few  inches,  it 
might  be  a  few  feet  long ;  she  used  it  for  winding  into  toy  balls  for  children.  45 
Her  balls  consisted  of  a  centre  made  up  either  of  cotton  waste  or  of  the  very 
shortest  lengths  of  the  rubber  thread,  which  in  that  case  was  simply  used  in  a 
mass,  and  round  one  or  other  of  these  as  a  core  she  wound  as  much  rubber 
thread  as  she  could  afford,  having  regard  to  the  fact  that  she  was  going  to  sell 
the  ball  for  ^rf.,  or  perhaps  Id.    There  is  some  evidence  of  a  Mrs.  Hawkesworth,  50 
who  seems  to  have  been  the  moneyed  woman  in  the  trade.    She  sometimes  rose 
to  a  higher  grade  of  ball  in  which  the  winding  was  carried  from  the  centre  of 
the  ball  throughout.    Toy  balls  of  this  description  were  made  in  very  substan- 
tial  numbers— many  hundreds  of  gross.    Nobody  pretends  that  the  nuinujbc- 
ture  of  such  a  ball  as  t)iAt  was  in  itself  an  anticipation.     The  Plaintiffs'  Patent  55 
is  not  for  a  ball  of  wound  rubber  thread,  but  for  a  combination  of  that  and 
something  else.    However,  the  same  rubber  thread  was  used  by  other  persons 
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for  other  purposes.  Some  of  the  witnesses  bought  these  toy  balls  and  used  the 
rubber  thread  which  was  on  them  in  the  construction  of  more  ambitious  balls. 
Some  of  these  I  may  pass  over  with  but  few  words,  for  they  were  constructed 
not  with  the  object  of  achieving  a  thing  like  a  golf  ball.  The  witnesses  Garter 
5  and  Garmichaely  for  instance,  speak  of  balls  which  they  made  for  a  game  of 
hand-ball,  an  essential  part  of  which  was  catching  the  ball.  Anybody  who  has 
tried  to  catch  a  golf  ball  when  travelling  at  a  reasonable  rate  of  speed  will  not 
be  likely  to  attempt  it  a  second  time,  and  will  learn  that  a  golf  ball  is  certainly 
not  appropriate  for  a  game  in  which  the  essence  lies  in  catching.     Then  there 

10  were  two  witnesses,  Frowd  and  LanSy  who  spoke  to  the  making  of  base  balls. 
They  again  were  totally  different  from  a  golf  ball.  Then  a  witness  named 
WingcUe  spoke  to  a  ball  which  he  said  he  used  to  pick  up  on  the  golf  links, 
and  he  and  his  fellow  boys  used  them  to  play  a  game  called  *'  shinty.*'  They 
were  covered,  he  said,  with  something  resembling  leather.     As  to  these  balls, 

Ij^  having  regard  to  the  evidence  of  Motion  and  Forgan^  who  were  called  to  rebut 
Wingate'e  evidence,  I  cannot  arrive  at  the  conclusion  that  such  a  ball  as  Win- 
gate  speaks  of  was  ever  used  for  golf.  Hewitt's  evidence  as  to  the  ball  comes 
to  nothing.  This  leaves  three  alleged  prior  users,  namely  Stanley^  George 
Ferniey  and  Stewart^  upon  which  the  Defendants  principally  placed  reliance. 

20  As  regsurds  Stanley^  I  cannot  found  any  decision  in  this  case  upon  the  evidence 
which  he  gave,  having  regard  (a)  to  his  position  as  the  servant  of  Martin^  who 
is  the  maker  of  a  rival  ball ;  {h)  to  the  mistake  which  Stanley  allows  he  made 
in  his  evidence  as  to  the  date  when  he  saw  Job  Welding  last ;  ip)  to  the  fact 
that  it  took  place  at  Birmingham  after  Stanley  had  given  his  evidence,  and 

25  enquiry  had  to  be  made  to  find  Job  and  George  Welding  \  and  {d)  to  the 
evidence  which  Job  and  George  Welding  have  given.  I  can  place  no  reliance 
upon  Stanley's  testimony.  It  remains,  however,  to  consider  the  prior  users 
alleged  in  the  case  of  George  Fernie  and  of  Captain  Stewart  George  Femie  is 
a  golf  professional  who  speaks  to  having  made,  in  1893,  golf  balls  with  rubber 

go  '}^  them,  by  taking  a  core  of  cork  and  using  rubber  cut  in  strips  from  the  burst 
bladders  of  footballs.  From  the  bladders  he  cut  strips  in  the  form  either  of  a 
triangle  or  of  two  triangles  joined  at  their  bases,  having  a  width  at  the  base  of 
the  triangle,  or  at  the  widest  part  of  the  double  triangle,  of,  say,  three-eighths 
of  an  inch,  tapering  off  to  nothing.    He  wound  these  under  tension,  tied  them 

35  with  Irish  thread  or  ply,  and  covered  them  with  gutta-percha.  He  says  he 
made  two  dozen  of  these  rubber- wound  balls  and  sold  them  at  M.  each,  classing 
them  as  re-made  balls  ;  but  later  he  sold  the  secret  of  their  make  to  his  brothei^ 
William  Fernie.  The  invention  does  not  seem  to  have  been  very  successful ; 
the  balls  cracked.    George  Fernie  left  for  Ireland  in  September  1898,  and  was 

40  away  for  the  next  five  years.  William  Fernie^  the  brother,  gives  evidence  and 
says  that  it  is  quite  true  he  bought  this  secret.  He  remembers  George  making 
the  balls,  and  that  George  told  Idm  he  was  putting  in  football  rubber,  but  he 
thinks  that  they  cracked.  William  Fernie^  in  1904,  took  out  a  Patent  which 
he  says  was  a  Patent  for  what  George  had  told  him  some  years  before.    The 

45  Specification  includes  india*rubber  thread  or  broad  bands  of  rubber  wound 
under  tension.  He  did  not  go  on  with  the  Patent  after  the  Provisional  Specifica- 
tion. I  do  not  see  any  reason  to  doubt  this  evidence.  A  ball  constructed  as  George 
Femie  constructed  it,  seems  to  me  to  have  been  a  ball  constructed  according  to 
the  Plaintiffs'  principle  or  mode  of  construction.  It  is  true  that  the  manufacture 

50  and  sale  were  not  of  large  dimensions.  The  balls  cracked.  But  the  failure 
seems  to  have  resulted,  not  from  any  essential  difference  in  the  mode  oi  manu- 
facture, but  probably  from  defects  in  the  perfection  of  manufacture.  It  is  ist 
significant  fact  that  the  Haskell  ball  itself,  although  patented  in  1898,  was  not 
at  first  a  success,  and  there  seems  to  me  to  be  good  ground  for  the  Defendants* 

{(5  contention  that  its  ultimate  success  was  due,  not  to  any  novelty  in  the 
principle  of  construction,  but  to  perfection  in  the  details  of  construction  in  that 
the  rubber  thread  was,  by  the  use  of  a  machine  which  was  patented  in  1900, 
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wound  with  much  greater  regularity  of  tension,  and  probably  that  homogenity 
by  close  compression  of  cover  and  core  was  more  successfully  achieved.  The 
last  case  which  I  have  to  mention  is  that  of  Captain  Duncan  StewarCs  ball. 
Much  turns  in  this  case  upon  his  evidence,  and  as  that  evidence  may  have  to  be 
read,  if  this  case  goes  further,  by  Judges  who  have  not  had  the  opportunity  5 
which  I  have  had  of  hearing  it  given,  I  feel  bound  to  make  upon  it  the  obser- 
vations which  follow.  Captain  Steivart  is  now  71  years  of  age.  He  speaks  to 
events  which  took  place  30  years  ago.  He  does  not  pretend  that  his  memory  is 
absolutely  to  be  trusted.  He  is  a  person  who  was  an  enthusiast  upon  the 
subject  of  making  golf  balls,  and,  like  many  an  enthusiastic  inventor,  I  am  10 
willing  to  believe  that  his  evidence  may  quite  unconsciously  be  tinged  to  some 
extent  by  his  enthusiasm  for  his  Patent.  Subject  to  these  two  observations,  I 
accept  the  whole  of  Captain  Stewards  evidence  without  any  reserve  whatever. 
I  regard  him  as  a  witness  who,  having  absolutely  no  personal  interest  in  the 
question  which  I  have  to  decide,  has  to  the  best  of  his  ability  told  me  exactly  15 
what  he  could  tell  me  upon  the  subject.  Further,  I  should  be  shrink- 
ing from  doing  my  duty  if  I  did  not,  even  at  the  risk  of  giving 
pain,  add  this :  In  reading  his  answers  in  cross-examination,  allowance 
must  be  made  for  the  difficult  circumstances  in  which  he  was  placed 
by  the  way  in  which  the  cross-examination  was  conducted.  At  one  stage  20 
I  found  it  necessary  to  intervene  for  his  protection.  The  cross-examination, 
without  the  smallest  intention  of  being  in  any  way  unfair,  was  conducted  with 
so  much  impatience  and  hostility  that  the  witness  deserved  commendation  for 
having  maintained  as  well  as  he  did  his  -composure  and  temper.  Mr.  MouUon 
in  his  reply  dwelt  upon  the  inconsistencies  which  he  said  are  to  be  found  in  25 
Captain  Stewards  evidence.  **  If  you  proceed,"  he  said,  "  by  the  accuracy  of 
•*  of  his  answers  you  find  his  evidence  a  mass  of  contradiction."  This  compels 
me  to  say  what  I  have  said  as  to  his  cross-examination.  I  do  not  think  there 
are  inconsistencies  of  any  moment,  but,  if  there  are,  I  do  not,  in  weighing  his 
evidence,  regard  them  as  detracting  in  any  way  from  the  value  of  his  testimony.  30 
If  there  be  inaccuracy  in  any  answer,  it  is,  I  think,  to  be  attributed,  not  to  the 
witness,  but  to  the  impetuosity  of  counsel,  and  the  consequent  difficulty  in 
which  the  witness  was  placed  of  fairly  grasping  the  meaning  of  the  question 
put,  and  of  the  subject-matter  to  which  it  was  skddressed.  Since  the  argument 
of  the  case  was  concluded,  I  have  read  at  length  the  evidence  of  Captain  Stewart^  35 
and  of  the  two  FemieSy  and  of  Tom  Morris^  and  have  referred  to  the  evidence 
of  others,  with  the  result  that  I  find  the  facts  to  be  as  follows.  Captain  Stewart 
was  an  enthusiast,  continually  experimenting  in  the  making  of  golf  balls.  He 
made  many  kinds.  Amongst  them  was  a  ball  of  wound  rubber  thread  enclosed 
in  a  cover  of  gutta-percha.  He  made  these  from  about  1871  to  as  late  as  1879.  40 
In  the  course  of  those  years  he  arrived  at  what  he  considered  to  be  a  satisfactory 
ball.  In  his  view  it  was  the  best  ball  he  made,  or  knew.  He  played  with  it 
himself ;  he  gave  it  to  friends ;  he  sold  it  often  to  MitcJielUInnes ;  when  a 
fellow-golfer  was  not  willing  to  accept  a  ball  as  a  present  he  would  take  a 
shilling  for  it.  He  sent  some  to  Tom  Morris^  and  to  Thornton  for  sale,  and  45 
some  of  them  were  sold.  He  disclosed  the  construction  of  the  ball  to  MitchM- 
InneSy  and  his  impression  is  that  he  told  others,  but  he  is  not  sure.  He  kept 
the  construction  of  it  a  secret  from  professionals,  and  did  not  want  any 
who  were  golf  ball  makers  to  know  it.  He  regarded  it  as  a  secret  of  importance, 
and  did  not  want  to  disclose  it  to  any  one  in  the  trade  or  professionally  engaged  50 
in  golf.  Notwithstanding  that  he  had  arrived  at  this  which  he  thought  was, 
and  continued  to  make,  because  it  was  a  satisfactory  ball,  he  could  not  sell  it 
commercially  ;  it  had  no  click,  and,  according  to  the  sentiment  of  the  day,  golf 
without  a  click  was  not  golf,  but  a  waste  of  time.  So  he  went  on  with  his 
composition  ball  which  he  was  able  to  sell,  and  when  he  took  out  his  Patent  in  56 
1876  it  was  for  the  composition  ball.  The  wound  rubber  thread  ball  wa&  in 
his  view  the  best  ball  to  play,  but  the  composition  ball  was  the  best  ball  to 
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eell.  His  mantifactnre  therefore  continued  principally  to  be  of  the  composition 
ball,  but  he  made,  and  used  to  give  to  others  to  use,  and,  to  the  extent  I  have 
stated,  sold  to  others  for  use,  the  wound  rubber  thread  ball.  He  did  so  to  the 
extent  of  many  dozens.  In  1879  he  left  St.  Andrews  and  went  to  live  at 
5  Campbeltown.  He  was  captain  of  the  golf  club  there,  and  played  occasionally, 
but,  in  substance,  from  the  time  he  left  St.  Andrews  in  1879  his  enthusiasm 
was  over,  whether  for  making  golf  balls  or  playing  golf,  and  after  1879  he 
ne^er  made  a  rubber  wound  Ixdl.  Upon  these  facts  was  there  prior  user  ?  In 
order  to  answer  this  question  I  was  invited  in  argument  to  ask  myself  another, 

10  namely — Could  Captsdn  Stewart  himself,  in  1879,  have  taken  out  a  Patent  for 
his  wound  rubber  thread  ball  ?  In  my  opinion  he  could  not.  His  action,  I 
think,  had  proceeded  beyond  mere  incomplete  experimental  user.  It  is 
a  question  of  fact  in  each  case  whether  a  prior  user  has  amounted  to  a 
publication,  or  only  to  an  incomplete  experimental  user.    Captain  StewarVa 

15  action  had  resulted  in  arriving  at  what  he  considered  a  satisfactory  ball, 
the  best  ball  to  play  which  he  knew,  and,  in  the  publication,  user,  and  sale 
of  that  ball  to  the  extent  which  I  have  stated.  But,  assuming  that  the  answer 
to  that  question  ought  to  be  to  the  contrary  efiPect,  and  that  Captain  Stewart 
could,  in  1879,  have  taken  out  a  Patent ;  it  does  not,  I  think,  follow  that  the 

20  Plaintiffs  could  do  so.  There  is  considerable  difference  between  an  experi- 
mental user  (which  is  to  some  extent,  or  wholly  secret)  of  an  invention  by  a 
Patentee  himself,  and  by  a  person  other  than  the  Patentee.  What  I  have  to 
consider  is  whether  the  Plaintiffs  in  this  action  could,  in  1879,  have  taken  out 
a  Patent,  and  then  obtained  au  injunction  against  Captain  Stewart  to  restrain 

25  him  from  manufacturing  his  wound  rubber  thread  ball.  In  the  language  of 
the  Statute  of  Monopolies^  was  the  construction  of  the^  Haskell  ball,  the  par- 
ticular combination  here  in  question,  one  which  Captain  Stewart^  and  those  to 
whom  he  gave  and  sold  his  ball,  had,  at  the  time  of  the  making  of  the  Plaintiffs* 
Letters  Patent,  not  used  ?    I  think  it  was  not.    If  I  am  right  in  my  view  of 

30  the  evidence,  the  thing  for  which  the  Plaintiffs  claim  novelty  was  not  new,  for 
Captain  Stewart  had  done  it  and  published  it  before.  It  is  immaterial  that  he 
did  not  continue  to  use  it  down  to  1898.  Femie^  or  Stewart^  and  not  the 
Patentee,  was  the  firiBtand  true  inventor.  Let  me  repeat  the  factors  or  ingre- 
dients in  which,  in  my  judgment,  the  novelty  is  said  to  consist.    A  ball  of 

35  wound  rubber  thread  was  not  new ;  a  cover  of  gutta-percha  was  not  new.  The 
novelty  is  said  to  consist  in  a  composite  ball  cojasisting  of  a  latent  resilient  core 
of  wound  rubber  thread,  or  other  analogous  material  mu£Bed  by  a  cover  of 
relatively  hard,  inelastic  material.  That  construction  was  the  construction 
adopted  by  Femie  and  by  Captain  Stewart    The  Plaintiffs  fail,  I  think,  on 

40  the  issue  of  novelty.  Under  these  circumstances  the  action  must  fail,  and  I 
dismiss  it  with  costs. 

Botisfield  K.C. — ^Your  Lordship  will  certify  for  the  two  Objections  your 
Lordship  has  found  in  our  favour  ?  With  regard  to  the  Specifications^  will 
your  Lordship  certify  they  were  reasonable  and  proper  ?    They  showed  the 

45  state  of  the  art.     . 

BnCKLBY  J. — ^There  is  nothing  in  the  Specifications.    They  were  merely 
referred  to  for  the  purpose  of  making  me  understand.    I  will  allow  the  two 
prior  users. 
Bousfidd  K.C.  applied  for  Certificates  for  costs  on  the  higher  scale  and  for 

50  three  Counsel.    After  some  discussion  in  which  the  case  of  Dunlop  Tyre 

Company  v.   Wapshare  Tube  Company  (17  R.P.a  433)  was  referred  to,  the 

application  v^as  acceded  to. 

On  the  10th  of  July  1905,  Astbury  K.C.— This  is  an  application,  which  should 

.  have  been  m^e  at  the  close  of  your  Lordship's  judgment,  on  behalf  of  the 

55  Plaintiffs,  asking  that  the  Defendants  should  be  directed  to  pay  certain 
costs.  The  Order  has  not. been  drawn  up  and  entered,  «o  I  assume  we 
are  under  the  Rules,  and  your  Lordship  has  full  power  to  make  .tilie'  Order 
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.    Hcukell  Oolf  BaJi  Company  v.  ffiUchisbn  (No.  2\ 

naSv,  if  BO  minded.  I  do  not  think  there  is  any  magic  in  doing  it  atone 
time  rather  than  at  another  if  the  parties  are  not  put  to  extra  expense.  We 
ask  by  our  Notice  of  Motion  that  the  Order,  when  drawn  np,  shall  provide  for 
the  Defendants  paying  to  the  Plaintiffs  the  costs  of  the  action  so  &r  as  the 
costs  have  been  increased  by  the  following  issues,— (1)  That  the  PlaintifEs  are  & 
not  the  registered  owners ;  (2)  That  the  original  Claims  of  the  Specification 
were  not  framed  in  good  faith  and  with  reasonable  skill  and  knowledge ;  (3) 
That  the  Defendants  have  not  infringed ;  and  then  the  issues  of  the  Particulars 
of  Objections  other  than  the  two  your  Lordship  found  in  favour  of  the  Defen- 
dants. I  can  cite  one  or  two  cases  where  the  same  thing  has  been  done  by  the  'iO 
Courts  before.  I  think  I  am  right  in  saying  that  every  issue  in  this  case  was 
decided  in  favour  of  the  Plaintiffs  except  the  two  prior  users. 

BuOKLBT  «7. — I  dismissed  the  action  with  costs. 

Astbury  K.C. — That  the  Plaintiffs  have  to  pay  the  general  coste  of  the  action 
I  quite  appieciate,  but  so  far  as  the  separate  issues  are  concerned — ^take  the  Ifi 
case  of  whether  or  not  a  ball  could  be  made  by  dipping — ^there  was  a  very  large 
amount  of  evidence 

BUGKLBT  J. — That  has  all  been  adjudicated  upon.    I  have  dismissed  the 
Action  with  costs,  and  I  dismiss  this  Motion  with  costs. 


In  ths  High  Coubt  of  Justioa.— Ohanobbt  Ditisiok.  20 

Befwre  Mr.  JtrsTiOB  Wabbinoton. 

August  5th,  1905. 

E.  M.  BowDBV's  PATBi!rrs  Sybtdioatb  Ld.  v.  Hbbbbbt  Smith  A  Co. 

Podrnt.— Action  for  infringement  of  two  Patents^  Plaintiffs  offering  no 
evidence  as  to  one  Patent.^A4foumment  of  trial  with  leave  for  Plaintiff^  to  25 
amend  as  to  parties  and  otherwise. — Amendment  made. — Action  reetored.^ 
Judgment  for  Plaintiffs  on  the  Patent  as  to  which  the  trial  proceeded  and  for 
the  Dtfendante  on  the  other. 

This  was  an  action  for  infringmnent  of  Letters  Patent  (No.  14,402  of  1897) 
granted  to  Ernest  Momington  Bowden  and  of  Letters  Patent  (No.  l<i,819  of  30 
1899)   granted  to   John  Dring  and  Thomas  Leigh  Mitchelnutre,   both   for 
**  Improvements  in  and  relating  to  brakes   for  velocipedes  and  oQier  road 
"vehicles." 
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^,  M,  JBotvden'9  Patents  Syndicate  Ld.  v.  Herbert  Smith  Jt  Go. 

The  Plaintiffs  E.  M.  Bowderi'a  Patents  Syndicate  Ld.  were  at  the  date  of  the  writ 
i^ot  the  legal  owners  of  Bowden^s  Patent,  but  were  eqaitably  entitled  to  it ;  they 
obtained  an  assignment  of  that  Patent  after  the  commencement  of  the  action.  The 
action  first  came  on  for  trial  before  Warrington  «7.  on  the  4th  and  5th  of  May 
5  1904y  when  the  Plaintiffs  offered  no  evidence  in  respect  to  the  second  Patent^and  it 
was  held  by  Warrington  J.  that  the  legal  owners  of  Bowden's  Patent  at  the  date 
of  the  writ  were  necessary  parties.  Leave  was  given  to  the  Plaintiffs  to  amend 
their  writ  and  Statement  of  Claim  by  adding  the  legal  personal  representatives 
of  E.  M.  Bowden^  deceased,  as  Plaintiffs  and  otherwise  in  relation  thereto  as 

10  they  might  be  advised,  and  H  was  ordered  that  the  Defendants  might  be  at 
liberty  to  amend  their  Statement  of  Defence  and  Particulars  of  Objections  as 
they  might  be  advised,  the  costs  of  the  hearing  on  the  4th  and  5th  of  May  1904 
and  any  costs  thrown  away  by  reason  of  such  amendment  to  be  the  costs  of  the 
Defendants  in  any  event,  and  the  action  to  stand  over  generally  (see  21  R.P.O. 

15  438).    The  Plaintiffs  appealed  against  this  Order,  but  the  appeal  was  dismissed 
(21  R.P.C.  596).    The  Statement  of  Claim  and  Defence  as  originally  delivered 
will  be  found  in  the  report  of  the  trial  before  WARRINGTON  J. 
.  Subsequently  to  this  decision,  the  Plaintiffs  amended  their  writ  by  adding 
James  Pateshall  Bowden^  the  administrator  of  the  estate  of  E.  M.  Bawden 

20  deceased,  as  a  Plaintiff,  and  made  consequential  alterations  in  their  State- 
ment of  Claim,  and  also  alleged  therein  the  assignment  of  the  15th  day  of 
October  1903,  referred  to  in  the  previous  report.  The  Defendants  also  amended 
their  Defence,  and  in  particular  alleged  that  during  the  hearing  on  the  5th  of 
May  1904  the  Plaintiffs  consented  to  judgment  for  the  Defendants  upon  so 

25  much  of  the  action  as  related  to  the  second  Patent,  and  that  it  was  ordered  that 

in  the  Order  to  be  drawn  up  upon  final  judgment  that  part  of  the  action  should 

be  dismissed  with  costs.    The  Defendants  also  amended  their  Particulars  of 

Objections  to  Bowden^e  Patent. 

The  action  was  restored  to  the  list  and  came  on  again  for  trial  on  the  5th  of 

30  August  1905. 

MouUon  K.C.,  T.  Terrell  K.C.,  and  E.  F.  Lever  (instructed  by  A.  Withers) 
appeared  for  the  Plaintiffs ;  A.  J.  Walter  and  Sinclair  (instructed  by  Phillips 
and  Boyle)  appeared  for  the  Defendants. 
Terrell  K.C.  for  the  Plaintiffs. — Since  this  action  was  before  the  Court  a 

35  Petition  for  Revocation,  presented  by  Herbert  E.  Smith  to  revoke  another 
Patent  of  Bowden^  has  been  before  FartveU  J.*  That  Patent  was  practically  for 
the  same  invention  as  this,  but  this  Patent  is  the  application  of  that  invention 
to  bicycles,  tricycles,  and  so  on.  Therefore  the  claim  is  narrower  than  the 
claim  which  was  before  Farwell  J.  in  the  other  case.    This  case  is  between 

40  the  same  parties,  but  I  do  not  think  it  can  be  contended  that  the  Judgment 
of  Farwell  J.  in  the  other  case  would  cover  this  case,  because  this  is  a 
limited  claim.  Farwell  J.  held  that  the  Patent  before  him  was  bad,  being 
too  wide,  and  directed  an  amendment.  The  Specification  of  that  Patent  has 
been  amended  by  limiting  the  claim.    This  Patent  is  a  narrower  Patent.    The 

45  Particulars  of  Objections  in  the  other  case  were  practically  the  same  as  in  this 
case.  Tliere  is  no  conflict  between  the  two  Patents  because  the  first  was  not 
published  at  the  time  of  the  application  for  the  second,  so  that  it  cannot  be 
treated  as  an  anticipation.  The  invention  is  this — ^there  is  a  wire  forming  an 
inextensible  cord,  and  a  tube  which  is  incompressible.   The  result  is  that  you  can 

50  transmit  motion  round  comers  with  perfect  facility,  and  that  applied  to  bicycles 
and  tricycles  solves  the  problem,  which  is  always  a  great  one  with  bicycles, 
of  communicating  motion  to  the  brake  on  the  back  wheel  from  the  handle  bar. 
Warrington  /.—What  is  the  defence  ? 
Waiter. — I  do  not  think  there  is  any  defence. 

•  In  the  MaUer  qfBowdmt  PateiU,  22  R.P.O.  49. 
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E.  M.  BotuderCs  Patents  Syndicate  Ld.  v.  Herbert  Smith  A  Co. 

Terrell  E.C.— As  to  infringement,  thJdre  can  be  no  doubt.  There  is  an 
admission  of  the  sale  of  the  article  which  the  Plaintiffs  say  is  an  infringement 

James  Sunnbume  was  called  as  a  witness  on  behalf  of  tiie  PlaintifiFs  but  was 
not  cross-examined.    He  stated  that  the  Patent  was  not  in  his  view  anticipated 
by  any  of  the  alleged  anticipations  and  had  been  infringed  by  the  alleged  5 
infringing  article. 

Terrell  K.O.— That  will  be  my  case. 

Walter  for  the  Defendants. — ^Yonr  Lordship  said  on  the  last  occasion  with 
regard  to  the  Patent  of  Dring  and  Michelmx^re^  that  the  result,  when  the  proper 
time  came,  would  be  that  there  would  be  judgment  for  the  Defendants  in  10 
respect  of  the  claim  on  that  Patent,  and  that  the  Plaintiffs  would  have  to  pay 
costs  of  the  action  in  the  ordinary  way  so  far  as  they  related  to  that  Patent. 
'  Terrell  K.C.  —I  cannot  resist  that. 

Warrington  J.— The  Plaintiffs  will  have  the  costs  of  the  action  so  far  as 
relates  to  BowderCs  Patent ;  the  Defendants  will  have  the  costs  so  far  as  relates  15 
to  the  other  Patent,  and  there  will  be  a  set-off. 

A  Certificate  that  the  validity  of  Botvden*s  Patent  came  in  question  and  a 
Oertificate  as  to  the  Particulars  of  Breaches  in  respect  of  the  same  were 
granted. 
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Farben/abrikm  vormals  Frisdrich  Bayer  A  Go.  v.  Chemische  Fabrik 

Van  Heyden. 


In  thb  High  Court  op  Justice.— Chanobrt  Division. 

Before  Mr.  Justice  Joyce. 

May  2na,  3i-d,  4th,  5th,  8th,  9th,  10th,  and  11th ;  and  July  8th  1905. 


Farbbnpabrikbn  vormals  Fribdrich  Bayer  &  Co.  v.  Chemische 
5  Fabrik  Von  Heyden. 


Patent — Action  for  infringement. — Gonstructimi  of  Specification. — Claim 
for  product. — Prior  publication. — Patent  held  invalid, — Costs  on  higher  scale 
allowed. 

A  Patent  was  gy^anted  to  N.  in  1898  for  "  The  manufacture  or  production  of 
1Q  acetyl  salicylic  acidJ*^     The  Claims  in  the  Specification  were  for  two  processes  of 
manufacture  of  the  acid  for  the  alleged  new  body^  and  for  its  use  for  therapeutic 
purposes.    Tlie  Plaintiffs  alleged  thaty  by  t?ie  method  of  recrystallisation  from 
dry  chloroform  adopted  by  them^  the  acid  {which  was  sold  under  the  name  of 
"  aspirin  "  and  used  in  medicine)  had  been  for  the  first  time  prepared  in  a  stale 
15  of  purity.    The  Defendants  alleged  that  K.  in  1869  luxd  published  a  description 
of  the  preparation  of  the  acid  by  one  of  the  said  processes^  tJiat  as  so  prepared 
the  a>cid  contained  a  small  proportion  of  impurity,  but  that  this  impurity  did 
not  produce  any  difference  of  therapeutic  effect,  and  that  it  could  be  removed  by 
recrystallisation  from  boiling  water  as  described  by  K. 
20      Hf^ld,  that  the  Patent  was  for  acetyl  salicylic  acid  as  a  new  body  and  not  for 
tJie  process  of  purification,  and  tJiat  the  Patent  had  been  anticipated  and  was 
invalid.     The  action  was  dismissed,  with  costs^  im  the  higher  scale. 

Semble. — The  Patefit  would  luiue  been  invalid  even  if  it  had  been  confined 
to  the  process  of  jyurification  adopted, 

25  On  the  22nd  of  December  1898,  Letters  Patent  (No.  27,088  of  1898)  were 
granted  to  Henry  Edward  Newton  for  "The  manufacture  or  production  of 
"  acetyl  salicylic  acid,"  communicated  to  him  from  abroad  by  the  FarbeHf 
fabriken  vormals  Friedrich  Bayer  J^  Co.  of  Elberfeld,  Germany. 

-         •  2« 
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Farhenfabriken  varmah  Friedrich  Bayer  &  Oo.  ▼.  Ohemische  Fabrik 

Van  Heyden. 

The  Complete  Specification  was  as  follows : — 

**  In  the  *  Annalen  der  Chemie  und  Pharmacie,'  Vol.  150,  pp.  11  and  12,  KratU 
"  has  described  that  he  obtained,  by  the  action  of  acetyl  chloride  on  salicylic 
"  acid,  a  body  which  he  thought  to  be  acetyl  salicylic  acid. 

"  My  f oreigji  correspondents  have  now  found  that  on  heating  salicylic  acid  5 
^*  with  acetic  anhydride,  a  body  is  obtained,  the  properties  of  which  are  entirely 
"  different  from  those  of  the  body  described  by  KratU. 

"  According  to  the  researches  of  my  foreign  correspondents,  the  body  obtained 
"  by  them  is  undoubtedly  the  real  acetyl  salicylic  acid  : — 

<O.CO.CH. 
COOH; 
"  therefore  the  compound  described  by  Kraut  cannot  be  the  real  acetyl  salicylic  10 
^  acid,  but  is  another  compound. 

"  In  the  following  description  the  principal  differences  between  the  new 
"  compound  (which  may  be  denoted  by  *  A ')  and  the  body  described  by  Kraut 
"  (which  is  termed  *  B ')  are  pointed  out  specifically. 

^'  If  the  compound  '  B '  is  boiled,  even  for  a  long  while,  with  water  (according  IS 
"  to  KrauVs  statement),  acetic  acid  is  not  produced,  whilst  the  new  body  *  A,' 
"  when  boiled  with  water,  is  readily  split  up,  acetic  and  salicylic  acids  being 
*'  produced.  The  watery  solution  of  the  body  '  B '  shows  the  same  behaviour  on 
'^  the  addition  of  a  small  quantity  of  ferric  chloride,  as  a  watery  solution  of 
*^  salicylic  acid,  when  mixed  with  a  small  quantity  of  ferric  chloride,  that  is  to  80 
**  say,  it  assumes  a  violet  color. 

'*  On  the  contrary,  a  watery  solution  of  the  new  body  *  A,'  when  mixed  with 
"  ferric  chloride,  does  not  assume  a  violet  color. 

^'  If  a  melted  test  portion  of  the  body  'B'  is  allowed  to  cool,  it  begins 
"  to  solidify  (according  to  KrauVs  statement)  at  from  118  to  118-5  degrees  Centi-  85 
"  grade,  whilst  a  melt.ed  test  portion  of  '  A '  solidifies  at  about  70  degrees  Oenti- 
''  grade.     The  melting  points  of  the  two  compounds  cannot  be  compared, 
"  because  Kraut  does  not  mention  the  melting  point  of  his  compound. 

<^  It  follows  from  these  details,  that  the  two  compounds  *A'  and  *B'  are 
"  absolutely  different.  30 

**  In  order  to  illustrate  the  production  of  their  new  compound ;  my  foreign 
"  correspondents  give  the  following  example  A,  the  parts  being  by  weight : — 

Example  A. 

"  A  mixture  prepared  from  50  parts  of  salicylic  acid  and  75  parts  of  acetic 
"  anhydride  is  heated  for  about  two  hours  at  about  150  degrees  Centigrade,  in  35 
"  a  vessel  provided  with  a  refiux  condenser.  Thus,  a  clear  liquid  is  obtained, 
"  from  which,  on  cooling,  a  crystalline  mass  is  separated,  which  is  the  acetyl 
*'  salicylic  acid.  It  is  freed  from  the  acetic  anhydride  by  pressing,  and  then 
"  recrystallized  from  dry  chloroform.  The  acid  is  thus  obtained  in  the  shape 
"  of  glittering  white  needles,  melting  at  about  135°  Centigrade,  which  are  40 
"  readily  soluble  in  benzine,  alcohol,  glacial  acetic  acid,  and  chloroform,  but 
**  with  difficulty  in  cold  water. 

<*  It  has  the  formula  : 

<0.C0.CH8 
COOH 
"  and  exhibits  therapeutic  properties. 

"  My  foreign  correspondents  have  further  found  that,  if  acetyl  chloride  is 
"  caused  to  act  on  solicylic  {sic)  acid,  not  the  body  described  by  Kraut^  as  above  45 
'*  mentioned,  but  the  acetyl  salicylic  acid  hereinbefore  described  is  obtained. 

'*  In  order  to  illustrate  this  method  of  proceeding  the  following  example  B, 
"  is  given,  the  parts  being  by  weight. 
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Example  B. 

"25  parts  of  salicylic  acid  are  mixed  with  20  parts  of  acetyl  chloride,  and 
"  then  heated  for  several  hours  at  about  80°  Centigrade,  in  a  vessel  provided 
"  with  a  reflux  condenser.    Subsequently  the  excess  of  acetyl  chloride  is  dis- 
5  "  tilled  off  with  the  aid  of  a  water  bath.    The  so  produced  white  chrystalline  (sic) 
"  mass  is  recrystallized  from  dry  chloroform. 
"  The  product  thus  obtained  is  identical  with  that  described  in  Example  A. 
"  My  foreign  correspondents  wish  it  to  be  understood  that  they  do  not  intend 
"to  confine  themselves  to  the  particulars  given  in  the  foregoing  specification, 
10  "  as  these  can  be  varied  within  wide  limits.    Thus,  for  instance,  instead  of  the 
"  free  salicylic  acid,  the  salts  of  this  acid  can  also  be  employed.    Instead 
"  of  being  performed  in  open  vessels,  the  reactions  hereinbefore  described  can 
"  also  be  carried  out  in  autoclaves.    Such  or  the  like  variations  do  not  alter  the 
"  nature  of  the  present  invention. 
15       "  Having  now  particularly  described  and  ascertained  the  nature  of  the  said 
"  invention  and  in  what  manner  the  same  is  to  be  performed  (as  communicated 
"  to  me  from  abroad),  I  declare  that  what  T  claim  is :— 1.  The  process  for 
"  producing   acetyl   salicylic   acid    by   causing   acetic    anhydride  to  act    on 
"  salicylic  acid  or  its  salts,  substantially  as  hereinbefore  described.    2.  For 
20  *  the  production  of  acetyl  salicylic  acid,  the  use  of  the  process  which  consists 
"  in  allowing  acetyl  chloride  to  act  on  salicylic  acid  or  its  salts,  substantially 
«  as  hereinbefore  described.    3.  As  a  new  article  of  manufacture,  the  new  body 
"  hereinbefore  described.    4.  The  use  of  the  new  body  hereinbefore  described 
"  for  therapeutic  purposes." 
25      On  the  19th  of  May  1904,  the  Farbenfahrikm,  vormals  Friedrich  Bayer  di  Go. 
and  Henry  Edward  Newton  commenced  an  Action  for  infringement  of  the 
Patent  (and  of  a  Patent  No.  9,123  of  1899,  granted  to  Henry  Edward  Newton) 
against  the  Ghemische  Fabrik  von  Heyden  and  Burgoyne,  Burbidges  and 
Gompany,  claiming  the  usual  relief. 
30      The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  that  the  Plaintiff  Henry 
Edward  Newtoti  was  the  registered  proprietor  and  the  Plaintiff  Company  were 
the  owners  in  equity  of  the  Patents  No.  27,088  of  1898,  and  Ho.  9,123  of  1899, 
and  that  the  Defendants  had  infringed.    The  claim  in  respect  of  the  Patent  of 
1899  was  abandoned,  and  by  their  amended  Particulars  of  Breaches  the  Plaintiffs 
35  alleged  the  importation  into  and  sale  in  England  by  the  second  Defendants,  as 
agents  for  .the  first  Defendants,  of  2  lbs.  of  acetyl  salicylic  acid  manufactured 
according  to  the  process  described  in  the  Specification  of  the  Patent  of  1898, 
and  the  offer  for  sale  by  both  Defendants  of  the  said  acid,  and  threats  by  them 
to  infringe. 
40      The  Defendants  by  their  Defence  denied  that  they  had  infringed  or  threatened 
to  infringe,  and  alleged  that  the  Patent  was  invalid  for  the  reasons  appearing  in 
their  Particulars  of  Objections,  which  were  as  follows  :— 1.   Henry  Edward 
Newton  was  not  the  true  and  first  inventor  of  the  subject-matter  of  the  Patent. 
2.  The  alleged  inventions  claimed  in  the  Claiming  Clauses  1  to  3  inclusive 
45  of  the  Patent  had  been  published  in  this  realm  prior  to  the  date  thereof  in 
the  following  books  and  publications :— (i.)  A  paper  by  Gerhardt,  Annalen 
der  Chemie  und  Pharmacie  (1853),  Bd.  87,  pages  162  and  163.    (ii.)  A  paper  by 
Qerhardt,  Annales  de  Chimie  et  de  Physique  (1853),  3rd  Series,  Vol.  37,  p.  326. 
(iii.)  A  paper  by  H.  von  Qilm,  Annalen  der  Chemie  und  Pharmacie  (1859), 
50  Bd.  112,  pp.  180-182.    (iv.)  A  paper  by  K.  Kraut  and  A.  PHmhom,  Annalen 
der  Chemie  und  Pharmacie,  (1869),  Bd.  150,  pp.  9-13.    (v.)  A  paper  by  W.  Oatwaid, 
ZeitBchrift  ftlr  Physikalische  Chemie  (1889),  Bd.  3,  p.  264.     (vi.)  Roecoe  and 
Schorlemmer's  "  Treatise  on  Chemistry,"  Vol.  3,  part  3,  p.  21,  published  hjMac- 
miUan  A  Go.,  London,  1886.  Further  Vol.  3,  part  4,  p.  308  (1888).  (vii.)  KekuMe 
55  "  Lehrbuch  der  Oi^niscben  Chemie/'  Vok  4,  pp.  186  and  187,  edited  by  AnachMz 
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and  Schultz,  published  by  Enke  at  Stuttgart,  (viii.)  Seelig's  "Organieche 
"  Reaktionen  und  Reagentien,"  p.  253.  (ix.)  Meyer  A  Jact^bserCs  "  Lehrbuch 
"  der  Organischen  Ohemie,"  Bd.  I.,  p.  353  ;  published  by  Veit  A  Co.,  in  1893. 
(X.)  Von  Bichter's  "Organic  Chemistry  "  translated  hj E. F. Smith.  Published 
by  Blakiaton,  Philadelphia,  in  1886,  p.  550.  (xi.)  Meyer's  "Anleitung  zur  5 
"quantitaven  Bestimmung  der  Organischen  Atomgruppen,"  p.  5,  Springer^ 
Berlin,  1897.  (xii.)  Beilstein's  "  Handbuch  der  Organischen  Chemie,"  3rd  Ed. 
Vol.  2,  pp.  645  and  1,486,  published  in  1896.  (xiii.)  HewiU's  "  Organic  Chemical 
"  Manipulation,"  p.  91,  published  by  Whittaker  A  Co.,  London,  1897.  (xiv., 
Watta'a  "Dictionary  of  Chemistry,"  Vol.  6,  first  supplement,  dated  1879)  10 
published  1882,  p.  1007.  (xv.)  Kolbe's  "  Ausftthrliches  Lehr  und  Handbuch  der 
"Oi^nischen  Chemie,"  2nd  Edition,  Vol.  2,  published  in  1884,  pp.690,  691. 
(xvi.)  OattermanrCs  "The  Practical  methods  of  Organic  Chemistry,"  translated 
by  Shober,  1896,  pp.  122, 123.  3.  The  said  alleged  inventions  claimed  in  the 
Claiming  Clauses  1  to  3  inclusive  of  the  Specification  of  the  Patent  were  15 
at  the  date  of  the  Patent  matters  of  public  general  common  knowledge. 
4.  The  said  alleged  inventions  were  not  useful.  The  Defendants  relied  upon  this 
Objection  against  all  the  claiming  clauses.  5.  The  said  alleged  inventions  were 
not  proper  subject  matter  for  valid  Letters  Patent.  The  Defendants  relied  upon 
this  Objection  against  all  the  claiming  clauses  of  the  Patent ;  and  as  against  20 
Claims  1  to  3  thereof  inclusive  relied  under  this  Objection  upon  the  matters  set 
out  in  paragraph  2  and  upon  the  public  general  common  knowledge  and  more 
especially  the  common  knowledge  of  chemists  and  others  as  to  the  inter-action 
of  the  chlorides  and  anhydrides  of  fatty  acids  with  phenols.  6.  The  Complete 
Specification  of  the  Patent  did  not  sufficiently  describe  the  nature  of  the  25 
invention  and  the  manner  in  which  the  same  was  to  be  performed ;  the 
Defendants  proposed  to  allege  that  neither  of  the  processes  described  respectively 
in  Example  A  and  Example  B  in  the  Complete  Specification  yielded  a  product 
having  the  properties  which  were  alleged  in  the  Complete  Specification  to  be 
those  of  the  alleged  new  body  therein  referred  to  and  claimed  in  the  third  30 
claiming  clause  of  the  Specification  nor  were  there  any  sufficient  direc- 
tions contained  in  the  said  Specification  whereby  the  alleged  new  body 
characterised  by  such  properties  could  be  obtained.  Further,  no  sufficient 
directions  nor  any  directions  were  given  for  the  use,  as  claimed  in  the  fourth 
Claim  of  the  said  Specification,  of  the  alleged  new  body  for  therapeutic  purposes.  35 
7.  The  Patent  was  granted  upon  a  false  suggestion  made  to  the  Crown  by  the 
said  Henry  Edward  Newton  that  the  alleged  new  body,  referred  to  in  the 
Specification  as  "  A,"  was  a  different  body  from  the  body  therein  referred  to  as 
"  B  "  ;  whereas  in  fact  the  two  bodies  were  identical  in  chemical  composition 
and  constitution.  40 

The  following  is  a  translation  from  the  German  of  the  Paper  by  Kraut  and 
Primhorn  referred  to  above.  This  translation  was  used,  with  some  criticism  of 
its  language  in  places,  by  the  parties  at  the  hearing.  "  6.  Acetylosalicylic  Acid. — 
"  Compounds  containing  the  salicyl  and  acetyl  radical  have  been  prepared 
*'  according  to  two  different  methods.  Gerhardt  (these  Annalen  Ixxxvii.  162)  45 
"  obtained  by  the  action  of  acetyl  chloride  on  sodium  salicylate,  a  product  which 
'^  soon  solidified  and  dissolved  completely  in  a  dilute  solution  of  sodium  carbon- 
"  ate  with  effervescence.  According  to  Gerhardt  this  solution  takes  place  in 
*"  consequence  of  the  instantaneous  decomposition  into  salicylic  acid  and  acetic 
'^  acid,  which  the  double  acid  undergoes  in  the  alkaline  liquid.  In  fact,  a  silver  50 
"  salt  was  obtained  from  the  solution,  which  contained  approximately  the 
'^  amount  of  silver  contained  in  silver  salicylate.  It  appears  from  this  that 
"  GerJiardty  disregarding  in  this  case  the  peculiar  nature  of  the  salicylic  acid, 
*'  believed  this  compound  to  be  a  salicylic  acetic  anhydride.  Some  years  after- 
"  wards  Von  Gilm  (these  Annalen  cxii.,  180)  prepared  in  Hlasiwetz*  Ijaboratory  55 
*♦  his  *  acetylated  salicylic  acid  '  by  the  action  of  acetyl  chloride  on  salicylic  acid. 
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"  He  obtained  thin  crystals  Ci4  (C4H30^  Hj)  0^  soluble  in  boiling  water,  easily 
^  fusible  and  then  evolving  the  odoar  of  acetic  acid  ;  Von  GHlm  does  not  offer  an 
^*  opinion  on  the  constitution  of  this  compound. 

**  It  was  to  be  expected  that  there  were  two  different  products.  As  acidyl* 
h  **  chlorides  do  not  react  with  monobasic  acids,  the  cause  of  the  action  of  the 
**  acetyl  chloride  on  salicylic  acid  could  only  be  found  in  the  existence  of  an 
"  alcoholic  hydrogen,  and  the  acetylated  salicylic  acid  must  therefore  be 
**  expected  to  have  the  formula :  CjHaO.  0.  CaH4C0.  OH.  On  the  other  hand 
*'  by  the  action  of  acetyl  chloride  on  sodium  salicylate  the  sodium  leaves  its 

10  **  place  ;  naturally  the  compound  produced  in  addition  to  sodium  chloride  must 
"  be  expected  to  have  the  formula  H.  0.  CeH4C0.  0.  C,H,0,  viz.,  that  of  the 
"  salicylic  acetic  anhydride.  The  experiments  made  by  Herr  Primhorn  have 
**  now  proved  that  in  both  cases,  viz.,  by  the  action  of  acetyl  chloride  (a)  on 
'^  salicylic  acid,  (b)  on  sodium  salicylate,  the  same  product,  namely  the  monobasic 

15  **  acetylosalicylic  acid  is  produced.  This  result  can  only  be  explained  by  the 
*'  fact  that  the  strongly  negative  acetyl  changes  its  place  with  the  comparatively 
**  positive  alcoholic  hydrogen,  (a)  If  according  to  v.  Gilm^s  method  10  parte  of 
**  finely  powdered  salicylic  acid  and  8  parts  of  acetyl  chloride  are  heated  with  a 
"  reflux  condenser  on  the  water  bath  so  long  as  hydrochloric  acid  escapes  the 

20  ^*  increase  of  weight  after  driving  off  the  excess  of  acetyl  chloride  amounts  to  95 
*•  to  98  per  cent,  of  the  quantity  theoretically  obtained  by  the  action  of 
*'  equimolecular  quantities.  On  cooling  the  product  solidifies  rapidly  and  com- 
**  pletely  to  a  crystalline  mass  which  can  be  purified  by  re-crystallisation  from 
"  boiling  water,    (b)  The  product  obtained  by  the  action  of  acetyl  chloride  on 

25  *'  sodium  salicylate  is  most  suitably  extracted  with  ether.  After  the  ether  is 
"  distilled  off,  it  remains  as  a  nearly  colourless  oil  which  also  very  soon  solidifies 
"  in  crystals  showing  after  recrystallisatipn  from  boiling  water  the  same 
*'  properties  as  the  product  obtained  under  (a).  The  compound  prepared  accord- 
"  ing  to  both  methods  forms  thin,  very  loose  white  needles  of  strong  acid 

30  ^*  reaction  melting  at  a  moderately  high  temperature  and  then  quickly  decompos- 
**  ing.  They,  therefore,  only  solidify  in  crystals  if  they  are  not  heated  above 
"  the  melting  point.  They  are  very  little  soluble  in  cold  water,  and  melt  on 
"  being  heated  with  water  to  an  oil  which  even  on  prolonged  boiling  with  water 
'*  does  not  let  escape  acetic  acid  and  does  not  suffer  noticeable  decomposition. 

35  "  On  cooling  the  saturated  boiling  solution  turns  milky  and  then  deposits 
**  crystals.  The  aqueous  solution  colours  ferric  chloride  like  salicylic  acid.  The 
"  acid  readily  dissolves  in  alcohol,  ether  and  benzene,  it  decomposes  carbonates 
"  and  is  not  changed  on  precipitation  by  acids.  An  excess  of  hot  baryta  water 
'*  decomposes  the  acid  into  acetate  and  salicylate. 

40  "  1.  0.1595  Grm.  of  the  acetyl  salicylic  acid  produced  from  acetyl  chloride 
«  and  salicylic  acid  gave  0.351  CO,  and  0.066  H^O. 

"2.  0.1875  Grm.  of  the  acids  produced  from  acetyl  chloride  and  sodium 
«  salicylate  gave  0.413  CO^  and  0.075  H,0. 
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It  was  agreed  that  this  word  ought  to  be  *'  aoid.**— J.  0. 
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^^  A  thermometer  dipped  into  the  just  molten  acid  shows  118^  on  soliditicauon  of 
"  the  first  acid  and  118-5*^  on  solidification  of  the  second  acid  ;  100  parts  of  the 
'*  first  acid  neutralised  42.95  ;  100  parts  of  the  second  acid,  42.8  parts  of  baryta. 
"  Acetylosalicylic  acid  requires,  if  no  decomposition  into  acetic  acid  and  salicylic 
"  acid  has  taken  place,  42.5  parts  of  baryta  tor  neutralisation,  salicylic  acid  would  5 
"  require  55.4  parts,  acetic  salicylic  anhydride  after  decomposition  85  parts. 
**  When  heated  with  aqueous  ammonia  acetylosalicylic  acid  is  decomposed, 
"  ammonium  salicylate,  besides  probably  acetamide,  but  there  is  no  salicylamide 
"  being  produced.  We  have  convinced  ourselves  that  under  the  conditions 
^'  described  above  salicylicamide  is  not  transformed  into  the  ammonia  salt.  All  1() 
^^  these  reactions,  as  well  as  the  physical  properties,  show  that  the  examined 
**  compound  is  not  acetic-salicylic-anhydride  but  acetylosalicylic  acid  :  CH,  CO. 
"  0.  CaH4  CO.  0.  H.  Von  Oilm  has  already  observed  that  his  acetylated  salicylic 
"  acid  smells  of  acetic  acid  on  being  heated  beyond  the  melting  point. 
^^Limpricht  (Lehrbuch,  912)  states  that  OerharVa  acetyl-salicylic  acid  is  not  15 
"  decomposed  on  dry  distillation  into  carbonic  acid  and  the  phenyl  ester  of 
*'  acetic  acid.  Prinzhorn  has  more  closely  examined  the  decomposition  which 
*'  the  acid  prepared  according  to  the  two  methods  undergoes  at  higher  tempera^ 
^^  tures.  On  heating  the  mixture  of  acetyl  chloride  and  salicylic  acid  for  a 
"  considerable  time  at  130°  to  140°  C.  in  a  vessel  provided  with  a  reflux  con-  20 
*'  denser,  the  product  does  not  at  all  or  only  partially  solidify  to  a  crystalline 
^<  mass  on  cooling  ;  the  mixture  having  then  a  strong  smell  of  acetic  acid, 
"  leaving  a  light  yellow  oil  when  extracted  by  boiling  water.  The  same  com- 
**  pound  is  obtained  on  heating  acetylosalicylic  acid  prepared  according  to  (a)  or 
«*  (J;)  to  140°  to  170°  C,  acetic  anhydride  distilling  oflE  at  the  same  time."  35 

The  use  of  acetic  anhydride  for  the  replacement  of  the  hydrogen  of  hydroxyl 
groups  by  a3etyl  (as  in  Example  A  of  the  Specification)  is  referred  to  in  the 
publications  specified  in  the  Particulars  of  Objections  2  (vi.),  (viii.),  (ix.),  (xi.), 
(xii.),  (xiii.)  and  (xvi.). 

The  Defendants  admitted  the  manufacture,  importation  and  sale  of  the  said  30 
acid  and  the  offer  for  sale  complained  of.    In  answer  to  Interrogatories,  the 
Defendants  stated  that  the  acid  sold  by  them  was  prepared  from  salicylic  acid 
and  acetyl  chloride  in  the  proportions  set  forth  in  Example  B  in  the  Specifi- 
cation, and  in  the  paper  by  Kraut  and  Primlwrn.    They  also  stated  that  the 
materials  were  heated  for  some  hours  in  a  copper  vessel  with  a  reflux  condenser  35 
and  agitator,  that  the  temperature  of  the  reacting  mass  was  about  50°  C.  at  the 
beginning  of  the  reaction  and  about  90"^  at  the  end,  and  that  the  removal  of 
the  excess  of  acetyl  chloride  and  the  recrystallisation  of  the  product  were 
effected  by  a  secret  method  different  from  any  described  in  the  Specification. 
They  also  informed  the  Plaintiffs  that  the  solvent  used  for  recrystallisation  was  40 
not  dry  and  free  from  water,  and  that  the  excess  of  acetyl  chloride  after  the 
reaction  was  not  got  rid  of  or  separated  by  remaining  in  the  solution  used  for 
recrystallisation. 

The  Plaintiffs,  in  answer  to  Interrogatories,  said  that  the  processes  described  in 
Examples  A  and  B  in  the  Specification,  yielded  a  body  having  the  properties  of  45 
the  body  A,  and  solidifying  at  about  70°,  and  that  the  bodies  A  and  B  differed 
as  stated  in  the  Specification. 

The  action  came  on  for  trial  before  Mr.  Justice  JOYCE  on  May  2nd  1905. 

Moulton  K.C.,  Cripps  K.C.,  J,  G.  Graham  and  A.  J,  Walter  (instructed  by 
Wilson,  Briatows  and  Garpmael)  appeared  for  the  Plaintiffs ;  Asthury  K.C.,  50 
and  Cole/ax  (instructed  by  Cecil  J.  Eawlinaon  and  Son)  appeared  for  the 
Defendants. 

Moulton  K.C.,  opened  the  Plaintiffs'  case.    Acetyl  salicylic  acid,  which  is 
sold  under  the  name  of  «  aspirin,"  is  a  valuable  article  in  medicine.    The  real 
isBue  in  the  case  is  as  to  the  validity  of  the  Patent,  and  the  main  question  is  55 
that  of  novelty.    Before  the  d^te  of  the  Patent  acetyl  saUcylic  acid  was  known 
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88  being  salicylic  acid  in  which  one  of  the  hydrogen  atoms  is  replaced  by  the 
gronp  acetyl,  bat  the  pure  acid  had  never  been  prepared  and  its  properties 
were  not  known.  It  was  supposed  to  have  been  prepared  by  Kraut  in  1869, 
but  what  he  obtained  was  a  mixture  of  it  and  several  other  bodies.  He 
5  described  its  properties,  which  contradicted  the  properties  of  the  body  as  we 
now  know  it  is.  He  described  the  way  of  purifying  it  and  we  know  now  that 
his  way  destroyed  the  body  he  had  created.  The  Patent  is  for  the  production 
of  pure  acetyl  salicylic  acid.  A  claim  for  a  pure  body  as  a  new  product  is 
good  (Monnet  v.  Bech^  14  R.P.C.  777,  and  Badiache  Anilin  Ac.  Fabrik  v.  La 

10  SociSte  Ghimique  Jkc,  14  R.P.C.  875).  The  whole  of  the  case  turns  on  the 
publication  by  Krauty  whose  paper  remained  useless  from  1869  to  1898 ;  it  was 
quoted  but  uncriticised.  It  was  not  until  the  Plaintiffs  made  their  invention 
that  the  world  knew  that  KraiU  was  wrong  in  thinking  he  had  got  acetyl 
salicylic  acid.    That  the  body  he  obtained  is  not  that  acid  is  shown  by  the 

15  three  tests  given  in  the  Specification— it  does  not  split  up  into  acetic  and 
salicylic  acids  on  being  boiled  with  water ;  it  assumes  a  violet  colour  on  the 
addition  of  ferric  chloride ;  and  its  solidifying  point  is  different  from  that  of 
acetyl  salicylic  acid.  Claim  4  is  needless,  and  is  a  matter  of  no  importance  : 
(British  Dynamite  Oo.  v.  Krehs^  13  R.P.C.  190).      There  is  an  enormous 

20  difference  between  a  compound  body  like  this  separated  and  pure,  and  a  body 
like  this  in  a  mixture.  When  one  is  dealing  with  a  compound  body  one 
cannot  be  sure  that  the  process  of  separation  will  not  destroy  the  body. 
Kraui'a  Paper  states  that  the  compound  prepared  according  to  both  methods, 
(a)  and  (6),  is  purified  by  recrystallisation  from  boiling  water ;  he  did  not 

25  know  that  the  body  would  break  up.  The  Defendants  will  not  deny  that 
they  are  making  acetyl  salicylic  acid  ;  so  that  on  the  question  of  utility  or  of 
infringement  they  cannot  make  any  serious  dispute.  The  Plaintiffs  crystallise 
from  dry  chloroform.  That  may  not  be  necessary  ;  now  that  they  have  pointed 
out  the  danger,  other  methods  may  be  found. 

30  Dr.  Adolf  Liebmann  and  Sir  James  Dewar  gave  evidence  in  support  of  the 
Plaintiffs'  case. 

Cripps  K.C.,  summed  up  the  Plaintiffs'  case.  The  Plaintiffs'  process  does 
successfully  isolate  acetyl  salicylic  acid.  Kraut  diverted  research  on  to  wrong 
lines  because  he  suggested  a  method  which,  so  far  from  isolating  the  product, 

35  would  have  decomposed  it.  He  never  produced  anything  but  what  we  call  the 
impure  product.  The  Patentee  says  that  "  the  compound  described  by  Kraut 
"  cannot  be  the  real  acetyl  salicylic  acid  but  is  another  compound."  The  word 
"  compound  "  here  does  not  necessarily  mean  a  pure  body  ;  it  merely  means 
"product."     It  would  not  have  made   any  difference  if    the  Patentee  had 

40  thought  that  KrauVs  was  a  pure  compound.  The  ferric  chloride  test  is 
very  delicate  ;  a  very  small  quantity  of  salicylic  acid  would  produce  the  violet 
colour.  The  Plaintiffs'  witnesses,  when  they  made  their  tests,  did  get  the 
difference  as  regards  the  point  of  solidification,  but  they  did  not  put  any  weight 
on  that.    Kraut  did  not  give  the  melting  point  of  his  compound  ;  the  reason 

45  was  that  he  did  not  get  a  pure  product  with  a  specific  melting  point.  Up  to  a 
certain  point  in  Example  A  it  is  common  ground  that  the  Plaintiffs  are  going  on 
the  same  lines  as  Gerhardt^  Von  Oilm^  and  afterwards  Kraut.  But  the  Plaintiffs 
get  rid  of  all  water,  and,  by  recrystallizing  from  dry  chloroform,  isolate  a  product 
melting  at  about  135^  C,  which  is  admitted  to  be  the  melting  point  of  acetyl 

50  salicylic  acid.  The  substantiid  Claim  is  the  third.  It  is  a  new  product.  Then 
Olaims  1  and  2  show  the  processes  by  which  the  product  is  prepared.  With 
regard  to  the  Papers  referred  to  in  the  Particulars  of  Objections,  everything  is 
in  Kraut  except  the  question  of  electric  conductivity  in  OstwaUFs  Paper. 
Oerhardt  produces  a  mixture   which  he    decomposes  by  means  of  sodium 

55  carbonate  into  acetic  and  salicylic  acids;  that  has  no  bearing  upon  the 
problem  to  be  solved.    In  Van  Cfilm's  Paper  there  is  nothing  except  what  was 


508  REPORTS  OP  PATENT,  DESIGN,  [Oct.  4, 1905. 

Farhenfabriken  vormals  FriedricH  Bayer  A  Co.  v.  Chemische  Fdbrik 

Von  Hey  den. 

called  the  general  statement  to  show  what  the  product  is.  Kraut  says  that 
what  Gerhardt  and  Von  Oilm  obtained  was  the  same  product.  The  whole 
difficulty  is  to  isolate  the  acetyl  salicylic  acid  ;  it  cannot  be  utilized  until  it  is 
isolated.  Kraut  states  that  the  crystals  melt  on  being  heated  with  water  to  an 
oil,  **  which,  even  on  prolonged  boiling  with  water  does  not  let  escape  acetic  5 
'*  acid,  and  does  not  suffer  noticeable  decomposition."  If  it  had  been  acetyl 
salicylic  acid,  it  would  have  let  escape  acetic  acid,  and  would  have  suffered 
noticeable — ^which,  presumably,  is  material  or  perceptible — decomposition. 
Kraut  also  says :  "  The  aqueous  solution  colours  ferric  chloride  like  salicylic 
^^  acid.'*  Of  course  it  was  salicylic  acid.  If  it  had  been  the  isolated  product  10 
that  the  Plaintiffs  claim  it  would  not  have  produced  the  violet  colour. 
Anyone  working  on  KrauVa  description  would  have  used  boiling  water  for 
recrystallisation,  and,  if  he  got  a  less  violet  colour  with  ferric  chloride  he  would 
have  thought  he  was  on  the  wrong  track.  The  baryta  test  is  one  to  which 
not  much  importance  is  to  be  attached,  but  it  is  in  accordance  with  the  Plaintiff'  15 
case.  The  Plaintiffs  cannot,  by  following  KrauVs  directions,  get  the  product 
that  would  require  42*5  parts  of  baryta  for  neutralisation.  Oatwald  says  :  "  An 
"  experiment,  however,  in  which  a  weighed  quantity  of  acetyl  salicylic  acid  was 
^^  heated  in  an  aqueous  solution  five  times  longer  than  the  solutions  which  had 
*'*'  been  investigated  proved  that  decomposition  does  not  occur."  That  is  a  direc-  20 
tion  which  would  be  absolutely  inconsistent  with  the  production  of  the  substance 
in  respect  of  which  the  Plaintiffs  are  claiming.  Putting  it  at  the  highest,  the 
Defendants  have  so  managed  to  utilize  the  knowledge  given  by  Kraut  and  the 
knowledge  given  by  the  Patentee  to  the  public,  that  they  have  been  able  to  get 
some  small  portion  of  the  pure  product  separated  out  before  the  decomposition  25 
has  taken  place.  That  is  no  answer  at  all  to  the  Plaintiffs*  case.  What  has  to  be 
considered  is  what  would  have  been  done  by  any  competent  chemists  before  the 
knowledge  which  was  given  by  the  Specification*  In  the  BadiacJie  Aniline  Ac. 
Fahrik  v.  La  Society  Chimique  (14  R.P.C.  875)  the  Plaintiffs  succeeded  on  the 
question  of  anticipation ;  the  Patent  was  upset  because  it  had  not  been  stated  30 
that  an  iron  autoclave  must  be  used,  but  that  was  merely  an  incidental  point 
which  might  be  cured  by  disclaimer.  [JOYCE  J. — Your  case  is  an  infringement 
of  Claim  3.  You  do  not  show  any  infringement  of  1  and  2.]  No,  not  at  present. 
They  have  made  the  stuff.  They  have  set  up  a  secret  process.  As  to  Claim  4, 
the  Plaintiffs  can  show  that  they  have  sold  a  large  quantity  of  their  material.       35 

Asthury  K.C.  opened  the  Defendants'  case.  The  Plaintiffs*  case  is  based 
upon  a  construction  of  the  Specification  that  cannot  stand.  Claims  1  and  % 
are  for  processes  and  have  nothing  to  do  with  purification.  Claim  3  is  for 
acetyl  salicylic  acid,  neither  pure  nor  impure.  If  the  acid  had  never  been 
made  before,  and  no  process  had  been  described  by  which  it  could  be  made,  40 
that  Claim  might  be  good.  Even  then  there  is  a  question.  But  if  in  document 
after  document  processes  are  described  by  which  one  cannot  help  making 
acetyl  salicylic  acid  substantially  pure,  and  if  the  purification  is  merely  to 
get  rid  of  a  trace  of  unimportant  impurity  then  the  claim  is  hopeless. 
Dr.  Liebmann  admitted  that  Kraut  did  get  acetyl  salicylic  acid,  but  said  that  45 
there  was  a  slight  impurity  in  it,  and  that  to  attempt  to  purify  it  with  boiling 
water  would  destroy  the  body.  That  would  require  boiling  for  hours.  In 
Monnet  v.  Becky  and  the  Badiscke  case,  the  impurity  was  such  as  to  alter  the 
commercial  and  chemical  characteristics  of  the  body  obtained.  There  was 
nothing  in  MonneVs  Specification  to  indicate  the  necessity  for  any  further  50 
operations  to  get  rid  of  the  18  per  cent  of  impurity.  It  all  turns  on  this 
statement  in  the  judgment  of  Mr.  Justice  Wills  in  the  Badische  case :  **  If  Monnefe 
"  product  had  been  a  known  mixture  of  6  G.  with  an  impurity  and  he  had  so 
^*  announced  it,  I  should  have  said  there  would  have  been  an  anticipation 
"  of  6  Q."  That  covers  Kraut;  he  does  explain  his  impurity.  "  But  that  6  6.  55 
**'  was  a  separate  substance  having  special  qualities  and  a  commercial  value  of 
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**  its  own  by  reason  of  its  being  stripped  of  impurity."  Those  are  the  words 
the  Defendants  rely  on.  Krautj  before  he  started  boiling  with  water  at  all, 
had  got  the  acetyl  salicylic  acid,  and  the  only  impurity  was  something  under 
2  per  cent. — chiefly  salicylic  acid— and  had  no  detrimental  effect.  Dr.  Liehmann 
5  has  admitted  that  by  the  re-crystallisation  process  you  do  not  get  another  grain 
of  the  stuff ;  it  is  only  cleaning  it.  [JOYCE  J. — Reading  the  Specification  you 
would  not  guess  that  any  great  importance,  or  serious  importance,  was  attached 
to  this  purifying.]  What  is  claimed  is  getting  acetyl  salicylic  acid  by  acetic 
anhydride  or  an  acetyl  chloride  reaction.    As  to  Claim  3  it  is  very  difficult  to 

10  see  how  in  chemical  cases  a  claim  for  a  product  can  be  made  at  all.  It  has 
been  doubted  by  many  judges.  Let  it  be  assumed  against  the  Defendants  that 
one  can  have  a  Patent  for  something  which  may  be  found  in  Nature  itself,  if 
one  could  show  that  no  one  had  ever  heard  of  it,  described  it,  or  made  it  in  such 
a  state  as  that  it  was  substantially  the  substance,  then  that  might  be  good.    But 

15  Professor  Franklandj  one  of  the  Defendants*  witnesses,  before  he  heard  or  saw  the 
Specification,  made  acetyl  salicylic  acid  under  KrauVs  process  absolutely  pure. 
It  is  immaterial  whether  he  got  it  pure  or  not  if  it  was  substantially  acetyl 
salicylic  acid  with  a  slight  remnant  of  salicylic  acid  left — what  may  be  called 
the  errors  of  reaction.     Qerhardt^  in  1853,  was  the  originator  of  the  reaction 

20  of  acetyl  chloride  with  sodium  salicylate  which  is  claimed  in  Claim  2.  It  is 
immaterial  that  he  thought  he  had  obtained  an  anhydride  instead  of  an  acid. 
Kraut  put  that  right.  The  fact  that  the  Plaintiffs  say  the  reaction  is  to  be  per- 
formed at  80°  C,  while  Kraut  says  the  reagents  are  to  be  heated  on  a  water  bath 
is  of  no  importance,  as  acetyl  chloride  boils  at  53°.    The  reaction  is  what  the 

25  Plaintiffs  claim  in  Claim  2.  The  Patent  is  not  for  obtaining  the  pure  body  from 
the  product  of  the  reaction.  Even  if  boiling  water  did  decompose  the  product, 
that  does  not  matter ;  the  point  is  whether  KraiU  had  acetyl  salicylic  acid  before 
he  decomposed  it.  If  he  had  it  and  used  it  for  any  purpose  it  was  an  infringe- 
ment of  Claim  3.    As  to  Claim  4,  salicylic  acid  and  sodium  salicylate  have  long 

30  been  used  for  the  very  purpose  for  which  the  Plaintiffs  claim  the  use  of  acetyl 
salicylic  acid.  That  alone  makes  the  Patent  bad.  The  Patentee  says  the  two 
compounds  A  and  B  are  absolutely  different.  That  is  the  opposite  of  saying 
they  are  the  same  body  but  in  different  stages  of  purity.  Even  if  Claims  1 
and  2  do  involve  purification,  they  do  not  involve  purification  only  from 

35  chloroform ;  if  they  did,  the  Defendants  would  not  infringe,  as  they  do  not 
use  chloroform.  Kraut,  in  using  boiling  water  for  recrystallisation,  would 
not  go  on  boiling  until  he  had  destroyed  his  product.  Even  if  some  of  the 
acetyl  salicylic  acid  is  destroyed  by  using  boiling  water,  the  point  of  the  Patent 
is  not  the  getting  of  a  greater  or  cheaper  yield  by  an  old  process,  but  that  it  is  a 

40  pure  product,  wholly  irrespective  of  the  amount  obtained,  and  if  anybody 
ever  had  a  teaspoonful  before  the  date  of  the  Patent,  Claim  3  cannot  stand. 
Kraut  says  that  by  Von  Oilm^s  method  95  to  98  per  cent,  of  the  theoretical 
yield  was  obtained.  It  seems  ridiculous  after  that  to  sa.y  that  anyone 
can  afterwards  have  a   product  claim  for   this  stuff.    The    method    (b)    in 

45  KrauVs  paper  is  still  more  important  than  (a),  because  it  avoids  the  difficulty 
that,  it  is  said,  may  exist  in  (a),  viz.,  that  the  product  may  contain  a  little 
unaltered  salicylic  acid.  Acetyl  salicylic  acid  is  more  soluble  in  hot  than  in  cold 
water.  For  the  ferric  chloride  test  one  would  make  a  warm  solution  and  the 
heat  would  decompose  some  of  the  acid.    Therefore  the  ferric  chloride  test  may 

50  be  left  out  altogether.  The  Plaintiffs'  own  acid  colours  ferric  chloride.  The 
tablets  of  it  that  are  sold  are  subjected  to  pressure  in  their  formation,  and  the 
heat  (from  the  friction  is  sufficient  to  give  faint  decomposition,  to  colour  with 
ferric  chloride.  If  the  stopper  of  a  bottle  of  their  powder  is  left  out,  the  powder 
will  colour  with  ferric  chloride.   In  method  {b)  salicylic  acid  is  not  used  ;  sodium 

55  salicylate  is  used,  and  the  product  is  extracted  with  ether,  and  obtained  pure. 
Kraut  does  not  give  the  melting-point,  but  he  mentions  the  heating  of  the  acid 
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to  140°  to  170°,  producing  decompositioii.  He  mentions  140°  as  being  above  the 
melting-point.  Salicylic  acid  melts  at  154^.  Dr.  Liebmann  soggests  that  what  he 
heated  was  salicylic  acid,  but  Kraut  could  not  have  got  disintegration  by  melt- 
ing at  154°.  Kraut  says  that  acetyl  salicylic  acid  forms  needles  '^  melting  at  a 
'^  moderately  high  temperature  and  then  quickly  decomposing.  They,  therefore,  5 
'*  only  solidify  in  crystals  if  they  are  not  heated  above  the  melting-point.  They 
"  are  very  little  soluble  in  cold  water,  and  melt  on  being  heated  with  water 
*'  to  an  oil."  This  is  the  only  passage  in  Kraut  the  Plaintiffs  can  rely  on. 
There  is  nothing  to  show  that  Kraut  did  not  get  the  same  melting-point  as  the 
Plaintiffs.  The  two  great  tests  are  the  titration  and  the  melting  and  solidifying  10 
points.  Kraut^s  analyses  are  very  close  to  the  theoretical  figures.  Dr.  Lteb- 
mann's  method  of  determining  the  solidifying  point  was  to  put  the  tube 
containing  the  crystals  into  cold  sulphuric  acid  which  he  then  heated  up. 
The  crystals  were  subjected  to  much  heating  before  they  were  fused ;  thus 
they  would  be  decomposed,  and  the  solidifying  point  would  be  lowered.  The  15 
titration  values  obtained  by  Kraut  are  very  close  to  the  theoretical  values,  and 
show  that  he  had  the  pure  body.    If  he  had  that  the  product  claim  must  go. 

Dr.  F.  W.  Tunnicliffe^  Dr.  Otto  Rosenheim^  Professor  Percy  F.  Franklandj 
Professor  H.  E.  Armstrong^  and  Dr.  J.  T,  Hewitt  were  called  as  witnesses  for 
the  Defendants.  20 

Dr.  Liebmann  and  Sir  James  Dewar  were  re-called,  and  gave  rebutting 
evidence  for  the  Plaintiffs  as  to  certain  experiments  made  by  the  Defendants' 
witnesses. 

Astbury,  K.C.,  summed  up  the  Defendants'  case.    As  to  validity,  all   the 
four  Claims  are  equally  bad.    The  first  point  is  whether  Claims  1  and  2  are  25 
for  the  processes  mentioned  in  them,  with  or  without  an  additional  step  of 
purification.    If  they  involve  purification  it  does  not  matter  whether  the  com- 
pound KraiU  got  from  his  reaction  was  the  same  as  the  Plaintiffs'  or  not. 
But  the  whole  Specification  is  based  upon  the  opening  statement  that  Kraut 
got  a  body  which  he  believed  was  acetyl  salicylic  acid  and  which  the  Plaintiffs  30 
say  was  not.    In  every  place  where  the  Patentee  deals  with  the  raw  product 
he   calls   it   acetyl    salicylic   acid.     The    title    is    the    manufacture    of    the 
body — not  the  more  pure  extraction  of  the  body.     It  is  not  a  Patent  for 
avoiding  purification  with  water.    The  meaning  of  lines  41  to  43^  is  that 
if  one  peiiorms  a  reaction  one  does  not  get  what  KraiU  thought  he  got,  but  35 
acetyl  salicylic  acid.    The   Plaintiffs  justify  that  by  saying  that  what  Kraut 
got  could  not  be  acetyl  salicylic  acid,  because  it  did  not  answer  certain  tests — 
the  ferric  chloride  test  and  the  solidifying  point.    The  ferric  chloride  test  has 
gone,  and  the  solidifying  point  of  70°  given  by  the  Plaintiffs  is  so  far  from  118", 
the  correct  point,  that  the  Patent  is  bad  for  that  alone,  for  if  a  point  of  70°  is  40 
obtained  it  shows  that  the  body  must  have  been  decomposed   beyond  all 
recognition.     As  to  the  statement  that  the  acid,  even  on  prolonged  boiling  with 
water,  does  not  let  escape  acetic  acid — what  is  prolonged  boiling  ?     It  all 
depends  on  the  bulk  taken ;  in  a  laboratory  test,  if  it  is  boiled  a  minute  that 
is  a  long  time  for  the  nose  test.  And  Prof essor  ^rms^ron^  says  he  boiled  the  acid  45 
in    a    test    tube    and  did  not  smell    acetic  acid.    The  Patentee  claims  the 
processes.    Claims  are  to  be  construed  very  strictly ;   they  are  disclaimers. 
Neither    of    the   Claims   1  and    2    includes    purification.    But    if   they   did 
include  purification,  the  Patentee  would  not  be  limited,  Dr.  Liebmann  said, 
to  dry  chloroform;    any  other    neutral   solvent    would  do  the   same.    The  50 
Specification    names  as  solvents  ^^  benzene,  alcohol,  glacial  acetic  acid,  and 
'^  chloroform."    And  Sir  James  Dewar  said  it  was  common  knowledge  that  if  a 
body  was  soluble  in  a  neutral  solvent,  to  recrystallise  that  body,  one  could  take 


Ante^  page  502,  line  44. 


Yol.  1(ZX^  No.  21.]      AND  TRADE  MARE  OASES.  ^ 

Farimfabriken  vormtUs  Friedrich  Bayer  &  Go.  v.  Ohemische  Fabrik 

Von  Heyden. 

any  one  of  those  neutral  solvents.  KraiU  does  not  say  that  che  acid  is 
reorystallisable  only  from  water ;  he  names  three  other  solvents.  It  is  admitted 
now  that  one  can  get  the  body  just  as  pare  from  water  as  from  chloroform. 
Dr.  Liebmanri's  experiments  have  no  bearing  on  the  matter.  He  put  the  pure 
5  acid  into  cold  water  and  heated  it,  thereby  decomposing  the  acid ;  the  correct 
method  is  to  dissolve  the  acid  in  water  already  boiling.  Then  he  allowed  the 
mixture  to  stand  for  a  long  time  and  obtained  crystals  of  salicylic  acid  mixed 
with  the  crystals  of  acetyl  salicylic  acid.  Professor  FranMand  cooled  the 
solution  quickly,  filtered  off  the  crystals,  and  obtained  the  pure  acid.     Dr. 

10  Liebmann  ^dmitB  that;  the  Plaintiffs'  only  retort  is  that  the  Defendants  are  using 
the  knowledge  of  the  Specification.  There  is  no  warning  in  the  Speci- 
fication that  one  is  only  to  recrystallise  from  chloroform.  KrauC%  process 
can  be  used  in  such  a  way  as  not  to  give  the  product.  The  Defendants' 
witnesses    say    that    it   was    common    knowledge    before   the    Patent    that 

15  compounds  like  acetyl  salicylic  acid  were  decomposed  by  water,  and  chemists 
dealing  with  such  bodies  would  take  precautions.  Professor  Frankland^ 
five  years  ago,  before  there  was  any  question  raised,  used  von  Gilm'a  method 
and  prepared  acetyl  salicylic  acid,  pure,  with  a  melting  point  of  136°.  He  used 
alcohol  instead  of  water  for  purification.    That  evidence  is  fatal  to  the  first  two 

20  claims.  As  to  Claim  3,  Ihe  question  whether  or  not  there  can  be  such  a  thing  as  a 
claim  for  a  product  is  dealt  with  in  Frost  on  Patents,  2nd  edition  (1898),  page  55. 
If  the  Plaintiffs'  process  was  a  new  one  in  the  sense  that  they  put  new  chemicals 
together,  then,  of  course,  they  could  cJaim  their  product;  but  it  would  not 
protect  them  from  anybody  who  got  the  same  thing  by  a  different  method. 

25  The  Badische  case  (14  R.P.C.  875)  justifies  the  Defendants'  contention.  In  that 
case  Monnefs  process  was  alleged  as  an  anticipation,  and  the  Defendants  had  used 
it  with  modifications  and  obtained  anisoline  with  18  per  cent,  of  impurity,  as 
against  MonneVs  30  per  cent. ;  the  Plaintiffs  obtained  the  pure  body.  The 
judgment  shows  that  if  Monnet  had  stated  that  the  body  he  obtained  was  a 

30  known  mixture  with  an  impurity  that  would  have  been  an  anticipation  of  a 
Patent  for  a  pure  body.  Kraut  did  say  that  purification  is  necessary.  And  in 
MonneVa  process  the  impurity  was  harmful ;  in  KrauVs  it  is  not,  as  the 
evidence  of  the  pharmacologists  called  by  the  Defendants  shows.  The 
Defendants  do  not  say  that  a  pure  body  is  not  better  than  an  impure  body» 

35  But  here  the  question  is  whether  there  is  any  invention.  In  Acetylene^  Ac,^ 
Co.  V.  UniUd  Alkali  Co.  (22  R.P.C.,  145,  at  page  153,  line  46)  emphasis  is  laid 
by  Lord  Davey  upon  the  fact  that  the  difference  in  purity  between  the  new  body 
and  the  old  one  must  be  a  marked  commercial  difference.  There  is  no  such 
difference  here.    With  regard  to  the  evidence  of  Dr.  Liebmann,  he  admitted  that 

40  the  Patentee  calls  the  product  of  the  reactions  in  Examples  A  and  B,  before  purifi- 
cation, acetyl  salicylic  acid.  He  said  that  if  one  uses  the  anhydride  process  and 
finds  a  crystallising  agent  that  will  give  the  pure  body,  that  is  within  Claim  1. 
The  Defendants  have  done  that.  Asked  as  to  the  amount  of  impurity  that  will 
prevent  a  product  falling  within  the  description  of  the  pure  substance,  he  said 

45  that,  if  it  gives  a  reaction  with  ferric  chloride  it  is  not  a  pure  body.  The 
Plaintiffs'  own.  product  does  that.  Dr.  Liebmann  admitted  that  Ostwaldj  if  he 
was  to  be  believed,  must  have  had  the  pure  acid.  Sir  James  Dewar  admitted 
that  acetyl  chloride  and  acetic  anhydride  are  interchangeable.  He  says  that 
KrauVs  titration  figures  are  consistent  with  his  having  the  pure  body,  and  that 

50  the  test  is  a  good  one  ;  he  is  driven  to  saying  that  the  figures  may  be 
mistakes.  Neither  he  nor  Dr.  Liebmann  has  taken  the  solidifying  point  of 
KrauVs  product,  but  they  agree  that  if  the  body  is  suffering  slow  decompo- 
sition, one  can  get  any  vsdue  between  103°  and  73°.  The  Specification 
gives    it    below    that.     As    to    the  evidence  of   the  Defendants'   witnesses, 

55  Dr.  Tunnicliffe  and  Dr.  Rosenheim  say  that  salicylic  acid  mixed  with 
ttie.  acetyl  salicylic  acid^  up  to  4  or  5  per  cent.,  has  no  recognisable  effect 
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on  the  patient.  In  the  human  body  acetyl  salicylic  acid  is  decompoBed,  and 
Balicylic  acid  formed,  bo  that  it  is  immaterial  whether  the  acetyl  salicylic  acid 
has  originally  a  little  salicylic  acid  mixed  with  it.  That  evidence  is  not 
contradicted.  Professor  Frankland's  evidence  is  only  relevant  if  the  Patent  is 
construed  as  a  Patent  for  getting  greater  purification.  [Joyce  «7.,  If  this  slight  5 
impurity  is  very  important,  then  you  are  in  danger  under  Mr.  Justice  WUk' 
decision.]  We  have  the  two  process  Claims,  but  taking  the  product  Claim  alone, 
this  evidence  takes  away  the  point  that  it  might  be  dangerous  under  Mr.  Justice 
Wills'  judgment.  That  Professor  Frankland  obtained  the  pure  acid  is  shown  by 
the  melting  point,  136°,  he  found,  and  his  titration  results.  He  says  that  as  sali-  ]0 
cylic  acid  is  more  soluble  than  acetyl  salicylic  acid  in  water,  the  acetyl  salicylic 
acid  could  be  crystallized  from  water,  without  any  difficulty,  if  it  is  not  heated 
until  it  is  all  decomposed.  He  crystallized  five  times  from  water,  and  eventually 
obtained  a  product  with  a  melting  point  of  104^.5  and  no  ferric  chloride  reaction. 
He  says  that,  in  the  initial  stages  of  purification,  another  product  is  eliminated,  15 
besides  salicylic  acid.  That  is  acetyl  salicyl  salicylic  acid  ;  it  is  perfectly  harm- 
less. He  also  says  that  successive  crystallisations  from  water  give  increasing  purity 
— a  contradiction  of  Dr.  Liebmann's  suggestion  that  the  product  becomes  more 
impure.  He  found  that  the  solidifying  point  of  aspirin  is  118°  5 ;  Kraut  gives 
the  right  point,  and  the  Specification  the  wrong  one.  The  Plaintiffs  are  accu-  20 
rate  in  saying  aspirin  in  one  sense  has  nothing  to  do  with  the  case — it  may  be 
they  do  not  make  it  in  accordance  with  the  Patent — but  they  sell  it  and  cannot 
say  that  it  is  not  a  proper  drug.    Professor  Frankland  says  that  the  solidi- 

•fying  point  of  the  pure  acid  is  about  120°,  and  that  the  statement  in  the 
Specification  that  it  is  70°  is  far  more  incorrect  than  any  statement  in  25 
Krauts  Paper.  Professor  Armstrong  says  that  in  the  Specification  the 
product  of  the  reaction  of  acetyl  chloride  and  salicylic  acid  is  asserted 
to  be,  not  a  purer  form  of  a  substance  than  that  which  had  been  pre- 
viously obtained  by  Kraut^  but  a  body  of  different  structure.  He 
says  that  he  finds  nothing  new  in  the  Specification,  that  Kraut  had  30 
given  sufficient  directions  for  the  preparation  of  acetyl  salicylic  acid, 
and  that  Ostwald  took  it  —  and  the  purification  —  as  a  matter  of 
course.      He   also    says  that  the  reaction   of  acetyl  chloride    and    salicylic 

•acid    gives    94    per   cent,    of    acetyl    salicylic    acid    without   recrystallisa- 
tion,  and  that  if  more  acetyl  chloride  is  used,  salicylic  acid  is  got   rid  of  35 
altogether.    He  took  a  mixture  of  pure  acetyl  salicylic  acid  with  6*6  per  cent,  of 
salicylic  acid,  and  after  recrystallising  it  four  times  from  water,  found  that  it  was 
free  from  salicylic  acid.    He  crystallised  from  benzene,  according  to  Kraut,  and 
found  that  he  got  a  better  product  than  by  following  the  Specification.    He  says 
that  it  is  a  generalisation  that  bodies  of  the  class  of  acetyl  salicylic  acid  were  40 
broken  up  by  boiling  water — there  is  not  a  single  exception — ^and  that  had  long 
been  known.     Kraut  states  that  the  crystals  of  acetyl  salicylic  acid  melt  on 
being  heated  with  water  to  an  oil.    With  regard  to  this.  Dr.  Hewitt  says  that  a 
small  amount  of  impurity  can  bring  about  that  result.    He  found  a  solidifi- 
cation point  of  about  118°.    It  is  stated  in  the  AnschiXtz  edition  of  Kekvle's  book,  45 
that  acetyl  salicylic  acid  melts  at  126*  to  127°  C.    As  to  that  Dr.  Hewitt  says 
that  the  difference  of  8*  was  due  to  the  determination  having  been  made  by  the 
old  method.      He  also  says  that  he  carried  out  the  reaction  between  acetic 
anhydride  and  salicylic  acid,  which  the  Plaintiffs'  witnesses  admit  was  a 
common  reaction  before  the  Patent,  and  got  pure  acetyl  salicylic  acid  without  50 
any  recrystallisation.    He  recrystallised  some  of  it  from  water  and  found  it  still 
pure.    He  also  nsed  the  process  (b)  in  KrauPs  paper,  and  obtained  the  pure  acid. 
When  he  was  asked  if  he  had  had  any  difficulty  in  making  the  pure  acid  without 
reference  to  the  Specification,  he  said  he  had  not,  and  he  would  say  it  was  easier 
to  make  it  if  one  did  not  refer  to  the  Specification.    As  to  infringement,  there  55 
is  no  evidence  except  the  fact  that  the  Defendants  have  sold  acetyl  stdicylic 
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acid.  They  may  have  made  it  in  various  ways.  How  can  it  be  said  that  they 
infringe  ?  [ JOTCB,  J. — You  cannot  infringe  anything  but  Claim  3.]  Unless 
it  is  held  to  be  a  good  claim  to  acetyl  salicylic  acid,  however  it  is  made,  the 
Defendants  cannot  infringe  at  all,  and  if  it  is  so  held,  they  have  proved  that 
5  there  are  three  ways  by  which,  in  accordance  with  Krauts  the  pure  acid  can  be 
produced.  The  Defendants  say  nothing  as  to  Claim  4,  because  if  the  other 
three  Claims  fail,  one  cannot  claim  the  use  of  something  that  is  not  patentable 
for  a  perfectly  analogous  use. 
Moulton,  K.C.,  in  reply. — The  first  question  to  be  considered  is— what  was  the 

10  knowledge  of  the  world  with  regard  to  acetyl  salicylic  acid  at  the  date  of  the 
Patent  ?  That  knowledge  may  fairly  be  said  to  be  represented  by  the  Particulars 
of  Objections.  The  issue  to  which  it  is  to  be  applied  is — was  there  invention  in 
teaching  the  public  how  to  make  the  pure  body  ?  Krauts  Paper  sums  up  every- 
thing that  is  to  be  considered  in  the  way  of  prior  knowledge.    It  is  said  that  if 

15  Ostwald  got  the  body  pure,  it  is  immaterial  how  he  got  it.  Ostwald  is  abroad  ; 
no  prior  user  is  suggested ;  and  he  gives  no  directions  as  to  how  he  got  it. 
Therefore,  Ostwald's  paper  is  immaterial.  It  is  not  impossible  to  recrystallise 
the  product  from  boiling  water,  but  a  warning  is  necessary,  and  Kraut 
did  not  give  any  warning.      Professor  Frankland  admitted  that  the  ordi- 

20  nary  method  of  ^recrystallising  a  substance  that  is  not  acted  on  by  boiling 
water,  is  the  method  the  Plaintiffs'  witnesses  have  adopted.  By  that  method  the 
more  frequently  one  recrystallises  from  boiling  water  the  more  impure  is  the 
product.  And  if  it  is  done  on  a  large  scale— a  working  scale — the  acid  will  all 
be  destroyed  in  the  process.    All  the  successful  experiments  of  the  Defendants 

25  have  been  made  with  the  knowledge  given  by  the  Specification.  Krauty  in  his 
second  process,  got  rid  of  the  common  salt  by  means  of  ether ;  then  he 
recrystallised  the  product,  not  from  ether,  but  from  boiling  water.  His  prefer- 
ence for  boiling  water  shows  that  he  thought  it  the  safest  of  all  things  to  use. 
As  to  general  knowledge  on  the  subject,  it  is  said  there  was  a  generalisation  that 

30  this  class  of  bodies  is  broken  up  by  boiling  with  alkalies  or  even  with  water. 
The  Plaintiffs'  witnesses  do  not  say  boiling  with  water  at  atmospheric  pressure, 
nor  do  they  say  that  it  is  a  rule  without  exception.  And  there  is  a  recorded 
exception — a  specific  statement  by  chemists  of  the  eminence  of  Kraut  and 
Beilslein  that  this  substance  is  unchanged  by  boiling  with  water.    It  is  said  that 

35  the  baryta  test,  the  solidification  point  and  the  analyses  show  that  Kraut  had 
the  real  body.  That  is  immaterial ;  his  experiments  do  not  help  the  public  to 
get  it.  It  is  diflScult  to  know  what  he  did  get.  Professor  Frankland  said  he 
could  not  understand  how,  if  Kraut  got  a  body  which  gave  those  results  it 
could  give  an  oil.     Neither  the  Plaintiffs  nor  the  Defendants  have  succeeded 

40  in  getting  an  oil  with  a  body  prepared  according  to  the  directions  of  Kraut ; 
but  clearly  Kraut  did.  Professor  Frankland  said  he  thought  Kraut  was 
working  on  different  bodies  in  different  parts  of  his  paper,  and  that  the 
body  that  formed  the  oil  was  not  the  same  body  that  he  subsequently  analysed. 
It  is  said  that  Kraut  gives  other  solvents,  and  that  they  might  be  used  for 

45  crystallisation.  But  a  solvent  of  a  body  may  also  be  a  solvent  of  its  impurity, 
and  so  could  not  be  used  for  separating  them  by  crystallisation.  All  the 
properties  that  are  given  by  Kraut  are  absent  in  the  body  the  Patentee  has  made. 
He  is  justified  in  saying  Kraut  did  not  get  the  body,  though  he  took  the  right 
reaction  to  get  it.     No  doubt  he  did,  but  the  acid  which  he  says  is  unchanged  in 

50  boiling  water,  is  readily  split  up.  With  five  minutes'  boiling,  according  to 
Professor  Armstrong  14*1,  according  to  Dr.  Liehmann^  15  per  cent,  is  broken  up. 
The  Defendants'  witnesses  are  obliged  to  say  that  Kraut  made  his  statements 
without  taking  the  pains  to  verify  them.  Kraut's  paper  must  be  treated  as  if  it 
were    a    former    Specification    in    so    far    as    completeness    of    directions   is 

55  concerned  (Hills  v.  Evans,  31  L.J.  N.S.,  Ch.  457,  at  page  463;  Belts 
V,    Neilson,  L.R,    3  Ch,  App.   429,  at  page  435).      The  issue  is— would  a 
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man,    following    the    directions    and    information    contained    in   KrauPt 
paper,  normally  succeed  in  getting  the  pure  body  ?    It  is  only  the  pure  body 
that  is  patented  ;  the  crude  body  of  Kraut  is  open  to  the  world.    KraiU*s 
information  would  have  led  the  public  to  adopt  the  only  means  of  re-crystal- 
lisation he  appears  to  have  used,  and  that  would  have  led  them  to  failure.    As  5 
to  the  Specification,  the  Patentee  wrote  it  in  the  most  complete  good  faith  ;  he 
thought  Kraut  must  have  gone  wrong  somewhere,  and  got  a  totally  different 
body.    It  was  not  necessary  to  say  a  word  about  Kraut  in  the  Specification. 
The  statement  as  to  the  difference  between  the  solidification  points  is  immaterial ; 
it  depends  on  the  ways  in  which  the  points  are  taken,  in  the  case  of  a  body  10 
that  is  decomposed  by  heat.    A  Patentee  has  not  to  instruct  the  public  in  the 
qualities  of  his  product  in  that  way,  but  how  to  make  it.     As  to  the  Claims, 
acetyl  salicylic  acid  there  means  the  pure  body.  That  is  not  so  in  the  description 
of  the  reaction  in  Example  A.    There  he  admits  in  his  next  words  that  there  is 
acetic  acid  mixed  with  it.    [JOYCE  J. — ^There  is  not  a  word  in  the  Specification  15 
about  pure  or  impure  or  purified.]    Yes ;  because  the  Patentee   gives  the 
behaviour  of  the  body.     It  is  an  error  of  looseness  in  language.    He  could 
not  be  misunderstood  as  saying  that  the  crystalline  mass  is  the  pure  acid. 
There,  he  should    have    said    it    is   the   crude    acid ;    elsewhere,    through- 
out    the     Specification,     acetyl     salicylic     acid     is     used     for     the     pure  20 
acid.      He   says  that  the    product    of   process    B    is    the    same   as    that  of 
process  A;  but  those  are  clearly  purified  bodies,  therefore  there  is  only  one 
body,  and  that  is  in  the  Claim.    There  can  be  no  doubt  as  to  the  meaning  of 
Claim  3.    In  Claims  1  and  2  he  is  claiming  the  whole  process  in  each  case, 
including  the  method  of  separating  the  products  of  reaction  so  as  to  get  the  25 
acetyl  salicylic  acid.    In  Claim  3,  "the  new  body"  is  acetyl  salicylic  acid; 
Claims  1  and  2  would  not  be  altered  if  the  words  "  the  new  body  "  were  sub- 
stituted for  "  acetyl  salicylic  acid."  Kraut  had  used  a  reaction  which  forms  this 
body,  but  he  had  never  got  it  pure ;  the  Patentee  forms  it  in  two  ways,  one 
Krauty  the  other  not  Kraut  but  analogous  to  it,  with  purification  processes  30 
which  give  him  the  pure  body,  and  the  question  is — is   that   patentable  ? 
That  problem,  in  all  its  nicety,  came  up  in  the  Badische  case.     There  the 
Patent  was  held  to  be  bad,  because  the  Plaintiffs  had  not  said  that  one  of  their 
processes  required  to  be  done  in  an  iron  autoclave.     That  autoclaves  were 
generally  iron  was  not  enough.      So  here  Kraut  did  not  tell  the  one  thing  35 
necessary  to  success,  but  said  the  opposite,  and  therefore  Kraut  is  not  an  anti- 
cipation.   In  the  Badische  case  the  Plaintiffs  were  entitled  to  a  Patent  for  the 
pure  body  in  spite  of  their  getting  it  by  a  reaction  which  Monnet  had  published. 
There  is  no  certainty  as  to  ^e  amount  of  impurity  in  Kraufs  method  ;  so  this 
is  worse  than  the  case  of  Monnet,  because  his  process  did  lead  to  a  definite  40 
amount  of  impurity  and  to  a  workable  dye.     Monnety  like  Krauty  did  not 
suspect  the  existence  of  impurity,  and  put  forward  his  product  as  pure.    Kraut 
gave  no  test  to  distinguish  the  pure  body  ;  the  best  that  he  gave  was  a  test  that 
would  be  passed  by  his  impure  body.     There  can  be  a  Patent  for  a  new 
product  (Acetyleney  Ac.  Co.  v.  United  Alkali  Co.  22  R.P.C.  145).    [JOYOB  J.  45 
cited  Frost  on  Patents,  2nd  edition   (1898),  page  55].     That  statement  may 
refer  to  the  law  of  other  countries  ;  in  some  countries  there  cannot  be  a  Patent 
for  a  product.    There  is  ati  abundance  of  authority  :  Maxim-Nordenfddt  Co. 
V,  Anderson  (14  R.P.C.  671,  at  page  674),  the  Badische  case  (14  R.P.C.  875,  at 
page  878),  Farhenfahriken  vorm.  Fr.  Bayer  A  Co.  v.  Bowker  (8  R.P.C.  389,  at  50 
page  391).    With  regard  to  the  physiological  effect  of  aspirin,  as  compared  with 
that  of  salicylic  acid,  it  is  evident  that  a  modification  of  this  kind,  readily 
broken  up  by  alkalis,  but  not  broken  up  by  acids,  might  have  a  very  important 
difference  of  effect.    It  gives  to  the  public  a  useful  choice.    The  Defendants* 
witnesses  who  spoke  against  the  therapeutic  use  of  the  drug  had  never  used  any  55 
test  but  the  ferric  chloride  test,  which  does  not  show  the  quantity,  but  merely 
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Bhows  the  preeeDce,  of  salicylic  acid.  The  objection  to  Kraut  as  an  anticipation 
is  that  one  cannot  tell  to  what  extent  the  drug  is  impure.  If,  as  is  contended, 
the  third  Claim  is  for  the  product,  infringement  is  not  denied. 
Judgment  was  reserved  and  delivered  on  the  8th  of  July. 
ft  JOTCB  J, — This  is  an  action  for  infringement  of  a  Patent,  under  which  the 
Plaintiffs  make  a  medical  preparation  popularly  known  as  "  aspirin,"  and  sold 
under  that  designation.  Its  scientific  or  chemical  name  is  acetyl  salicylic  acid. 
It  is  derived  from  salicylic  acid  by  a  process  which  alters  its  nature,  but  leaves 
the  broad  characteristics  of  salicylic  acid  in  the  compound  obtained.    In  fact, 

10  the  Patent  is  claimed  for  a  body  or  product  the  name  of  which  was  known,  the 
characteristics  and  properties  of  which  had  been  described  with  more  or  less 
accuracy,  and  a  method  of  getting  it  had  been  published.  There  was  no  novel 
idea  in  the  Patent.  The  Patentee  did  not  discover  acetyl  salicylic  acid.  The 
real  and  only  question  in  the  case  is  the  validity  of  the  Patent,  and,  speaking 

15  generally,  the  question  turns  upon  a  prior  publication  in  1869  by  a  distinguished 
German  chemist  named  Kraut,  who  there  discussed,  among  other  things,  the 
subject  of  acetylosalicylic  acid,  which  is  the  same  as  acetyl  salicylic  acid.  The 
Specification  of  the  Patent  is  intituled  "The  manufacture  or  production  of 
"acetyl  salicylic  acid,"  and  it  claims  (1)  "The  process  for  producing  acetyl 

20  "  salicylic  acid  by  causing  acetic  anhydride  to  act  on  salicylic  acid  or  its  salts 
"  substantially  as  hereinbefore  described.  (2)  For  the  production  of  acetyl 
"  salicylic  acid,  the  use  of  the  process  which  consists  in  allowing  acetyl 
"  chloride  to  act  on  salicylic  acid  or  its  salts  substantially  as  hereinbefore 
"  described "  ;  and,  (3)  (this  is  the  principal  claim)  "  As  a  new  article  of 

25  "  manufacture,  the  new  body  hereinbefore  described.  (4)  The  use  of  the  new 
"  body  hereinbefore  described  for  therapeutic  purposes  " — ^as  to  which  last  it 
was,  I  think,  admitted  upon  both  sides  that  it  must  stand  or  fall  with  Claim 
No.  3.  The  Patent,  therefore,  is  one  for  a  new  product,  and  for  the  use  of 
certain  processes  for  producing  it.    It  is  not  a  Patent  for  an  improved  or  more 

30  economical  method  of  manufacturing  the  product,  or  an  improved  or  particular 

method  of  purifying  the  crude  or  raw  product  obtained  by  the  process  of 

causing  acetic  anhydride  to  act  on  salicylic  acid  or  of  allowing  acetic  chloride  to 

act  on  salicylic  acid. 

The  Defendants  have  not  infringed  the  Patent  by  the  use  of  any  particular 

35  process,  but  only,  if  at  all,  by  the  manufacture  of  acetyl  salicylic  acid,  as  to  their 
method  of  doing  which  nothing  has  been  proved,  and  for  the  purpose  of  this 
case  it  may  be  taken  to  be  unknown. 

The  most  material  statement  in  Krauts  publication  may,  I  think,  be  extracted 
or  abstracted  as  follows  :   "  Acetylo-salicylic  acid  compounds  containing  the 

40  "  salicyl  and  the  acetyl  radicals  have  been  prepared  according  to  two  different 
"  methods."  Then,  after  referring  to  the  researches  of  Qerhardt  and  von  GKlm, 
he  says :  "  It  was  to  be  expected  that  there  were  two  different  products,  &c. 
"  The  experiments  made  by  Prinzhom  have  now  proved  "  (I  am  abstracting 
the  material  part  of  the  statement,  omitting  what  is  immaterial  for  the  present 

45  purpose)  "  that,  by  the  action  of  acetyl  chloride  on  salicylic  acid,  the  monobasic 
"  acetylo-salicylic  acid  is  produced.  If,  according  to  Von  Oilm^s  method,  10 
"  parts  of  finely  powdered  salicylic  acid  and  8  parts  of  acetyl  chloride  are  heated 
"  with  a  reflux  condenser  on  the  water  bath,  so  long  as  hydrochloric  acid  escapes, 
"  the  increase  of  weight,  after  driving  off  the  excess  of  acetyl  chloride,  amounts  to 

50  "  95  to  98  per  cent,  of  the  quantity  theoretically  obtained  by  the  action  of 
"  equimolecular  quantities.  On  cooling,  the  product  solidifies  rapidly  and  com- 
"  pletely  to  a  crystalline  mass,  which  can  be  purified  by  recrystellisation  from 
"  boiling  water."  Now,  I  may  say  at  once  it  has  been  proved  to  my  satisfaction 
that,  by  the  method  described  by  Kraut^  with  the  aid,  if  necessary,  of  what  was 

55  common  knowledge  at  the  date  of  the  Patent,  acetyl  salicylic  acid  can  be,  and 
has  been,  obtained,  and  that  the  product,  whatever  it  may  be,  that  is  obtained  by 
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the  action  of  acetyl  chloride  on  salicylic  acid,  can  be  purified  in  the  mode  stated, 
the  result  being  absolutely  pure  acetyl  salicylic  acid. 

The  Specification  is  a  somewhat  remarkable  document.     Indeed,  none  of  the 
experienced  counsel  engaged  in  this  case  had  ever  seen  another  Specification 
like  it.    It  is  not  a  plain  statement  of  an  invention  with  the  method  of  perform-  5 
ing  it,  but  a  controversial  document  framed  with  a  view  to  showing  that  neither 
Kraut^  nor  any  other  chemist,  had  previously  made  or  described  tiie  manufac- 
ture of  acetyl  salicylic  acid ;  in  other  words,  that  there  had  been  no  anticipation, 
by  previous  workers,  of  the  invention,  whatever  it  was,  claimed  by  the  Patentee, 
Further,  this  document,  as  it  appears  to  me,  is,  by  accident,  error,  or  design,  so  10 
framed  as  to  obscure  the  subject  as  much  as  possible.    The  Patent  is  for  a 
communication  from  abroad.    Abstracting  and  omitting  the  immaterial  clauses 
and  words,  I  find  it  stated  in  the  Specification  "  Kraut  has  described  that  he 
"  obtained  by  the  action  of  acetyl  chloride  on  salicylic  acid,  a  body  which  he 
"  thought  to  be  acetyl  salicylic  acid.    My  foreign  correspondents  have  now  found  15 
"  that,  on  heating  salicylic  acid  with  acetic  anhydride,  a  body  is  obtained,  the 
"  properties  of  which  are  entirely  diflEerent  from  those  of  the  body  described  by 
"  Kraut''*    I  may  remark  in  passing  that  this  statement  is  in  my  opinion 
erroneous,  or  at  least  misleading.    But  to  return  to  the  Si^ecitication.    "  The 
**  body  obtained  by  my  foreign  correspondents  is  undoubtedly  the  real  acetyl  20 
"  salicylic  acid.    Therefore  the  compound  described  by  Kraut ^  cannot  be  the 
"  real  acetyl  salicylic  acid,  but  is  another  compound."    This,  again,  in  my 
opinion  is  at  least  a  misleading  statement.    Then  a  little  lower  down  :  "  My 
**  foreign  correspondents  have  further  found  that,  if  acetyl  chloride  is  caused  to 
"  act  on  salicylic  acid,  not  the  body  described  by  Kraut,  but  the  acetyl  salicylic  25 
"  acid  hereinbefore  described  is  obtained.     In  order  to  illustrate  this  method  of 
"  proceeding  the  following  example  B,  is  given,  the  parts  being  by  weight,  25 
"  parts  of  salicylic  acid  are  mixed  with  20  parts  of  acetyl  chloride  "  (observe,  these 
are  the  very  proportions  given  by  Kraut),  "  and  then  heated  for  several  hours 
"  at  about  80°  centigrade  in  a  vessel  provided  with  a  retiux  condenser.    The  30 
"  excess  of  acetyl  chloride  is  distilled  off  with  the  aid    of  a   water   bath. 
"  The  so  produced  white  crystalline  mass  is  recrystallized  from  dry  chloroform." 
Now,  if  acetyl  chloride  be  caused  to  act  upon  salicylic  acid,  to  use  the  phraseology 
of  the  Specification,  a  crystalline  mass  is  produced.    This  is  so,  both  according 
to  Kraut,  and  to  the  Specification  (Example  B),  and,  indeed,  the  simple  modes  35 
of  getting  this  described  by  Kraut  and  by  the  Patentee,  are,  as  it  is  admitted, 
absolutely  identical.    It  could  not  seriously  be  denied — whatever  the  Patentee  or 
anyone  else  may  say  to  the  contrary— that  the  crystalline  mass  of  Example  B  in  the 
Specification,  is  identical  with  the  crystalline  mass  of  Kraut.    In  both  cases  acetyl 
salicylic  acid  is,  and  must  have  been  produced.    The  crystalline  mass  is  substanti-  40 
ally  acetyl  salicylic  acid.    Almost  the  whole  of  it  is  the  compound  acetyl  salicylic 
acid  completely  formed.    For  practical  purposes  the  whole  may  be  taken  to  be,  and 
may  be  used  as,  acetyl  salicylic  acid.    Its  general  and  therapeutical  characteristics 
are  the  same  as  those  of  pure  acetyl  salicylic  acid.    Not  only  is  the  crystalline 
mass  substantially  acetyl  salicylic  acid,  but  in  fact  the  Specification,  according  45 
to  my  reading,  states  that  it  is  acetyl  salicylic  acid.    This  is  most  plainly  so  in 
reference  to  the  crystalline  mass  formed  by  the  analogous  and  equivalent 
reaction  of  acetic  anhydride  and  salicylic  acid,  and  this,  in  my  opinion,  is  no  slip 
in  the  drafting  of  the  Specification.     But,  as  Dr.  Liehmann  admitted,  it  is 
perfectly  obvious  to  any  chemist  that,  when  the  action  or  reaction  of  the  acetyl  50 
chloride  upon  the  salicylic  acid  has  taken  place,  you  will,  or  may,  have  a  little 
free  salicylic  acid  left  mixed  up  with  the  crystals.    This  may  be  got  out  if  it  be 
desired  to  get  rid  of  it  by  what  is  called  purification,  or  recrystallisation,  or 
purification  by  recrystallisation.      The  separation  of  the  two  bodies  in  the 
crystalline  mass,  that  is,  of  the  acetyl  salicylic  acid  and  the  slight  remaining  55 
tn^ce  of  salicylic  acid,  may  be  readily  effected  by  oae  of  the  commonest  known 
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processes  in  chemistry,  and  the  process  of  separation  by  crystallisation  under 
such  circamstances  is  described  in  the  most  ordinary  elementary  manuals  of 
chemistry.  It  is  plainly  described  in  the  elementary  work  which  lay  on  my 
table  during  the  trial.  It  is  not  a  process  of  production  at  all,  but  is  the 
5  cleansing  or  purifying  of  the  acetyl  salicylic  acid  that  has  been  produced  by  the 
chemical  action  of  the  acetyl  chloride  upon  salicylic  acid,  from  a  slight 
admixture  of  free  salicylic  acid  that  remains  uncombined  ;  it  is  nothing  more 
(I  am  using  the  words  of  the  witnesses)  than  reducing  the  crystals  or  crystalline 
mass  obtained  from  the  reaction  back  again  to  a  solution  and  recrystallisation, 

10  leaving  in  the  new  solution  (or  mother  liquid)  the  very  small  quantity  of  free 
salicylic  acid — ^an  impurity,  if  you  like  to  call  it  so — remaining  uncombined, 
that  you  may  want  to  get  rid  of.  Every  chemist  knows  that  in  such  a 
case,  if  you  are  going  to  purify  or  recrystallize,  you  should  proceed  with 
the    process    of   crystallisation    until    you    have    completely   got  rid   of  the 

15  so-called  impurity.  As  I  have  already  said,  the  crystalline  mass  of  Example 
B  in  the  Specification  is  identical  with  the  crystalline  mass  mentioned  by 
KraiU.  Both  may  be  termed  crude  acetyl  salicylic  acid,  that  is  acetyl  salicylic 
acid  mixed,  not  combined,  with  a  minute  percentage  of  free  salicylic  acid  that 
has  not  entered  into  combination  with  the  acetyl  chloride.    The  only  difference 

20  between  Example  B  in  the  Specification  and  the  process  described  by  Kraut  is, 
that,  in  Example  B  in  the  Specification,  the  crystalline  mass,  when  formed,  is 
described  or  stated  to  be  recrystallised  from  dry  chloroform  (this  being,  of 
course,  simply  for  the  purpose  of  purification),  whereas  KraaVa  statement  is 
that  the  crystalline  mass  can  be  purified  by  recrystallisation  from  boiling  water, 

25  which,  indeed,  is  the  fact.  Let  it  be  granted  that  the  use  of  the  dry  chloroform 
by  the  Patentee,  for  the  purpose  I  have  just  mentioned,  that  is,  of  purification, 
is  preferable  to  the  use  of  the  boiling  water,  which  may  involve  the  waste  of  part 
of  the  product,  still  the  Patent  does  not  appear  to  me  to  be  one  for  a  better  mode 
of  purifying  the  product  obtained  from  the  reaction.    It  claims  (No.  2)  for  the 

30  purpose  of  producing  "  acetyl  salicylic  acid  the  use  of  the  process,  which'  con- 
•*  sists  in  allowing  acetyl  chloride  to  act  upon  salicylic  acid  "  substantially  as 
described.  But  the  use,  for  the  purpose  of  producing  acetyl  salicylic  acid,  of 
the  process  by  allowing  or  causing  acetyl  chloride  to  act  upon  salicylic  acid, 
was  old  and  known,  and  the  purification  by  recrystallisation,  which,  having 

35  regard  to  what  was  common  knowledge  among  chemists,  did  not  require  any 
invention,  is  no  part  of  the  process  of  allowing  or  causing  acetyl  chloride  to  act 
upon  salicylic  acid.  If  it  could  have  been  so  considered,  that  was  not  the  view 
of  the  Patentee.  Nothing,  in  my  opinion,  was  further  from  his  intentions  or 
thoughts.    In  my  opinion  he,  it  may  be  foolishly,  claimed  and  meant  to  claim 

40  the  process  of  causing  or  allowing  acetyl  chloride  to  act  upon  salicylic  acid, 
which  had  been  long  previously  published  by  Kraut,  and  he  did  not  attach  any 
importance  to  the  method  of  purification.  I  am  unable  to  read  the  Specification 
merely  as  describing  or  claiming  the  invention  of  a  new  or  improved  mode  of 
purifying  the  crystalline  mass,  but  the  product  itself,  as  a  new  body,  the  result 

45  of  any  and  every  mode  of  manufacturing  it,  is  claimed.  It  would  be  a  strange 
and  marvellous  thing,  to  my  mind  much  to  be  regretted,  if,  after  all  that  had 
been  done  and  published  with  respect  to  acetyl  salicylic  acid  before  the  date  of 
this  Patent,  an  ingenious  person,  by  merely  putting  forward  a  different,  if  you 
like,  a  better  mode  of  purification  from  that  stated,  and  truly  stated  by  Kraut 

50  to  be  feasible,  could  successfully  claim  as  his  invention,  and  obtain  a  valid 

Patent  for,  the  production  of  acetyl  salicylic  acid  as  a  new  body  or  compound. 

In  my  opinion,  it  was  not  a  new  body  or  compound,  and  I  hold  the  Patent  in 

question  in  this  case  to  be  invalid. 

If  the  Patentee  had  said.  Kraut  told  you  how  to  obtain  crude  acetyl  salicylic 

55  acid,  or  acetyl  salicylic  acid  mixed  with  a  minute  quantity  of  salicylic  acid 
or  something  else — it  matters  not  much   what — remaining  uncombined,  and 

2  T 
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my  invention  is  of  a  new  process  for  the  separation  of  the  crude  product  by 
re-crystallisation  with  dry  chloroform,  still,  as  at  present  advised,  I  should  say 
that  such  a  Patent  would  not  have  been  valid,  and  I  am  disposed  to  agree  with 
Dr.  Armstrong^  that  the  Specification  in  this  case  contains  no  element  of 
invention  or  discovery  beyond  what  was  either  common  knowledge  among  5 
chemists,  or  known  by  the  publication  of  Kraut  But,  however  that  may  be, 
the  invention  claimed  is  for  the  production  of  acetyl  salicylic  acid  as  a  new 
body,  which  Kraut  had  already  told  everybody  how  to  obtain,  even  though 
there  may  be  a  better  way  of  cleansing  or  purifying  the  crystalline  mass, 
produced  by  the  reaction,  than  that  which  Kraut  suggested.  10 

The  result  is  that,  in  my  opinion,  the  Specification  in  this  case  is  misconceived, 
the  Patent  is  invalid,  and  the  action  must  be  dismissed,  with  the  usual 
consequences. 

Cohfax.'^Will  your  Lordship  certify  that  the  Particulars  of  Objection  are 
reasonable  and  proper  ?  ]  5 

Joyce  J. — I  think  all  of  them  have  been  referred  to. 

Cole/ax. — Tes.  Then  I  ask  for  Costs  on  the  higher  scale.  It  is  a  case,  I  submit, 
in  which  they  should  be  granted.  It  is  a  matter  which  is  within  your  Lordship^s 
discretion.  There  is  an  authority  I  might  call  attention  to»  which  seems  to 
fit  in  with  the  circumstances  in  this  case.  20 

JOTOB  J. — I  am  disposed  to  think  so.  What  do  you  say  Mr.  Oripps  ?  It  is 
a  very  peculiar  case. 

Cripps. — ^The  Costs  ought  not  to  be  on  the  higher  scale. 

Joyce  J.— Why  not  ? 

Cripps. — Of  course,  Costs  are  sometimes  given  on  the  higher  scale,  but  it  is  25 
very  exceptional,  and  this  is  an  ordinary  Patent  case. 

Joyce  J. — I  do  not  think  this  is  an  ordinary  Patent  case  at  all. 

Cripps. — Well,  an  ordinary  chemical  Patent  case,  if  I  may  put  that  word  in. 
I  do  not  think  there  is  anything  exceptional,  either  in  the  length,  or  the 
difiBculties  of  the  case.  30 

Joyce  J. — I  shall  give  Costs  on  the  higher  scale. 
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In  the  Chancery  op  the  County  Palatine  of  Lancaster.— 

Preston  District. 

Before  Alfred  Hofkinson,  Esq.,  K.C.  (Deputy  of  the  Chancellor). 

June  23rd  1905. 

5  Bates  v.  Horsfall  and  Blading. 

PatenU'-Action  for  infringement. — Application  to  dismiss  for  want  of 
prosecution. — Costs  of  Particulars  of  Of/fecttons, — Patents  Ac.  Act  1883,  s. 
29  (6). 

The  Plaintiff  in  a  Patent  Action  having  failed  to  give  notice  of  trials  the 
10  Defendants  applied  by  Motion  that  the  Action  might  stand  dismissed  for  tvant 
of  prosecution  with  costs  to  be  paid  by  tlie  Plaintiff  and  that  the  Particulars  of 
Objections  delivered  by  the  Defendants  unth  their  Defence  might  'be  certified 
to  have  been  reasonable  and  proper.  The  Court  dismissed  the  Action  with  costs 
unless  the  Plaintiff  should  give  Notice  of  Trial  within  10  days^  and^  being 
25  satisfied  by  affidavits  which  tvere  filed  in  support  of  the  Motion  that  the 
Particulars  of  Objections  u;ere  reasonable  and  proper^  granted  a  Certificate  to 
that  effect. 

On  the  24th  of  October  1904  Is(mc  BateSy  the  registered  owner  of  Letters 
Patent,  No.  27,314  of  1902,  granted  for  an  invention  of  ''  Improvements  in  anti- 

20  ^*  vibration  incandescent  gas  burners,*'  commeticed  an  action  against  Horsfall  and 
Slading  for  an  infringement  of  the  same. 

The  Particulars  of  Breaches,  delivered  with  the  Statement  of  Claim  on  the 
9th  of  December  1904,  alleged  that  the  Defendants  had  at  various  times  since 
the  11th  of  December  1902,  and  previously  to  the  commencement  of  the  Action 

25  and  subsequently  thereto  infringed  the  Patent  in  manner  therein  mentioned. 

On  the  24th  of  December  1904  the  Defendants  delivered  their  Defence  and 

Particulars  of  Objections.    They  denied  infringement  and  alleged  the  invalidity 

of  tiie  Patent  on  the  following  grounds,  which  were  set  forth  in  the  Particulars 

of  Objections,  viz. :— (1)  That  the  Plaintiff  was  not  the  true  and  first  inventor. 

30  (2)  That  the  alleged  invention  was  not  useful.  (3)  That  the  alleged  invention 
was  not  new  and  proper  subject-matter  of  Letters  Patent.  (4)  That  the  alleged 
invention  was  published  prior  to  the  date  of  the  Patent  by  the  filing  deposition 
and  publication  at  the  Patent  Office  of  the  following  Specifications,  viz. : — 
(a)  The  Specification  of  Frank  Ernest  Nichol,  No.  19,462  of  1894.    (6)  The 

35  Specification  of  Herbert  Hampton  Hall  and  Thomas  Clarke^  No.  11,355  of  1897. 
(c)  The  Specification  of  Robert  Ogilvie  Tweedie,  No.  16,794  of  1899.  (d)  The 
Specification  of  Charles  Marshall,  No.  21,116  of  1901.  (5)  That  there  was 
disconformity  between  the  Provisional  and  Complete  Specifications.  (6)  That 
the^Complete  Specification  was  ambiguous. 
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The  Reply  was  delivered  on  the  2nd  of  February  1905.  The  Action  not  being 
set  down  for  trial,  the  Defendants,  on  the  9th  of  June  1905,  applied  by  Motion 
that  the  Action  might  stand  dismissed  for  want  of  prosecution,  the  Plaintiff 
having  failed  to  give  Notice  of  Trial,  with  costs  to  be  paid  by  the  Plaintiff  to  the 
Defendants  and  that  the  Particulars  of  Objections  delivered  by  the  Defendants  5 
with  their  Defence  might  be  certified  to  have  been  reasonable  and  proper.  Two 
affidavits  were  filed  in  support  of  the  application,  one  by  the  Defendants* 
Solicitor  proving  that  no  Notice  of  Trial  had  been  given  and  that  the  time  for 
the  delivery  thereof  had  expired  and  that  the  document  exhibited  to  the  said 
affidavit  was  a  copy  of  the  Particulars  of  Objections  delivered  with  the  Defence  10 
in  the  Action.  The  other  affidavit  was  sworn  by  Frank  Richmond^  a  Patent 
Agent  of  Burnley,  to  the  effect  that  the  alleged  Patent  was  anticipated  by  the 
Specifications  referred  to  in  the  Particulars  of  Objections,  and  that  there  was  dis- 
conformity  between  the  Provisional  and  Complete  Specifications  of  the  Patent 
and  that  Uie  Complete  Specification  was  ambiguous.  15 

Procter  (instructed  by  Procter  &  Son,  of  Burnley)  appeared  for  the 
Applicants. 

The  Plaintiff  did  not  appear. 

Procter  for  the  Applicants.— In  Wilcox  v.  Janes  (14  R.P.C.  523  ;  L.R.  (1897) 
2  Ch.  71)  there  was  no  evidence  as  to  the  Particulars  before  the  Court,  and  in  the  20 
absence  of  such  evidence  the  Court  could  not  give  a  Certificate   that    the 
Particulars  had  been  proved  and  that  was  a  case  where  the  Plaintiff  discontinued. 

In  this  case  the  pleadings  had  been  closed  and  upon  the  result  of  a  recent 
decision  by  the  Court  of  Appeal  in  an  action  for  the  infringement  of  the  PSitent 
which  is  the  subject  matter  of  this  action,  the  Plaintiff  intimated  that  he  did  25 
not  intend  to  proceed.  I  also  rely  on  Lee  v.  Wigan  Coaly  Ac.  Co.,  decided  by 
.Stirling  J^  in  Chambers,  on  December  the  2nd  1895,  and  cited  in  the  Annual 
Practice,  and  Pneumatic  Tyre  Co.  v.  Parr^  W.N.  (1896)  p.  88. 

Hopkinson  K.C. — The  question  is  what  is  the  principle.    The  Court  cannot 
go  into  Particulars  of  Objections  to  see  whether  they  are  reasonable  and  proper,  30 
and  cannot  assume  that  they  are.    Have  you  an  affidavit  ? 

Procter. — I  have. 

Hopkinson  K.C. — Let  me  see  it.  In  the  case  of  Wilcox  A  GHbbSY.  JaneSj  in 
which  Lord  Justice  Romer  refused  to  give  a  Certificate,  he  said  that  he  did  not 
know  enough  about  the  case.  35 

Procter. — ^There  was  no  evidence  before  him. 

Hopkinson  K.C. — ^What  do  your  Particulars  of  Objections  go  to  ? 

Procter. — They  go  to  novelty  "and  they  name  certain  Specifications.  One  of 
those  Specifications  relates  to  Letters  Patent  which  have  been  the  subject  of 
litigation  (Anti-Vibration  Incandescent  Lighting  Co.  Ld.  v.  Crossley  22  R.P.C.  40 
441),  the  result  of  which  litigation  was  awaited  by  the  parties  in  this  case  to  see 
whether  the  matter  could  be  ended,  and  on  knowing  the  result  of  that  Action 
the  Plaintiff  chose  not  to  go  on. 

Hopkinson  K.C. — I  think  justice  will  be  done  by  granting  the  relief  aaked. 
I  have  power  to  do  it.    I  am  satisfied  that  the  Particulars  are  reasonable.  45 

Procter. — ^The  Order  will  be  that  the  Action  be  dismissed  with  costs  unless  the 
Plaintiff  gives  Notice  of  Trial  within  ten  days. 

Hopkinson  K.C. — Yes,  and  then  a  Certificate  on  this  evidence.    There  seems 
to  have  been  no  evidence  in  the  case  before  Mr.  Justice  Romer^    I  might  have 
hesitated  if  it  had  been  a  question  of  getting  up  evidence  of  prior  user.    The  50 
costs  of  this  Motion  will  be  the  Defendants'  in  any  event. 
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IH  THE  Court  op  Session  in  Scotland, 

Inner  House.— First  Division* 

Be/ore  The  Lord  President  (Lord  Dunbdin),  Lord  Adam,  and 

Lord  Kinnear. 

5  May  12th,  June  20th,  21st,  and  23i\l,  1905. 

Alexander  Turnbull  &  Co.  Ld.  v.  Cruikshank  and  Fairweather. 

Patent-^Patent  Agents  pei'^mitti'ng  Patents  to  lapse. — Action  for  Damages.  — 
Invalidity  of  Patents  not  a  relevant  Defence. 

T  &  Co.  were  engineers.     C.  &  F.  were  Patent  Agents^  and  acted  as  agents  for 

10  T.  &  Co,  in  regard  to  Patentn  which  the  loiter  held.    T.  &  Co.  averred  that  it 

was  part  of  the  duty  of  G.&Y.to  give  them  notice  when  renewal  fees  were  due^  so 

that  the  Patents  might  not  he  allowed  to  lapse.    In  the  case  of  two  Patents  it  was 

averred  that  C.  &  F.  failed  to  do  this.    The  Patents  lapsed.    T.  &  0.  stied 

C.  &  F./or  damages.    In  defence  C.  &  F.  pleaded  inter  alia  that  the  Patents 

15  were  invalid  for  want  of  novelty.    They  did  not  allege  that  the  Patents  had 

been  obtained  or  vsed  fi^vdulently.    Held,  hy  Lord  Low  in  the  Outer  House^ 

that  this  defence  was  irrelevant  and  thcU  no  Proof  as  to  the  validity  of  the 

Patents  could  be  allowed. 

On  appeal  to  t?ie  Fii^t  Division  of  the  Inner  House,  the  Court  adhered  to 

20  Lord  Low's  Judgment. 

This  was  an  action  for  damages  at  the  instance  of  Alexander  Turnbull  A 
Oo.  Ld.y  having  their  registered  oflBce  at  St.  Mungo's  Works  Bishopbrig^ 
near  Qlasgow,  assignees  to  British  Patent,  No.  3447  of  1893,  and  British  Patent, 
No.  3994  of  1893,  and  also  assignees  to  Belgian  Patent,  No.  104,762  of  1893, 
25  and  to  French  Patent,  No.  230,089  of  1893,  Pursuers  against  Cruikshank 
.  and  Fairweather,  Chartered  Patent  Agents,  carrying  on  business  at  Glasgow, 
Defenders. 

The  Pursuers,  in  connection  with  their  engineering  business,  acquired  the 

two  British  and  two  foreign  Patents  above  mentioned.    No.  3447   of  1893 

30  related  to  improvements  in  steam  and  low- water  safety  valves ;  No.  3994  of  1893 

related  to  improvements  in  stop  and  other  valves.    The  French  and  Belgian 

•    Patents  above  mentioned  were  averred  by  the  Pursuers  to  be  based  on  the 

British  Patent  No.  3994  of  1893.    The  Defenders  denied  this,  and  averred  that 

they  were  independent  Patents,  or  based  on  the  British  Patent  No.  6298  of  1893. 

35  The  Defenders  also  disputed  the  validity  of  the  assignations  by  which  these 

,    French  and  German  Patents  were  transferred  to  the  Pursuers. 

*  *        Prior  to  1899,  the  charge  of  these  four  Patents  had  been  entrusted  to  a  firm  of 

Patent  Agents  other  than  the  Defenders.  In  that  year,  after  some  correspondence, 

2  U 
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the  Pursuers  transferred  the  charge  of  all  their  Patents  to  the  Defenders.  Part 
of  the  duty  of  the  Defenders  was,  the  Pursuers  averred,  to  inform  the  latter  when 
renewal  fees  became  due,  and  to  prevent  these  from  being  overlooked.  To  enable 
them  to  do  this  they  kept  a  register,  in  which  the  Patents  of  which  they  had  charge 
were  entered ;  for  giving  this  intimation  they  charged  a  fee  of  11.  la.  per  annum  5 
for  each  Patent.  The  Defenders  admitted  that  they  kept  such  a  register,  but 
explained  that  it  was  only  for  their  own  information.  Renewal  fees  were  some- 
times paid  through  them,  and  in  that  case  they  chai^d  a  fee  for  the  agency  and 
correspondence  involved.  They  did  not,  however,  admit  that  they  undertook 
the  duty  of  sending  the  Pursuers  intimation  of  renewal  fees  being  due  ;  they  10 
explained  that,  if  they  sent  notice  to  clients  that  the  renewal  fees  were  due,  it 
was  in  the  hope  that  these  fees  would  be  paid  through  them,  so  that  they  would 
earn  their  charge,  and  not  because  it  was  part  of  their  duty  ;  no  charge  was  made 
for  such  intimation. 

The  Defenders  sent  notice  to  the  Pursuers  in  the  year  1900  that  renewal  15 
fees  for  Nos.  3M7  and  3994  of  1893  were  about  to  fall  due,  but  in  1901  they 
omitted  to  do  so,  and  the  Patents  were  allowed  to  lapse.  The  three  months 
within  which  the  fees  might  have  been  paid,  with  an  added  penalty,  were  also 
allowed  to  pass  without  notice  to  the  Pursuers,  and,  in  consequence,  the  Patents 
were  entirely  lost.  On  the  Pursuers'  contention  this  loss  also  carried  with  it  20 
that  of  the  French  and  Belgian  Patents.  The  Defenders  admitted  that  no 
notice  was  sent  to  the  Pursuers  regarding  these  Patents  after  1900  ;  but  averred 
that  they  were  deleted  from  their  books  by  the  instructions  of  the  Pursuers. 

The  Pursuers,  after  some  correspondence,  raised,  on  the  12th  of  July  1904,  this 
action  against  Defenders  for  recovery  of  the  damages  they  had  incurred  by  the  25 
negligence  of  the  Defenders  causing  the  loss  of  these  Patents,  rival  firms  being 
now  able  to  manu&cture  valves  similar  to  the  Pursuers*.    They  sued  for  6,0002. 
for  Patent  No.  3994  of  1893,  for  5001.  for  each  of  the  foreign  Patents,  and  for 
1,0002.  for  No.  3447   of  1893.    Besides  the  Defences  already  indicated,  the 
Defenders  pleaded  that  the  Patents  in  question  were  all  of  them  invalid  for  want  30 
of  novelty,  and  that  it  was^  therefore,  immaterial  whether  they  lapsed  or  not. 
They  gave  a  long  list  of  Specifications  which,  they  alleged,  anticipated  Pursuers* 
Patents,  and  asked  that  they  should  be  allowed  a  proof  as  to  novelty.    The 
record  came  up  for  adjustment  on  the  22nd  of  October  1904,  and  was  continued 
on  that  date  and  on  Ist  November,  in  order  that  the  Defenders  might  have  time  35 
to  complete  their  search  for  alleged  anticipations.    On  the  13th  of  December 
the  record  was  closed  and  the  case  was  sent  to  the  Procedure  Roll,  where  it  was 
argued  on  the  7th  of  March  1905.    Argument  was  confined  at  this  stage  to  the 
relevancy  and  to  the  Plea  in  Law  No.  4  for  the  Defenders,  viz. : — '^  The  said 
'^  Letters  Patent  being  invalid,  the  Pursuers  have  sustained  no  loss   through  40 
**  their  lapse." 

On  the  3rd  of  April,  LORD  Low  (LORD  ORDINARY^  pronounced  the  following 
Interlocutor : — ^The  LORD  Ordinary,  having  considered  the  Cause,  finds  that 
the  statements  of  the  Defenders,  in  their  Answer  to  Article  YI.  of  the 
Condescendence,  that  the  Patents  No.  3447  of  1893,  and  No.  3994  of  1893  are  45 
invalid  are  irrelevant,  and  ought  not  to  be  remitted  to  probation ;  Therefore  to 
that  extent  sustains  the  second  Plea  in  Law  for  the  Pursuers  ;  Repels  the  fourth 
Plea  in  Law  for  the  Defenders  ;  and,  before  further  Answer,  allows  the  parties  a 
Proof  of  their  respective  averments  in  the  Closed  Record,  and  to  each  a  conjunct 
probation ;  Appoints  the  same  to  proceed  on  a  day  to  be  afterwards  fixed,  and  80 
Reserves  all  questions  of  expenses. 

His  Lordship*s  judgment*  proceeded  on  the  ground  that  the  Defenders  were 
in  substance  seeking  to  have  the  Patent  reduced  by  way  of  exception  and 
without  concurrence  of  the  Lord  Advocate,  which  was  an  incompetent  mode  of 
procedure,  and  that  in  any  case,  even  had  it  been  competent  and  if  it  were  K 

*  Ante,  page  363. 
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established  that  the  Patent  was  invalid,  still  the  action  wonld  not  &11  to  be 
thrown  out,  there  being  no  averment  of  fraud,  and  the  Patentee  in  the  absence 
of  f rand  being  entitled  to  use  the  Patent  till  it  was  found  to  be  invalid. 
The  Defenders  reclaimed  to  the  First  Division  of  the  Inner  House. 
5      On  the  12th  of  May  1905  the  reclaiming  note  was  sent  to  the  Summar  Roll,  and 
on  the  20th  and  21st  of  June  Counsel  were  heard. 

The  Counsel  for  the  Defenders  and  Reclaimers  were  Clyde  K.C.  and 
Sandemah  (instructed  by  Martin  and  McOlasJian  S.S.C.) ;  the  Counsel  for  the 
Pursuers  and  Respondents  were  McLennan  K.C.  and  Macmillan  (instructed  by 

XO  *.  H.  Miller  A  Go.  S.S.C.). 

Counsel  for  the  Defenders  and  Reclaimers. — ^Wo  ask  for  a  proof  as  to  the 
validity  of  the  Patents  in  order  to  discover  whether  there  has  been  real  loss. 
If  the  Patents  were  worthless  no  loss  has  been  sustained,  and  there  is  therefore 
no  foundation  for  an  action  of  damages  {Webster  v.  De  Tastet  1897,  7  T.R.  157, 

15  4  R.R.  402 ;  Davidson  v.  Mackenzie,  19  D.  226,  per  Lord  Deas  at  page  254 ; 
Story  on  Agency,  section  222).  At  least  if  the  invalidity  of  the  Patents  is  not 
a  complete  reply  to  the  action  it  will  go  in  mitigation  of  damages.  An  invalid 
Patent  is  not  of  the  same  value  as  a  good  one,  any  more  than  a  spavined  horse 
is  as  valuable  as  a  good  one.    A  Patent  is  property,  and,  in  finding  its  value, 

20  the  fact  that  it  is  property  containing  a  defect,  which  may  at  any  moment  come 
to  light,  must  be  taken  into  account.  Even  if  the  invalidity  of  the  Patents  be 
not  pleadable  either  as  an  entire  defence  to  the  action  of  damages  or  in  mitiga- 
tion of  damages,  it  will  be  inevitable  to  enter  into  the  question  of  anticipation. 
For  to  determine  the  amount  of  damages  the  falling  off  of  the  sale  of  valves 

25  made  under  the  Patents  must  be  determined.    Hence  it  must  be  inquired  what 

valves  were  made  under  the  Patents  ;  and  this  depends  on  the  construction  of 

the  Specifications,  which  again  depends  on  the  state  of  prior  knowledge  and  the 

field  that  was  left  to  be  covered  by  this  invention. 

Counsel  for  the  Pursuers  and  Respondents. — The  Pursuers  cannot  be  called 

30  on  to  enter  into  the  question  of  the  validity  of  their  Patents  in  this  action. 
The  plea  that  they  were  invalid  and  that  no  damage  has  been  done  is  not 
one  open  to  the  Defenders.  A  Patent  so  long  as  it  subsists  is  prima  facie 
good  {HaUey  v.  Brotherhood,  L.R.  15  CD.  514 ;  L.R.  19  CD.  386).  At  the  time  the 
Patents  were  allowed  to  lapse  they  had  never  been  challenged.    The  agents  are 

35  not  entitled  to  go  into  questions  which  had  never  been  raised  and  might  never 
have  been  raised.  The  loss  of  the  Patents  was  due  to  the  Defenders ;  they  are 
in  fault  and  liable  in  damages  (Lilley  v.  Douhleday,  L.R.  7  Q.B.D.  510 ;  Davis 
V.  Oarett,  6  Bing.  716 ;  8  L.J.  Old  Series  C.P.  253).  The  case  is  ruled  by 
Davidson  v.  Mackenzie  (uhi  supra)  and  Stiven  v.  WcUson  (1  R.  412).    Nor  can 

40  the  invalidity  of  the  Patents  be  a  relevant  plea  in  modification  of  damages. 
The  chance  that  they  might  have  been  challenged  is  not  liable  to  estimation. 
Till  challenged  they  must  be  assumed  to  be  good.  There  is  nothing  to  show 
they  would  ever  have  been  challenged.  Neither,  again,  is  such  an  inquiry 
relevant  in  the  assessment  of  damages.    If  the  Pursuers  show  that  they  were 

45  making  certain  profits  by  the  sale  of  valves  made  according  to  the  Patents,  and 
that  those  profits  have  been  put  an  end  to,  that  will  be  a  basis  for  assessing 
damages.  It  is  not  competent  to  the  Defenders  to  closely  scrutinise  the 
Patents  with  a  view  to  attacking  their  validity.  The  interpretation  of  the 
Specifications  to  show  what  they  include  must  be  merely  the  ordinary  inter- 

50  pretation  of  documents,  not  a  cover  to  an  attack  on  validity.  The  state  of 
knowledge  will  only  be  relevant  as  an  aid  to  the  meaning  of  these  Specifications, 
not  as  a  means  of  cutting  thom  down  by  anticipation. 

The  Court  took  time  to  consider,  and  on  the  23rd  of  June  delivered  judgment, 
adhered  to  the  Interlocutor  of  the  Lord  Ordinary,  and  found  the  Reclaimers 

55  liable  to  the  expenses  of  the  appeal. 

The  Lord  Pbbsidbnt.— This  reclaiming  note  raises  some  puzzling  questions 
easier  to  propound  than  to  answer.     The  action  is  at   the   instance   of  a 
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gentleman  who  has  got  Letters  Patent  for  an  invention  against  a  firm  of  Patent 
Agents  for  damages  on  the  ground  of  negligence.  The  allegation  is  that  the 
Defenders  having  undertaken  to  do  certain  things  for  hire,  and  amongst  others 
to  keep  the  Pursuers  informed  from  time  to  time  of  the  dates  on  which  certain 
payments,  which  under  the  regulations  of  the  Patent  Office  are  necessary  in  5 
order  to  keep  a  Patent  in  force,  fell  to  be  made,  nevertheless  neglected  to  do  so, 
with  the  result  that  the  Patents  lapsed  and  are  no  longer  of  any  value. 

There  are,  of  course,  denials  as  to  damage  that  has  thereby  ensued,  and 
parties  are  agreed  that  on  this  point  inquiry  is  necessary.  But  a  matter  of 
interest  has  arisen  on  a  special  averment  of  the  Defenders  contained  in  the  Iff 
Answer  to  Article  VI.  of  the  Condescendence  where  the  Defenders  deny  the 
statement  that  the  Pursuers  have  suffered  loss  and  damage,  and  then  proceed  to 
table  a  large  number  of  Specifications  prior  in  date  to  the  Pursuers*  Patents 
with  the  object  of  showing  that  the  Pursuers'  Patents  were  of  no  value,  as  they 
Were  invalid  by  anticipation.  The  meaning  which  they  attach  to  this  \%  prima  15 
fa^ie  disclosed  by  their  fourth  Plea  in  Law,  which  is—'*  The  said  Letters  Patent 
*^  being  invalid,  the  Pursuers  have  sustained  no  loss  through  their  lapse."  The 
Lord  Ordinary  in  dealing  with  that  plea  pronounced  the  Interlocutor  now 
under  review,  which  is  as  follows  :— "Finds  that  the  statements  of  the 
*'  Defenders  in  their  Answer  to  Article  VL  of  the  Condescendence  that  the  20 
"  Patents  ....  are  invalid  are  irrelevant  and  ought  not  to  be  remitted  to 
'*  probation  :  Therefore  to  that  extent  sustains  the  second  Plea  in  Law  for  the 
"  Pursuers  ;  Repels  the  fourth  Plea  in  Law  for  the  Defenders,  and  before  further 
'•  Answer  allows  the  parties  a  Proof."  We  have  to  determine  whether  that 
Interlocutor  is  right.  25 

It  is  clear  from  the  state  of  the  pleadings,  and  from  certain  statements  of  the 
Lord  Ordinary,  that  the  discussion  before  his  Lordship  was  limited  to  one  and 
that  the  extreme  point,  that  proof  should  be  allowed  to  show  that  the  Patents 
were  bad  and  that  in  consequence  no  damages  at  all  were  due.  Before  your 
Lordships  the  discussion  has  taken  an  ampler  form,  to  which  I  shall  revert  pre-  30 
sently,  although  the  first  part  was  not  given  up.  The  first  question  for  us  to 
consider  is  whether  the  Lord  Ordinary  was  right  in  pronouncing  the  Interlocutor 
he  has  done,  upon  the  plea  urged  in  what  I  call  the  extreme  sense.  I  am  of 
opinion  that  he  was.  The  subject  is  not  free  from  difficulty,  but  it  has  already 
been  under  the  consideration  of  the  Court.  Two  authorities  were  quoted  to  us  35 
which,  in  my  opinion,  are  indistinguishable  from  the  present  case.  I  refer  to 
the  cases  of  Davidson  v.  Mackenzie  (19  D.  226)  and  Siiven  v.  Watson  (1  R.  412). 
Davidson^s  was  a  case  in  which  a  person  who  had  had  an  inhibition  executed, 
by  means  of  which  he  sought  to  secure  a  preference  over  a  debtor's  estate, 
brought  an  action  against  the  Keeper  of  the  Register  of  Inhibitions,  who,  by  W 
neglecting  to  record  it,  had  prevented  the  inhibition  from  receiving  any  effect 
at  all.  I  think  your  liOrdships  will  see  that  that  is  extraordinarily  analogous  to 
the  present  case  on  the  point  I  am  now  dealing  with.  The  action  of  the  Keeper 
destroyed  the  life,  or  more  accurately  prevented  the  birth,  of  the  inhibition, 
just  as  here  the  action  of  the  Defenders  destroyed  the  life  of  the  Patents.  45 
Accordingly,  in  so  far  as  the  action  of  the  Defenders  here  cut  short  the  life  of 
Patents,  there  seems  to  me  there  is  a  perfect  analogy  between  this  case  and 
Davidson^s  case.  The  defence  proponed  by  the  Defender  in  Davidson^s  case 
was  that,  even  if  he  had  duly  recorded  the  inhibition,  it  would  have  been  of  no 
value,  because  he  was  prepared  to  show  that  the  inhibition  was  bad  before  he  50 
got  it  to  record.  Here  the  Defenders  propose  to  show  that  the  Patents  were 
bad,  and  therefore  worthless.  I  am  aware  that  in  the  case  of  Davidson  there 
was  an  inquiry,  owing  to  the  view  taken  by  the  Lord  Ordinary,  and  that  there 
was  therefore  a  double  ground  of  judgment.  However,  the  opinions  of  the 
Lord.  President  and  Lords  Curriehill  and  Ivory  clearly  show  that  they  held  55 
that  this  was  not  a  relevant  defence  in  the  mouth  of  the  Keeper  of  the  Rogister. 
L  think  that  at  the  bottom  of  the  judgment  was  this,  that,  after  all,  the 
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inhibition  mi^ht  have  served  its  purpose  even  although  the  defects  were,  there, 
because  it  was  impossible  to  say  whether  they  would  have  been  pled  or  not.  I 
itm  fortified  in  thinking  that  to  have  been  the  true  ground  of  judgment  in 
Mackenzie's  case,  because  it  is  clearly  brought  out  in  the  case  of  SHven,  There 
5  a  person  had  aright  to  have  certain  yarn  delivered  to  him,  and,  being  afraid 
that  the  yam  might  not  be  delivered  to  him,  he  was  to  get  from  the  persons 
who  were  bound  to  deliver  it  a  certain  quantity  of  tow.  It  was  necessary  that 
the  tow  should  be  held  in  security  by  a  third  person,  to  whom  it  was  delivered*. 
.  This  person  neglected  to  intimate  the  delivery  order,  which  had  the  effect  that' 

10  the  property  did  not  pass.  The  result  was  that  when  bankruptcy  ensued 
the  security  was  lost.  The  reply  of  the  third  person  to  an  action  of  damages 
was :— "  You  cannot  get  damages  from  me  because  if  I  had  duly  completed  the 
"  efficacy  of  the  delivery  order  by  giving  intimation  to  the  warehouse  it  would 
**  have  been  no  use  because  your  security  in  my  hands  would  have  been 

15  "  reducible  under  the  Bankruptcy  Acts."  The  ratio  decidendi  is  shortly  put  by 
Lord  Neaves  : — "  The  intention  was  that  Watson  should  become  the  agent  or. 
"  mandatory  of  Stiven.  That  relation  onco  constituted  a  duty  arose,  and 
''  Waison  was  liable  in  damages  if  he  failed  to  perform  it,  which  it  is  clear  that 
"  he  did.    We  are  now  asked  on  that  footing  to  hold  that  the  agent  or  servant 

20  "  might  turn  round  and  say  :  *  It  would  have  done  you  no  good  if  I  had 
'"performed  my  duty.'  I  should  have  great  difficulty  in  sustaining  that 
"  defence.  It  is  not  a  plea  to  be  favoured,  and  I  doubt  whether  it  is  relevant, 
'*  unless  at  least  it  is  demonstrated  that  the  performance  of  the  duty  could 
^'  under  no  circumstances  have  been  of  use  to  the  person  for  whose  benefit  it 

25  "  was  undertaken."  The  Lord  Justice  Clerh  said  :— "  A  somewhat  novel  plea 
'*  is  urged  to  the  effect  that,  even  if  the  Defender  had  intimated  the  order 
''  Stiven  would  have  been  none  the  better,  as  he  could  not  have  made  use  of 
*^  the  security,  because  it  was  granted  within  sixty  days  of  bankruptcy  and 
'*  might  therefore  have  been  set  aside  by  the  trustee  on  Annan*s  estate.    I 

30  "  have  no  doubt  it  was  a  security,  and  perhaps  it  might  have  been  challenged 
"  with  success.  But  the  Defender  to  make  his  plea  plausible  must  be  able  to 
"  show  that  it  would  have  been  reduced.  But  how  can  we  tell  ?  The  effect 
"  of  the  possession  of  this  tow  by  the  creditor  might  have  been  the  delivery  of 
"  the  overdue  yarn,  in  which  case  the  other  creditors  would  have  had  nothing 

35  "  to  say."    I  think  these  two  authorities  really  settle  this  matter  upon  the  first 

point,  and  therefore  upon  the  case  argued  to  the  Lord  Ordinary  I  have  come  to 

the  conclusion,  while  admitting  it  is  a  difficult  case,  still  without  hesitation, 

that  the  Lord  Ordinary  is  right. 

But  when  the  case  came  here  the  argument  assumed  a  wider  range.    Mr. 

40  Sandeman  saw  he  might  well  urge  what  he  wanted  in  the  sense  of  what  I  may 
call  mitigation  of  damages.  His  argument  was  this  : — ^**  What  you  have  not  got 
"  through  my  default  is  a  Patent,  and  I  am  liable  for  the  necessary  results  of 
•*  that.  But  the  value  of  a  good  Patent  and  a  bad  Patent  is  different ;  and 
"  therefore  just  as,  if  you  had  lost  a  horse,  I  should  be  entitled  to  prove  that  he 

45  "  was  a  bad  horse  to  mitigate  the  damages,  so  I  am  here  entitled  to  prove 
**  whether  it  is  a  good  or  a  bad  Patent."  This  sounds  plausible  and  was  well 
put  by  Mr.  Sandeman ;  but  if  pressed  is  found,  I  think,  to  be  really  the  same 
point  over  again,  because  the  material  point  is  not  the  validity  or  invalidity 
of  the  Patent,   but  the  chance  of  somebody  attacking  it.     It  is  not  a  true 

50  analogy  with  the  horse.  The  difference  lies  in  the  nature  of  the  inquiries  to 
show  the  value  of  the  horse  and  the  Patent.  It  is  clear  from  the  cases  I  have 
quoted,  you  could  not  have  excused  yourself  for  the  loss  of  the  horse  by 
saying:— "If  I  had  delivered  the  horse,  it  would  have  done  you  no  good, 
"  because  there  was  a  flood  in  the  stable  that  would  have  drowned  the  horse 

55  ^*  next  day."  That  is  the  same  class  of  objection  as  is  made  here.  AccordinrtT 
I  think  you  really  have  the  discussion,  though  in  a  somewhat  astute  form,  of 
the  old  plea  over  again. 
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Bat  Mr.  Clyde  stated  another  argament  even  more  puzzling.  He  said  he 
wanted  to  prove  the  validity  or  invalidity  of  the  Patent  for  another  reason. 
His  argument  was  this : — ^'  Esto.  I  cannot  in  the  proper  sense  of  the  word  go 
**  into  the  invalidity  of  the  Patent.  But  you  are  going  to  sue  me  for  damages. 
'^  How  are  you  going  to  fix  the  value  of  your  Patent  ?  You  cannot  fix  it  as  5 
^'  you  do  the  value  of  wheat  by  taking  the  market  value  at  the  time.  You  can 
"  only  fix  it  by  finding  out  what  you  would  have  made  from  it,  if  you  had  had 
"  it.  You  will  begin  your  inquiry  by  saying,  *  If  I  had  had  my  Patent  I  should 
"  *  have  sold  so  many  valves  under  it.  Not  having  my  Patent  I  cannot  sell  so 
"  *  many,  because  other  people  are  now  making  them.  Before  they  would  have  10 
"  *  been  struck  at  under  my  Patent,  and  I  would  have  made  the  valves  myself 
"  '  or  else  obtained  a  royalty.' "  Clearly  the  beginning  of  the  inquiry  is  to 
show  what  the  Patent  will  cover.  "  But,"  says  Mr.  Glyde^  "  how  am  I  to 
"  find  out  what  the  Patent  will  cover  unless  I  am  entitled  to  go  into  the  question 
"  of  prior  Specifications  and  prove  the  state  of  prior  knowledge,  in  order  to  15 
*^  show  what  is  the  true  meaning  apd  construction  of  the  Patent  ?  "  That  is 
ingenious  and  plausible,  but  I  think  there  is  a  way  in  which  it  may  be  solved. 
In  the  first  place  it  might  be  solved  narrowly  by  saying  that  there  is  nothing  in 
the  Lord  Ordinary's  Interlocutor  which  prevents  Mr.  Clyde  doing  what  he 
wishes  to  do,  because  the  Interlocutor  is  merely  that  the  averments,  that  the  80 
Patents  are  invalid,  are  irrelevant  and  should  not  be  remitted  to  probation. 
That  would  be  one  way  out  of  the  difficulty,  but  I  think  it  would  be  a  very 
unfair  way  to  the  Lord  Ordinary  after  there  has  been  so  much  discussion.  In 
the  next  place  it  is  quite  obvious  that  the  construction  of  the  Patents  must  in 
one  sense  be  an  open  question  at  the  proof.  Suppose  that  Mr.  Macmillan  in  85 
leading  his  proof  was  simply  to  put  in  his  clients'  books  and  show  the  tumov^, 
it  is  obvious  that  Mr.  Clyds  would  say  ; — "  I  want  to  see  the  items,  because,  for 
**  all  I.  know,  you  may  be  putting  in  sales  not  of  valves  but  of  pistons  or 
*^  anything  else  and  clearly  you  cannot  recover  upon  these."  To  come  to  a  less 
extreme  case,  if  the  Patent  is  one  for  a  particular  form  of  valve,  say  for  a  needle  30 
valve,  it  is  obvious  that  damages  could  not  be  recovered  for  diminution  in  the 
sales  of  mushroom  valves.  So  in  that  sense  the  construction  of  the  Patents 
must  be  open  to  proof.  But  the  construction  of  the  Patents  must  be  merely  the 
construction  of  documents.  I  am  aware  tha(  it  is  often  said  you  must  construe  a 
Patent  in  what  may  be  called  a  wider  or  narrower  sense,  according  to  what  you  35 
may  find  in  prior  Specifications,  or  in  books,  or  in  view  of  things  that  have 
been  formerly  used  or  sold ;  I  do  not  think  that  is  truly  a  rule  of  construction, 
but  that  it  represents  the  exigencies  of  counsel  in  a  case  where  a  Patent 
is  being  tested.  I  hold  that  though  the  construction  is  open  the  Lord 
Ordinary  and  Counsel  must  make  the  best  of  it  on  the  documents  as  they  are.  10 
I  am  quite  aware  this  will  entail  entering  into  a  difficult  subject  of  inquiry. 
But  there  are  many  difficulties  in  the  case  arising  out  of  questions  of  a 
problematical  character — ^for  instance,  whether  there  was  a  good  chance  of  the 
invention  being  superseded  by  something  else.  All  that  is  relevant,  and  t  am 
only  pointing  out  that  an  inquiry  must  always  be  difficult  when  its  domain  is  45 
in  Uie  region,  not  of  what  is  or  what  was,  but  of  what  might  have  been.  But 
this  is  the  Defenders'  fault.  If  they  had  performed  their  duty  and  kept  the 
Patents  alive  we  should  have  had  none  of  these  troublesome  inquiries  to  make. 

I  think  the  determination  of  the  case  should  be  that  we  should  adhere  to  the 
Lord  Ordinary's  Interlocutor,  and  it  would  be  quite  improper  in  an  Interlocutor  50 
to  say  anything  else.  But  I  think  he  will  consider  these  further  remarks  if 
they  seem  just  to  him ;  and  although  on  this  question  of  construction  he  will 
at  the  Proof  be  entire  master  of  the  case,  he  will  give  effect  to  them  when  the 
inquiry  is  taken. 

LOBD  Adah  and  Lord  Eikneab  concurred.  ^ 
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In  the  Court  of   Sbssion  in   Scotland. 

Inner  House.— First  Division. 

Before  The  Lord  President  (Lord  Dunedin),  Lord  Adam  and 

Lord  Einnear. 

b  May  12th,  July  4th,  6th,  and  14th,  1905. 

MiOA  Insulator  Company  Ld.  v.  Bruce  Pebbles  A  Co.  Ld. 

Patent — Infringement. — Action  for  dafnages. — Particulare  of  BrecLches. — 
Relevancy. — Application  of  section  29  Patents  Jtc.  Acty  1883^  to  Scotch  practice, — 
Scotch  and  English  practice  as  regards  Particulars. 

10  Hie  M.  I.  Co.  as  the  owners  of  two  Patents  dated  1892  and  1895^  and  both 
amended  in  Atigust  1904,  rais^an  action  against  B.  P.  d;  Co.  for  interdict 
against^  and  damages  for,  infringement  of  these  Patents.  They  averred  that 
the  Defenders  had  been  manufacturing  and  continued  to  manufacture  **  extra 
**  flexible  micanite  clothy''  using  the  patented  inventions  in  this  manufacture. 

15  Further^  they  averred  tliat  the  Defenders  had  since  the  beginning  of  1902 
infringed  tJie  Patents  by  purchasing  from  other  persons  than  the  Pursuers 
micanite  and  extra  flexible  micanite  cloth  made  in  contravention  thereof  and 
in  particular  that  at  varums  dates  they  had  bought  from  one  B.  in  Hamburg 
and  used  in  their  machines  in  Scotland  micanite  made  in  contravention  of  the 

20  Patents^  and  that  they  had  bought  from  the  B.  E.  Oesellschaft  in  Berlin 
machines  insulated  in  infringement  of  the  Patents  and  sold  them  to  persons  in 
Scotland.  The  Defenders  pleaded  that  the  averments  of  infringement  were 
irrelevant  for  want  of  specification  and  ought  not  to  be  remitted  to  probation. 
Held,  by  Lord  Stormonth  Darling  in  the  Outer  House,  that  the  action 

25  was  relevant^  and  Proof  was  allowed.    The  Defenders  reclaimed. 

Held,  in  the  Inner  House,  that  the  action  was  irrelevant— {1)  because  it  was 
not  clearly  specified  what  amount  was  claimed  for  breaches  before  amendment 
and  what  for  breaches  after  amendment^  and  (2)  because  there  wet^e  no 
sufficient  averments  to  show  what  was  the  nature  of  the  breach  complained  of. 

30     Observed,  per  the  Lord  President,  that,  while  a  separate  statement  of 

Particulars  of  Breac?ies  is  not  required  in  Scotland^  Particulars  of  Breaches 

must  be  set  forth  on  Record  such  as  are  required  by  section  29  of  the  Patents 

Ac.  Act,  1888. 

The  Pursuers  were  given  an  opportunity  to  amend  afid  did  amend  their 

35  Record,  and  the  cause  was  remitted  to  the  Older  House. 

Thi0  was  an  action  by  the  Mica  Insulator  Company  Ld.,  of  London,  as 
Parsuers,  against  Bruce,  Peebles  Jt  Co.  Ld.,  of  Edinbuifrh,  as  Defenders.  The 
Porsners  were  mannfactorers  of  and  dealers  in  mica  segments,  cut  mica,  and 
micanite.  They  were  the  registered  proprietors  of  Letters  latent  (No.  10,430*  A.D. 
40  1892)  for  ''  An  improvement  in  electrical  insulating  sheets,^'  the  Specification  of 
which  was  amended  in  accordance  with  a  decision  of  the  Chief  Examiner 
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dated  the  2nd  of  August  1904,  and  also  of  Letters  Patent  (No.  6048*  A.D.  1895)  for 
^  Improvements  in  the  manufacture  of  flexible  sheets  for  electrical  insulation/* 
the  Specification  of  whinh  was  amended  in  accordance  with  a  decision  of  the 
Chief  Examiner  dated  the  27th  of  August  1904.  The  Pursuers  manufactured 
in  accordance  with  the  Patent  of  1892  a  substance  which  was  sold  by  them  as  5 
^*  micanite/'  and  in  accordance  with  the  Patent  of  1895  a  substance  which  was 
l9old  by  them  as  "extra  flexible  micanite  cloth**  or  "extra  flexible  micanite 
"  paper.**  The  Defenders  were  engineers  in  Edinburgh,  and  users  of  mica  in 
y^ious  forms  in  the  construction  of  the  machines  which  they  manufactured. 

The  action  concluded  (first)  for  500^.  damages  for  breach  of  a  contract  10 
whereby  the  Defenders  were  said  to  have  agreed  to  purchase  from  the  Pursuers 
at  specified  prices  their  whole  supply  of  mica  segments,  micanite  segments,  cut 
mica,  and  mica  for  the  year  1904;  (second)  that  the  Defenders  should  be 
interdicted  from  infringing  the  said  Patents,  and  in  particular  from  making, 
Tending,  or  using  any  micanite  or  electrical  insulating  sheets,  or  flexible  sheets  15 
for  electrical  insulation,  constructed  or  used  in  the  manner  described  in  the 
said  amended  Specifications,  or  either  of  them,  or  in  manner  substantially  the 
same,  and  from  infringing  the  said  Patents  in  any  way ;  and  (third)  for  an 
account  of  the  micanite  insulating  sheets  made  by  Defenders  in  infringement 
of  the  Patents,  and  for  500Z.  damages  for  infringement.  20 

The  Condescendence  as  to  infringement  was  as  follows  : — "(5)  The  Pursuers 
"  further  believe  and  aver  that  the  Defenders  have  been  manufacturing  and 
"  continue  to  manufacture  <  extra  fiexible  micanite  cloth.*  In  manufacturing 
"  the  said  micanite  and  extra  fiexible  cloth  as  aforesaid,  the  Defenders  have 
"  used  and  employed  the  inventions  protected  by  the  said  Letters  Patent,  or  25 
"  one  or  other  of  them,  and  described  in  the  amended  Specifications  relative 
"  thereto,  and  have  infringed  the  said  Letters  Patent,  or  one  or  other  of 
"  them.  The  Pursuers  further  believe  and  aver  that  since  the  beginning 
"of  3902  the  Defenders  have  been  purchasing  from  other  persons  micanite 
"  and  extra  flexible  micanite  cloth  made  in  contravention  and  infringement  30 
"  of  the  said  Letters  Patent,  or  one  or  other  of  them,  and  have  thereby 
"  infringed  the  same.  In  particular  their  believe  and  aver  that  at  various  dates 
"  during  said  period  the  Defenders  have  bought  from  one  Brandt  in  Hamburg 
"  and  used  in  their  machines  in  Scotland  micanite  made  in  contravention  of 
"  said  Letters  Patent,  and  have  purchased  from  the  Bergmann  ElectricikUs  35 
^*  Oesellschaft  of  Berlin  machines  insulated  in  infringement  of  said  Letters 
^*  Patent,  and  sold  them  to  various  persons  in  England  and  Scotland.**  The 
answer  to  this  was : — **  Denied.  Explained  Uiat  the  Defenders  prior  to  1904 
"  purchased  from  Mr.  Brandt^  and  that  they  have  purchased  from  the  Bergmann 
"  Company.  The  Pursuers  are  called  on  to  specify  the  points  in  which  the  40 
"  Defenders  have  infringed  the  Pursuers'  Patents.** 

The  Defenders  put  in  a  Statement  of  Pacts,  in  which  they  averred  that  the 
Patent  10,430»  of  1892  (as  amended  in  1904)  was  invalid  ;  that  it  did  not 
embrace  any  invention  which  in  the  state  of  knowledge  at  the  time  was 
subject-matter  for  a  Patent ;  and  that  there  had  been  anticipation  and  prior  45 
use.  They  added  : — "  In  an  action  at  the  instance  of  the  Mica  Insulator 
"  Company  (who  were  the  immediate  predecessors  of  the  Pursuers,  and  who 
"  at  that  time  owned  the  Patent  No.  10,430  of  1892)  against  the  Electrical 
"  Company  Ld.j  tried  before  Mr.  Justice  KeJcewich  in  London  on  the  10th  of 
"  August  1898  and  subsequent  dates,  the  validity  of  said  Patent  No.  10,430  50 
"  of  1892  came  to  be  in  issue  when  it  was  abandoned  by  the  Plaintiffs,  and  its 
"  invalidity  was  pleaded  by  them  (vide  15  R.P.O.  489).  In  the  Patent 
"  Cases  Reports  it  is  entered  in  the  Index  as  a  Patent  which  had  been  declared 
*'  void  (15  Patent  Cases  10).*'  They  averred  that  Patent  No.  6048»  of  1895  was 
also  void  for  want  of  subject-matter  and  by  reason  of  anticipation  and  prior  use.  55 
The  Pursuers  replied  to  these  averments  : — "  The  proceedings  in  the  action 
**  mentioned  are   referred  to.    Quoad  ultra   denied,**    The   Defenders'  first 
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plea  in  law  was :— "1.  The  Pursuers'  averments  are  irrelevant  and  lacking  in 

"  specification,  and  ought  not  to  be  remitted  to  probation." 

The  action  was  raised  on  the  3rd  of  November  1904.    On  the  fith  of  December 

'  the  Lord  Ordinary  allowed  the  Pursuers  to  answer  the  Defenders'  Statement  of 

5  Facts,  and  continued  the  adjustment  of  the  Record.    Further  continuation  was 

allowed  on  the  20th  of  December  1904,  and  on  the  10th  of  January  1905,  in 

order  that  the  Pursuers,  if  so  advised,  might  have  an  opportunity  of  makings 

their  averments  as  to  infringements  more  specific.    They  did  not  however  do  so^ 

and  on  the  i7th  of  January  the  Lord  Ordinary  closed  the  Record  and  sent  the 

10  case  to  the  Procedure  Roll  in  order  that  the  relevancy  might  be  discussed. 
Counsel  were  heard  on  the  7th  and  16th  of  March. 

The  Lord  Ordinary  made  avizandum,  and  on  the  27th  March  he  pronounced 
the  followinsr  Interlocutor: — "The  LORD  Ordinary,  having  considered  the 
"  cause,  repels  the  first  plea  in  law  for  the  Defenders ;  allows  the  parties  a  Proof 

15  "  of  their  averments,  to  proceed  on  a  day  to  be  afterwards  fixed." 

His  Lordship's  opinion*  proceeded  mainly  on  the  ground  that  the  rather  vague^ 
nature  of  the  averments  in  Condescendence  5  was  excused  by  the  fact  that  the 
thing  complained  of  was  not  sale  of  this  or  that  article,  but  use  of  the  patented 
process  in  the  Defenders'  own  works. 

20      The  Defenders  reclaimed  to  the  First  Division  of  the  Inner  House. 

On  the  l^th  of  May  1905,  the  reclaiming  note  was  sent  to  the  Summar  Roll,, 
and  on  the  4th  of  July  Counsel  were  heard. 

The  Counsel  for  the  Defenders  and  Reclaimers  were  Clyde  K.C.  and  Christie 
(instructed  by  E.  I.  Findlay  S.S.C.) ;    the  Counsel  for  the   Pursuers  and 

25  Respondents  were  Younger  K.C.  and  Macphail  (instructed  by  Mackenzie  and 
Kermack  W.S.). 

Counsel  for  the  Defenders  and  Reclaimers. — ^There  is  here  no  sufficient 
averment  of  infringement  on  Avhich  to  go  to  trial.  In  fact  there  is  no  relevant 
averment  of  infringement  at  all.    It  is  said  that  the  Defenders  infringe  one  or 

30  other  of  two  Patents,  but  we  are  not  told  which.  The  defence  would  not  be  the 
same  in  both  cases.  It  is  not  said  that  the  Defenders  infringe  both,  and  we  are 
entitled  to  know  with  which  defence  we  must  be  prepared.  One  of  these  Patents 
(No.  10,430*  of  1892)  is  void,  or  at  least  was  void  till  amended.  For  aught  that 
appears  on  the  Record  the  acts  of  alleged  infringement  may  all  have  been  breaches 

35  of  this  invalid  Patent  before  its  amendment.  Both  Patents  have  been  amended. 
If  the  Pursuers  desire  to  found  on  infringement  before  the  amendment  they  must 
at  least  comply  with  section  20  of  the  Patents,  &c.  Act,  1883,  and  aver  and  prove 
that  the  original  Specifications  were  framed  in  good  faith  and  with  reasonable 
skill  and  knowledge.    No  such  averment  is  made.    That  omi^  has  never  been 

40  successfully  discharged.  Again,  specific  instances  of  infringement  must  be 
given  and  identified  by  their  dates  (HoiMehill  Coal  and  Iron  Company  v» 
Neilson,  5  D.  95,  2  Bell's  Appeals  1,  at  pages  18  and  24).  Sufficient  notice  of  a 
pursuer's  case  must  be  given  on  the  Record  to  enable  the  defender  to  prepare 
his  reply  (Kerr  v.  Clark,  7  M.  51,  at  page  58).    In  Hutchison,  Main  A  Co.  v. 

45  Pattullo  Brotliers  (15  R.  644)  the  Court  showed  that  it  considered  such  general 
averments  as  the  present  insufficient  to  support  an  action  of  infringement,, 
though  in  that  case  the  point  was  taken  too  late  to  form  a  ground  for  the 
decision  of  the  case.  In  the  Record  as  minute  Particulars  of  Breaches  must  be 
given  as  are  necessary  by  Statute  in  England  (section  29  of  the  Patents,  &c.  Act, 

50  1883).  Section  107  of  the  Patents,  .&c.  Act  saves  the  Scottish  forms  of  proce- 
dure, but  it  does  not  prevent  section  29  from  being  applicable  to  Scotland  in 
substance.  Indeed  that  section  merely  confirms  our  Scottish  law  apart  from 
the  Act,  which  requires  a  complete  specification  of  all  that  it  is  intended  to 
found  on  in  the  case  to  be  set  forth  on  Record.     In  claiming  damages  the 

55  Pursuers  must  state  whether  it  is  for  infringement  before  or  after  amendment 

Ante,  page  359. 
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that  they  claim,  and  if  for  both  they  must  specify  what  amount  of  damages  is 
sought  for  each  of  these  two  infringements. 

Counsel  for  the  Pursuers  and  Respondents  in  reply. — ^There  are  here  two 
kinds  of  infringement  complained  of,  viz.  (1)  purchase  by  the  Defenders  of  the 
patented  article  from  foreigners,  and  (2)  manufacture  of  the  patented  article  by  5 
the  Defenders  in  their  own  works.    As  to  the  first  of  these,  the  names  of  the 
foreigners  are  given ;  this  is  sufficient  specification  of  particulars  to  enable  the 
Defenders  to  prepare  their  case.    It  is  impossible  for  the  Pursuers  to  condescend 
on  the  exact  dates  of  these  purchases.    As  to  manufacture,  such  detailed 
Pai-ticulars  of  Breaches  are  not  required  in  that  case  as  in  the  case  of  sale  10 
{Mandleherg  v.  Morley,  10  R.P.C.  256).    The  Defenders  know  well  what  they 
are  doing  in  their  own  works.    The  Pursuers  can  only  have  a  general  knowledge 
of  the  process  they  employ  and  what  means  they  use  to  exploit  their  trade. 
The  case  of  Househill  Goal  and  Iron  Company  v.  Neilson  (ubi  supra)  is  not  in 
point.    There  it  was  the  Particulars  of  Objections  to  the  Patent  that  were  15 
insufficient.    Particulars  of  Breaches  are  on  qaite  a  different  footing.    It  is 
not  correct  to  say  that  the  onus  of  proving  that  the  original  claim  in  an  amended 
Patent  was  framed  in  good  faith  and  with  reasonable  skill  and  knowledge  has 
never  been  discharged  (^vide  Hopkinson  v.  St.  James'  and  Pall  Mall  Electric 
Light  Company  Ld.,  10  R.P.C.  46  at  page  62).    This  case  also  shows  that  the  20 
damages  need  not  be  split  up  in  the  way  suggested  by  the  other  side. 

The  Lord  President. — ^There  is  nothing  in  Condescendence  5  to  show  at 
what  time  the  alleged  infringement  took  place,  whether  before  or  after 
amendment. 

Counsel  for  the  Pursuers  proposed  to  amend  Condescendence  5  so  as  to  run  25 
as  follows  : — "  The  Pursuers  further  believe  and  aver  that,  since  the  27th  of 
*^  August  1904,  the  Defenders  have  been  manufacturing  and  continue  to 
**  manufacture  '  extra  flexible  micanite  cloth.'  In  manufacturing  the  said 
**  micanite  and  extra  flexible  micanite  cloth  as  aforesaid,  the  Defenders  have 
**  used  and  employed  the  inventions  protected  by  the  said  Letters  Patent  30 
**  respectively,  and  described  in  the  said  amended  Specifications  relative 
■**  thereto,  and  have  infringed  the  said  Letters  Patent.  The  Pursuers  further 
•**  believe  and  aver  that,  since  the  said  27th  of  August  1904,  the  Defenders,  &c." 

The  Court  made  avizandum.    On  the  6th  of  July  tht'y  recalled  the  Interlocutor 
reclaimed  against,  continuing  the  cause  to  allow  Pursuers  an  opportunity,  if  so  35 
advised,  to  further  amend  their  Record. 

The  Lord  President  said — My  Lords,  this  is  an  action  of  damages  at  the 
instance  of  the  Mica  Insulator  Company,  who  are  manufacturers  of  electrical 
materials,  against  a  firm  of  engineers,  and  damages  are  sought  on  two  different 
grounds.  They  are  sought  on  the  ground  of  an  alleged  breach  of  contract,  40 
which  the  Defenders  are  said  to  have  committed  by  having  bought  certain 
materials  from  others  than  the  Pursuers,  from  whom  alone,  by  the  terms  of 
their  contract,  they  had  undertaken  to  purchase.  Damages  are  also  sought  on 
the  ground  that  the  Defenders  have  sold  goods  which  they  themselves  have 
manufactured,  and  by  such  manufacture  have  infringed  the  patent  rights  of  the  45 
Pursuers,  or  that  these  goods  had  been  purchased  from  others  who,  in  manu- 
facturing them,  had  been  in  breach  of  these  patent  rights.  There  is  no 
controversy  between  the  parties  that,  in  so  far  as  regards  the  alleged  breach 
of  contract,  the  matters  in  dispute  must  be  remitted  to  probation.  But  the 
Defenders  say  that,  as  to  the  second  claim  for  damages,  the  Pursuers'  averments  50 
are  so  wanting  in  specification  as  not  to  entitle  them  to  a  Proof.  The  Lord 
Ordinary  has,  though,  as  appears  to  me  from  his  opinion,  only  after  consider- 
able doubt,  come  to  the  conclusion  that  he  cannot  refuse  a  Proof  on  the  ground 
of  want  of  specification,  and  it  is  against  that  decision  that  this  reclaiming  note 
is  taken.  55 

That  makes  it  necessary  to  scan  pretty  closely  the  averments  which  the 
Pursuers  have  made  on  this  point,  and  they  are  set  forth  in  Condescendence  5. 
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[Here  the  LoRD  Pbbsidbnt  read  Condescendence  5.]  My  Lords,  I  ought  to 
explain  that  the  Patents  which  are  here  said  to  have  been  infringed  are  Patents 
of  which  the  Pursuers  are  owners,  and  they  consist  of  a  Patent  of  1892,  amended 
on  the  2nd  of  August  1904  and  a  Patent  of  1895,  which  was  also  amended  on 
5  the  27th  of  August  1904.  Now,  your  Lordships  are  aware  that  it  was  long  ago 
laid  down  by  this  Court  that  it  was  not  necessary,  under  our  forms  of  process, 
to  have  a  separate  statement  of  the  Particulars  of  the  alleged  breach  of  a  Patent 
such  as  is  required  in  England,  and  that  decision  was  based  on  the  ground  that 
by  our  forms  the  Particulars  must  be  set  forth  on  Record,  to  prevent  surprise, 

10  witii  the  same  distinctness  as  is  required  in  the  separate  statement  which  is 
necessary  in  England.  I  think  that  that  difference  has  been  statutorily  recog- 
nised  in  the  Patents  Designs  and  Trade  Marks  Act,  1883,  where,  while  section  29 
provides  that  the  Plaintiff  must  deliver  with  his  Statement  of  Claim,  or  subse- 
quently. Particulars  of  the  Breaches  complained  of,  section  107,  dealing  with 

19  the  application  of  the  Act  to  Scotland  says,  that  nothing  is  to  affect  the  forms 
of  process  of  the  Courts  in  Scotland.  I  take  that  to  mean  that  the  requirements 
of  the  Act  are  to  apply  just  as  much  to  Scotland  as  to  England,  though  the 
Courts  in  Scotland  are  not  to  depart  from  their  own  forms  of  process ;  so  I  think 
the  provision  for  setting  forth  Particulars  of  the  Breaches  complained  of  is  just 

SO  as  much  a  statutory  requirement  in  Scotland  as  in  England,  though  the  form  in 
which  it  is  to  be  done  may  be  different. 

Now,  it  is  very  necessary  in  patent  cases  to  have  full  Particulars  of  what  is 
complied  of,  and  I  do  not  think  the  averments  in  this  Record  are  sufficient. 
The  Pursuers  have  come  here  with  two  amended  Patents,  and  the  20th  section 

25  of  the  Patent  Act  of  1883  provides,  that  where  an  amendment  by  way  of 
disclaimer  correction  or  explanation  has  been  allowed,  no  damages  will  be 
given  unless  the  Patentee  establishes  to  the  satisfaction  of  the  Court,  that  his 
original  claim  was  framed  in  good  &ith,  and  with  reasonable  skill  and  know- 
ledge.   Accordingly,  the  onus  of  clearly  specifying  the  Breach  alleged  to  have 

30  taken  place  before  disclaimer,  is  much  greater  than  with  regard  to  a  Breach 
after  disclaimer ;  and,  therefore,  I  think  it  necessary  that  a  pursuer  with  a 
disclaimer  should  make  this  clear  by  splitting  up  the  sum  claimed  as  damages, 
so  as  to  show  what  amount  is  claimed  for  Breaches  before  disclaimer,  and  what 
for  Breaches  after  it.  I  do  not  think  it  is  necessary  that  separate  sums  should  be 

35  claimed  in  the  Summons,  but  they  must  be  clearly  distinguished  in  the  Conde- 
scendence. That  has  not  been  done  here  ;  and  the  Pursuers,  feeling  that  difficulty, 
have  lodged  a  minute  of  amendment  which  would  make  Condescendence  5  read 
thus.  [His  Lordship  here  read  Condescendence  5  as  proposed  to  be  amended.] 
Now,  t^t  amendment  would  of  course  obviate  the  difficulty  that  I  have  hitherto 

40  been  dealing  with,  and  if  there  were  no  other  difficulty  in  the  case,  the  course 
would  be  to  allow  this  amendment  to  Condescendence  5,  and  send  the  case  to 
Proof. 

But  a  further  objection  has  been  taken,  which  is,  in  my  view,  a  good  one,  and 
it  is  that  there  are  no  averments  to  show  what  is  the  nature  of  the  Breach  com- 

45  plained  of.  The  averments  are  that  the  Defenders  have  made  and  sold  a 
certain  cloth,  manufactured  in  breach  of  the  Pursuers*  Patents.  Nothing  is 
said,  but  that  it  is  an  *' extra -flexible  micanite  cloth,**  and  when  we  look  at  the 
Pursuers*  Patents,  we  see  that  they  are  for  making  extra  flexible  micanite 
cloth,  but  by  different  processes.    I  think  the  Defenders  are  entitled  to  have  a 

iO  specification  of  the  manner  in  which  they  are  alleged  to  have  infringed  these 
Patents,  and  as  to  which  of  the  processes  of  manufacture  the  breach  has 
occurred — whether  it  is  the  one  or  the  other,  or  both  of  them,  that  are  alleged 
to  have  been  followed.  There  is  also  a  want  of  specification  as  to  the  alleged 
purchases  from  the  foreign  firms.    The  Pursuers  must  specify  in  what  way 

55  Brandt  and  the  Bef^gmann  BUectricitats  Oesellscliaft  are  in  breach  of  their 
Patents,  and  which  process  they  have  infringed  in  manufacturing  the  articles 
v'hich  were  purchased  by  the  Defenders.    I  think,  therefore,  the  averments 
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made  here  by  the  Parsaers  are  not  sufficient ;  and  that,  with  regard  to  the 
second  ground  on  which  damages  are  claimed,  they  are  not  entitled  to  a  Proof. 
I  would  propose  then  that  the  Lord  Oidinary's  Interlocutor  should  be  recalled, 
and  that  the  Pursuers  should  be  given  an  opportunity  to  amend  their  Record 
should  they  see  fit ;  but,  whether  they  decide  to  amend  or  not,  the  case  must  5 
go  back  to  the  Lord  Ordinary. 

Lord  Adam  and  Lord  Kinnear  concurred. 

On  the  14th  of  July  the  Pursuers  amended  their  Record.    The  amendments 
made  were  to  the  following  effect : — (1)  With  regard  to  the  amended  Patents 
tbe  Pursuers  averred  that  "the  original  Specifications  in  both  cases  were  10 
*'  framed  in  good  faith  and  with  reasonable  skill  and  knowledge.*'    (2)  For 
Condescendence  5  the   following   Article  was   substituted,  viz  : — ^'*(5)  The 
"  Pursuers  further  believe  and  aver  that  since  the  1st  of  June  1892  dunng 
"  periods  both  prior  to  the  2nd  of  August  1904  and  subsequent  thereto,  the 
"  Defenders  have  purchased  and  used  in  their  works  at  or  near  Edinburgh  and  ij^ 
*'  have  manufactured    in  their  said  works  an  electrical  insulating  sheet  com  • 
'^  posed  of  mica  scales,  insulating  cement,  and  fibrous  material  of  the  nature  and 
^^  combined  together  as  described  and  claimed  in  the  amended  Specification 
"  No.  10,430*  of  1892  ;  and  also  that  since  the  23rd  of  March  1895  during  i)eriods 
**  both  prior  to  the  27th  of  August  1904  and  subsequent  thereto  they   have  20 
*'  purchased  and  used  in  their  said  works  and  have,  manufactured  in  their  said 
''  works    a    flexible    electrical    insulating    sheet    composed    of    mica    scales 
^\  and  gutta-percha  tissue,  combined  together  as  described  and  claimed  in  the 
''  Complete  Specification,  No.  6048*  of  1895.    In  particular  Pursuers  believe  and 
**  aver  that,  (a)  in  February  1904,  the  Defenders  commenced  to  manufacture  in  25 
"  their  said  works  electrical  insulating  sheets  of  both  the  sorts  above  described ; 
^^  they  continued  this  manufacture  till  the  present  action  was  raised,  and  they 
^'  used  these  insulating  sheets  in  electricsd  machines  made  at  their  works. 
^*  {h)  About  the  29th  of  November  1902,  and  at  subsequent  dates,  and  particu- 
"  larly  in  Mai'ch  1904,  the  Defenders  were  using  in  their  works  insulating  30 
"  material  purchased  from  Heinrich  A.  Brandt  made  in  infringement  of  No. 
"  10,430  of  1892.    (c)  In  October  1902  the  Defenders  purchased  and  introdaced 
'*  into  Great  Britain  machines  from  the  Bergmann  Electricitats  GeseUschaft  of 
*^  Berlin,  and  continued  so  to  purchase  and  introduce  them  in  the  years  1903 
"  and  1904,  and  in  particular  on  the  30th  of  August,  September  6th,  9th,  16th,  35 
'^  23rd,  29th,   and    October  21st  1904,  all  these  machines  being  insulated 
^*  wiih  insulating   material    made    in    infringement  of  No.  10,430  of  1892. 
**  (d)    The   Defenders   have   during    the  year  1904,   both  before   and  after 
**  27th  August  1904,  manufactured  in  their  said  works  under  the  designs  of 
**  Messrs.  Qans  &  Co.  of  Buda  Pest,  machines  containing  tubes  manufactured  40 
^'  from  micanite,  and  they  also  imported  machines  from  Buda  Pest  containing 
*^  such  tubes  as  well  as  micanite  in  various  other  forms.     This  micanite  was 
"  made  in  infringement  of  No.  10,430  of  1892.    {e)  The  Defenders  in  or  about 
^^  the  year  1902  supplied  to  the  owners  of  the  '  Pall  Mall  Gazette  *  newspaper  at 
*'  London,  various  machinery  insulated  by  means  of  articles  made  in  infringe-  45. 
<^  ment  of  No.  10,430  of  1892,  and  such  machinery  was  in  use  up  to  the  date  of 
^  the  commencement  of  the  action  for  the  purpose  of  driving  the  printing 
"  presses  of  the  *  Pall  Mall  Gazette.* "    (3)  The  damages  were  divided  into  two 
parts,  viz.  3002.  for  infringement  prior  to  the  amendment  of  the  Patent  and 
2002.  for  infringement  subsequent  thereto.  50 

This  amendment  was  allowed,  the  Pursuers  were  found  liable  in  the  expenses 
of  the  Reclaiming  Note,  and  the  cause  was  remitted  to  the  Out-er  House. 
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In  thb  Coubt  of  Session  in  Scotland.— Outbr  Housb. 

Be/ore  Lord  Dundas  (Lord  Ordinary). 

February  6th,  17th,  and  24th,  March  4th,  7th,  and  14th,  June  25th. 
July  18th,  19th,  and  20th,  and  August  1st,  1905. 

5  Dunlop  Pneumatic  Tyre  Company  Ld.  v.  Dunlop  Motor  Company  Ld. 

Trade  name. — Action  to  restrain  the  itse  of  the  name  "  Dunlop." — Name  of 
members  of  Respondent  Company  "  Dunlop." — RigJU  to  use  otvn  name, — Passing 
off. — Misleading^  deception,  or  confusion  arising  from  the  use  of  the  name 
"  Dunlop." — Interdict  granted. 

10  From  1888  the  Complainers,  the  D.  P.  T.  Co.  Ld.  and  their  predecessors  in  title 
used  the  name  '*  Dunlop  "  in  connection  mith  their  goods — tyres  for  cycles,  and 
other  accessories  for  cycles  and  motors,  such  as  pumps,  infkUors,  Ac.  The  name 
"  Dunlop  "  had  become  identified  in  the  trade  and  amongst  the  public  with  the 
Complainers'  goods.    From  1898  R.  D.  afid  J.  P.  D.  carried  on  a  retail  business 

15  undertime  style  of  R.  and  F.  J.  Dunlop.  They  sold  and  repaired  cycles  and 
motors,  but  had  no  plant  for  making  motors.  In  1904  the  Dunlop  Motor 
Company  was  incorporated;  R.  D.  and  J.  P.  D.  being  the  directors.  It  was 
incorporated  to  purchase  and  did  purchase  for  a  smaU  sum  the  motor 
branch    of  the    business    of   the  firm.     The    business    carried    on    by    the 

20  Company  was,  as  found  by  the  Lord  Ordinary,  scarcely  if  at  all  different 
from  that  carried  on  by  the  firm,  and  the  Company  was  not  in  a  position  to 
manufacture  and  had  not  attempted  to  manufacture  one  motor  car,  but  they 
did  deal  in  certain  classes  of  goods  and  carry  on  certain  lines  of  business  in 
common  unth  the  Complainers. 

25  Held  by  the  Lord  Ordinary,  in  an  action  of  suspension  and  interdict, 
that  the  name  "  Dunlop  "  having  acquired  a  secondary  meaning  as  descriptive 
of  the  Complainers^  goods  and  the  Respondents^  business,  such  as  it  was, 
being  of  the  same  or  a  similar  nature,  the  resemblance  of  the  trade  names 
was  too  close  not  to  lead  to  confusion   and  possible  deception;  that  while 

30  neither  mala  fides  nor  actual  deception  was  proved,  yet  the  purchase  of 
R.  D.  and  3.  D.'s  business  and  the  floating  it  as  the  D.  M.  Co.  Ld.  suggested 
other  objects  than  those  stated  in  their  Memorandum  of  Association;  and 
thcU  in  any  case  good  faith,  the  absence  of  proof  of  deception,  and  the  use 
by  the  Respondefits  of  their  own  name  formed  no  answer  to  the  Complainers^ 

35  case  based  on  probable  or  possible  confusion,  misleading,  or  deception.    Interdict 

was  granted,  substantially  as  craved,  with  expenses. 

2  Y 
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This  was  an  action  of  suspension  and  interdict  at  the  instance  of  the  DurUop 
Pneumatic  Tyre  Company  Ld.y  having  their  registered  office  at  1  Regent  Street, 
London,  as  Complainers,  against  the  Dunlop  Motor  Company  Ld,^  having  their 
registered  office  at  39  John  Finnic  Street,  Kilmarnock,  as  Respondents,  to 
restrain  the  latter  from  carrying  on  business  under  the  above  name  or  under  5 
any  title  calculated  to  mislead  the  public  into  supposing  that  the  latter  Company 
was  connected  with  the  former.    The  Complainers  were  a  Limited  Company, 
incorporated  on  the  6th  of  May  1896.    The  objects  for  which  the  Company 
was  established  were  in  Statement  1  of  their  Condescendence  set  forth  to  be, 
inter  alia^  as  follows  : — "  (a)  To  acquire  and  take  over  as  a  going  concern  the  10 
"  undertaking  of  the  Pneumatic  Tyre  Company  Ld,  (incorporated  in  1894), 
''  and  all  or  any  of  the  assets  and  liabilities  of  that  Company,  and  also  certain 
"  Patents,  and  with  a  view  thereto  to  enter  into  and  carry  into  effect,  with  or 
"  without  modification,  the  three  several  Agreements  in  the  terms  of  the  drafts 
"  referred  to  in  clause  3  of  the  Articles  of  Association  of  this  Company.  15 
"  {h)  To  carry  on  the  business  of  manufacturers  of,  and  dealers  in,  and  letters 
'*  to  hire  of  pneumatic  and  all  other  tyres  and  wheels  of  cycles,  bicycles, 
"  velocipedes,  and  carriages  and  vehicles  of  all  kinds,  and  all  machinery, 
**  implements,  utensils,  appliances,  apparatus,  and   things  capable  of  being 
**  used  therewith,  or  in  the  manufacture,  maintenance,  and  working  thereof  20 
"  respectively,  or  in  the  construction  of  any  track  or  surface  adapted  for 
**  the  use  of  any  such  tyres  and  wheels,    (c)  To  carry  on  the  business  of 
**  manufacturers  of,  dealers  in,  and  letters  to  hire  of  cycles,  bicycles,  tricycles, 
"  velocipedes,  perambulators,  bath-chairs,  horse-carriages,  motor  or  horseless 
"  carriages,  and  carriages  and  vehicles  of  every  description,  and  all  component  25 
**  parts  thereof  respectively,  and  also  all  apparatus  and  implements  and  things  for 
**  use  in  sports  or  games."  Certain  Patents  owned  and  v/orked  by  the  Complainers 
and  their  predecessors  had  caused  a  great  development  in  the  cycle,  motor,  and 
carriage  industry,  in  which  the  Complainers  and  their  predecessors  had  taken  a 
leading  part.    As  to  the  business  actually  carried  on  by  the  Complainers  and  the  30 
appropriation  of  the  name  "  Dunlop  "  to  their  goods,  they  made  the  following  aver-^ 
ment  (Statement  3) — "  In  1888  the  word  *  Dunlop'  was  first  used  by  the  predeces- 
"  sors  in  title  of  the  Complainers'  Company  to  designate  the  goods  manufactured. 
"  by  them.    Since  that  time  the  word  has  been  in  continuous  commercial  use  as 
"  designating  generally  the  goods  manufactured  by  them.    The  Complainers  do  35 
**  a  large  business  not  only  in  the  manufacture  and  sale  of  tyres  but  also  in  the 
*'  manufacture  of  all  accessories  used  in  relation  to  motor  cars  and  bicycles,  and 
**  in  numerous  other  goods,  rubber  and  otherwise,  used  in  and  about  motoring 
"  and  cycling.    These  include  tyres  of  all  kinds,  wheels  for  motor  cars,  valves, 
"  pumps  or  inflators  for  motors,  repairing  outfits  for  motor  car  tyres,  india-  40 
"  rubber  matting,  water-proof  clothing  and  india-rubber  goods  of  all  kinds.. 
"  All  these  goods  are  associated  with  the  name  *  Dunlop,'    The  word  '  Dunlop' 
**  is  stamped  on  all  or  most  of  them.    In  the  case  of  tyres  there  is  also  impressed 
**  a  bust  of  the  inventor  J.  B.  Dunlop^  which  forms  the  Trade  Mark.    The  name 
"  is  associated  by  the  public,  and  in  the  cycle  and  motor  industry,  with  the  45 
•'  Complainers'  Company  and  their  goods.    It  is  of  great  value  to  the  Com- 
"  plainers,  many  prizes  having  been  awarded  for  *  Dunlop '  motor  tyres,  and 
*  they  have  repeatedly  restrained  its  use  by  other  companies  and  firms  in  the 
"  cycle  and  motor  trade."     (Statement  4). — The  Respondents  are  a  Limited 
Company,  incorporated  on  the  1st  of  July  1904.    Their  purposes  as  defined  by  50 
their  Memorandum  of  Association,  are  inter  alia  as  follows  : — "  (1.)  To  acquire 
"  the  motor  branch  of  the  business  of  JR.  and  J.  F.  Dunlop^  cycle  and  motor 
"  merchants  and  manufacturers,  Kilmarnock,  and  with  that  object  to  execute 
"  and  carry  into  effect  a  minute  of  agreement  between  R.  and  J,  F,  Dunlop^  , . 
"  cycle  and  motor  merchants    and  manufacturers,  KilmEU'nock,  and  Robei^t  55 
**  Dunlop  and  John  Fisher  Dunlop,  the  individual  partners  of  the  firm,  of  the 
"  first  part,  and  this  Company,  of  the  second  part,  a  draft  whereof  has  been 
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**  approved  by  the  subscribers  hereto.  (2.)  To  carry  on  the  business  of  motor 
**  manufacturers  agents  and  dealers,  and  all  or  any  other  trades  or  businesses  of 
"  any  kind  which  can  be  conveniently  carried  on  by  the  Company  in  connection 
**  with  such  business  or  any  part  thereof,  or  the  carrying  on  of  which  may,  in 
5  **  the  opinion  of  the  directors,  be  likely  to  be  beneficial  to  the  Company, 
"  (3.)  To  manufacture,  buy,  sell,  repair,  convert,  let  on  hire,  or  otherwise  deal 
•'  in  motors,  cycles,  cars,  carriages,  carts,  waggons,  vans,  and  vehicles,  and  their 
**  component  parts  and  accessories,  and  fittings  and  conveniences  of  all  kinds 
"  which  can  be  conveniently  dealt  in  by  the  Company,  and  to  carry  on  any 

10  "  other  businesses,  whether  manufacturing  or  otherwise,  which  can  be 
"  conveniently  carried  on  in  connection  with  any  of  the  Company's  objects." 
The  Respondents  carried  on  business  in  terms  of  these  purposes,  and  dealt  inter 
alia  in  tyres,  pumps,  inflators,  wheels,  rugs,  and  other  parts  and  accessories 
of  motors.    They  were  registered  and  carried  on  business  under  the  style  and 

15  title  of  the  "  Dunlop  Motor  Company  Ld^^ 

In  the  beginning  of  1905  the  Complainers  commenced  the  present  Action. 
They  alleged  (in  Statement  5)  that  the  adoption  by  the  Respondents  of  the  style 
or  title  Dunlop  Motor  Company  was  calculated  to  deceive  the  public  into  pur- 
chasing the  goods  of  the  Respondents  in  the  belief  that  such  goods  were  the 

20  goods  of  the  Complainers'  manufacture,  or  that  the  Respondents  and  their 
goods  were  associated  with  the  Complainers'  Company,  and  (in  Statement  6)  that 
the  Respondents  had  adopted  the  said  style  and  title  for  the  purpose  of  passing 
off  their  goods  as  and  for  the  goods  of  the  Complainers,  and  for  the  purpose  of 
taking  advantage  of  the  reputation  which  the  goods  manufactured  and  sold  by 

25  the  Complainers  had  acquired,  and  for  the  purpose  of  associating  their  business 
with  the  business  of  the  Complainers,  and  that  they  were  so  passing  off  their 
goods  as  goods  of  the  Complainers'  manufacture.  Therefore  they  asked  that  the 
Respondents  should  be  interdicted  **  (1)  from  carrying  on  business  under  the 
**  style  or  title  of  the  *  Dunlop  Motor  Company  Ld^  or  under  any  other  or 

30  "  similar  style  or  title  comprising  the  word  *  Dunlop^  or  any  style  or  title 
"  calculated  to  deceive  or  mislead  the  public  into  the  belief  that  the  Respon- 
**  dents'  Company  is  the  same  Company  as  the  Complainers'  Company,  or 
**  is  in  connection  therewith,  or  that  the  business  of  the  Respondents' 
*'  Company  is  the  same  or  in  any  way  connected  with  the  business  of  the 

35  "  Complainers'  Company,  and  (2)  from  passing  off  or  attempting  to  pass  off 
"  ttie  Respondent  Company's  goods  as  and  for  the  goods  of  the  Complainers' 
•*  Company.'* 

The  Respondents  denied  that  their  use  of  the  name  **Dunlop^^  was  calculated 
to  deceive  the  public.    They  alleged  that  it  was  their  own  name,  four  of  the  seven 

40  members  of  the  Company,  holding  four- fifths  of  the  shares  and  including  the 
managing  members,  being  Dunlops,  The  firm  who  were  the  Respondents'  authors 
had  been  in  business  seven  years  under  the  name  of  R.  and  J.  F.  Dunlop^  and 
had  become  identified  with  the  sale  and  repair  of  motors  under  that  name.  The 
retention  of  the  name  ^^  Dunlop  "^^  in  the  designation  of  the  Company  was 

45  necessary  in  order  to  retain  the  goodwill  of  the  business  built  up  by  the 
Dunlops,  The  Respondents,  as  a  matter  of  fact,  had  never  used  any  trade  name 
comprising  the  word  "  Dunlop  "  in  connection  with  any  goods  manufactured  or 
sold  by  them  where  that  name  had  been  applied  to  any  like  goods  advertised  as 
manufactured  or  sold  by  the  Complainers. 

50  The  Complainers  pleaded  : — "  1.  The  adoption  by  the  Respondente  in 
•'  their  business  of  the  style  or  title  of  *  The  Dunlop  Motor  Company  LdJ 
"  being  an  infringement  of  the  Complainers'  rights,  interdict  should  be 
"  granted  as  craved.  2.  The  adoption  of  said  style  or  title  being  calculated 
"  to  deceive  the    public    into    purchasing    the   Respondents'  goods,    in    the 

55  "  belief  that  such  goods  are  the  goods  of  the  Complainers,  interdict  ought 
**  to  be  granted  as  craved.  3.  The  Respondents  having  adopted  said  style 
*'  or  title  for  the   purpose  of  taking  advantage  of  the  reputation  which  the 
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**  goods  manufactured  and  sold  by  the  Complainera  have  acquired,  and  for  the 
^'  purpose  of  associating  their  business  with  the  business  of  the  Complainers, 
*'  interdict  ought  to  be  granted  as  craved.  4.  In  the  whole  circumstances, 
"  interim  interdict  ought  to  be  granted." 

The  Respondents'  pleas  were  : — "  1.  The  Complainers'  averments  are  neither  5 
"  relevant  nor  sufficient  to  support  the  prayer  of  the  Note.    2.  The  Complainers' 
^<  averments,  so  far  as  material,  being  unfounded  in  fact,  the  prayer  of  the  Note 
"  should  be  refused,  with  expenses." 

The  case  was  first  moved  on  the  6th  of  February  1905.  On  the  17th  of 
February  the  LORD  Ordinary  allowed  the  answers  to  be  seen,  and  on  the  24th  10 
of  February  he  passed  the  note  from  the  Bill  Chamber  to  the  Court  of  Session, 
where  it  was  sent  to  the  Adjustment  Roll  on  the  4th  of  March,  and  continued  on 
the  7th  of  March  in  order  to  allow  the  Complainers  to  answer  the  Respondents' 
Statement  of  Facts.  On  the  14th  of  March  the  Record  was  closed  and  the  case 
sent  to  the  Procedure  Roll  where  it  was  called  on  the  25th  of  June,  but.  Counsel  15 
agreeing  that  a  Proof  would  be  necessary.  Proof  was  fixed  for  18th  of  July.  On 
the  18th  and  19th  of  July  Proof  was  taken,  and  on  the  19th  and  20th  of  July 
Counsel  were  heard. 

The  Counsel  for  the  Complainers  were  : — Clyde  K.C.  and  Deas  (instructed  by 
Deas  A  Go,^  W.S.)  ;  the  Counsel  for  the  Respondents  were  : — Graigie  K.C.  and  the  20 
Hon.  William  Watson  (instructed  by  Campbell  and  Smithy  S.S.C.). 

The  expert  witnesses  examined  were  : — For  the  Complainers  F.  G.  Baisley 
(one  of  their  managers),  A.  K.  Dempsey^  and  W.  A.  Vincent  \  tot  the 
Respondents  JV.  D.  MacdonaM,  W.  E.  Townsendy  and  T.  M.  Cairns. 

At  the  Proof  it  was  shown  by  the  evidence  of  the  experts  in  the  cycle  trade  25 
that  the  name  "  Dunlop  "  was  identified  by  the  public  with  the  Complainers 
Company  and  certain  Companies  ancillary  to  it.    These  Companies  were  com- 
monly spoken  of  simply  as  the  "  DufUqp  Companies  "  or  "  Dunlop' s.'^    The  goods 
with  regard  to  which  this  identification  took  place  were  principally  tyres  and 
pumps  for  motors  and  bicycles  and  to  a  smaller  extent  some  other  cycle  or  motor  30 
accessories  in  the  manufacture  of  which  rubber  formed  a  part.  The  Complainers 
did  not  manufacture  or  sell  complete  cycles  or  motor  cars.    All  the  expert 
witnesses  admitted    that  by  a  "  Dunlop  tyre  "  they  would    understand    on^ 
manufactured  by  the  Complainers,  but  they  differed  as  to  what  they  would 
understand  by  a  **  Dunlop  "  cycle  or  car.    The  Respondents'  witnesses  said  35 
they  would  not  connect  the  name  so  applied  with  the  Complainer  Company. 
Those  called  by  the  Complainers  said  if  a  **  Dunlop  "  motor  was  spoken  of  they 
would  suppose  the  Complainers  had  taken  up  this  branch  of  business  as  they  were 
entitledtobytheirMemorandumandArticlesof  Association,  and  that  they  would 
suppose  a  ^'Dunlop  Motor  Company  ^^  to  be  a  subsidiary  Company  formed  by  the  40 
Complainers  with  this  object.    It  was  not  suggested  by  the  Complainers  that 
the  Respondents  had  made  any  attempt  actively  to  pass  off  their  goods  as  those 
of  the  Complainers,  and  it  was  not  proved  that  the  public  had  been  actually 
misled  by  the  Respondents'  use  of  the  name  "  Dunlop "  except  in  one  case, 
where    a  shareholder  in  the  Complainer  Company,  who  had  seen  the  name  45 
on    the   Respondents'    signboard    while    passing    through    Kilmarnock,    was 
proved  to  have  supposed  and  said  at  the  time  that  the  Complainers  had  started 
a  branch  there.    He  did  not,  however,  make  any  purchase  from  the  Respon- 
dents.    With  regard  to  the  Respondent  Company  the  following  &cts  were 
proved  : — Since  1898  Robert  Dunlop  and  Jo?m  Fisher  Dunlop  carried   on  50 
business  in  Kilmarnock  under  the  firm  name  of  ^^  B.  and  J.  F.  DunJopJ*^  Their's 
was  a  retail  business  in  the  sale  and  repair  of  cycles  and  motors,  small,  at  least 
as  compared  with  Complainers',  and  confined  to  a  country  town  and  its  neigh- 
bourhood.   Besides  their  shop  they  had  premises,  used  for  the  repair  of  motors, 
on  a  lease  expiring  in  1908.    They  had  no  plant  suitable  for  making  motors.  55 
In  1904  they  decided  to  separate  the  motor  business  from  that  in  cycles.    While 
the  firm  jB.  and «/.  F.  Dunlop  continued  the  latter  business,  the  Respondent 
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Company  was  formed  to  take  up  the  former.     Its  directors  and  managing 
members  were  Robert  and  John  Fisher  Dunlop^  and  the  other  members  were 
their  relations  and  friends.     Its  i*egistered  ofQce  was  at  the  shop,  of  R,  and 
J.  F.  Dunlop,    The  formation  of  this  Company  made  no  material  difEerence  in 
5  the  actual  conduct  of  the  business,  though  the  Dtmlops  professed  that  they  had 
intended  to  develop  and  separate  the  motor  trade  if  they  had  had  time,  but 
were  prevented  from  doing  so  by  the  present  'Action.    Neither  the  Company 
nor  the  firm,  their  author,  ever  made  a  motor.    They  repaired  motors,  and  dealt 
in  them  and  their  parts  and  accessories.    Tyres  were  among  the  most  important 
10  of  these.     The  history  of  the  formation  of  the  Respondent  Company  was  gone 
into  in  detail  at  the  Ihroof .    The  Respondents  contended  that  it  was  formed  for 
the  bond  fide  purpose  of  developing  ttie  motor  trade  in  Kilmarnock,  and  without 
any  intention  of  appropriating  the  reputation  of  the  Complainers.    They  wished, 
they  said,  to  increase  their  capital,  and  to  work  a  Patent  for  which  they  were 
15  then  applying.    The  Complainers  suggested  that  an  intention  that  the  Dunlop 
Motor  Company  should  be  bought  up  by  the  Complainers  was  present  from  the 
beginning.    The  evidence  on  this  point  is  summarised  by  the  Lord  Ordinary  in 
his  Opinion. 
At  the  hearing  on  the  evidence  Counsel  for  the  Complainers  contended  ; — 
20  This  is  a  Trade  Name  case.  We  have  proved  that  the  word  "  Dunloo  "  has  come 
to  be  used  in  the  cycle  trade  as  descriptive  of  the  goods  of  the  Complainers.    We 
are  therefore  entitled  to  restrain  the  Respondents  from  using  that  name  so  that 
it  may  probably  deceive  purchasers  even  though  there  be  no  fraud  on  their 
part  {Reddaway  v.  Banham,  13  R.P.C.  218 ;  L.R.  (1896),  A.C.  199,  and  the 
25  cases  cited  therein).     The  Court,  guided  by  the  evidence,  is  the  judge  as 
to  whether  the  name  is  used  so  as  to  be  misleading  or  not.    There  can  be  no 
doubt  that  the  word  ''  Dunlop  *'  as  used  by  the  Respondents  was  misleading,  m 
fact  there  lis  some  evidence  of  deception  having  actually  taken  place.    If  the 
description  be  so  used  as  to  be  calculated  to  deceive  it  is  no  defence  to  say  that 
30  it  was  true.   [Reddaway  v.  Banham  (13  R.P.C.  at  pages  225  and  229)  ;  Burgess  v. 
Burgess  (3  D.M.  and  G.  896)  ;  Wotherspoon  v.  Currie  (L.R.  5  H.L.  508) ;  Mas- 
sam  V.  Thorley's  Cattle  Food  Company  (L.R.  14  CD.  748) ;  Turton  v.  Turton 
(L.R.  42  C.  D.  128)  ;  and  Montgomery  v.  Thompson  (8  R.P.C.  361 ;  L.R.  (1891)  App. 
Cas.  217)  were  referred  to.]    The  Cdlular  Clothing  Company  v.  Maxton  cmd 
35  Mwray  (16  R.P.C.  397 ;  L.R.  (1899)  App.  Cas.  326)  is  distinguishable,  for  there 
the  Plaintiffs  Mled  to  prove  that  the  word  "  Cellular  "  had  acquired  a  secondary 
meaning  as  descriptive  of  the  goods.    If  a  respondent  uses  the  same  name  as 
a  complainer,  even  though  that  name  be  the  respondent's  own,  he  must  take 
such  precautions  as  to  prevent  the  possibility  of  mistake.    Respondents  have 
40  frequently  been  interdicted  from  using  their  own  names  in  such  a  manner  as 
to  deceive  the  public  (Croft  v.  Day  7  Bea.  84 ;    Valentine  Meat  Juice  Com- 
pany V.  Valentine  Extract  Company  Ld.  17  R.P.C.  673).    In  the  latter  case, 
though  both  Companies  sold  invalid  foods,  they  were  differently  prepared  and 
quite  different  in  get  up.    The  point  was  that  the  Defendants  were  taking 
45  advants^e  of  the  Plaintiffs'  reputation  just  as  in  the  present  case  ;  therefore  the 
injunction  was  granted.    The  Respondents  here  will  argue  that  their  line  of 
business    is   different    from    that    of    the    Complainers,  as   the  latter   deal 
.  chiefly    in    tyres    and    their    adjuncts — pumps     and     inflators — ^while     the 
former  profess  to  deal   in  the  manu&cture  and  repair  of  motors  and  that 
50  interdict   should    therefore    be    refused.    This    argument    is    not    sound ; 
interdict  will  be  granted  wherever  the  Respondents  are  attempting  to  get  the 
benefit  of  the  reputation  of  the  Complainers.    Where,  as  here,  the  trades  are 
closely  connected  the  reputation  won  in  one  branch  may  easily  be  transferred 
to  the  other.    Injunctions  have  been  granted  where  the  lines  of  business  were 
55  much    less   closely  connected  than  here  (Eastman  Photographic  Materiala 
Company^  Ld,  and  Another  v.  John  Griffiths  Cycle  Corporation  Ld.  and  The 
Kodak  Cycle  Company  Ld.  15  R.P.C.  105  ;   Dunlop  PneumcUic  Tyre  Company 
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Ld  V.  Dunlop  Lubricant  Company  16  R.P.C.  12  ;  and  Do.  v.  Dimkp-TruffauU 
Cycle  and  Tube  Manufacturing  Company  Ld,  12  Times  L.R.  434 ;  Eno  v. 
Dunn  7  R.P.C.  311 ;  L.R.  15  App.  Cas.  252).  The  question  of  the  limits  within 
which  protection  will  be  granted  to  a  name  is  one  of  circumstances.  Here  there 
is  a  plain  attempt  to  trade  on  the  Complainers*  reputation.  In  fact  we  have  5 
here  proved  fraud  on  the  part  of  the  Respondents.  They  could  give  no  satis- 
factory explanation  of  their  reason  for  founding  this  Company.  They  never 
made  a  motor.  It  was  not  a  mere  innocent  coincidence  in  the  names,  but  an 
imitation  of  the  Complainers*  name ;  it  is  no  matter  that  the  Respondent 
Company  derived  that  name  from  the  Dunlop  brothers,  from  whom  the  10 
business  was  acquired  (Abel  MoraU  Ld.  v.  Hessin  A  Co.  20  R.P.C.  429).  True 
we  have  brought  no  proof  that  the  Respondents  actually  passed  off  their  goods 
as  those  of  the  Complainers.  Such  proof  is  unnecessary.  We  do  not  n^d  to 
wait  for  that  before  interdicting  them.  By  using  the  name  "  Dunlop  "  they 
tacitly  hold  themselves  out  as  supplying  tiie  well-known  Dunlop  goods  of  the  15 
Complainers.  This  they  must  be  prevented  from  doing,  and  the  terms  of  the 
intei^ict  asked,  therefore,  are  not  too  wide. 

Counsel  for  the  Respondents  contended : — Primd  facie  a  person  has  the  right 
of  selling  his  goods  in  his  own  personal  name,  and  a  private  Company,  such  as 
this,  in  the  name  oi  its  leading  members.  It  is  for  the  Complainers  to  make  out  M 
that  the  Respondents  are  selling  their  goods  as  the  goods  of  the  Complainers,  or 
are  using  their  own  name  with  a  view  to  mislead  the  public  into  the  belief 
that  it  is  the  name  of  the  Complainers.  It  is  not  enough  merely  to  show 
that  confusion  has  in  fact  ensued.  The  cases  show  that  an  intention  to 
deceive  must  be  present  when  the  name  used  is  the  personal  name  of  the  25 
Respondents.  Here  the  names  were  not  identical  (Companies  Act,  1862, 
section  30).  A  case  exactly  in  point  is  Turton  v.  Turton  (L.R.  42  CD.  128) 
where  it  was  held  that  the  possible  blunders  of  careless  people  were  not  a 
sufficient  ground  for  injunction,  &o  in  Burgess  y.  Burgess  {ubi  eupra).    In  the  j 

cases  where  interdict  was  granted  it  was  not  the  possession  of  the  same  name  30  I 

but  active  misrepresentation  by  the  aid  thereof  that  was  struck  at  {Grojt  v.  ! 

Day  (ubi  supra).    There,  one  of  the  partners  was  a  bogus  one  and  the  Company  | 

was  plainly  got  up  with  intent  to  deceive.    In  Bayer  v.  Baird  (15  R.P.O.  615 ;  i 

35  R.  1142)  there  was  passing  off.    In  Dunlop  Pneumatic  Tyre  Company  Ld.    • 
V.    DmUop   Lubricant  Company  and  Do.   v.  DunXop-Truffault   Gyde  and  35 
Tvhe  Manufacturing  Company  Ld.  (ubi  supra)  there  was  proved  to  have 
been  an  attempt  to  deceive.     In   Eastman  v.    Griffiths   (uM   supra)  the 
name,  the  use  of   which  was  interdicted,  was  a  fancy  word,  not  a  proper 
name.    Besides  it  was  a  registered  Trade  Mark.    All  the  cases  show  that  a  man 
may  use  his  own  name  unless   he  does   so  with  the  object  of  trading  on  40 
another's   reputation.     In  the  present  case    the    Respondent  Company  was 
formed  to  take  up  a  going  business  already  carried  on  by  the  Dunlops.    It  is  in 
a  stronger  position  than  if  it  had  been  commencing  a  new  business  (Tussaud  v. 
Tussaud  L.R.  44  CD.  678).     There  has  been   no  deception  of  the  publia  i 

There  was  merely  a  separation  for  convenience  of  the  business  of  the  Dunlops  45 
into  two  branches,  of  which  the  Respondent  Company  took  one.    The  principal 
objects  were  to  acquire  new  capital,  and  to  work  a  Patent  then  supposed  to  be 
valuable  ;   to  steal  the  name  Dunlop  was  not  one  of  them.    In  any  case  the  i 

interdict  asked  for  is  too  wide.    It  should  be  limited  so  as  to  apply  only  to  the 
descriptions  of  goods  sold  by  both  parties.    The  businesses  only  overlap  in  one  50 
or  two  branches,  such  as  tyres,  and  it  would  be  improper  to  interdict  the 
Respondents  from  carrying  on  trade  in  other  branches  under  their  present 
name  for  the  sake  of  these  articles  only. 

The  Lord  Ordinary  made  avizandum,  and,  on  the  1st  of  August,  pronounced 
the  following  Interlocutor : — ^^^  The  Lord  Ordinary,  having  considered-  the  59 
^'  debate,  proof,  and  whole  process,  finds  that  the  adoption  by  the  Respondents 
^'  in  their  business  of  the  style  or  title  of  the  Dunlop  Motor  Company  Ld.  is  an 
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"  infringement  of  the  Complainers'  rights,  and  that  such  adoption  is  calculated 
**  to  deceive  the  public  into  purchasing  the  Respondents'  goods  in  the  belief 
"  that  such  goods  are  the  goods  of  the  Complainers,  and  into  confounding  the 
"  Respondents'  business  with  that  of  the  Complainers :  therefore  interdicts, 
5  **  prohibits,  and  discharges  the  Respondents,  their  servants  and  agents,  from 
"  carrying  on  business  under  the  style  or  title  of  the  Dunlop  Motor  Company 
"  Ld.y  or  under  any  style  or  title  calculated  to  deceive  or  mislead  the  public 
**  into  the  belief  that  the  Respondents'  Company  is  the  same  Company  as  the 
"  Complainers'  Company,  or  is  in  connection  therewith,  or  that  the  business  of 

10  •*  the  Respondents'  Company  is  the  same  as,  or  in  any  way  connected  with, 
"  the  business  of  the  Complainers'  Company,  and  from  passing  off,  or  attempting 
"  to  pass  off,  the  Respondents'  Company's  goods  as  and  for  the  goods  of  the 
"  Complainei*s'  Company.  Quoad  ultra,  refuses  the  prayer  of  the  Note  ;  finds 
*•  the  Complainers  entitled  to  expenses ;  allows  an  account  thereof  to  be  given 

15  **^  in,  and  remits  the  same,  when  lodged,  to  Uie  Auditor  to  tax  and  report,  and 
*'  Decerns." 

Lord  DUNDAS'S  Opinion  was  as  follows : — In  this  case  interdict  is  sought  by 
the  Dunlop  Pneumatic  Tyre  Company  Ld,  against  the  Dunlop  Motor  Company 
Ld.    The  Complainer  Company  was  incorporated  in  1896.    Its  Memorandum 

20  and  Articles  of  Association  are  No.  43  of  Process,  and  the  objects  of  its  forma- 
tion are,  sufficiently  for  the  purposes  of  the  case,  summarised  in  Statement  1. 
The  Complainers  aver  (Statement  3)  that  "  In  1888  the  word  *  Dunlop '  was 
**  first  used  by  the  predecessors  in  title  of  the  Complainers'  Company  to  desig- 
*<  nate  the  goods  manufactured  by  them.    Since  that  time  the  word  has  been  in 

25  ^  continuous  commercial  use  as  designating  generally  the  goods  manu&ctured 
^*  by  them.  The  Complainers  do  a  large  business  not  only  in  the  manufacture 
*'  and  sale  of  tyres,  but  also  in  the  manufacture  of  all  accessories  used  in  relation 
"  to  motor  cars  and  bicycles,  and  in  numerous  other  goods,  rubber  and  other- 
*'  wise,  used  in  and  about  motoring  and  cycling."    They  enumerate  certain 

30  classes  of  goods  which  they  say  are  associated  with  the  name  '^  Dunlop^''  and 
add  that  ^*The  name  is  associated  by  the  public,  and  in  the  cycle  and  motor 
**  industry  with  the  Complainers'  Company  and  their  goods."  The  Respondent 
Company  was  incorporated  on  the  Ist  of  July  1904.  Its  Memorandum  and 
Articles  of  Association  form  No.  28  of  Process,  and  the  objects  of  its  formation 

35  are,  sufficiently  for  present  purposes,  recited  in  Statement  4.  The  Company's 
registered  title  is  the  **  Dunlop  Motor  Company  Ld.^'  In  Statement  6  the 
Complainers  '*  believe  and  aver  that  the  ^Respondents  have  adopted  said  style 
'^  and  title  for  the  purpose  of  passing  off  their  goods  as  and  for  the  goods  of  the 
^*  Complainers,  and  for  the  purpose  of  taking  advantage  of  the  reputation  which 

40  '*  the  goods  manufactured  and  sold  by  the  Complainers  have  acquired,  and  for 
"  the  purpose  of  associating  their  business  with  the  business  of  the  Complainers, 
*'  and  that  they  are  so  passing  their  goods  as  goods  of  the  Complainers'  manu- 
"  facture,"  and  interdict  is  craved  accordingly. 

Before  proceeding  to  consider  the  contents  of  the  Proof,  it  will  I  think  tend 

45  to  clearness  if  I  endeavour,  in  the  first  place,  to  summarise  what  I  believe  to  be 
the  legal  principles  and  rules  applicable  to  such  cases  as  the  present,  and  then, 
when  that  has  been  done,  to  apply  the  law  to  the  facts  which  have  been  proved. 
The  fundamental  principle  underlying  the  whole  matter  is  "  that  nobody  has 
**  any  right  to  represent  his  goods  as  the  goods  of  somebody  else  "  {per  Lord 

50  Halsbury  L.C.  in  Reddaway  L.R.  (lH9e)  App.  Cas.  199,  205,  followed  by  Lord 
Alverstone  M.R.  in  Valentine  Meat  Juice  Company  17  R.P.C.  673,  679.  See  also 
per  Lord  Langdale  in  Grofty.  Day  (1843)  7  Beav.  84).  It  has  been  deduced,  as  a 
corollary  from  this,  that  if  a  complainer  can  show  that  a  name — ^whether  his 
own,  or  a  fancy  name,  or  other  name — has  become  identified  by  the  public 

55  user  with  his  goods  in  the  market,  and  that  it  is  being  used  by  another  under 
^ch  circumstances  and  in  such  manner  as  to  suggest  that  the  goods  which  that 
other  is  selling  are  in  fact  the  goods  of  the  complainer,  the  latter  will  be  entitled 
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to  interdict,  the  Court  protecting  him  against  any  attempt  to  trade  on  or  take 
benefit  from  the  reputation  which  he  has  built  up  for  himself  {Valentine  Meal 
Juice  Company^  sup.  cit. ;  Reddaway,  sup.  cit).    But,  in  order  to  obtain  relief, 
it  is  not,  as  I  understand,  necessary  for  the  complainer  to  proye^  that  the 
respondent  is  trading  in  specific  articles  in  which  he  also  deals ;  it  may  be  5 
enough  if  the  result  of  the  respondent's  use  of  the  name,  which  has  acquired 
a  secondary  signification  in  the  trade  in  connection  with  the  complainer'a 
business  and  his  goods,  is  such  as  would,  in  the  ordinary  course  of  human 
affairs,  be  likely  to  result  in  the  confounding  of  the  respondent's  business  with 
that  of  the  complainer,  or  in  the  belief  that  the  one  is  connected  with  the  10 
other.    And  it  has  been  decided  that  this  rule  will  apply  to  cases  where  the 
general  character  of  the  business  carried  on  by  the  respondent  is  not  identical 
with,  but  materially  different  from,  that  of  the  complainer.    Thus,  in  Eastman 
Photographic  Materials  Company  Ld,  (15  R.P.C.  105),  the  Plaintiffs  obtained 
an  injunction  restraining  a  cycle  company  from  using  in  its  cycle  business,  the  15 
name  "Kodak,"  which  had  become  identified  in  the  market  with  the  com- 
plainers'  photographic  business.    In  Dunlop  Pneumatic  Tyre  Company  Ld,  v. 
Dunlop  Lubricant  Company  (16  R.P.C.  12),  the  present  Complainers  suocess- 
f ully  restrained  the  defendant  Company  from  using  the  name  "  Dunlop^''^  in 
spite  of  the  fact  that  they  (the  Plaintiff  Company)  did  not  in  fact  sell  oil  or  20 
lubricants,  though -they  had  power  under  their  constitution  to  do  so.    I  may 
refer  also  on  this  matter  to  Valentine  Meal  Juice  Company ^  (sup.  cit.^  especially 
page  682)  ;  Eno  v.  Dunn  (L.R.  15  App.  Cas.  252— a  Trade  Mark  case)  ;  Dunlop 
Pneumatic  Tyre  Company  Ld.  t.  Dunlop-Truffault  Cycle  and  Tube  Manu- 
facturing Company  Ld.  (12  Times  L.R.  434).    It  has  further,  I  think,  been  25 
settled  that  it  is  no  conclusive  answer  upon  the  part  of  a  respondent  to 
say,  and  say  truly,  that  the  name  he  is  using  is  his  own  name  ;  and  that  case 
does  not  differ  in  principle  from  those  where  another — perhaps  a  fancy— name 
is  in  dispute.    Thus,  in  Valentine  Meat  Juice  Company  the  then  Master  of  the 
Rolls,  in  dealing  with  the  rights  of  the  parties  where  the  name  of  an  individual  30 
is  being  used,  observed  (17  R.P.C.  at  page  680)  that  "  although  it  is  of  course 
"  more  abundantly  necessary  in  that  case  that  it  should  be  clearly  established 
*^  that  the  name  has  come  to  designate  in  the  market  the  plaintiff's  goods,  when 
"  that  is  established  I  do  not  think  there  is  any  difference  between  the  rule  of 
**  the  law  that  ought  to  be  applied  or  the  remedy  that  ought  to  be  granted  where  35 
"  such  a  right  has  been  infringed."    In  Reddaway^  Lord  Herschel  (L.R.  1896  App. 
Gas.  at  page  211)  quotes  with  approval  the  language  of  James  L.J.  in  Ma^sam  v. 
ThorUy^s  Cattle  Food  Company  (L.R.  14  CD.  748),  where  his  Lordship  said  : — 
**  Burgess  v.  Burgess  (3  D.  M.  &  G.  8;^6)  has  been  very  much  misunderstood 
''  if  it  has  been  understood  to  decide  that  anybody  can  always  use  his  own  name  40 
''  as  a  description  of  an  article,  whatever  may  be  the  consequence  of  it,  or 
^*  whatever  may  be  the  motive  for  doing  it,  or  whatever  may  be  the  result  of 
"  it."    (See  also  the  recent  case  of  Abel  Morrall  Ld.  20  R.P.C.  429,  affirming 
19  R.P.C.  557.)    Lastly,  it  has  been  laid  down  that,  in  order  to  a  Complainer 
obtaining  interdict  it  is  not  necessary  to  prove  a  fraudulent  intention  on  the  45 
part  of  the  respondent  (Cellular  Clothing  Company^  L.R.  (1899)  App.  Cas.  326, 
per  the  Lord  Chancellor  334, 335).    Fact  rather  than  intention  must  be  regarded, 
and  it  is  sufficient  for  the  complainer  if  he  cau  show  that  the  result  of  the  respon- 
dent's actings  or  projected  actings  does,  or  may  be  reasonably  expected  to  result 
in  a  confusion  between  his  goo£  and  those  of  the  complainer,  or  in  a  supposed  50 
connection  between  the  respondent's  business  and  that  of  the  complainer, 
owing  to  the  manner  in  which  the  respondent  is  using  a  name  to  which  the 
complainer    has    succeeded    in    attaching    a    secondary    signification   in  the 
trade,  as  indicating  his  goods  or  his  business.    The  modes,  honest  or  dis- 
honest, by  which  such  result-s  may  be  achieved,  are  of  course  manifold — as  55 
witnessed  by    the    number    and    variety    of   reported    oases — especially  in 
England — but  the  general  principles    or  rules   of  law  applicable   to   oases 
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like  the  present  are,  I  conoeiye,  those  which  I  have  endeavoured  to  sketch  in 
outline. 

Coming  now  to  the  facts,  I  am  of  opinion,  in  the  first  place,  that  the  Com- 
plainer  Company  has  fully  established  that  it  has  succeeded  in  impressing  upon 
5  the  word  ^'DunJop,"  as  known  and  used  in  the  cycle  and  motor  industry, 
a  secondary  and  well  recognised  meaning,  as  being  identified  with  that  Com- 
pany and  its  goods.  No  doubt,  the  chief  item  of  the  Company's  business  is 
tyres,  but  it  also  makes  and  sells,  under  the  name  '*  Dunlop  *'  many  other 
things  accessory  to  the  motor  as  well  as  to  the  cycle  trade,  as  described  by  the 

10  manager,  Mr.  Baisley,  and  in  this  it  has  had  the  assistance  of  the  Dunlop 
Rubber  Company  and  other  Companies  subsidiary  to,  and  entirely  constituted 
by,  the  parent  Company.  The  Complainers  have  expended  enormous  sums  in 
advertising  in  the  name  of  ^^  Dunlop^'*  and  I  do  not  doubt  that  the  name  is  an 
asset  of  the  highest  value  to  them — all  the  more  so,  because  the  Dunlop  Patents 

15  have  all  now  expired.  Upon  this  first  point,  therefore,  I  am  in  favour  ot  the 
Complainers. 

In  order  to  a  proper  understanding  of  the  remaining  matters,  it  is  necessary 
to  give  a  succinct  account  of  the  circumstances  which  preceded  and  attended 
the  formation  of  the  Resi)ondent  Company,    In  1898,  two  brothers,  Robert  and 

20  John  Fisher  Dunlop^  entered  into  partnership  under  the  firm  of  R,  and  J.  F. 
Dunlop.  Their  office  was  and  is  at  39  John  Finnic  Street,  Kilmarnock.  Their 
business  was  that  of  cycle  agents  and  cycle  repairers,  and  to  some  extent  cycle 
manufacturers,  and  they  also  sold  tyres,  tubes,  and  other  accessories  of  the 
cycle  trade.    They  had  also  a  motor  tricycle,  and  did  something  in  the  way  of 

25  repairing  motor  cycles,  and  occasionally  motor  cars.  On  1st  of  July  1904  the 
Dunlop  Motor  Company  Ld.  was  incorporated.  Its  Memorandum  and  Articles 
of  Association  are  No.  28  of  Process.  The  capital  of  the  Company  was  500 
shares  of  1/.  each.  The  principal  shareholders  are  the  two  Messrs.  Dunlop 
already  referred  to,  and  the  others  are  their  brother  Alexander^  a  builder,  their 

30  brother  Davidj  a  mechanic,  their  aunt  Mrs.  Fisher,  the  Rev.  W.  S.  Reid,  and 
their  solicitor  Mr.  Bamett.  The  directors  of  the  Company  are  Mr.  Robert 
Dunlop  and  Mr.  John  Fisher  Dunlop.  Its  office  is  at  39  John  Finnic  Street, 
Kilmarnock.  The  primary  objects  of  the  Company  were  to  acquire  the  motor 
branch  of  the  business  of  R.  and  J.  F. Dunlop,  in  terms  of  an  Agreement,  which 

35  is  No.  29  of  Process,  and,  shortly  put,  to  carry  on  the  business  of  motor  manu- 
factnrers,  agents,  and  dealers.  By  the  said  Agreement,  which  is  a  somewhat 
strange  document,  the  partners  of  the  firm  agreed  to  sell  to  the  Company  the 
motor  branch  of  the  said  business,  including  goodwill  and  the  whole  property 
belonging  to  it,  its  motor  machinery  and  plant,  fittings,  utensils  and  stock  in 

40  trade,  as  per  inventory  annexed,  and  also  the  sum  of  150/.  in  cash.  The  "  price  " 
was  to  be  500Z.,  payable  by  the  allotment  "to  the  first  parties  and  their  under- 
"  mentioned  nominees  "  of  500  shares  in  the  Company,  "  which  shares  shall  be 
**  deemed  for  all  purposes  to  be  fully  paid  up,"  in  the  proportion  stated  in  the 
Agreement.    An  advertisement  (No.  30  of  Process)  conceived  in  terms  of  pre- 

45  posterous  exaggeration,  which  was  drawn  up  by  the  Messrs.  Dunlop  without  the 
advice  and  knowledge  of  their  solicitor,  was  published  immediately  after  the 
formation  of  the  Limited  Company.  I  refrain  from  further  comment  upon  this 
document.  Now  the  professed  objects  for  the  attainment  of  which  this  tech- 
nical severance  of  the  motor  branch  of  the  business  of  R.  and  J.  F.  Dunlop 

50  was  efiEected  by  the  creation  of  the  Dunlop  Motor  Company  Ld,  were  three  in 
number,  viz.  (a)  to  obtain  frenh  capital,  {b)  to  obtain  adequate  premises  for  the 
motor  business,  and  (c)  to  exploit  an  invention  by  Mr.  J.  F.  Dunlop  in  relation  to 
transmission  gear  for  motors.  But  the  strange  thing  is  that  no  one  of  these  objects 
has,  to  any  material  extent,  been  achieved,  (a)  The  amount  of  *' fresh  capital " 
55  obtained  was  no  more  than  15M.  It  appears,  by  the  way,  that  the  Rev.  Mr.  Reid 
failed  to  pay  his  50/.  and  Messrs.  R.  and  J.  F.  Dunlop  had  to  find  that  money 
for  the  Company,    (fi)  The  only  working  premises  of  this  Company  are  certain 


S4»  BSPOKTB  OF  PATENT,  QE8IGN,         [Not.  1, 1905. 

Dunlop  Pneumatic  Tyre  Company  Li.  v.  DtstUop  Motor  Company  Ld. 

sabjectB  in  Kilmarnock,  which  are  held  upon  a  verbal  snblot  of  a  lease  which 

had  but  four  years  to  ran,  and  upon  such  premises  it  would  be  manifestly  absurd 

to  lay  down  expensive  plant  and  appliances,    (c)  The  invention  was  not  in  fact  I 

assigned  to  the  Company,  and  it  appears  now  to  be  of  doubtful  value.     The  | 

brothers  Dunlop  explain  that  they  desired  to  start  the  limited  Company  upon  5  I 

a  modest  scale,  but  they  had  it  in  view,  if  all  went  well,  to  increase  their 

capital,  as  they  had  taken  power  to  do  under  the  constitution  of  the  Company, 

by  the  aid  of  friends.    The  whole  history  of  the  Company  is  of  a  nebulous  and 

unsubstantial  quality.     It  is  not  at  present  in  a  position  to  manufacture  one 

motor  car,  and  has  not  attempted  to  do  so.     The  business  it  carries  on  is  10 

scarcely,  if  at  all,  different  from  the  old  sort  of  business  done  by  the  firm  before 

the  creation  of  the  Company.    I  am  bound  to  say  that  the  impression  left  upon 

my  mind  is  that  there  must,  or  at  least  may,  have  been  objects  in  view  other 

than  those  which  have  been  stated  as  inducing  the  inception  of  the  Company, 

and  there  are  traces  in  the  evidence  (e.g.  i2.  Dunlop)  that  there  was,  at  all  15 

events,  an  idea  that  it  was  destined  to  fall  into  the  hands  and  under  the  control 

of  outside  ^*  friends  *'  of  one  sort  or  another.     The  impression  to  which  I  have 

alluded  is  not  lessened  by  the  fact  that  a  Company  named  the  Dunlop  Maritime 

Motor  Company  Ld.  has  still  more  recently  been  floated  by  the  Messrs.  Dunlop 

and  certain  nominees,  nearly,  but  not  precisely  identical  with  those  who  make  20 

up  the  registered  members  of  the  Dunlop  Motor  Company  Ld. ;  that  the  Dunlop 

Maritime  Motor  Company  Ld.  has  a  capital  of  1,00M.  not  paid  up ;  and  that  no 

very  substantial  reason,  so  far  as  I  gather,  hais  been  stated  for  its  existence. 

But  I  do  not  desire  to  pursue  this  topic  further,  because,  as  I  have  already 

pointed  out,  the  case  can  be  decided,  if  the  grounds  upon  which  I  proceed  are  25 

well  founded,  apart  from  any  considerations  as  to  bona  fides  or  the  reverse  upon 

the  part  of  the  Dunlnps. 

The  Respondents  deny  that  the  Complainers  have  succeeded  in  establishing 
that  the  name  "  Dunlop  '*  has  acquired  any  special  or  exclusive  significance  in 
connection  with  their  goods  or  business — and  upon  this  point,  as  I  have  already  30 
stated,  I  am  against  them — but  they  further  maintain  that,  even  if  such  a 
signification  had  been  proved  to  exist  as  regards  the  Complainers'  tyres,  no 
interdict  should  pass  against  the  Re^ondents,  because,  as  they  allege,  their 
business  is  a  motor  business  proper,  and  not  a  business  principally  dealing  with 
tyres — and  the  classes  of  customers  to  which  the  parties  respectively  appeal  are  35 
quite  separate  and  distinct.    A  roiigh  comparison  of  Nos.  43  and  28  of  Process 
shows  that,  as  regards  the  powers  taken  by  the  two  Companies  there  is  no  very 
striking  or  substantial  difference,  but  that,  in  the  case  of  the  Complainers'  Com- 
pany, tyres  are  put  in  the  forefront,  and  motor  business  proper  rather  in  the 
background,  while  in  the  Respondents'  constitution  the  position  is  practically  40 
reversed.    The  more  important  comparison,  however,  is  between  the  things 
actually  done  by  the  Companies  respectively.    The  Complainers,  as  already 
pointed  out,  have  many  branches  of  business  besides  the  matter  of  tyres.    The 
Respondents,  on  the  other  hand,  despite  their  title,  can  not  be  truly  described  as 
a  motor    manufacturing  Company — they    have    neither    money,    plant,    nor  45 
premises,  to  enable  them  to  make  a  single  car — and  they  do  at  present  deal  in 
certain  classes  of  goods  and  carry  on  certain  lines  of  business  in  common  with 
the  Complainers.    In  my  opinion  the  titles  of  the  two  Companies  bear  such  a 
similarity  to  one  another  that  the  one  would  •*  in  the  ordinary  course  of  human 
"  affairs  "  be  <•  likely  to  be  confounded  with  the  other  "  (see  per  James  L.J.  50 
in   Hendrika  v.  Montagu  L.R.  17  CD.  638,  645).    I  think  that  the  general 
character  of  the  business  is  not  less  similar,  but  much  more  similar,  than  was 
the  case  in  several  of  the  decisions  to  which  I  have  already  referred  upon  this 
points    But  the  Respondents  further  argued  that  they  were  entitled  to  use  the 
word  "  Dunlop  "  in  the  name  or  title  of  their  Limited  Company  because  it  is  in  55 
fact  their  own  name.    I  have  already  dealt  generally  with  the  law-  upon  this 
matter.    I  think  that  if  they  had  chosen  to  call  their  new  Company  the 
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R.  and  J,  F.  Dunlop  Motor  Company  Ld.  they  would  probably  have  been 
entitled  to  do  so,  because  the  Company's  name  would  then  have  been 
practically  the  same  as  that  of  the  firm  under  which  they  had  for  years  preTiously 
been  in  use  in  trade  (see  Tussaud  L.R.  44  CD.  678,  per  Stirling  J.  687-8 ; 
5  Burgess  3  D.  M.  &  G.  896  ;  Turton  L.R.  42  CD.  128).  It  is  not  easy  to  see 
why,  if  the  Respondents  really  desire  to  aroid  all  possible  confusion  with  the 
Complainers*  goods,  they  should  not  be  willing  to  use  the  other  name.  But 
they  have  declined  to  do  so,  and  I  think  that  Dunlop  Motor  Company  Ld. 
is  a  name  to  which  the  Gomplainers  are  entitled  to  object. 
10  For  these  reasons  I  shall  grant  interdict,  substantially  in  the  terms  craved  in 
the  prayer  of  the  Note,  and  find  the  Gomplainers  entitled  to  expenses. 


In  thb  High  Court  of  Justiob— Ohancbuy  Division. 
Be/ore  Mr.  Justice  Warrington. 
August  4th,  1905. 
25  International  Plasmon  Ld.  v.  Plasmonadb  Ld. 


Trade  name  and  passing-off. — Action  to  restrain  use  by  tlie  Defendants  of  a 
word  being  a  variation  on  a  word  used  in  the  Plaintiffs^  name  and  indicating 
tJieir  goods, — Motion  fur  interlocutory  injunction. — Interlocutory  injunction 
granted. 

20  -A  Company,  whose  narne  included  the  word  **  Plasmon,"  and  which  sold 
various  f)od preparations  in  the  names  of  which  the  word  "Plasmon,"  was 
used,  brought  an  action  against  a  Company  registered  under  the  name  of 
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Plasmonade  Ld.  which  was  selling  goods  (namely,  tablets  and  powder  for 
making  a  beverage)  under  names  of  which  "  Plasmonade  "  formed  part^  to 
restrain  the  use  of  those  words  by  the  Defendants,  and  to  restrain  parsing  off^ 
and  for  other  relief  Certain  directors  or  officers  were  joined  as  Defendants. 
Tfhe  Defendants  had  applied  to  register  "  Plaemonoid "  as  a  Trade  Mark  in  5 
certain  Classes,  indvding  S  and  44.  The  Plaintiffs  had  opposed  such  appli- 
cations by  the  Defendant  Company  to  register,  and  one  had  been  refined,  whilst 
the  decision  in  the  other  had  been  postponed.  The  Plaintiffs  moved  for  an 
interlocutory  injunction.  TTie  Defendants  contended  that  owing  to  the  different 
natures  of  the  goods  and  the  differences  in  get-up,  no  deception  was  probable,         10 

Held,  that  an  interlocutory  injunction  should  be  granted  substantiaUy 
restraining  the  Defendants  from  carrying  on  business  in  foods  or  preparaHotis 
for  human  consumption  under  the  name  "  Plasmonade  Ld."  olr  any  other  name 
or  title  of  which  "  Plasmon "  formed  part,  and  from  any  name  of  which 
"Plasmonade,"  " Plasmonoid,"  or  "Plasmon"  tmth  or  uHthout  any  suffix  15 
formed  part  for  food  preparations,  and  from  passing  off  their  goods  as  those  of 
the  Plaintiffs. 

On  the  19th  of  July  1905  an  action  was  commenced  by  the  International     * 
Plasmon  Ld.  against  Plasmonade  Ld.,  George  Newsam  Jones,  Gustav  Welton,  and 
Charles  Ware,  claiming  an  injunction  to  restrain  the  Defendants  and  each  of  them,  20 
their  and  each  of  their  oflBcers,  servants,  and  agents,  (1)  from  carrying  on  business 
as  manufacturers  or  vendors  of  any  food  or  preparation  for  human  consumption,  in 
solid  or  fluid  form,  under  the  name  of  Plasmonade  Ld.,  or  under  any  other  name 
or  title  of  which  the  word  "Plasmon,"  with  or  without  any  added  suffix,  should 
form  part ;  (2)  from  selling,  or  offering,  or  exposing,  or  advertising  for  sale,  or  pro-  25 
curing  to  be  sold,  any  such  food  or  preparation  as  aforesaid  not  being  of  the 
Plaintiffs*  manufacture,  or  not  containing  as  the  principal  ingredient  thereof 
any  article  of  the  Plaintiffs'  manufacture,  under  any  name  or  description  of 
which  the  word  "  Plasmonade,"  or  "  Plasmonoid,"  or  "  Plasmon,"  with  or 
without  any  added  suffix,  should  form  part ;    (3)  from  in  any  manner  repre-  30 
senting  or  acting  so  as  to  be  calculated  to  lead  to  the  belief  that  the  Defendants, 
or  any  of  them,  were  or  ever  had  been  interested  in  or  connected  with  the 
business  of  the  Plaintiffs  ;  (4)  from  passing  off,  or  enabling  or  assisting  others 
to  pass  off,  any  such  food  or  preparation  as  aforesaid  as  or  for  a  food  or  prepara- 
tion of  the  Plaintiffs,  or  as  or  for  a  food  or  preparation  containing  as  the  35 
principal  ingredient  thereof  an  article  of  the  Plaintiffs'  manufacture  ;   and  (5) 
from  in  any  manner  infringing  the  Plaintiffs'  registered  Trade  Marks,  Nos. 
222,947,  226,213,  and  226,214,  or  any  of  them.    [These  Trade  Marks  are  more 
particularly  referred  to  below.] 

The  Plaintiffs  moved  for  an  interlocutory  injunction  in  the  terms  of  the  40 
writ.    Affidavits  in  support  of  the  motion  were  made  by  C.  B.  Sharpe,  secre- 
tary of  the  Plaintiff  Company,  and  A.  Arlington,  a  clerk  in  the  employ  of  the 
Plaintiffs'  solicitors.     The  affidavit  of  C.  B.  Sharpe,  after  stating  that  the 
Plaintiff  Company  was  registered  on  the  17th  of  December  1900,  and  took  over  the 
business  of  the  Plasmon  Syndicate  Ld.,  and  that  the  Company  carried  on  an  exten-  45 
Hive  business  not  only  in  this  country  but  in  many  foreign  countries  and  colonies, 
onntained(t>i^<9raZia)thefollowing  paragraphs :  —"(3)  The  goods  sold  by  the  Plain- 
"  tiff  Company  include  the  tollowing,  of  all  of  which  their  distinctive  name  and 
"  Trade  Mark,  'Plasmon,'  is  the  essential  and  distinguishing  feature : — Plasmon 
"  Granulated  Powder,  Plasmon  Cocoa,  Plasmon  Biscuits,  Plasmon  Arrowroot,  50 
*^  Plasmon  Tea,  Plasmon  Chocolate,  Beef  Plasmon,  Plasmon  Oats,  Plasmon 
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"  Oufltard  Powder,  Plasmon  Blancmange  Powder.  The  PlaintiflE  Company 
^  have  from  the  commencement  spent  very  large  sams  of  money  annually  in 
'*  advertising  the  various  goods  sold  by  them  always  under  the  name  and 
**  Trade  Mark  *  Plasmon/  and  any  food  for  human  consumption  whether  in 
5  ^*  solid  or  liquid  form  sold  under  the  name  of  '  Plasmon '  with  or  without  the 
•*  addition  of  a  suffix  would  be  universally  understood  by  the  public  to  mean 
**  goods  manufactured  by  the  PlaintiflE  Company  or  containing  their  preparation 
"  of  milk  albimien  or  casein  which  they  designate  with  the  name  *  Plasmon.' " 
[A  bundle  of  recent  advertisements  and  price  lists  in  which  the  PlaintiflE 

10  Company's  goods  was  advertised  were  eidiibited.]  "It  will  be  observed 
'^  that  some  of  such  advertisements  advertise  ^  Plasmon '  for  use  in  cases  of 
*^  anaemia,  consumption,  fever,  gout,  rheumatism,  diabetes,  influenza,  diarrhcBa, 
**  &c.  The  Plaintiffs'  '  Plasmon '  preparations  are  sold  by  retail  chemists  and 
^*  druggists  as  well  as  by  grocers,  and  are  quoted  in  the  drug  sections  as  well 

15  "as  in  the  grocery  sections  of  stores — for  instance,  the  Army  and  Navy 
**  Gfhoperaiive  Society  Ld.^  105  Victoria  Street  Westminster  S.W.,  and  the 
**  Civil  Service  Supply  Association  Ld.^  136  138  and  140  Queen  Victoria  Street 
•*  E.C.,  and  they  are  frequently  prescribed  by  the  medical  profession.  (4)  The 
"  Plaintiffs  are  the  registered  proprietors  of  the  following  Trade  Marks  con- 

20  "  Bisting  of  or  containing  the  name  '  Plasmon,'  namely  : — No.  222,947,  registered 
'^  in  Class  42  in  respect  of  ^  A  substance  used  as  food  or  as  an  ingredient  in 
*«  'food'  as  from  the  9th  of  May  1899  ;  No.  226,213,  registered  in  Class  42  in 
^'  respect  of  '  Albumen  and  its  preparations  for  use  as  food  or  as  ingredients  in 
^' « food'  as  from  the  2nd  of  October  1899  ;  No.  226,214,  registered  in  Class  42 

25  "  in  respect  of  *  Albumen  and  its  preparations  for  use  as  food  or  as  ingredients 

"  *  in  food '  as  from  the  2nd  of  October  1899 (5)  On  the  7th  of 

**  April  1905  the  Plaintiff  Company  applied  in  the  name  of  its  manager  John 
"  RoMe  Bowick  to  register  their  said  Trade  Mark  the  name  '  Plasmon '  in  certain 
''  classes  other  than  Class  42  above  mentioned  ;  one  of  such  applications  was  in 

30  ^'  Class  3  in  respect  of  *  Chemical  substances  prepared  for  use  in  medicine  and 
**  *  pharmacy,'  No.  271,84.5,  and  another  was  in  Class  44  in  respect  of  *  Mineral  and 
"  *  aerated  waters,  natural  and  artificial,  including  ginger  beer,'  under  the  No. 
"  271,849,  but  the  officials  of  the  Trade  Marks  Registry  refused  to  register  such" 
"  marks  in  view  of  the  close  similarity  between  the  word  '  Plasmon '  and  (in  Class 

35  **  3)  the  word  •  Plasmonoid '  which  the  Defendant  Company  had  on  the  24th  of 
*'  March  1905  applied  to  register  under  the  No.  271,404,  and  (in  Class  44)  the  word 
«( « Plasmonade '  which  the  Defendant  Company  had  at  the  same  time  applied 
"  to  register  under  the  No.  271,405.  (6)  With  reference  to  the  Defendant 
**  Company's  application  to  register  the  word  *  Plasmonoid,'  the  Trade  Marks 

40  "  Journal  of  the  31st  of  May  1905,  a  copy  whereof  is  now  produced  to  me  and 
**  marked  S  5,  contains  at  page  .679  thereof  the  advertisement  of  such  applica- 
''  tion  to  register  such  word  as  a  Trade  Mark  in  respect  of  all  the  goods  included 
«'  in  Class  3,  but  not  including  liniments,  and  not  including  any  goods  of  a  like 
*•  kind  to  liniments,  under  the  No.  271,404.    The  goods  included  in  Class  3 

45  '^  under  the  Trade  Mark  Rules  are  '  Chemical  substances  prepared  for  use  in 
«<  ^  medicine  and  pharmacy.'  The  Plaintiff  Company  is  opposing  such  applica- 
**  tion,  and  the  Registrar  is  reserving  his  final  decision  as  to  the  Plaintiffs' 
**  application  No.  271,845  for  the  registration  of  *  Plasmon '  in  Class  3.  The 
"  Plaintiffs'  application  No.  271,849  in  Class  44  has  been  allowed  to  proceed, 

50  *^  the  Defendant  Company's  application  in  that  class  having  failed.  (7)  It  has 
**  recently  come  to  the  knowledge  of  the  Plaintiffs  that  the  Defendant  Company, 
^*  being  a  Limited  Company  calling  itself  Plasmonade  Ld.j  has  commenced  to 
**  offer  for  sale  tablets  and  powder  under  the  name  of  '  Plasmonade '  for  mixing 
**  with  water  as  a  beverage.    The  Defendant  Company's  letter  paper  contains  a 

55  "  notice  as  follows  : — * "  Plasmonade."  A  new,  dainty,  and  refreshing  Summer 
**  *  beverage  in  effervescing  tablet  form.  Braces  the  nerves.  Aids  digestion 
}*  *  Simply  requires  to  be  dropped  into  a  glass  of  water.    Sweet  Plasmonade.  Dry 
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"  *  Plasmonade.  Ginger  Plasmonade.  In  cases  (powdered  form),  6d.,  !«.,  2«.  M. 
**  *  In  boxes  (containing  7  tablets),  6rf.  Secretary,  George  Newsam  Jones!  .... 
"  (8)  I  have  ascertained  from  inquiries  at  the  Patent  Office  that  the  Defendant 
"  Company  prior  to  making  the  said  applications  to  register  *  Plasmonoid  * 
'*  and  ^  Plasmonade  *  applied  to  register  the  name  *  Plasmon  *  as  its  Trade  5 
"  Mark  in  Class  3  under  the  No.  268,974,  and  in  Class  38  under  the  No.  269,119, 
*'  and  that  such  applications  have  either  been  refused  or  not  been  proceeded 
"  with.  (9)  The  Plaintiff  Company  has  caused  the  register  of  the  Defendant 
*^  Company  at  the  Joint  Stock  Companies  Registration  Office  to  be  searched. 
"  Such  Company  was  registered  on  the  22nd  of  March  1905.  The  objects  for  10 
**  which  such  Company  is  established,  as  stated  in  its  Memorandum  of  Associa- 
"  tion  (which  is  written  by  hand)  are,  among  others,  as  follows : — (a)  To 
'*  acquire  and  take  over  as  a  going  concern  the  undertakings  known  as  '  Flas- 
*'  *  monade  *  and  <  Plasmonoid,'  and  all  or  any  of  its  assets  or  liabilities,  and  in 
**  particular  the  Trade  Marks,  copyrights,  recipes,  formulas,  and  full  inf orma-  15 
*'  tion  as  to  the  processes  of  manufacturing,  and  the  right  to  manufacture  and 
'*  deal  in  aerated  waters  and  pharmaceuti(^  and  medical  preparations.  (6)  To 
"  adopt  and  carry  into  effect  an  agreement  dated  the  14th  of  March  1905, 
**  between  Ghistav  Welton  of  the  one  part  and  George  Newsam  Jones^  as  trustee 
"  on  behalf  of  the  Company,  on  the  other  part."  [Other  objects  were  also  set  20 
out,]  "  The  nominal  capitel  of  such  Company  is  500^.,  divided  into  2000  shares 
**  of  5s.  each,  of  which  only  167  have  been  issued.  Of  such  167  shares,  seven 
*^  are  held  by  the  seven  subscribers  to  the  Memorandum  of  Association,  and  the 
**  remainder  are  held  by  the  above  named  Defendants  (other  than  the  Defendant 
"  Company),  who  are  all  directors  of  the  Defendant  Company,  as  follows  : —  25 
"  JoneSf  40 ;  Weltony  80 ;  Ware^  ^0.  (13)  The  natural  inference  which  would 
"  be  drawn  by  any  one  who  saw  the  names  *  Plasmonade,*  or  *  Plasmonoid,' 
*'  would  be  that  the  articles  to  which  the  said  names  were  applied  were  made 
**  by  the  Plaintiffs,  or  (if  not  by  them)  at  all  events  with  *  Plasmon,'  that  is  to 
'*  say,  with  their  preparation,  and  if  the  Defendants  are  allowed  to  trade  under  30 
^Mhe  name  *  Plasmonade,*  or  to  sell  their  goods  as  *  Plasmonade,'  or  ^Plas- 
#  I  , ,  **  monoid,*  or  under  any  other  name  of  which  the  name  *  Plasmon '  forms 

f  cK.vl^  h*;r;^  *' part,  it  will  cause  the  ■  Def eaAapte  most  serious  injury.    Any  one  would 

'  *^  naturally  suppose  that  if  '  Plai^tnonade,*  or   '  Plasmonoid,'  t^ere  made  or 

"  sold  by  the  Defendant  Company  they  were  also  the  proprietors  of  the  other  35 
**  ^  Plasmon  '  preparations,  and  that  such  preparations  must  be  obtained  from 
"  them." 

Affidavits  in  opposition  to  the  motion  were  made  by  the  Defendants  Oharles 
Ware^  George  Newsam  Jones^  Thomas  Bowickj  and  Douglas  Hum.     The  affi- 
davits of  WarSj  JoneSjSLXxd  Bowick  contained  paragraphs  as  to  their  connection,  40 
or  alleged  connection,  with  the  Defendant  Company,  and  as  to  its  constitution 
and  place  of  business.     The  affidavit  of  Ware  also  contained  the  following 
paragraphs : — "  (10)  The  Defendant  Company  are  the  owners  and  registered 
«'  proprietors  of  (1)  British  Patent  No.  6617  of  1905  ;  (2)  registered  Trade  Marks 
"  No.  271,404  and  No.  271,405.    (11)  The  Plaintiffs  unsuccessfully  opposed  the  45 
"  Defendants'  application  to  register  the  word  <  Plasmonoid '  as  a  Trade  Mark 
'."  (No.  271,404),  but  same  was,  however,  permitted  by  the  Registrar  for  use  in 
"  connection  with  all  or  any  goods  included  in  Class  3,  not  including  liniments, 
^^  and  not  including  goods  of  a  like  kind  to  liniments.     The  Defendant  Com- 
**  pony's  application  to  register  the  word  *  Plasmonoid '  was  dated  the  24th  day  50 
**  of  March  1905,  whilst,  as  stated  in  paragraph  5  of  the  affidavit  of  Charles 
"  Brereton  Sharpe^  filed  herein  on  the  Plaintiffs'  behalf,  the  applications  by  tiie 
"  Plaintiff  Company  to  register  the  Trade  Mark  *  Plasmon '  were  not  made  until 
«  the  7th  of  April  1905.     (12)   The  goods  offered  for  sale  by  the  Defendant 
*'  Company  could  under  no  possible  circumstances  be  mistaken  for  those  manu-  55 
"  factured  by  the  Plaintiffs,  as  they  are  in  entirely  different  Trade  Marira 
^'  Classes,  and,  further,  the  goods  sold  or  offered  for  sale  by  the  Defendant 
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"  Company  are  not  got  up  in  a  manner  calculated  to  mislead  purchasers.  They 
^  are  different  both  in  their  appearance,  colour,  substance,  effect,  and  objects. 
**  The  label  and  trade  card  used  by  the  Defendant  Company  are  now  produced 
"and  shown  to  me,  marked  'W2*  and  *W3'  respectively.  (13)  The 
5  "  Defendant  Company,  in  adopting  the  word  *  Plasmonade,'  did  so  without 
"  intention  of  injuring  the  Plaintiffs,  but  merely  used  such  word  as  it  exactly 
"  describes  the  Defendants'  preparation,  which  is  chiefly  intended  to  be  used 
"  with  water  to  form  an  effervescent  beverage,  and  the  word  *  Plasmon '  being 
; "  a  term  in  use  in  most  European  languages  the  suffix  '  ade '  was  used  to  suggest 

10  "a  beverage,  in  a  similar  manner  to  the  word  *  lemonade.*"     Mr.  jfft^m,  an 

author,  deposed  in  his  afi&davit  to  making  a  search  in  certain  libraries  and 

finding  that  the  word  "  Plasmon  *'  occurred,  with  slight  variations,  in  several 

languages. 

The  affidavits  in  reply  included  an  affidavit  by  A.  Carpmael^  a  member  of  the 

15  firm  of  the  Plaintiffs*  solicitors,  who  stated  (inter  alia)  as  follows : — ^'*  I  say  that 
"  it  is  not  a  fact  that  the  Defendant  Company  are  the  registered  proprietoTB  of 
«•  the  registered  Trade  Marks  Nos.  271,404  and  271,405.  (2)  The  Defendant 
*^  Company  have  applied  to  register  the  word  '  Plasmonoid '  as  a  Trade  Mark 
"  in  Class  3  under  the  said  No.  271,404.    The  Plaintiff  Company  lodged  notice 

20  "  of  opposition  to  such  application  dated  the  14th  of  June  1905,  and  their  time 

"  for  leaving  evidence  at  the  Patent  Office  in  support  of  such  opposition  is 

"  still  running.    The  said  Defendant  {G.  Ware)  is  quite  mistaken  in  supposing 

'*  that  the  Plaintiffs  unsuccessfully  opposed  the  Defendants'  said  application  or 

-    **  that  the  same  was  permitted  by  the  Registrar  to  be  registered.    My  said  firm 

25  '*^  have  received  a  letter  from  the  Patent  Office  dated  the  28th  of  July  1905, 
**  which  is  now  produced  to  me  and  marked  A.C.  1,  from  which  it  will  be  seen 
"  that  the  application  No.  271,845  of  the  Plaintiffs'  manager  to  register  the 
"  word  '  Plasmon '  in  Class  3  will  be  kept  on  record  until  the  Plaintiffs'  opposi- 
"  tion  to  the  Defendant  Company's  said  application  No.  271,404  has  been  decided. . 

30  "  With  reference  to  the  Defendant  Company's  application  No.  271,405,  which 
"  was  an  application  to  register  the  word  '  Plasmonade '  in  Class  44  (the  aerated 
**  waters  class),  I  on  the  2l8t  day  of  July  1905  saw  the  Registrar  of  Trade 
"  Marks  with  .reference  to  the  Plaintiffs'  application  to  register  the  name 
"  *  Plasmon'  in  this  class,  and  he  then  informed  me  that  on  or  about  the 

35  "  22nd  of  May  last  he  had  refused  the  Defendant  Company's  said  application 
«  No.  271,405." 

An  affidavit  in  reply  by  G.  B,  Sharpe  included  paragraphs  as  follows : — 
•*  (2)  As  to  the  Patent  No.  6617  of  1905  referred  to  in  paragraph  10  of  the  same 

'     "  affidavit,  it  is  not  the  fact  that  the  Defendant  Company  are  the  registered 

40  "proprietors  of  such  Patent.  The  Plaintiffs  have  Caused  the  register  of  such 
"  Patent  to  be  searched  at  the  Patent  Office,  and  have  ascertained  that  such 
**  Patent  was  taken  out  by  the  Defendant  Jones,  and  that  no  assignment  thereof 
*>  is  registered.    A  printed  copy  of  the  Specification  thereof  is  now  produced  to 

-  "  me  and  marked  S.  9.    It  will  be  observed  that  it  is  stated  therein  that  the 
45  "  invention  consists  in  the  combination  of  alkali  compounds  of  albuminous 

"  substances  such  as  those  described  in  Specification  No.  15,719,  dated  the 
**  18th  of  July  1898.  Such  last  mentioned  Patent  is  owned  by  Plaintiff 
"  Company,  and  it  is  obvious  that  the  Defendants  are  intending  to  compete 
"  with  them.  (4)  To  paragraph  12  I  say  that  goods  offered  for  sale  by  the 
50  **  Defendant  Company  under  the  name  *  Plasmonade '  or  '  Plasmonoid  *  would 
"  inevitably  be  mistaken  for  those  manu&ctured  by  the  Plaintiffs  or  be 
"  understood  as  containing  their  preparation.  The  get-up  of  the  goods  is 
**  immaterial  when  the  name  which  distinguishes  the  Plaintiffs'  goods  has  been 

-  "appropriated.    (5)  Referring  to  paragraph  13  I  say  that  the  word  '  Plasmon  * 
55  "  is  not  a  term  in  use  in  any  European  language  save  as  applied  to  the  Plaintiffs' 

"  goods.    I  believe  that  the  words  *  Plasma,'  *  Plasmone,'  and  *  Plasmar '  are  to 
"  be  found  in  certain  foreign  dictionaries,  but  that  the  meanings  of  the  words 
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*'  haye  no  connection  with  any  yariety  of  food  or  medicine,  and  it  wonld  be 
**  impossible  for  anyone  to  associate  any  of  the  Plaintiffs'  preparations  with 
**  any  of  such  words." 

The  Motion  came  on  for  hearing  before  Mr.  Justice  WARRINGTON. 

fir.  Terrell  K.C.  and  Sebastian  (instructed  by  Wilson^  Bristows  and  CarpmaeT)  5 
appeared  for  the  Plaintiffs;    Warren  (instructed  by  H.  Gilbert  A.  Thorn) 
appeared  for  the  Defendants. 

Terrell  E.C.  opened  the  Motion  on  behalf  of  the  Plaintiffs,  and  after  the 
evidence  had  been  read,  and  after  Warren  had  argued  on  behalf  of  the 
Defendants,  judgment  was  given  as  follows  : —  10 

Warrington  J. — In  my  opinion  this  is  a  deliberate  attempt  to  steal  a  well- 
known  name  and  get  the  benefit  of  the  reputation  acquired  by  that  name.  I 
must  grant  an  injunction.  Mr.  Terrell^  you  did  not  read  that  part  of  the 
Notice  of  Motion  which  asked  for  an  injunction  restraining  the  infringement 
of  a  Trade  Mark.    You  do  not  ask  for  that  now  ?  15 

Terrell  K.C. — No  ;  I  ask  for  an  injunction  in  the  form  which  was  settled  by 
the  Court  of  Appeal  in  the  case  of  the  Valentine  Meat  Juice  Company  against 
Valentine  ExtrcLct  Company  (17  R.P.C.  688),  which  is  a  very  similar  case  to 
this.    The  Notice  of  Motion  was  framed  upon  that  form. 

Warrington  J. — ^Very  well ;  the  Notice  of  Motion  seems  to  be  right  except  20 
that  part  as  to  Trade  Mark.     I  do  not  know  anything  about  that  at  present* 
The  injunction  will  be  till  judgment  or  further  order. 

Terrell  K.C.  asked  whether  the  Defendants  would  agree  to  treat  the  hearing 
of  the  Motion  as  the  trial  of  the  action  ? 

Warren. — No ;  I  cannot  agree  to  that,  25 
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In  the  High  Court  op  Justice.— Chanobrt  Division. 

Before   Mr.  JUSTICE  WARRINGTON, 

August  4th  and  IXth,  1905, 

Crowther  v.  United  Flexible  Metallic  Tubing  Company  Ld. 


ft  Patent. — Action  to  restrain  threats, — Motion  for  Interlocutory  Injuncti*m, — 
Circidary  whether  general  warning  or  threat. — Motion  refused, — Patents  Ac. 
Act  1883,  section  32. 

A  Gompayiyy  the  owners  of  several  Patents,  issued  a  Circular  which  in  its 
terms  was  only  a  general  warning  against  infringement  of  their  Patents, 

10  C.  alleged  that,  having  regard  to  tlie  circumstances  under  which  the  Circular 
was  issued,  it  constituted  a  threat  directed  against  him  in  regard  to  a  particular 
article,  admittedly  'not  jjrotected  by  any  of  tlie  Patents,  which  he  was  selling ; 
and  he  commenced'  an  action  agai)tst  the  Company  to  restrain  any  such  threats, 
and  moved  for  an  interlocutory  injunction. 

15  Held,  that  the  Circular  prima  facie  contained  nothing  but  a  general  warning 
to  thejnMic  and  that  on  the  facti  it  was  not  shown  tluU  tlie  Circular,  properly 
interpreted,  could  be  taken  to  h^  a  threat  against  people  using  tlie  particular 
article  in  which  the  Plaintiff  tvas  dealing.    Tlie  Motion  was  refused. 

On  the  25th  of  July  1905,  Albert  Crowther  (trading  as  the  Reversible  Gas 
20  and  Iron  Company)  commenced  an  action  against  the  Uiiited  Flexible  Metallic 
Tubing  Company  Ld.  The  writ,  as  amended,  claimed,  inter  alia,  an  injunction 
to  restrain  the  Defendants  from  threatening  the  Plaintiff  or  any  other  person, 
by  Circular,  advertisement,  or  otherwise,  with  any  legal  proceedings  or  liability 
in  respect  of  the  manufacture,  use,  sale,  or  purchase  of  flexible  metallic  tubing 
:;5  alleged  to  be  made  or  done  in  infringement  of  any  legal  rights  of  the  Defendant 
Company. 

The  Circular  complained  of  was  as  follows  : — "  Flexible  metallic  tubing. 
"  Caution  against  infringements.  The  United  Flexible  Metallic  Tubing  Com- 
"  pany  Ld.  warn  the  trade  and  the  public  generally  against  buying,  dealing  in, 
30  "  or  using  flexible  metallic  tubing  made  m  infringement  of  the  Company's 
*^  Patents.  The  Company  will  take  all  necessary  steps  to  support  and  vindicate 
**  their  rights.  Infringers  render  themselves  liable  to  an  injunction,  damages, 
"  {incj  costs  and  delivery  up  of  the  infringing  tubing." 

2  « 
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The  circumstances  under  which  the  Circular  was  issued,  and  the  other 
litigation  between  the  parties  to  the  action,  will  be  found  referred  to  in  the 
judgment  of  Mr.  Justice  Warrington,  before  whom  the  Motion  came  on  for 
hearing. 

Rowdeyi  K.C.  and  George  Lawrence  (instructed  by  J.  M,  Sharp,  agent  for  5 
W.  V.  Tatham,  Bradford)  appeared  for  the  Plaintiff ;  BousfieU  K.C.,  Henry 
Terrell  K.C.,  and  L.   W.   V.  Harcmirt  (instructed  by  FaithfiUl  afid  Owen) 
appeared  for  the  Defendants. 

The   following    cases    were     cited    in     argument : — Challender    v.    Royle 
(4    R.P.C.  363 ;    L.R.  36  CD.   425)    and  Johnson  v.  Edge  (9  R.P.C.    142 ;  10 
L.R.  (1892)  2  Ch.  1). 

Warrington  J. — This  is  a  Motion  for  an  injunction  to  restrain  the  Defen- 
dants *^from  issuing  Circnlard,  advertisements,  or  notices,  or  otherwise 
"  threatening  the  Plaintiff  or  any  other  person  with  any  legal  proceedings  or 
"  liability  in  respect  of  the  manufacture,  use,  sale,  or  purchase  of  flexible  15 
"  metallic  tubing  alleged  to  be  made  in  infringement  of  any  legal  rights  of  the 
*'  Defendant  Company."  The  application  is  made  under  Section  32  of  the 
Patents  Act  of  1883  :  "  Where  any  person  claiming  to  be  the  Patentee  of  an 
"  invention,  by  circulars,  advertisements,  or  otherwise,  threatens  any  other 
"  person  with  any  legal  proceedings  or  liability  in  respect  of  any  alleged  mana-  20 
"  f  acture,  use,  sale,  or  purchase  of  the  invention,  any  person  or  persons  aggrieved 
**  thereby  may  bring  an  action  against  him,  and  may  obtain  an  injunction 
"  against  the  continuance  of  such  threats,  and  may  recover  such  damage  (if  any) 
"  as  may  have  bean  sustained  thereby,  if  the  alleged  manufacture,  use,  sale,  or 
"  purchase  to  which  the  threats  relate  was  not  in  fact  an  infringement  of  any  25 
*'  legal  rights  of  the  person  making  such  threats."  Then  there  is  a  proviso 
which  is  not  material  in  the  present  case,  though  it  has  been  of  the  greatest 
importance  in  others. 

Before  I  go  to  the  authorities  let  me  just  say,  independently  of  the  authorities, 
to  what  that  Section  appears  to  be  directed.  In  the  first  place,  the  expression  used  30 
as  the  foundation  of  the  right  of  action  which  is  to  be  conferred  is  "  threatens 
"  any  other  person,"  and  the  concluding  words  of  that  part  of  the  section  which 
I  have  read  refer  to  "  alleged  manufacture  "  and  so  on,  "  to  which  the  threats 
^'  related."  It  seems  to  me,  therefore,  that  that  Section  is  what  it  purports  to 
be — ^a  Section  directed  against  a  threat,  itself  directed  against  a  person  making  a  35 
particular  thing. 

Now  is  that  in  accordance  with  authority  ?  I  think  I  need  go  no  further 
for  that  purpose  than  read  the  passage  in  the  Judgment  of  Lord  Justice 
Bowen  in  Challender  v.  Royle,  which  has  been  referred  to.  "  I  think 
"  then,  that  threats  would  not  fall  within  the  section  if  they  were  threats  or  40 
<*  warnings  as  to  something  which  might  be  done  in  the  future."  That 
particular  sentence  in  his  Judgment  has  been  criticised  by  Lord  Justice  Lindley 
in  a  subsequent  case  as  will  appear  presently,  but  that  is  not  the  part  which 
seems  to  me  to  be  most  material  in  the  present  case.  He  goes  on  :  ^*  Everybody, 
<*  it  seems  to  me,  has  still  a  right  to  issue  a  general  warning  to  pirates  not  to  45 
'^  pirate,  and  to  infringers  not  to  infringe,  and  to  warn  the  public  that  the 
"  patent  to  which  the  patentee  is  entitled,  and  under  which  he  claims,  is  one 
''  which  he  intends  to  enforce.  But  my  language  upon  this  point  must  not  be 
"  misunderstood.  It  does  not  follow  that  because  a  threat  is  so  worded  as 
"  grammatically  to  apply  only  to  the  future,  therefore  it  may  not  in  any  particular  50 
"  case  be  in  substance  and  in  fact  applicable  to  what  has  been  done.  Suppose 
'<  that  a  manufacturer  is  making  and  issuing  machines  which  the  patentee 
'^  considers  to  be  an  infringement  of  his  patent,  and  the  patentee  issued  a  threat 
'*  really  directed  against  the  manufacture  and  sale  of  those  machines,  I  do  not 
'^  think  that  he  could  escape  from  the  section  by  wording  his  notice  in  such  55 
'*  terms  that  according  to  the  letter  it  was  only  a  general  warning  to  all  persons 
"  not  to  infringe  his  patent."  • 
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That  being  the  proper  interpretation  to  be  given  to  this  Section,  I  now  turn  to 
the  Circular.  [The  learned  Judge  then  read  the  Circular.]  Taking  that  Circular 
by  itself  without  reference  to  any  of  the  surrounding  circumstances,  I  think 
it  cannot  be,  and  is  not,  disputed  that  it  is  grammatically  merely  a  warning, 
5  and  does  not  fall  within  the  Section  ;  but  the  case  does  not  rest  there,  because 
it  is  necessary  for  me  to  examine  the  facts  and  to  see  whether  on  the  facts,  when 
so  examined,  that,  which  is  grammatically  only  a  warning,  is  in  law  a  threat  to  a 
particular  person  or  particular  persons. 
The  facts  are  these :— The  Defendants  are  large  manufacturers  of  metallic 

10  tubing  of  various  kinds.  They  had  until  recently  a  Patent  applying  to  flexible 
metallic  tubing  used  in  connection  with  gas  fittings.  They  had  also  numbers  of 
Patents  referring  to  various  forms  of  metallic  tubing,  and  in  particular  to  tubing 
BO  constructed  as  to  resist  an  extremely  high  pressure.  For  some  years  past, 
while  their  Patent  for  low  pressure  metallic  tubing — ^that  used  for  gas  apparatus 

15  — was  still  running,  the  PlaintijQE  has  been  a  customer  of  the  Defendants  for  this 
metallic  tubing,  the  Patent  for  which  has  now  expired,  and  was  their  customer 
on  favourable  terms.  He  dealt  with  these  goods  in  the  trade,  and  a  good  many  of 
his  customers  were  also  customers  of  the  Defendants.  In  April  of  this  year  the 
arrangement  under  which  he  obtained  specially  favourable  terms  came  to  an 

20  end,  and  from  that  time  he  ceased  to  sell  this  particular  tubing  of  the 
Defendants.  He  then  commenced  to  sell  metallic  tubing  of  the  same  kind 
manufactured  elsewhere.  Meanwhile,  some  time  in  April  of  the  present  year, 
it  came  to  the  knowledge  of  the  Defendants  that  inquiries  were  being  made 
from  persons  in  Germany  in  reference  to  high  pressure  tubing  similar  to  that 

25  manufactured  under  the  subsisting  Patents  of  the  Defendants,  and  the  Defend- 
ants obtained  a  sample  of  high  pressure  tubing  ma'le  in  Germany,  about  which 
I  will  say  no  more  than  this,  that  it  is  stated  in  their  affidavits  that  in  the 
opinion  of  the  deponents  it  is  an  infringement  of  their  Patents,  and,  if  sold  in 
England,  would  expose  the  seller  to  an  action  for  infringement.    Thereupon 

30  they  consulted  their  solicitor,  and  the  Circular  in  question  in  the  present  case 
was  settled  in  consultation  with  him  on  the  16th  of  May.  Some  time  thereafter, 
but  when  precisely  is  not  proved,  the  Circular,  which  is  in  the  form  of  a  printed 
pink  paper  slip,  was  sent  out  with  all  their  catalogues  and  price  lists  and  was 
attached  to  invoices  of  their  goods,  and  in  particular,  amongst  others,  it  was 

35  attached  to  invoices  relating  only  to  goods  such  as  those  now  sold  by  the  Plain- 
tiff, and  therefore  the  geods  which  are  not,  it  is  admitted,  an  infringement  of 
any  Patent  of  the  Defendants. 

There  is  one  other  circumstan:e  to  which  I  must  draw  attention,  because  it 
has  been  referred  to  in  the  arguments.     In  the  course  of  the  present  year,  and 

40  subsequently  to  the  16th  of  Maj',  the  present  Defendants  commenced  an  action 
against  the  present  Plaintiff  alleging  that  he  had  slandered  their  goods  by 
stating  that  their  goods  were  made  in  Germany  and  not  in  England.  The 
result  of  that  action  was  that  the  then  Defendant,  the  present  Plaintiff,  while 
stating  that  he  had  not  made  any  such  statement  and  that  he  had  not  slandered 

45  their  goods,  offered  a  perpetual  undertaking.  That  undertaking  was  accepted, 
and  there  were  no  costs  on  either  side.  The  present  Defendants,  the  Plaintiffs 
in  that  action,  thereupon  published  and  circulated  to  their  customers  a  report 
of  what  had  taken  place  in  Court,  which,  in  my  opinion,  as  I  expressed  last 
week,  was  an  unfair  use  to  make  of  the  undertaking  which  had  been  given  by 

50  the  then  Defendant,  the  present  Plaintiff ;  because  I  thought,  from  the  cir- 
cumstances under  which  the  report  was  circulated,  that  it  treated  the  under- 
taking as  if  it  had  been  a  decision  of  the  question  in  the  action.  However,  I 
say  no  more  about  that.  It  is  only  material  because  it  shows  that  there  had 
been  some  litigation  between  the  parties.    I  think  I  have  now  mentioned  all 

55  the  material  facts. 

On  these  facts,  can  I  come  to  the  conclusion,  sitting  here  as  a  Jury,  that  this 
4ocument^  which  is,  as  I  have  said,  pHmd/aciey  nothing  but  a  general  warning 
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to  the  public,  is  really  a  threat  ?  In  my  opinion  I  cannot.  I  have  been 
referred  to  the  case  of  Johnson  v.  Edge  as  an  authority  which  ought  to  induce 
me  to  come  to  a  different  conclusion,  but  when  I  come  to  examine  Johnson  v. 
Edge,  and  I  remember  that  the  question  I  have  to  decide  is  one  of  fact  and  not 
of  law,  then  I  think  that  ceases  to  be  an  authority  which  in  any  way  assists  me,  5 
except,  of  course,  so  far  as  it  lays  down  the  principles  which  ought  to  be  put  by 
myself  sitting  as  a  Judge,  to  myself,  sitting  as  a  Jury.  The  facts  in  that  case  were 
very  different.  There  the  defendant  was  a  person  who  claimed  a  Patent  for  the 
mode  in  which  blue  was  put  up.  He  had  litigation  in  reference  to  that 
matter  with  one  Harrison,  and  he  issued  a  Circular  in  these  terms  : — *'  Notice  10 
"  to  grocers  and  others. — Information  of  extensive  violation  of  Mr.  William 
"  Edge's  patent  rights  has  been  received.  All  parties  are  warned  not  to  infringe 
"  these  rights."  That  was  sent  out  with  every  parcel  of  goods  sent  out  by  the 
defendant.  The  plaintiff,  Johnson,  proceeded  himself  to  put  up  blue 
in  packets  which  resembled  the  defendant's  packets,  and  the  conclusion  15 
of  fact  to  which  Lord  Justice  Lindley  came,  founding  it  partly  on  the  com- 
mencement of  the  Circular  stating  that  there  had  been  infringement,  and  partly 
on  the  fact  that  Johnson  was  actually  sending  out  packets  which  were  like  the 
defendant's  packets,  was,  that  in  the  particular  case  it  would  be  understood 
that,  after  Johnson  had  begun  to  send  out  his  packets  resembling  the  defen-  20 
dant*s,  the  Circular  was  addressed  to  him.  In  this  case  I  have  nothing  of  the 
kind.  I  do  not  say  that  some  people  might  not  so  interpret  it,  but  there  is 
nothing  whatever  here  which  would  lead  me  to  suppose  that,  when  properly 
interpreted,  it  could  be,  on  this  Circular,  taken  that  the  present  Def  emiants  are 
threatening  people  who  use  that  particular  form  of  tubing  in  which  the  Plaintiff  25 
deals,  and  which  it  is  admitted  is  not  within  any  Patent  which  they  have. 

I  am  very  glad  indeed  that  we  have  had  this  discussion  this  morning  because 
perhaps  I  hastily  expressed  a  prima  facte  view  last  week.  But  I  am  very 
glad  for  another  reason,  because  I  think  the  result  of  the  discussion  will 
probabW  be  to  disabuse  the  minds  of  anybody  who  may  have  been  misled  30 
by  the  Defendants'  Circular  into  thinking  that  it  threatens  the  Plaintiff,  and  so 
to  minimise,  if  it  does  not  entirely  destroy,  the  prejudicial  effect  which,  on  the 
evidence,  I  cannot  help  thinking,  to  some  extent  at  all  events,  has  resulted  from 
the  issue  of  that  Circular.  In  the  result  I  think  the  only  thing  I  can  do  is  to 
say  that,  in  my  opinion,  the  Motion  fails,  and  therefore  I  must  refuse  it,  and  35 
make  the  costs  of  the  Motion  the  Defendants'  costs  in  the  action. 

Bousfisld  K.C. — The  action  is  two-fold.     We  might  lose  on  the  other  part. 
Will  your  Lordship  say  the  Defendants'  costs  of  this  issue  ? 

Warrington  J. — Yes,  the  Defendants'  costs  of  this  issue. 


imxjaum  zl-]  '/  .mjy^rTUjm  maxkoasb^  r,  mr. 


B4l€^  Bean  Man^aetuHng  Gmfnpany  v.  Dqmdaon. 


In  thb  Goubt  ow  Session  in  Sootla.nd. 

OuTBB  HousB.— JB^/br^  Lobd  Ardwall. 

Pebraary  21st,  March  ISth,  May  12th,  Jidy  11th,  12th,  13th,  and  14th,  and 

September  5th,  1905. 

5     ;  BiLB  BBAN    MANUVAOTtTBINa   OCMCPANY  V.  DAVIDSON. 

Trade  Name— ^*  Bile   BeansJ"^—^' Passing  offJ' — Application  for  Interdict 
against  Respondent  losing  same  trade  name.  —  Complainers'*  advertisemmts . 
oofitaining  false  statements. — Trade  name  used  in  fravdutent  trade. — Secondary 
meaning. — "Btfe  Beans  ^^  fotmd  not  to  have  acquired  a  secondary  meaning.—^' 
10  Sufficient  distinction  between  Respondent's  goods  and  Complainers\  goods. — 
Interdict  refused. 

In  1899  ^^  B.  6.  Co.  started  to  seU  in  the  United  Kingdom  liver  piUs  which 
they  called  ^Charles  Fords' s  Bile  Beans  for  Biliousness.''  They  spent 
large  sums  in  advertising  and  at  once  acquired  an  extensive  business.    The 

15  uford  ^*Bean  "  had  not  previously  been  used  in  the  United  Kingdom  for  a  piU 
except  by  one  Smith  tt^Ao,  in  1887,  registered  the  words  "  BUe  Beans  "  as  his 
Trade  Marky  and  whose  rights  the  B.  B.  Co.  acquired.  In  America  the  word 
*^;Bean  "  is  occasionally  used  for  a  pill.  IThe  advertisements  of  the  B.  B.  Co. 
stated  that  the  basis  of  their  Bile  Beans  was  an  Australian  Herb  discovered  by 

20  Charles  Forde,  ah  eminent  scientist^  after  long  research.    These  statements  were 

false.  .  They  did  not  appear  on  the  Complainers'  pill-boxes.    In  1904  D.  began 

to  seU  liver  piUs  under  the  name  ef^*"  Davidson's  Bile  Beans."    The  B.  B.  Co. 

raised  an  action  of  Interdict  against  him. 

!  Held,  (1)  that  the  Complainers'  trade  was  a  fraudulent  trade,  and  thai  no 

25  cu^ion  ought  to  be  entertained  by  a  Court  of  Equity  to  protect  it  or  the.  name 
used  in  connection  uHth  it ;  (2)  that  the  Complainers  had  not  and  never  had 
any  right  to  the  exclusive  use  of  tJie  words  " Bile  Beans"  and  that  such  words 
did  not  denote  their  manufacture  alone  so  as  to  exciude  the  use  of  them  by  other 
ttaders ;  (3)  that  in  any  case  D.  had  by  the  get-up  of  his  boxes  sufficienUy 

^-distinguished  his  Bile  Beans  from  those  of  the  Complainers. 

..Interdict  was  refused. 

3  A 
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This  was  a  note  of  auspension  and  interdict  by  the  Bile  Bean  Manufacturing 
Company  {Limited)^  Greek  Street,  Leeds,  and  Charles  Edward  Ful/ord  and 
Ernest  Albert  Oilberty  the  sole  partners  in  that  Company,  against  George  Graham 
Davidson,  chemist,  1  Polwarth  Place  and  ToUcross,  Edinbnrgh.  The  object  of 
the  action  was  to  have  the  Respondent  interdicted  from  selling,  nnder  the  name  5 
of  "  Bile  Beans,"  any  pills  or  other  articles  not  made  or  supplied  by  the 
Complainers. 

The  second  Statement  of  Facts  for  the  Complainers  was  as  follows  :— '*  The 
"  Complainers  are  the  manufacturers  of  a  remedy  for  the  cure  of  biliousness 
"  and  other  ailments  known  as  Bile  Beans,  the  manufacture  of  which  they  10 
^  commenced  in  England  in  1899.  Since  their  said  business  was  so  commenced 
"  they  have  advertised  their  pills  as  Bile  Beans  very  extensively  in  England, 
**  Scotland,  and  Ireland.  No  other  article  had  ever  been  advertised,  sold,  or 
'*  known  there  under  the  same  name.  These  pills  have  for  several  years  been 
'^  known  in  the  trade  and  to  the  public  as  Bile  Beans,  and  a  purchaser  asking  15 
^'  for  Bile  Beans  expects  to  receive  pills  of  the  Complainers'  manu^ture 
''  designated  Bile  Beans,  and  the  Complainers'  sale  of  Bile  Beans  has  attained 
'^  very  large  dimensions.  The  name  *•  Bile  Beans '  has  been  exclusively  used 
"  by  the  Complainers  to  describe  the  pills  manufactured  by  them,  and  the 
^^  same  means  the  Compainers'  goods  only  and  no  others.  The  name '  Bile  Beaus '  % 
^'  has  never  been  used  by  any  one  in  Great  Britain,  except  certain  persons  against 
"  whom  injunctions  have  been  obtained,  other  than  Complainers  to  describe  any 
*^  article.  The  Complainers  supply  both  wholesale  and  retail  houses.  The 
'*  former  distribute  the  Bile  Beans  among  retail  chemists  and  drug  stores.  The 
^^  wholesale  houses  advertise  the  Complainers'  Bile  Beans  as  *  Bile  Beans '  in  the  25 
^*'  price  lists  which  they  circulate  among  their  customers.  With  reference  to 
"  the  Answer  hereto,  it  is  explained  that  the  name  of  Charles  Forde  appeared  on 
'*  certain  of  the  boxes  and  other  articles  of  the  Complainers,  but  the  Bile  Beans 
''  were  never  known  by  thH  name,  but  only  as  *  Bile  Beans.'  Quoad  ultra  the 
'*  averments  in  answer  are  denied."  30 

Tbe  Answer  was  : — *^  Admitted  that  the  Complainers  sell  Bile  Beans  and  that 
"  they  advertise  largely.  Explained  that  they  advertise  under  their  company 
^'  name  and  the  name  of  a  Charles  Forde,  and  that  said  pills  were  also  sold 
*'  under  Mr.  Forde^s  name.  Quoad  ultra  denied.  Explained  that  the  Com- 
*^  plainers'  Bile  Beans  are  imported  from  Detroit,  America,  and  are  a  common  35. 
''  form  of  pill  made  from  well-known  ingredients,  which  are  in  common  use 
'*  for  the  manufacture  of  beans  or  pills  for  biliousness.  There  are  many  such 
"  pills  in  the  market  which  are  known  under  a  variety  of  names  and  it  is  a 
*'  matter  of  indifference  to  the  members  of  the  public  who  desire  pills  or  beans 
'^  for  biliousness  whether  they  are  made  by  Complainers  or  not.  Explained  that  40 
"  the  words  *  bile '  and  •  bean '  are  common  English  words  which  the  Complainers 
**  cannot  appropriate  in  connection  with  their  business.  They  correctly  describe 
*'  a  variety  of  pills  or  beans  in  the  market  which  profess  to  form  a  cure  for  bile. 
"  The  word  *  bean  '  as  descriptive  of  a  pill  or  pellet  has  been  used  for  many 
'*  years  in  connection  with  the  sale  of  confectionery  and  other  commodities."       45 

The  Complainers  stated  that  they  had  from  time  to  time  supplied  the 
Respondent  with  quantities  of  their  Bile  Beans  and  that  they  had  also  supplied 
to  him,  and  he  had  shown  and  distributed  the  Complainers'  advertisements, 
including  their  show  cards  and  enlarged  facsimile  boxes,  so  as  to  lead  the  public 
to  believe  he  was  supplying  the  Complainers'  genuine  Bile  Beans.  The  50 
Respondent  admitted  having  been  supplied  with  the  Complainers'  Bile  Beaus 
and  that  he  had  sold  more  of  them  than  of  his  own  Bile  Beans  **  which  are 
**  sold  as  ^  Davidson's,'  are  advertised  as  such,  and  are  clearly  distinguished  from 
•*  the  Complainers.'    Quoad  uUra  denied." 

The  Complainers  condescended  on  thirteen  instances  between  the  let  of  55 
October  1904,  and  the  15th  of  February  1905,  when  persons  named  had  been 
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supplied  with  boxes  of  Dayidson's  Bile  Beans  at  one  or  other  of  his  shops. 
^^  In  each  case  they  averred  ^  Bile  Beans '  were  asked  for — sometimes  as  '  Bile 
**  ^  Beans  for  Bilionsness,'  sometimes  with  reference  to  the  Complainers'  advertise- 
"  ments." 
5  The  Respondent's  Answer  was — ^*  Admitted  that  the  Respondent  sells  small 
*^  pills  for  biliousness  which  are  accurately  described  by  the  name  ^  Bile  Beans.' 
'*  These  beans  are  all  invariably  sold  nnder  the  Respondent's  own  name  as 
*^ '  Davidson's/  and  he  is  careful  to  distinguish  his  Bile  Beans  from  those  of  the 
^*  Complainers.    It  is  not  in  the  Respondent's  interest  to  sell  his  beans  as  those 

10  ^^  of  the  Complainers  and  he  does  not  do  so.  The  Respondent  accordingly 
^^  advises  the  public  that  they  are  of  his  manufacture  and  advertises  to  this 
**  effect.  Believed  to  be  true  that  most  of  the  persons  mentioned  obtained  a 
*'  box  of  the  Respondent's  pills,  by  purchase  thereof  at  his  shops.  None  of  these 
''  persons  thought  the  pills  or  beans  which  they  so  purchased  were  the  Bile 

15  '*  Beans  of  the  Complainers,  and  they  were  not  sold  as  such.  The  persons 
*^  mentioned  were  makAig  the  purchases  on  the  Complainers'  behalf,  and  each 
^^  and  all  of  them  were  instructed  to  get  and  did  get  a  box  of  ^  Davidson's  Bile 
'*  *'  Beans.'  These  sales  were  ail  instigated  by  agents  of  the  Complainers." 
The  Respondent  added,  '^  There  is  no  bond  fide  reason  for  these  proceedings 

20  **  and  they  are  nimious  and  oppressive.  The  Respondent  believes  that  the 
*^  Complainers  have  been  endeavouring  to  appropriate  for  the  purposes  of  their 
"  business  the  common  English  words  '  Bile  Beans,'  which  correctly  describe 
'*  an  article  well  known  in  the  trade  and  commonly  used  by  the  public,  in 
*'  order  that  they  may  thereby  reap  an  advantage  to  themselves.    Rather  than 

25  ^^  have  these  proceedings  brought  against  him,  the  Respondent  would  willingly 
"  have  advertised  that  he  did  not  sell  the  Complainers'  Bile  Beans  and  that  he 
"  had  no  connection  with  their  Company." 

On  these  averments  the  present  action  was  raised  ;  the  prayer  of  the  Note 
being, ''  To  suspend  the  proceedings  complained  of  and  to  interdict,  prohibit, 

aO  "  and  discharge  the  Respondent  from  in  any  way  advertising,  exposing,  or 
"  offering  for  sale  or  selling  or  in  any  way  causing  to  be  advertised  or  exposed 
*^  or  offered  for  sale  or  sold  as  Bile  Beans,  pills  or  other  articles  not  made  or 
"  supplied  by  the  Complainers,  and  from  stamping  or  otherwise  marking  for 
^  sale,  exposing,  selling,  or  supplying  as  in  implement  of  orders  for  Bile  Beans, 

35  *'  pills  or  other  articles  made  by  the  Respondent  or  pills  or  other  articles  not 
**  made  by  the  Complainers,  and  from  representing  in  any  way  that  pills 
*^  manufactured  by  the  Respondent  or  "^^ills  or  other  articles  not  made  by  the 
*^  Complainers  are  Bile  Beans  of  the  Complainers'  manufacture." 

The  Complainers'  pleas  in  law  were :  "  (1)  The  words  *  Bile  Beans '  having 

40  '^  acquired  a  secondary  signification,  designating  solely  the  article  manufactured 
^^  and  sold  by  the  Complainers,  the  Complainers  are  entitled  to  interdict  the 
^  Respondent  from  manufacturing,  supplying,  and  selling  any  medicine  or 
^'  articles  under  the  name  of  '  Bile  Beans '  not  manufactured  and  supplied  by 
**  the  Complainers.    (2)  The  words  *  Bile  Beans '  having  acquired  a  secondary 

45  *^  signification,  designating  solely  the  article  manufactured  and  sold  by  the 
^'  Complainers,  and  the  Respondent  having  no  right  or  title  to  manufacture  and 
^'  sell  pills  or  other  articles  under  the  name  of  or  to  represent  them  as  '  Bile 
** '  Beans,'  the  Respondent  should  be  interdicted  as  concluded  for.  (3)  The 
*^  Respondent  having  represented  goods  manufactured  by  him  to  be  those  of 

50  ^^  the  Complainers'  manufacture,  the  Complainers  are  entitled  to  interdict  as 
*•  craved." 

The  pleas  in  law  for  the  Respondent  were  : — "  (1)  The  Complainers'  averments 
**  are  irrelevant  and  insufficient  to  support  the  prayer  of  the  Note.  (2)  The 
*^  Pursuers  not  having  the  right  to  the  exclusive  use  of  the  words  *•  Bile  Beans,' 

55  "  the  prayer  of  the  Note  ought  to  be  refused.  (3)  The  Complainers'  statements, 
**  so  far  as  material,  being  unfounded  in  fact,  thid  Respondent  is  entitled  to 
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**  absolyitor.  ^4)  The  Respondent  never  having  sold  his  own  goods  as  in 
^  implement  oi  ordM:^  for  those  of  the  Compiainers'  manufacture,  he  is  entitled 
"  to  be  assoilzied.  (5)  The  prayer  of  the  Note  onght  to  be  refused,  with 
^  expenses  in  respect  (a)  that  in  describing  his  goods  the  Respondent  made  usd 
**  of  words  in  the  common  stock  of  the  English  language,  and  {b)  that  the 
^'  Respondent  clearly  distinguishes  goods  of  his  own  manu&cture  from  those  of 
"  the  Complainers." 


OUSNESS 


.  U  Bf  >H£4Di4C/fE  /MD/SfSTf&M  COttSnmriMl 
^  BEBfLfTY.  FEMALE  WiAMH£SS€S,  PiLESi 

QfIiff^ESS.SMlOW  COMPLEXWfiS, 
PfMPiES  AND  Ail  UY£^    ... 

*^    1 SWMACN  TJi^f/SlfS    <gr 


'  The  case  was  first  moved  on  the  21st  of  February  1905.  On  the  15th  of  March 
the  Note  was  passed  from  the  Bill  Chamber  to  the  Court  of  Session,  and  on  the 
12th  of  May  the  Record  was  closed.  The  case  was  first  sent  to  the  Procedure 
Roll,  but  that  Order  was  discharged  and  a  Proof  allowed,  which  was  taken  on  the 
11th  and  12th  of  July.    At  the  Proof  the  composition  of  the  Complainers'  pills 


10 


^DAVIDSOjQ 


(DA  V  I  D  SON  . 


Frir    Hfailache,    Coimtipatinn, 
and  tiU  Lh»r  Comjilaintb. 


*5^/NBURG^ 


was  not  divulged,  but  it  was  proved  by  the  evidence  of  two  experts  that  it  was 
different  from  that  of  the  Respondent's  pills.    As  to  the  sales,  it  appeared  that  il 
customers  asked  for  **Bile  Beans"  the  Respondent  supplied  them  with  his  own,  15 
unless  they  made  it  clear  that  they  wished  for  those  of  the  Complainers  when 
they  were  served  with  them.    The  Respondent  began  to  sell  his  own  pill^io 
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June  1904.  The  get-up  of  the  two  pill-boxes  was  different.  The  Complainers* 
box  was  a  wooden  box  an  inch  and  a-half  in  diameter  and  an  inch  deep,  while 
the  Respondent's  was  a  cardboard  box  an  inch  and  three-quarters  in  diameter 
and  only  half  an  inch  deep.  Round  the  periphery  of  the  Complainers'  was 
5  wrapped  a  pamphlet.  The  Respondent  had  nothing  corresponding  to  this.  Each 
box  bore  the  Revenue  stamp  on  its  side.  The  label  on  the  lid  of  the  Com- 
plainers' was  light  yellow  and  black,  that  on  the  lid  of  the  Respondent's  was 
chocolate  and  white.  A  slightly  enlarged  representation  of  each  of  the  labels  is 
reproduced  on  p.  556. 

10  The  Respondent  advertised  his  pills  by  a  handbill  on  which  "  Bile  Beans " 
appeared  in  very  large  letters  and  "  Davidson^ s  "  in  comparatively  small  ones. 
The  biir  contained  the  words: — "These  pills  are  held  in  the  highest  repute 
"  throughout  the  United  Kingdom  as  a  tried  and  established  remedy  for 
^^  bile,  sick    headache,  indigestion,  piles,  &c."     The    draft  of  the  handbill 

15  differed  from  that  ultimately  published  in  omitting  the  word  ^Davidson^s'' 
and  calling  the  pills  "Dr.  ScoWs  Bile  Beans  for  Biliousness."  "For 
"  Biliousness "  was  also  struck  out  at  revisal.  The  handbill  as  printed 
contained  tiie  statement :  "  The  1/1^  size  for  lOd."  1/1^  was  the  price  marked 
on  the  Complainers'  pill-box.    It  is  a  common  price  for  patent  medicines. 

20  The  Respondent's  pills  were  Pai^k  Davies  and  Co.^s  Cathartic  Mixture,  No.  160. 
He  admitted  that  he  supposed  this  to  be  the  composition  of  the  Complainers' 
pills. 

On  the  question  whether  "  Bile  Beans  "  had  acquired  a  secondary  meaning  in 
connection  with  the  Complainers'  goods,  various  Wholesale  Chemists,  who  dealt 

25  with  the  Complainers,  gave  evidence  that  by  "  Bile  Beans  "  they  understood 
the  Complainers'  goods  only,  that  they  were  usually  listed  by  that  name  alone, 
and  were  only  occasionally  asked  for  as  Forde*8.  There  was  no  evidence  by 
members  of  the  public,  not  being  chemists,  as  to  their  understanding  of  the 
words.    The  Company  began  business  in  Great  Britain  six  years  ago,  and  had 

30  spent  £300,000  in  advertising.  On  the  other  hand,  it  was  proved  that  a  sort  of 
confectionery  was  sold  as  "  Chocolate  Beans  "  and  had  no  other  name,  that  pills 
had  been  sold  in  this  country  under  the  name  of  "  Bile  Peas,"  and  that  in 
America  four  or  five  pills  were  listed  as  "  Beans,"  including  "  Smith's  Bile 
"  Beans."    In  1881  a  Mr.  James  Smith  registered  in  the  Patent  Office  in  the 

35  United  States  of  America  a  Trade  Mark  for  Bile  Beans.  In  1887  he  registered  it 
in  England  also,  and  it  appeared  in  the  Trade  Marks  Journal  of  the  13th  of 
June  1888.  In  1902  the  Bile  Beans  Manufacturing  Company  took  an 
assignation  to  his  Trade  Mark  and  business  in  this  country.  That  was  in 
consequence  of  an  action  that  was  raised  by  the  Complainers  against  Smith 

40  to  have  his  Trade  Mark  expunged  on  the  ground  that  he  had  never  done  any 
business  in  the  United  Kingdom,  which  action  they  thereon  abandoned.  The 
Complainers  had  no  Trade  Mark  except  the  one  so  acquired,  as  they  did  not 
themselves  manufacture,  but  had  the  pills  made  to  their  order  in  America. 
The  history  of  the  Complainer  Company  was  fully  gone  into  by  the  Respondent 

45  with  a  view  to  showing  that  their  reputation  was  built  up  by  false  statements 
as  to  their  goods,  and  was  therefore  undeserving  of  the  protection  of  a 
court  of  equity.  The  Complainers  in  most  or  all  of  their  advertisements 
represented  that  the  basis  of  the  pill  was  an  Australian  herb  discovered  by 
Charles  Forde^  an  eminent  scientist.    It  was  admitted  that  the  formula  for  the 

iO  pill  was  written  by  the  Complainer  Fulfordy  that  he  was   not  an  eminent 
scientist,  that  he  had  made  no  research  in  Australian  herbs,  and  that  "  Charles 
"  Forde  "  had  no  existence.    In  his  Opinion  the  Lord  Ordinary  dealt  with  the 
evidence  in  more  detail. 
On  13th  and  14th  July  Counsel  were  heard. 

55  The  Counsel  for  the  Complainers  were  Clyde  E.G.;  Cooper  K.O.;  and 
Oraham  Stewart  (instructed  by  Clark  and  Maodonald  S.S.C.).    The  Counsel  for 
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the  Respondent  were — T.  B.  Morison  and  OilUm  (instracted  by  Kirk  Mackie 
and  Elliot  S.S.C.). 

Counsel  for  the  Complainers  : — This  is  a  common  law  action  on  trade  name, 
based  on  the  principle  that  no  man  is  entitled  to  sell  his  goods  on  the  representa- 
tion that  they  are  the  goods  of  another.    A  certain  name  ^'  Bile  Beans  '*  has  been  5 
used  with  certain  goods,  so  as  to  acquire  a  secondary  meaning  in  connection 
with  them.    The  Complainers  seek  interdict  against  the  use  of  this  name,  to 
which  they  have  so  acquired  a  right,  in  application  to  other  goods  of  the  same 
class,  whereby  buyers  are  led  to  take  these  for  the  goods  of  the  Complainers. 
This  principle  is  illustrated  by  Reddaway  v.  Banham  (13  R.P.C.  218 ;   L.R.   10 
(1896)  App.  Cas.  199)  and  the  authorities  quoted  there.     However,  in  this 
domain  cases  tsan  never  be  ruled  by  direct  authority.    It  is  always  a  question  of 
fact  whether  the  name  has  acquired  a  secondary  meaning.    This  depends  to  a 
great  extent  on  the  name  itself.    Some  names  will  acquire  a  secondary  meaning 
more  readily  than  others.    A  purely  descriptive  name  will  only  with  difficulty  15 
take  on  a  secondary  meaning  (Cellular  Clothing  Company  v.  Maxton  A  Murray 
16  R.P.C.  397  ;  L.R.  (1899)  App.  Cas.  326),  yet  it  may  do  so,  if  the  association 
with  particular  goods  be  general  and  long  Cion\im\k»^'-Reddaway  v.  Banham 
(ubi  supra).      Even  a  place  name  may  do  so  ( Wotkersfjoon  v.  Currie  L.R.  5 
H.L.  508  ;  Montgomery  v.  Thompson  L.R.  (1891)  App.  Cas.  217  ;  8  R.P.C.  361).  20 
The  question  is  simply  whether  the  Respondent  is  using  the  name  so  as  to 
deceive  the  public.    It  is  not  necessary  to  prove  fraudulent  intention  (CeUular 
Clothing  Company  v.  Maxton  A  Murray  uH  supra).     When  a  name  consists    ' 
of  English  words  not  employed  in  their  plain  signification,  but  in  a  strained 
sense,  a  secondary  meaning  will  very  easily  attach  to  it  {Faulder  A  Co.  Ld.  v.  25 
Eushton  20  R.P.C.  477).     There  the  name  was  "Silverpan  Jam"  meaning 
jam  boiled  in  a    silver    pan,  but  it  was  held  that  this  was  easily  appro- 
priated as  a  fancy  name.     It  is  a  matter  of  English  idiom  and  usage  in  what 
way  the  words  forming  compound  nouns  are  linked  to  each  other.    But  there  is 
no  usage  in  common  speech  whereby  "  bile  bean "  means  a  bean  for  curing  30 
bilionsness,  nor  indeed  is  ^*  bean  "  used,  in  this  country  at  least,  for  a  pill.    It  is 
only  the  Complainers  who  so  use  the  words  ;  only  as  applied  to  their  goods  are 
they  intelligible.    In  plain  English  "  Bile  Bean "  has  no  meaning.      True,  it 
was  used  by  Smith  in  the  same  sense  as  the  Complainers  use  it,  but  he 
has  sold  them  his  Trade  Mark  and  all  his  rights  to  avoid  litigation.    Even  ;^5 
if  the  word  *'  bean  "  has  been  used  for  a  pill  in  America,  he  who  introduced 
it  here  has  the  same  right  to  it  as  if  he  invented  it.    Smithes  beans  were  not 
pills,  but  tabloids.    It  is  not  proved  that  the  American  '^  beans  "  are  really  pills. 
The  fact  that  the  pills  were  sold  as  *'  Forde's  Bile  Beans  "  is  not  important 
**  Bile  Beans  '^  was  the  catchword  associated  in  the  public  mind  with  the  goods  40 
and  dwelt  on  in  the  advertisemente.      The  name  "Forde"  was  not  made 
conspicuous,  nor  was    it    the    constant   companion   of  *'  Bile   Beans."     The 
behaviour  of  the  Respondent  shows  a  deliberate  intention  (though  this  is  not 
essential)  to  trade  on  the  reputation  which  the  Complainers  have  acquired  by 
six  years  of  advertising.    The  word  Davidson  is  in  small  letters  on  his  bills,  45 
Bile  Beans  in  large  ones.    The  language  in  which  he  refers  to  the  pills,  is  only 
properly  applicable  to  the  Complainers.    It  has  been  proved  that  his  pill  is  of 
difiPerent  composition.    The  merit  of  Complainers'  pills  and  the  truth  of  their 
advertisements  are  irrelevant.    The  success  of  their  pills  shows  they  were  good 
enough  for  their  purpose.    The  large  sale  was  not  acquired  by  the  representation  50 
that  it  was  composed   of  Australian  herbs,  but  thi*ough  wide  advertisement 
and  the  satisfactory  character  of  the  remedy  in  practice. 

Counsel  for  the  Respondent :— The  prayer  here  is  inappropriate  to  a  trade 
name  case.    It  seeks  to  restrain  the  Respondent  (and  consequently  all  others) 
from  selling  any  goods  as  ''Bile  Beans."     This  is  asking  too. much.     It  is  55 
si^ffioiepjb  }f  tl}^  Respondent  clearly  distinguishes  his  goods  from  the  ComplainerB, 
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flo  that  there  is  no  danger  of  deceiving  the  public,  e.g.y  by  prefixing  his 
name  \Reddaway  v.  Frictionlesa  Engine  Packing  Company  19  R.P.C.  505). 
It  is  incnmbent  on  the  Complainers  to  make  ont  (1)  that  they  carry  on  a  bond 
fide  trade,  and  have  the  right  to  deal  in  the  articles  to  which  their  trade  name 
5  applies ;  (2)  that  they  have  a  right  to  the  trade  name  acquired  by  legitimate  and 
bond  fide  means  aod  have  a  right  to  protection  ;  (3)  that  the  Respondent  has 
by  use  of  this  trade  name  deceived  the  public.  As  to  the  first  of  these  proposi- 
tions the  Complainers  have  no  right  to  carry  on  the  trade  of  manufacturing 
chemists,  which  they  design  themselves  to  be.    It  is  an  offence  against  the 

10  Pharmacy  Act  for  them  to  do  so  since  none  of  them  is  a  duly  qualified  chemist, 
see  31  4k  32  Vict  c.  121,  section  15.  [Clyde  K.C. :  Bremridge  v.  Cray  (14  R, 
Justiciary  Cases  60)  shows  the  contrary.]  In  point  of  fact,  they  are  not  manu- 
facturing chemists  in  England.  They  are  only  importers  and  have  the  pills 
made  to  their  order  abroad.    Their  designation  is  a  misrepresentation  to  the 

15  public.  Their  whole  business  is  based  on  deception.  They  have  no  right  to 
the  equitable  protection  of  the  Court.  [Clyde  E.C. :  Tou  have  not  pled  that  on 
your  record.]  It  only  appeared  in  the  course  of  the  Proof  ;  it  is  pars  judicis 
to  note  it.  It  is  for  you  to  make  out  your  right  to  interdict.  The  whole  history 
of  the  Bile  Beans  Manufacturing  Company  shows  it  to  be  a  fraud  on  the 

20  public.  The  Bile  Bean  is  represented  as  based  on  an  Australian  herb  used  by 
the  natives  there  for  centuries  whose  properties  had  been  investigated  by  an 
eminent  scientist.  This  runs  through  all  the  advertisements.  There  is  no 
proof  of  any  part  of  these  assertions.  Part  is  confessedly  untrue.  Complainers 
who  come  into  Court  making  false  statements  as  to  the  subject  of  litigation, 

25  will  not  be  heard.  These  are  not  mere  puffs,  or  exaggerations  only.  They  are 
real  misrepresentations,  having  no  foundation  in  fact  whatever.  It  was  by 
these  means  that  the  Complainers  obtained  business.  It  has  not  been  proved 
that  a  single  sale  was  ever  made  free  from  the  taint— one  that  had  not  been 
induced  by  these  misrepresentations,    [The  Lord  Ordinary  : — Have  you  any 

30  interest  in  objecting  to  these  advertisements  ?  You  were  not  misled  by  them.] 
This  course  of  misrepresentation  disables  the  Complainers  from  claiming 
the  protection  of  the  Court  for  their  trade  name  (Leather  Cloth  Company 
Ld.  V.  American  Leather  Cloth  Company  Ld.  11  H.L.C.  523  ;  Wood  v.  Lambert 
and  Butler  3  R.P.C.  88 ;  L.R.  32  CD.  247 ;  Newman  v.  Pinto  4  R.P.C.  508 ; 

35  Re  Fuente's  Trade  Marks  8  R.P.C.  214 ;  L.R.  (1891)  2  CD.  166  ;  Ford  v.  Foster 
L.R.  7  Ch.  App.,  611).  [The  Lord  Ordinary.— In  all  these  cases  the  falsehood 
was  on  the  trade  mark  itself.]  The  ratio  decidendi  in  all  the  cases  was  that  the 
Complainers  must  come  into  Court  with  clean  hands.  That  principle  applies 
equally  to  trade  name  cases.    Indeed,  in  the  latter  the  Court  will  more  naturally 

40  take  into  account  the  whole  behaviour  of  the  Complainers,  than  when  they  are 
dealing  with  their  registered  mark  only.  All  the  cases  are  collected  in  Sebastian's 
Laiv  of  Trade  Marks,  4th  Ed.,  p.  207.  The  Trade  Mark  which  the  Complaii^ers 
acquired  from  Smith  is  tainted  in  the  same  way.  They  applied  to  havejSmi7/i'« 
mark  removed  from  the  register  on  the  ground  that  he  had  never  done  any 

45  business,  but  before  trial  agreed  to  buy  the  mark  and  dropped  the  action.  This 
was  a  breach  of  Section  70  of  the  Patents  &c.  Act  1883.  As  to  the  second 
question,  the  Complainers  have  acquired  no  right  to  the  words  **  Bile  Beans  "  as  a 
fancy  name.  The  words  are  to  be  considered  not  as  they  appeal  to  the  Court, 
but  as  they  appeal  to  the  public.    Both  are  common  English  words.    '<  Bile  *'  is 

50  used  as  a  descriptive  adjective.  "Bean  "  describes  not  only  a  seed,  but  anything 
of  a  roughly  ellipsoidal  shape,  as  a  piece  of  iron  ore  (see  Imperial  Dictionary  ; 
Murray's  Dictionary  (1888)  ;  Century  Dictionary).  It  was  occasionally  used 
in  America  for  a  pill  before  "  Bile  Beans  "  were  introduced.  Such  a  word  lends 
itself  to  derivative  use.    In  Latin  phaselus  (i.6.,  a  bean-cod)  is  even  used  for  a 

55  boat  The  Complainers  themselves  in  their  advertisements  say  that  a  "6i}e 
*  Beon  "  simply  means  a  bean  for  the  bile.     The  ordinary  Englishman  will  seize 


«n 


SCO  BBPORTS  OF  PATENT,  DBSION,    i .,  [lloT.»IKig«Kr 

the  meaning  at  once;  (Van  Dueer'a  Trade  Mark  4  fi.P.C.  31;  L.B.  34  aiX» 
628).  Now  there  is  no  instance  where  ordinary  English  words  desoriiptiTe  of 
the  goods-  have  been  held  tp  have  acquired  a  secondary  meaning,  nor  haa  a 
secondary  meaning  been  held  to  be  associated  with  a  trade  name  except  where  a 
bond  fide  business  had  been  for  many  years  established  and  associated  with  a  5 
monopoly  in  the  sale  of  an  article  under  that  trade  name.  Reddaway  ▼.  Banham 
(ubi  supra)  was  only  an  apparent  exception  to  the  first  of  these  propositions. 
Though  the  '*  Camel  Hair"  Belting  was  really  made  of  camel  hair  this  was  not 
known  in  the  trade  until  the  investigations  connected  with  that  case'  dis- 
closed it.  The  public  regarded  '^  Camel.  Hair  "  as  a  fancy  name  and  not  as  a  plain  10 
descHption  of  the  goods  and  it  was  this  error  .(as  it  turned  out  to  be)  that  made 
it  possible  for  the  name  to  acquire  a  secondary  meaning.  It  was  also  a  taae 
of  fraud  on  the  part  of  the  Defendants.  The  narrow  terms  of  the  injunction 
are  to  be  observed.  In  Woiherspoon  v.  Gurrie  {ubi  suprd)  the  name  which  had 
acquired  a  secondary  meaning  was  the  name  of  a  place  not  a  description  of  the  15' 
goods.  We  refer  to  Parsons  v.  OiUespie  (15  R.P.C.  57  ;  L.B.  (1898)  App.  Cas. 
239)  and'the  OeUular  Clothing  Company^  Li.  v.  Maxton  is  Murray  (uW  supra) ; 
also  to  Ripley  v.  QHffiths  (19  R.P.C.  590),  and  Fds  v.  Hedley  A  Go.  Ld.  (20 
R.P.C.  437  ;  21  R.P.C.  91).  In  these  cases  it  was  held  that  such  phrases  as 
^'flaked  oatmeal/'  "cellular  cloth,"  "oval  blue"  and  "naptha  soap,"  being  20 
purely  descriptive  words  had  not  acquired  secondary  meanings.  Many  of  these 
cases  were  stronger  than  that  of  the  Complainers.  The  latter  did  not  invent 
the  name  which  Smith  had  registered  before  they  began  btisiness ;  their  own 
advertisements  say  it  is  an  accurate  description  of  the  goods ;  they  tender  no 
evidence  that  it  had  acquired  a  secondary  .meaning  except  that  of  dealers  who  25 
get  Bile  Beans  only  from  them ;  this  is  not  sufficient ;  members  of  the  public 
must  speak  as  to  the  secondary  meaning  (Cellular  Clothing  Company  v.  Maxton 
A  Murray  J  uM  supra).  In  any  case  we  have  not  deceived  the  public.  All  they 
want  is  a  remedy  for  biliousness,  which  they  get  from  us.  Our  goods  are  clearly 
distinguished  from  those  of  the  Complainers,  which  is  all  they  are  entitled  to  30 
ask  for.  The  get  up  is  different  and  the  name  "  Davidson  "  is  on  the  box.  No 
c^e  could  think  they  were  getting  the  one  for  the  otiier. 

Counsel  for  Complainers  in  reply : — A  naaie  even  though  descriptiye  may 
acquire  a  secondary  meaning  {^Reddaway  v.  Banham^  ubi  supra).  In  all  the 
cases  cited  contra  there  was  enquiry  whether  it.  had  done  so,  and  the  decision  35 
was  merely  that  in  the  circumstances  it  had  not.  See  especially  CeUtdar 
Clothing  Company  Ld.  v.  Maxton  A  Murray  (ubi  supra).  A  recent  case  is 
Weingarten  Bros.T.  Charles  Bayer  A  Co.  (22  R.P.C.  341).  As  to  the  argument 
that  the  Complainers  do  not  deserve  the  protection  of  Uie  Court  it  is  incompetent 
to  urge  it,  as  it  is  not  stated  on  record.  The  alleged  misrepresentations  are  not  40 
in  the  trade  name  itself  or  printed  on  the  pilUbox  ;  they  are  merely  collateral 
representations  in  advertisements.  Such  .are  quite  different  from  misrepre- 
sentations in  the  body  of  a  Trade  Mark.  They  are  not  enough  to  depriye  the 
Complainers  of  protection.  This  is  made  clear  in  Ford  v.  Foster  (L.R.  7  Ch. 
App.  611,  at  632).  45 

The  Lord  OrdinaEy  made  avizandum  and  on  the  5th  of  September 
pronounced  the  following  interlocutor  :•*"  The  LOBD  ObdihabT,  having  heard 
".  Counsel  for  the  parties  and  considered  the  Proof  and  whole  cause^refuses  the 
"  Note  ;  finds  the  Respondent  entitled  to  expenses ;  allows  an  account  thereof  to 
<^  be  given  in,  and  remits  the  same  when  lodged'  to  the  auditor  to  tax  and  repcnrt,  50 
":  and  Decerns."  • 

His  lx>RD8HlP'&  Opinion  was  as  follows  : — This  is  a  Note  of  ^  Suspension  and 
Interdict  brought  by  the  Bile  Bean  Manufacturing  Company^  LeedSy  tod 
Charles  Bdward  JFtUf&rd  and  Ernest  Albert  Oilbert,.  tbe  partners  of  that 
Company,  asking  t<»  have  the  Respondent,  Mr.  Davidson^  who  is  a  Whol^ttle  S^ 
and  Retell  Okemii^  in  ]@dinbargh,  prohibited  from  selling  under  the  .iHuobM 
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^'Bile  Beans''  any  pills  or  other  articles  not  made  or  supplied  by  the  Com- 
pllainers.  It  is  not  a  proceeding  for  the  protection  of  a  registered  Trade  Mark, 
but  for  the  protection  of  the  Gomplainers'  trade  and  of  a. trade  name  at 
Common  Law.  ,      . 

5  At  the  debate  following  on  the  Proof  the  Counsel  for  the  Respondent,  in 
addition  to  the  contentions  put  forward  by  him  on  the  Record,  submitted  that 
on  the  facts  brought  out  on  the  evidence  it  appeared  that  the  Complainers' 
business  was  not  a  bond  fide  trade  ;  that  no  trade  name  had  been  acquired  by 
them  by  legitimate  and  bond  fide  trading;  that  their  whole  business  was 
10  founded  on,  and  Is  still  being  carried  on  by  means  of  a  gross  fraud,  and  that 
accordingly  they  did  not  come  into  the  Court  with  clean  hands,  and  therefore 
are  not  entitled  to  the  equitable  remedy  which  the  Court  will  give  to  a 
bond  fide  trader  in  order  to  protect  a  trade  name  used  in  a  legitimate  and  honest 
trade.  It  is  true  that  no  notice  of  this  contention  is  stated  on  Record,  but  the 
15  Respondent  maintained,  and  I  think  with  reason,  that  the  fraud  perpetrated  by 
the .  Complainers  was  divulged  to  him  for  the  first  time  in  the  evidence  of 
Mr.  Qilberiy  one  of  the  Complainers  himself,  and  therefore  he  had  not  been  in 
a.  position  to  place  any  pleas  regarding  it  on  Record.  In  the  next  place  he 
maintained  that  it  was  pars  jiidicis  to  take  notice  of  any  fraud  appearing  at  a 
20  Proof  on  the  part  of  an  applicant  for  the  protection  of  the  Court  to  a  trade 
name,  and  to  refuse  the  protection  asked  where  such  fraud  was  proved.  I 
therefore  take  up  this  question  first  because  (first),  if  the  Respondent's 
contention  is  sound,  there  is  an  end  of  the  case  apart  from  the  other  questions 
raised,  and  (second),  because  the  consideration  of  it  conveniently  introduces  the 
25  history  of  the  trade  and  trade  name  which  form  the  subject -of  the  present 
proceedings. 

In  1896,  the  Complainer,  Mr.   CHlbert  (who   must  then  have  been  only 

twenty -one  years  of  age)  who  had  been  born  in  England,  was  in  business  in 

New  South  Wales  in  connection  with  a  stationery  or  printing  business.     He 

30  had  no  knowledge  whatever  of  chemistry  or  medicine,  but  he  happened  to  get 

introduced  to  the  other  Complainer,  Charles  Edward  Fulford^  who  was  a 

Canadian  by  birth,  who  is  not  a  qualified  chemist,  but  who  had  served  five 

years  as  a  shopman  in  a  chemist's  shop  in  Canada,  and  who  further  had  been 

connected  with  the  business  of  the  Dr.  Williams  Medicine  Company^  a  firm 

35  who  deal  in  what  are  known  generally  as  proprietary  medicines.    One  of  their 

medicines  is  called  Pink  Pills  for  Pale  People,  and  Fvlford  as  will  afterwards 

be  seen,  sought  like    them    ^^apt   alliteration's   artful    aid,"    by  calling  his 

medicine  "  Bile  Beans  for  Biliousness."    It  occurred  to  Fulff/rd  that  it  might 

be  a  good  thing  to  carry  on  business  as  Medicine  and  Pill  Manufacturers  or 

40  agents,  and  he  and  Gilbert  agreed  to  go  into  partnership  for  that  purpose. 

They  first  started  the  preparation  of  "  Qonhts  Tiny  Tonic  Pills,"  but  they  did 

not  have  such  success  in  that  business  as  they  expected.    In  the  eurly  part  of 

November  1899,  Fulford  one  morning  told  his  partner  that  at  four  o'clock  in 

tiie  morning  he  had  hit  upon  a  title  for  a  new  pill  that  was  to  be  put  upon  the 

45  market,  namely  : — '<  Bile  Beans  for  Biliousness."      It  was  agreed  that  this 

would  be  a  very  good  name  to  apply  to  a  pill,  and  accordingly  Mr.  Fulford 

prescribed  a  formula  for  the  pill  they  were  going  to  put  upon  the  market.    It 

does  not  appear  whether  this  formula  was  drawn  up  by  Fulford  from  the 

smattering,  of  knowledge  of  materia  medica  yrhioh  he  had  picked  up  in  the 

50  chemist's  shop  in  Canada,  .or  whether  it  was  a  formula  which  he  had  copied  put 

while  in  service  in  that  shop,  or  which  he  had  got;  a  medical  man  in  Australia' 

to  .draw  up  for  him.     Mr.  Fulford  was  absent  at  the  ^time  ot  th^  trial  at 

Carlsbad  in  Oermany-r-it  was  said  in  ill  health  {although  no  medical  certificate 

was  j>roduc6d).    At  all  events  he  did  not  appear  as  a  witness  for  himself  and' 

55  his  nrm.    I  must  ther^ore  be  content  wttl^  the  evidence  of  Jxis*  partner.    The' 

pill  took  in  Australia,^nd  in  1899  Fulford  proceed  to  this  Ooontry  to  open  a 
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market  in  England.  Neither  the  Company  nor  the  partners  manu&ctured 
pills— «ven  their  name  is  misleading— they  merely  sent  the  formala  to 
Messrs.  Parky  Davies  A  Company^  or  other  manafactnring  chemists,  to 
manufactare  the  pills  in  millions  according  to  the  formula  sent  them. 
The  firm  appointed  a  firm  of  wholesale  chemists  in  England  as  their  agents,  5 
and  they  themaelves  opened  premises  in  Leeds,  and  commenced  to  advertise 
on  a  most  extensive  scale.  Since  18^9  their  business  has  spread  over  the 
whole  of  the  country,  and  Mr.  GHlbert  has  gone  a  tour  of  the  world  with 
the  view  of  studying  the  conditions  and  finding  out  the  possibilities  of 
the  trade  in  various  places,  and  he  has  established  agencies  in  Cape  Colony  10 
and  all  the  British  Colonies  in  Africa,  in  the  Phillipine  Islands,  Hong 
Kong,  Shanghai,  Japan,  India  and  other  places,  and  also  in  Egypt,  Malta, 
Gibwdtar,  BVance,  the  Gold  Coast  and  the  West  Indies,  and  the  only 
places  in  the  English-speaking  world  where  they  have  not  set  up  business 
are  Canada  and  the  United  States  of  America.  They  have  spent  £300,000,  15 
Mr.  Oilhert  states,  in  the  building  up  of  this  business  in  the  United  Kingdom, 
and  in  the  period  during  which  they  have  done  business  there  they  have  issued 
83,000,000  of  small  pamphlet  books,  mostly  illustrated,  which  have  been  distri- 
buted from  house  to  house  by  a  large  gang  of  men  and  inspectors.  They  have 
also  published  a  number  of  musical  advertisements,  such  as  the  ^'  Bile  Bean  20 
'*  March,"  the  "  Coronation  March,"  and  the  "  Bile  Bean  Budget,"  and,  in  short, 
have  flooded  the  English-speaking  world  with  their  advertisements.  But  if  one 
may  judge  from  the  way  in  which  it  is  perpetually  put  forth  in  the  forefront  of 
their  advertisements,  the  foundation-stone  of  their  success  has  been  the  false 
and  fraudulent  statement  that  their  Bile  Beans  are  for  the  most  part  composed  25 
of  a  natural  vegetable  substance  which  Fulford  discovered  in  Australia,  which 
for  ages  had  brought  health  and  vigour  to  the  natives  of  that  island  continent, 
und  which  was  being  now  introduced  for  the  benefit  of  civilised  nations.  This 
story  is  repeated  in  almost  every  one  of  the  pamphlets  which  have  been  pub- 
lished, and  is  referred  to  in  nearly  the  same  language  in  the  shorter  advertise-  30 
ments.  One  of  their  latest  publications  is  No.  123  of  Process,  entitled  ^'  Strange 
"  Japanese  Customs,"  to  which  is  prefixed  the  following  passage  : — **  The  Secret 
'*  of  the  Natives.  More  important  than  the  whereabouts  of  hidden  gold  was  the 
^'  secret  of  the  ancient  natives  of  Australia.  For  untold  ages  they  had  handed 
^*  down  to  them  the  great  secret  of  how  certain  native  herbs  cured  the  diseases  35 
**  to  which  they  were  subject,  and  thus  preserved  them  in  excellent  health.  When 
'*  Captain  Cook  made  his  great  Australian  discoveries  the  amazing  health  of  the 
**  natives  was  one  of  the  chief  things  which  impressed  him.  Writing  on  this  very 
"  subject  he  afterwards  said :  *  I  did  not  observe  (amongst  the  natives)  any 
^^  *  appearance  of  disease,  or  bodily  complaint,  or  eruption  of  the  skin  or  marks  40 
"  *  of  any  ;  and  the  most  severe  wounds  healed  most  rapidly.  Very  old  men, 
^'  *  without  hair  and  teeth,  showed  no  signs  of  decrepitude  and  were  full  of  oheer- 
"  '  fulness  and  vivacity.'  Not  only  from  the  writings  and  observations  of  Captain 
"  Cooky  but  from  their  own  experiments  also,  scientists  have  long  been  impressed 
*•  with  the  superiority  of  vegetable  medicines.  Some  years  back  Charles  Forde^  45 
^*  an  emiuent  scientist,  thoroughly  investigated  the  healing  extracts  and  essences 
^^  of  Australian  roots  and  herbs,  and  after  long  research  he  found  himself  the  dis- 
*'  coverer  of  a  natural  vegetable  substance  which  had  the  power  of  acting  in  the 
'*  human  system  in  the  same  way  as  nature's  own  animal  substance  bile,  and 
**  which  was  beyond  all  doubt  the  finest  remedy  yet  discovered  for  all  liver  and  50 
^  digestive  disorders.  This  substance  was  specially  compounded  with  other 
^^  ingredients  and  so  concentrated  and  refined  that  a  suitable  dose  could  be  con- 
^'  tained  in  the  space  offered  by  a  small  bean.  Put  up  into  this  convenient 
'^  form  these  beans  for  the  Liver  or  Bile  became  widely  known  and  used  as 
"  *  Charles  Forde^s  Bile  Beans' — a  name  now  known  throughout  the  civilised 
«  worid." 


ToL  ZXII^No.  84.]     AND  TRADE  MARE  OASSa  m 

Bile  Bean  Manufacturing  Company  v.  Davidson. 

'  This  statement  is  both  false  and  fraudulent.  There  was  no  snch  person  as 
GharUs  Forde^  his  true  name  being  Fulford\  he  was  not  an  '*  Eminent 
Scientist/'  having  had  no  scientific  training  and  no  standing  whatever  as  a 
chemist  or  anything  else  ;  he  never  investigated  the  healing  extracts  and 
5  essences  of  Australian  roots  and  herbs ;  he  never  made  any  research  ;  he  never 
was  the  discoverer  of  a  natural  vegetable  substance  which  had  the  power  of 
acting  in  the  same  way  as  animal  bile ;  in  fact,  no  such  substance  exists,  and 
no  snch  substance  forms  the  basis  along  with  other  ingredients  of  Bile  Beans, 
these  beans  being  compounded  by  wholesale  chemists  in  America  out  of  drugs 

10  which  they  have  in  stock,  and  no  one  of  which  has  anything  specially  to  do 
with  Australia. 

In  another  pamphlet— "Australia  in  London,"  the  Complainiirs  say — **  Many 
"  eminent  scientists  set  about  the  discovery  of  the  secret,  and  one  of  them, 
"  Charles  Fordsy  devoted  himself  to  an  exhaustive  investigation  of  the  native 

15  "  Australian  herbs  and  fruits.  Armed  with  the  implements  of  modern 
"  scientific  research  he  was  able  to  make  progress  where  others,  not  similarly 
^*  equipped  and  fitted  for  the  investigation,  had  failed.  After  years  of  research 
"  he  found  himself  the  happy  discoverer  of  a  vegetable  substance  which  acted 
*'  on  the  liver  and  digestive  organs  differently  and  in  superior  manner  to  any 

20  "  medicine  known.  The  best  laboratories,  the  most  modem  plant — ^all  that 
"  science  dictated  as  being  best  for  the  purpose  was  requisitioned  in  the  com- 
"  pounding  of  this  substance  into  convenient  medicinal  form ;  and  the  result 
"  of  it  all  was  the  production  a  few  years  back  of  '  Chas.  Forde's  Bile  Beans ' — 
"  the  most  perfect  medicine  of  modem  times."    And  so  changes  are  rung  upon 

25  this  wonderful  discovery  in  every  pamphlet  and  advertisement  of  the  Com- 
plainers.  There  is  therefore  no  doubt  in  my  mind  that  their  business  is  one 
founded  entirely  upon  fraud,  impudence,  and  advertisement,  although  it  may 
be  that  the  pill  is  as  effective  as  any  ordinary  pill  so  compounded  as  to  act  as  a 
cholagogue  or  as  an  ordinary  laxative   medicine,  but  it  seems  certain  that 

30  these  beans  would  never  have  taken  the  hold  of  the  public  they  have  done 

except  for  the  foundation  fiction  of  their  being  the  product  of  a  great  discovery 

of  an  ancient  Australian  medicine  by  an  eminent  scientist  using  the  most 

advanced  scientific  methods  and  apparatus. 

The  next  question,  however,  is—do  these  frauds  constitute  a  relevant  ground 

35  for  refusing  to  the  Complainers  the  remedy  they  seek  in  the  present  action  ? 
I  am  of  opinion  that  they  do,  and  I  may  refer  to  some  decided  cases  as  author- 
ities for  that  opinion. 

In  the  case  of  The  Leather  Cloth  Company  v.  The  American  Leather  Cloth 
Company  (II  H.L.C.  523),  it  was  held  that  where  the  advertisement  or  trade 

40  mark  states  what  is  not  true,  it  cannot  be  made  the  subject  of  protection  in  the 
Court  of  Chancery.  In  that  case  the  label  which  it  was  sought  to  protect  was 
BO  framed  as  to  lead  the  public  to  believe  that  certain  goods  were  tanned, 
whereas  they  were  not  tanned,  and  were  made  in  the  United  States  of 
America,  whereas  they  were  made  in  England.     It    was    held  in  Fuenie's 

45  Trade  Marks  (1891,  2  Ch.  166),  that  the  former  fraudulent  use  of  marks 
I'epresenting  that  certain  cigars  were  made  in  Havanna,  whereas  they  were 
made  in  Mexico,  disentitled  the  applicant  to  have  them  registered  as  new 
marks,  even  though  the  dishonest  portions  of  the  old  marks  were  omitted, 
for  that  would  in  effect  have  been  to  enable  the  applicant  to  benefit  by  his 

50  former  fraudulent  conduct.  A  similar  decision  was  given  in  the  case  of 
Newman  v.  Pinto  (4  R.P.C.  508  and  517).  The  Plaintiff  was  refused  protection 
against  an  alleged  infringement  of  his  rights  in  a  Trade  Mark  and  Label 
used  in  connection  with  cigars  because  the  cigar-boxes  and  labels  .conveyed,  a 
representation  that  the  cigars  were  manufactured  in  Havanna,  which  was  untme. 

55  In  these  cases  the  misrepresentation  seems  to  have  been  actually  contained  in 
the  Trade  Mark,  but  in  the  case  of  Ford  v.  Foster  (L.B.  7  Ch.  App.  611) 


Jftfif  REPORTS  OP  PATENT,  DESIGN,        [Nov.  22, 1906. 

Bile  Bean  Manufacturing  Company  v.  Davidson. 

several  cases  were  quoted  by  Lord  Justice  Mellish  on  page  631  in  support 
of  the  proposition  that  "  the  same  reasoning  would  apply  if  the  trade  was  a 
"  fraudulent  trade,"  and  he  referred  to  Perry  v.  TruefUt  (6  Beav.  66),  where  the 
use  of  the  trade  name  was  to  sell  under  the  name  of  *'  Mexican  Balm "  some 
composition  which  never  came  from  Mexico,  but  which  was  said  to  be  composed  5 
from  some  wonderful  herbs  to  be  got  only  in  Mexico.  Again  in  the  case  of  Bidding 
V.  How  (8  Sim.  477)  there  was  evidence  that  the  object  was  to  persuade  the 
public  that  the  tea  which  was  called  "  Howqua's  Mixture  "  was  an  extraordinary 
mixture  made  up  by  some  great  man  in  China,  when,  in  point  of  fact,  it  was 
made  in  England.    These  two  cases  bear  a  striking  resemblance  to  the  present,  10 
for  the  objects  of  the  Complainers'  trade  are  to  represent  that  Charles  Forde^s 
Bile  Beans  were  composed  principally  of  a  wonderful  vegetable  product  got  only 
in  Australia,  and  which  had  for  ages  brought  health  and  vigour  to  the  natives  of 
that  island,  which  is  now  admitted  to  h^  untrue ;  and  another  object  of  the 
Complainers  was  to  persuade  the  public  that  these  "Bile  Beans"  were  the  15 
product  of  a  long  and  laborious  research  of  an  eminent  scientist  with  the  aid  of 
the  most  advanced  chemical  apparatus,  whereas,  in  point  of  fact,  they  are  made 
of  common  drugs  by  a  firm  of  manufacturing  chemists  in  America.    The  case 
of  Ford  V.  Foster  is  founded  on  by  the  Complainers  as  showing  that  a  collateral 
misrepresentation  regarding  a  trade  mark  or  trade  name  will  not  disentitle  the  20 
owner  of  the  name  to  relief  at  law  or  in  equity,  provided  it  do  not  appear  as 
part  of  the  trade  name,  and  they  maintained  that  here  the  frauds  which  I  have 
already  alluded  to  are  collateral  to  the  trade  name  of  Bile  Beans,  and  therefore 
cannot  be  held  to  have  the  effect  of  disentitling  them  to  the  remedy  they  now 
ask.    I  cannot  assent  to  this  view  of  the  case.    The  name  *^  Bile  Beans "  was  25 
used  as  a  trade  mark  so  far  back  as  1887,  and  the  trade  mark  and  trade  name 
"  J.  F.  Smith's  Bile  Beans,"  was  registered  as  a  trade  mark  in  JuHe  1888,  as 
anpears  from  the  Trade  Marks  Journal  of  June  the  13th  1888.    The  Com- 
plainers' real  trade  name,  as  appears  from  the  passages  above  quoted  and  under 
which  their  medicine  has  become  known,  is  "Charles  Forde's  Bile  Beans,"  30 
regarding  which  they  say  in  one  of  their  latest  publications  that  it  is  a  name 
now  known  throughout  the  civilised  world.    Passing  by  the  fact  that  Forde  is 
what  may  be  called  a  fictitious  name  itself,  yet  it  is  pertinent  to  enquire  what  is 
represented  by  the  name  "  Charles  Forde's  Bile  Beans "  ?    Now  what  was 
intended  to  be  conveyed  by  thi'it  name  was  all  the  false  and  fraudulent  repre-  35 
mentations  attached  to  Forde's  name  in  the  Complainers'  published  statements  to 
the  effect  that  Forde  was  an  eminent  scientist  and  the  discoverer  in  Australia  of 
a  "  natural  vegetable  substance  "  possessed  of  all  the  extraordinary  characteristics 
and  effects  already  alluded  to,  and  the  benefit  of  which  he  was  giving  to  the 
world  in  his  "Bile  Beans."    It  seems  to  me,  accordingly,  that  the  name  of  40 
Charles  Forde^  and  all  the  fraudulent  statements  regarding  that  person  and  his 
discovery,  are  indissolubly  connected  with  the  term  "  Bile  Beans  "  so  &r  as  used 
by  the  Complainers,  and  that  in  considering  whether  the  Complainers  are 
entitled  to  the  remedy  they  now  ask,  this  Court  is  bound  to  take  notice  of  the 
fact  that  the  Complainers'  trade,  in  connection  with  which  the  name  "  Charles  45 
"  Forde's  Bile  Beans,"  and,  as  part  of  that  name,  the  two  words  "  Bile  Beans," 
have  been  used,  is  a  fraudulent  trade,  and  that,  according  to  the  dicta  of  Lord 
Justice  Mellish  in  Ford  v.  Foster^  no  action  ought  to  be  entertained  by  a 
Court  of  Equity  to  protect  it  or  the  name  which  has  been  used  in  connection 
with  it.    On  these  grounds  I  think  that  the  Complainers'  application  ought  50 
to  be  refused. 

It  is  right,  however,  that  I  should  exhaust  the  case  by  dealing  with  the 
questions  which  were  raised  on  the  merits  and  as  if  the  Complainers'  trade  was 
untainted  by  fraud.    The  Complainers  here  maintained  that  they  are  entitled 
to  the  exclusive  use  of  the  words  Bile  Beans  beoause  these  words  have  acquired  SS 
a  secoodary  signification  designating  solely  the  article  sold  by  them,  and  that 
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they  are  entitled  to  have  the  Respondent  interdicted  from  using  the  name  in 
any  of  the  ways  set  forth  in  the  prayer  of  the  Note.  In  support  of  this 
proposition  it  was  maintained  in  the  first  place  by  the  Complainers  that  the 
term  ^  Bile  Beans  "  was  a  fancy  name  of  their  invention.  I  hold  that  this  has 
5  not  been  proved  in  point  of  fact.  The  word  "  Bean/'  apparently,  has  been 
applied,  at  all  events  since  1887  in  America,  to  an  oval  or  oviform  form  of  pill 
which,  it  seems,  has  become  a  favourite  in  that  country  owing,  as  is  suggested  in 
the  evidence,  to  its  being  an  easier  pill  to  swallow  than  the  globular  form. 
While  these  pills  are  not  ^cactly  the  shape  of  any  bean  I  have  ever  seen,  yet, 

10  perhaps  the  word  "  Bean  "  is  intrinsically  a  more  appropriate  word  for  the  form 
of  medicine  which  it  is  used  to  describe  than  a  pill,  which  means  a  little  ball  or 
round  object,  whereas  a  vegetable  bean  is  to  some  extent  of  an  oval  shape.  It  is 
proved  that  in  the  Chas.  M.  CriUenton  Company's  Catalogue— a  well-known 
American  Catalogue  of  drugs  and  medicines — ^no  less  than  five  different  kinds 

15  of  beans  for  various  ailments  are  in  the  list  of  medicines,,  including  '^Bright's 
*•  Kidney  Beans,"  "  Candy  Regulating  Beans,"  "Lyon  Drug  Company's  Female 
"  Beans,"  "  Nerve  Beans,"  and  "  Smith's  Bile  Beans,"  and  accordingly  at  present 
"  bean  "  is  apparently  the  only  word  in  the  English  language  which  has  been 
specifically  appropriated  to  an  oval  pill,  although  it  is  true  that  it  has  not 

30  hitherto  been  largely  applied  in  this  country  to  medicines  of  that  kind  except 
by  the  Complainers,  for  the  obvious  reason  that  such  oval  pills  have  not  been 
used  here  except  by  the  Complainers  and  J,  F.  Smith  Jk  Uompany  till  quite 
recently.  But,  as  already  pointed  out,  on  the  7th  of  November  1887,  J.  F, 
Smith  A  Company^  manufacturers  at  St.  Louis,  United  States  of  America, 

25  applied  for  and  obtained  in  England  registration  of  a  Trade  Mark  on  which, 
inter  alia^  was  inscribed  these  words,  "  J.  F.  Smith's  Bile  Beans,"  and  below 
that,  "cure  biliousness,  sick  headache,  malaria,  and  all  diseases  arising  from 
"  a  disordered  liver.  Dose  one  Bean."  I  have  very  little  doubt  that  we  have 
here  the  origin  of  the  name  which  Mr.  Fulford  would  have  us  believe  was 

30  revealed  to  him  in  a  vision  of  the  night.  Two  boxes  of  "  Smith's  Bile  Beans" 
have  been  produced  in  the  present  Process,  and  the  Complainers  evidently 
thought  the  matter  of  some  importance,  for  they  acquired  a  right  to  this  Trade 
Mark  by  the  Assignment,  which  is  No.  464  of  Process.  But  the  best  evidence 
regarding  the  question  whether  Bile  Beans  is  a  descriptive  word  or  a  fancy 

35  name  as  to  be  found  in  the  Complainers'  own  advertisement  in  the  Daily  News 
of  Tuesday,  September  3rd  1901,  and  the  Daily  Chronicle  of  the  27th  of 
December  1901.  In  the  first  of  these  the  following  sentence  occurs :— "  The 
"  result  of  this  experimenting  was  the  addition  of  some  eight  other  ingredients, 
"  the  whole  being  called  Bile  Beans,  a  title  given  to  express  exactly  what  the 

40  "  preparation  is— a  bean  for  the  Bile.  The  expense  and  care  in  perfecting  and 
"  compressing  this  preparation  to  the  size  of  a  small  bean  was  very  great,  but 
^1  the  result  is  a  small  oval  bean  that  the  youngest  child  can  take  with  ease,  and 
"  a  medicine,  the  consumption  of  which  last  year  reached  some  Thirty  Million 
"  doses  in  Australia  alone,  the  rich  and  poor  alike  being  the  friends  of  this 

45  "  marvellous  specific  "  ;  and  this  statement  is  repeated  again  and  again  in  the 
Complainers'  advertisements.  They  can  therefore  hardly  maintain  that  the 
words  "  Bile  Beans  "  are  not  a  descriptive  name.  Besides  the  two  words  of  which 
it  is  composed  are  certainly  ordinary  English  words,  although,  as  I  have  said, 
the  application  of  the  word  "  bean  "  to  a  medicine  is  of  recent  introduction.  It  is 

50  proved,  however,  that  it  has  been  applied  to  confectionery  whether  manufactured 
so  as  exactly  to  resemble  an  ordinary  vegetable  bean  or  possessing  only  a 
general  oval  form. 

..  I  am  therefore  of  opinion  on  the  authority  of  the  Cellular  Clothing  Company 
(L.R.  (1899)  App.  Cas.  326) ;  Parsons  v.  Gillespie  (L.R.  (1898)  App.  Cas.  239)  ;  Pels 

55  y.Hedley  A  Company  (20  B.P.C.  437  and  21  B.P.C.  85),  that  this  is  a  name 
which  the  Complainers  are  not  entitled  to  the  exclusive  use  of,  as  a  fancy  name 
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which  they  have  made  their  own.    It  was  not  invented  by  them  nor  had  they 
the  exclusive  use  of  it  at  any  time. 

A  third  question,  however,  arises  upon  the  views  expressed  in  Reddaway 
V.  Banham  (L.R.  (1896)  App.  Cas.  199).    In  that  case  it  was  held  that  a  trader  is 
not  entitled  to  pass  off  his  goods  as  the  goods  of  another  trader  by  selling  them  5 
under  a  name  which  is  likely  to  deceive  purchasers  into  the  belief  that  they  are 
buying  the  goods  of  that  other  trader,  although  in  its  primary  meaning  the  name  is 
merely  a  true  description  of  the  goods.    The  goods  in  that  case  were  machinery 
belting,  the  making  and  selling  of  which  is  a  trade  which  a  large  number 
of  manufacturers  are  engaged  in,  and  for  about  seventeen  years  before  the  case  10 
was  tried  the  Plaintiff  had  called  the  belting  which  he  manufactured,  "  Camel 
"  Hair  Belting,"  in  order  to  distinguish  it  from  the  belting  of  other  manufecturers, 
and  many  other  manufacturers  had  different  names  for  their  belting  taken  from 
other  animals.    Originally  it  was  not  known  that  the  belting  in  question  was 
made  from  Camels'  hair,  but  afterwards  it  was  discovered  that  it  really  consisted  15 
of  the  hair  of  the  Camel.    It  was  proved  in  that  case  that  the  name  "  Camel 
*•  Hair  Belting  "  had  come  to  mean  in  the  trade  the  Plaintiff's  belting  and  nothing 
else,  and  accordingly  when  the  Defendant  began  to  sell  belting  made  of  yarn  of 
Camel  Hair  and  stamped  it  ** Camel  Hair  Belting"  the  Plaintiff  Wiis  held  entitled 
to  an  injunction  against  him  using  these  words  descriptive  of  or  in  connection  gO 
with  belting  made  by  him  without  clearly  distinguishing  such  belting  from  the 
Plaintiff's  belting.    That  case  differs  from  the  present  in  this  important  par- 
ticular, that  all  along  there  had  been  in  the  market  belting  of  the  same  material 
as    the    Plaintiff's    belting,  and  which    never  had  got  the  name  of  Camel 
Hair  belting,  and  there  were  therefore  good  grounds  for  holding  that    the  25 
Plaintiff  was  entitled  to  exclude  others  from  using  the  name,  at  all  events 
without  distinguishing  it  clearly  from  his  goods.     In  the  present  case,  how- 
ever, as  in  the  Fela  Naptha  case,  little  weight  can  be  attached  to  the  use  by 
the  Complainers  as  against  the  general  public  of  the  term  Bile  Beans,  because 
up  to  the  time  of  the  Respondent  selling  other  pills  as  a  cure  for  biliousness,  30 
no  one  had  occasion  to  use  the  word  Bile  Beans,  except  the  Smiths  to  a  very 
limited  extent,  and  therefore  all  the  evidence  of  persons  who  say  that  the  name 
is  associated  by  them  with  the  Complainers'  goods  is  of  little  importance  for  the 
reason  that  the  Complainers  were  the  only  sellers  of  such  goods,  and  nobody 
could  get  goods  of  that  name  from  anybody  but  them.    I  would  refer  on  this  36 
subject  to  the  observations  of  Lord  Shand  in  the  Cellular  Clothing  Company 
case  (L.R.  (1899)  App.  Cas.  page  339,  at  the  foot  of  the  page),  and  to  Lord  Davey's 
opinion  in  the  same  case  on  page  343.     The  present  resembles  very  much  the 
Pels  Naptha  cases  (20  R.P.C.  437  and  21  R.P.C.  85),  where  the  Plaintiff  had 
had  for  a  considerable  time  the  monopoly  of  selling  soap  into  the  composition  40 
of  which  naptha  entered  and  which  had  became  known  as  "  Naptha  Soap  "  or 
simply  "Naptha,"  yet  he  was  refused  an  injunction  against  other  persons  who 
had  commenced  to  sell  naptha  soap  under  that  name,  it  being  held  that  they 
were  within  their  rights  in  doing  so.     I  accordingly  do  not  think  that  the 
evidence  led  by  the  Complainers  is  sufficient  to  show  that,  in  a  question  with  45 
all  other  vendors  of  medicines,  they  have  established  such  a  right  to  the  words 
"  Bile  Beans  "  as  representing  their  manufacture  alone  as  to  exclude  the  use  of 
these  words  by  other  traders  selling  oval  pills  as  a  cure  for  biliousness. 

But  even  assuming  that  the  name  "Bile  Beans"  has  come  to  be  understood 
by  the  public  to  mean  the  Complainers'  manufacture  and  no  others,  that  will  50 
not  preclude  other  traders  from  using  the  name  provided  they  distinguish  their 
Bile  Beans  from  those  of  the  Complainers.  This,  I  think,  has  been  sufficiently 
done  by  the  Respondent.  The  Respondent's  boxes  are  different  in  size,  price, 
label  and  general  appearance  from  the  Complainers'  as  is  shown  by  those 
produced  in  process.  In  all  cases  of  alleged  infringement  of  the  Complainers'  55 
rights  which  are  proved,  there  are  none  in  which  the  parties  asked  for  the 
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Complainers'  Bile  Beans.  They  simply  asked  for  Bile  Beans,  and  were  offered 
boxes  at  different  prices  including  the  Complainers'  boxes,  and  generally 
selected  the  Respondent's  Bile  Beans,  it  being  for  the  purpose  of  getting  these 
boxes  that  they  were  sent  to  ask  for  Bile  Beans  at  all.  I  am  accordingly  of 
5  opinion  that  even  if  the  words  Bile  Beans  have  come  to  have  the  secondary 
meaning  attached  to  them  which  the  Complainers  claim,  the  Respondent  has 
shown  that  he  sufficiently  distinguishes  his  own  Bile  Beans  (which,  it  may  be 
noticed,  are  Beans  manufactured  by  Park  Daviea  A  Company  who  formerly 
manufactured  for  the  Complainers)  from  the  Complainers'  Bile  Beans.     But 

10  the  Complainers  ask  in  their  Note  that  the  Respondent  be  interdicted  from  the 
use  of  the  name  Bile  Beans  altogether,  and  this,  I  think,  they  are  not  entitled 
to  for  the  reasons  above  stated. 

The  difficulty  I  have  in  this  case  arises  from  the  conduct  of  the  Respondent, 
who,  from  the  outset  apparently,  endeavoured  to  appropriate  to  his  own  goods 

15  the  notoriety  which  the  Complainers  by  their  extensive  advertisements  have 
procured  for  the  medicine  known  as  "*'  Bile  Beans  "  or  ^^  Charles  Forde's  Bile 
^*  Beans."  It  is  clear  from  the  somewhat  humiliating  confessions  which  he  had 
to  make  when  under  cross-examination  that  the  Respondent,  having  determined 
to  secure  the  benefits  of  the  catching  alliterative  name  ^'  Bile  Beans,"  set  about 

20  considering  how  he  might  keep  within  the  letter  of  the  law.  He  first  thought 
of  calling  his  Bile  Beans  ''Dr.  Scott's  Bile  Beans,"  a  name  as  fictitious  as 
Charles  Forde^  and  he  then  studiously  sat  down  to  eliminate  from  the  various 
drafts  of  his  advertisements  anything  he  thought  might  implicate  him  in  legal 
difficulties.    That  he  intended  to  take  advantage  of  the  reputation  of  ''  Charles 

25  *'  Forde's  Bile  Beans  "  is  plain  from  the  commencement  of  his  circular  (No.  473 
of  Process)  where  he  says  : — *'  These  pills  are  held  in  the  highest  repute 
''  throughout  the  United  Kingdom  as  a  tried  and  established  rem^y  for  Bile, 
^  Indigestion,  &c.,"  and  he  admits  that  what  he  wanted  to  do  was  to  sell 
something  which  would  be  good  for  biliousness  and  which  he  would  call  Bile 

30  Beans.  He  at  one  time,  apparently,  thought  of  selling  under  that  name  beans 
made  after  the  formula  1120  of  the  Pharmaceutical  Journal,  and  he  finally 
resolved  to  sell  an  oval  pill  known  as  Park  Davies  ds  Company^s  Cathartic 
Compound,  No.  160,  being  induced  to  do  so  apparently  by  the  belief,  which  he 
divulges  in  his  evidence,  that  these  beans  were  the  beans  which  all  along  the 

;.'5  Complainers  had  been  selling,  which  was  not  the  case  as  was  clearly  proved  by 
the  evidence  of  Dr.  J.  Lewkowitch. 

I  cannot  therefore  approve  of  the  Respondent's  proceedings,  but,  whatever  his 
intentions,  I  think  he  has  acted  within  his  legal  rights,  and  that  it  has  not  been 
proved  that  he  ever  to  any  member  of  the  public  attempted  to  represent  that  his 

40  beans  were  the  Complainers'  beans,  although  he  has  certainly  attempted  to 
secure  for  his  own  beans  the  advantages  of  the  publicity  which  the  Complainers ' 
have  acquired  for  a  medicine  named  Bile  Beans,  and  I  may  observe  that  in  the 
Record  the  Respondent  offers  to  advertise  that  he  no  longer  sells  the  Com- 
plainers' Bile  Beans  and  that  he  has  ceased  to  have  any  business  relations 

45  with  them. 

On  the  whole  matter,  and  for  the  various  reasons  I  have  above  set  forth,  I  am- 
of  opinion  that  the  Complainers'  application  for  interdict  should  be  refused. 
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In  the  HiaH  Ooubt  of  Justiob.— Ohanobry  Diyision, 

Be/are  Mr.  Jdbtiob  Wabbingtoh. 

[  Augnrt  10th,  1905. 

Ik  the  Matter  op  Vbrschurb  and  Zoon*s  Application  to  Register 

A  Trade  Mark.  '    5 

.  Trade  Mark. — Applieatum  fwr  regiaireUion  of  word  "  VezeiJ'^ — OomptroUer^e 
ohjectiofi  that  the  word  was  equivalent  in  sound  to  Utters. — Special  circum^> 
stances. — Appeal  from  Comptroller  allowed  subject  to  a  condition. 

A  firm  of  Dutch  cheese  merchants^  carrying  on  business  in  London^  applied 
to  register  the  word  "  Veui  *'  as  a  trade  mark  for.  cheese.  The  letters  "  VZ^\  10 
iaere  the  initials  of  the  firm^namey  and  in  Dutch  would  be  pronounced 
"  Vee  Zet " ;  and  the  Comptroller  refused  riegistration  on  the  ground  that  the 
word  was  only  the  equivalent  of  the  Dutch  letters.  The  Applicants  were  the 
registered  proprietors  of  a  trade  mark  consisting  of  the  letters  "  VZ"  registered 
as  an  old  mark.  15 

Held  that,  in  view  of  the  exclusive  rights  conferred ,  on  the  Applicants  by 
their  *old  mark,  the  objections  to  the  mark  ought  not  to  prevail;  and  thcUthe 
Application  should  be  proceeded  with,  a  condition,  however,  being  made  that 
the  Applicants  should  not  claim  by  virtue  of  the  registration  of  the  word 
*«  Vezet''  the  right  to  restrain  the  use  of  the  letters  "  rZ'\  20 

On  the  29th  of  October  1904,  an  application  -was  made  by  Johs.  M.  Verschure  and 
Zo&n,  of  Rotterdam  and  London,  margarine  mannfaotnrers  and  cheese  merchants, 
for  the  registration,  as  a  Trade  Mark  in  Class  42  for  cheese  only,  of.  the  word 
^^Veset."  The  Application  was  nnmbered  267,462.  After  arh^aring  by  the 
Registrar,  the  application  was,  on  the  I5th  of  November  1904f  refased,  on  the  25 
ground,  shortly,  that  the  word  was  simply  the  equivalent  of  the  letters  "  V  Z  " 
in  Dutch.  The  reasons  for  the  refusal  will  be  found  in  the  extract  set 
out  below  from  the  affidavit  of  the  Registrar  of  Trade  Marks.  The  Applicants 
gave  Notice  of  Appeal,  and  the  appeal  was  referred  by  the  Board  of  Trade  to 
the  Court  with  the  usual  directions.  The  Applicants  gave  Notice  of  Motion  30 
accordingly. 

An  affidavit  in  support  of  the  appeal  was  made  by  Oeorge  Mertehs,  London 
manager  to  the  Applicants,  which  inter  alia  stated  : — ^^  (2)  My  firm  com- 
*'  menced  business,  as  1  have  always    understood,    in    the    first  half   of  the 
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^'  19th  century.  For  the  last  50  years  and  upwards  my  firm  has  had  business 
*'  transactions  with  customers  in  the  United  Kingdom,  and  has  exported 
^'  large  quantities  of  its  cheese  and  other  products  to  the  United  King- 
^'  dom  and  to  the  British  Colonies  and  Dependencies,  and  for  the  last  seven 
5  '^  years  and  upwards  we  have  carried  on  business  in  the  United  Kingdom 
^*  through  a  London  branch.  (3)  My  firm  has  registered  both  in  Holland  and 
^^  the  United  Kingdom,  and  elsewhere,  various  trade  marks  for  the  purpose  of 
'*  protecting  the  goods  manufactured  and  sold  by  my  firm,  and  among  other 
"  trade  marks  my  firm,  on  or  about  the  9th  July  1885,  applied  for,  and  in  due 

10  "  course  obtained,  the  registration  in  the  United  Kingdom  of  the  letters  "  V  Z  " 

'^  as  their  old  trade  mark  No.  46,225,  in  respect  of  cheese My  firm  has 

^^  exported  large  quantities  of  cheese  to  the  United  Kingdom  marked  with  the 
'^  said  brand.  The  registration  of  the  said  trade  mark  remains  in  force  for  a 
"  period  of  14  years  from  the  9th  July  1899.    (4)  In  the  year  1904  my  firm, 

15  **  being  desirous  of  registering  a  fresh  trade  mark  which  should  distinguish 
"  their  cheese  from  that  of  other  makers,  invented  the  word  *  Vezet '  which  has 
''  no  meaning  in  the  Datch  or  English  language,  or  in  any  other  language  that 
<^  I  am  conversant  with.  The  same  is  not  a  geographical  name,  and  is  in  no 
^^  shape  or  way  a  description  of  the  goods,  and  has  no  relation  to  the  goods 

20  ^'  themselves  in  respect  of  which  it  was  desired  to  register  the  same  as  a  trade 
"  mark.  The  said  word  can  be  formed  by  altering  the  first  letter  of  the  Dutch 
'•  word  *  Gezet '  into  a  *  V  '  so  that  the  first  letter  of  the  two  syllables  in  the 
*^  word  correspond  with  the  initial  letters  of  the  firm's  name,  or  by  leaving  out 
"  the  r  in  the  Dutch  word  *  Verzet.'     The  word  *  Gezet '  is  pronounced,  and  so 

25  ^*  is  ^  Vezet,'  with  a  short  first  syllable  and  the  whole  of  the  accent  on  the  last 
"  syllable."  After  ref endng  to  the  registration  by  his  firm  of  the  word  "  Vezet " 
as  a  trade  mark  in  Holland  and  theDutch  Colonies  on  the  16th  of  May  1904; 
and  to  its  use  there  without  opposition  or  objection,  and  to  registrations  in  other 
foreign  countries,  and  to  the  application  for  registration  here,  and  the  objections 

30  thereto,  the  affidavit  continued  as  follows  : — "  (11)  With  reference  to  the  said 
"  objection  I  submit  that  if  (which  I  do  not  admit)  certain  inhabitants  of 
'*  Holland  were  to  form  a  conjecture  that  the  word  '  Vezet '  represented  the 
**  initial  'V  Z/  the  said  word  would  not  and  does  not  represent  any  such 
^^  letters  to  any  Englishman,  but  that  the  said  word  has  in  fact  to  an  English- 

35  ^*  man  no  meaning  or  signification  whatever  apart  from  its  connection  with 
"  my  firm's  goods." 

An  affidavit  made  by  the  Registrar  of  Designs  and  Trade  Marks  stated  that 
No.  46,225  was  registered  as  an  old  mark,  and  referred  to  another  trade  mark. 
No.  200,049,  of  the  Applicants  in  connection  with  the  registration  of  which  there 

40  appeared  on  the  Register  the  following  statement : — "  The  essential  particulars 
**  of  the  trade  mark  are  the  device  and  the  word  *  nutcrackers,'  and  we  disclaim 
^^  any  right  to  the  exclusive  use  of  the  added  matter,"  the  added  matter  consisted 
of  the  letters  "  V  Z."  The  affidavit  then  continued  as  follows  :— "  (5)  By  the 
"  provisions  of  Section  10  of  the  Act  of  1888  (51  «fc  52  Vict.  Chap.  50),  a  new 

45  ^^  section  was  inserted  in  the  Act  of  Parliament  in  place  of  the  64th  section  of 
"  the  Act  of  1883  (46-7  Vict.  Chap.  57).  Under  the  provisions  of  sub-section 
'^  (3)  sub-head  (ii)  letters  could  be  registered  if  old  marks.  I  am  advised  that 
"  this  provision  implies  that  letters  cannot  be  an  essential  particular  of  a  new 
*'  mark.    As  a  matter  of  fact  the  use  of  letters  and  initials  on  bales,  packages, 

50  '*  casks,  labels,  and  tickets,  is  so  common  in  all  trades  that  letters  by  themselves 
'^  do  not  form  distinctive  marks  and  are  unfit  for  use  as  distinctive  marks,  unless^ 
"  in  consequence  of  user  before  the  13th  August  1875,  they  have  become  special 
'*  and  distinctive.  I  am  advised  that  if  the  Applicants  were  now  to  apply  to 
"  register  the  letters  *  V  Z'  as  a  new  mark  that  such  application  would  not 

55  *^  contain  any  of  the  essential  particulars  that  a  mark  must  contain  to  be 

3  B 
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"  registered  under  the  Act.  No  marks  consisting  of  initials  only  (not  combined 
"  so  as  to  form  a  monogram)  has  ever  been  registered  as  a  new  mark  since  this 
"  Office  has  been  in  existence.  (6)  The  question  has  frequently  been  raised 
**  whether,  if  letters  cannot  be  registered,  the  names  of  them  can  be  registered. 
**  That  is  say,  the  question  has  been  raised  whether  if  the  letter  *  Z '  could  not  be  5 
"  registered  the  word  *  ZED '  could  be  registered.  It  has  not  been  ihe  practice 
"  since  the  year  1890  to  register  marks  of  this  class,  that  is  to  say,  to  take  an 
'*  example,  seeing  that  the  letters  *  J  G  *  cannot  be  registered,  the  word  *  Jaygee,' 
"  consisting  of  the  two  English  words  Jay  and  Gee  in  juxtaposition,  has  not 
"  been  considered  to  be  an  invented  word.  The  view  is  taken  here  that  if  the  10 
'•  word  *  Jaygee '  is  registered  it  would  be  in  use  so  like  the  letters  *  J  G '  as  to 
•'  lead  to  deception  and  that  it  would  interfere  with  the  use  of  the  letters 
"  *  J  G,'  and  it  has  been  considered  that  as  a  matter  of  discretion  the  refusal 
'^  to  register  a  mark  of  such  a  character  was  justified  even  though  the 
"  word  applied  for  appeared  to  satisfy  the  test  laid  down  by  sub-head  ]5 
*'  (e)  of  the  first  sub-section  of  Section  64,  because  the  registration  of  such 
^'  a  mark  as  '  Jaygee '  might  lead  to  deception  seeing  that  it  is  the  common 
'<  practice  in  the  trade  to  use  initials  such  as  '  J  G  *  as  marks  on  bales  and 
**  such  like  packages.  (7)  The  letters  *  V  Z '  would  by  an  Englishman  be 
"  read  *  Ve  Zed,'  and  by  a  Dutchman  would  be  read  *  Ve  Zet,'  because  in  20 
"  Dutoh  the  equivalent  of  the  letter  '  V '  is  *  Ve '  and  the  equivalent  of  ihe 
"  letter  *Z' is*  Zet.'" 

The  Motion  came  on  for  hearing  before  Mr.  Justice  Wabbington  on  the 
10th  of  August  1905. 

Gave  K.C.,  and  L.  B.  Sebastian  (instructed  by  Kllis^  Munday  and  Clarke)  25 
appeared  for  the  Applicants :  R.  J,  Parker  (instructed  by  the  Solicitor  to  the 
Board  of  Trade)  appeared  for  the  Comptroller. 

Cave  K.C.,  for  the  Applicants,  stated  the  facts,  and  continued  : — It  is  objected 
to  the  mark  that  the  word  is  simply  the  Dutch  equivalent  of  the  letters  "  V  Z," 
the  Applicants'  initials.  Registration  of  the  mark  can  hurt  no  one.  No  English  30 
person  would  connect  the  word  with  the  letters  '*VZ".  The  word  is  an 
invented  word,  and  it  is  also  a  word  having  no  reference  to  the  character  or 
quality  of  the  goods.  The  Comptroller  has  a  discretion  to  refuse  a  mark  which 
is  calculated  to  deceive,  which  it  is  submitted  is  not  the  case  here  ;  but  he  has  no 
general  discretion  to  refuse  registration  where  no  confusion  can  result,  see  the  35 
judgment  of  Lindley^  L.J.,  in  Farbenfahriken  Formala  Bayer  Jk  Co.*8  Trade 
Mark  (11  R.P.C.  84 ;  L.R.  (1894),  1  Ch,  645).  [Wabbington  /.—On  an 
appeal  is  not  the  discretion  in  the  Court  ?]  lParke9\ — Yes ;  but  the  Court 
does  not  lightly  over-rule  the  exercise  of  the  Comptroller's  discretion.]  [The 
evidence  was  then  read.]  40 

Parker^  for  the  Comptroller. — Letters  which  are  old  marks  can  be  registered, 
but  not  otherwise.  If  letters  cannot  be  registered,  the  question  is  whether  the 
names  of  them  ought  to  be.  it  has  been  the  practice  since  1890  to  refuse  to 
register  such  marks.  First,  such  words  are  not  invented  words,  and  secondly, 
if  such  a  word  were  registered,  the  proprietor  of  the  trade  mark  could  bring  an  45 
action  for  infringement  against  a  person  using  the  letters.  [Wabbington  «/. — 
What  do  you  say  as  to  the  word  not  being  "  Vezed  "  ?]  *•  V  Z  "  would  be  an 
infringement.  The  word  "  Vezet''  is  merely  a  colourable  imitation  of  the  letters, 
and  is  an  evasion  of  a  restriction.  [WABBINGTON  J.— What  is  the  restriction  r] 
Letters  are  not  within  the  essential  particulars ;  also  the  special  proviso  as  to  old  50 
marks  only  permits  the  registration  of  letters  in  the  case  of  old  marks.  The 
Applicants  cannot  annex  a  portion  of  the  English  language.  The  only  special 
tiling  as  regards  this  Application  is  that  the  Applicants  already  have  the  letters 
"  VZ"  registered,  but  that  mark  might  possibly  be  attacked,  if  it  had  not  in 
fact  been  used  as  an  old  mark«  55 


VoL  XXII.,  No.  24.]     AND  TRADE  MARK  0ASB8.  571 

In  the  Matter  of  Verschure  and  Zoon's  Application  to  Register  a 

Trade  Mark, 

Cave  K,C.,  in  reply. — Even  **Vezed"  would  not  be  calculated  to  deceive. 
The  Comptroller  is  seeking  to  add  to  the  Acts,  and  the  Courts  have  resisted  that. 
The  Applicants  are  doing  nothing  unfair.  An  ordinary  Englishman  would 
not  associate  the  word  with  the  letters  **  V  Z  ".  [He  was  stopped  by  the  Court.] 
5  Warrington  J.— This  is  an  application  by  way  of  appeal  from  the  Comp- 
troller, who  has  refused  to  register  a  proposed  Trade  Mark.  The  Trade  Mark 
proposed  to  be  registered  is  a  word  spelt  V-e-z-e-t,  and  it  is  said  to  be  properly 
pronounced  "  Vezet,"  whether  it  is  properly  so  pronounced  or  whether  it  would 
be  generally  so  pronounced  or  not  may  be  doubtful,  but  the  word  which  is 
10  sought  to  be  registered  is  that  word  "Vezet"  or  "  Vezet,"  however  it  maybe 
pronounced. 

The  facts  are  these: — ^The  Applicants,  who  are  cheese  merchants  carrying  on 
business  in  Holland,  with  a  branch  here,  have  had  on  the  Register  for  20  years 
the  letters  **  V  Z  "  registered  as  an  old  mark,  used  about  11  years  before  the 
15  13th  of  August  1875.    The  well-known  Section  of  the  Act  comprises  as  essential 
particulars,  "  (d)  an  invented  word  or  invented  words,  or  («),  a  word  having 
"no  reference  to  the  character  or  quality  of    the  goods  and  not  being  a 
**  geographical  name."    In  my  opinion  this  word  "  Vezet,"  as  I  will  call  it, 
which  seems  to  be  the  proper  pronunciation,  falls  under  both  these  heads.    It  is 
20  not  said  to  be  a  word  in  any  known  human  language.    The  utmost  that  can  be 
said  against  the  contention  that  it  is  an  invented  word,  is  that  it  is  a  combination 
of  the  two  sounds  which,  in  Dutch,  are  used  to  represent  the  two  letters  V  and 
Z.    It  seems  to  me,  therefore,  that  prima  facie  this  word  comes  within  the 
essential  particulars,  and,  as  such,  can  be  registered. 
25       The  existing  Section  with  regard  to  what  may  be  registered  as  a  Trade  Mark  ex- 
cludes letters  as  essential  particulars,  unless  they  have  been  used  as  old  marks  prior 
to 'the  I3th  August  1875.    When  I  say  it  excludes  them,  I  mean,  that  it  does  not 
include  letters,  unless  they  have  been  so  used.    The  Comptroller  states  that  it 
has  been  the  practice  ever  since  the  year  1890,  to  refuse  to  register  words  which 
30  merely  represent  the  sounds  of  letters.    That  refusal  has,  as  I  understand,  been 
based  on  two  grounds  ;  first,  that  it  is  an  evasion  of  the  restriction  imposed  by 
Section  64,  and,  secondly,  that  it  is  calculated  to  deceive  in  this  way,  that,  to 
take  the  example  given  in  the  Comptroller's  affidavit,  if  you  register  the  word 
"  Jaygee,"  and  that  is  allowed  to  be  used  as  a  Trade  Mark  in  connection  with 
35  goods,  persons  are  apt  to  know  those  goods  as  **  Jaygee  "  goods,  and  then  it  may 
be  said  that  for  someone  else  afterwards  to  use  the  letters  "  J  G"  in  connection 
with  those  goods,  would  be  a  colourable  imitation  and  therefore  an  infringement 
of  the  trade  mark,  because  those  second  goods  would  tend  to  be  bought  as 
"  Jaygee  "  goods.     I  do  not  want  to  say  anything  about  the  general  exercise 
40  of   his    discretion  by  the  Comptroller  in  this  matter.      I  do  not  want  to 
upset  the  practice  which  he  has  pursued  hitherto.    What  I  have  to  consider  is 
the  Mark  now  before  me,  and  to  say,  whether  there  is,  or  is  not,  in  my  opinion, 
any  good  reason  for  not  registering  this  particular  mark.     In  the  first  place, 
this  prima  facie  comes  within   the   essential  particulars  of  a  Trade  Mark 
45  under    Section    64.     What    Lord    Justice    Lindley  said    in    the    Somatose 
case,    which    is    reported     under    the    name    of    the  Farbenfabriken    Vor- 
mala  FriedricJi  Bayei^  A  Go.'s  Application  in  [1894]  1  Chancery— the  passage 
is  at  page  652,»  but  the  report  begins  at  page  645— Js  this  :  **  These  sections*' 
(that  is  Sections  70,  72  and  73,  of  the  Act  of  1883)  "and  the  discretion  given 
50  "  by  Section  62,  sub-Section  4  of  the  Act  of  1883  to  the  Comptroller  to  refuse  to 
"  register  a  Trade  Mark,  would  clearly  justify  the  rejection  of  any  trade  mark, 
"  eyen  if  it  contains  any  of  the  statutory  requisites,  if  such  mark  be  of  an 
**  indecent  or  libellous  character,  or  if  it  infringes  the  rights  of  some  other 

*  See  also  11  R.P.C.  at  page  88. 
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"  person,  or  if  it  is  identical  with  or  so  similar  to  one  already  registered,  as  to 
'^  be  calculated  to  deceive.  But  I  can  find  no  other  restriction  ;  and  if  a 
"  person  seeks  to  register  a  Trade  Mark  which  is  open  to  none  of  these 
"  objections,  and  which  does  contain  one  of  the  essentials  mentioned  in 
"Section  10  of  the  Act  of  1888, 1  am  aware  of  no  legal  principle  which  would  5 
*'  justify  the  Court  in  refusing  to  direct  its  registration.  The  discretion  given 
"  to  the  Comptroller  is  subject  to  appeal  to  the  Board  of  Trade,  Section  62, 
"  sub-Section  4  of  the  Act  of  1883 ;  and  the  Board  of  Trade  having  remitted 
"  the  appeal  to  the  Court  under  Section  62,  sub-Section  5  of  the  same  Act,  the 
"  Court  must  decide  the  question  in  accordance  with  legal  principles,  and  10 
"  cannot  properly  decline  to  review  the  decision  of  the  Comptroller."  Now,  1 
do  not  say,  that  those  words  of  Lord  Justice  Lindley  are  intended  to  be 
absolutely  exclusive,  but  they  do,  at  any  rate,  come  to  this,  that  when  the 
Comptroller  is  dealing  with  any  particular  mark,  he  must  find  some  legal 
principle  which  would  justify  the  refusal  to  direct  registration.  In  this  15 
particular  case,  it  seems  to  me  that  neither  of  the  objections  taken,  which 
the  Comptroller  has  thought  sufficiently  forcible  to  induce  him  to  adopt  the 
general  practice,  which  I  have  referred  to,  applies.  In  the  first  place,  I  do 
not  consider  that  the  use  of  this  word  is  an  attempt  to  appropriate  the  letters 
"  y  Z  "  in  a  new  market.  It  seems  to  me  that  no  Englishman  of  ordinary  20 
experience  would  suppose  that  the  word  "Vezet"  or  "Vezet"  means  the 
English  letters  "  V  Z  ".  It  requires  a  knowledge  of  the  Dutch  langaage,  with 
which  not  many  people  in  England  are  familiar,  to  translate  that  word  into  the 
letters  "  V  Z ."  In  the  second  place,  I  do  not  think  it  is  likely  to  lead  to  the 
consequences  which  the  Comptroller  apprehends  in  the  case  of  other  marks,  25 
which  are  merely  letters  written  out  in  full,  because,  even  assuming  that 
"  Vezet "  is  merely  the  letters  "  V  Z  "  written  out  in  full,  I  see  no  reason  to 
apprehend  the  danger  to  which  Mr.  Parker^  on  behalf  of  the  Comptroller,  has 
pointed,  for  in  this  case  there  has,  for  20  years,  been  on  the  Register,  the  Mark 
consisting  of  the  letters  "  V  Z ",  in  regard  to  cheese,  that  being  the  only  30 
article  in  respect  of  which  the  Applicants  propose  to  register  this  mark.  It 
seems  to  me,  therefore,  that  the  Applicants  must  have,  in  20  years,  acquired 
such  an  exclusive  right  to  use  these  letters  *'  V  Z  ",  that  nobody  now,  who  was 
to  put  these  letters  '^  Y  Z  "  on  his  goods,  could  avoid  being  stopped,  apart 
from  this  word  "  Vezet "  being  placed  on  the  Register  and  being  taken  to  35 
be  the  letters  "VZ".  It  seems  to  me,  therefore,  that  both  the  objections 
which  are  made  to  the  registration  of  words  representing  letters  written  out 
in  full,  which  the  Comptroller  has  adopted  as  sufficient  in  general  to  prevent 
him  from  registering  such  words,  do  not  apply  to  the  particular  case.  I  think, 
therefore,  the  Applicants  are  entitled  to  have  the  mark  registered.  40 

Parker. — The  Court  has  power  to  make  conditions  as  to  the  registration. 
It  would  obviate  my  objection  if  your  Lordship  said  that  this  Mark  should 
only  be  registered  on  condition  that  the  Applicants  do  not  claim  by  virtue  of 
the  registration  of  this  mark  to  prevent  the  use  of  "  V  Z  ".  That  would  show 
their  bona  fides^  and  it  would  obviate  my  objection.  Of  course,  that  would  45 
leave  them  with  what  rights  they  have  under  the  old  Mark.  We  so  often 
find,  and  it  might  be— although  I  am  not  saying  so  in  this  case,  because  I  do 
not  know,  but  it  might  be — ^that  they  were  only  applying  for  this  simply  and 
solely  because  they  knew  they  could  not  enforce  the  other. 

Warrington,  J, — They  are  not  to  claim  under  this  registration,  but  it  will  50 
not  affect  their  rights  under  the  other  registration.    I  think  that  is  quite  right 
and  reasonable. 
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Before  The  Solicitor-Gbnbral. 

May  19th  and  July  6th,  1905. 

In  the  Matter  op  Kempton  and  Mollan^s  Application  for  a  Patent. 


Opposition  to  grant  on  the  ground  that  tJie  invention  had  been  patented  on 

5  applications   of  prior   date. — Patent   refused   by    Gomptroller.-^Appeal    by 

Applicants. — Opposition  withdrawn  by  agreement  subsequent  to  the  Oomp- 

trotter's  decision. — Held,  on  appeal^  by  the  Law  Officer^  that  the  Comptroller's 

decision  be  affirmed. 

The  m£re  withdrawal  of  an  Opposition  does  not  entitle  an  Appellant  to  the 
10  grant  of  a  Patent. 

On  the  26th  of  March  1904,  William  Kempton  and  William  Lucas  Mollan 

applied  for  a  Patent  (No.  7282,  A.D.  1904)  for  "An  improved  embroidering 

'*  attachment  for  sewing  machines.^' 

The  application  was  opposed  by  Joshua  Valentine  EveSj  on  the  gronnd  that 

15  tiie  invention  had  been  idready  patented  on  his  two  applications  No.  9027  of 

1901  and  No.  738  of  1902. 

The  matter  came  on  for  hearing  before  the  Comptroller-Qeneral,  and  subse- 
quently, in  consequence  of  what  took  place  at  the  hearing,  the  Applicants 
submitted    an  amended    Specification    to   the  Comptroller,  who    ultimately 
20  decided  to  refuse  the  grant  of  a  Patent,  holding  that  the  proposed  amendments 
were  not  sufficient  to  meet  the  Opposition,  and,  following  Harrild  and  Parkings 
Case  (17  R.P.C.  617)  and  Grist's  Case  (20  R.P.C.  475),  that  the  Specification  as 
amended  was  not  one  on  which  a  Patent  should  be  granted. 
Subsequently  the  Opponent  withdrew  his  Opposition,  and  the  Applicants 
25  appealed  to  the  Law  Officer. 

The  appeal  first  came  before  the  Solicitor-General  on  the  19th  of  May  1905, 
when  the  hearing  was  adjourned  in  order  that  the  Applicants  might  explain 
the  circumstances  under  which  the  Opposition  was  withdrawn.    A  Statutory 
Declaration  by  Mollan  was  then  filed  stating  that  after  the  decision  of  the 
30  ComptroUerrGeneral  Eves  threatened  MoUan  Jt   Co.  (in  whose  interest  the 
Patent  was  applied  for)  with  an  action,  and  in  consequence  an  Agreement  was 
made  between  Eves  and  MoUan  &  Co.  (a  certified  copy  being  produced)  whereby 
Eves  granted  a  licence  to  MoUan  A  Co.  under  his  two  Patents  at  a  royalty,  and 
Eves  covenanted  to  withdraw  his  Opposition  to  the  application,  Mollan  A  Co. 
35  undertaking  never  to  allow  the  Patent,  if  granted,  to  be  used  against  tiie 
interests  of  Eves. 
The  matter  came  on  for  rehearing  on  the  6th  of  July  1905. 
Fitzpatrick  appeared  as  agent  for  the  Applicants. 
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Sir  E.  Carson  S.O,^  after  some  discnseion  on  the  Agreement  had  taken  place, 
decided  to  hear  the  matter  on  its  merits,  and,  in  the  result,  affirmed  the 
Comptroller's  decision. 

Sir  E.  Carson  S.O. — I  am  quite  clear  that  what  the  Applicants  are  trying  to 
do,  now  that  they  find  that  the  Opponent's  invention  is  included  in  their  5 
Specification,  is  to  limit  it  to  something  which  is  so  very  much  smaller  than 
what  they  originally  claimed  that  I  ought  not  to  say  that  it  does  not  sub- 
stantially come  within  the  Opponent's  Specifications.  I  have  to  take  care  of 
the  public  in  these  matters ;  and  I  think  I  should  be  doing  an  injustice  to 
them  if  I  were  to  differ  from  the  Comptroller,  although  the  Opposition  is  10 
withdrawn. 

I  would  like  to  say  this  about  the  withdrawal  of  Oppositions  so  that  parties 
may  understand  the  position  in  which  they  are  placed.  The  fact  that  an 
Opposition  is  withdrawn  does  not  in  the  least  entitle  an  Appellant  before  the 
Law  Officer  to  have  the  decision  of  the  Comptroller  reversed.  It  is  the  duty  15 
of  the  Comptroller  as  far  as  he  can,  more  especially  when  it  is  brought  to  his 
notice  by  an  Opposition,  not  to  allow  a  Patent  to  go  forth  to  the  public  for  an 
invention  which — upon  the  statements  before  him  and  the  Specifications 
brought  to  his  notice— has  been  substantially  included  in  previous  Patents. 
It  is  quite  clear  that,  once  the  Comptroller  has  come  to  that  conclusion,  the  20 
Law  Officer  ought  not  (simply  because  the  parties  by  an  arrangement  have 
agreed  to  get  rid  of  the  Opposition),  any  more  than  the  Comptroller  when 
it  comes  before  him,  to  allow  a  Patent  of  that  character  to  be  sealed  for  the 
purpose  of  going  to  the  public  as  a  Patent  granted  by  the  Patent  Office.  That 
was  why  I  allowed  the  matter  to  stand  over  on  the  last  occasion,  because  I  25 
was  anxious  to  find  out  whether  the  Opposition  was  withdrawn  on  the 
ground  that  the  Opponent  no  longer  thought  he  was  able  to  substantiate 
the  Opposition,  or  whether  it  was  withdrawn  because  of  some  consideration 
to  him  which  operated  on  his  mind,  and  which  rendered  it  practically  imma- 
terial to  him  whether  the  Opposition  succeeded  or  not.  It  is  quite  clear,  from  30 
the  Agreement  which  is  now  brought  before  me,  that  the  Opposition  in  this 
case  has  been  withdrawn  because  the  Opponent  has  been  satisfied,  not  that  he 
was  wrong  in  his  Opposition,  but  in  another  way  very  much  more  satisfactory 
to  himself. 

I  think,  therefore,  it  will  be  my  duty  in  the  present  case  to  affirm  what  the  35 
Comptroller  has  done.* 

♦  Cf.  Tkomat  and  PrewH**  Case,  15  R.P.C.  267.— J.C. 
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Badiache  Anilin  xmd  Soda  Fabrik  v.  Hicksan. 


In  thb  Court  op  Appeal, 
Before  Lords  Justices  Vauohan  Williams,  Stirling,  and  Cozens-Hardy 

August  2nd,  1905. 
Badisohe  Anilin  tjnd  Soda  Pabrik  v.  Hickson. 


5  Patent.  —  Action  for  infringement  of  three  Patents,  ^As  to  one  Patent 
judgment  for  the  Defendant  on  tJie  groufid  of  ^wn-infringement. — Appeal  by 
Plaintiffs  against  this  part  of  the  judgment. — Contract  for  sale  made  in  this 
country  for  delivery  abroad  of  patented  article  made  abroad  and  dMveiy 
accordingly.— Appeal  dismissed. 

10  The  oumers  of  three  Patents  having  broiig?it  an  action  for  infringement  of 
the  samej  one  of  the  Defendants  denied  infringement  of  one  of  the  Patents,  and 
at  the  trial  the  Plaintiffs  faile*l  on  this  Patent  on  the  ground  that  the  case  was 
covered  by  S9.cch3Tm  Corporation  Ld.  v.  Reitmeyer  &  Co.  {17  R.P.C.  606),  in 
which  it  wets  held  that  a  contract  for  sale  made  in  this  country  for  delivery 

15  Cibroad  of  apaUnted  article  made  abroad  and  delivery  accordingly  did  not 
constitute  infringement.  The  Plaintiffs  appealed  from  the  judgm^it,  so  far  as 
it  dismissed  the  action  on  this  Patent,  and  contended  that  the  decision  aibove 
referred  to  was  wrong. 

Held,  that  the  case  was  covered  by  Saccharin  Corporation  Ld.  v.  Reitmeyer  & 

20  Co.,  and  that  that  case  was  inghtly  decided.  The  appeal  ivas  dismissed-  with 
casts. 

Saccharin  Corporation  Ld.  v.  Reitmeyer  &  Co.  (17  R.P.  7.  606 ;  L.R.  [1900'], 
2  Gh.  659)  approved.    Elmslie  &  Co.  v.  Boursier  (L.R.  9  Eq.  217)  considered. 

This  was  an  action  against  the  above-named  Defendant  Hickson  and  the 

25  BaMe  Chemical  Works  to  restrain  the  Defendants  from  infringing  the  Plaintiffs' 

Letters  Patent,  No.  15,374  of  1887,  and  two  other  Patents,  all  granted  in  respect 

of  inventions  relating  to  the  manufacture  of  dyestuffs.    The  Letters  Patent, 

No.  15,374  of  1887,  expired  in  1901. 
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The  PlaintiflPB,  by  their  Statement  of  Claim,  claimed  the  following  relief  with 
respect  to  the  Patent  of  1887,  namely  :— (1)  damages  or,  at  their  option,  an 
acconnt  of  profits  in  respect  of  the  Defendants'  infringements  of  the  Patent 
No.  15,374  of  1887  ;  (2)  costs. 

The  Plaintiffs  in  their  Particulars  of  Breaches  alleged  (1)  that  the  Defendants,  5 
the  Basle  Chemical  Works  during  the  periods  for  which  the  Patent  No.  15,374 
of  1887,  and  the  other  two  Patents  were  respectively  granted,  imported  into 
this  country  and  sold  to  the  Defendant  Rickson  certain  quantities  of  dyestuffs 
manufactured  in  accordance  with  the  inventions  described  and  claimed  in  the 
Specifications  filed  in  pursuance  of  the  said  Patents  of  the  amounts  and  under  10 
the  descriptions  and  about  the  dates  therein  mentioned  ;  and  (2)  that  the 
Defendant  Hickson  imported  into  this  country,  and  subsequently  during  the 
said  periods  sold  the  said  dyestuffs  in  this  country  to  persons  not  then  known 
to  the  Plaintiffs,  or  used  the  same. 

The  Plaintiffs  and  the  Defendant  Company  before  trial  arrived  at  a  settle-  15 
ment  of  the  action  as  between  them. 

The  Defendant  Hickson^  by  his  re-amended  Defence,  admitted  that  he  had 
infringed  the  other  two  Patents,  and  expressed  his  willingness  to  consent  to 
judgment  for  an  injunction  in  respect  of  these  Patents ;  to  an  inquiry  as  to 
damages,  as  to  the  admitted  infringements,  and  "  to  pay  the  costs  of  the  action  20 
^'  up  to  and  including  the  costs  of  motion  for  judgment,  and  to  such  further 
"  order  as  upon  the  above  admission  the  Plaintiffs  might  be  entitled."  He 
alleged  that  the  Patent  No.  15,374  of  1887  had  expired  at  the  date  of  the  alleged 
infringement,  and  denied  infringement  of  the  same. 

The    following    statement    of    facts    is    taken    from    the    judgment    of  25 
Stirling  LJ.  : — ^**  The  Defendant  entered  in  this  country  into  a  contract  with 
"  another  person  in  this  country  for  the  sale  to  the  purchaser  of  a  certain 
**'  quantity  of  the  patented  article,  it  being  a  stipulation  of  the  contract  that  the 
"  article  sold  should  be  delivered  to  the  purchaser  not  in  this  country,  but  at 
**  Basle.    He  procured  the  subject-matter  of  the  contract  abroad,  and  had  it  30 
"  delivered  to  his  orders  in  Basle.    He  then  directed  the  persons  in  whose 
"  custody  it  was  physically  at  Basle,  to  hold  it  to  the  order  of  the  purchaser, 
"  and  then  in  England  he  communicated  the  fact,  that  it  was  at  the  order  of 
<*  the  purchaser  at  Basle,  to  the  purchaser  in  England,  and  thus  he  completed 
"  the  bargain  and  sale  to  the  purchaser  in  England  of  this  article  which  was  35 
*'  all  the  time  outside  the  realm  at  Basle.     Then  the  purchaser  brought  it 
"  into  England." 

The  action  was  tried  by  Buckley  J.  on  the  12th  of  December  1904,  and  was 
dismissed  so  far  as  related  to  the  Patent  of  1887,  the  Plaintiffs  obtaining 
judgment  on  the  other  Patents  (jantCy  page  63).  40 

The  Plaintiffs  appealed  from  that  part  of  the  judgment  which  related  to  the 
Patent  of  1887. 

J.  C.  Oraham  and  H.  A,  Cole/ax  (instructed  by  /.  H.  and  J.  Y.  Johnson) 
appeared  for  the  Appellants ;  A.  J.  Walter  (instructed  by  Emmet  A  Co.^  agents 
for  Raumsley  and  Peacock,  of  Bradford)  appeared  for  the  Respondent.  45 

Graham  and  GolefaXy  for  the  Appellants.— It  is  submitted  that  the  Defend- 
ant has  infringed  and  that  the  Plaintiffs  are  entitled  to  an  inquiry  as  to 
damages,  although  not  to  an  injunction,  the  Patent  having  expired.  The 
Defendant  is  not  a  manufacturer,  but  he  gets  orders  for  dyestuffs  and  sends  the 
goods  from  Basle  to  Antwerp,  and  the  ultimate  purchaser  sends  them  into  this  50 
country.  We  do  not  set  up  a  case  of  conspiracy,  but  the  Plaintiffs  have  been 
deprived  of  the  exclusive  benefit  of  the  invention,  which  is  given  by  the 
Patent.  [Vaughan  Williams  L.J. — What,  then,  is  the  act  of  infringement  ?] 
The  Defendant  has  "  vended,"  but  the  test  of  the  four  express  words  used 
in  the  grant  of  Letters  Patent,  namely,  "make,  use,  exercise,  and  vend,"  55 
does  not  end  the  matter,  for  the  whole  grant  must  be  considered.     The 


Vol.  XXII^  No.  24]      AND  TRADE  MARK  OASES.  577 

Bcuiiache  Anilin  und  Soda  Fabrik  v.  Hickson.      , 

"whole  profit  and  advantage  from  time  to  time  accraing  by  reason  of  the 
"  said  invention  '*  is  granted  to  the  Patentee.  No  one  else  is  to  make  a  profit 
by  it  Other  persons  are  forbidden  to  "  directly  or  indirectly  make  use  of  or 
**  pat  in  practice  the  said  invention."  The  Defendant  has  deprived  the 
5  Plaintiffs  of  some  of  the  profit  of  the  invention.  [Vaughan  Williams  L.J. 
referred  to  the  case  of  a  defendant  supplying  parts  of  a  patented  combination.*] 

EThe  evidence  of  the  Defendant  was  then  read.]     [Vaughan  Williams  L./.— 
)o  you  agree  that  the  persons  to  whom  the  goods  were  delivered  in  Basle  could 
have  sent  them,  for  instance,  to  Vienna  ?]     Yes.     We  do  not  say  that  the 

10  Defendant  sent  the  goods  into  this  country,  but  that  he  made  a  profit  and  that 
the  Plaintiffs  were  deprived  of  one.  If  the  goods  had  been  sent  to  Vienna  the 
Plaintiffs  would  not  have  lost  a  profit  given  to  them  by  the  Patent.  If  the 
Defendant  had  not  supplied  the  dye  in  question,  the  Plaintiffs  would  have  done 
so.    Further,  assuming  that  all  that  can  be  established  is  a  contract  made  in  this 

15  country  to  sell  a  patented  article  for  delivery  abroad,  and  a  completed  sale  by 
delivery  abroad,  that  constitutes  infringement.  It  is  not  clear  that  in  Saccharin 
Corporation  Ld.  v.  Reitmeyef^  A  Co.  (17  R.P.C.  606 ;  L.R.  [1900]  2  Ch.  659) 
the  contract  was  made  in  this  country  as  in  the  present  case.  {^Walter 
referred  to  the  report  of  that  case  (17  R.P.C.  606).]     If  it  was  we  submit 

20  that  that  case  was  wrongly  decided.  The  state  of  facts  was  contemplated 
in  Badische  Anilin  und  Soda  FahHk  v.  Johnson  (U  R.P.C.  919  ;  L.R.  [1898] 
App.  Cas.  200).  [The  judgment  of  Lord  Herschell  in  that  case  was  particularly 
referred  to.]  Irrespective  of  the  gooils  coming  to  this  country  or  not,  there 
-was  here  a  dealing  in  this  country  depriving  the  Plaintiffs  of  some  of  the 

25  **  whole  profit  and  advantage  "  of  the  invention.  These  words  were  considered 
in  the  British  Motor  Syndicate  Ld.  v.  Taylor  (17  R.P.C.  189  and  723),. 
^where  possession  of  a  patented  article  under  certain  circumstances  was  held 
to  constitute  infringement.  The  contract  is  a  very  important  part  of  the  sale» 
In  ElmslieY.  Bouraier  (L.R.  9  Eq.  217)  there  was  an  actual  sale,  but  the 

30  judgment  is  not  based  on  that  but  on  depriving  the  plaintiff  of  his  profit.  In 
the  Statute,  of  Monopolies  the  words  of  section  5  are  only  <*  working  or  making,*^ 
but  selling  was  many  years  ago  held  to  be  an  infringement.  [Vaughan 
Williams  L.J. — Is  there  here  any  illegal  act  done  within  the  realm  in  which 
the  Defendant  was  principal  or  to  which  he  was  accessory  ?]  There  is  the  question 

35  whether  there  is  not  vending,  for  the  contract  is  at  any  rate  an  important  part  of 
Tending.  We  agree  that  the  contract  did  not  pass  the  property.  The  first  act  is 
the  order  for  250  lbs.  of  dye ;  then  the  purchase  by  the  Defendant  in  Basle  a)id 
delivery  to  his  disposal  in  Basle ;  then  the  transfer  in  Basle  to  the  disposal  of  the 
ultimate  purchaser ;  then  the  communication  to  the  ultimate  purchaser  by  the 

40  Defendant  that  the  dye  is  held  at  his  disposal  in  Basle.    We  rely  on  the  intima*  ' 
tion  that  the  goods  were  at  his  disposal  in  Basle  as  an  appropriation  as  between 
him  and  the  Defendant.   The  contract,  followed  by  the  appropriation,  constituted 
a  sale  in  this  country.    The  appropriation  is  an  act  in  this  country.    Both  parties 
were  in  England. 

45  Walter  for  the  Respondent. — ^There  is  a  misconception  in  the  argument  for 
the  Plaintifib  of  the  monopoly  right.  That  assumes  that  the  article  is  within 
the  realm ;  each  of  the  four  words  of  the  grant  so  assumes.  [Vaughan 
Williams  LJ". — ^The  Plaintiffs  say  that  there  was  such  a  contract  for  sale  here  as 
to  pass  the  property.]    Assume  that  the  goods  never  came  here,  there  is  no 

50  *'  vending*'  within  the  jurisdiction.  I  agree  that  the  property  passed,  but  where  ? 
Out  of  the  country.  The  goods  being  abroad  there  is  no  ^^  vending  "  within 
the  meaning  of  the  Act.    The  monopoly  is  a  territorial  one.    Large  quantities  of 

*  8ee  Unit&d  TsUphsne  Company  y.  Dale  (L.B.  25  Ch.  D.  778),  disoaflMd  in  Dunlop  Pneumatic 
Tyre  Company  Ld.  v.  David  MetOey  3f  Sone  Ld.  (21  B  P  C.  274).— J.C. 

3  c 
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goods  are  sold  in  this  country  which  never  come  to  this  country,  and  the 
question  is  therefore  of  great  importance.  The  infringement  must  be  within 
the  realm.  There  is  no  monopoly  granted  in  respect  of  goods  made  and 
delivered  abroad.  The  grant  is  of  the  right  to  use  the  invention.  [Vaughan 
Williams  L.J.  referred  to  Badische  Anilin  und  Soda  Fahrik  v.  Johnson.  5 
Lord  Halshury^s  judgment  proceeds  on  the  basis  of  the  sale  and  delivery 
being  different  steps  in  the  same  transaction  and  of  both  being  abroad.  He 
treats  sale  as  being  distinct.  There  the  sale  was  in  Basle,  and  that  is  one  of  the 
fects  relied  on  both  by  Lord  Halsbury  and  Lord  Herschell.']  There  must 
be  a  physical  act  done  in  relation  to  the  goods  in  this  country.  In  that  case  \Q 
the  question  was  whether  the  person  who  delivered  in  England  was  the  agent 
of  the  Defendant.  Here  the  possession  of  the  dye  by  the  Defendant  at  Basle  was 
lawful ;  the  monopoly  does  not  prevent  him  selling  those  goods  merely  because 
the  contract  is  made  in  England.  In  the  word  ^'  vending  "  delivery  is  implied, 
and  a  contract  for  sale  is  not  vending.  The  property  passed  abroad  and  the  15 
appropriation  was  there,  although  communication  may  have  been  in  England. 
The  prohibition  in  Letters  Patent  is  against  the  doing  of  acts  in  this  country. 
[Vaughan  Williams  LJ. — Supposing  the  contract  had  said  that  although 
the  delivery  should  take  place  abroad  the  purchaser  undertook  to  use  them  in 
his  factory  in  England,  so  that  the  vendor  brought  them  to  this  country.]  Then  20 
there  might  be  a  joint  act.  [Vaughan  Williams  L.J. — The  intention  was,  at 
the  date  of  the  contract,  that  the  goods  should  be  brought  here,  or  that  was 
contemplated.]  The  purchaser  elected  to  take  delivery  abroad,  and  unless  he 
was  the  agent  of  the  vendor  in  importing  them,  the  Defendant  is  in  no  wise 
responsible  after  delivery.  In  the  Badiache  case  (vM  supra)  there  was  no  question  25 
what  was  the  intention  of  the  parties.  The  question  is  one  of  infringement  not  of 
conspiracy  (see per  Cozens-Hardt  L.J.in  Reitmeyer^s  case),  or  of  the  importer 
being  the  Defendants'  agent.  Scienter  is  immaterial  {Dunlop  Pneumatic  Tyre 
Company  Ld.  v.  D.  Moseley  &  Sons  Ld.,  21  R.P.C.  53  and  274). 

GolefaXy  in  reply. — Reitmeyer^s  case  is  consistent  with  the  sale  being  not  in  30 
this  country.      "Vending"  does  not  include  delivery  necessarily.      In  the 
Statute  of  Monopolies  the  words  are  **  working  and  making  "  only,  bat  these 
were  held  to  cover  selling,  because  that  is  a  way  of  depriving  the  Patentee  of 
his  profits. 

Vaughan  Williams  L,J. — This  is  a  case  in  which  there  has  been,  in  one  35 
sense,  a  sale  within  the  realm,  because  there  has  been  a  contract  of  sale  and 
8uch  subsequent  appropriation  of  goods  that  property  has  passed,  and  that 
contract  of  sale  is  a  contract  which  on  the  facts  I  t^ke  it  took  place  in  England. 
Then  it  is  suggested  that  those  facts  are  sufficient  to  constitute  an  infringement 
of  the  statutory  rights  of  the  Patentee.    Really,  the  whole  question  is  whether  40 
there  is  any  infringement  of  the  statutory  rights  of  the  Patentee  unless  there 
has  been  a  sale  accompanied  by  a  delivery  in  England,  meaning  thereby,  of 
course,  a  delivery  by  the  person  who  entered  into  or  was  a  party  to  the 
contract  of  sale,  and  who  is  defendant  in  the  action.     Here  .Hickson  is  the 
Defendant  in  the  action  ;  there  has  been  a  contract  under  which  property  has  45 
passed,  and  there  has  been  a  delivery  by  Hickson,    That  delivery  was  not 
within  the  realm,  but  was  a  delivery  on  the  Continent,  and  that  was  a  delivery 
made  in  pursuance  of  the  contract.    The  question  here  is  one  which  I*  do  not 
think  was  absolutely  decided  by  the  case  of  the  Badische  Anilin  und  Soda 
Fahrik  in  the  House  of  Lords.    I  should  point  out  with  reference  to  that  case  that  50 
Lord  Davey,  who  delivered  the  last  Judgment,  said,  ^'  like  my  noble  and  learned 
^^  friend  opposite  (Lord  Herschell)  I  desire  to  express  no  opinion  upon  the  nice 
**  question  which  might  have  arisen  under  other  circumstances,  but  which  in  my 
"'  opinion  does  not  arise  in  the  circumstances  of  this  case."    And  when  one  looks 
at  the  Judgments  of  Lord  Halshury  and  Lord  Herschell^  theybothof  them  seem  55 
to  take  as  a  material  fact  to  be  considered,  in  the  case  before  them»  that  the  sale 


Vol.  XXIL,  No.  24  ]     AND  TRADE  MARK  OASES.  579 

Badiache  Anilin  und  Soda  Fabrik  v.  Hickson. 

in  the  sense  of  the  contract  of  sale  had  not  been  made  within  the  jurisdiction. 
I  need  not  read  at  length  again  the  passage  to  which  I  called  attention  in  the 
course  of  the  argument ;  it  is  in  Lord  Halsbury^s  Judgment  and  appears  upon 
page  205.*  But  it  seems  to  me  that  Lord  Hdlshury  and  Lord  Herschell  both 
5  expressly  refrained  from  dealing  with  what  might  be  the  result  on  the  question 
of  infringement  if  the  contract  had  been  made,  as  the  contract  here  was  made, 
in  England.  I  had  thought  from  the  report  in  the  Law  Reports  that  in  the  case 
of  the  Saccharin  Corporation  v.  Reitmeyer^  before  Lord  Justice  COZBNS-H ARDY, 
the  contract  there  was  abroad,  but  Mr.  Walter  has  shown  to  us  the  report  in  the 

10  Patent  Office  Reports  and  it  appears  that  the  contract  in  that  case,  as  in  this  case, 
was  in  England.  Really  therefore  the  decision  of  Lord  Justice  Cozbns-Hardy  in 
the  Sa>ccharin  Corporation  v.  Beitmeyer  covers  this  case.  I  think  it  must  have 
occurred  very  often,  in  past  times,  that  there  have  been  agents  and  merchants  in 
England  who  have  made  it  their  business  to  sell  English  patented  productions 

15  which  have  been  manufactured  abroad,  and  I  have  no  doubt  that  of  recent  years 
the  practice  has  been  to  evade  the  intention  of  the  Monopolies  Act  and  the 
intention  of  the  grant  to  the  Patentees,  by  taking  care  that  in  form  the  merchant 
thus  selling  the  goods  is  not  a  party  to  the  delivery  in  England.  Under  these 
circumstances  I  do  no  think  that  we  ought  to  extend  the  rule  that  was  arrived 

20  at  in  Elmslie  v.  Boursier  beyond  the  point  to  which  it  has  already  gone. 
Elmslie  v.  Boursier  was  a  case  where  under  the  contract  the  goods  were 
delivered  in  England.  The  contract  was  one  that  was  made  by  an  Englishman 
in  France.  There  have  been  several  attempts  to  extend  the  doctrine  of  that 
case  further,  and  they  have  not  been  successful.    It  is  not  for  me  to  offer  any 

25  opinion  as  to  whether  it  is  desirable,  in  the  interests  of  English  Patentees  and 
the  promotion  of  invention  in  England,  that  any  statutory  legislation  should  be 
passed  for  the  protection  of  the  privileges  with  which  the  Legislature  has 
already  thought  it  right  that  the  inventors  of  useful  inventions  should  be 
rewarded.    But  if  it  were  right  to  do  such  a  thing,  I  have  no  doubt  it  would  be 

30  done,  because  there  have  been  quite  sufficient  cases  in  late  years  to  draw  the 
attention  of  the  Legislature  and  everybody  else  to  this  practice — in  fact  the 
practice  has  now  become  so  prevalent  that  everyone  knows  the  exact  steps  that 
you  must  take  to  enable  you  to  get  patented  articles  distributed  within  the 
realm,  and  yet  deprive  the  Patentee  of  the  remuneration  which  he  thinks  he 

35  ought  to  have. 

I  ought  to  have  said  one  word  upon  a  part  of  Mr.  Qraham^s  argument.  He 
did  not  put  his  case  upon  there  having  been  a  sale  within  the  realm  at  all ;  he 
put  it  upon  the  words  with  regard  to  profits,  and  said  there  had  been  a  depriving 
of  the  Patentee  of  the  profits  that  the  Statute  intended  him  to  have.    I  do  not 

40  think  any  one  of  the  decisions  ever  got  within  any  practical  distance  of  holding 
such  a  proposition  to  be  accurate.  The  result  is  that  this  appeal  is  dismissed 
with  costs. 

STiBLllfG  L.J, — I  am  of  the  same  opinion.  The  question  in  this  case  is 
whether  the  Defendant  has  infringed  the  Plaintiffs'  Patent.      In  order  that 

45  that  may  be  established,  I  think  that  it  must  be  made  out  that  the  Defendant 
made,  used,  exercised  or  vended  the  patented  invention  within  the  United 
Kingdom.  That  is  the  mode  in  which  the  Letters  Patent  are  expressed, 
and  that  is  the  mode  in  which  the  law  is  stated  by  Lord  Herschell  at  the 
commencement  of  his  speech  advising  the  House  of  Lords  in  the  case  of 

50  the  Badische  Anilin  Company  v.  Ba^le  Chemical  VTorks.  What  is  said  here 
is  that  the  Defendant  has  vended  the  patented  article  in  this  country.  [His 
Lordship  then  stated  the  facts  as  above.]  The  purchaser  ih  not  before  the 
Court,  and  we  have  nothing  to  do  with  him ;  the  simple  question  is  whether 


•  L.R.  [1898]  App.  Cae.,  see  14  R.P.O.  928.-J.0. 
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the  Defendant  in  these  circumstances  has  infringed.  The  question  therefore  is, 
whether  a  contract  of  sale  made  in  this  country  and  followed  up  by  acts  such  as 
would,  by  the  law  of  this  country,  pass  the  property  in  the  article  to  the 
purchaser  is  a  vending  of  the  article  within  the  meaning  of  the  Letters  Patent 
if  the  delivery  of  the  article  pursuant  to  the  contract  does  not  take  place  5 
in  this  country  ?  I  think  it  is  not.  There  is  very  little  precise  authority  on 
the  question,  but,  as  I  have  pointed  out  already,  it  seems  to  have  been  the 
opinion  of  Lord  Herschell  in  the  case  to  which  I  have  just  referred,  that  in 
order  that  a  vending  in  this  country  should  take  place,  it  was  necessary  that 
both  the  sale  and  delivery  should  be  in  this  country.  That  was  also  the  10 
decision  in  the  case  of  the  Saccharin  Company  v.  Beitmeyer  by  my  Brother 
Cozbns-Hardt  in  1900,  and  from  that  decision  I  am  not  prepared  to  depart.  I 
think  that  the  consequences  of  holding  otherwise  might  be  very  serious  in  this 
country.  Articles  which  are  subject  to  English  Patents,  but  which  are  made 
and  sold  in  large  quantities  abroad,  may  be  the  subject  of  mercantile  contracts  15 
in  this  country,  the  patented  articles  never  being  brought  within  this  country 
but  sold  and  transferred  abroad,  and  in  these  circumstances,  according  to 
English  law,  the  property  in  such  articles  might  pass  from  one  merchant  to 
another.  I  think  it  would  be  an  extremely  serious  thing  to  interfere  with 
contracts  of  that  sort.  It  is  true  that  in  the  present  case,  the  article  was  20 
intended  to  be  brought  within  the  realm,  and  probably  an  infringement  was 
committed  when  the  article  was  brought  within  the  realm.  But  I  do  not  see 
that  we  can  look  at  that.  The  intention  in  other  cases  might  be  perfectly 
harmless,  being  simply  that  the  articles  should  be  dealt  with  entirely  abroad — 
should  remain  abroad,  and  never  come  within  the  realm  at  all.  For  these  35 
reasons  I  think  that  the  decision  appealed  hx)m  is  quite  right,  and  that  the 
appeal  should  be  dismissed. 

Cozbnb-Hardy  LJ. — This  is  really  an  appeal  irom  my  own  decision  in 
Beitmeyer* 8  case.    I  therefore  content  myself  with  saying  that  the  extremely 
able  argument  of  Mr.  Golefax  has  not  satisfied  me  that  the  views  I  expressed  30 
five  years  ago  are  inaccurate. 
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In  the  Court  of  Session  in  Scotland. 

Outer  House.— 5«/ortf  Lord  Dundas  (Lord  Ordinary). 

May  12th  and  26th,  June  15thy  21st  and  28th,  November  30th,  and  December 
1st,  1904,  May  31st,  Jane  let,  2nd,  20th  and  21st,  and  July  1st,  1905. 

5  Wallace  v.  Alexander  Jack  &  Sons  Ld« 

Patent. — Manure  DistrilnUors. — Infringement. — Master  Patent.-^Combtna' 
tion  Patent. — Action  of  Interdict.-^ Anticipation  of  individual  elements  of  com- 
hinationy  hut  not  of  combination. — Improvement  in  results  of  combination. — 
Interdict  refused. 

10      In  1899  W.  patented  a  Manure  DistrilnUor  consisting  of  a  conical  hopper 

having  a  revolving  conical  bottom  with  a  star  wheel  attached  thereto.    The 

discharge  was  by  two  apertures  provided  with  scrapers  placed  at  the  bottom 

of  the  side  of  the  hopper.    At  the  date  of  his  application^  hopper ^  revolving  plat" 

form^  star-wheel  and  scrapers  were  known  and  used,  but  his  combination  of 

\f^  them  tvas  new  and  useful.     In  1902,  J,  manufactured  a  manure  distributor 

consisting  of  a  conical  Jwpper  having  a  conical  revolving  bottom  but  no  star  wheels 

the  function  of  the  star  wheel  in  preventing  caking  of  sticky  material  being^  hoW' 

ever^  performed  by  a  series  of  radial  rods  projecting  from  the  upper  part  of  the 

revolving  cone^  and  the  discharge  being  by  two  force^feed  wheels  provided  with 

20  scrapers^  and  acting  through  apei^tures  placed  at  the  bottom  of  the  side  of  the 

hopper.    After  proceedings  before  the  Comptroller  in  1903,  J.  discontinued  the 

radial  rodSy  but  substituted  three  small   triangular  metal  ribs  attached  at 

intervals  on  the  bottom  of  the  revolving  cone^  and  projecting  above  its  bdse^  but 

ohot  beyond  its  periphery y  which  ribs  were  said  by  W.  to  produce  and  to  have  been 

25  designed  to  produce  the  effect  of  the  star  wheels  and  by  J.  merely  to  act  as  stirrers 

of  the  manure  before  discharge.      On  proof  in  an  action  of  suspension  and 

interdict  by  W.  against  J. 

Held  by  tlie  Lord  Ordinary  (1)  that  W.'s  Patent  was  for  a  combination  of 

partSy  all  oldy  to  produce  improvements  in  a  result  previously  well  knowny  viz. 

30  distribution  ofmanurcy  and  that  it  was  not  a  Master  Patent ;  but  that  there  had 

been  no  anticipation  of  the  combination  ;   (2)  that  tfte  ribs  in  J.'«  machine  were 

not  a  colourable  variation  on  the  star  wheely  and  tJiat  in  fact  they  did  not 

perform  the  same  function;  and  (3)  that  W.'s  patent  being  for  a  combination 

onlyy  and  3.*s  machine  being  without  a  material  feature  in  that  combination^ 

35  viz.,  the  star  widely  there  had  been  no  infringement 

3  D 


582  REPORTS  OP  PATENT,  DESIGN, :       [Dec.  6, 1905. 

Wallace  ▼.  Alexander  Jack  A  Sons  Ld. 

Specification. — Claim. — Invalidity  of  Claim  by  reason  ofimpracHcahility. 

A  patentee  of  a  manure  distributing  machine^  of  which  scrappers  to  prevent 
^^  arching  ^^  formed  a  material  part,  claimed  (1)  "  In  machines  for  distributing 
**  manure  and  other  granular  material,  the  combination,  with  a  hopper  and 
"  revolving  platform,  of  a  tootJied  Hng  or  star  wheel  substantially  cm  herein  5 
"  described  in  reference  to  and  shewn  in  the  accompanying  drawings^  A  second 
claim  in  almost  identical  terms  included  scrapers. 

Opinion  by  the  Lord  Ordinary,  that  if  it  had  been  necessary  to  decide  the  point 
he  should  (on  the  authority  of  Murchland  v,  Nicholson  10  R.P.C.  417 ;  20  R. 
1006,  and  Simpson  v.  Holliday  L.R.  1  E.  and  I.  App.  315)  have  found  great  10 
difficulty  in  rejecting  the  argument  of  invalidity,  on  the  ground  thcU  the  first 
Claim  disclosed  no  invention  from  which  any  practical  result  could  be  obtained. 

Interdict  was  refused. 

This  was  an  action  of  suspension  and  interdict  at  the  instance  of  Robert 
Wallace,  Agricultural  Implement  Maker,  EUerslie,  Castle  Douglas,  Kirkcudbright,  15 
as  Oomplainer^  against  Alexander  Jack  A  Sons,  Limited,  Agricultural  Implement 
Makers,  Maybole,  Ayrshire,  Respondents,  and  it  related  to  a  Patent  for  manure 
distributors.  The  Complainer's  machine  consisted  of  a  hopper  having  a  conical 
revolving  bottom  with  a  star  wheel  attached  to  it.  The  manure  was  ejected  by 
two  ports  to  which  it  was  guided  by  scrapers.  The  Respondents*  machine  (as  20 
finally  modified)  had  also  a  revolving  conical  bottom  but  it  had  no  star  wheel. 
The  manure  was  ejected  by  two  small  horizontal  discharge  wheels.  In  some  cases 
it  had  three  small  triangular  ribs  attached  to  the  conical  bottom  of  the  hopper. 
These  ribs  Complainer  alleged  discharged  the  same  function  as  the  star  wheel 
in  his  machine.  25 

A  Patent,  No.  13,041  of  1899,  was  granted  to  the  Complainer  for  his  machine. 

The  Complete  Specification  (as  amended  in  1903),  was  as  f oUows  :  — **  This 
**  invention  has  for  its  objects  the  production  of  a  more  perfect  apparatus  for 
^*  the  distribution  of  artificial  manure,  granular  material  or  like  substances  than 
"  has  been  in  use  hitherto.  30 

<*  And  in  order  that  my  said  invention  and  the  manner  of  carrying  same  into 
"  practice  may  be  properly  understood,  I  have  hereunto  appended  an  explanatory 
"  sheet  of  drawings  in  which  Figure  1  is  a  perspective  view.  Figure  2  a  view 
*'  partly  in  section  and  Figure  3  a  plan  of  my  Improvements  as  applied  to 
**  manure  or  other  distributors.  Referring  to  these  drawings : — ^The  apparatus  35 
^'  consists  of  a  conical  shaped  hopper  A  into  which  the  material  to  be  distributed 
^*  is  placed.  The  hopper  A  is  carried  on  a  framing  A^  to  which  is  attached  the 
^'  horse  shafts  A'  of  the  machine,  as  also  the  mechanism  for  actuating  the  various 
**  parts,  the  whole  being  carried  by  the  usual  running  wheels  A^  of  any  suitable 
**  configuration.  Under  the  hopper  A  and  carried  in  bearing  bushes  on  the  40 
"  framing  A^  is  the  axle  B  which  gives  motion  to  the  apparatus  and  carries  the 
"  running  wheels  A".  On  this  axle  B  is  carried  a  bearing  or  collar  B*  and  on 
"  a  verti<»l  spindle  B*  formed  on  same  revolves  the  distributing  bottom  or 
'<  platform  C  and  star  wheel  0^  which  keeps  the  material  in  motion  and  prevents 
*'  caking.  The  hopper  bottom  or  platform  C  is  conical  and  is  stepped  at  c  half  45 
'*  way  between  the  base  and  the  apex  to  receive  the  etar  wheel  or  toothed  ring 
"  C^  to  which  it  is  secured  by  a  groove  and  projection  as  at  c^  so  that  both  travel 
"  together.  The  teeth  on  projections  C^  on  this  wheel  or  ring  lie  at  the  same 
'*  angle  as  the  conical  bottom  or  platform  0  and  a  clear  space  is  left  between 
"  the  teeth  and  bottom  part  of  same  for  angled  scrapers  D  to  clear.  On  the  50 
**  under  side  of  hopper  A  and  on  a  level  with  the  bottom  or  platform  C,  openings 
**  a  are  formed  Cor  the  outlet  of  the  material.    To  the  side  of  these  openings  are 
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"  attached  the  angled  scrapers  D  which  guide  the  material  to  the  openings  and 
'*  at  the  same  time  keep  the  bottom  or  platform  0  and  the  teeth  or  projections 
"  &  on  star  wheel  or  ring  C^  from  becoming  choked  by  the  material  being 
**  distributed.  To  rotate  the  conical  bottom  or  platform,  teeth  C  are  cast  on  the 
*'  underside  of  same,  to  gear  with  a  worm  E  on  a  countershaft  E^  secured  in  the 
*'  framing  of  the  machine ;  which  countershaft  is  actuated  by  chain  or  spur 
'^  wheel  gear  £  BP  from  the  main  axle  B.  Shoots  e  are  attached  to  the  machine 
^*  to  lead  the  material  from  the  openings  a  in  hopper  on  to  the  drills  or  as  shown 
"  in  Figure  1  in  the  case  of  broad-cast  distribution  on  to  horizontal  revolving 
^*  distributing  tables  ^  on  which  radial  vanes  are  formed  for  that  purpose.  These 
"  tables  are  actuated  by  bevel  gear  from  the  counter  shaft  of  the  machine.  On 
"  the  openings  a  of  the  hopper  A,  sliding  doors  d  are  fitted  for  adjustment  and 
"  are  operated  by  levers  and  quadrants  ^  from  the  sides  of  same. 

"  The  above  is  only  described  for  a  two  drill  distributor  but  any  number  of 
"  drills  can  be  supplied  with  material  if  necessary,  by  simply  enlarging  the 


ric.2 


"  hopper  and  multiplying  the  number  of  revolving  bottoms  or  platforms  and 
'*  star  wheels  with  their  accompanying  actuating  gear."  The  Patentee  claimed; 
*•  First.  In  machines  for  distributing  manure  and  other  granular  material  the 
*<  combination  with  a  hopper  and  revolving  platform  of  a  toothed  ring  or  star 
"  wheel,  substantially  as  herein  described  in  reference  to  and  shown  in  the 
♦*  accomi>anying  drawings. 

'«  Second.  In  machines  for  distributing  manure  and  other  granular  material 
"  the  combination  of  hopper,  revolving  distributing  platform  with  toothed  ring 
"  or  star  wheel  and  scrapers,  substantially  as  herein  describe^  in  reference  to 
*^  and  shown  in.  the  accompanying  drawings.  ■     ■* 

^fr-Thijdi  In  maohiooD  lor  diotribtiting  mapupo  and  other  ggftnulgg  matoFialj 
^^-tho  oombination  of  hoppor  with  a  revolving  cUotributing  pifttfogm  having  tooth 
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*|  on  ito  nndor  oidc  dpivon  by  a-worm  from  an  aaailiary  ohftft  oabstftDtially  aa 
*^  horoin  doooribod  in  pcforonoo  to  Cbad  ohown  in-tho  aooompapying  drawingo. 

^Fourth i  A  maohiDo  for-diotpibutipg  mttDUPo  and  othcr-grQualftr  mfttoriftl 
^^- fitted  with  hoppop  and  ^povolving  platform  and- haviag  ito  otbop  fittingc 
^^  aprangod  and  oombinod  sabotantially  ao  horoin-desopibod  in  PofoPGDOo  to  and  5 
'*  shown  in  tho  aooompapying  drawingo/^ 

In  1902  the  Respondents  made  and  sold  a  machine  which,  though  it  did  not 
contain  a  star  wheel,  had  a  series  of  radial  rods  projecting  from  the  upper  part 
of  the  revolving  conical  bottom.  The  Complainer  considered  this  an  infringe- 
ment, but  before  taking  proceedings  was  compelled  to  amend  his  Specification.  10 
This  amendment,  which  was  opposed  by  the  Respondents,  was  only  granted  on 
condition  that  no  action  for  infringement  should  be  brought  against  the  latter  for 
any  machines  already  made  or  in  course  of  completion.  The  amendment  was 
made  on  the  2nd  of  April  J 903,  and  is  shown  in  the  Specification  as  printed 
above.  15 

On  the  16th  of  September  1903,  John  Marshall  and  Oliver  Robertson  Baird 
applied  for  a  Patent  for  and  lodged  a  Provisional  Specification  of  a  "  machine 
*' f  or  distributing  Artificial  Manure  and  other  like  Materials."  This  was  the 
Patent  of  the  Respondents  No.  19,943  of  1903. 

On  the  15th  July  1904  (after  this   action  had  been  raised)  they  left  the  20 
Complete  Specification  which  was  accepted  on  16th  September  1904.     This 
Specification  (so  far  as  material  for  the  Report)  was  as  follows  :— "  This  invention 
"  relates  to  machines  for  distributing  artificial  manure  and  other  like  or  granular 

material  and  to  that  class  of  machine  which  has  a  revolving  conical  bottom 

!!v?^^o^A^^?^^^^°^®  described  in  the  Specification  of  Marshals  Patent  » 
"  No.  13,249  of  1902. 

**  Fig.  1  is  a  back  view  of  the  machine  shewing  our  improvements  applied 
"  thereto.    Fig.  2  a  side  view  of  same.    Fig.  3  is  a  sectional  elevation  of  part  of 

a  manure  distributing  machine  hopper,  taken  on  line  1,  2  of  Pig.  4.  Pig.  4  is 
"  a  sectional  plan  of  Fig.  1.    ...  30 

"  The  Mtificial  manure  or  other  like  material  is  placed  into  the  hopper  A.    It 

*  is  then  discharged  from  the  outlets  a  and  a*  Fig.  4,  through  the  hopper's  side 
by  mems  of  the  horizontal  discharge  wheels  B  and  C  into  the  shutes  D  and  E 
which  deliver  the  manure  on  to  the  spreading  discs  F  and  G  which  scatter  the 

"  manure  broadcast ;  the  spreading  discs  F  and  G  being  dispensed  with  when  35 

the  manure  is  required  to  be  sown  into  drills  by  the  shutes  D  and  E  or 
!i  ??^^^  ^^  smaller  spreading  discs  which  are  preferably  circular.    The  discs 

±  and  G  are  capable  of  adjustment  by  means  of  the  lever  P  which  is  connected 
"  to  the  rocking  arm  Q ;  the  set  position  of  the  said  lever  being  eflEected  by 
"  means  of  the  quadrant  q,  Fig.  1.    The  horizontal  discharge  wheels  B  and  C  are  40 

mounted  at  each  side  of  the  hopper  A  and  rotate  upon  vertical  axes  and  the 
"  arrangement  is  such  that  a  portion  of  the  said  discharge  wheels  rotates  within 
« the  outlets  a  and  a^  of  the  hopper.    These  horizontal  discharge  wheels  are 

rotated  through  gearing  from  the  axle  of  the  machine  and  rotate  simultaneously 
"  with  the  rotation  of  the  conical  bottom  G  of  the  hopper  A ;  as  hereinafter  45 
"  more  particulariy  referred  to.    The  outlets  a  and  a^  through  the  side  of  the 
•*  hopper  are  guarded  by  stops  or  checks  c  c^  which  are  secured  from  the  out- 
•*  side  of  the  hopper  as  shewn  at  e^  Fig.  4,  and  which  bear  against  or  in  proximity 

*  with  the  portion  c»  of  the  revolving  bottom  G.    As  the  bottom  of  the  hopper, 

«  with  its  cone,  revolves  with  the  material  upon  it,  the  material  is  carried  out  50 
"  by  the  revolution  of  the  horizontal  discharge  wheels  B  and  C,  through  the 
"  outlets  a  a^ ;  the  stoppers  which  guard  the  outlets  acting  as  a  check  or  stopper 
•*  for  the  manure,  enabling  the  horizontal  discharge  wheels  B  and  C  to  act  with 
"  the  utmost  certainty  and  ensuring  a  regular  discharge.  The  stops  or  checks 
"  c  and  ^  are  preferably  of  a  curved  segmental  shape  as  shewn  in  Fig.  4»  so  as  55 
•*  to  fit  the  periphery  of  the  horizontal  discharge  wheels  B  and  C. 


Vol,  XXII.,  No.  25.]     AND  TRADE  MARK  OASfiS.  589 

Wallace  v.  Alexander  Jack  &  Sons  Ld. 

"  The  horizontal  discharge  wheels  are  particularly  applicable  for  the  steady 
"  discharge  of  manure  of  a  sticky  nature.  A  further  advantage  of  the  horizontal 
*'  discharge  wheels  is  that  the  material  is  forced  in  a  regular  stream  irrespectiye 
"  of  the  inequality  of  the  ground  over  which  the  machine  travels.  .  .  . 
5  The  Patentees  claimed  : — **  1.  The  machine  for  distributing  artificial  manure 
**  and  other  like  or  granular  material,  as  described.  2.  In  machines  for  distri- 
**  buting  artificial  manure  and  other  like  or  granular  material,  having  hopper 
"  and  revolving  bottom,  the  employment  of  the  horizontal  discharge  wheels  B 
'*  and  C,  substantially  as  hereinbefore  described.    3.  In  machines  for  distributing 

10  "  artificial  manure  and  other  like  or  granular  material,  the  arrangement  and 
"  construction  of  the  horizontal  discharge  wheels  B  and  C  and  the  gearing 
"  therefor,  substantially  as  hereinbefore  described.  4.  In  machines  for  distri- 
"  buting  strtificial  manure  and  other  like  or  granular  material,  the  combination 
"  of  the  hopper  A,  revolving  bottom  G,  horizontal  discharge  wheels  B  and  C,  and 

15  "  stops  or  checks  c  and  cS  substantially  as  hereinbefore  described.  5.  In 
"  machines  for  distributing  artificial  manure  and  other  like  or  granular  material, 
"  the  hopper  A,  revolving  bottom  G,  horizontal  discharge  wheels  B  and  C,  stops 
"  or  checks  c  and  c\  in  combination  with  the  adjustable  delivery  discs  F  and  G 
*«  of  MarshalVa  prior  Patent  No.  13,249  of  1902,  as  described." 


nc.3. 


FfC.4. 


20  The  Respondents  manufactured  and  sold  machines  made  in  accordance  with 
this  Specification,  except  that  some  of  them  had  three  small  triangular  ribs 
attached  to  the  conical  revolving  bottom  (G  in  Fig.  3)  of  the  ho])per  (A  in 
Fig.  3)  described  in  the  Specification.  These  ribs,  which  were  placed  rather 
more  than  half  way  up  the   slope  of    the  cone,   projected   above   its   base, 

25  but  not  beyond  its  periphery.  As  the  result  of  experiments  made  by  them, 
however,  they  came  to  the  conclusion  that  these  ribs  were  useless  and, 
some  time  after  the  present  action  was  raised,  ceased  attaching  them  to 
their  machines.  The  Complainer  considered  that  such  machines,  with  or 
without  ribs,  or  at  least  with  ribs,  were  infringements  of  his  Patent,  and  raised 

30  the  present  action  of  suspension  and  interdict.  The  prayer  was  to  interdict 
the  Respondents  from  '^  infringing  the  Letters  Patent  dated  23rd  June  1899,  and 
"  numbered  13041*  of  1899,  granted  to  the  Complainer  for  improvements  in 
"  machines  for  distributing  manure  or  other  granular  material,  by  making, 
**  vending,  supplying,  or  using  in  the  United  Kingdom  of  Great  Britain  and 
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"  Ireland  or  the  Isle  of  Man,  in  whole  or  in  part,  without  the  consent,  license, 
"  or  agreement  of  the  Com  plainer,  the  inventions  or  any  of  them  forming  the 
**  subject  of  the  said  Letters  Patent  and  described  and  claimed  in  the  several 
"  Specifications  relative  thereto  ;  and  to  interdict,  prohibit,  and  discharge  the 
**  Respondents  by  themselves  or  by  others  during  the  continuance  of  the  said  5 
"  Letters  Patent  from  directly  or  indirectly  making,  vending,  supplying,  or 
"  using  in  whole  or  in  part  in  the  said  United  Kingdom  or  Isle  of  Man,  without 
**  consent,  license,  or  agreement  as  aforesaid,  machines  for  distributing  manure 
'*  and  other  granular  material  in  which  machines  there  is  the  combination  with 
"  a  hopper  and  revolving  platform  of  a  toothed  ring  or  star  wheel  substantially  10 
"  as  described  in  the  Specification  dated  20th  March  1900,  and  filed  on  21st  March 
"  1900  in  pursuance  of  the  said  Letters  Patent  (which  Specification  was  amended 
**  in  accordance  with  the  decision  of  the  Comptroller  General  of  Patents  dated  the 
"  2nd  day  of  April  1903),  in  reference  to  and  shown  in  the  Drawings  accompany- 
"  ing  the  said  Specification  as  amended  ;  or  by  making,  vending,  supplying,  or  15 
"  using  in  whole  or  in  part  in  the  said  United  Kingdom  or  Isle  of  Man,  without 
"  consent,  license  or  agreement  as  aforesaid,  machines  for  distributing  manure 
"  and  other  granular  material  in  which  machines  there  is  the  combination  of 
"  hopper,  revolving  distributing  platform  with  toothed  ring  or  star  wheel  and 
"  scrapers  substantially  as  described  in  the  said  Specification  as  amended  in  refer-  20 
"  ence  to  and  shown  in  the  said  Drawings ;  or  by  making,  vending,  supplying, 
"  or  using  in  whole  or  in  part  without  consent,  license,  or  agreement  as  af ore- 
"  said,  machines  for  distributing  manure  and  other  granular  material  in  which 
"  machines  there  is  a  combination  of  hopper,  revolving  platform  and  toothed 
*'  ring  or  star  wheel  substantially  the  same  as  is  described  in  the  said  Specifica-  25 
"  tion  as  amended  and  from  further  or  otherwise  infringing  in  any  manner  of 
**  way  the  rights  and  privileges  and  advantages  granted  by  the  said  Letters 
"  Patent  or  any  of  them  ;  and  to  grant  interim  interdict." 

The  Respondents  put  in  a  Statement  of  Facts  in  which  they  averred  that  the 
machine  manufactured  by  them  was  different  in  essential  particulars  from  that  30 
of  the  Complainer,  and  that  its  discharging  action  was  entirely  different  from 
and  superior  to  that  of  the  Complainer.  They  also  averred  that  the  alleged 
invention  was  not  the  subject-matter  of  a  grant  of  Letters  Patent ;  and  that 
there  was  no  ingenuity  or  invention  displayed  in  the  same  ;  moreover,  that 
there  was  no  suflBcient  distinction  between  what  was  old  and  in  use  and  known  35 
at  and  prior  to  the  date  of  the  Patent,  and  what  (if  anything)  was  new,  or 
claimed  as  new  by  said  alleged  invention ;  and  that  inventions  were  therein 
claimed  as  new  which  were  old  and  well  known  at  the  date  of  the  Patent. 
They  further  averred  that  Complainer's  Patent  was  invalid  in  respect  that  the 
alleged  invention,  or  at  least  material  parts  thereof,  were  not  new  and  original  40 
at  the  date  of  the  Patent.  The  following  Specifications  were  referred  to  as 
anticipations  :— (1)  William  Davidson,  No.  8575  of  1886  ;  (2)  William  PhiUips 
Thompson,  No.  15,089  of  1887;  (3)  James  M'Kidd,  No.  14,492  of  1890; 
(4)  Thomas  Charles  Sargeant,  No.  11,261  of  1896,  and  (5)  Edwin  Daniel  Mead, 
No.  3785  of  1897.  ^         \  J  »  ^ 

Davidson*s  Patent  was  for  a  manure  distributor  consisting  of  a  hopper  or 
box  with  a  revolving  bottom  and  fitted  with  scrapers.  In  one  form  the  bottom 
was  flat,  in  another  it  had  a  conical  hood  fixed  on  or  over  it  to  direct  the 
material  towards  its  outer  edge.  It  was  not  proved  that  the  latter  form  had 
ever  been  actually  used.  Thompson's  Patent,  also  for  a  manure  distributor,  50 
showed  a  flat  fixed  hopper  bottom,  having  in  its  centre  a  depression  with  a 
central  delivery  opening,  in  which  revolved  a  distributing  plate  having  a  helical 
lip  with  two  wipers  attached  by  which  the  manure  was  drawn  down.  In 
M*Kidd*s  Patent,  also  for  a  manure  distributor,  the  hopper  had  down  its  centre 
a  revolving  vertical  shaft  to  which  were  attached  two  arms  or  blades  for  stirring  55 
the  material,  and,  at  the  foot,  curved  blades  revolving  just  above  the  fixed 
bottom  of  the  hopper  to  carry  the  material  over  a  delivery  hole  in  the  bottom. 
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SargeanPs  Patent,  also  for  a  manure  distributor,  had  an  endless  chain  passing 
through  the  hopper  just  above  its  flat  fixed  bottom  and  drawing  out  the  manure. 
There  was  in  SargeanCs  machine  a  star  wheel,  but  not  the  same  as  Wallace's 
wheel  in  form  or  function.  SargeanVs  wheel  consisted  of  legs  meeting  at 
5  the  centre  ;  and  it  acted  as  a  stirrer.  Wallace^s  wheel  had  short  legs  set  in  a 
solid  wheel.  Its  function,  as  will  be  seen,  was  in  dispute.  Mead's  Patent, 
for  a  manure  distributor,  had  a  flat  revolving  bottom  with  a  scraper  wheel 
eccentrically  placed  and  carrying  an  ordinary  stirrer. 
Besides  these   Specifications   that  of    MacKellar,  No.  5210  of    1897,  was 

10  produced  and  founded  on  at  the  trial,  the  Complainer  not  objecting  on  the 

ground  of  want  of  notice.     Here  the  hopper  had  a  spindle  projecting  out 

through  its  bottom,  the  end  of  the  spindle  being  provided  with  a  distributor 

having  several  short  radiating  arms. 

The  Respondents  added  that  the  Complainer^s  Patent  had  been  anticipated 

15  by  the  prior  use  of  the  machines  of  Davidson^  M^Kiddy  Sargeant  and  MacKellar 
by  parties  whom  they  named ;  also  by  the  use  by  Follows  &  Bate  Ld. 
engineers,  Gorton,  Manchester,  of  a  paint  mill  having  a  dome-shaped  bottom 
and  a  couple  of  arms  extending  from  its  centre  to  stir  the  paint. 

On  the  12th  of  May  1904,  the  Lord  Ordinary  on  the  Bills  ordered  intimation 

20  and  answers  in  eight  days.  On  the  26th  of  May  he  passed  the  Note  to  the 
Court  of  Session,  the  Respondents  not  objecting,  but  without  a  grant  of  interim 
interdict.  On  the  15th  of  June  the  cause  was  sent  to  the  Adjustment  Roll,  and 
on  the  2l8t  of  June  was  continued  in  order  that  the  Complainer  might  answer 
the  Respondent's  Statement  of  Facts.  The  record  was  closed  on  the  28th  of 

25  June,  and  the  case  was  sent  to  proof.  On  the  30th  of  November  and  1st 
December  Proof  was  taken  before  Lord  KiNCAlRNBY,  but  his  Lordship 
being  removed  to  the  Inner  House  the  case  was  sent  to  Lord  DUNDAS,  before 
whom  continued  Proof  was  taken  on  the  31st  of  May  and  the  1st  and  2nd  of 
June  1905. 

30  The  chief  witnesses  examined  on  the  two  sides  were — for  the  Pursuers : 
WilHam  T?iomas  Rowden^  Emeritus  Professor  of  Applied  Mechanics  in  the 
Andersonian  and  Technical  Colleges,  Glasgow ;  John  Shne  of  W.  R.  M. 
Thompson  A  Co.^  Chartered  Patent  Agents  of  Glasgow.  For  the  Respondents  : 
Richard  Stanfield,  Professor   of   Engineering    in    the  Heriot-Watt    College, 

35  Edinburgh ;  Sydney  Smith,  Expert  Engineer,  of  Brigg,  Lincolnshire. 

From  the  Proof,'  which  is  fully  dealt  with  in  the  Lord  Ordinary's  Judgment, 
it  appeared  that  the  difficulty  to  be  overcome  by  inventors  in  constructing  an 
efficient  manure  distributor  for  artificial  manures  was  to  find  a  machine  in 
which  the  material  would  be  brought  to  the  bottom  of  the  hopper  slowly  and 

40  regularly.  The  tendency  of  the  manure  is  to  jam  or  "arch"  in  the  upper  part 
of  the  hopper  and  to  leave  the  lower  part  empty.  When  it  has  reached  the 
bottom  of  the  hopper  it  can  be  ejected  in  different  ways.  This  "  arching  "  takes 
place  especially  in  the  case  of  some  artificial  manures,  which,  though  dry,  are 
easily  made  pasty  when  worked  with.    Previous  to  the  Complainer's  invention 

45  the  difficulty  had  not  been  satisfactorily  overcome.  Stirrers  of  various  sorts 
were  of  little  use.  They  made  the  manure  pasty  and  "arching"  followed. 
The  Complainer's  machine  overcame  this  difficulty.  The  theory  put  forward 
on  his  behalf  was  that  the  star  wheel,  gripping  the  material  above  it  and 
carrying  it  round  caused  friction  in  the  body  of  the  material  between  that  part 

50  carried  round  by  the  wheel  and  the  part  adherring  to  the  sides,  and  thus  broke 
down  the  incipient  "  arching."  He  contended  that  the  ribs  in  the  Respondent's 
machine  (which  also  worked  successfully)  had  the  same  function  and  were 
mere  imitations  of  his  star  wheel.  The  Respondents,  on  the  other  hand, 
contended  that  the  function  of  the  star  wheel  was  merely  to  bring  the  material 

55  round  to  the  scrapers  and  so  force  it  out  of  the  apertures  in  the  bottom  of  the 
hopper.  By  a  series  of  experiments  they  showed  that  the  success  of  their 
(the  Respondents')  machine  was  not  dependent  on  the  presence  of  the  ribs,  but 
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that  it  did  depend  on  the  presence  of  the  force-feed  ejecting  wheels.    In  the 
Complainer's  machine  the  star  wheel  was  essential  for  success. 

On  the  20th  and  21st  of  July  Counsel  was  heard. 

The  Counsel  for  the  Complainer  were  Clyde  K.C.,  Cooper  K.C.,  and  Anderaon 
(instructed  by  Clark  and  Macdonald^  S.S.C.)  ;  the  Counsel  for  the  Respondents  5 
were  Campbell  K.C.,  and  Graham  Stewart  (instructed  by  Davidson  and  Syme^ 
W.S.). 

Counsel  for  the  Complainer. — ^We  admit  that  conical  hoppers,  moving  bottoms, 
conical  bottoms,  and  scrapers  are  all  old.  But  the  present  combination  of  them  is 
new.  Also  the  invention  contains  a  new  feature  in  the  shape  of  the  star  wheel.  10 
True,  SargeanVs  Specification  shows  apparatus  called  a  star  wheel,  but  that  was 
of  different  construction,  and  different  function,  and  was  differently  placed 
from  the  Complainer's.  It  was  a  stirrer.  His  star  wheel  has  the  functions  of 
carriage  and  support.  The  Complainer's  machine  was  the  first  to  successfully 
overcome  the  difficulty  of  arching.  The  Respondents'  is  merely  a  colourable  15 
imitation  of  the  Complainer's.  First  they  put  in  a  number  of  spikes  above  the 
bottom  of  the  hopper,  plainly  suggested  by  the  star  wheel.  When  they  aban- 
doned these  they  adopted  the  three  ribs  which  have  the  same  function  of 
gripping  the  material  and  carrying  it  round,  though  they  subserve  that  function 
less  efficiently.  The  force-feed  ejecting  wheels  are  an  immaterial  addition.  20 
All  the  essential  parts  of  the  Complainer's  combination  are  there.  The  ribs  are  a 
mechanical  equivalent  for  the  star  wheel.  We  have  here  a  case  of  mere  colourable 
imitation,  such  as  there  was  in  the  Leeds  Forge  Company  Ld.  v.  Deighton 
(21  R.P.C.  487,  vide  p.  496).  Besides  the  Complainer's  Patent  being  for  a  machine 
which  for  the  first  time  accomplished  a  new  purpose,  namely,  the  breaking  up  25 
of  "  arching  "  and  getting  the  material  down  to  the  bottom  of  the  hopper,  is  a 
Master  Patent  and  eminently  entitled  to  protection  against  inventions  which 
only  substitute  one  detail  device  for  another.  Broivn  v.  Hastie  (7  F.  97  ;  21  R.P.C. 
445,  and  22  R.P.C.  85),  Britis?i  Dynamite  Company  Ld.  v.  Krebs  (13  R.P.C.  190). 
It  is  in  a  better  position  than  an  ordinary  combination  Patent.  As  to  the  30 
objection  made  by  the  Respondents  to  the  first  Claim  in  the  Complainer's  Speci- 
fication, the  Claim  is  a  good  one,  for  it  describes  a  practicable  method  of 
bringing  the  manure  down  to  the  foot  of  the  hopper  whence  it  can  be  extracted 
by  any  of  the  known  methods. 

Counsel  for  the  Respondents. — This  is  a  mere  combination  Patent.    All  the  35 
parts  are  old,  though  they  had  not  previously  been  used  together.    We  do  not 
argue  that  there  was  anticipation,  but  there  was  widely  spread  knowledge  on 
the  subject  of  the  use  of  all  these  elements  in  manure  distributors.    Mead's 
machine  came  very  near  the  Complainer's.     In  it  there  was  a  conical  hopper 
with  ribs  and  a  scraper  wheel  at  the  bottom.     The  object  of  those  ribs  in  the  40 
inventor's  mind  was  probably  not  to  grip  and  carry  the  material,  but  they  did  in 
fact  do  so.    This  is^the  object  that  the  Complainer  now  assigns  to  his  star  wheel, 
though  it  is  not  mentioned  in  his  Specification.    The  Complainer's  Patent  is 
merely  at  best  a  Patent  for  a  new  combination.     It  is  not  a  Master  Patent.    In 
the  state  of  previous  knowledge  and  achievement  there  was  no  room  for  a  45 
Master  Patent  in  this  region.    Not  being  a  Master  Patent,  the  rule  of  mechanical 
equivalents  has  little  application  to  it.     There  is  no  infringement  unless  the 
whole  combination  is  taken  (^Gwynne  v,  Drysdale  13  R.  684  at  689  ;  3  R.P.C.  65) 
or  unless  at  most  there  is  a  mere  modification  of  unessential  details.     But  here 
the  very  essential  of  the  Patent,  the  star  wheel,  is  omitted.    The  present  case  is  50 
a  fortiori  of  Consolidated  Car  Heating  Company  v.  Came  (L.R.  [1903]  App. 
Cas.  509;    20  R.P.C.  745)   for  there  the   Plaintiffs'  was  the   first  successful 
machine.     There  were  manure  distributors  which  had  success  in  practice  before 
the  Complainer's.    Mead's  worked  well.    The  Complainer's  Patent  is  merely 
for  an  improvement  in  a  well-known  machine.        Thus,  the  case  resembles  55 
Brown  v.  Jackson  (12  R.P.C.  311 ;    L.R.   [1895],  App.  Cas.  446),  and    not 
Henderson  y,  Clippens  Oil  Company^  Ld.  (10  R.H.L.  38).   Besides,  if  mechanical 
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eqnivalents  are  to  be  considered,  the  ribe  are  not  a  mechanical  equivalent  for 
the  star  wheel,  such  as  would  occur  to  an  ordinary  skilled  workman  {Nicolas  on 
Patents,  p.  160,  and  cases  cited  there).  In  fact,  the  function  of  the  ribs  is  one  of 
stirring,  not  one  of  support  and  carriage  such  as  the  Complainer  avers  to  be 
5  the  function  of  the  star  wheel.  The  ribs  are  not  essential  to  the  working  of 
Respondents'  machine,  and  they  now  make  it  without  ribs  ;  further,  the  Com- 
plainer's  Patent  is  invalid  in  respect  that  one  of  the  inventions  claimed  is  not 
useful.  Their  first  Claim  is  for  the  combination  with  the  omission  of  scrapers. 
Now  without  scrapers  the  machine  would  not  work.    Scrapers  are  essential. 

10  Hence  this  Claim  is  bad  and  the  Patent  is  therefore  invalid  {Mxirchland  v. 
.NicoUon  17  R.P.C.  417  ;  20  R.  1006).     As  to  the  Complainer's  reply,  the  distri- 
bution of  manure  and  not  the  bringing  it  to  the  bottom  of  the  hopper  is  the 
•  object  of  the  invention  as  set  forth  in  the  Specification. 

On  the  1st  of  July  1905,  Lord  DUNDAS  delivered  judgment  refusing  the 

15  interdict  asked  for. 

Lord  DuNDAS. — The  Complainer,  Mr.  Walla^cey  an  agricultural  implement 
maker  at  Castle  Douglas,  is  the  holder  of  Letters  Patent  dated  in  1899,  the 
Specification  relative  to  which  was  amended  in  1908,  for  an  invention  for 
improvements  in  machines  for  distributing  manure,  &c.    He  seeks  to  interdict 

20  Alexander  Jack  A  Sana,  Limited^  agricultural  implement  makers,  Maybole,  from 
infringing  his  said  Letters  Patent,  by  making,  selling,  or  using  machines  sub- 
stantially described  in  his  amended  Specification  and  Claims.  The  Respondents 
deny  that  they  have  infringed,  and  they  also  plead  that  the  Complainer's  Letters 
Patent  are  invalid. 

25  It  is  important  at  the  outset  to  see  what  is  specified  and  claimed  by  the  Complainer 
in  his  Specification.  The  Complainer's  Specification  (as  amended)  is  headed  "  Im- 
"  provements  in  machines  for  distributing  manure  or  other  granular  material.*'  It 
sets  out "  This  invention  has  for  its  objects  the  production  of  a  more  perfect  appa- 
*^  ratus  forthedistribution  of  artificial  manure,granularmaterial  or  like  substances, 

30  "  than  has  been  in  use  hitherto."  Drawings  are  appended  "  of  my  improvements 
"  as  applied  to  manure  or  other  distributors."  The  .Specification  describes  a 
**  conical  shaped  hopper  A,"  and  a  revolving  "distributing  bottom  or  platform  C  and 
"  star  wheel  C^which  keeps  the  material  in  motion  and  prevents  caking.  The  hopper 
•**  bottom  or  platform  C  is  conical  and  is  stepped  at  C  half  way  between  the  l^e 

35  "  and  the  apex  to  receive  the  star  wheel  or  toothed  ring  C^  to  which  it  is  secured 
**  by  a  groove  or  projection  as  at  C*,  so  that  both  travel  together.  The  teeth  or 
"  projections  C^  on  diis  wheel  or  ring,  lie  at  the  same  angle  as  the  conical  bottom 
"  or  platform  C,  and  a  clear  space  is  left  between  the  teeth  and  bottom  part  of 
"  «ame  for  angled  scrapers  D  to  clear."    There  are  openings  for  the  outlet  of 

40  the  material  h'om  the  hopper,  to  the  side  of  which  '<  are  attached  the  angled 
^'  scrapers  D  which  guide  the  material  to  the  openings,  and  at  the  same  time 
**  keep  the  bottom  or  platform  C  and  the  teeth  or  projections  C  on  the  star 
."  wheel  or  ring  C^  from  becoming  choked  by  the  material  being  distributed.*' 
The  Complainer  claims  :     "  First. — In  machines  fur  distributing  manure  and 

45  *'  other  granular  material,  the  combination  with  a  hopper  and  revolving 
"  platform  of  a  toothed  ring  or  star  wbeel  substantially  as  herein  described 
'*  in  reference  to  and  shown  in  the  accompanying  drawings."  The  second 
Claim  is  almost  verbatim  the  same  as  the  first,  but  it  adds  ^'and  scrapers." 
The  third  and  fourth  Claims  were  deleted  when  the  Specification  was  amended 

50  in  1903. 

.  There  is  no  dispute  that  all  the  elements  specially  referred  to  in  the  second 
Claim,  the  hopper,  the  revolving  platform  (both  of  which  are  described  and 
drawn  as  conical),  the  toothed  ring  or  star  wheel,  and  the  scrapers,  were  known 
and  used  at  the  date  of  the  Complainer's  application,  but  the  combination  of 

55  them  was  new,  and  the  Respondents'  Counsel  admitted  that  the  machine  as 
described  in  that  Claim  was  one  of  practical  merit  and  utility.  Apart  from  that 
(idniif»lon^  th^re  iaiabundant  evidence  .upon  the  latter  point 

3  B 
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It  appears  that  in  1902  the  Respondents,  who  seem  to  have  had  some  curiosity 
as  to  the  nature  of  the  Complainer's  machine,  made  and  sold  a  machine  -which, 
though  it  did  not  contain  the  Complainer's  star  wheel,  had  a  series  of  radial 
rods  projecting  from  the  upper  part  of  the  revolving  cone.  Mr.  Wallace  com- 
plained that  this  was  an  infringement  of  his  Patent.  In  1903,  Mr.  Wallace  5 
applied  to  the  Comptroller  General  for  leave  to  amend  his  Specification  in 
certain  particulars,  and  the  Respondents  opposed  this.  The  parties  came  to  a 
Eort  of  compromise,  which  is  set  out  in  the  Comptroller's  decision,  under  which 
the  opposition  to  the  amendment  was  withdrawn,  "  no  action  for  infringe- 
"  ment  to  be  brought  against  the  opponents  or  any  purchasers  from  them  in  10 
"  respect  of  any  manure  distributing  machines  already  made  and  sold  by  them 
"  or  in  respect  of  any  such  machines  now  made  or  in  process  of  completion."  The 
Respondents  thereafter  discontinued  the  i-adial  rods,  which  were,  I  think,  sub- 
stantially equivalent  in  purpose  and  effect  to  the  star  wheel.  At  a  later  date 
they  began  to  make  and  sell  machines  which  did  not  have  either  the  Com-  15 
plainer's  star  wheel,  or  the  radial  rods,  but  did  have  three  small  triangular  metal 
"  Ribs  "  attached  at  intervals  to  the  bottom  of  the  revolving  cone,  and  projecting 
above  its  base,  but  not  beyond  its  periphery.  It  is  upon  these  ribs  that  the 
present  complaint  of  infringement  is  based.  The  Complainer  and  his  witnesses 
say  that  they  were  designed  and  intended  to  produce,  and  did  in  fact  produce  20 
though  in  a  less  perfect  manner,  the  functions  of  the  star  wheel.  The  Respon- 
dents, on  the  other  hand,  deny  that  the  ribs  were  either  intended  to  perform,  or 
could  in  fact  perform,  these  functions.  They  explain  that  the  ribs  were  designed 
to  act  as  "  stirrers  "  of  the  manure,  a  very  common  feature  in  previously  known 
and  used  machines,  but  that,  since  these  proceedings  were  raised,  they  have  .25 
desisted  from  the  use  of  the  ribs,  because  they  have  been  found  by  experience 
to  be  useless,  and,  indeed,  rather  detrimental  than  otherwise. 

I  must  now  consider  the  legal  rights  and  liabilities  of  the  parties.    The 
Complainer  contends  that  his  Patent  is  a  Master  or  Pioneer  Patent.    He  says 
that  it  was  intended  to  effect,  and  did  effect,  a  new  result,  viz.,  the  bringing  30 
down  of  the  manure  to  the  bottom  of  the  hopper,  by  means  of  a  frictional  process 
to  be  afterwards  more  fully  adverted  to,  a  result  which,  he  contends,  had  not 
been  previously  achieved  in  the  case  of  manures  of  a  sticky  character,  which, 
in  all  previous  machines  of  the  sort,  had  a  tendency  to  *^  arch  "  and  to  decline  to 
descend  to  the  bottom.    He  accordingly  maintains  that  his  invention  falls  35 
within  the  category  of  cases  of  which  Brown  v.  Hastie  (7  F.  97)  is  a  recent 
instance.    I  ain  unable  to  agree  with  this  contention.    The  Bpecification  and 
claims  must,  of  course,  be  read  and  construed  with  reference  to  the  state  of 
prior  knowledge,  and,  so  read,  it  appears  to  me  that  this  is  just  a  Patent  for  a 
combination  of  parts,  all  old,  to  produce  improvements  in  a  result  previously  ^40 
well  known,  viz.,  the  distribution  of  manure  and  other  granular  material.    I ' 
can  not  hold  that  the  Patent  was  a  Master  Patent  for  effecting  a  new  and 
useful  purpose  which  had  not  been  previously  effected.    If  this  view  is  correct, 
the  law  applicable  to  the  case  is  that  stated,  e.g.j  by  Lord  President  Inglis 
in  the  well-known  case  of  Owynne  v.  Drysdale  (13  R.  684  at  p.  689)  where, .  45 
after  pointing  out  that  if  a  Patent  is  for  a  combination  and  nothing  else,  there  is 
no  infringement  unless  the  whole  combination  is  used,  bis  Lordship  proceeds  : 
"  I  am  not,  however,  to  be  understood  as  saying  that  an  infringe^  by  merely 
'^  omitting  some  immaterial  part  of  the  mechanism  described  in  the  Spepification, 
*^  or  substituting  for  such  immaterial  part  some  mechanical  equivalent,  will  escape  50 
'*  conviction,  if  his  machine  contains  all  the  essential  and  characteristic  features 
'^  of  the  patented  combination.  But  if  in  the  machine  of  an  alleged  infringer  any 
*'  material  part  of  the  patented  combination  is  omitted,  then  the  combination  used 
^<  by  the  allied  infringer  is  a  different  combination  from  that  of  the  patentee. 
'<  The  omission  of  one  material  part  may  be  an  improvement  or  the  reverse.  55 
'^  The  possibility  of  dispensing  with  it  may  be  a  valuable  discovery,  or  the 
''  omission  may  be  made  merely  for  the  purpose  of  avoiding  an  infringementi 
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'^  bnt  in  either  case  the  combination  of  the  patentee,  minus  an  essential  part  of  it,  is 
"  no  longer  his  combination."  (See  also  GonsoUdaied  Gar  Company  L  Jl.  [19(Kl] 
App.  Gas.  508  j  Brotvn  v.Jacksony  L.R.  [1895]  App.  Cas.  Ai6 ;  Henderson  10  R. 
(H.  L.)  38.  Now,  the  Complainer's  star  wheel  is  nndonbtedly  a  material  and 
5  characteristic  feature  of  his  combination,  and  it  is  not  in  my  opinion,  sufficient 
for  his  success  that  he  should  aver  and  prove  that  the  ribs  in  the  Respondents' 
machine  perform  the  same  functions  as  his  star  wheel,  unless  he  can  also,  show 
that  the  ribs  were  a  mere  colourable  and  collusive  variation  upon  the  star  wheel, 
and  such  as  any  artificer  would,  in  the  light  of  existing  knowledge,  recognise  to 

10  be  such.  And  it  appears  to  me  that  the  Complainer  has  entirely  failed  to  prove 
any  of  these  propositions. 

I  must  now  briefly  consider  the  evidence,  which  was  led  at  great  length. 
I  did  not  have  the  advantage  of  hearing  any  part  of  the  Complainer*s  Proof 
which  was  taken  towards  the  end  of  last  year  before  Lord  Kincaiimey^  but  I 

15  have  read  and  reread  it,  as  well  as  the  Respondents'  Proof,  as  carefully  as  I 
could.  The  first  question,  1  think,  is  to  ascertain  what  the  true  functions  of 
the  star  wheel  were  intended  by  the  Complainer  to  be,  and  what  they  in  feet 
were,  in  order  to  compare  the  results  with  the  fiinction  and  effect  of  the 
Respondents'  ribs.    I  confess  that,  reading  the  Complainer's  Specification,  and 

20  having  in  view  the  contemporaneous  extent  of  knowledge  and  invention,  I 
should  have  gathered  that  the  star  wheel  with  its  overhanging  teeth  or  projec- 
tions  was  intended  to  aid  in  carrying  forward  the  materisd  against  the  angled 
scrapers  at  the  orifices,  prevent  it  from  caking,  and  so  achieve,  in  combination 
with  the  other  features  of  the  invention,  an  improved  dischai^e.    And  this  is 

25  substantially  the  account  given  by  the  Complainer  himself  in  his  Statutory 
Declaration,  made  on  the  31st  of  January  1903.  The  Complainer,  however, 
tells  us  that  he  had  another  and  more  important  idea  in  view  when  he  struck 
upon  the  combination  of  star  wheel  with  revolving  cone  and  conical  hopper. 
The  star  wheel  was  to  have  a  supporting  action  upon  the  material  above  it,  and 

30  thereby  to  increase  the  friction  of  the  revolving  manure  against  the  manure 
practically  stationary  at  the  sides  of  the  hopper,  and  so  establish  a  rubbing  or 
rolling  action,  whiph  should  prevent  the  tendency  of  sticky  manures  to  "  arcTi," 
and  induce  them  to  descend  to  the  bottom  of  the  hopper.  The  Complainer*s 
Patent  Agent,  Mr.  Symcy  is  unable  to  say  definitely  whether  or  not  this  idea 

35  was  in  his  mind  when  he  prepared  the  Specification,  but  I  rather  infer  from 
his  evidence  that  it  was  not.  Professor  Bmvden's*  evidence  is  to  the  effect  that 
this  rolling  action,  which  he  ^escribes  at  great  length  and  with  much  greater 
clearness  than  I  could  hope  to  achieve,  ought  to  scientifically, — and  would 
therefore  practically, — ^result  from  the  form  and  position  of  the  star  wheel 

40  relatively  to  the  hopper  and  the  cone.  The  Respondents'  witnesses  demur  to 
the  soundness  of  the  scientific  theory  (e,g.y  8tanfield\)y  and  there  is,  I  think,  no 
actual  proof  that  such  action  as  has  been  indicated  is  in  fact  set  up  by  the  stisu* 
wheel.  Neither,  so  far  as  I  can  see,  is  it  proved  that  the  three  ribs  in  the 
Respondents'  machine  could  operate  any  such  result, — a  suggestion  which  their 

45  witnesses  emphatically  repudiate.  The  truth  is  that,  so  far  as  actual  proof  by 
experiment  goes,  the  Complainer  is  in  an  unfortunate  position,  for  he  hasr 
practically  none  to  go  upon,  and  he  and  his  witnesses  speak  from  theory  only. 
Professor  Rowden  frankly  admits  this  in  his  own  case.  Mr.  Syme  does  so  also. 
The  Complainer  maintaining,  doubtless  in  the  best  of  faith,  his  theory  of 

50  the  star  wheel,  and  the  identity  of  function  between  it  and  the  ribs  used  by  the 
Respondents,  expressed  the  view,  as  he  was  logically  bound  to  do,  that  their 
machine   would   not   work   practically   without   the    ribs,  any  more   than' 
his  own  would  without   the  star  wheel.     Professor  Rowden  had  already 
hazarded  a  similar  opinion.     But   I   think  that  it  is  clearly  proved  that' 

*  An  expert  witness  caUed  by  the  Complainer. 
t  Aa  expert  witness  called  fay{the  Beepondents, 
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the  ribs  liiade  little  or  no  difference  in  the  -working  of  the  Eespondents' 
machine.  At  all  events,  it  will  Work  quite  satis&ctorily  withont  them 
(see  e^.^  Stanfleldy  Trial  No.  1).  The  Respondents'  witnesses,  on  the 
other  Imnd,  made  a  great  variety  of  experiments  with  both  machines,  hoth 
before  and  after  the  adjournment  of  the  Proof  by  Lord  Kincaimey.  I  see  S 
no  reason  at  all  to  suppose  that  these  experiments  were  not  made  honestly  and 
fairly,  by  competent  persona,  and  with  such  materials,  and  under  such  con- 
ditions, as  to  afford  reliable  results.  They  have  completely  satisfied  me  that 
the  functions  of  the  star  wheel  were  not  in  fact  performed  by  the  ribs.  I  do 
not  enter  into  detail.  The  evidence  speaks  for  itself.  But  I  may  mitice,  as  10 
specially  significant,  one  of  the  experiments  spoken  to  by  Professor  Stanfield. 
He  removed  from  one  of  the  Respondents'  machines,  which  had  ribs  on  the  cone, 
certain  force-feed  wheels  which  it  had  to  aid  in  the  discharge,  thus  leaving  it,  if 
the  Comidainer's  theory  were  sound,  in  a  position  exactly  analogous  to  his  own 
machine  with  star  wheel,  but,  of  course,  without  force-feed  wheels,  which  it  15 
never  has.  The  latter  sidmittedly  will  work  welL  But  the  Respondents* 
machines,  under  the  above  conditions,  worked  most  irregularly  and  miBatis* 
fkctorily.  I  agree  with  the  witness  when  he  says,  '^  In  my  view,  that  makes  it 
'^  apparent  that  the  ribs  do  not  perform  the  function  of  the  star  wheeL"  Many 
of  the  other  experiments  spoken  to  by  the  Respondents'  witnesses  point,  I  20 
think,  conclusively  in  the  same  direction.  It  seems,  further,  to  be  abundantly 
proved  that  the  real  analogue  in  the  Respondents'  machine  to  the  Complainer's 
star  wheel  is  the  force-feed  wheels,  to  which  allusion  has  been  made.  I  should 
add  that  I  see  no  reason  to  disbelieve  the  accounts  given  by  the  Respondents  of 
the  introduction  and  subsequent  discontinuance  by  them  of  the  ribs.  And  on  26 
that  matter  I  may  refer  to  the  independent  experiment  of  Mr.  M^Kellar.  For 
the  reasons  which  I  have  stated,  I  consider  that  the  Complainer  has  completely 
failed,  upon  the  evidence,  to  satisfy  the  conditions  which  I  indicated  as  being, 
hi  my  judgment,  necessary  to  his  success.  The  Respondents'  combination  is,  in 
my  view,  a  different  combination  from  that  patented  by  Mr.  Wallace  in  1899.       30 

Two  points  remain,  which  call  for  a  brief  notice.  First,  in  my  opinion, 
anticipation,  as  a  substantive  defence,  has  not  been  made  o\;it.  It  would  serve 
no  good  purpose  to  dwell  in  detail  upon  the  various  Specifications  and  relative 
models  which  are  referred  to  in  the  evidence.  These  are  useful  as  showing  the 
state  of  prior  knowledge,  but  that  the  Complainer's  combination  was  not  35 
anticipated  is,  I  think,  conceded  by  some  of  the  Respondents'  own  witnesses. 
Secondly,  the  Respondents'  counsel  argued  that  the  first  Claim  in  the  Com- 
plainer's Specification  was  invalid,  and  therefore,  that  the  Patent,  as  a  whole, 
was  invalid  (Muixhland  20  R.  1006).  In  the  view  which  I  take  of  the  case,  it 
is  unnecessary  to  decide  this  point.  It  .is  sufficient  to  say  that  I  should  have  40 
found  great, difficulty  in  rejecting  the  argument  of  the  Respondents,  because  I 
think  OiBt  the  first  Claim  as  it  stands,  discloses  no  invention  from  which  any 
practical  result  could  be  obtained.  (^Simpson  v.  Holliday  L.R.  1  K  &  I.  App. 
315).  If  it  stood  by  itself,  it  might  fairly  be  argued  that,  as  the  scrapers,  which, 
it  is  abundantly  proved  are  absolutely  necessary  to  make  the  Complainer's  45 
machine  one  of  practical  utility,  are  duly  described  in  the  Specification,  apd 
shown  in  the  Drawings,  they  were  intended,  and  must  upon  a  fair  construction 
be  held,  to  have  been  part  of  what  is  claimed  for.  But  this  argument  seems  to 
be  defeated  in  view  of  the  terms  of  the  second  Claim,  which  is  identical  with 
the  first,  except  that  the  scrapers  are  specifically  mentioned.  This  seems  to  50 
show  that  the  Complainer  deliberately  intended  to  claim  for  his  invention 
under  the  fost  head  without  the  scrapers. 

Upon,  the  whole  matter,  I  am  of.  opinion  that  no  infringement  of  the  Com- 
{daine^s  Patent,  assuming  it  to  be  valid,  has  been  made  out,  and  that  the 
prayfiroithe-Hote  must  be  refused.. 55 
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5  Pa,tent. — Action/or  infringement — Trueandfirst  inventor. — Communication 
to  third  party. — Novelty. — Snlject-matter. — Patent  held  valid. — Jtidgment  for 
Plaintiff. 

P.  was  the  grantee  and  owner  of  a  Patent  for  a  method  of  setting  boiler  blocks 

with  a  cavity  behind.    An  action  having  been  brought  for  infringement  of  this 

10  Patent  J  the  Defendants  alleged  that  one.  S,  was  the  true  and  first  inventor 

and   had   communicated  the  invention  to  the  Plaintiff.    They  also  alleged 

anticipation  by  prior  user  and  otherwise. 

Held,  that  there  was  no  evidence  of  communication  of  the  invention  to  the 

Plaintiffs   and   there   was   a   substantial  difference  between  the  Plaintiff*s 

15  invention  and  the  alleged  anticipations.    Judgment  was  given  for  tlie  Plaintiff. 

On  the  15th  of  September  1899  Letters  Patent  (No.  18,651  of  1899)  were 

granted  to  William  PouUon  for  ^^  Improyements  in  and  relating  to  the  setting 

*^  of  boilers  and  the  like." 

The  Complete  Speoification  was  as  follows  : — ^'^  This  invention  has  reference 

20  ^'  to  the  setting  of  boilers  and  has  for  its  object  to  obviate  the  defects  in  the 

'*  setting  dne  to  expansion  of  the  boiler. 

*^  In  the  nse  of  the  ordinary  blocks  for  boiler  setting  and  the  like  the  arched 
**  or  curved  blocks  that  are  mounted  at  the  top  of  the  downtake  or  other  flue  at 
'<  the  back  end,  and,  occasionally,  in  certain  types  of  boilers,  also  at  the  front 
25  '^  end  of  the  boiler,  are  occasionally  broken  by  reason  of  the  strain  induced 
^^  in  them  as  a  consequence  of  the  expansion  of  the  boiler  in  working  ;  while 
^  the  brick  walls  upon  which  the  blocks  rest  are  often  also  badly  strained.  My 
^  invention  is  designed  to  remedy  this  defect,  and  it  consists  in  constructing 
^  the  arched  or  curved  blocks  of  the  boiler  setting  that  are  situated  at  the  top 
30  ^  of  the  beforie  mentioned  flues  or  also  upon  the  sides  of  the  boiler  so  that  the 
*^  edge  or  extremities  of  the.  blocks  next  the  boiler  may  move  to  an  extent 
«'  corresponding  to  the  expansion  and  contraction  thereby  avoiding  the  strain 
^  that  usually  results  in  the  formation  of  cracks  and  openings,  or  the  destruction 
^'  of  the  blocks, 
85  .  *^.  In  the  accompanying  sheet  of  drawings  illustrating  the  invention.  Figure  1 
**  is  a  perspective  view  of  one  form  of  my  improved  block  ;  while  Figure  2  is  a 
^  sectional  eleyation  of  the  block  fitted  to  the  end  of  the  boiler.    Figure  3  is 

3  F 
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a  sectional  eleyatlon  of  a  modified  form  of  block  in  position  upon  the  brick- 
work of  a  boiler,  the  block  being  provided  with  an  overhanging  edge  for  the 
purpose  hereinafter  described,  while  Figure  4  is  a  similar  view  of  a  block 
with  the  brickwork  arranged  in  a  differ  3nt  manner. 

"  In  carrying  the  invention  into  effect  as  illustrated  in  Figures  I  and  2,  I  5 
provide  ft  block  a  of  ftrched  or  curved  or  other  suitable  shape  having  preferably 
each  of  its  edges  b,  c,  rounded,  the  one  b  for  the  purpose  of  line  contact  with 
the  sides  and  ends  of  the  boiler  in  accordance  with  the  well  known  'Poulton* 
system  of  boiler  setting,  while  the  other  c  is  preferably  also  rounded  for  the 
purpose  of  permitting  the  block  when  mounted  in  position  to  slightly  move  10 
or  pivot  upon  its  end.     For  this  purpose  the  brickwork  surrounding  the 
blocks  thus  provided  is  so  constructed  as  to  allow  of  a  cavity  within  which 
this  necessary  movement  of  the  blocks  can  take  place.    For  preventing  any 
dust  or  dirt  from  passing  into  this  cavity  a  T  or  other  shaped  cover  plate  d  is 
mounted  between  the  extreme  outer  and  upper  edge  of  the  blocks  and  the  15 
top  surface  of  the  brickwork.    This  cover  plate  d  may  extend  along  the  end 
or  ends  of  the  boiler  and  is  preferably  loose,  but  it  may  if  desired  be  secured 
to  the  brickwork. 

'*  Instead  of  employing  a  cover  plate  the  blocks  may  be  provided  with  over- 
lapping edges  ey  as  illustrated  in  Figure  3  which^  while  permitting  the  80 
necessary  movement  of  the  block  a,  will  prevent  dust  or  dirt  from  passing 
into  the  cavity  behind  it.  Or,  instead,  the  brickwork  may  be  caused  to 
overhang  or  extend  beyond  the  mouth  of  the  cavity  for  the  same  purpose,  as 
shown  in  Figure  4. 

^*  It  will  be  understood  that  the  invention  id  not  limited  to  the  actual  form  of  25 
the  blocks  other  than  the  formation  necessary  for  permitting  the  movement 
required  according  to  the  invention." 


FIC.2. 


The  Patentee  claimed  : — ^*  (IJ  In  blocks  for  boiler  and  the  like  setting, 
*•  Constructing  and  arranging  tne  blocks  with  rounded  edged  where  such 
"  edges  make  contact  with  the  sides  or  ends  of  the  boiler  and  with  the  30 
"  brickwork  thereof,  for  the  purpose  of  taking  up  the  expansion  and  contrac- 
"  tion  of  the  boiler,  substantially  as  hereinbefore  described  and  as  illustrated 
"  4n  the  accompanying  drawings.  (2)  In  boiler  and  the  like  settings,  providing 
'^  a  space  between  the  outer  surfaces  of  the  fire  bnck  blocks  or  setting  bricks, 
**  and  the  inner  wall  ot  surfaces  of  the  encasing  or  surrotiiiding  brickwork  35 
^  or  covering,  substantially  as  and  for  the  purposes  hereinbefore  described. 
<■  (.H)  In  blocks  for  boiler  and  the  like  setting  as  claimed  in  the  First  Claim, 
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*♦  the  provision  of  means  for  preventing  dust  or  dirt  entering  the  cavity  under- 
*'  neath  the  blocks,  snbstantifdly  as  hereinbefore  described  and  as  illustrated  in 
"  the  accompanying  drawingw." 
The  Patentee  commenced  an  action  for  infringement  of  Patent  against  the 
5  Adjustable  Cover  and  Boiler  Block  Company ^  and  claimed  the  usual  relief. 
By  his  Statement  of  Claim  the  Plaintiff  alleged— (1)  that  he  was  the  grantee 
and  owner  of  the  Patent ;  and  (2)  that  the  Defendants  had  infringed  the  second 
claim  of  the  Patent. 
The  Particulars  of  Breaches  set  out  certain  alleged  instances  of  infringement. 
10      The  Defendants  by  their  Defence  denied  infringement,  and  alleged  the 
invalidity  of  the  Patent  by  reason  of  the  matters  in  the  Particulars  of  Objections 
appearing. 

The  Particulars  of  Objections  alleged — (1)  that  the  Patentee  was  not  the  first 

and  true  inventor ;  that  the  first  and  true  inventor  was  one  Stockley ;  (2)  that 

15  the  invention  was  not  new ;  that  the  invention  had  been  published  in  this 

realm  prior  to  the  date  of  the  Patent  by  (A)  the  publication  at  the  Patent  Office 

Library  of  the  following  Specifications :— Taylor  (No.  6594  of  1892)  ;  Walker^ 

U.S.A.  (No.  354,754  of  1886)  ;  and  of  a  Book  entitled  "  Boiler  and  Furnace,*' 

by  W.  Barr  (1898),  pages  241-242  and  Figures  277-279 ;  (B)  by  common 

20  general  knowledge  and  use ;   (C)  by  prior  user  at   the    places   and  dates 

following  :— (1)  at  the  Pumping  Station  Boiler,  Reading  Sewage  Works,  since 

1894 ;  (2)  on  the  boilers  of  Mr.  C.  T.  Phillips^  sawmills,  Wokingham,  since 

1897  ;  (3)  on  the  boilers  of  the  Pall  Mall  Electric  Light  Company  for  many 

years  prior  to  December  1899  ;  (3)  that  the  invention  was  not  useful ;  (4)  that 

25  the  invention  was  not  the  proper  subject-matter  of  valid  Letters  Patent. 

The  Defendants'  alleged  infringing  boiler  block  was  set  like  the  Plaintiff's 

without  cement  with  a  space  behind  ;  the  block,  unlike  that  of  the  Plaintiff,  had  a 

flat  top,  and  no  covering  was  used.    The  Book  "  Boiler  and  Furnace  "  described  a 

method  of  setting  boilers  with  blocks  substantially  similar  to  those  described 

30  in  the  Plaintiff's  Specification,  but  the  joints  were  covered  over  with  earth  to 

make  them  air-tight.    At  Reading  and  at  Wokingham  blocks  similar  to  those  of 

the  Plaintiff  had  been  set,  no  cement  was  us^,  but  the  cavity  behind  the 

block  was  filled  in  with  ashes. 

Moulton  K.C.  and  L.  B,  Sebastian  (instructed  by  John  Bartlett)  appeared  for 

35  the  Plaintiff  \  A.  J.  Walter  and  /.  H.  Cray  (instructed  by  Soames^  Edwards^ 

and  Jones)  appeared  for  the  Defendants. 

Moulton  K.C.  opened  the  Plaintiff's  case.— This  Patent  is  for  a  method  of 
setting  boiler  blocks  to  cover  the  downtakes  and  return  flues.  The  block  must 
make  a  gas  tight  joint  with  the  boiler,  and  at  the  same  time  be  free  to  move  to 
40  allow  of  the  expansion  of  the  boiler  when  heated.  The  Plaintiff  was  the  first 
person  to  use  a  cavity  behind  the  block.  The  Defendants'  block  is  a  mere 
colourable  imitation  of  that  of  the  Plaintiff. 

The  witnesses  called  on  behalf  of  the  Plaintiff  were  : — James  Swinburne^ 
Turton  (who  had  superintended  the  construction  at  Wokingham),  and  the 
45  PMntm  Poulton, 

Charles  Stockley  was  called  for  the  Defendants,  and  gave  evidence  to  the 
effect  that  he  had  invented  the  Plaintiff's  mode  of  setting. 

Evidence  was  tendered  that  Stockley  had  communicated  the  invention  to  the 
Plaintiff's  chief  engineer,    but  the  learned  Judge  declined  to  admit  it  as 
50  relevant. 

Messrs.  Marks^  Langley^  and  Sadler  were  also  called  as  witnesses  for  the 
Defendants.  The  two  latter  gave  evidence  as  to  the  alleged  prior  users.  It  v^as 
proved  that  the  brick  settings  of  the  boilers  at  Reading  had  bulged  and  in  1894 
PoulUm  blocks  were  put  in  with  a  cavity  behind,  the  cavity  being  filled  with 
55  aflhes  ;  the  same  took  place  at  Wokingham.  It  was,  however,  admitted  that  in 
1900  some  of  the  blocks  at  Reading  had  cracked,  and  the  ashes  filling  the  cavity 
were  then  removed. 

3  F  2 
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Walter  summed  np  the  Defendants'  case. — ^The  PlaintiflPs  Specification  sets 
out  as  the  invention  that,  instead  of  fixing  the  PoiUton  blocks,  they  are  left 
free,  and  a  cavity  is  formed  behind  them.  Evidence  is  before  the  Court  that 
at  Wokingham  Poulton  blocks  were  applied  in  this  manner.  It  is  true  that  the 
cavity  was  filled  with  loose  ashes,  but  this  does  not  interfere  with  the  free  5 
action  of  the  blocks  or  differentiate  the  method  of  setting  at  Wokingham  from 
that  described  in  the  Plaintiff's  Specification.  The  method  of  setting  at  Reading 
was  substantially  the  same.  The  setting  recommended  by  Barr  does  not  differ 
substantially  from  that  of  the  Plaintiff.  I  submit  that  the  Patent  is,  therefore, 
shown  to  be  anticipated.  10 

Moulton  K.C.  in  reply. — The  question  of  utility  is  not  now  raised.  The  Defen- 
dants have  shown  that  at  Wokingham  there  was  a  filling  of  ashes  which  almost 
amounted  to  a  cavity,  but  it  was  not  a  cavity.  At  Reading  they  filled  up  the 
space  behind  the  blocks  with  ashes ;  they  never  thought  of  a  cavity.  And  at 
Reading  the  blocks  broke  to  a  large  extent.  Since  they  took  away  the  ashes  in  15 
1900  no  more  blocks  have  broken.  It  is  clear,  therefore,  that  the  packing  of 
ashes  did  make  a  substantial  difference,  and  in  fact  operated  as  a  solid  body. 
The  alleged  anticipating  blocks  shown  in  Barry's  Book  were  to  have  the  joints 
covered  with  earth.  It  is  obvious  that  the  author  meant  the  whole  space 
to  be  filled  with  earth.  I  submit  that  the  cavity,  the  subject  of  the  Plaintiff's  20 
Patent,  did  not  exist  before  the  date  of  that  Patent,  and  that  the  Plaintiff  is 
entiUed  to  judgment. 

Judgment  was  reserved  and  was  delivered  on  the  26th  of  October  1905. 

Warrington  J. — This  is  an  action  for  infringement  of  a  Patent.  The 
infringement  is  admitted,  but  the  validity  of  the  Patent  is  disputed  on  the  25 
following  grounds  :  first,  that  one  Stockley^  and  not  the  Plaintiff,  was  the  true 
and  first  inventor ;  secondly,  that  the  invention  was  used  prior  to  the  Patent; 
and,  thirdly,  that  the  invention  was  anticipated.  The  utility  of  the  invention 
is  proved  beyond  question. 

I  may  dispose  at  once  of  the  ground  of  defence  which  suggests  that  StocMey^  30 
and  noc  the  Plaintiff,  was  the  true  and  first  inventor,  by  saying  that  certain 
evidence  in  support  of  it  was  tendered  which  in  my  opinion  I  was  bound  to 
reject,  so  that  in  the  result  there  is  no  evidence  in  support  of  tbis  Defence,  and 
it,  therefore,  fails. 

Two  instances  of  prior  user,  one  at  Reading  and  one  at  Wokingham,  were  35 
relied  on.  With  these  I  will  deal  when  I  have  said  what  I  have  to  say  on  the 
nature  of  the  invention.  Three  anticipations  were  originally  relied  upon,  but 
two  of  them,  namely,  the  Specification  of  Taylor  and  the  American  Specifica- 
tion of  Walker y  were  virtually  abandoned,  and,  if  they  were  not,  I  am  prepared 
to  hold  that  they  are  not  established.  There  only  remains,  as  an  alleged  40 
anticipation,  the  extract  from  Barr*8  book,  an  American  work  on  the  subject- 
matter  of  the  Patent.  . 

The  Patent  relates  to  the  mode  of  constructing  a  certain  detail  in  the  setting 
of  boilers.    As  is  well  known,  in  an  ordinary  cylindrical  boiler,  which  is  taken 
as  a  convenient  illustration,  combustion  takes  place  in  an  inner  cylinder,  and  45 
the  products  of  combustion  pass  out  at  the  end  into  a  chamber,  one  side  of 
which  is  the  end  of  the  boiler  and  the  other  is  of  brickwork.    This  chamber, 
called  **  the  downtake,"  is  closed  at  the  top,  and  if  the  top  is  so  constructed  as 
to  be  rigid,  or  nearly  so,  there  is  a  serious  danger  that  the  expansion  of  the 
boiler  will  crush  or  break  either  the  top  itself,  or  the  blocks  of  which  it  50 
is  composed,  or  the  brickwork  on  which  it  rests,  or  both.    To  meet    this 
danger  was  the  object  of  the  invention.      The   Specification,  so  far  as  it 
is  material,  is  in  these  terms  : — **  This  invention  has  reference  to  the  setting 
**  of  boilers,  and  has  for  its  object  to   obviate  the  defects  in  the  setting    ^ 
•*  due  to  expansion  of  the  boiler.    In  the  use  of  ordinary  blocks  for  boiler  55 
'^  setting  and  the  like,  the  arched  or  curved  blocks  that  are  mounted  at  the  top 
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"  of  the  downtake  or  other  flue  at  the  back  end,  and,  occaBionally,  in  certain 
*'  types  of  boilers,  also  at  the  front  end  of  the  boiler,  are  occasionally  broken 
**  by  reason  of  the  strain  induced  in  them  as  a  consequence  of  the  expansion 
"  of  the  boiler  in  working ;  while  the  brick  walls  upon  which  the  blocks  rest 
5  '*  are  often  also  badly  strained.  My  invention  is  designed  to  remedy  this 
"  defect,  and  it  consists  in  constructing  the  arched  or  curved  blocks  of  the 
"  boiler  setting  that  are  situated  at  the  top  of  the  before  mentioned  flues,  or 
"  also  upon  the  sides  of  the  boiler,  so  that  the  edge  or  extremities  of  the  blocks 
**  next  the  boiler  may  move  to  an  extent  corresponding  to  the  expansion  and 

10  *•  contraction,  thereby  avoiding  the  strain  that  usually  results  in  the  formation 
•*  of  cracks  and  openings,  or  the  destruction  of  the  blocks."  Then  he  refers 
to  certain  Drawings  which  are  attached  to  the  Specification.  The  thing  is 
extremely  simple  when  one  sees  the  Drawing.  In  this  enlarged  Drawing,  the 
end  of  the  boiler  is  represented  by  a  purple  line.    The  wall  of  brickwork  at 

If)  the  back  of  the  chamber  to  which  I  have  referred  is  represented  by  pink  and 
yellow,  and  the  arched  or  curved  block  mentioned  in  the  Specification  is 
coloured  brown,  and  it  is  obvious,  when  the  Drawing  is  looked  at  with  an 
intelligent  eye,  that  if,  by  the  expansion  of  the  boiler,  the  purple  line  is  thrust 
forward  towards  the  brickwork,  the  curved  block  will  rise,  and  if,  when  the 

20  boiler  again  contracts,  the  purple  line  is  thrown  backwards,  the  curved  block 
will  again  drop  into  its  original  positio»r  How  that  is  done  the  Patentee 
proceeds  to  describe  : — "  In  carrying  the  invention  into  effect  as  illustrated  in 
"  Figures  1  and  2, 1  provide  a  block  a  of  arched  or  curved  or  other  suitable 
*'  shape,  having  preferably  each  of  its  edges  &,  c^  rounded,  the  one  b  for  the 

25  "  purpose  of  line  contact  with  the  sides  and  ends  of  the  boiler  in  accordance 
"  with  the  well  known  *  Poulton '  system  of  boiler  setting,  while  the  other  c 
"  is  preferably  also  rounded  for  the  purpose  of  permitting  the  block,  when 
"  mounted  in  position,  to  slightly  move  or  pivot  upon  its  end.  For  this 
"  purpose  " — and  this  is  the  important  part — "  the  brickwork  surrounding  the 

30  "  block  thus  provided  is  so  constructed  as  to  allow  of  a  cavity  within  which 
"  this  necessary  movement  of  the  blocks  can  take  place."  On  the  Drawing 
that  cavity  is  shown  uncoloured,  and  again  in  reference  to  the  Drawing,  it  is 
obvious  that  that  is  the  essential  feature  of  the  invention,  because  if  that  cavity 
did  not  exist,  but  were  filled  up  with  some  substance  which  would  prevent  the 

35  movement  of  that  arched  or  curved  block,  the  whole  object  of  the  invention 
would  be  destroyed.  He  then  goes  on  : — "  For  preventing  any  dust  or  dirt 
*'  from  passing  into  this  cavity  a  T  or  other  shaped  cover  plate  d  is  mounted 
"  between  the  two  extreme  outer  and  upper  edge  of  the  blocks  and  the  top 
"  surface  of  the  brickwork.    This  cover  plate  d  may  extend  along  the  end  or  ends 

40  "  of  the  boiler,  and  is  preferably  loose,  but  it  may,  if  desired,  be  secured  to  the 
"  brickwork."  He  then  proceeds  to  describe  certain  alternative  modes  really 
intended  as  substitutes  for  that  T  cover,  but  with  those  I  need  not  now  deal.  I  may 
say  in  passing,  that  it  seems  to  me  that  that  T  cover  not  only  serves  the  purpose 
which  is  mentioned  in  the  Specification,  but  it  also  takes  the  place  of  a  mode 

45  of  construction  which,  as  will  be  seen  directly,  had  been  previously  adopted, 
namely,  to  fill  in  the  space,  if  space  there  were,  between  the  brickwork  and  the 
curved  block,  with  ashes  or  earth,  for  the  purpose  of  preventing  the  intrusion 
into  this  chamber  of  cold  air  from  outside.  The  Patentee  then  proceeds  to 
claim  as  follows  : — *'  In  blocks  for  boiler  and  the  like  setting,  constructing  and 

50  "  arranging  the  blocks  with  rounded  edges  where  such  edges  make  contact 
**  with  the  sides  or  ends  of  the  boiler,  and  with  the  brickwork  thereof,  for  the 
**  purpose  of  taking  up  the  expansion  and  contraction  of  the  boiler,  substantially 
**  as  hereinbefore  described,  and  as  illustrated  in  the  accompanying  Drawings  ; " 
secondly,  "  In   boiler  and  the  like  settings,  providing  a  space  between  the 

55  "  outer  surfaces  of  the  fire  brick  blocks  or  setting  bricks,  and  the  inner  wall  or 
^  BXafBces  of  the  encasing  or  sunrounding  brickwork  oi'  covering4  ^bstantially 
*^  aa  and  for  the  purpx)#BB  hereinlfeforB  described  ;**  and,  thirtlly,  **  In  blocks  for 
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**  boiler  and  the  like  setting,  as  claimed  in  the  first  Claim,  the  provision  of 
"  means  for  preventing  dust  or  dirt  entering  the  cavity  underneath  the  blocks, 
^*  substantially  as  hereinbefore  described  and  as  illustrated  in  the  accompanying 
"  Drawings."  The  essence  of  the  invention  in  my  view  (and  I  think  that  is 
common  to  both  the  Plaintiff  and  Defendants)  is  to  be  found  in  that  second  5 
Claim. 

I  now  come  to  the  two  instances  of  prior  user.  The  first  of  these  was  at 
the  pumping  station  at  Reading.  Taking  conveniently  this  Drawing  of£the 
Plaintiffs  for  the  purpose  of  pointing  out  the  differences  and  resemblances 
between  the  method  adopted  at  Beading  and  the  Plaintiff's  method,  the  mode  10 
of  construction  there  was  this  :  The  end  of  the  boiler,  of  course,  was  there,  as 
it  is  in  this  Drawing.  The  brickwork  was  there,  as  it  is  in  this  Drawing.  The 
curved  block  rested  without  cement  or  mortar,  but  with  a  square  end,  upon 
this  step  in  the  brickwork,  as  it  does  in  the  Plaintiff's  Drawing.  The  brick- 
work, instead  of  being  in  steps,  as  it  is  here,  ran  up  vertically  until  it  1& 
reached  the  top  of  the  wall  and  (and  this  is  the  important  point)  the  space 
between  the  curved  block  and  that  brickwork  was  filled  in  with  ashes,  and  on 
the  top  of  the  ashes  were  placed  ordinary  4^  inch  bricks.  That  was  the 
construction  at  Reading.  Now  what  was  the  result  of  that  ?  I  find  this  :  that 
the  boiler  so  set  continued  in  operation  until  the  year  1900.  In  that  year  it  20 
was  found  that  the  blocks,  or  a  large  number  of  them,  were  broken,  and  that 
fact  shows,  in  my  judgment,  that,  in  the  mode  of  constraction  there  adopted, 
the  expansion  was  not  provided  for.  That  appears  to  have  been  recognised  at 
the  time,  and  thereupon  in  the  year  1900  the  Plaintiff's  method  was  adopted. 
Instead  of  the  space  being  filled  in,  as  it  had  previously  been  filled  in,  with  ashes,  25 
with  the  brick  covering  on  the  top,  there  was  left  a  space  for  which  the  Plaintiff 
provides  in  his  Specification.  The  result  has  been  that  from  the  ye^r  1900 
to  the  present  time  there  has  been  no  further  complaint  of  any  breakage  in  'the 
blocks  or  of  any  strain  in  the  brickwork.  Now  this  seems  to  me  to  demonstrate 
beyond  dispute  that  the  blocks  in  the  original  construction  did  not  rise  and  30 
&11  with  the  expansion  and  construction  of  the  boiler,  whereas  since  1900  they 
have  done  so.  There  was,  therefore,  an  essential  distinction  between  the 
origiuHl  method  there  adopted  and  the  Plaintiff's  invention.  If  this  is  right, 
the  Plaintiff's  invention  was  not  used  at  Reading  prior  to  the  year  1900. 

The  second  alleged  instance  of  prior  user  was  at  Wokingham.  For  all  35 
practical  purposes  the  construction  there  was  the  same  as  at  Reading,  and 
Mr.  Turton,  who  superintended  that  construction,  says  he  did  not  in  fact 
provide  for  expansion.  I  have  not  had  evidence  in  this  case  of  actual 
breakages  in  the  blocks,  but  the  construction  of  these,  and  of  the  apparatus  at 
Reading  is  so  nearly  identical  that  the  one  must  fall  with  the  other.  In  my  40 
opinion,  therefore,  this  instance  of  alleged  prior  user  is  also  not  established. 
The  defence  of  prior  user  therefore  fails  altogether. 

I  now  come  to  the  solitary  instance  of  anticipation  which  is  relied  on.    That 
is  to  be  found  in  an  American  Book  on  Boilers  and  Furnaces  written  by  one 
Barrj  and  published  in  America.     The  passage  which  is  relied  on  as  an  45 
anticipation  is  to  be  found  on  page  241,  and  is  this.    It  is  headed  ''Back 
**  Connections "  : — **  These  are  constructed  usually  in  two  ways,  the  practice 
"  bfting  quite  evenly  divided  between  the  plate  as  shown  in  Figure  277  and  the 
''  arched  connection  as  shown  in  Figure  278.    The  arch  consists  of  a  cast  iron 
''  skeleton  filled  in  with  fire  bricks,  and  aftei  wards  with  earth  'to  make  it  air-  50 
'*  tight.    The  back  plate  affords  easy  access  to  the  ends  of  the  boiler,  and  plenty 
"  of  light  at  the  same  time.    Either  of  the  two  are  good,  but  covering  the  joints 
''  with  earth  should  not  be  neglected,  or  cold  draughts  of  air  at  that  point  will 
''  lower  the  temperature  of  the  gases  passing  into  the  tubes.    The  arched  con- 
''  nection  at  the  rear  of  the  boiler  is  made  up  of  cast  iron  segments  as  shown  55 
*•  in  Figure  279,    These  rest  upon  the  rear  wall,  and  against  the  boiler,  w 
"  angle  iron  of  about  2  inches  by  2  being  attached  to  the  boiler  head  to  form  a 
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*•  suitable  support."  I  have  here  an  enlai^ged  drawing  of  Fi^re  278.  The 
pink  segment  there  represented  takes  the  place  of  the  curved  block  which  is 
used  in  the  Plaintiff's  invention.  But  in  Barr'^s  description  that  is  not  a  block 
of  fire  brick,  but  it  is  an  iron  frame,  bearing  in  it  a  series  of  fire  bricks  placed 
5  round  the  circle,  with  the  consequence  that,  if  nothing  else  were  done,  cold  air 
would  pass  both  round  the  end  nearest  the  boiler  of  that  arch  and  also  through 
the  interstices  of  the  bricks.  It  is  for  that  reason  that  Barr  points  out  the 
necessity  for  covering  those  interstices  with  earth. 
The  main  fight  about  this  alleged  anticipation  has  been  on  the  question 

10  whether  Ba7'r  contemplated,  or  whether  you  are  reasonably  to  infer  from  the 
description  which  Barr  gives,  that  the  white  space  in  the  Drawing  was  to  be 
left  as  a  space,  or  whether  it  was  to  be  filled  in  with  earth.  In  my  judgment 
when  you  come  practically,  as  an  engineer,  to  consider  what  you  would  do  if 
you  had  to  set  up  a  boiler  in  accordance  with  the  description  in  Barr^  I  think 

15  I  am  safe  in  adopting  the  evidence  of  Mr.  Swinburfie  in  preference  to  the 
evidence  of  Mr.  Marks,  and  to  hold  that  any  engineer  or.  practical  man  setting 
to  work  to  set  up  a  boiler  in  accordance  with  that  description  would  fill  in  the 
cavity  with  earth.  If  so,  then  the  description  in  Barr  is  nothing  more  in 
effect  than  the  description  of  what  took  place  at  Reading  and  Wokingham ; 

20  ^T^^  if  what  took  place  was  not  a  prior  user  of  the  Plaintiff's  invention,  then 
the  description  of  what  there  took  place  is  not  an  anticipation  of  the  Plaintiff^s 
Patent. 

It  seems  to  me,  therefore,  that  the  Defence  both  of  prior  user  and  of  antici- 
pation fails.    That,  is  the  only  Defence  relied  on,  and  accordingly  the  Plaintiff 

25  is  entitled  to  my  Judgment. 

Judgment  was  given  for  an  injunction  and  costs,  together  with  an  inquiry  as 
to  damages,  and  a  Certificate  that  the  validity  of  the  Patent  came  into  question, 
and  a  Certificate  as  to  the  Particulars  of  Breaches. 


In  thb  High  Court  of  Justice.— Chanobry  Division. 
30  Before  Mr.  Justice  Joyce. 

July  28th  and  October  27th,  1905. 

In  the  Matter  of  Trade  Marks  of  the  North  Shore  Mill  Co.  Ld. 
(Nos.  269,094  AND  269,981.) 

Trade   Marks.— Motion  to  reciijy.— Respondents  not  appearing  to   resist 
Older.— Costs  not  asked  for  by  notice  of  Motion.— Earlier  letter  warning 
35  Eespofidents  that  they  might  be  sought  to  be  charged  with  costs,— Patents  ike. 
Act,  1888,  section  90. 
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In  the  Matter  of  Trade  Marke  of  the  North  Share  Mill  Co.  Ld. 

On  the  23rd  of  July  1905  notice  was  given  by  Mordecai  Johnson^  carrying 
on  business  as  M.  Johnson  A  Co,^  floor  merchants,  in  County  Wicklow, 
Ireland,  of  a  Motion  that  *'  the  Register  of  Trade  Marks  may  be  rectified  by 
^'  the  removal  of  the  marks  therein  registered  for  Class  42  and  numbered 
"  269,094  and  269,981  respectively,  or  that  such  other  Order  for  the  rectifica-  5 
'*  tion  of  the  said  Register  may  be  made  as  to  the  Court  should  seem  fit.** 
The  Respondents  to  the  Motion  were  the  North  Shore  MiU  Company  Ld.y 
by  whom  the  Trade  Marks  had  been  registered.  The  ground  for  the  Motion 
was  that  these  Trade  Marks  were  the  Trade  Marks  of  the  Applicant,  and  had 
been  registered  by  the  Respondents  in  breach  of  confidence.  10 

The  Motion  originally  came  on  upon  the  28th  of  July,  when  it  stood  over 
in  consequence  of  some  negotiations  between  the  Applicant  and  the  Respon- 
dents. These  negociations  came  to  nothing,  and  accordingly  the  Applicant 
on  the  22nd  of  October  served  a  supplementary  notice  of  Motion  on  the 
Respondents,  in  consequence  of  which  the  Motion  was  brought  on  again  15 
before  Mr.  Justice  Joyce  on  the  27th  of  October. 

Younger  K.C.  and  E.  F.  Levet^  (instructed  by  Woodham^  Smith,  and 
Borradaile^  agents  for  A.  and  L.  Ghodhody  of  Dublin)  appeared  for  the 
Applicant.    The  Respondents  did  not  appear. 

Younger  K.C.  asked  for  an  Order  for  the  rectification  of  the  Register  by  20 
striking  off  the  two  Trade  Marks,  and  he  asked  for  the  costs  of  the  Motion. 
He  handed  to  the  Court  a  letter  just  received  from  the  solicitors  for  the 
Respondents,  in  which  it  was  stated  that  they  did  not  intend  to  resist  an  Order 
for  rectification  of  the  Register. 

JOTCR  J. — You  do  not  appear  to  have  asked  for  costs  against  them  ?  25 

Younger  K.C. — I  do  not  think  it  is  necessary.  Costs  may  be  given  by  the 
Court  under  the  90th  Section  of  the  Act  of  1883. 

JOYCB  J. — I  know  I  have  jurisdiction  to  do  it,  and  I  have  no  objection  to  do 
it,  except  this — ^that  the  Respondents  do  not  appear,  and  you  have  not  given 
them  notice  that  you  were  going  to  ask  for  costs.  30 

Younger  K,C.— We  did  by  a  letter  of  the  30th  of  June  1905  :— "  Unless  you 
"  let  us  hear  from  you  by  return,  stating  that  you  are  willing  to  have  these 
^'  brands  transferred  into  his  name  on  the  Register  at  your  expense,  we  will 
^  immediately  take  steps  to  have  the  Register  rectified  in  this  respect,  and  seek 
"  to  charge  you  with  costs  of  same."  35 

Joyce  J. — Very  well,  you  did  give  them  notice  in  that  way. 

An  Order  was  made  for  rectification  of  the  Register  by  expunging  the  two 
Trade  Marks,  and  the  Respondents  were  ordered  to  pay  the  costs  of  the 
Motion. 
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In  the  House  of  Lords. 
Present:  The  Lord  Ohangbllor  and  Lords  Robertson  and  Lindlet. 

November  13th,  1905. 
Schweppes  Ld.  v.  Oibbens. 


5  Action  for  parsing  off  Defendant's  goods  cts  Plaintiffs*. — Alleged  similarity 
of  get-up. — Copying  by  Defendant  held  not  proved, — Pf^obability  of  deception 
not  established, — Appeal  to  House  of  Lords  dismissed. 

&,  a  limited  Company^  sold  soda  water  in  bottles  with  a  neck  label  rotund  them^ 
the  body  of  the  label  being  of  chocolate  colour j  unth  a  white  border  and  a  red 

10  medallion  in  the  centre  of  the  label.  O,  subsequently  sold  soda  water  in  bottles 
with  a  somewhat  similar  neck  label  round  them  of  the  same  colour^  and  with  a 
central  red  medallion,  8's  labels  had  "  Schweppes*  Soda  Water  *'  printed  on 
them  in  white  characters.  O.'s  liad  ^'  Oibbens  Soda  Water^^  The  medallions 
in  the  centre  also  differed.    An  action  having  been  brought  by  8.  against  6?.,  it 

15  was  heldy  at  the  trials  that  the  Plaintiffs  had  not  established  tJiat  the  Defendants 
labels  were  calculated  to  deceive^  and  the  action  was  dismissed  with  costs. 
On  appealy  it  was  held  by  the  Court  of  Appeal  that  a  fraudulent  intention  on 
the  part  of  the  Defendant  ought  not  to  be  presumed^  and  that  the  Defendants 
labels  were  not  calcukUed  to  mislead^  and  the  Appeal  was  dismissed  with  costs. 

20  The  Plaintiffh  appealed  to  the  House  of  Lords.  The  Appeal  was  dismissed 
with  costs. 

Schweppes  Ld.^  the  Plaintiffs  in  the  action,  were  soda  water  mannfactnrers, 
and  for  25  years  they  had  put  up  for  sale  and  sold  soda  water  in  embossed 
bottles  bearing  an  oblong  label,  which  was  placed  on  the  neck  or  shoulder 

25  of  the  bottle.  This  label  was  chocolate  colonr  with  a  thin  white  line  running 
round  it,  and  a  red  medallion  in  the  centre.  It  had  printed  on  it  in  large  white 
characters  the  words  *'  Schweppes"  Soda  Water.'*  Many  of  their  bottles  had  a 
second  label  placed  over  the  cork  of  the  bottle,  extending  down  each  side  of  the 
neck  of  the  bottle.    They  commenced  in  1897  to  use  the  particular  label  which 

30  was  in  use  at  the  date  of  the  writ.  The  Plaintiffs  alleged  that  no  similar  labels 
or  get-up  existed  in  the  trade  before  the  wrongful  acts  of  the  Defendant.  The 
Plaintiffs  discovered,  in  1903,  that  the  Defenc^t,  J.  A.  V.  Oibbens^  had  begun 
to  put  up  for  sale  and  sell  soda  water,  not  being  the  Plaintiffs*  soda  water»  in 
embOB^  bottles  bdaring  a  label  ek)  ^milar,  as  the  Plaintiffs  allegQ()»  to  their 
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label  that  the  bottles  could  not  be  distinguished  from  each  other  unless  placed 
side  by  side.  The  Defendant  was  a  soda  water  manufacturer  and  vendor  in 
Plymouth,  and  the  discovery  of  the  sale  of  the  Defendant's  soda  water  in  bottles 
with  labels  similar  to  the  Plaintiffs'  was  made  through  the  Plymouth  agent  of 
the  Plaintiffs,  to  whose  notice  one  of  the  Plaintiffs'  bottles,  with  a  fragment  of 
the  Defendant's  label  upon  it,  was  brought  by  a  carter  at  Plymouth  who 
collected  empty  bottles  from  retail  tradesmen. 

The  following  is  a  representation  in  black  and  white  of  the  Plaintiffs'  label. 
In  use  the  ground  of  the  label  (here  shown  in  black)  was  chocolate  in  colour, 
and  the  central  disc  was  coloured  red  with  the  fountain  mark  and  letterpress 
on  it  in  black  :— 


10 


The  following  is  a  representation  in  black  and  white  of  the  Defendant's  label. 
In  use  the  ground  of  this  label  (here  shown  in  black)  was  chocolate  in  colour, 
and  the  central  disc,  Ac.,  similarly  coloured  to  the  Plaintiffs'  label  :— 


The  Plaintiffs,  by  their  Statement  of  Claim,  after  stating  in  the  first  four  15 
paragranhs  the  facts  as  to  the  sale  of  their  soda  water  and  their  discovery  of  the 
acts  of  the  Defendant  of  which  they  complained,  stated  as  fol lows  :-^^' 5.  The 
*^  Defendant's  said  bottles  so  got  up  and  labelled  are  calculated  to  deceive,  and 
*'  must  have  already  deceived  many  members  of  the  public  into  supposing  that 
*'  the  soda  water  contained  in  such  bottles  is  the  Plaintiff  Company's  soda  20 
^'  water.     Moreover,  the  issue  by  the  Defendant  of  bottles  so  labelled  places  in 
'^  the* hands  of  publicans  and  others  who  deal  in  such  goods  a  ready  means  of 
*'  deception  which  would  in  fact  often  deceive  such  trade  customers  themselves. 
^*  The  faet  that  the  Defendant's  prices  to  the  trade  are  lower  than  those  of  the 
^*  Plaintiff  Company  affords  a  direct  inducement  to  such  trade  customers  to  25 
^^  purchase  the  Defendant's  soda  water,  it  being  easy  for  them  to  retail  it  to  the 
*^  public  at  the  Plaintiff  Company's  prices.    6.  Such  differences  as  exist  between 
*'  the  Defendant's  label  and  labelled  bottles  and  those  of  the  Plaintiff  Company 
'^  are  altogether  insufficient  to  countenict  the  extreme  similarity  between  them, 
<*  and  it  is  urgently  necessary  for  the  protection  of  the  Plaintiff  Company  and  30 
^\  of  the  public  that  the  Defendant  should  be  restrained  trojn  continuing  Uio 
*^  imiiaiiioB  of  which  the  Plaintiff  Company  oompis^ns." 


YoL  XXII^  No.  26.]     AND  TBADB  MARE  OASBB.  603 

Schweppes  Ld.  v.  Gibbens. 

The  PlaintiflE  Company  claimed  : — "  1.  An  injunction  to  restrain  the  Defen- 
**  dant,  her  servants  and  agents,  from  in  any  manner  passing  off,  or  enabling  or 
^'  assisting  others  to  pass  off,  any  soda  water  or  other  mineral  or  aerated  water 
*•  not  of  the  manufacture  of  the  Plaintiffs  as  or  for  soda  water  or  other  water 
5  '^  of  the  Plaintiffs'  manufacture.  2.  And  from  selling  or  offering  or  exposing 
**  or  advertising  for  sale  or  procuring  to  be  sold  any  such  water  as  aforesaid  in 
•*  bottles  bearing  any  label  so  arranged  or  contrived  as  by  colourable  imitation 
"  of  the  Plaintiffs'  labels,  or  either  of  them,  or  otherwise  to  be  calculated  to 
"  represent  or  lead  to  the  belief  that  the  water  sold  thereunder  is  water  of  the 

10  "  Plaintiffs'  manufacture.  3.  An  Order  for  delivery  up  or  (at  the  Plaintiffs' 
*^  option)  destruction  of  all  labels  which  are  in  the  Defendant's  possession  or 
'^  power  or  under  her  control  and  offend  against  the  foregoing  injunctions  or 
*'  either  of  them."  Damages  or  an  account  of  profits,  and  costs  were  also 
claimed. 

15  The  Statement  of  Defence  was  as  follows  : — *'  1.  The  Ddfendant  denies  all 
**  and  every  the  allegations  contained  in  the  first  clause  of  paragraph  2  of  the 
'*  Statement  of  Claim.  The  user  by  the  Plaintiffs  of  a  label  of  the  shape  and 
"  colour,  and  placed  as  there  described,  is  quite  recent,  nor  is  the  label  used  by 
"  them  always  of  the  same  shape  and  colour.    Such  label  is  not  distinctive  of 

20  *'  the  Plaintiffs'  goods.  The  user  by  them  of  a  red  label  over  the  cork,  with 
"  the  name  *  Schweppes '  on  both  ends  of  the  label  and  their  Trade  Mark  in 
*^  the  centre,  is,  however,  general  on  both  sized  bottles,  and  is  distinctive  of  the 
**  Plaintiffs'  bottles,  and  attention  is  called  to  it  as  being  distinctive  by  words 
**  printed  on  the  neck  label.    2.  As  to  the  allegations  contained  in  paragraph  3 

25  ^  of  the  Statement  of  Claim,  the  Defendant  says  that  the  public  pays  little  or 
**  no  attention  to  the  colour  or  shape  of  the  Plaintiffs'  label,  but  to  the  Plaintiffs' 
*^  name,  which  is  prominently  printed  on  the  labels  and  embossed  on  the 
**  bottles,  and  to  the  general  get-up  of  the  bottles.  The  Defendant  denies  that 
'^  anyone  who  has  an  oblong  brown  label  with  a  red  disc  in  the  centre  on  a 

30  **  bottle  of  soda  water  necessarily  or  probably  identifies  such  bottles  with  the 
^'  Plaintiffs'  goods.  A  similarly  coloured  and  shaped  label  is  in  common  use  in 
*'  the  trade.  The  last  clause  in  paragraph  3  is  denied.  3.  The  Defendant 
*'  denies  that  she  has  recently  begun  to  put  up  for  sale  and  sell  soda  water  in 
*'  embossed  bottles  bearing  such  a  label  as  described  in  paragraph  2  of  the 

35  ^  Statement  of  Claim.  Since  the  year  1889  she  has  used  and  still  uses  bottles 
'^  with  her  own  name  and  address,  and  in  general  her  Trade  Mark  of  a  figure  of 
"  Sir  Francis  Drake  prominently  embossed  thereon.  Her  use  of  a  brown  label, 
"  with  the  words  '  Oibbens*  Soda  Water '  in  prominent  white  letters  printed 
*^  thereon,  dates  back  more  than  20  yeari.    There  was  then  a  change  in  the 

40  •*  trade,  and  patent  stoppered  bottles  were  almost  exclusively  sold  by  her  until 
^'  about  two  years  ago,  when  a  demand  for  corked  bottles  again  sprung  up.  She 
^*  then  had  her  brown  neck  label  altered  and  adapted  to  half -size  bottles  or 
^* '  splits,'  upon  which  alone  she  uses  the  same.  Her  present  neck  label  does 
^*  not  resemble  except  in  colour  and  shape,  nor  was  it  copied  from  that  of  the 

45  ^  Plaintiffs',  but  was  designed  and  made  for  her  independently  by  her  printer 
**  and  without  any  idea  of  copying  the  label  of  the  Plaintiffs,  who  then  only 
*'  had  a  special  trade  in  Plymouth,  and  in  no  way  competed  with  the  Defen- 
'^  dant.  In  fact  the  Defendant  says  that,  except  that  it  is  differentiated  from 
*'  others  by  the  Defendant's  name  and  Trade  Mark,  her  neck  label  is  of  a  stock 

50  "'  pattern  and  colour  and  common  to  the  trade.  4.  There  is  no  difficulty  in 
'^  distinguishing  the  Plaintiffs'  and  Defendant's  bottles.  The  prominence  of 
**  the  respective  names  on  the  bottles  and  labels  makes  the  difference  clear  and 
'*  striking,  and  the  general  get-up  of  the  Defendant's  bottles  does  not,  except 
^*  so  far  as  such  get-up  is  common  to  the  trade,  resemble,  nor  could  it  be  mistaken 

55  **  for  that  of  the  Plaintiffs'.    Moreover,  the  Defendant's  corked  bottles  are  larger 

**  and  hold  more  than  the  Plaintiffs',  are  pointed  at  the  end,  whereas  the  Plaintiffs' 

^'arefiaty  the  wiring  of  the  corks  is  quite  different,  and  the  Defendaat  uses 
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"  on  her  *  splits  *  the  brown  neck  label  only,  and  on  her  full-sized  bottles 
"  the  red  label  over  the  cork  only,  whereas  the  PlaintilBfs  use  both  labels  on  both 
'^  sized  bottles.  5.  The  Defendant  denies  all  and  every  of  the  allegations  con- 
'*  tained  in  paragraph  5  of  the  Statement  of  Claim.  No  case  of  anyone  having 
^^  been  deceived  is  or  can  be  adduced.  It  is  impossible  that  wholesale  pur-  b 
**  chasers,  or  purchasers  of  even  a  single  bottle  to  take  away,  could  be  deceived, 
**  and  the  only  way  in  which  publicans  could  deceive  customers  whom  they 
"  serve  with  soda  would  be  if  they  were  to  conceal  the  label  altogether.  The 
"  Plaintiffs'  prices  being  higher  than  the  Defendant's  would  also  prevent  decep- 
'*  tion,  because  purchasers  who  paid  for  the  Plaintiffs'  soda  water  would  at  10 
**  once  look  for  the  name  of  Schweppes  on  the  label  or  cork.  6.  The  Defendant 
'*  denies  the  allegations  contained  in  paragraph  6  of  the  Statement  of  Claim,  and 
'^  says  that  the  Plaintiffs  have  not  been  damnified  by  any  wrongful  act  of  the 
"  Defendant,  and  that  neither  they  nor  the  public  require  the  protection  claimed 
^  by  this  action*  The  Defendant  and  her  predecessors  in  title  have  carried  on  15 
**  business  as  manufacturers  of  aerated  and  mineral  waters  in  Plymouth  for 
"  upwards  of  80  years.  Such  business  has  always  been  associated  with  the 
^*  name  of  *•  Chibhena^^  and  her  goods  have  long  been  known  under  that  name  in 
'^  the  neighbourhood.  The  Plaintiffs,  until  the  last  few  months,  have  had  no 
**  dep6t  in  Plymouth,  and  their  soda  water  has  not  been  extensively  bought  20 
"  there  by  the  general  public." 

The  Defendant  was  ordered  to  deliver  to  the  Plaintiffs  Particulars  of  the 
common  use  in  the  trade  of  oblong  brown  labels  with  a  red  disc,  as  alleged  by 
paragraph  2  of  the  Defence,  and  in  accordance  with  the  Order  she  delivered  the 
following : — ^*  Names  and  addresses  of  firms  or  persons  in  the  mineral  water  25 
**  trade  using  oblong  brown  labels  with   a  red  disc    are  :    Messrs.    Werder 
"  and  Pegram  (Excelsior  Soda  Water),  Cape  Town,  South  Africa ;  Clayton's 
**  (Cardiff)  Ld,^  Welsh  Brewery,  Pembroke  Road,  Cardiff  (their  user  com- 
**  menced  about  two  years  ago) ;  fl.  TF.  Carter  A  Co,  Ld.  (Bristol  Soda  Water), 
^'  Bristol  (their  user  commenced  about  31  years  since)  ;  W.  Biscombe  A  Sons^  30 
"  Plymouth  (their  user  commenced  about  seven  years  since) ;  the  Defendant, 
"  whose  user  commenced  two  years  since  ;  B^den^  of  Plymouth,  who  gave  up 
"  business  a  few  months  since,  but  whose  user  commenced  three  years  since ; 
**  Q.  S.  Millingtony  of  Hull  (Hull  and  District  Company's    Soda  Wat^ ; 
"  Marble    Brand    Company^    Hornsby ;    Remington    A    Co.y    Bedford    and  35 
**  Manningham." 

The  action  came  on  for  trial  on  the  3rd  of  June  1904,  before  ,Mr.  Justice 
Warrington. 

A  number  of  witnesses   were  called  for  the   Plaintiffs,  including  C.  D. 
Kemp    Welch,  the   managing  director  of  the  Plaintiff  Company,  who  gave  40 
evidence  as  to  the  number  of  soda  water  bottles  sold  by  the  Plaintiff  annually  ; 
I.  A.  J.  Harris^  the  manager  of  the  Plaintiffs  at  their  Plymouth  depot ;  H,  A. 
Meredith^    who  collected    the  bottles  with  the    labels  complained  of  from 
ThedbaWs  Com  Exchange  Hotel  in  Plymouth  ;  T.  F.  Saunders^  employed  in 
the  provision  stores  of  Hayes  A  Co.,  at  Plymouth,  who  sorted  Schweppes^  empty  45 
bottles  to  return  to  them,  and  put  several  of  the  Defendant's  bottles  into  the 
case  destined  for  Schweppes^  in  the  belief  that  they  were  Schweppes'  bottles ; 
and  P.  jff.  Prior  and  Frederick  Lewin^  licensed  victuallers,  who  gave  evidence 
as  to  the  custom  of  barmen  in  supplying  customers  in  restaurants  with  whisky 
and  soda  water — the  soda  water  bottle,  if  not  exhausted,  was  placed  at  the  side  50 
of  the  glass,  so  that  the  customer  could  replenish ;  if  exhausted  the  barman 
took  it  away.     O.  A.  Day^  a  licensed  victualler's  manager  at  the  Pagoda 
Wine  Stores    at  Plymouth,  was  called,  and    stated    that   the  similarity  of 
the  Plaintiffs'  and    Defendant's  labels  gave   rise   to   many  mistakes  on   his 
premises,  and  consequently  he  separated,  at  some  distance  from  each  other  in  55 
the  bar,  the  soda  water  of  the  Plaintiffs  and  Defendant,  ^  that  no  mistak^fl 
should  be  mad0. 
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At  the  conclusion  of  the  Plaintiffs*  case  Warrington  J.  gave  jadgment  for 
the  Defendant,  holding  that  the  Defendant's  labels  were  not  calcalated  to 
deceive  and  dismissing  the  action  with  costs  {ants^  page  113). 
The  Plaintiffs  appealed,  bat  the  appeal  was  dismissed  with  costs  {anUy 
5  page  113). 

The  Plaintiffs  appealed  to  the  House  of  Lords. 

MoulUm  K.G.,  H.  Terrell  K.C.,  and  Sebastian  (instrncted  by  Churchy  Bendell 
Jt  Oo.y  agents  for  Watts^  Wardy  and  Anthony^  Plymouth)  appeared  for  the 
Appellants ;  and  Rowden  K.C.  and  Manby  (instructed  by    WedlakSj  Letts, 

10  €Lr*d  Wedlake,  agents  for  Skardon  and  Phillips^  Plymouth)  appeared  for  the 
Respondent. 

Moulton  K.C.  for  the  Appellants. — The  red  disc  in  the  label  was  adopted  by 
the  Plaintiffs  to  make  their  label  distinctive,  and  has  in  fact  done  so.  There  is 
no  explanation  of  the  adoption  by  the  Defendant  of  her  label.    It  only  differs 

15  from  the  Plaintiffs*  label  in  the  name.  The  evidence  shows  the  novelty  and 
distinctiveness  of  the  Plaintiffs*  label  and  the  large  sale  under  it.  There  is  no 
reason  given  why  the  Defendant  should  have  so  nearly  approached  it.  The 
element  of  resemblance  is  given  by  the  comparison  of  the  labels,  which  are 
before  your  Lordships,  with  whom  the  question  of  resemblance  calculated 

20  to  deceive  rests.  [The  judgment  of  Warrington  J.  was  then  read.]  The 
Plaintiffs'  own  case  is  that  the  chocolate  and  white  by  itself  is  not  suf&ciently 
distinctive  ;  that  is  why  they  put  the  red  disc.  The  Defendant  has  copied  this. 
The  evidence  is  that  a  barman  can  by  fraud  pass  off  the  Defendant's  goods  as 
those  of  the  Plaintiffs.    Her  label  enables  him  to  deceive  a  customer.    [The 

35  Lord  Chanobllor. — Is  this  not  irrelevant  ?  What  is  done  with  a  bottle  that 
is  fetirly  distinctive  is  not  the  point.  You  are  putting  your  case  on  the  supposed 
fraud  of  the  barman.  You  must  make  out  a  fraudulent  intention  in  the  person 
whom  you  charge  ;  I  mean  an  intention  shown  by  what  she  does.]  It  is  the 
public  not  the  trade  that  would  be  deceived.     A  manufacturer  who  gets  up  his 

30  goods  in  such  a  way  as  to  render  probable  the  deception  of  the  ultimate 
customer  is  responsible  and  has  been  held  so  in  many  cases — e,g.,  where  the 
ultimate  customer  is  in  India.  [Johnston  v.  Orr-Ewing  (L.R.  7  App.  Cas.  219) 
and  Wilkinson  v.  Griffith  (8  R.P.C.  370)  were  mentionea.]  Here  in  the 
ordinary  use,  apart  from  fraud  on  the  part  of  the  barman,  the  ultimate  purchaser 

35  can  easily  be  deceived  by  mistake  on  the  part  of  the  barman.  One  half  of  the 
Defendant's  label  is  almost  exactly  like  the  corresponding  half  of  the  Plaintiffs'. 
As  to  the  presence  of  the  Defendant's  own  name  on  her  label,  the  ordinary 
purchaser  does  not  read  a  label  carefully.  He  recognises  it  if  he  knows  it.  Here, 
in  a  large  proportion  of  cases,  a  purchaser  would  think  the  Defendant's  label  was 

40  the  Plaintiffs'.  In  Leuer  v.  Goodwin  (4  R.P.C.  504)  the  Defendant's  name  was 
on  his  label.  The  resemblance,  chosen  for  no  reason  that  is  accounted  for,  is 
so  great  that  a  barman  himself  might  make  a  mistake.  [The  judgments  in  the 
Court  of  Appeal  were  then  read.]  [The  LORD  Chanobllor. — I  do  not  under- 
stand one  passage*  of  the  judgment  of  Vaughati  Williams  L.J.]     If  you  have 

45  fraudulent  intent  and  actual  deception  that  is  sufficient  to  establish  that  it  is 
calculated  to  deceive  ;  that  is  I  think  what  was  meant.  As  to  the  observation 
of  CozenS'Hardy  L.J.,  no  witness  suggested  that  the  red  disc  would  make  no 
difference.  The  Defendant  took  it  well  knowing  of  the  Plaintiffs'  label.  It 
forms  one  of  the  features  of  the  label  ;  and  by  that  the  chocolate  and  white  is 

50  made  distinctive.  The  rapid  use  of  these  bottles  in  bars  must  be  remembered. 
The  Plaintiffs  have  done  a  great  trade  under  this  label ;  are  they  to  be  forced 
to  take  another  ?  As  a  rule,  intention  to  deceive  in  a  defendant  manufacturer 
can  only  be  shown  allirmatively  by  the  plaintiff  by  the  inference  from  what 
he  has  done. 


The  paisage  referred  to  will  be  found  amU^  pttf^  119,  lines  60  to  56.— J.  0. 
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Terrell  K.C.  followed  oa  the  same  side. — ^The  question  is  simply — is  the  user 
calculated  to  deceive  ?  But  all  the  circumstances  must  be  considered.  Here 
an  important  circumstance  is  that  the  chocolate  and  white  of  the  Plaintiffs*  label 
had  by  1897  been  copied  and  ceased  to  be  distinctive.  The  Plaintiffs  introduced 
the  red  disc  in  1897  to  make  their  label  distinctive.  That  is  strong  evidence  5 
that  the  disc  was  sufficient  to  make  the  label  distinctive.  The  Defendant  had 
formerly  a  chocolate  and  white  label,  and  knowing  of  Plaintiffs'  label  adopted 
a  red  disc  of  the  same  size  and  in  the  sam^  position  ;  she  has  not  ventured  to 
go  into  the  box  to  explain  this.  There  is  evidence  that  sorters  of  bottles  tnade 
mistakes ;  also  it  is  evident  that  the  Defendant  herself  had  made  a  mistake.  10 
In  one  case  she  put  her  own  label  on  one  of  the  Plaintiffs'  bottles.  The 
witness  Day  said  that  the  similarity  was  a  great  annoyance.  There  is, 
I  submit,  strong  evidence  that  the  resemblance  is  calculated  to  deceive. 
Pay  ton  v.  Snelling  is  really  in  the  Plaintiffs'  favour.  It  said  that  one  may 
copy  what  is  common  to  the  trade,  and  that  a  plaintiff  can  never  succeed  15 
unless  the  defendant  has  taken  something  peculiar  to  the  plaintiff.  [The 
judgments  in  the  House  of  Lords  and  of  Lindley  M.R.  in  that  case  (17  R.P.C.  52 
and  628)  were  referred  to.]  Here  the  Defendant  has  copied  the  distinctive 
feature  in  the  Plaintiffs'  label.  The  Court  of  Appeal  has  not  distinguished 
Pay  ton  v.  Snelling.  20 

Counsel  for  the  Respondent  were  not  called  on. 

LOBD  Halsbury  L,0. — My  Lords,  in  this  case  there  seems  to  me  to  be  a 
very  bold  endeavour  to  upset  by  this  appeal  the  judgments  of  all  the  learned 
Judges  who  have  had  this  question  before  them.  I  confess  myself  I  have  not 
been  able  quite  to  understand  the  proposition  which  was  sought  to  be  put  25 
before  us.  I  should  have  thought  if  you  looked  at  the  two  bottles  together  no 
human  being  could  have  mistaken  the  one  for  the  other.  If  "  Royal "  and 
*'  Flag "  were  sufficiently  distinctive  in  the  case  to  which  the  learned  Counsel 
last  called  our  attention*  I  ehould  have  thought  **  GHbbens  "  and  **  Schweppes'^ 
are  equally  impossible  to  be  confounded  with  each  other.  I  can  quite  under-  90 
stand  a  case  in  which,  although  colourably  a  defendant  has  introduced  his  own 
name,  yet  the  nature  of  .the  wrapping  up,  the  nature  of  the  package  itself,  or, 
as  in  this  case,  the  shape  of  the  bottle,  may  all  have  been  so  closely  imitated  that 
the  mere  introduction  of  some  distinctive  mark,  to  which  no  ordinary  observer 
would  have  applied  his  mind,  will  not  get  rid  of  the  obvious  intention  to  pass  35 
the  one  goods  off  as  the  other  ;  but  to  apply  the  proposition  to  this  case  appears 
to  me  to  be  little  short  of  ridiculous.  The  name  of  "  GHbbens  "  is  as  plainly 
placed  upon  the  bottle  as  it  can  possibly  be ;  and  it  is  in  the  place  where 
"  Schweppes  "  is  on  the  bottle  in  the  other  case.  Inasmuch  as  you  are  certainly 
not  to  impute  fraud  without  proof,  yon  are  not  to  suggest  that  people  are  40 
fraudulently  committing  some  commercial  trick  without  sufficient  evidence, 
and  I  cannot  conceive  here  how  anybody  could  gravely  argue  that  the  one 
thing  could  be  mistaken  for  the  other  by  anybody  who  looked  at  it. 

Really  the  argument  which  has  been  pressed  upon  your  Lordships'  attention 
is  something  of  this  character — ^this  is  a  common  soda  water  bottle  ;  the  barmen  45 
at  refreshment  houses  or  public  houses  are  so  careless  that  they  may  take 
up  one  bottle  instead  of  another,  and  they  really  do  not  look  at  either  but  take 
the  first  that  comes  to  hand — ^that  is  the  sort  of  thing  that  is  suggested.  What 
has  that  to  do  with  it  ?  The  question  that  we  have  to  determine  is  whether  in 
selling  the  bottle  a  person  is  likely  to  be  deceived  by  the  resemblance  of  the  50 
one  thing  to  the  other  ;  and  if  a  person  is  so  careless  that  he  does  not  look,  and 
does  not,  as  I  think  Lord  Maonaghten  described  it  in  another  case,  ^  treat  the 
**  label  fairly,"  but  takes  the  bottle  without  sufficient  consideration  and  without 
reading  what  is  written  very  plainly  indeed  upon  the  face  of  the  label  on 

•  Pa^on  4'  09.  ▼.  SnslUng,  Lampard  J^  Co.  (17  B.P.G.  638 ;  L.B.  [1901]  App.  Oai.  308).— J.  0. 
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which  the  trader  has  placed  his  own  name,  then  you  certainly  cannot  say  he  is 
deceived — in  fact  he  does  not  care  which  it  is.  That  wonld  be  the  true 
inference  which  I  think  a  person  would  draw  from  conduct  so  described. 
The  whole  question  in  these  cases  is  whether  the  thing — ^taken  in  its 
S  entirety,  looking  at  the  whole  thing — is  such  that  in  the  ordinary  course  of 
things  a  person  with  reasonable  apprehension  and  with  proper  eyesight  would 
be  deceived.  Looking  at  it  in  this  way,  it  seems  to  me  it  is  only  necessary 
here  to  put  the  two  things  side  by  side  to  say  that,  if  you  do  look  and  if  you  do 
treat  the  two  labels  fairly,  no  human  being  could  be  deceived.    Indeed,  in 

10  corroboration  of  that  view,  I  may  say  that  in  this  case  there  is  not  a  particle 
of  evidence  that  ary  human  being  ever  was  deceived.  The  notion  that  one 
could  supply  evidence  of  that  sort  because  in  collecting  bottles  two  bottles 
other  than  Schweppes^  were  included  in  a  mass  of  bottles  collected  from  a 
public  house  is  somewhat    absurd.     The  real  truth  is    that    here,  looking 

15  at  the  whole  thing,  there  is  such  a  Sistinctive  mark  negativing  its  being 

Schweppes*  that  it  would  be  to  my  mind  absolutely  absurd  to  suppose  that 

anybody  treating  the  label  fairly  could  be  deceived.    That  is   the   whole 

substance  of  the  case. 

I  entirely  agree  with  Nfr.  Justice  Warrington^  whose  judgment  I  do  not 

20  propose  to  repeat,  and  with  Lord  Justice  Romer  and  with  Lord  Justice  Cozens- 
Hardyy  that  there  is  really  no  ground  whatever  for  this  imputation  upon  the 
Respondent,  and  I  am  therefore  of  opinion  that  this  appeal  ought  to  be  dismissed. 
1  have  some  difficulty  in  following  what  Lord  Justice  VaiigJian  Williams 
really  intended  to  convey — whatever  it  was,  however,  it  is  not  sufficiently 

25  distinct  to  enable  me  to  deal  with  it.  All  I  can  say  is  that  with  the  judgments 
that  have  been  delivered  by  the  other  learned  Judges  I  entirely  and  heartily 
concur,  and  I  move  your  Lordships  that  this  appeal  be  dismissed. 

Lord  Robbbtson. — Mv  Lords,  I  entirely  agree.    My  judgment  is  of  course 
given  on  the  evidence  before  the  House.     In  that  evidence  there  is  no  case  at 

30  aU  of  actual  mistake  on  the  part  of  an  ultimate  purchaser.  Accordingly  the 
case  is  rested  solely  upon  the  comparison  between  the  two  labels.  Now,  even  if 
this  comparison  between  the  two  labels  were  the  just  criterion,  I  think  the 
difference  between  the  two  labels  is  not  merely  material,  but  pictorially 
effective.    In  fact  no  one  who  luts  had  the  two  bottles  in  his  hands  could  be 

35  deceived.  The  Appellants'  case  accordingly  is,  what  on  the  evidence  is  merely 
conjectural,  that  a  person  peeing  a  bottle  opened  by  another  would  not  notice 
the  difference.  This  again,  however,  rests  on  the  fallacious  view  that  what  is 
seen  is  merely  the  label.  In  fact  the  bottle  is  what  is  seen,  not  the  label  alone, 
and,  while  on  the  bottle  of  the  Appellants  there  are  always  two  labels,  on  the 

40  bottle  of  the  Respondent  there  is  always  only  one,  either  on  the  neck  or  on  the 
cork.  My  Lords,  I  agree  generally  in  the  views  stated  by  Lord  Justice  Romer^ 
and  I  have  nothing  further  to  add. 

LOBD  LiNDLBY. — My  Lords,  I  am  of  the  same  opinion.    It  appears  to  me 
that  the  real  answer  to  the  Appellants'  case  is  this-^^that  they  invite  your 

45  Lordships  to  look,  not  at  the  whole  get-up,  but  at  that  part  of  the  get-up  which 
suits  their  case.  The  resemblances  here  are  obvious  enough,  but,  unfortunately 
for  the  Appellants,  so  are  the  differences.  The  differences  are  not  concealed  ; 
they  are  quite  as  conspicuous  as  the  resemblances.  If  you  look  at  the  whole 
get-up,  and  not  only  at  that  part  of  it  in  which  the  resemblances  are  to  be 

50  found,  the  whole  get-up  does  not  deceive.  I  think  the  decision  of  the  Oourt 
below  was  quite  right. 

The  Appeal  was  dismissed  with  costs. 
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In  thb  Housb  of  Lords. 


Present :  Thb  Lord  Chanobllor  and  Lords  Robbrtson  and  Lindlby. 


November  13th,  1905,! 


SOHWBPPBS  Ld.  v.  Bisoombb. 


This  was  an  action  by  Schw^ppes  Ld.  against  W.  Biscombe  A  iSofw,  who  were 
soda  water  manufacturers  and  vendors  at  Plymouth,  claiming  the  same  relief  and 
on  the  same  grounds  as  in  the  action  of  Schweppes  Ld.  v.  Oibbens  reported  above. 
The  facts  and  pleadings  were,  mutatis  mutandis^  the  same  as  in  that  case.  The 
following  is  a  representation  of  the  Biscombe  label,  which  was  similarly  coloured 
to  that  of  Oibbens. 


10 


BISCOMBESraSODAWATER 


The  action  came  on  for  trial  before  Mr.  Justice  Warrington  on  the  same 
day  as  the  action  against  Oibbens^  and  the  same  Counsel  appeared;  At  the 
close  of  the  case  against  Oibbens  it  was  agreed  between  Counsel  to  take  as  the 
evidence  in  the  Biscombe  case  the  evidence  which  had  been  given  in  the  other 
case,  with  the  substitution  of  the  Biscombe  label  for  the  Oibbens  label,  and  the 
learned  Judge  then  said  that  there  would  be  the  same  judgment.  The  Plaintifib 
in  this  case  also  appealed,  and  the  appeal  came  on  for  hearing  before  the  Court 
of  Appeal  on  the  same  day  as  the  appeal  in  the  Oibbens  case,  and  was,  without 
argument,  dismissed  with  costs.* 

The  Plaintiffs  appealed  to  the  House  of  Lords. 

The  appeal  came  on  for  hearing  immediately  after  the  dismissal  of  the  appeal 
in  Schweppes  v.  Oibbens  reported  antCy  page  60  L),  but,  as  the  decision  in  that  case 
in  effect  disposed  of  this  appeal,  it  was  dismissed  with  costs  without  argument. 


15 


20 


'  AfUSy  page  121. 
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Stuhba  and  Others  v.  Charles  P.  Kmnell  ds  Oo.  Ld. 


In  the  High  Court  op  Justiob.— Chancbry  Division. 

Before  Mr.  Justice  Warrington. 

November  7th  and  8th,  1905. 

Stubbs   and  Others   i\  Charles   P.  Kinnbll  &   Co.  Ld. 

5      Patent. — Action  for  infringement. — Prior  user. -r- Subject-matter. — Patent 
held  invalid  on  tJis  ground  of  prior  user. — Judgment  for  the  Defendants. 

The  oumers  of  two  Patents  for  "  Improvem^ints  in  Water  Heating  ApparcUus  *• 
commenced  an  action  for  infringement^  hut  only  alleged  at  the  trial  infringe- 
ment of  one  of  them.  The  main  defences  relied  on  at  the  trial  as  to  that  Patent 
10  were  prior  user  of  the  invention  and  want  of  suhject-mxitter. 

Held,  that  prior  user  was  established  on  the  evidence^  and  that  the  Patent 
was  invalid.    The  action  was  dismissed-  with  costs. 

On  the  21st  of  August  1901  Letters  Patent  (No.  16,775  of  1901)  were  granted 
to    Reuben  Stubbs  for  an  invention  of  "Improvements  in  Water  Heating 
15  "Apparatus." 

The  Complete  Specification  was  as  follows  : — "  This  invention  relates  to  a 
"  compound  system  of  water-heating  apparatus  for  hot  houses,  public  buildings 
"  and  other  purposes,  and  has  mainly  for  its  object  to  economise  fuel  and  labour. 
"  The  invention  will  be  understood  from  the  following  description,  reference 
20  "  being  had  to  the  accompanying  drawings,  in  which.  Figure  1  is  a  geneM 
"  view  of  a  water-heating  apparatus  supplied  with  my  invention  ;  Figure  2,  a' 
"  longitudinal  section  on  the  line  1 — 2  ;  Figure  3,  a  transverse  section. 

"  Referring  to  these  figures,  a  is  an  ordinary  boiler  of  the  horizontal  or 
"  saddle  type  having  a  fire  box  ;  d  the  off-take  or  main  flow  leading  from  the 
25  *'  boiler  to  the  heat  radiating  device  in  the  building  to  be  heated  ;  /  the  return' 
*•  flow  pipe  from  the  heat  radiator  to  the  boiler.    Extending  horizontally  say 
.  "four  inches  above  the  boiler  in  the  path  of  the  furnace  gases  and  against  the' 
"top  of  the  brickwork  of  the  furnace  is  a  hollow  metallic  water  chamber  b. 
"  This  is  connected  by  a  pipe  c  with  the  main  flow  d  aforesaid  and  by  another 
30  "  pipe  e  with  the  return/.    This  water  jacket  is  directly  located  in  the  path  of 
"  the  products  of  combustion  after  they  have  acted  upon  the  boiler  a,  thus 
"  absorbing  a  considerable  amount  of  heat  which  would  otherwise  pass  up  the 
"chimney.    The  gases  impinge  against  this  chamber  2»  instead  of  as  hitherto' 
"  against  a  brick  arch.    I  thus  considerably  increase  the  heating  surface  and 
35  "  extract  a  much  larger  quantity  of  heat  from  a  given  quantity  of  fuel,  making  * 
"  the  best  possible  use  of  the  heat  which  is  usually  wasted  on  the  brickwork, ' 
:  "  I  is  the  cold  water  feed  pipe,  m  the  fire  bars,  n  fire  door,  o  ash  pit  doors,  and 
"  p  soot  doors.    I  also  provide  a  metallic  flue  g  sloping  upwards  and  leading 
"  the  furnace  gases  after  they  have  acted  upon  the  boiler  and  chamber  b  to  the 
40  "  chimney.    This  flue  g  has  a  water  jacket  such  as  A,  and  the  hot  gases  passing 
"  through  it  strike  upwards  against  the  interior  of  the  flue,  and  thus  heat  tl^e 

3  O 
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water  contained  therein.  The  water  jacket  of  this  fine  is  connected  by  a 
pipe  I  with  the  main  flow  rf,  and  by  another  pipe  j  with  the  retnm  flow 
pipe/. 

"  It  is  obvious  that  there  might  be  a  nnmber  of  water  tubes  in  the  flue,  which 
are  acted  on  by  the  heat  of  the  hot  gases  surrounding  the  outside  of  them,  or 
the  gases  might  pass  through  the  inside  of  the  said  tubes,  and  be  surrounded 
by  water  to  be  heated. 

'^  The  mode  of  action  is  as  follows  : — The  hot  furnace  gases  after  acting  upon 
the  boiler  a  impinge  directly  against  the  auxiliary  water  chamber  ft,  thus 
heating  the  water  therein,  and  afterwards  pass  through  the  water  jacketted 
flue  gy  thus  also  heating  the  water  in  the  jacket  A,  and  finally  pass  into  the 
chamber  with  a  far  greater  amount  of  heat  extracted  than  has  hitherto  been 
customary.  The  water  having  been  heated  by  the  boiler,  passes  through  the 
off-take  or  main  flow-pipe  dj  which  pipe  is  also  fed  with  hot  water  both  from 
the  water  chamber  h,  and  from  the  water  jacket  h^  through  pipes  c  and  i 
respectively.  The  chamber  b  and  jacket  h  are  kept  fllled  with  water  from 
the  return  flow  pipe/  by  the  branch  pipes  e  andj. 


10 


15 


'^  It  is  found  by  this  arrangement  that  very  considerably  less  fuel  will  be 
required  to  heat  a  given  supply  of  water,  the  heating  sur^e  is  increased,  a 
quantity  of  heat  which  would  otherwise  be  lost  is  absorbed,  and  the  circulation  20 
throughout  the  system  is  increased. 

"  The  water  chamber  b  may  consist  of  a  hollow  flat  box,  as  shown,*  or  it  may 
be  formed  of  parallel  tubes  joined  together  at  the  ends  by  cross  tubes.'* 
The  Patentee  claimed  : — ^**  1.  A  water-heating  apparatus  comprising  a  boiler 
and  its  fire  box,  a  hollow  metallic  water  chamber  extending  horizontally  25 
above  the  boiler  in  the  path  of  the  products  of  combustion,  an  off-take  or 
main  flow  pipe  leading  from  the  boiler,  a  pipe  connecting  said  water  chamber 
with  said  main  flow  pipe,  a  return  flow  pipe  leading  to  the  boiler,  and  a  pipe 
connecting  said  water  chamber  with  said  return  flow  pipe,  substantially  as 
described.    2.  A  water-heating  apparatus  having  the  combination  of  a  boiler  30 
and  its  fire  box,  an  off-take  or  main  flpw  pipe  leading  from  the  boiler,  a 
return  flow  pipe  leading  to  the  boiler,  a  smoke  flue  leading  from  the  fire  box, 
a  water  passage  or  pipes  in  or  surrounding  said  flue,  a  pipe  connecting  said 
water  passage  or  pipes  with  said  main  flow  pipe,  and  a  second  pipe  connecting 
said  water  passage  or  pipes  with  said  return  flow  pipe,  substantially  as  35 
described." 


•  The  term 
J.C. 


tray  *'  was  at  the  trial  and  is  in  this  Report  used  to  denote  the  water  chamber  (,— 
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On  the  26th  of  Augtist  1903  another  Patent  (No.  18,426  of  1903)  was  granted 
to  the  said  R.  Stuhbs  for  an  invention  of  "  Improvements  in  Water  Heating 
"  Apparatus,"  which  was  a  variation  of  the  invention  covered  by  the  Patent  of 
1901.  On  the  5th  of  December  1904  Annena  Stuhhs,  Albert  StubbSj  Robert 
5  StubbSy  and  William  Lowdon,  the  executors  of  Reuben  Stuhbs^  deceased, 
commenced  an  action  for  infringement  of  both  the  above-mentioned  Patents 
against  Charles  P,  KinneU  &  Co.  Ld.^  claiming  the  usual  relief.  At  the  trial, 
however,  no  evidence  was  offered  by  the  Plaintiffs  as  to  the  second  Patent,  no 
Particulars  of  Breaches  having  been  delivered  in  respect  thereof. 

10  The  Plaintiffs  by  their  Statement  of  Claim  alleged— (1)  that  the  Plaintiffs 
were  executors  of  Reuben  Stubba  ;  (2)  that  tlie  Defendants  were  manufacturers 
of  horticultural  boilers  ;  (3)  that  the  said  Reuben  Stubbs  was  the  registered 
legal  owner  of  the  Patents  and  that  he  was  the  first  and  true  inventor ;  (4)  that 
the  Patents  were  valid  ;  and  (5)  that  since  the  2l8t  of  May  1904,  and  prior  to 

15  the  issue  of  the  writ,  the  Defendants  had  infringed  the  Patents  and  had 
manufactured  at  their  works,  sold,  and  fixed  improvements  in  water  heating 
apparatus,  and  the  same  were  manufactured  and  fixed  according  to  the  invention 
in  respect  of  which  the  Patents  were  granted,  and  that  the  Defendants 
threatened  to  infringe  and  intended  to  continue  to  do  so  unless  restrained. 

20  The  Particulars  of  Breaches  alleged  that  the  Defendants  had  at  divers  tinaes 
since  the  21st  of  May  1904  and  prior  to  the  commencement  of  the  action 
infringed  the  Letters  Patent  numbered  16,775  of  the  year  1901  and  the  first 
Claim  thereof  in  manner  following,  that  was  to  say :  that  the  Defendants 
subsequently  to  the  dates   of  the  Plaintiffs'  Patent  manufactured,  sold,  and 

25  fixed  improvements  in  water  heating  apparatus  for  economising  fuel  in  the 

improved  manner  described  and  claimed  in  the  King's  printers'  copy  of  the 

Complete  Specification  filed  prior  to  the  grant  of  the  said  Letters  Patent  as 

therein  described.    Allegations  of  specific  infringement  then  followed. 

The  Defendants  by  their  Defence — (1)  did  not  admit  any  of  the  allegations 

30  contained  in  the  Statement  of  Claim  except  paragraph  2  ;  (2)  denied  infringe- 
ment of  the  Patents  or  either  of  them  ;  (3)  admitted  the  specific  manufactures 
and  sales  and  fixings  complained  of  in  the  Particulars  of  Breaches,  but  denied 
that  all  or  any  of  the  said  goods,  so  manufactured  or  sold  or  fixed,  were  made 
or  sold  or  fixed  in  infringement  of  the  Patents  or  either  of  them  ;  and  (4) 

35  alleged  that  the  Patents  were  invalid. 

The  Particulars  of  Objections  alleged— (1)  that  the  said  Reuben  Stubbs  was  not 
the  first  and  true  inventor  of  any  of  the  said  alleged  inventions ;  (2)  that  the  said 
alleged  inventions  were  not  new ;  they  had  been  published  in  this  realm  prior 
to  the  respective  dates  of  the  said  Letters  Patent  (a)  by  the  deposit  in  the 

40  Patent  Office  Library  of  the  Specifications  of  the  following  Letters  Patent  :— 
As  to  Letters  Patent  No.  16,775  of  1901,  the  following  Specifications  were 
referred  to  i-^Jones  (No.  2931  of  1869)  ;  Richardson  (No.  4252  of  1875)  ;  Poat 
(No.  14,271  of  1891)  ;  (6)  by  the  use,  manufacture,  sale,  and  exposure  for  sale 
of  water  heating  apparatus  by  the  persons  thereinafter  named  (inter  alia) 

45  (2)  manufacture  and  sale  by  Charles  P.  KinneU  &  Co.  in  October  1891 
to  Joseph  Rochford  of  Covent  House,  Turnford,  in  the  county  of  Herts,  of 
two  trays  or  economisers ;  (3)  manufacture  and  sale  by  the  Tliames  Bank 
Iron  Company  in  or  about  1894  to  E.  F.  I.  Sawyer  of  Bexley  Heath, 
Kent,  of  one  tray  or  economiser  ;  (4)  advertisements,  price-lists,  and  catalogues 

50  of  Charles  P.  KinneU  A  Co.  and  of  the  Defendants  from  the  year  1887  onwards 
to  the  present  time,  particulars  whereof  were  given  ;  (3)  that  the  said  alleged 
inventions  were  not  the  proper  subject-matter  for  valid  Letters  Patent ;  the 
Defendants  stating  that  they  intended  to  refer  to  all  the  Specifications  set  out 
in  paragraph  2  and  to  the  Particulars  in  {b)  thereof,  and  also  to  allege  as  to  all 

55  the  Claims  of  both  Patents  that  the  alleged  inventions  therein  claimed  were 
matters  of  common  general  knowledge  and  were  no  inventions  at  all  which 
conld  be  validly  protected  by  Letters  Patent. 


618:  RBPOBTS  OP  PATENT,  DESIGN,        [Dec.^1905, 


Stuhbs  and  Others  v.  Charles  P.  Kinndl  A  Co.  Ld. 


:  The  action  came  on  for  trial  before  Mr.  Justice  Warbington. 

Moulton  K.e.  and  E.  Owen  Roberts  (instructed  by  E.  A.  Fuller,  agent  for 
F.  Woods^ohnson  of  Middle wich,  Cheehire)  appeared  for  the  Plaintiffs; 
Bousfield  K.C.  and  J.  B.  Matthews  (instructed  by  Morton  and  Patterson) 
appeared  for  the  Defendants.  ^ 

Moulton  K.G.  opened  the  Plaintiffs'  case.— The  main  issue  is  the  question  of 
novelty.  The  invention  consists  in  placing  the  tray  between  the  radiator  and  the 
main  boiler,  so  that  it  does  not  form  part  of  the  latter,  but  is  a  kind  of  by-way, 
giving  an  alternative  path.  To  use  an  electrical  phrase,  it  is  in  parallel.  There  is 
a  flow  pipe  from  the  tray  and  one  from  the  boiler,  and  similarly  as  to  the  return  10 
pipes  ;  so  that  the  tray  has  an  independent  connection  with  the  main  circula- 
tion. It  is  economical  and  starts  the  circulation  quickly.  Utility  is  not 
challenged.  The  first  Claim  is  alleged  to  be  infringed.  That  claims  the 
combination  including  the  tray  with  the  independent  connections. 

The  following  witnesses  were  called  for  the  Plaintiffs,  namely  : — Mr.  Newton,  15 
Patent  agent ;  and  J,  Noyle,  manager  of  a  horticultural  business,  who  gave 
evidence  as  to  the  utility  of  the  invention. 

The  witnesses  for  the  Defendants  were  then  called,  namely  : — O.  P.  KinnelJ^ 
a  director  of  the  Defendant    Company  ;    Joseph   Rochford,   a   nurseryman, 
mentioned  in  the  Particulars  of  Objections  2  (6)  (2) ;  E.  L  Sawyer,  mentioned  aO 
in  the  Particulars  of  Objections,  2  (B)  iii. ;  and  Cray. 

The  Plaintiffs  called  rebutting  evidence,  the  w^itnesses  being : — Messrs- 
Childs,  Waldock,  Cooper^  R.  Stuhbs,  and  A.  Stubbs. 

Counsel  for  the  Defendants  were  not  called  on  to  argue. 

,  Moulton  K.C.  (called  on  as  to  subject-matter  and  anticipation). — The  invention  25 
consists  in  placing  a  supplemental  boiler  in  a  special  place  with  special  connec- 
tions* The  evidence  is  that  in  order  to  add  a  boiler  of  this  kind,  it  is  essential  for 
success  to  take  the  Plaintiffs'  device.  Directly  the  way  was  shown  they  came 
largely  into  use.  There  was  an  acknowledged  want  which  the  invention 
supplied.  It  is  sufficient  that  the  invention  gave  the  public  a  useful  choice.  30 
Apart  from  the  alleged  prior  users  by  Roch/ord  and  Sawyer,  no  arrangement 
existed  which  did  not  constitute  practically  one  boiler.  The  real  issue  Is 
novelty,  and  I  submit  that  neither  of  the  alleged  prior  users  by  Rochford  or 
Sawyer  is  established. 

Warrington  J.— This  is  an  action  for  infringement  of  a  Patent  for  certain  35 
improvements  in  water  heating  apparatus.    The  invention,  as  1  understand  it, 
relates  to  a  means  of  providing,  in  addition  to  the  principal  boiler  for  the  hot 
water  apparatus,  an  auxiliary  or  supplemental  boiler  in  the  flue,  so  as  to  inter- 
cept and  use  the  products  of  combustion  which  would  otherwise  pass  through 
the  flue  up  the  chimney  and  be  lost ;  but  the  real  point  of  the  invention  is  this,  40 
that  the  auxiliary  or  supplemental  boiler  is  connected,  not  with  the  original 
boiler,  but  with  the  main  flow  and  return  belonging  to  the  original  boiler. 
The  diagram  which  Mr.  Moulton  handed  me  yesterday  illustrates,  I  think,  very 
well,  what  the  invention  really  is.    It  shows  the  boiler  with  a  space  above  it 
representing  the  flue ;  in  it  a  shallow  tray,  which,  of  course,  is  filled  with  45 
water,  and  from  that  Iray  the  flow  pipe  running  on  one  side  into  the  main  flow 
pipe  from  the  boiler  itself,  and  the  return  pipe  entering  the  tray  from  the  main 
return  pipe.    That  is  the  point  of  this  invention.    It  is  admitted  that  the  tise 
ot  an  auxiliary  boiler  was  perfectly  well  known,  and  the  only  suggested  novelty 
ill  the  invention  is  the  connection,  in  the  way  I  have  mentioned,  of  this  auxiliary  5(^ 
boiler  with  the  main  flow  and  return,  instead  of  with  the  boiler  itself.    The 
Defendants  admit  that  if  the  Patent  is  a  good  one  they  have  infringed  it :  the 
only  question  is  the  validity  of  the  Patent,  and  I  think,  after  all  I  have  heard, 
the  main  question  in  the  Action,  and  really  the  only  one  which  it  is  necessary 
to  decide,  if  it  is  decided  in  favour  of  the  Defendants,  is  the  alleged  prior  user  55 
by  Charles  P,  Kinnell  &  Co.  and  Joseph  Roch/ord--tlie  second  under  head  (b}  of 
the  Particulars  of  Objections.    Assuming  for  the  moment  that  Mn  Ro6J\f(mF<9 
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eTidence  is  to  be  iaccepted,  he  has  described  what  he  used  from  1891  to  1894, 
and  what  he  so  used  was  this — he  had  first  an  ordinary  boiler  (on  that  nothing 
turns)  with  the  ordinary  flow  and  return  pipes  ;  he  wished  to  introduce  into 
the  flue  a  supplemental  or  auxiliary  boiler,  and  for  that  purpose  he  obtained 
5-  from  Messrs.  Kivnell^  the  present  Defendants,  certain  castings,  which,  when 
put  together,  formed  a  tray — I  think  it  was  described  as  about  11  feet  long.  ' 
On  to  this  he  put  a  copper  bottom,  but  that  is  immaterial.  In  the  top,  at  the 
two  end  sections  of  the  tray,  were  sockets  for  the  purpose  of  receiving  the  flow 
pipes  and  the  return  pipes,  and  as  the  tray  wasflttel  up  at  his  nursery,  according 

10  5  to  his  evidence,  the  flow  pipe  from  the  tray  was  connected  with  the  main  flow 
from  the  boiler ;  the  return  pipe  towards  the  tray  was  connected  at  one  end 
with  the  main  return — ^at  the  other,  of  course,  with  the  tray  itself.  If  that 
description  given  by  Mr.  Rochford  is  a  true  description  of  what  he  used  at  that 
time,  it  is  admitted  to  be  an  anticipation  of  the  Plaintiffs*  invention,  namely,  - 

15  the  use  of  a  tray  or  supplemental  boiler — it  does  not  matter  about  it  being  a 
tray,  it  might  have  been  a  number  of  tubes — the  use  of  a  supplemental  boiler 
in  that  way,  connected,  not  with  the  original  boiler,  but  with  the  flow  and 
return.  Now  am  I  to  accept  Mr.  Rochford' s  evidence  ?  I  see  no  reason 
why  I  should  reject  it,  and  I  will  therefore  accept  it.    Mr.  Rochford  gave 

20  his  evidence  in  the  box  perfectly  well ;  and  the  only  objection  that  is 
raised  to  the  credit  of  the  story  he  tells  is  this — It  is  said  that  when  the 
emissaries  of  the  Plaintifl^s  went  down  after  the  delivery  of  the  Particulars  of 
Objections  and  saw  Mr.  Rochford  he  said  he  did  not  know  how  certain  trays 
were  connected  ;  and  it  is  said  against  his  evidence  that  it  must  be  taken  that 

25  he  was  referring  to  the  trays  of  which  he  spoke  in  the  box,  and  that  accordingly 
he  has  said  in  the  box  that  he  does  know,  when  he  had  previously  said  that  he 
did  not  know.  Now,  in  my  opinion,  the  attention  of  Mr.  Rochford  was  not 
directed  at  all  to  the  trays  which  he  has  described  in  the  box.  To  begin  with, 
he  did  not  know — ^and  I  accept  his  statement  to  that  effect — ^that  the  mode  of 

30  fixing  had  anything  to  do  with  the  question  about  which  the  emissaries  of  the 
Plaintiffs  had  come  to  him,  and  their  story  agrees  with  his.  They  told  him 
that  reference  had  been  made  by  Kinnell  to  certain  trays  as  having  been 
supplied  to  him,  and  they  asked  to  see  the  trays.  He  accordingly  showed  them 
the  trays  ;  he  was  not  told  that  anything  turned  upon  the  mode  in  which  those 

35  trays  were  connected ;  still  less  was  he  told  that  anything  depended  on  the 
distinction  between  a  tray  which  had  been  fitted  to  a  boiler  warming  a  water 
tank  in  the  Old  Nursery,  and  the  trays  which  had  been  fitted  to  two  boilers  in 
another  nursery  altogether,  the  Canada  Nursery,  and  it  turns  out  now  that 
the  real  Particulars  of  Objectit>ns  were  directed,  not  to  the  tray  which  was 

40  fitted  to  the  boiler  warming  the  tank  in  the  Old  Nursery,  but  to  two  trays 
which  were  in  the  Canada  Nursery.  Both  of  the  interviews  took  place,,  not 
at  the  Canada  Nursery,  but  at  a  place  called  the  Old  Nursery,  and  I  am 
satisfied  that  when  Mr.  Rochford  said  he  did  not  know  how  the  trays  were 
connected  he  was  referring  to  the  boiler  in  the  Old  Nursery,  and  not  to  the 

45  boilers  in  the  Canada  Nursery,  to  which  his  attention  had  not  been  drawn  at 
all.  This  is  borne  out  very  much  by  this — He  said  in  the  box,  but  he  was  not 
cross-examined  about  it,  that  the  connection  in  the  case  of  the  Old  Nursery 
boiler  was  a  very  elaborate  one  ;  it  was  for  the  purpose,  as  I  have  said,  of 
warming  a  tank  for  watering  purposes,  and  not  for  heating  the  warming  apparatus 

50  of  greenhouses,  and  it  was  of  a  somewhat  elaborate  nature.    Mr.  Cooper^  Who 
was  called  to-day,  said  that  he  sketched  out  with  his  umbreUa  on  the  ground  . 
the  suggested  modes  of   connecting  those  sections  of  trays,  which  he  had 
seen,  with  the  boiler ;    Mr.  Rochford  said  he  did  not  know  how  it  was 
done,  but  if  they  would  come  into  the  oflftce  he  would  show  them  on  paper 

55  half  a  dozen  ways  in  which  it  might  be  done.  Now  I  think  that  must  refer  to, 
the  complicated  mode  in  which  the  auxiliary  boiler  was. connected  with  the. 
tank,  and  not  to  the  simple  mode  of  connecting  the  auxiliary  boiler  wiih  atx 
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exifiting  boiler  for  the  purpose  of  hot  water  apparatus,  as  to  which  it  is  admitted 
that  there  would  be,  at  the  utmost,  three  ways  of  doing  it,  namely,  either  bringing 
it  round  into  the  boiler  itself,  or  making  it  a  separate  circulation,  or  connecting 
it  with  the  existing  arrangement.  It  seems  to  me  there  is  no  sufficient  reason 
why  I  should  not  accept  Mr.  Rochford*8  evidence,  and,  if  I  accept  it,  then  5 
there  is  a  plain  case  of  anticipation. 

There  is  only  one  other  anticipation  which  I  ought  to  mention,  and  that 
is  Sawyer.  1  do  not  propose  to  say  whether  I  consider  the  case  of  Sawyer 
is  actually  proved.  It  is  not  necessary  for  me  to  do  so.  I  will  only  say  this, 
that  if  Sawyer  is  exactly  accurate — I  do  not  discredit  his  evidence  in  the  least,  10 
but  it  was  a  long  time  ago  and  he  may  have  made  a  mistake.  If  he  is  accurate, 
then  his  also  was  a  case  of  anticipation. 

With  regard  to  subject-matter,  in  the  view  I  have  taken,  I  do  not  propose  to 
decide  that.    I  will  only  say,  that  as  at  present  advised  I  am  not  convinced 
that  in  what  the  Patentee  did  there  was  sufficient  invention  to  justify  the  Patent.  15 
I  do  not  desire  to  be  considered  to  be  deciding  that,  but  at  present  I  am  not 
convinced  about  it.    The  result  is,  therefore,  that  the  action  fails. 

The  action  was  dismissed  with  costs. 


Ik  thb  High  Coort  of  Justiob.— Chancery  Division. 

Be/ore  Mr.  Justice  Buckley.  20 

November  8th,  1905. 

New  Inverted  Incandescent  Gas  Lamp  Company  Ld.  u.  General 
Incandescent  Company  Ld« 

Patent.— Action  for   infi^ngmnent.—Duamtinuafice.— Certificate   tlujU   the 
Particulars  of  Obfectiona  were  reasonable  and  proper  refused. — Patents  Jtc.  25 
Acty  ISSiy  section  29  (6). 

The  owners  of  a  Patent  commenced  an  action  for  infringement  of  it^  but 
discontinued  after  Defence.  The  Defendants  applied  for  a  CertifUxUe  tfiat 
their  Particulars  of  Objections  were  reasonable  and  proper.  A  previous 
action  for  infringement  of  the  same  Patent  against  other  Defendants  had  30 
been  dismissed^  and  a  Certificate  had  been  granted  in  that  action  as  to  some  of 
the  Particulars  of  Objections.    The  Defendants  in  this  action  asked  at  ttic 
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hearing  of  this  application  for  a  Certificate  only  as  to  such  ParticiUars  of 
Objections  as  were  similar  to  those  certified  in  the  previous  action. 

Held,  that  a  Certificate  that  the  Particulars  of  Objections  were  reasonable 
and  proper  could  not  be  grants.    The  application  was  dismissed  with  costs. 

5  The  New  Inverted  Incandescent  Oas  Lamp  Company  Ld.^  being  the  owners 
of  Letters  Patent  (No.  5769  of  1900)  granted  to  Josef  Bemt  and  Emanuel 
Cervenka  for  '^  Improvements  in  or  relating  to  gas  burnei-s/'  commenced  an 
action  against  the  General  Incandescent  Company  Ld.  for  infringement  of  the 
same,  claiming  the  usual  relief. 

10  Pleadings  were  delivered,  the  Defendants  by  their  Defence  denying  infringe- 
ment and  alleging  that  the  Patent  was  invalid. 

By  their  Particulars  of  Objections  they  alleged — (1)  that  the  said  Josef  Bernt 
and  Emanuel  Cervenka  were  not  nor  was  either  of  them  the  first  and  true 
inventors  or  inventor  of  the  said  alleged  invention ;  (2)  that  the  said  alleged 

15  invention  was  hot  new  (a)  by  reason  of  prior  common  general  knowledge  of 
the  alleged  invention  claimed  in  both  the  claiming  clauses  of  the  Complete 
Specification ;  (b)  by  reason  of  prior  publication  of  the  said  alleged  inven- 
tion claimed  in  both  the  claiming  clauses  of  the  Complete  Specification. 
[Particulars  under  (b)  were  then  set  out,  and  included  all  the  Specifications 

20  relied  on  as  prior  publications  in  an  action  between  the  Plaintiffs  and  the 
Olobe  Light  Ld.  (22  R.P.C.  431)  as  well  as  other  Specifications.]  (3)  that  the 
alleged  invention  was  not  in  view  of  the  prior  state  of  the  art  as  set  out  in 
paragraph  2  thereof  proper  subject-matter  for  a  Patent ;  (4)  that  the  alleged 
invention  was  not  useful ;  (5)  that  the  Complete  Specification  of  the  alleged 

25  invention  did  not  sufficiently  describe  the  nature  of  the  alleged  invention 
nor  the  manner  in  which  the  same  was  to  be  performed.  Particulars  : — No 
instructions  were  given  as  to  (a)  bore  of  burner  marked  A  in  the  drawing ;  (b) 
diameter  and  length  of  insulator  B ;  (c)  size  of  air  ports  ;  (6)  that  the  Complete 
Specification  of  the  alleged  invention  was  inaccurate  and  misleading,  particular 

30  passages  being  specified. 

The  Plaintiffs  on  the  2nd  of  June  1905  gave  notice  of  discontinuance. 
On  the  25th  of  October  1905  the  Defendants  took  out  a  Summons  asking  for 
an  Order  **  that  for  want  of  prosecution  this  action  do  stand  dismissed  with  costs 
*'  to  be  paid  by  the  Plaintiffs  to  the  Defendants,  such  costs  to  be  taxed  by  the 

35  "  Taxing  Master,  who  is  to  allow  the  costs  of  and  in  connection  with  the 
"  Particulars  of  Objections  as  though  the  same  had  been  duly  certified  as 
*'  reasonable  and  proper ;  alternatively,  that  the  costs  of  and  in  connection 
"  with  the  said  Particulars  of  Objections  be  allowed  by  the  Taxing  Master  as 
'^  though  the  same  had  been  certified  to  be  reasonable  and  proper  in  the  taxation 

40  ''  of  the  Plaintiffs*  costs  under  the  notice  of  discontinuance  dated  the  2nd  of 
"  June  1905,  if  such  notice  is  held  to  be  regularly  and  properly  given." 

In  the  action  above  referred  to  by  the  Plaintiffs  against  the  Olobe  Light  Ld.^^ 
Joyce  J.  gave  judgment  for  the  Defendants  on  the  ground  of  non-infringe- 
ment, and  certified  that  certain  of  the  Particulars  of  Objections  delivered  in 

45  that  action  were  reasonable  and  proper.  The  Particulars  of  Objections  so 
certified  were  similar  to  some  of  those  in  the  present  action,  which  are  set  out 
above. 

The  Summons  was  adjourned  into  Court,  and  came  on  for  hearing  on  the 
8th  of  November  1905. 

50  J.  H.  Gray  (instructed  by  J.  Woodt^ow  Meakes)  appeared  for  the  Applicants  ; 
J.  W.  Gordon  (instructed  by  Steadman^  Van  Proagh,  and  Oaylor)  appeared 
for  the  Respondents. 

*  Ante,  page  481. 
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©my,  for  the  Applicants,  referred  to  De  Jong  v.  United  Motor  Company 
(20  R.P.C.  472),  and  continued  :— As  to  the  Particulars  of  Objections,  I  admit 
that  the  decisions  show  that  the  Court  will  not  try  an  infringement  action 
merely  for  the  purpose  of  ascertaining  whether  a  Certificate  ought  to  be  given 
that  the  Particulars  of  Objections  were  reasonable  and  proper  {Mandleiberg  v.  5 
Morley  12  R.P.C.  35  ;  Wilcox  and  Gibhs'  Seiving  Machine  Company  v.  Jatjies   ^ 
Bros.  U  RP.C.  523  ;  L.R.  [1897]  2  Ch.  71)  ;  but  the  case  last  cited  shows  that  the    > 
Court  may  otherwise  have  materials  before  it — ^f or  instance,  in  an  interlocutors^ 
application— enabling  it  to  certify.    Middleton  v.  Bradley  (12  R.P.C.  392 ;  L.R!. 
[1895]  2  Oh.  716)  is  to  the  same  effect.    In  the  present  case  the  Court  has  the  fact  10 
as  to  some  of  the  Particulars  of  Objections  that  they  were  certified  by  Joyce  J.  in 
the  action  against  the  Globe  Light  Ld.    I  ask  for  a  Certificate  in  this  action  that 
the  same  Particulars  of  Objections  were  reasonable  and  proper.    The  question  is 
not  so  much  one  inter  partes jhxii  between  the  Patent  and,  for  instance,  the 
anticipations  alleged.    Actual  evidence  that  the  Particulars  were  reasonable'  15 
and  proper  is  not  necessary.    A  Certificate  is  often  given  as  to  a  Particular 
although  the  defendant  does  not  succeed  on  it.    I  submit  that  there  is  nothing 
in  the  decisions  to  prevent  the  Court  giving  a  Certificate  in  this  case. 

Gordon  for  the  Respondents. — It  is  submitted  that  the  Certificate  cannot  be 
granted'unless  the  Judge  hitnself  is  in  a  position  to  say  whether  the  Particulars  20 
are  reasonable  and  proper.  I  agree  that  prior  Specifications  may  be  of  use  on 
the  question  of  infringement  as  affecting  construction,  and  that  may  account 
for  Joyce  J.  giving  the  Certificate.  It  affords  no  precedent  in  this  case.  The 
Certificate  as  to  Particulars  of  Objections  did  not  give  the  Defendants  the  costs 
of  the  issue  of  validity.  The  issue  of  infringement  here  was  wholly  different  25 
from  what  it  was  in  that  case.  The  cases  of  Wilcox  and  Gibhs^  Sewing 
Machine  Company  v.  Janes  and  De  Jong  v.  United  Motor  Company  have 
not  in  any  way  been  distinguished.  There  are  here  no  materials  before  the 
Court  on  which  ^it  can  decide  whether  the  Particulars  were  reasonable  and 
proper.  30 

Gray  in  reply. — ^The  materials  may  be  any  other  than  those  afforded  by    .  . 
actually  going  into  the  Objections. 

BUOKLBY  J. — The  Plaintiffs  having  brought  an  action  for  infringement  of 
a  Patent,  the  Defendants  on  the  20th  of  April  1905  delivered  their  Defence 
denying  infringement  and  yalidity,  and  they  gave  Particulars  of  Objections;  35 
The  time  for  Reply  having  expired,  on  the  2nd  of  June  the  Plaintiffs,  before 
taking  any  further  step  in  the  action,  gave  notice  of  discontinuance.    The    '  * 
consequence  was  that  under  Order  XXVI.,  Rule  1,  the  Defendants  became" 
entitled  to  their  costs  against  the  Plaintiffs,  but  in  taxing  those  costs  regard  is 
to  be  had  to  section  29,  subsection  6,  of  the  Act  of  1883,  which  provides  that  40 
they  shall  not  be  allowed  any  costs  with  respect  to  their  Particulars  unless  the      , 
same  are  certified  by  the  Court,  or  a  Judge,  to  have  been  proven  or  to  have    '  ^^^ 
been  reasonable  and  proper  without  regard  to  the  general  costs  of  the  case. 

The  Summons  which  I  have  before  me  is  one  which  Mr.   Gray  admits 
he    cannot    obviously  on  the  face    of  it   maintain,  as    it  asks  that  in   the*  45 
course    of    taxation    the    Taxing    Master    should    allow    the    costs    of    the    .. 
Particulars    as    though  they   had  been  certified.     That  is  directly    in  the*    '*" 
face    of    the    Act    of    Parliament ;    unless  they    are   certified    they    cannot 
be  allowed.     The  Act  of  Parliament  says  so,  and  consequently  Mr.  Gray  is 
anxious  to  support  the  application  in  an  amended  or  modified  form  by  asking  50 
me  to  certify  for  his  Particulars  of  Objections.    Again,  in  the  argument  at  the      ^ 
Bar  he  has  not  gone  so  far  as  that ;  he  cannot  ask  that  I  shall  certify  f ol^  all  the      ^* 
Particulars  of  Objection,  but  he  says  that  I  can  for  some  of  them,  on  this; 
ground — that  on  the  same  Patent  there  was  brought  some  time  since  an  actioh' 
for  infringement  tried  by  Mr.  Justice  Joyce  in  which  the  defendants  denied  55 
infringement   and  validity,  as   the   -Derendants    do   here,   that    there    were 
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Particulars  of  Objections,  and  the  resnlt  was  that  the  learned  Judjje  did  not 
decide  the  question  of  validity,  but  merely  the  question  of  infringement.  On 
that  point  the  learned  Judge  came  to  the  conclusion  that  the  defendants  were 
entitled  to  succeed,  and  he  dismissed  the  action  with  costs.  Then  there  was  a 
5  discussion  as  to  the  form  of  the  Certificate,  and  he  gave  such  a  Certificate  as  he 
thought  proper  in  the  circumstances  of  the  case.  Mr.  Gray  says,  if  I  look  at 
the  way  in  which  Pleadings  and  the  Particulars  in  that  action  were  framed, 
and  then  look  at  them  in  this,  I  shall  find  that  the  Pleadings  and  the  Particulars 
are  the  same,  and  that  because  Mr.  Justice  Joyce  certified  it  was  proper  in  the 

10  other  action  that  that  is  enough  for  me,  and  that  I  can  certify  in  this  action. 
But  is  that  so  ?  In  the  first  place  it  has  long  since  been  decided  that,  however 
unfortunate  it  is  for  the  defendant  in  such  a  case  as  this,  he  cannot  get  the 
costs  of  the  Particulars  where  the  plaintiff  discontinues  his  action,  because  the 
Judge  has  no  means  of  ascertaining  whether  the  Particulars  are  proper  or  not. 

15  That  was  decided  by  Mr.  Justice  Romer  in  Wilcox  and  Oibbs  v.  Janes 
(L.R.  [1897]  2  Ch.  page  71),  and  I  followed  the  same  principle  in  Acetylene 
Illuminating  Company  v.  United  Alkali  Company  (L.R.  [1902]  1  Ch.  page  494).* 
The  only  hope  is  that  I  may  be  induced  to  certify  because  Mr.  Justice  Joyce 
certified  in  another  action.    How  can  I  do  that  ?     Let  me  take  the  Particulars 

20  in  one  sense  for  the  purpose  of  testing  it.  Suppose  the  particular  Objection  is 
that  the  plaintiff,  or  the  plaintiff's  predecessor  in  title,  was  not  the  first  and 
true  inventor,  and  that  in  the  first  action  the  costs  of  that  Particular  were 
allowed  to  the  defendant,  ought  I,  as  a  matter  of  course,  to  allow  that  in 
another  action  ?    It  seems  to  me  to  be  plain  that  I  ought  not,  as  the  circum- 

25  stances  might  be  wholly  different.  Suppose  the  facts  were,  which  I  cannot 
determine  unless  I  tried  the  action,  that,  although  it  was  not  so  proved  in  the 
first  action,  in  reality  the  plaintiff  was  the  first  and  true  inventor,  and  the 
defendant  in  the  second  action  knew  he  was  the  true  and  first  inventor  and  he  put 
forward  the  plea  he  was  not  the  true  and  first  inventor,  knowing  it  was  a  false 

30  issue,  and  therefore  the  plaintiff  had  to  prove  something  which  he  ought  not 
to  have  been  put  to  proof  of — supposing  at  the  trial  of  the  action  that  was 
proved  to  be  the  case,  should  I  allow  the  cost  of  that  Objection  ?  Certainly 
I  should  not.  The  particular  Objection  is  nothing  but  a  particular  piece  of 
paper  under  the  Act  of  Parliament  which  raises  a  particular  issue,  and  if  the 

35  Judge  at  the  trial  comes  to  the  conclusion  that  the  particular  issue  ought  not 
to  have  been  raised,  he  would  not  give  the  costs  of  that  issue.  I  put  that 
merely  as  an  illustration.  I  cannot  merely  because  another  Judge  in  another 
action  between  other  parties  arrived  at  the  conclusion  that  a  particular  issue 
was  justified  arrive  at  the  conclusion  in  this  action  between  other  parties  that 

40  the  issue  is  justified.  It  may  or  may  not  be,  but  it  is  not  conclusive  because  it 
was  so  in  the  previous  action.  That  covers  the  whole  ground.  There  is  nothing 
on  which  Mr.  Gray  seeks  to  rely,  except  that  Mr.  Justice  Joyce  in  another 
action  thought  it  was  proper,  and  he  has  sought  to  say  with  regard  to  anticipa- 
tions, which  formed  part  of  the  Particulars  of  Objection,  that  an  anticipation 

45  by  a  previous  Specification  or  previous  user  is  an  Objection  as  such  and  that 
it  is  the  same  Patent  that  is  in  question  in  this  action.  But  it  depends  upon  the 
evidence  at  the  hearing  of  the  action  whether  or  not  that  matter  is  resolved  in 
one  way  or  another.  It  is  impossible  to  say  in  a  second  action  which  is  tried 
on  different  evidence  that  a  conclusion  which  was  arrived  at  in  the  first  action 

50  is  binding  in  the  second. 

For  these  reasons,  I  am  unable  in  this  proceeding  to  go  into  the  question 

whether  these  Particulars  were  proper  or  improper.     I  do  not  at  all  forget 

.  what  Mr.  Justice  Stirling  said  in  Middleton  v.  Bradley y  that  it  will  do  if  the 


Reported  also  19  R.P.C.  213  ;  see  pige  230.— J.  0. 
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Court  in  any  interlocutory  or  other  proceeding  has  been  able  to  form  an 
opinion  upon  it ;  but  where,  as  here,  the  action  is  brought  to  an  end  by  a 
notice  of  discontinuance  without  the  Judge  ever  having  had  an  opportunity 
of  forming  a  judicial  opinion  upon  the  case,  it  seems  to  me  that  it  is  impossible 
to  do  what  is  asked. 

Gordon. — The  Summons  will  be  dismissed  with  costs,  and  perhaps  your 
Lordship  will  allow  the  costs  to  be  set  off  against  the  costs  which  have  to  be  paid 
by  the  Plaintiffs  ? 

Buckley,  J.— Yes. 


In  the  High  Court  of  Justice.— Chancery  Division.  ^^ 

Before  Mr.  Justice  Buckley. 
January  27th,  1905. 

In  the  Court  of  Appeal. 
Before  LORDS  JUSTICES  Vaughan  Williams  and   Stirling, 

March  2nd  and  16th,  1905.  15 

In  the  High  Court  of  Justice.— Chancery  Division. 
Before  Mr.  Justice  Buckley. 
May  23rd  and  August  I  st,  2nd,  and  3rd,  1905- 

SociETi^  Anonyms  de  la  Distillbrib  de  la  Liqueur  Benedictine  db 

l'Abbaye  de  FfiCAMP  V.  Green,  20 

and 
In  the  Matter  of  the  Trade  Marks  of  the  Societe  Anonymb  de  la 
Distillbrib  de  la  Liqueur  Benedictine  de  l'Abbaye  de  Fecamp. 

On  the  1st  of  January  1905  La  Societe  Anonyine  de  la  DistiUerie  de  la  Liqueur 
Benedictine  de  VAhhaye  de  Ficamp^  trading  at  Fecamp,  Seine  Inf  irieure,  France,  as  25 
distillers,  commenced  a  "  passing-off  "  action  against  Abraham  Gershon  Green^ 
who  had  for  many  years  traded  as  a  compounder  of  liqueurs,  and  had  recently 
commenced  to  carry  on  business  at  Cardiff  under  the  style  of  t]ie  ^*  South  Wales 
'*  Liqueur  Compounding  Company  "  as  a  manufacturer  of  and  dealer  in  various 
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and 

In  the  Mailer  of  the  Trade  Marks  of  the  Societi  Anonyme  de  la  Distillerie  de  la 

Liqueur  Benedictine  de  VAhhaye  de  Fecamp. 

kinds  of  liqueurs.  The  Plaintiff  complained  that  the  Defendant  was  '*  passing 
'*  off  "  liqueur  manufactured  by  him  in  a  manner  calculated  to  lead  to  the  belief 
that  it  was  the  Plaintiffs'  "  Benedictine "  liqueur,  but  they  made  no  claim  in 
respect  of  infringement  of  any  of  their  Trade  Marks,  hereinafter  referred  to. 
5  The  Plaintiffs  sold  their  liqueur  in  a  dark  glass  bottle  of  a  particular  shape, 
-which  was  also  the  shape  adopted  by  the  Defendant.  The  Plaintiffs'  bottle  had 
the  word  ^'  Benedictine  "  blown  on  it  in  the  glass ;  the  Defendant's  had  not. 
The  Plaintiffs'  bottle  had  on  its  front  a  prominent  counter -sunk  seal  filled  in 
with  a  circular  red  label ;  the  Defendant's  had  not.    The  Plaintiffs'  bottle  bore 

10  on  its  neck  a  crescent-moon  shaped  label  ;  the  Defendant's  had  no  such  label. 
On  the  main  body  of  the  Plaintiffs'  bottle  was  a  small  circular  label  of  about 
1\  inches  in  diameter  in  white  bearing  "  D.  0.  M."  across  it  with  the  word^, 
"  La  Directeur  A.  L."  ;  beneath  this  was  another  label  printed  in  comparatively 
small  letters :  "  Veritable  Liqueur  B6n6dictine :  marques  deposees  en  France 

15  "et  a  I'etranger,"  and  signed  "A.  L.  Le  Grand  Ain6"  on  the  back  of  the 
Plaintiffs'  bottle  was  a  label  printed  with  a  long  inscription  commencing, 
"  Tons  les  bouteilles  de  Benedictine  Liqueur  de  I'ancien  Abbaye  de  Fecamp  "  ; 
on  the  neck  of  the  Plaintiffs'  bottle  was  a  rectangular  label  pasted  spirally. 
The  Defendant's  bottle  bore  a  similar  label  affixed  spirally,  a  large  red  label, 

20  measuring  some  4  by  3  inches,  with  the  words  "  A  la  Benedictine  "  printed  in 
gold,  and  other  labels,  none  of  which  were  printed  in  French,  stating  the 
Defendant's  name  and  address  in  English  and  saying  that  "  it  contains  the  full 
"  flavour  and  strength  as  the  imported  one  {eic)  "  and  *'  the  herbs  and  all  the 
'•  ingredients  are  imported  direct  from  its  (jsic)  native  place,"  with  a  device  of  a 

25  Welsh  woman  wearing  a  Welsh  hat.  The  Defendant's  bottles  were  accompanied 
by  circulars,  in  English,  stating  to  the  effect  that  he  was  making  his  liqueur 
in  Wales  from  imported  herbs  at  half  the  price. 

On  the  27th  of  January  1895  the  Plaintiffs  moved  by  Counsel  before  Mr. 
Justice   Buckley,  the  Defendant  appearing  in  person,  for  an  interlocutory 

30  injunction  to  restrain  the  Defendant  from  manufacturing  or  causing  to  be 
manufactured  and  from  advertising,  sellinsf,  or  offering  for  sale  under  the 
name  of  "  Benedictine  "  or  any  colourable  imitation  thereof  any  liquor  or  other 
preparation  in  the  nature  of  a  liqueur  not  made  by  the  Plaintiffs,  &c.  This 
Motion  was  dismissed  with  costs. 

35  The  Plaintiffs  appealed,  and  on  the  2nd  of  March  1905  the  Appeal  came  on 
for  hearing  before  Lords  Justices  Vaughan  Williams  and  STIRLING. 

Asthury  K.C.  and  P.  F.  Stokes  (instructed  by  Fullilove  A  Co.)  appeared  for 
the  Plaintiffs.    The  Defendant  appeared  in  person. 

Asthury  K.C. — The  Plaintiffs  are  the  proprietors  of  several  registered  Trade 

40  Marks  for  the  fancy  name  "  Benedictine."  This  was  not  known  to  the  Court 
below.  [Vaughan  Williams  L.J,—I  do  not  see  how  the  Plaintiffs  can 
succeed  apart  from  the  registered  Trade  Marks,  but  it  is  difficult  to  see  the 
defence  to  any  action  for  infringement  of  these  Trade  Marks  while  they  stand 
on  the  Register.] 

45  The  hearing  of  the  Appeal  was  adjourned  for  a  fortnight  to  enable  the 
Defendant  to  consider  his  position. 

On  the  16th  of  March  1905  the  hearing  of  the  appeal  was  resumed,  when 
Waggett  (instructed  by  Smithy  Bundell,  and  DodSy  agents  for  Lewis^  Morgan^ 
and  BoXy  Cardiff)  appeared  for  the  Defendant,  who  on  the  14:th  of  March 

50  had  given  the  Plaintiffs  notice  of  Motion  for  the  rectification  of  the  Register  by 
removing  therefrom  ten  of  the  Plaintiffs'  Trade  Marks  registered  in  Class  43, 
including  No.  37,215,  which  consisted  of  the  word  "  Benedictine,"  registered  as 
an  "  old  mark  "  on  the  2nd  of  May  1884,  and  No.  40.905,  which  was  a  label 
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Societe  Anonyme  de  la  Distillerie  de  la  Liqueur  Benedictine 

de  VAhhaye  de  Ficamp  v.   Ghreen^ 

and 

In  the  Matter  of  the  Trade  Marks  of  the  SocUte  Anonyme  de  la  Distillerie  de  la 

Liqueur  Benedictine  de  VAhhaye  de  Fecamp. 

including  the   words  "  Veritable  Liqueur  Benedictine,"  registered  as  a  new 
mark  on  the  17th  of  November  1884  for  "  A  Liqueur  called  *  Benedictine.' " 

The  Court  ordered  the  hearing  to  stand  over  generally  until  the  Motion  to 
rectify  should  have  been  heard. 

This  Motion  (which  was  on  the  23rd  of  May  ordered  to  go  into  the  witness  J> 
list)  came  on  for  hearing  before  Mr.  Justice  BUCKLBY  on  the  1st  of  August  1905, 
.when  Buckmaster  K.C.  and  Wa>ggett  appeared  for  the  Applicant  on  the  Motion, 
and  Asthury  K.C.  and  Ward  Goldridge  for  the  Respondents. 

Buckmaster  K.C. — The  Applicant  is  a  person  aggrieved.  All  the  ten  Trade 
Marks  which  are  now  attacked  falsely  suggest  that  the  French  liqueur  is  and  10 
has  been  the  manufacture  of  a  religious  body,  excepting  that  No.  40,905  frankly 
describes  the  article  as  called  by  the  name.  Further,  most  of  the  marks  are 
registered  as  "  old  marks,"  and  it  is  essential  for  their  validity  that  they  should 
have  been  used  alone.  The  Company,  however,  have  used  them  with  added 
matter,  which  disqualified  them  from  registration.  Besides  they  cannot  be  15 
distinctive  if,  as  the  Applicant  submits,  they  are  deceptive. 

Evidence  was  given  on  behalf  of  the  Applicant  by  Ahhe  Gasqtcetj  the  Abbot 
President  of  the  English  House  of  the  Benedictine  Order,  and  by  Herbert 
Martens^  a  waiter,  who  said  that  in  1874  he  had  handled  the  Respondents* 
"  Benedictine  "  bearing  the  Trade  Marks,  and  by  Adam  Hill^  a  spirit  merchant  20 

Astbury  K.C.  for  the  Respondents. — The  burden  of  proof  that  these  marks, 
which  have  been  on  the  Register  for  so  many  years,  should  be  removed  there- 
from is  on  tlie  Applicant.  This  is  not  discharged  by  the  evidence  given  on  his 
behalf.    There  is  nothing  deceptive  in  the  use  of  the  word  "  Benedictine." 

Evidence  was  given  for  the  Respondents  by  Fatlier  NolU,  a  monk  of  the  25 
Benedictine  Order  in  Rome.     Before  the  Respondents*  case  was  closed  the 
parties  and  their  Counsel  conferred  and  the  matter  was  settled. 

Asthury  K.C. — Your  Lordship  need  not  be  troubled  further  with  the  matter. 
The  Applicant  is  now  willing  that  his  Motion  to  rectify  shall  be  dismissed,  and 
he  is  willing  to  give  in  the  Action  an  undertaking  not  to  make  any  further  30 
use  in  any  way  of  the  word  "Benedictine."  We  might  pro  forma  put 
the  Action  down  for  trial  before  your  Lordship,  though  I  do  not  know 
whether  it  is  necessary.  We  wish  to  take  an  Order  in  the  Action,  and  an 
Order  on  the  Motion.  The  only  Order  on  the  Motion  will  be  that  the  Motion 
be  dismissed,  and  the  only  Order  in  the  Action  will  be  to  stay  all  further  35 
proceedings  on  the  Defendant  undertaking  to  make  no  further  use  of  the  word 
"  Benedictine  "  on  bottles  or  otherwise. 

Buckley  J. — You  can  put  the  action  in  the  paper  pro  forma  now  with  the 
consent  of  both  parties,  and  I  will  make  an  Order  on  the  Motion  and  in  the 
Action.     I  am  not  going  to  put  any  words  in  the  Order  which  would  be,  or  40 
could  be,  taken  by  anyone  to  be  an  affirmance  of  the  validity  of  the  Trade 
Marks.    I  do  not  adjudicate  upon  the  point  at  all. 

Asthury  K.C. — No,  as  it  is  a  consent  matter.  It  had  better  be,  "  the  Applicant 
"  withdrawing  his  Motion,  no  Order." 

Buckley  J, — Certainly.  45 

Asthury  K.C. — The  Order  in  the  Action  will  be  :  On  the  Defendant  giving 
an  undertaking  in  the  terms  of  the  notice  of  Motion  stay  all  further  proceedings 
by  consent. 

Buckley  J. — ^Yes. 

[End  of  Volume  XXII.] 
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